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DIGEST  OF  PATENT  CASES. 


AMENDMENT     OF     SPECIFICATION.      See   also   Grant   of   Patent, 
Opposition  to,  No.  1. 

1.  Application  for  leaye  to  apply  to  amend  a  Specification  granted 
to  Plaintiffii  pending^  an  action  for  inftingement,  the  Plaintiffs 
nndertakine  not  to  threaten  until  the  question  of  amendment 

was  decidea* — Patent — Action  for  infringement. — Application  for 
leave  to  apply  to  amend  Specification. — Leave  granted. — Patents^  Ac. 
Acty  1883^  Section  19.  Letters  Patent  having  been  granted  to  C. 
relating  to  improvements  in  safes,  the  owners  of  the  Patent 
commenced  an  action  for  infringement,  and  subsequently  moved 
that  they  might  be  at  liberty  to  apply  at  the  Patent  Office  for  leave 
to  amend  their  Specification  by  way  of  disclaimer.  The  Defendants 
opposed  the  application,  urging  that  the  proceedings  were  only  at  an 
early  stage,  and  that  it  was  a  case  in  which  leave  should  not  under 
the  circumstances  be  given. — Btrne,  J.,  granted  the  application  on 
the  usual  terms  as  to  costs,  the  Plaintiffs  undertaking  not  to  threaten 
until  the  question  of  the  amendment  of  the  Specification  should  be 
disposed  of.  Chatwood's  Patent  Safe  and  Lock  Co.,  Ld.,  and 
Others  v.  Ratnbr  Safe  Co.,  Ld.,  and  Others,  p.  449. 
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ANTICIPATION.     Paper  Anticipation,  Law  as  to.     See  Pneumatic 
Tyrb  Co.  v.  Leicester  Pneumatic  Tyre  Co.,  pp.  57,  542,  543. 

CERTIFICATE  AS  TO  PARTICULARS  OP  BREACHES. 

1.  Certificate  granted.    Lister  &  Co.  v.  Dix  Brothers,  p.  96. 

2.  Certificate  granted.    INCANDESCENT  Gas  Light  Co.  and  Others  v. 

Brogden,  p.  184. 

3.  Certificate  granted.    Kane  v.  Guest  &  Co.,  p.  433. 

CERTIFICATE  AS  TO  PARTICULARS  OF  OBJECTIONS. 

1.  Certificate  granted.    Lister  &  Co.,  Ld.  v,  Dix  Brothers,  p.  96. 

2.  Certificate  as  to  the  Particulars  gone  into  at  the  trial  granted,  except  as  to 

one  Patent.  British  Motor  Syndicate,  Ld.  v.  Universal 
Motor  Carriage  and  Cycle  Co.,  Ld.,  and  Others,  p.  114. 

3.  Certificate  granted  as  to  one  Patent,  so  far  as  they^related  to  matters  as  to 

which    evidence  was    given,    but  refused  as    to    another    Patent. 

Dewrancb  v.  Fletcher  Brothers,  p.  153. 

4.  Certificate  granted  as  to  all  Particulars  that  were  gone  into  and  mentioned. 

Adams  v.  Stevens,  p.  232, 

5.  Certificate  granted  by  the  Court  of  Appeal,  except  as  to  one  Specification 

mentioned  in  one  of  the  Objections.  Castnbr-Kbllnbr  Alkali 
Co.,  Ld.  v.  The  Commercial  Development  Corporation,  Ld., 
p.  276. 

6.  Certificate  granted  as  to  some  of  tl^  Particulars.    TuBELBSS  Pneumatic 

Tyre  and  Capon  Heaton,  Ld.  v.  The  Trench  Tubblbss  Tyre 
Co.,  Ld.,  and  Others,  p.  314. 

7.  Certificate  granted,  but  the  application  for  such  certificate  having  been 

made  subsequently  to  the  trial  the  costs  of  such  application  were  not 

allowed.  James  Duckett  &  Sons,  Ld.  and  Jambs  Duckett  v. 
Sankey  &  Son,  p.  357. 

8.  Certificate  granted.    COOPER  &  Co.,  Ld.  v.  Baedeker,  p.  369. 

9.  Limited  Certificate  granted.    DiCK  v.  Ellam's  Duplicator  Co.,  p.  424. 

10.  Certificate  granted.    Kane  v.  Guest  &  Co.,  p.  443. 

11.  Certificate  granted  as  to  some  of  the  Particulars.    The  Palmer  Tyre, 

Ld.  v.  The  Pneumatic  Tyre  Co.,  Ld.,  and  Others,  p.  496. 

12.  Certificate  granted  as  to  Nos.  1,  2,  3  and  4  of  the  Particulars,  but  limited 

as  to  Nos.  3  and  4  to  the   Specifications  mentioned  at  the  trial. 

Taylor  and  Scott  v.  Annand  and  The  Northern  Press  and 
Engineering  Co.,  p.  560. 

13.  Certificate  granted  so  far  as  concerned  the  Specifications  referred  to. 

Electric  Construction  Co.,  Ld.  v.  The  Imperial  Tramway 
Co.,  Ld.,  and  the  British  Thomson-Houston  Co.,  Ld.,  p.  631. 
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CERTIFICATE    OP    VALIDITY    OF     PATENT     HAVING    COME     IN 
QUESTION. 

1.  Certificate  having  been  granted  in  a  previous  action  the  judge  in  a  sub- 

sequent  case    refused   an    application  to    deprive   the  successful 
Plaintiff  of  solicitor  and  client  costs.     Fabriqubs  DB  Produits 

CHIMIQUE  DB  THANN  AND  DB  MULHOUSB  V.  LAPITTB  &  CO.,  p.  61. 

2.  Costs  as  between  solicitor  and  client  not  refused  where  the  validity  of  the 

patent  was  not  disputed,  but  had  been  disputed  in  a  previous  action. 

The  Wblsbach  Incandescent  Gas  Light  Co.,   Ld.   v.  The 
Daylight  Incandescent  Mantle  Co.,  Ld.,  and  Others,  p.  344. 

3.  Certificate  granted.    John  Varey,  Ld.  v.  Walker,  Mitchell,  &  Co., 

p.  607. 

COMPULSORY  LICENCE. 

Petition  for.    Reasonable  offer  by  Patentees  to  supply  Petitioners' 

want.  Petition  dismissed. — Patent — Compulsory  Licence, — 
Application  to  Board  of  Trade. — Petitioners  the  oivners  of  Patent 
for  Improvement. — Agreements  by  Patentees  restricting  the  number 
of  Licences. — Leave  to  Licensees  to  oppose. — Jurisdiction  of  Board  of 
Trade. — Amendment  of  Petition  by  adding  Licensees  as  Respondents. 
— Offer  without  prejudice. — Offer  by  Lice'nsees  to  supply. — Reasonable- 
ness of  offer. — Meaning  of  ^^defaultJ*^ — Right  of  Petitioners  to 
manufacture. — Manufacture  to  be  within  the  Realm. — Profits  how 
to  be  apportioned. — Refusal  of  offer  by  Petitioners.— Petition  dis- 
missed.— Patents^  <kc.  Act^  1883,  sections  22y  46^  and  87. — Patent 
RuleSy  1890,  60  to  66.  The  D.  Company  were  the  owners  of  B.'s 
Patent  relating  to  bicycle  tyres  or  rims,  subject  to  certain  licences. 
An  American  Company  were  the  owners  of  another  Patent  relating 
to  bicycle  wheels,  namely,  for  a  combination  consisting  of  a  special 
form  of  wooden  rim  and  special  form  of  tyre  to  fit  it,  and  they 
presented  a  Petition  to  the  Board  of  Trade  for  the  grant  to  them  of 
a  compulsory  licence  under  B.'s  Patent  on  the  grounds  that  (1)  the 
reasonable  requirements  of  the  public  with  respect  to  the  invention 
could  not  be  supplied,  and  (2)  that  the  Petitioners  were  prevented 
from  working  or  using  to  the  best  advantage  their  own  invention. 
It  appeared  that  B.'s  Patent  had  been  owned,  subject  to  a  licence, 
by  the  N.  B.  Company,  who  had  assigned  it  to  the  D.  Company  in 
consideration  of  a  sum  of  money  and  the  grant  of  a  licence  to  the 
N.  B.  Company,  and  an  agreement  by  the  D.  Company  only  to  grant 
one  further  licence.  Such  licence  had  been  granted  to  the  C. 
Company.  The  existence  of  such  licences  was  one  of  the  grounds 
of  the  refusal  of  the  D.  Company,  previously  to  the  presentation  of 
the  Petition,  to  grant  a  licence  to  the  Petitioners.  The  N.  B. 
Company  and  the  C,  Company  applied  to  the  Board  of  Trade  for 
and  obtained  leave  to  appear  and  oppose  the  Petition.  The 
Licensees,  in  their  affidavits,  expressed  their  willingness  to  supply 
the  Petitioners  with  tyres  of  the  special  form  covered  by  the 
Petitioners'  Patent.  At  the  hearing  the  D.  Company  and  the 
Licensees  objected  to  the  Petition  being  amended  by  making  the 
Licensees  Respondents,  but  the  Petition  was  subsequently  ordered 
to  be  amended  by  adding  the  N.  B.  Company  and  any  other  person 
interested  in  the  Patent.  It  was  contended  by  the  Respondents 
that  the  existence  of  an  exclusive  licence  precluded  any  jurisdiction 
in  the  Board  of  Trade  to  order  the  grant  of  a  compulsory  licence ; 
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COMPULSORY  LICENCE— oon/mt^. 

they  also  objected  that  the  Petitioners  did  not  carry  on  their 
manufacture  in  England.  The  N.  B.  Company  in  their  declaration 
stated  ihat  they  were  prepared  to  supply  the  Petitioners,  and  in 
the  course  of  the  hearing  they  made  an  oflEer  to  the  Petitioners  to 
supply  them  with  lyres  of  their  special  form  on  certain  terms,  and 
evidence  was  heard  as  to  the  reasonableness  of  such  offer.  Such 
offer  was  at  first  made  "without  prejudice,"  but  the  Referee 
refusing  to  receive  it  in  that  form  these  words  were  withdrawn. 
It  was  contended,  for  the  Petitioners,  that  it  was  sufficient  for 
them  to  show  a  default  in  granting  a  licence  before  the  presenta- 
tion of  the  Petition.  During  the  hearing  the  Referee  intimated 
that  he  proposed  to  report  to  the  Board  of  Trade  on  the  following 
points : — (1)  That  the  Patentee,  in  section  22  of  the  Patents,  &c. 
Act,  18815,  means  the  person  or  persons  for  the  time  being  entitled 
to  the  benefit  of  the  Patent ;  that  if  such  person  or  persons  were 
before  the  Board  of  Trade  it  had  jurisdiction,  but  the  i-espective 
rights  of  the  persons  entitled  might*  afftc^  the  discretion  of  the 
Board  of  Ti*ade ;  and  further  it  was  not  necessary  that  there  should 
be  default  on  the  part  of  each  of  such  persons.  (2)  That  the  Board 
of  Trade  has  jurisdiction  to  allow  an  amendment  of  a  Petition  by 
adding  the  names  of  persons  appearing,  after  the  presentation  of 
the  Petition,  to  be  interested  in  the  Patent.  (3)  That  in  a  case  in 
which  the  Petitioners'  invention  was  an  improved  variety  of  a 
species  covered  by  the  Respondents'  Patent,  the  Board  of  Trade 
ought  not  to  order  the  grant  of  a  licence  if  the  Respondents  make  a 
reasonable  offer  to  manufacture  such  improved  variety.  (4)  That 
the  offer  by  the  N.  B.  Company  was  a  reasonable  one.  The  Referee 
proposed  to  make  an  interim  Report  and  to  adjourn  the  Petition. 
'  The  Petitioners  refused  the  offer  made  by  the  N.  B.  Company.  The 
Referee  thereupon  made  a  final  Report,  and  the  Petition  was  dis- 
missed. The  Board  of  Trade  has  no  jurisdiction  over  the  costs  of  a 
Petition  for  a  compulsory  licence.  In  THE  MATTER  OP  Bartlett'S 
Patent  (No.  16,783  of  1890),  and  In  the  Matter  op  the 
Patents,  Designs,  and  Trade  Marks  Act,  1883,  and  In  the 
Maitbr  op  the  Petition  op  the  Gormully  and  Jeppbry 
Manupacturing  Company  for  a  Compulsory  Licence,  p.  641. 


COSTS,    tiee  also  INFRINGEMENT,  Nos.  1  and  16. 

1.  The  costs  of  the  shorthand  writer's  notes  allowed  to  a  successfiil 

Appellant  by  the  Court  of  Appeal,  in  a  case  where  the  notes 

were  referred  to  day  by  day  in  the  Court  below.— Castnbr- 
Kellner  Alkali  Co.,  Ld.,  v.  The  Commercial  Development 
Corporation,  Ld.,  p.  251. 

2.  Successful  Appellant's  solicitor  will  not  be  compelled  to  giye  his 

} personal  undertaking  to  repay  the  costs  in  the  eyent  of  a 
iirther  appeal  without  some  special  reason.— Castner- 
Kellnbr  Alkali  Co.,  Ld.,  v.  The  Commercial  Development 
Corporation  Ld.,  p.  276. 

X  Where  on  amendment  of  Particulars  of  Objections  the  Plaintiff 
is  given  an  election  to  discontinue.— ^c^/on  for  infringement  of 

Patent, — Leave  obtained  to  amend  Particulars  of  Objections. — Leave 
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to  re-amefid  Particulars  of  Objections. — Terms  of  Order.  In  an 
action  for  an  infringement  of  a  Patent  the  Defendants,  on  the  28th 
of  July  1898,  delivered  Particulars  of  Objections  with  their  Defence. 
On  the  23rd  of  January  181)3,  they  obtained  an  Order  to  amend  their 
Particulars,  the  costs  of  the  amendment  to  be  the  PlaintiflEs'  in  any 
event ;  the  Plaintiffs  to  have  six  week-j  to  elect  to  discontinue ;  if 
they  discontinued  the  Defendants  were  to  be  at  liberty  to,  tax  their 
costs  up  to  and  including  the  28th  of  July  1898,  and  the  Plaintiffs 
were  to  be  at  liberty  to  tax  their  costs  subsequently  to  that  date. 
On  the  30th  of  Janaary  1899,  the  Defendants  delivered  their  amended 
Particulars,  and  on  the  12th  of  April  1899,  the  Plaintiffs  delivered 
their  reply  with  notice  of  trial.  On  the  9th  of  May  1899,  the 
Defendants  obtained  an  Order  from  the  Master  to  re-amend  their 
Particulars  of  Objections  on  terms  similar  to  those  of  the  previous 
Order,  except  that  in  the  event  of  discontinuance  the  Defendants 
were  to  be  at  liberty  to  tax  their  costs  up  to  the  30th  of  January 
18^9,  and  the  Plaintiffs  to  tax  their  costs  subsequently  to  that  date. 
This  Order  having  been  confirmed  by  the  Judge  in  Chambers,  the 
Plaintiffs  appealed  to  the  Court  of  Appeal,  on  the  ground  that  they 
ought  to  have  their  costs  subsequent  to  the  28th  of  July  1898,  instead 
of  only  subsequent  to  the  30th  of  January  1899. — Held,  that  the 
Order  appealed  from  was  right,  and  that  the  appeal  should  be 
dismissed  with  costs.  Ehrlich  v.  Ihleey  4  R.P.G.  115,  distinguished. 
Woolhy  V.  Broody  9  R.P.G.  429,  followed.      HERBERT  WILLIAM 

Wilson  and  Wilson  Brothers  Bobbin  Co.,  Ld.  v.  Wilson  &  Co. 
(Barnslby),  Ld.,  p.  315. 

4.  A  Plaintiff  holding  a  certificate  of  validity  will  not  be   deprived  of 

solicitor  and  client  costs  without  a  sufficient  special  reason.  The 
Welsbach  Incandescent  Gas  Light  Co.  Ld.  r.  The  Daylight 
Incandescent  Mantle  Co.,  Ld.,  and  others,  p.  344. 

5.  Successful  Defendant  who  did  not  apply  for  a  certificate  as  to  Particulars 

of  Objections  at  the  trial,  but  applied  subsequently,  not  allowed  the 
costs  of  such  application.  Jambs  Duckbtt  &  Son,  Ld.,  and 
Jambs  Duckbtt  u.  Sankey  &  Son,  p.  357. 

6.  Costs  allowed  of  three   Counsel  and  the  shorthand  notes.     PALMER 

Tyre,  Ld,  v.  Pneumatic  Tyre  Co.,  Ld.,  and  others,  p.  496. 

7.  Successful  Plaintiff  not  deprived  of  solicitor  and  client  costs  where  the 

Defendant  in  the  action  in  which  the  certificate  of  validity  was 
given  did  not  fight.  BRITISH  Motor  Syndicate,  Ld.,  and 
OTHERS  V.  J.  E.  H.  Andrews  &  Co.,  Ld.,  p.  t594. 

8.  An  unsuccessful  Plaintiff,  who  had  appealed,  applied  to  the  Court  of 

Appeal  for  a  stay  of  execution  in  respect  of  costs  unless  the 
Defendants'  solicitors  would  give  a  personal  undertaking  to  return 
the  costs  in  the  event  of  the  appeal  succeeding. — Held^  that  the 
application  failed,  as  no  special  circumstances  were  proved.  John 
Varby,  Ld.  v.  Walker,  Mitchell  &  Co.,  p.  607. 


DAMAGES,  INQUIRY  AS  TO. 

Inquiry  granted  in  a  threats  action  where  the  Plaintiffs  had  lost  a  contract 
owing  to  threats.    HOPPNUNG  v.  Salsbury,  p.  375. 
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DAMAGES,  MEASURE  OF. 

1.  Principles  on  which  damagfes  should  be   assessed  discussed — 

Patent, — Action  for  infringement, — Inquiry  as  to  Slnmages, — Measure 
of  dainagea.  An  inqairy  as  to  damages  having  been  ordered  in  a 
judgment  by  consent  in  an  action  for  infringement  of  a  Patent 
relating  to  bicycle  tyres,  and  the  Master  having  made  his  certificate, 
the  Defendants  moved  to  reduce  the  damages  found  by  the  Master. 
They  contended  that  the  evidence  showed  that  the  damages  ought 
not  to  be  assessed  on  the  basis  that  the  orders  given  to  them  for 
tyres  would  have  gone  to  the  Plaintiffs,  inasmuch  as  the  infringing 
tyres  had  been  bought  for  second-grade  bicycles,  and  that  the 
Plaintiffs'  tyres  would  not  have  been  fitted  to  such  machines,  but 
that  the  Plaintiffs  were  only  entitled  to  damages  on  the  basis  that  the 
orders  would  have  gone  to  the  licensees  of  the  Plaintiffs,  from  whom 
the  Plaintiffs  would  have  been  entitled  to  royalties. — Held  by 
Wills,  J.,  that  the  contention  of  the  Defendants  was  correct,  and 
that  the  damages  must  be  reduced  accordingly.  The  Plaintiffs 
appealed. — Held^  by  the  Court  of  Appeal,  that  the  proper  measure  of 
damages  was  the  actual  loss  caused  to  the  Plaintiffs,  and  that  the 
sum  awarded  by  Wills,  «/,,  correctly  represented  this  loss.  The 
appeal  was  dismissed  with  costs.  The  Pneumatic  Tyre  Co.,  Ld. 
V,  The  Puncture  Proof  Pneumatic  Tyre  Co.,  Ld.,  p.  209. 

2.  "  I  will  first  consider  what  is  the  true  principle  upon  which  in  such  a  case 
^'  the  damage  is  to  be  assessed.  No  doubt  the  Defendants  are  to  be 
"  treated  as  wrongdoers.  They  have  done  something  which  they  are 
"  not  entitled  to  do ;  but  before  the  Plaintiffs  are  entitled  to  recover, 
"  even  as  against  a  wrongdoer,  they  have  to  prove  damage  to  them- 
"  selves.  All  that  can  be  said  in  the  case  of  a  man  who  is  a  wrongdoer 
'*  is  that  when  the  damages  come  to  be  considered  juries,  and  courts 
"  where  they  are  performing  the  functions  of  juries,  deal  with  them, 
"  and  commonly  and  usually  deal  with  them,  with  a  more  or  less 
"  liberal  hand  ;  but  still  the  question  that  must  be  proposed  to  a  jury 
"  or  to  a  Judge  is, — what  is  the  damage  which  in  such  a  case  as  this 
^'  the  Plaintiffs  have  sustained  ?  It  seems  to  me  that,  applying  that 
"  principle  to  the  facts  of  this  case,  the  Plaintiffs  are  entitled  to  be 
"  compensated  for  the  injury  that  they  have  suffered  by  reason  of 
"  what  the  Defendants  have  done,  and  wrongfully  done  ;  and  in  such 
**  a  case  as  this,  or  a  case  somewhat  like  this,  the  damage  would  be 
"  properly  divisible  under  these  two  heads :  What  injury  has  been 
"  done  to  the  Plaintiffs  by  reason  of  their  article  being  shoved  out  of 
**  the  market,  or,  to  use  the  expression,  I  think,  of  Lord  Watson^ 
"  *  shouldered  out  of  the  market '  ? — to  what  extent  has  their  trade 
*'  been  injured  ? — ^and  if  the  case  were  one  in  which  the  infringing 
"  articles  were  put  forward  under  circumstances  in  which  it  might 
"  affect  the  reputation  and  character  of  the  Plaintiffs'  business  that 
"  would  also,  in  my  opinion,  be  a  proper  subject  to  be  considered ; 
^*  but  in  the  present  case  no  allegation  of  damage  under  that  head  has 
"  been  presented  or  suggested.  It  has  been  said  that  the  principle 
"  ought  to  be  the  principle  of  what  the  Defendants  would  have  had  to 
"  pay  for  permission  to  do  the  thing  which  unauthorised ly  and  wrong- 
"  fully  they  did.  For  the  purposes  of  this  case  it  seems  to  me  to  be 
"  enough  to  dispose  of  that  argument  by  saying  that  that  suggestion 
"  can  have  no  place  in  this  inquiry,  because,  as  was  stated  before  the 
"  Master,  and  repeated  by  the  learned  Counsel  here,  this  is  not  a  case 
"  in  which  the  Plaintiffs  ever  have  granted,  or,  so  far  as  their  present 
**  intentions  are  concerned,  now  intend  to  grant,  licences  at  all ;   and 
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certainly  it  would  be  an  inquiry  impossible  to  embark  upon  with 
"  any  hope  of  success,  even  if  it  were  an  inquiry  justified  by  the  facts, 
^^  as  to  what  figure  the  Plaintiffs  might  have  been  disposed  to  fix  in 
"  order  to  give  to  the  Defendants  liberty  and  license  to  manufacture 
"  these  1738  tyres.  I  should  like  to  say  in  connection  with  the  class 
^*  of  cases  that  have  been  so  much  ref en  ed  to,  that  it  is  quite  con- 
'^  ceivable  that  in  cases  where  there  is  a  commercial  known  standard 
"  of  license  for  the  manufacture  of  a  particular  article — and  particularly 
•*  in  the  case  where  the  Patentee  is  not  himself  a  manufacturer,  but 
"  makes  his  profit  simply  by  the  granting  of  licenses — the  measure  of 
'^  damage  may  in  such  cases  be  the  cost  of  the  license.  It  may  be ; 
'^  but  I  think,  upon  an  examination  of  all  these  cases,  it  will  be  found 
^*  that  underlying  the  measure  of  damage  there  is  the  assumption  that, 
'^  if  it  had  not  been  that  the  particular  Defendant  manufactured  the 
^'  particular  things,  then  that  those  particular  things  would  have' 
"  been  manufactureil  by  the  Plaintiff  or  his  licensees."    Per  LORD 

Russell,  U.J.     Pneumatic  Tyre  Co.,  Ld.  v.  Puncture  Proof 
Pneumatic  Tyre  Co.,  Ld.,  p.  212. 


DISCONFORMITY.    See  Variance. 


EVIDENCE. 

1.  Evidence  which  did  not  attack  the  validity  of  a  patent  held   to  be 

admissible  without  Particulars  of  Objections,  even  though  the  scope 
of  the  Patent  was  thereby  narrowed ;  and  evidence  of  common 
knowledge  of  this  character  held  to  he  material  and  admissible. 

A.  Appleby's  Twin  Roller  Chain,  Ld.  i\  Albert  Eadie  Chain, 
Ld.,  p.  325. 

2.  In  an  action  for  infringement  by  breach  of  a  limited  license,  where  it 

was  not  proved  that  the  Defendants  threatened  to  continue  infringing, 
held,  that  evidence  of  acts  subsequent  to  the  date  of  the  writ  was 
inadmissible.  WELSBACH  INCANDESCENT  Gas  LIGHT  Cc,  Ld.  u. 
DOWLB  AND  THE  LONDON  AND  SUBURBAN  MAINTENANCE  CO., 
p.  391. 

GRANT  OF  PATENT. 

Construction  of  Orant  to  two  persons.    Held,  that  the  interest  of 
the  Patentees  was  joint  and  passed  by  survivorship.— Con- 

struction  of  grant — Grant  to  two  persons, — Nature  of  interest. 
— Construction  of  ag^^eement.  In  1882  Letters  Patent  were  granted 
to  L.  G.  and  J.  D.  G.,  their  executors,  administrators,  and  assigns, 
and  in  1883  they  entered  into  an  agreement  under  seal  with  a 
Company  by  which  they  agreed  to  sell  this  and  other  Patents  to  the 
Company,  and  the  agreement,  after  providing  for  assignments  by  the 
vendors  to  the  Company,  stipulated  that  "such  assignments  respec- 
"  tively  should  contain  a  covenant  by  the  said  vendors  "  relating  to 
the  validity  of  the  Patents,  "and  also  such  other  covenants  or 
"  provisions  as  may  be  reasonably  required  by  the  said  Company 
"  for  giving  effect  to  the  sale  hereby  agreed."  L.  G.  having  died, 
the  Company  brought  an  action  against  J.  D.  G.  and  the  administra- 
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trix  of  L.  G.  claiming  an  assignment  of  the  Patents  and  damages  for 
the  breach  of  the  agreement.  The  action  as  against  J.  D.  G.  was 
.settled. — Held,  thdit  the  interest  of  the  Patentees  under  the  Patent 
was  joint,  and  passed  by  survivorship  to  J.  D.  G. ;  and  that  the 
Company  could  not  require  any  covenant  from  the  administratrix  of 
L.  G.,  and  was  not  entitled  to  any  relief  against  her.    THE  NATIONAL 

Company  for  the  Distribution  op  Electricity  by  Secondary 
Generators,  Ld.  v.  Gibbs,  p.  339. 


GRANT  OF  PATENT,  OPPOSITION   TO. 

1.  A  Specification  ous^ht  to  be  so  framed  by  the  Applicant  in  the 
first  instance  tnat  a  Patent  may  properly  be  granted,  and 
when  a  Specification  is  so  framed  that  a  Patent  cannot  be 
Slanted  without  amendment,  it  is  not  a  matter  of  coarse 
that  the  necessary  amendment  will  be  allowed  to  be  made.— 

OpjMsUion  to  grant  of  Patent  on  tJic  ground  that  the  invention  liad 
hem  already  patented  an  appUccUion  of  prior  date. — Patent  refuAed, 
— Leave  to  file  declarations  applied  for  and  refused. — Appeal  by 
Applicants. — Held,  on  appeal,  by  the  Law  Officer,  that  the  Chief 
Examiner's  decision  be  affirmed.  THOMAS  AND  Prbvobt'S  APPLI- 
CATION FOR  A  Patent,  p.  69. 

2.  Opposition  to  grant. — The  Gompfroller  ordered  a  reference  by  name  and 
number  to  Oppo^ient's  Specification. — On  appeal,  the  Solicitor-Oeneral 
affirmed  the  Cofftpiroller^s  decision.  In  an  op)K)sition  to  the  grant, 
extensive  amendments  are  not  to  be  encouraged.  Gabnbtt's 
Application  fob  a  Patent,  p.  154. 

3.  In  an  opposition  to  the  grant  of  a  Patent  extensive  amend- 
ments are  not  to  be  enconraged.--"  When  an  Applicant  comes 
forward  with  a  Specification,  I  think  it  is  his  dnty  to  frame  the 
claims  in  accordance  with  the  substance  of  the  matter  described  in 
the  Specification,  and  it  would  be  very  unsatisfactory  if  it  were 
supposed  that  an  Applicant  might  cast  his  net  as  wide  as  he  pleased 
in  the  claims,  and  then  when  he  came  to  have  the  Patent  sealed, 
says  : — *  This  is  a  case  for  amendment,  and  I  desire  it  should  be 
*  amended.^  Amendments  may  be  made  in  these  cases  in  the 
discretion  of  the  Comptroller  or  Law  OfiBcer,  but  they  are  to  be 
made  somewhat  sparingly/'  Per  FiNLAY,  S.-O.,  Garnbtt's  APPLI- 
CATION FOR  A  Patent,  p.  156. 

4.  Persons  entitled  to  be  heard  before  the  GomptroUer-Oeneral 

in  opposition. — Oppositiofi  to  grant.  —  Application  for  man- 
damus. —  Eule  absolute  refused.  —  A2)peal  dismissed.  —  Patents, 
itr.  Act,  1883,  sections  4,  5, 11,  18,  25,  26,  69,  90,  and  96.--Patents, 
ike.  Act,  1888,  section  4.  M.  having  applied  for  a  Patent,  T.  gave 
notice  of  opposition  to  the  grant  on  the  ground  that  the  alleged 
invention  had  been  patented  in  this  country  on  applications  of  prior 
date.  At  the  hearing  before  the  Comptroller-Oeneral  an  objection 
was  taken  that  the  Opponent  had  no  interest  in  the  prior  Patents, 
and  was  therefore  not  entitled  to  be  heard.    After  a  hearing  the 
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Comptroller  applied  to  the  Law  Officer  for  his  direction  under 
section  95  of  the  Patents,  &c.  Act,  1883,  and  the  Law  Officer  gave  a 
direction  that,  if  the  Opponent  had  no  interest,  he  ought  not  to  be 
heard.  T.  obtained  a  rule  nisi  for  a  mandamus  against  the  Comp- 
troller-General directing  him  to  hear  and  determine  the  matter  of 
T.'s  opposition.  On  a  subsequent  day,  the  matter  having  been 
argued. — Held^  by  Grantham,  J.,  and  Kennedy,  J.,  that  the  question 
whether  T.  was  entitled  to  be  heard  was  under  the  Patents,  &c.  Act, 
1883,  sections  11  and  95,  a  question  to  be  determined  by  the  Law 
Officer,  and  that  the  rule  must  be  refused.  T.  appealed. — Held,  on 
appeal,  that  the  direction  of  the  Law  Officer  having  been  taken  by 
the  Comptroller  under  section  95  of  the  Patents,  &c.  Act,  1883,  no 
mandamus  could  be  granted  against  the  Comptroller ;  that  under 
section  11  of  the  Act  the  Law  Officer  is  the  final  authority  to  decide 
whether  a  person  is  entitled  to  be  heard,  whether  before  the 
Comptroller  or  the  Law  Officer,  in  opposition  to  the  grant  of  a 
Patent ;  and  that  according  to  the  proper  construction  of  that  section 
a  member  of  the  public  having  no  interest  is  not  entitled  to  oppose 
the  grant  of  a  Patent  on  the  ground  that  the  invention  has  been 
patented  in  this  country  on  an  application  of  prior  date.  Per 
Smith,  LJ^.,  that  under  section  18,  subsection  (4),  the  Law  Officer  is 
also  the  final  authority  to  decide  whether  a  person  is  entitled  to  be 
heard  before  the  Comptroller  or  the  Law  Officer  in  opposition  to  a 
request  for  leave  to  amend  a  Specification.  R.  v.  COMPTROLLER- 
GENERAL  OP  Patents,  ex  jjarte  Tomlinson,  p.  233. 

5.  A  member  of  the  public  is  not  entitled  to  oppose  the  grant  of  a  Patent 
on  the  ground  that  the  invention  has  been  patented  in  this  country 
on  an  application  of  prior  date  if  such  member  has  no  interest  in 
such  prior  Patent.  R.  v.  Comptrollbr-Gbnbral  OP  PATENTS, 
ex  parte  TOMLINSON,  p.  233. 

6.  An  opponent  to  a  grant,  who  desires  his  Patent  to  be  constmed 

as  oeine  a  master  Patent  and  for  a  pioneer  invention,  mnst 
bring  the  state  of  knowledge  before  the  Comptroller  by 

evidence* — ^At  the  hearing  of  an  opposition  to  the  grant  of  a  Patent 
on  the  ground  that  an  invention  had  been  patented  on  an  application 
of  prior  date,  the  Chief  Examiner  ordered  the  insertion  of  a  general 
disclaiming  clause.  The  Opponent  appealed. — Held,  on  appeal,  by 
the  Law  Officer,  that  the  Chief  Examiner's  decision  be  affirmed.  An 
opponent  to  a  grant,  who  desires  his  Patent  to  be  construed  as  being 
a  master  Patent  and  for  a  pioneer  invention,  must  bring  the  state  of 
knowledge  before  the  Comptroller  by  evidence.     SOUTHWELL  AND 

Head's  Application,  p.  361. 

7.  Proof  that  a  person  who  wishes  to  oppose  the  grant  of  a 

Patent  may  be  damnified  by  the  application  entitles  snch 
person  to  oppose  the  grant,  although  he  may  have  no 
interest  in  the  Patents  set  up  in  opposition  to  the  grant. 

— exposition  to  g^^ant — Persons  entitled  to  he  heard  before  the 
GomptroUe?'- General. — Patents^  'Ac,  Act,  1883^  section  11.  M. 
applied  for  a  Patent,  the  grant  of  which  was  opposed  by  T.  on  the 
groond  that  the  alleged  invention  had  been  patented  in  this  country 
on  two  applications  of  prior  date — viz.,  one  in  1879  and  the  other  in 
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1897.  T.  had  no  legal  or  beneficial  interest  in  the  Patents  which 
were  granted  upon  such  applications.  The  Comptroller  required 
evidence  as  to  the  facts,  and  it  appeared  that  T.  began  to  work  under 
one  of  the  prior  Patents,  but  being  unable  to  continue  without  a 
license  he  stopped  working,  and  under  a  search  discovered  the 
Patent  of  1879.  He  desired  in  his  opposition  to  set  up  the 
contention  that  the  invention,  the  subject  of  the  present  application, 
was  identical  with  that  described  in  the  Patents  of  1879  and  1897. 
The  Comptroller  decided  that  the  Opponent  had  no  right  to  be 
heard  in  opposition  to  the  grant.  On  appeal,  the  Law  Officer  held 
that  on  the  evidence  the  Opponent  was  entitled  to  be  heard. 
A  bond  fide  attempt  to  carry  out  the  invention  sought  to  be  protected 
by  a  person  who  desires  to  oppose  a  Patent,  and  proof  that  he  may 
be  damnified  by  the  application  which  he  desires  to  oppose,  entitles 
such  person  to  oppose  the  grant.    Meyer's  Application,  p.  526. 

IMPROVEMENT. 

A  Patent  for  improvements  in  oil  engfines  held  to  be  an 
improvement  on  a  Patent  for  gas  engfines  within  the 
meaning   of  a  certain   agreement.  —  Action  for  royalties, — 

Conflicting  claims  to  Patent. — Construction  of  ogreemenL — hnpi^ove- 
ment. — Claim  fo7*  rectification  of  agreement  In  1893,  D.  agreed  to 
sell  to  Tlie  Valueless  Oas  Engine  Syndicate,  Ld.y  certain  Patents  and 
the  benefit  of  all  inventions  which  D.  might  then  have  made,  or  be 
entitled  to,  or  which  he  might  thereafter  make,  being  for  improve- 
ments upon  the  inventions  the  subject  of  any  of  the  Patents,  or 
applications  for  the  same,  thereby  agreed  to  be  assigned.  The 
Patents  comprised  two  Patents  of  D.,  of  1891,  for  "Improvements 
"  in  gas  engines "  and  "  Improvements  in  gas  or  vapour  engines " 
respectively,  and  the  benefit  of  an  application  by  C.  in  1892  for  a 
Patent  for  "  Improvements  in  gas  engines."  In  1895,  Letters  Patent 
were  granted  to  D.  for  "Improvements  in  oil  engines."  Actions 
were  brought  by  D.  against  the  Syndicate  and  others,  and  by  the 
Syndicate  against  D.,  in  both  of  which  the  question  arose  whether 
the  Syndicate  was  entitled  to  the  Patent  of  1895.  In  the  course  of 
the  trial  D.  was  allowed  to  raise  a  claim  to  have  the  agreement 
rectified ;  but  in  the  view  taken  by  the  learned  Judge  it  became 
unnecessary  to  decide  the  question  so  raised. — Heki,  by  BiGHAM,  */., 
that  the  invention  transferred  by  the  agreement  of  1893  was  one  by 
which  the  Patentee  dispensed  with  a  number  of  valves  in  gas  and 
vapour  engines,  and  that  the  1895  Patent  was  for  an  invention  which 
was  a  method  of  working  the  engine  to  which  the  1891  Patent 
.  related  by  petroleum  instead  of  by  gas,  and  that  it  was  not  an 
"improvement"  on  the  Patents  transferred  within  the  meaning  of 
the  agreement. — Held,  on  appeal,  by  Smith  and  Collins,  L\J,J,, 
(RiGBY,  L,J.,  dissenting),  that  the  1895  Patent  was  for  an  improve- 
ment, but  that  the  case  must  go  down  for  the  trial  of  the  point  as  to 
rectification,  the  costs  of  the  appeal  to  be  the  Syndicate's  in  any 
event,  the  costs  of  the  first  and  second  trials  to  ])e  in  the  discretion 
of  the  Judge.  On  the'  further  hearing,  BiGHAM,  /.,  allowed  the 
claim  for  rectification,  with  the  costs  of  the  second  trial,  but  gave 
the  Syndicate  the  costs  of  the  first  trial.     The   Valvbless  Gas 

Engine  Syndicate,  Ld.  v.  Day,  p.  97, 
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1.  A  Patent  for  improvemeiits  in  rubber  tyres  and  metal  rims  or 
felloes  of  wheels  for  cycles  or  other  light  vehicles  held  not  to 
have  been  infringed,  but  a  Patent  for  improvements  in  tyres 
or  rims  for  cycles  and  other  vehicles  held  to  be  infringed.— 

•  Action  for  infringement  of  two  Patents. —  Validity. — InfHnge- 
ment. — Plaintiffs  partly  successful, — Costs. — A^tpeals  by  Plaintiffs 
and  Defendants.  —  Appeals  dismissed.  —  Form  of  Injunction. 
In  1890,  a  Patent  was  granted  to  W.  for  "Improvements  in 
"  rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycle  or  other 
"  light  vehicles."  In  the  same  year  a  Patent  was  granted  to  B.  for 
"  Improvements  in  tyres  or  rims  for  cycles  and  other  vehicles."  In 
1897,  the  D.  P.  T.  Company,  in  whom  both  the  Patents  had  become 
vested,  commenced  an  action  against  the  N.  I.  T.  Company  for 
infringement  of  both  Patents.  The  Defendants  denied  infringement 
and  also  the  validity  of  both  Patents.  Before  the  trial,  B.'s  Patent 
had  been  upheld  and  construed  by  the  House  of  Lords  {The  North 
British  Rubber  Company y  Ld.  v.  The  Gormully  and  Jeffery  Manu- 
facturing Company^  15  R.P.C.  245),  by  whom  it  was  held  that  the 
first  claim  was  for  the  method  described  in  the  Specification  and  any 
method  substantially  the  same  of  connecting  the  outer  covef  of  a 
tyre  with  the  rim  so  that  the  ends  of  the  cover  are  gripped. 
W.'s  Patent  had  before  the  trial  been  upheld  and  construed  in 
several  actions,  and  in  one  of  them  {The  Pneumatic  Tyre  Company^ 
Ld.  V.  The  East  London  Rubber  Uorjipany,  14  R.P.C.  573)  by  the 
Court  of  Appeal,  by  whom  it  was  held  that  the  feature  of  the 
invention  consisted  in  an  arrangement  in  which  an  arched  tyro  was 
stretched  over  a  convex  surface  and  held  in  position  by  wires  in  its 
edges  without  any  other  support  or  fastening.  Two  tyres  were 
complained  of  by  the  Plaintiffs  as  infringements,  both  of  them  being 
alleged  to  infringe  B.'s  Patent,  and  one  of  them  only  being  alleged 
at  the  trial  to  infringe  W.'s  Patent.  In  each  there  was  a  rubber  tyre 
with  metal  bands  in  pockets  at  the  edges  of  it ;  these  bands  over- 
lapped longitudinally,  but  the  ends  were  not  fastened  together. 
The  rim  in  each  case  was  nearly  flat  at  the  bottom,  and  the  bands 
when  lying  side  by  side  in  the  rim  met  or  slightly  overlapped.  In 
the  alleged  infringement  of  both  Patents  (J.H.j)  the  edges  of  the 
rim  were  turned  outwards  to  some  extent,  but  in  the  other  alleged 
infringement  (J.H.i)  the  edges  were  somewhat  inturned,  and  in  the 
latter  case  the  pockets  were  looser  than  in  the  former  case.  The 
position  and  action  of  the  bands  when  the  tyres  were  inflated  were 
in  controversy. — Held,  by  Kbkbwich,  J.,  that  the  questions  as  to  the 
validity  of  the  Patents  were  concluded  as  regards  that  Court  by  the 
judgments  in  the  previous  actions  on  the  Patents,  that  J.H.i  was  an 
infringement  of  B.'s  Patent,  but  that  J.H.j  was  not  an  infringement 
of  either  of  the  Patents.  A  special  order  was  made  as  to  costs,  and 
the  costs  so  far  as  referring  to  the  validity  of  either  Patent  were 
directed  to  be  taxed  as  between  solicitor  and  client.  The  Plaintiffs 
appealed  against  the  decision  so  far  as  the  same  related  to  J.H.^,  and 
also  as  regards  the  form  of  the  injunction  in  respect  of  J.H.i,  which 
restrained  the  Defendants  from  infringing  B.'s  Patent  by  making 
tyres  like  J.H.i,  but  not  generally  from  infringing  the  Patent.  The 
Defendants  appealed  from  the  decision  that  J.H.i  was  an  infringement 
of  B.'s^atent,  and  also  from  the  decision  in  favour  of  the  validity 
of  W.'s  Patent,  and  contended,  at  the  hearing,  that  it  was  invalid  on 
the  ground  of  disconformity,  inasmuch  as  Fig,  20  in  the  Complete 
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Specification  was  not  within  the  Provisional  Specification. — Held 
(approving  the  decision  of  WILLS,  J.,  in  I'he  Pneumatic  Tyre 
Co.,  Ld,  V.  The  Ixion  Patent  Pneumatic  Tyre  Co.,  14  R.P.C.  853), 
that  W.'s  Patent  was  not  invalid  on  the  ground  alleged  by  the 
Defendants,  and  that  the  decisions  of  Kbkbwigh,  </.,  as  to  infringe- 
ment were  correct.  All  three  appeals  were  dismissed  with  costs, 
such  costs  to  be  set  oflF.  DuNLOP  Pneumatic  Tyre  Co.,  Ld.,  and 
Others  i'.  The  New  Ixion  Tyre  and  Cycle  Co.,  Ld.,  p.  16. 

2.  A  Patent  for  improved  means  of  altering  and  acynsting  the 
position  of  cycle  saddles  held  not  to  have  been  infringed.— 

Action  for  infringement. — Suhject-maiter. — Defendants  held  not 
to  have  infringed.  This  was  an  action  for  the  infringement  of 
four  Patents  (one  not  being  relied  on  at  the  trial)  : — ^The  first  for 
improvements  relating  to  the  base  frame  of  cycle  saddles;  the 
second  for  improvements  in  the  boss  on  the  pillar  of  the  cycle ;  the 
third  for  improved  means  of  adjasting  the  tilt  of  the  saddle.  The 
Defendants  denied  infringement,  and  alleged  that  the  Patents  were 
invalid  on  various  grounds;  No.  1,  on  the  grounds  of  want  of 
novelty  and  subject-matter,  anticipation,  want  of  utility  and  in- 
suflSciency ;  No.  2,  on  the  grounds  of  want  of  novelty  and  subject- 
matter,  insufficiency,  variance,  and  anticipation ;  and  No.  3,  on  the 
grounds  of  anticipation,  want  of  subject-matter,  variance,  and  prior 
grant.  It  was  held,  at  the  trial,  that  all  the  Patents  were  valid,  and 
had  been  infringed,  the  first  Patent  being  the  application  of  an  old 
principle  in  a  way  which  involved  the  exercise  of  ingenuity  ;  as  to 
the  second  Patent,  that  the  alleged  variance  from  the  Provisional 
was  only  such  a  change  as  might  fairly  follow  on  further  consideration 
by  an  inventive  mind  of  the  method  of  the  Provisional ;  as  to  No.  3 
Patent,  that  the  Specification  alleged  as  a  prior  grant  was  itself 
invalid  on  the  ground  of  variance.  Judgment  was  given  for  the 
Plaintiff,  with  costs,  except  so  far  as  the  same  had  been  increased  by 
the  inclusion  of  the  abandoned  Patent,  and  the  order  certified  that 
the  alleged  prior  grant  was  invalid.  The  Defendants  appealed. — 
Held,  on  appeal,  that  the  first  Patent  was  valid,  since  the  words  at 
the  end  of  the  first  claim,  "substantially  as  described  and  set  forth," 
limited  the  claim  for  use  in  base  frames  of  a  trussed  beam  to  the 
particular  manner  described  in  the  Specification,  and,  further,  that  this 
Patent  had  been  infringed  ;  that,  as  to  the  second  Patent,  Figures  8, 
1),  and  10  were  not  within  the  Provisional  Specification,  and,  further, 
the  Defendants  had  not  infringed  this  Patent ;  and  that  as  to  the 
third  Patent,  withoat  deciding  the  question  of  validity,  the  Defendants 
had  not  infringed  it.  The  appeal,  as  regards  the  first  Patent,  was 
dismissed  with  costs ;  but,  as  regards  the  second  and  third  Patents,  it 
was  allowed  with  costs,  the  costs  to  be  taxed  as  if  there  were 
separate  actions.  A  certificate  was  given  that  the  Particulars  of 
Objections  to  the  second  and  third  Patents  were  reasonable  and 
proper.  The  Plaintiff  appealed  to  the  HOUSK  OP  LORDS  from  so 
much  of  the  decision  of  the  Court  of  Appeal  as  applied  to  the  third 
Patent. — Held,  by  the  HOUSE  OF  LORDS,  that  the  Defendants  had 
not  infringed  the  third  Patent.  The  appeal  was  therefore  dismissetl 
with  costs.    Brooks  v.  Lamplugh,  p.  41. 

3.  **  There  is  no  infringement  of  the  Patent,  and  it  would  be  a  very  serious 
"  thing  ,to  my  mind,  if,  when  you  are  dealing  as  you  are  here  with 
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"  mere  cpmbinations  of  old  materials,,  when  there  is  a  real  and  aub- 
"  stantial.  difference  between  the  mechanical  contrivances,  the  first 
"  person  who  contrives  one  is  to  exclude  all  the  rest  of  the  world 
"  from  making  another  and  a  different  kind  of  contrivance,  although 
**  the  object  of  both  may  be  to  attain  the  same  end,    JPeri  Halsburt, 

Tj.G.    Brooks  v.  Lamplugh,  p.  49. 
4.  A  Patent  for  prpdocing  a  substitute  for  musk  lield  to  have  been 

infringed. — Actian  for  infringement.— Validity  not  contested. — 
Infringement  fowad. — Validity  in  iasiie.in  previoiis  action. — Ger- 
tificcUe  granted. — Solicitor  and  client  costs.  The  owners  of  a  Patent 
for  artificial  musk  brought  an  action  for  infringement  thereof  against 
C.  and  obtained  a  certificate  that  the  validity  of  the  Patent  came 
in  issue.  They  then  brought  an  action  for  infringement  against 
L.  and  Co.,  who  did  not  contest  the  validity  of  the  Patent,  but  con- 
tended that  upon  a  true  construction  of  the  Specification  they  had 
not  infringed. — Held^  that  the  Defendants  had  infringed,  and  the 
Judge  refused  to  grant  a  certificate  depriving  the  Plaintiffs  of  solicitor 
and  client  costs.    Fabriqubs  db  Produits  .Chimiqubs  db  Thann 

AND  DBMULHOUSB  V.  LaPITTB  A  CO.  AND  OTHERS,  p.  61. 

A.  Action   for  infringement  of  a  Patent  for  pneumatic  tyres. 

Infringement    not    found. — Action  for    infringement    of  three 
Patents.^^One  only  relied  dn  at  the  tricU.'-'Validity  7iot  contested. — 
Infringemient  not  found. — Judgm,entfor  Defendants^  with  costs^  and 
certifidate  that  the  Particulars  of  Objections  to  the  two  abandoned 
Patents    were   reasonable   and   proper. — Appeals    dismissed.    The 
P.  Company  brought  an  action  against  the  T.  Company  for  inf'inge- 
ment  of  three  Patents  for  improvements  in  pneumatic  lyres,  one 
being  a  Patent  by  B.  for  a  tyre  held  to  consist  (inter  alia)  of  an  inner 
•    inflatable  tube.    At  the  trial  the  question  resolved  itself  into  one  of 
infringement  of  this  Patent,  the  case  as  to  the  other  two  Patents 
being  abandoned  by  the  Plaintiffs.     The  Defendants  h^d  no  inner 
inflatable  tube,  but    the    Plaintiffs    contended    that    part    of    the 
Defendants'   construction  was    equivalent    to    an   inner  inflatable 
tube. — Heldj2A,  the  trial,  that  the  Defendants  had  not  infringed,  and 
judgment  was  given  for  them  with  costs.    The  PlaintlflPs  appealed 
to  the  Court  of  Appeal.— flc/c^,  by  the  Master  op  the  Rolls  and 
Vaughan  Williams,  L.J.,  that  the  inner  inflatable  tube  was  of  the 
essence  of  B.'s  invention,  and  that  the  Defendants  had  not  infringed, 
but  it  was  held  by  Rigby,  L./.,  that  the  Defendants  had  taken  the 
combination  described  in  B.'s  first^laim,  and  therefore  had  infriuged. 
The  appeal  was  dismissed,  with  costs.    The  Plaintiff's  appealed  to 
the   House  of  Lords. — Held,,  by  the    House    of    Lord^,   that  the 
Defendants  had  not  infringed.     The  appeal  was  dismissed,  with 
costs.    Pmumatio  Tyre  Co.,  Ld.  v.  The  Tubblbss  Pneumatic 
Tyre  and  Capon  Hbaton,  Ld.,  and  Others,  p.  77. 

6.  Infringement  of  one  of  three  Patents  found.     No  injunction 
granted    as    the    Patent   had    expired,   but    an    inquiry 

as  to  damages  granted. — Action  fur  inftingeifient  of  four 
Patents, — Action  successful  as  to  one  Patent  only.  In  188i  Letters 
Patent'  we're  granted,  on  a  communication  from  abroad  by  D.,  for 
'*  Improvements  in  gas  or  oil  motors."  The  invention*  related  to  the 
class  of  engines  In  which  an  explosion  takes  place  on  every  alternate 
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Stroke.  The  Specification,  after  .describing,  how,  in  working,  the 
h^at  of  th'e  sidles  of  the  cfomfetistibn  dhamVer,  coi;&hhied  with  the 
compression  of  the  combastible  mixtures,  would  of  themselves  briug 
abont  ij?nition  at  the  right  moment,  contained  the  following  passage  : 
"  That  the  mixture  may  also  explode  at  the  bteginhi^ngof  the  working 
"  when  the  hides' of  the  8pa<^  are  quite  cold,  a  metallic  priming  cap/, 
*'  the  interior  of  which  is  in  continuous  optti  coiAmunication  with 
'^  the  space  of  combustion,  is  by  means  of  a  flame  from  without  so 
**^  Ueated'that  ^ignition  iafkes'pliice  from'Ae^Keat^sfdeeef -the  priming 
"cap."  The  Patentee  claimed,  "Ist.  la- gas  i6ato»s -in- which  only 
"  one  impulse  is  given  for  each*  two  strokes  of  the  working  piston, 
^.'  the  efEecting  of  the  adtomatic  ignition  q¥  the  combustible  mixture 
"  at  each  second  stroke  by  the  compressioit  against  the  hot  sides  of 
"  the  combustion  chamber  by  means  of  the  mioVement  of  the  crank 
>^  of  the  working,  piston,  and  the  regtilation!  of  the  ignition  at  the 
*"*"  exact  moment  in  relation  to  the  de^d  point  by  the  cock  8  which 
'^  admits  more  or  less  combustible  mixture  for  the  explosion  charge, 
*'^  or  by  the  cock  t  which  regulates  the  heat  of  the  igniting  cap  /, 
**  substantially  as  hereinbefore  described  and  illustrated  in  the 
"  drawings.  J5nd.  The  use  of  the  priming  cap  /  for  effecting  the 
^  ignition  when  the  sides  of  the  chamber  are  quite  cold,  substantially 
as  hereinbefore  described  and  illustrated  in  the  drawings."  In 
L885  Letters  Patent  were  granted  to  D.  for  "  Improvements  in  motor 
engines  worked  by  combustible  gases  or  petroleum  vapour  or 
'^  spray."  This  Patent  related  to  the  same  type  of  engines.  Claim  9 
was  as  follows  :— "The  method  pf  regulating  the  speed  of  a  gas  or 
"  petroleum  motor  engine  by  causing  the  discharge  valves  for  the 
''  products  of  combustion  to  remain  closed  when  the  normal  speed  is 
"  exceeded,  so  that  the  products  of  combustion  are  retained  under 
"  pressure  in  the  cylinder,  whereby  the  admission  valves  h  and  c  for 
"  combustible  mixture  are  also  kept  cloised  and  no  fresh  charge  is 
'^  consequently  admitted,  eitb^jabove  the  piston  or  from  the  pump 
''  below,  until  the  speed  is  again  reduced  and  the  discharge  valve 
**  opened  substantially  as  herein  described."  In  1885  another  Patent 
Wis  grante  1  to  D.  for  an  "  Improved  vehicle  propelled  by  a  gas  or 
petroleum  motor  engine."  The  first  claim  was  for  *'  The  combina- 
tion of  a  vehicle  havinsi:  a  driving  and  a  steering  wheel  running  on 
"  one  and  the  same  track,  with  a  centrally  arranged  gas  or  petroleum 
*•  motor  engine  and  its  reservoir,  the  centre  of  gravity  of  which  lies 
"  in  the  vertical  plane  of  the  wheel-track,  substantially  as  herein 
"  described."  In  1896  the  registered  owners  of  the  three  Patents 
brought  an  action  against  a  Company  for  infringement  of  the  same, 
as  well  as  of  a  fourth  Patent,  as  to  which  the  claim  for  infringement 
was  dropped  at  the  trial.  The  main  points  on  which  the  Defendants 
relied  at  the  trial  were,  as  to  the  first  Patent,  that  there  was 
insufQciency  of  description,  inasmuch  as  an  engine  constructed 
according  to  the  description  would  not  work,  that  the  inventor 
contemplated,  for  starting  the  engine,  the  use  of  a  heated  surface,  the 
shape  being  immaterial,  in  continuous  communication  with  the 
cylinder,  whereas  the  ignition  tubes  used  by  them  which  were  much 
longer  in  proportion  to  their  diameter  than/,  operated  by  the  spent 
gas  in  the  tube  being  compressed  and  so  unmasking  the  heated 
portion  of  the  tube  at  the  right  moment,  that  the  Patent  was  antici- 
pated and  that  the  Patentee  contemplated  the  use  of  /  only  for 
starting  the  machine.  As  to  the  second  Patent  that  the  Patentee  was 
noj^  the  first  to  effect  the  inlet  valve  through  the  action  of  the  exhaust 
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yalve,  aad  that  they  did  not  infringe,  they  operating  by  locking  the 
exha.nat  valve  open.  Aa  to  the  third  Patent,  that  if  construed  broadly, 
there  was  no  aubject-matcer  an^l,  if  otherwise  construed,  no  infringe- 
ment.— Held^  by  Stirling,  J.,  that  the  first  Patent  waa  valid  and 
that  the  Djfeiidants  had  infringed  it,  but  that  the  Defendants  had 
not  infringed  either  the  second  or  third  Patents,  the  claim  of  the 
second  Patent  only  claioiing  the  particular  device,  and  that,  unless 
the  first  claim  of  the  third  Patent  was  limited  to  the  combination 
substantially  as  describe!,  there  would  not.  be  subject-matter  for  a 
Patent.  The  first  Patent  having  expired,  no  injunction  was  granted 
bat  an  inquiry  as  to  damages,  the  cost^  to  follow  the  event  in  the  case 
of  each  Parent  with  a  set-off.  A  certificate  of  validity  \\vj&  granted 
as  to  the  first  Patent,  ^ut  refused  as  to  the  second.  A  certificate  as 
to  the  Particulars  of  Objections  gone  into  at  the  trial  with  respect  to 
the  Patents  except  the  first  Patent,  was  granted.  British  Motor 
Syndicate,  Ld.  v.  Universal  Motor  Carriage  and  Cycle 
Co.,  Ld.,  and  Others,  p.  113. 

7.  A  Patent  for  an  improvement   in  water  closets  held  not  to 

have  been  infringed,  the  Defendants  not  having  taken  a 
a  pipe  which  was  the  essence  of  the  Plaintiff's  invention.— 

Action  for  infringemmiL  —  Qonf^tt^uciion  of  Specification. — 
Anticipation. — Action  dismissed.^  Appeal  dismissed.  In  1893, 
Letters  Patent  were  granted  to  A.  for  "  An  improvement  in  water 
**  closets  or  water  closet  basins,"  and  in  1897  A.  commenced  an  action 
►  against  P.  and  others.      The  Defendants  d-nied  infringement,  and 

'  alleged  anticipation  [inter  alia)  by  the  Specification  of  F.'s  patent 

of  1886. — Held^  at  the  trial,  that  the  essential  part  of  the  Plaintiff's 
invention  was  an  inclined  pipe  which  the  alleged  infringement  did 
not  possess,  and  that  therefore  the  Defendants  had  not  infringed. 
The  learned  Judge  also  intimated  that  A.'s  patent  was  anticipated 
by  F.'s  Specification.  The  Plaintiff  appealed. — Held^  by  the  Court 
of  Appeal,  that  the  inclined  pipe  was  of  the  essence  of  the  invention, 
and  that  therefore  the  Defendants  had  not  infringed.  On  the 
question  of  anticipation,  the  Court  intimated  that  in  their  opinion 
A.'s  patent  was  not  anticipated  by  F.'s  Specification  of  1886.    ALLEN 

v.  Abraham  Pyatt  &  Co.  and  Another,  p.  135. 

8.  A  Patent  for  improvements  in  flats  and  fasteners  held  not  to 

have  been  infringed. — Action  for  infringement. — No  infringe- 
ment.  The  Patentee  of  an  invention  for  improvements  in  flats  and  in 
fasteners  for  securing  the  card  clothing  thereon  and  thereto  sued  the 
Defendant  for  infringement.  The  Defendant  denied  infringement  and 
pleaded  that  the  matter  in  controversy  was  res  judicata^  also  that, 
although  admitting  that  the  Plaintiffs'  patent  was  valid,  the  claims 
were  restricted  to  fasteners  which  stretch  the  foundation  in  the  manner 
described  in  his  Specification.  In  1839  the  Plaintiffs  had  brought 
an  action  against  the  present  Defendant  on  this  same  patent  in  which 
the  House  of  Lords  had  held  that  the  Defendant  had  not  infringed. 
Subsequently  the  Defendants  varied  the  form  of  their  fastener  and 
the  Plaintiffs  brought  the  present  action.— iJipZrf,  at  Ihe  trial,  that  on 
the  construction  placed  on  the  Specification  by  the  House  of  Lords, 
the  Defendants  had  not  infringed.  The  Plaintills  appealed.  The 
appeal  was  dismissed  with  costs.  TWEBDALE  v.  ASHWORTH,  pp.  142, 
521. 
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9.  The  Plaintiffs,  who  were  owners  of  two  Patents  for  the  manufactnre 
of  mantles  for  incandescent  gas  lighting,  brought  an  action  for 
infringement.  The  Defendant  admitted  the  validity  of  the  Patent, 
and  at  the  trial  that  what  were  complained  of  were  infringements, 
but  denied  selling  them.  He  had  not  executed  the  order,  but  had 
forwarded  it  to  S.  who  had  executed  it.  The  Defendant  receired  a 
commission  from  S.  on  all  orders  which  he  forwarded. — Held^  that 
the  Defendant  had  infringed.  The  Incandbsobnt  GaS  LIGHT 
Co.  AND  Others  v.  Brogden,  p.  179. 

10.  Simple  repairs  to  a  patented  article  may  be  carried  out  by  a 
person  without  licence  from  the  owner  of  the  Patent ;  but 
not  repairs  which  amount  practically  to  a  re-making  of 

the  patented  article.  —  Action  for  infringement.  —  Interlocu- 
tory motio7i. — Rejmirs  or  manufacture,  —  Customer  alleged  to  be 
Plaintiffs'  agent.  —  Injunction  granted.  The  Specification  of  a 
Patent  claimed  (inter  alia)  a  rubber  or  elastic  tyre  having  the  form  of 
a  saddle  or  arch  in  section  lined  with  canvas,  in  combination  with  two 
wires  or  safficiently  inelastic  cores  for  securing  the  same  to  the  rims 
or  tyres,  substantially  as  therein  described.  A  tyre  manufactured 
by  the  owners  of  the  Patent,  being  worn,  was  taken  to  N.,  who 
substituted  for  the  old  canvas  and  rubber  new  canvas  and  rubber, 
but  used  the  old  wires.  The  owners  of  the  Patent,  which  had  been 
established,  brought  an  .  action  against  N.  for  infringement,  and 
moved  for  an  interlocutory  injunction.  It  was  contended  for  the 
Defendant  that  he  had  only  executed  fair  repairs,  and  also  that  the 
customer  was  the  agent  of  the  Plaintiffs  in  ordering  the  work  to  be 
executed. — Held,  that  the  customer  was  only  the  agent  of  the 
Plaintiffs  to  the  extent  of  being  deputed  to  ascertain  what  course 
the  Defendant  would  take  ;  that  the  Patent  had  been  infringed ; 
and  the  inference  being  that  the  Defendant  would,  in  the  course  of 
bis  trade  do  the  same  thing  in  future  under  similar  circumstances,  if 
not  restrained,  the  Plaintiffs  were  entitled  to  an  injunction  until  the 
trial.     Kelly  v.  Batchelar,  10  R.P.C.  28y,  distinguished.      DUNLOP 

PiJBUMATic  Tyre  Co.,  Ld.,  and  Another  v.  Nbal,  p.  247. 

11.  An  agent  of  the  Plaintiffs  held  not  to  have  authority  to  direct  an 

article  to  be  made  so  as  to   prevent  its   being   an   infringement. 

DuNLOP  Pneumatic  Tyre  Oo.,  Ld.,  and  Another  v.  Neal, 
p.  247. 

12.  Where  a  patent  had  been  held  to  be  bad  on  account  of  disconformity 

and  want  of  utility  the  Court  refused  to  give  judgment  on  the  issue 
of  infringement.  TuBBLBSS  PNEUMATIC  TYRE  and  Capon  Hbaton, 
Ld.  v.  The  Trench  Tubeless  Tyre  Co.,  Ld.,  and  Others, 
p.  314. 

13.  A  patent  for  the  mannfacture  of  an  illnminant  appliance  for 
gas   and    other   burners   held  to  have   been   infiringed— 

Action  for  infringement, — Construction  of  Specification. — Infringe- 
ment,—Judg)nent  for  Plaintiffs. — Costs  as  between  solicitor  and 
client. — D  fendant  iri^egularly  served.  In  1885  a  Patent  was 
grunted  to  W.  for  the  manufacture  of  an  illnminant  appliance  for 
gas  and  other  burners.  For  this  purpose  he  stated  in  his  Specifica- 
tion that  he  employed  a  compound  of  oxide  of  lanthanum,  and 
zirconium,  or  of  these  with  oxide  of  yttrium,  that  he  found  the 
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following  proportions  very  suitable,  60  per  cent,  oxide  of  zirconiam, 
20  per  cent,  oxide  of  lanthanum,  and  20  per  cent,  oxide  of  yttrium, 
that  the  oxide  of  yttrium  might  be  dispensed  with,  the  composition 
then  being  50  per  cent,  oxide  of  zirconium  and  50  per  cent,  of 
lanthanum,  that  instead  of  using  oxide  of  yttrium,  ytterite,  and 
instead  of  oxide  of  lanthanum,  cerite  earth,  containing  no  didymium, 
and  but  little  cerium,  might  be  employed.  The  process  described 
consisted  of  impregnating  a  fabric  with  a  solution  of  nitrates  or 
acetates  of  the  oxides,  and  after  exposing  it  to  ammonia  gas  burning 
off  the  fabric,  leaving  the  earthy  matters  in  the  form  of  a  skeleton 
cap  or  hood.  The  Patentee  also  ptatei  that  the  fabric  could  be 
painted  with  or  dipped  into  a  concentrated  solution  of  the  salts  so 
as  to  provide  a  f rash  layer  of  the  metallic  salts.  He  claimed  '*  the 
'*  manufacture  substantially  as  herein  described,  of  an  illuminant 
^^  appliance  for  gas  and  other  burners,  consisting  of  a  cap  or  hood 
'^  made  of  fabric  impregnated  with  the  substances  mentioned  a|^d 
"  treated  as  set  forth."  The  owners  of  this  Patent  brought  an 
action  for  infringement  of  the  sane  against  a  Company,  who  were 
manufacturing  mmtles,  which  consisted  substantially  of  zlrconia 
with  a  half  per  cjnt.  of  cerium,  the  mantle  of  zlrconia  being  made 
by  W.'s  process,  and  being  painted  with  a  collodion  solution  of 
cerium.  The  Defendants  denied  infringement  and  alleged  that,  if 
the  Patent  covered  what  they  did,  it  was  bad  for  insufficiency  and 
want  of  utility.  Cerite  earth,  mentioned  in  tha  Specification,  was 
proved  to  be  the  principal  source  of  lanthanum,  and  to  consist 
Bubbtmtially  of  cerium,  lanthanum,  and  didymium. — Held^  that  the 
Defendants  had  infringed  the  Patent.,  Jadgmant'  was  given  for 
the  Plaintiffs  with  costs,  and  (a  certificate  of  validity  having 
previously  bv^en  granted)  no  order  was  made  depriving  the  Plaintitfs 
of  costs  as  between  solicitor  and  client.  One  of  the  Defendants 
was  Secretary  of  the  Defendant  Company.  He  delivered  no 
defence,  but  adopted  that  of  the  Company  at  the  trial  and  appeared 
by  the  same  counsel  and  solicitors. — Held,  that  an  injunciion  ought 
to  be  awarded  against  him  with  costs,  but  under  the  circumstances 
no  inquiry  as  to  daoiage.  The  Wblsbach  Incandescent  Gas 
Light  Co.,  Ld.  v.  The  Daylight  Incandescent  Mantle  Co., 
Lp.,  AND  Others,  p.  344. 

14.  The  Secretary  of  an  infringing  company  who  adopted  the  Company's 
.  defence  held  liable  to  have  an  injunction   and   costs    but  not  an 
inquiry  as  to    damages  awarded   against  him.    The   Wblsbach 
.  Incandescent  Gas  Light  Co.,  Ld.  v.  The  Daylight  Incan- 
descent Mantle  Co.,  Ld.,  and  Others,  p.  356. 

15.  A  Patent  for  improvements  in  stoppers  for  jars,  &o.,  held  not 
to  have  been  infiringed,  the  essential  feature  of  the  PlaiatifiTs 
invention   not    having    been   taken    by    the    Defendants. 

— Action  fur  infringement. —  Validity, — Infnugement, — Judgment 
for  Plaintiffs  at  trial. — Appeal. — Appeal  alhivd.  Letters  Patent 
having  been  granted  in  18i)5  for  "Improvements  in  stoppers  for 
*'  jars  and  other  like  receptacles,"  the  Patentees  brought  an  action 
for  infringement  of  the  same.  The  Defendant,  denied  infringe- 
ment, and  alleged  that  the  Patent  was  anticipated  by  a  Patent  of 
1865  granted  to  T.  The  stopper  patented  by  the  Plaintiffs  belonged 
to  the  class  in  which  the  upper  and  lower  parts  can  bo  approximated, 
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tiras  compressing  elastic  material  placed  between  them  causing  it  to 
extend  laterally,  and  when  the  stopper  is  in  place  to  make  an  air- 
tight joint.  In  the  PlaintiflFs'  stopper  the  pressure  was  applied 
through  the  intervention  of  a  jiressure  plate,  which  did  not  exist  in 
'i.'s  stopper  or  in  the  alleged  infringement. — Beld^  at  the  trial,  that 
the  Patt-nt  was  valid  and  hsid  been  infringed.  The  Defendants 
a})pealed.— -j&^/c?,  by  the  Court  of  Appeal,  that  the  appeal  must  be 
allowed  and  judgment  must  be  entered  for  the  Defendants,  since 
unless  the  essential  feature  of  the  Plaintiffs'  Patent  was  the  inti*o- 
duction  of  the  pressure  plate,  it  was  anticipated  by  T.'s  Patent,  and, 
if  the  essential  featuro  was  the  introduction  of  such  plate,  the 
Defendants  did  nob  infringe.    GRIFFITHS    v.  The    BIRMINGHAM 

Stopper  and  Cycle  Components  Co.,  p.  383. 

IC.  Where  infringement  was  admitted  after  the  Plaintiff  had  called  two 

♦  witnesses,  the  Defendant  was  given  any  additional  costs  incurred  by 

reason  of  infringement  having  been  originally  denied. '  Kane  v. 

Guest  &  Co.,  p.  443. 

17.  Action  for  infringement  of  three  Patents  for  inventions 
connected  with  wheels  and  tyres  for  wheels.  One  Patent 
held  not  to  be  infringed,  the  two  others  held  not  to  be 

infringed,  and  also  invalid.— ^c/?V>n  for  infringement  of  three 
Patents,  —  Const  ruction.  —  Anticipation,  —  Infringement,  — Action 
dismiss(*d, — One  Patent  Iwld  invalid.  The  owners  of  three  Patents — 
Thomas'd,  Trigwell's,  and  Palmer's — brought  an  action  for  infringe- 
ment of  the  same.  The  Complete  (Amended)  Speciiioation  of 
Thomas's  Patent,  which  was  for  '•  Improvements  in  tires  and  fellies 
"  for  the  wheels  of  vehicles  "  contained  the  following  paragraphs  : — 
''  My  invention  consists  of  a  tire  made  of  a  sheet  of  flexible  material 
**  impervious  to  liquids  or  fluids,  and  such  as  may  be  caused  to 
^^  assume  a  cylindrical  form  in  its  engagement  with  an  angular 
"  felly  provided  with  grooves,  slits,  recesses  or  sunken  channels  in 
'^  the  said  walls  or  edges  thereof,  and  caused  to  mjaintain  said  form 
"  after  inflation  •  .  .  .  My  invention  consists  also  of  a  flexible 
"  or  elastic  tire  capable  of  inflation  by  means  of  air,  gaa,  water  or 
"  other  liquid  or  fluid  and  the  tire  provided  with  two  or  more  ribs 
"or  projections  for  engagement  with  an  improved  felly  made  in  one 
*^  or  more  parts,  and  adapted  to  receive  and  flrmly  hold  the  same  in 
"  position  in  the  outer  face  thereof  by  means  of  cement  or  other 
"  glutinous  or  adhesive  material  or  substances."  After  descriptions 
of  the  drawings  the  Patentee  stated  that  he  made  '*no  claim  to  any 
**  method  of  constructing  tires  other  than  such  in  which  the  tire  or 
"  tire  cover  is  made  with  longitudinal  ribs  or  has  enlarged  edges 
''  which  pass  into  and  are  held  within  grooves  or  their  equivalents 
"  formed  in  the  rim  of  the  wheel,  but  subject  thereto  "  he  claimed 
(5)  "  An  inflatable  tire  compound  of  flexible  material,  having  the 
**  sides  enlarged  in  combination  with  a  felly  having  grooves  or 
'*  channels  in  the  sides  or  edges  thereof  to  receive  the  enlarge- 
"  ments  of  the  tire  and  a  tube  with  a  cock  secured  into 
**  said  felly,  substantially  as  and  for  ihe  purposes  set  forth." 
Trigwell  stated  in  his  Complete  (Amended)  Specification  that 
his  invention  related  to  an  improved  rim  and  tire  for  the 
wheels  of  velocipedes  and  other  road  vehicles ;  that  the  cross- 
section  of  the  rim  which  he  preferred  to  use  resembled  a  letter 
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Y| 'find  coiitifined'ae-fello^:— ^^  The  small  'fleuigeB' on  the  upper 
'^'(Md^'of  th^  rim  ate  ehaped  to  form  small  loBgitndiiial  U'S^^P^ 
^^^hannels  on  the  edges  of  'the  rinK  .  The  tire,  which  may  be  of  the 
^*  pnentnatio  or  cushion  type,  has  an  outer  tread,  t>referably  arch- 
**  shaped  in  cros8*section,  and  thieker  at  the  top  than  at  the  sides. 
^  With  this  outer  cover  or  tread  is  incorporated  a  lining  of  wire 
'^  gauze  or  equivalent  material  to  afford  greiater 'proteotion  from 
^'puncturing.  The  edges  of  the  arch-shaped  cover  or  tread  are  made 
^  in  the  form  of  enlarged,  beads,  and  the  said  edges  are  fixed  in  the 
**  channels  on  the  edges  of  the  rim  by  passing  a  cord  or  band  through 
*^  or  over  each  bead,  the  said  cord  or  band  being  adapted  to  be  drawn 

^  *^  up  .taut  by  any  suitable  device/*  'All  the  drawings  showed 
(J-sha]^ed  channels ;  the  first  and  second  claims  were  general  claims 
referring  back  to  the  Specification,  and  in  the  thiM  and  fourth 
claims  a  rim  having  longitudinal  channels  on  its  edges  adapted  to 

"  receive  the  beads  was  expressly  mentioned  as  part  of  the  combination 
claimed.  Palmet^  in  his  Complete  (Amended)  Specification  stated 
{inter  alia)  that  his  invention  related  to  that  class  of  fabric  which 
was  used  in  the  manufacture  of  pneumatic  tires ;  that  in  any  fabric 
where  the  threads  cross  each  other  in  immediate  contact  the  bending, 
folding,  twisting  or  oth^r  manipulation  caused  a  sawing  action,  and 
continued ;— ^"  Primarily  my  fabric  comprises  a  sheet  of  rubber 
^  having  em)>edded  therein,  before  ^vuloanising,  parallel  fibrous 
^'  threads,  or  threads  of  any  character  capable  of  retaining  their 
*^  continuity,  these  threads  being  so  applied  to  the  sheet  as  to  be  out 
**  of  contact  with  each  other.  When  vulcanised,  or  partly  vulcanised, 
"  the  fabric  thus  produced^  can  be  stretched  very  little,  if  at  all, 
**  longitudinally,  but  can  be  stretched  very  much  transversely.  Two 
'*  plies  of  such  fabric  are  then  arranged  one  upon  the  other,  with  the 
"  threads  in  one  separated  from  the  threads  in  the  other  by  the 
"  rubber  part  of  the  fabric^  and  so  arranged  that  the  threads  of  one 
**  are  at  right  angles  to  the  threads  of  the  other,  this  arrangement 
"  taking  place  preferably  before  vulcanising,  bo  as  to  produce  a  single 
^  sheet  having  a  double  set  of  parallel  fibrous  threads,  one  set  at 

'  "  right?  angles  to  the  other More  than  two  plies  may  be 

'*  vulcanised  together.  Instead  of  vulcanising  them  together  they 
**  may  be  secured  in  any  other  satisfactory  way,  the  point  of  the 
**  invention  being  the  fabric  made  by  embedding  in  a  sheet  of  rubber 
'^  and  vulcanising  therein  two  or  more  sets  of  threads  parallel  to 
"each  other  and  out  of  contact  with  ^ch' other.  . •  .  .  I  am 
"  aware  that  fabrics  have  been  made  of  various  materials  in  con- 
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«  Jdnction  with  panlU^l  orvaridtis  plies  of  parallel  threads  for  the 


i^'oeltS  and*  hose    pipes 

'  '•  **  ](toJ5fef',' and  rSvould  iikve  it  understood  that  I  make  no  general 

'  '  **  clklni  to  faVicr 'so'  constracted."    The  claims  were  (1)  "a  fabric 

"     .**'maed^'(Jf  two  oP  morcj  plies  df  nibber,  each  having  embedded 

"  V  thetteitt"  parallel  fibrous  threads,  the  threads  in  one  ply  presenting 

'   '^'•'fein  aYigle*  to  th'6  thrfeadi^   in  the    other,  no  two    threads  being 

^*"'*'ln  (5&titact,  substahtially  a6  described  and  subject    to  the   dis- 

"  claiming    note ;     ( 2^)    a  -  fabric    made    of    two    or    lliore    plies 

**  of   rubber,   each   ply  having  embedded   and  vulcanised  therein 

^     '  •*  tub^iitlally  non^'extensible  parallel  fibrous  threads  out  of  contact 

^  ■     **  with  each  Other/ the  threads  in  adjacent  plies  presenting  an  angle 

*'^  ^achiofher^  sttbstantially  as  described  and  subject  to  the  above 
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*^  diBclalming  note/^  The  Defendants  denied  infringement,  and 
'  .    alleged  the  invalidity   of  the  Patents  on  the  grounds  of    {inte?" 

alia)^3a  to  Thomds,  insufficiency;  as  to  Trigwelly  prior  grant  to 
Welch;  and  as  to  Pahner^  anticipation  by  {inter  alia)  prior  user 
by  if.  *  Go.  The  Plaintiffs  alleged  that  Welch's  Patent  was  invalid 
on  various  grounds,  including  disconformity  and  anticipation,  but 
admitted  in  argument  that  the  decision  on  these  points  in  Tfie 
Pneumatic  Tyre  Gompant/y  Ld.  v.  T?ie  East  London  Rubber  Com- 
pany^  14  R.P.C.  573,  was  binding  on  them  at  the  trial.  The  alleged 
infringement  was  the  mai^ufacture  and  sale  of  a  Welch-Dunlop 
tyre  and  rim,  the  tyre  having  an  inner  tube,  an  outer  arch-shape 
cover  with  wires  in  its  edges  of  less  diameter  than  the  edges  of  the 

f  rim  within  which  the  wires  were  placed.  The  PlaintiflE»  conten  led 
that  a  wide  interpretation  should  be  given  to  Thomas's  Patent,  he 
being  the  first  to  have,  instead  of  a  complete  tube,  a  tyre  or  tyre 
cover  in  the  form  of  a  sheet  of  flexible  material  engaging  with  the 
ed-jes  of  the  rim  so  as  to  form  with  it  a  complete  tube.  They 
alleged  that  the  Defendants*  cover  had  enlarged  edges,  and  that  the 
rim  had  grooves  in  it  corresponding  to  Thomas's  enlargements  and 
grooves  respectively,  and  that  the  Defendants  had  substantially 
Trig  well's  (j -shaped  channels  omitting  the  inner  side  of  them,  also 
that  the  Defendants  had  taken  the  substance  of  Trigwell's  invention 
viz,  the-  wiring  on ;  ihey  set  up  that  Palmer's  Patent  was  in  sub- 
stance for  the  application  of  the  fabric  to  pneumatic  tyres  and  the 
like  for  the  purpose  of  avoiding  sawing  action.  The. prior  user  set 
up  by  the  Defendants  of  Palmer's  invention  consisted  of  the  pro- 
duction of  a  fabric  at  a  certain  stage  in  the  manufacture  of  a  solid 
tyre,  the  fabric  being  afterwards  rolled  up  to  form  such  tyre. — 
Heldy  by  Wills,  J,  (1)  as  to  I'homas's  Patent,  that  its  claims  were 
•  limited  to  methods  of  construction  in  which  the  tyre  had  longi- 
tudinal ribs  or  enlarged  edges  passing  into  and  held  within  grooves 
or  their  equivalents,  and  that  the  Defendants'  tyre  had  no  ribs  or 
any  enlargements  that  performed  the  function  of  Thom^as's  enlarge- 
ments, nor  had  the  Defendants  rim  any  grooves  equivalent  to 
Thomas's  grooves,  and  that  the  Defendants  had  not  infringed  this 
Patent ;  (2)  as  to  TrigwelVs  Patent,  that  it  was  a  narrow  Patent  for 
the  particular  combination,  and  on  that  construction  the  Defendants 
had  not  infringed  ;  but  that,  no  new. evidence  having  been  given  to 
materially  alter  the  case  as  to  the  validity  of  the  Welch  Patent, 
which  Patent  was  prior  in  date  to  Trigwelly  the  question  of  infringe- 
ment did  not  arise;  (3)  as  to  Palmer's  Patent,  that  it  was  not  a 
Patent  for  a  fabric  ;  that  "embedding"  meant  thit  each  thread  was 
to  be  buried  in  the  rubber  so  as  to  be  kept  out  of  contact  with  the 

'  ones  parallel  to  it,  and  that  vulcanisation  was  essential;  that  the 
•^-  ■  threads  in  the  Defendants'  fabric  were  in  close  contact  with  one 
another,  and  that  the  Defendants,  not  having  "embedding"  nor 
■  •  vulcaaisation,  did  not  infringe;  that,  furthermore,  the  Patent  was 
invalidated  by  the  prior  user  of  M.  &  Go.  The  action  was  dismissed 
with  costs,  including  costs  of  certain  of  the  Particulars  of  Objections. 
The  costs  of  three  Counsel  were  allowed  and  the  costs  of  the  short- 
hand notes.  The  Palmer  Tyre,  Ld.  v.  The  Pneumatic  Tyre 
Company,  Ld.,  and  Others,  p.  451. 

18.  A  Batent  for  improvements  in  nurserr  chairs  held  not  to  have 
beei  infiringed,  as  the  Plaintiff  made  no  claim  in  his  Specifi- 
cation for  the  parts  of  the  Defendant's  chair  of  virhich  he 
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complained. — Action  for  infringement, — Sufficiency  of  claim, — 
No  infringement.  D.  obtained  Letters  Patent  for  "Improve- 
"ment  in  nursery  chairs."  The  essence  of  his  invention  was  to 
convert  the  chair  from  a  high  chair  to  a  low  chair  by  so  revolving 
the  seat  and  b.ick  as  to  make  the  seat  of  the  high  chair  become  the 
back  of  the  low  chair  and  vice  versa.  In  his  chair  as  manufactured 
he  introduced  a  hinged  frame  to  support  the  seat,  but  he  m.ide  no 
claim  for  this  in  his  Specification.  T.  also  obtained  a  Patent  for 
'^  Improvements  in  nursery  chairs,"  and  shortly  afterwards  assigned 
his  Patent  and  business  to  T.  &  Co.,  Ld.  In  the  manufacture  of 
their  chairs  under  this  Patent  the  Company  used  a  hinged  frame 
similar  to  that  used  by  D..  and  a  subsidiary  spring  which  was  also 
introduced  by  D.  In  1899  D.  brought  an  action  for  infringement 
against  the  Company.  The  validity  of  D.'s  Patent  was  not  disputed, 
and  had  been  upheld  in  a  previous  action. — Heldy  that  there  ^as  no 
infringement,  as  the  Plaintiff  made  no  claim  in  his  Specification  for 
the  portions  of  his  chair  which  the  Defendants  introduced  into 
theirs.    Davibs  v.  Townsbnd  A  Co.,  Ld.,  p.  497.  . 

19.  A  Patent  for  a  starting  device  for  gas  engines  held  to  be 

valid,  and,  according  to  its  trne   constrnction,   to   have 

been  infiinged. — Action  for  infringement. — Construction  of 
Specification. — Action  dismissed.  The  owners  of  a  Patent  for  a 
starting  device  for  gas  engines  brought  an  action  to  restrain  the 
Defendants  from  infringing.  The  Defendants  alleged  that  they 
had  not  infringed,  and  tlmt  the  Letters  Patent  were  invalid. — Heldy 
f  that,  according  to  the  true  construction  of  the  Specification,  the 

Defendants  had  not  infringed.  No  judgment  was  delivered  on  the 
other  issues  raised.  The  Plaintiffs  appealed. — Heldy  that,  according 
to  the  true  construction,  the  Defendants  had  infringed,  and  that 
the  Patent  was  valid.  The  appeal  was  allowed.  British  Motob 
Syndicate,  Ld.,  and  Others  v.  J.  E.  H.  Ajtdrews  &  Co.,  Ld., 
p.  577. 

20.  Action  for  infringement  of  a  Patent  for  a  combination.    In- 

fringement not  found.    Defendants' combination  different.  ~ 

Patent, — Action  for  infringement, — Two  operations  performed  at 
the  same  time. — Different  means  of  effecting  the  same  object, — Action 
for  infringement. — Injunction  refused.  The  Plaintiffs  were  pro- 
prietors of  a  Patent  for  a  machine  by  means  of  which  two  operations 
heretofore  done  singly  could  be  performed  simultaneously.  The 
Defendants  brought  about  the  same  result,  and  effected  a  similar 
saving  of  time,  by  means  of  a  machine  constructed  in  a  different 
manner  which  involved  nothing  more  than  a  combination  of  old 
methods. — Held^  that  the  Defendants  had  not  infringed  the  Plaintiffs' 
Patent.  Proctor  v.  Bennis  {L.R,  36  Ch.  D.  740 ;  4  R.P.O.  333) 
considered.  John  Yarbt,  Ld.  v.  Walker,  Mitchell,  &  Co.,  p.  596. 

INTERLOCUTORY  INJUNCTION.  See  also  Threats  (action  to  restrain), 
No.  3. 

1.  Ixynnction  refused  on  the  gtonad  of  delay  by  the  Plaintiffs, 
the   Defendant   undertaking  to   keep  an  account.— il^/ion 

for  infringement, — Motion  for  interlocutory  injunction. — Delay. — 


I    i  <J 


/    f    V 
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Tnjunetiojv  r.  re/iMlsdi  i^  rThe  'PiaintiffB  in  May  •ISdS'- ^^mmenced 
an  aetion  for  infriDgamtet'^of  ^  Letters  Patent  and  mored  for  an 
intwim  injunction;  Tlie  o^nerehipr  of  "the  •  Patents  had  been  the 
subject •  of  1  litigation  in  Qermany,  bnt  in  Oetoher  1898,  judgment  was 
i^  given  agahiBt  R.  in  favomr  of  the  right  of  the  Plaintiffs' 'fo' an  assign- 
ment from  him  of  the  Patents,  and  an  appeal  from  that  judgment 
was  disposed  of  in  January  1899. '  T.]  one  of  the  Defendants, 
claimed  the  right  to  work  theinvetition  uhde^  a  iicensd  granted  by 
R:,  and  he  had  so  worked  since  189*,  but,  as  alliEged  by  the  Plaintiffs, 
^  with  notice  df  their  title.^^J?^^,  that  assuming  that  the  Defendant 
T.  had  notice  of  the  Plaintiffs'  title,  yet  in  view  of  the  delay  on  the 
part  of  the  Plaintiffs  (who  knew  of  the  Defendant's  working)  in 
fltosertiilg  their,  rights,  and  'on*  the  Defendant' T.  nthlertaking  to  keep 
an  account,  no  Order  ought  to  be  made  on  the  motion ;  the  costs  of 
.  ,     .      ^  the  motion  w^re  reserved.    ACTIEN  Obs^llsoh AFT  PUR  Carton- 

NAQBN  INDUSTRIH   V.  TSMLBfi  AND  ANOTHBR,  p.  447. 

2.  Injunction.  .{gTBAijed  in  an  action  for  infringement  against 
liQensees  who  had  obtained  their  licence  through  mis- 
apprehension on  the  part  of  the  Patentees.— ^c^tVm    for 

,7  J.T  'in/rin^inent — Motion  for  interlocutory  injunction, — Alleged  licenae. 
—r-License  given  under  misapprehension. — Itijunction-  granted.  S., 
when  purchasing  a  certain  machine,  was  told  by  the  vendor  that  he 
would  have  to  obtain  a  license  from  the  owners  of  the  Patents  which 
would  cost  51, ;  he  thereupon  forwarded  bl.  to  the  owners  of  the 
Patents  ''  for  perpetual  license  for  graphophone  for  public  exhibition; 
^^  also  license  plate  for  same.''  The  owners  of  the  Patents  acknow- 
ledged the  receipt  of  5/.  for  royalty,  and  enclosed  a  license  plate,  but 
no  formal  license  was  executed.  On  the  owners  of  the  Patents 
making  further  inquiries  of  S.,  he  wrote  saying  that  the  machine  in 
question  was  a  graphophone  grand.  S.,  refusing  to  pay  a  further 
sum  of  452.  to  make  up  the  charge  of  50/.  which  the  owners  of  the 
Patents  alleged  to  be  their  charge  for  a  license  for  a  graphophone 
grand,  the  latter  commenced  an  action  for  infringement  of  their 
Patents,  alleging  that  they  were  misled  by  the  terms  of  the  applica- 
tion to  them,  and  that  the  graphophone  grand  was.  a  different 
instrument  from  the  graphophone,  which  name  by  itself  would 
indicate  to  those  in  the  trade  one  of  the  smaller  instruments.  They 
moved  for  an  injunction  until  the  trial,  which  was  granted.    Edison- 

Bbll   Consolidatbd  Phonogbaph  Co.,  Ld.  v,  Uosbnbbrq  A 

SOOTT,  p.  608. 


INVENTION.    See  also  SUBJBOT-MATTBB. 

1.  A  Patent  for  improvements  in  felt  handles  for  velocipedes,  golf 
-'    '  '  sttoto/M^iaatSb^'invalidfolr^kiit  of  inV^tftib^^^    Coopbb 

&  Co.   (BiBMINQHAM),  LD.  V.  BaBDBKBB,  p.  363. 

'*  ^-21*WhA'  1  lebm«  to  analyse  these  element^  of'ihe  supposed  invention  1 
confess  I  am  unable  to  see  that  there  is  anything  in  them  which 


wBftefeS'thalt  is'jibplicstble  to  j^bi 
-:.  ..o^iii^s.:  -  ftri^ii^j^^;A>|iy=tords;  I  am  Vitotte**tD'(«Safeifee^  Witt!  the  learned 
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Jndges  who  have  held  that  really  that- is  not  any  sulidtijiitial  inven- 
tion at  all.  I  qiiite  adinit  the  diffiQulty. there  is,  when  :once  you 
admit  invention,  in  saying,  if  thet  invention  is  an  invention  at  all 
and  is  Bt  all  useful;  that  you  can  draw  any  exact  or  precise  line  as  to 
the  quantity  of  invention  that  is  necessary  to  support  a  patent ;  but 
I  confess  I  go  a  little  further  than  the  learned  Judges  below,  because, 
I  think,  considering  this  alleged  invention  in  its  real  essence  and 
nature,  there  iET  no  invention  at  all.  It  is  simply  a  more,  skilled 
application  of  well  understood  tools  and  well  understood  p^rocesses. 
Per  Halsbury,  //.(?.•  •  Drbdoe  v.  Parnbll,  p.  629 .. 


LICENSE. 


1.  Limited  License.— Heldy  that  the  pnrbhase  of  gobdB^  ^  sold  in 

breach  of  the  terms  of  a  limited  license,  was  an  infringe- 
..  1^  jnent  where: the   purchaser  was  aware   of  the   terms  of 

the  limited  license. — Patented  article  sold  under  limited 
license. — Infringement  of  Patent. — Infringement  of  limited  license, 
— Injunctions  on  both  grounds.  The  Plaintiffs,  who  were  owners 
of  two  Patents  for  the  manufacture  of  mantles  for  incandescent 
gas  lighting,  brought  an  action  for  infringement.  The  Defendant 
admitted  the  validity  of  the  Patent,  and,  at  the  trial,  that  what  were 
complained  of  were  infringements,  but  denied  selling  them.  He 
had  not  executed  the  order  but  had  forwarded  it  to  S.,  who  had 
executed  it.  The  Defendant  received  a  commission  from  S.  on  all 
orders  which  he  forwarded. — Held^  that  this  amounted  to  an  infringe- 
ment. The  Plaintiffs  also  sold  their  goods  under  a  limited  license 
as  to  the  sale  and  use  of  them.  The  terms  of  this  license  were 
known  to  the  Defendant,  who  disregarded  it.  The  Defendant 
contended  that  he  was  not  bound  by  the  limited  license  on  the 
ground  that  such  conditions  were  only  binding  on  persons  who 
bought  from  the  Plaintiffs  direct.  He  had  bought  from  dealers,  and 
there  was  no  privity  between  himself  and  the  Plaintiffs.  Breach  of 
the  condition  was  not,  he  contended,  an  infringement  of  any  patent 
right,  but  was  purely  contractual  in  its  nature,  and  that  an  injunction 
was  not  the  proper  remedy. — Held,  that  where  a  patented  article  was 
sold  under  a  limited  license,  if  the  terms  of  the  license  were  known 
to  the  person  purchasing,  whether  the  purchaser  bought  direct  from 
the  Patentee  or  from  a  third  party,  the  breach  of  the  conditions 
imposed  by  the  limited  license  constituted  an  infitii^ement  of  the 
patent  rights  in  the  article,  and  that  such  a  case  was  one  where  an 
.    injundtion  might  be  granted.    Thb  InoandhbOBNT  Gas  Liqht  Co. 

.      AHD  OTHKBS  v.  BROat>BN,  p.  179.        ..  .,    .  ,. 

2.  Breach  of  a  limited  license  held  hot'  to  ]b|e  proved. T^nPo^m^ 

article  sold  under  limited  license, — Alleged  infringement  of  Patent 

by  Breach  of  License. — Action  dismissed. — Admissibility  of  evidence 

of  acts  si^sequent  to  date  of  writ.    The  Plaintiffs  ^Id  mantles  of 

their  manufacture  with  a  limited  license.     If  was  alleged  that  the 

Detf  endant^  had,  inf  ringe^  by  breach  of  the  limited  license.    Evidence 

'  y^^^iiF  ottered: of  aictb  dToiie  ^fter  the  tssWid'tif 'theitti'it' So  sferttogtti^  abd 

"      eiphdn  the'  evidence  prior  to  <he-  date  of' -the  ^riti-Mffeii^  that  the 

eyidmc^  of  aels  ^«r46  ^^M^.wriJ;  w«ft  im^  mif^iAef^  i^.;,ffTOYe  the 

M    Plamtiffii'  case,  cmd  ifaat^  whera^•ava•lloxv,^4^<^^(n^^  and 
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not  to  restrain  threatened  infringement,  evidence  of  acts  sabseqaeni 
to  the  date  of  the  writ  is  inadmissible.  T?ie  Shoe  Machinery 
Company  v.  Cutlan,  12  R.P.C.  342  followed.  Wblsbach  Incan- 
DBSOBNT  Gas  Light  Co.,  Ld.  v.  Dowlw  and  The  London  and 
Suburban  Maintenance  Co.,  p.  391. 

NOVELTY.    See  Specification  Construction  op  No.  3. 

1.  A  Patent  for  improvements  in  a  certain  portion  of  web  printing 
and  folding  machines  held  to  be  invalid  for  want  of  novelty, 

Erior  user  for  business  purposes  and  not  by  way  of  experiment 
avin^  been  established. — Patent. — Action  for  Infringement. — 
Validity. — Novelty. — Prior  j/ublication. — Prior  us&r. — Action  dis- 
miased. — Appeal  dismissed.  In  1885,  Letters  Patent  were  granted 
for  improvements  in  a  certain  portion  of  web  printing  and  folding 
'  machines,  and  in  1896  the  proprietors  of  these  Letters  Patent 
commenced  an  action  against  a  firm  for  infringement  of  the  same, 
the  particular  part  alleged  to  be  infringed  being  the  longitudinal 
folding  apparatus.  The  Defendants  denied  infringement  and 
yalidity,  alleging  want  of  subject-matter  and  want  of  novelty  by 
reason  of .  the  prior  publication  of  the  invention  in  several  Specifica- 
tions and  also  prior  publication  by  the  importation  of  machines 
containing  the  mechanism  in  question,  which  machines  were  allt'ged 
to  have  been  seen  by  divers  persons  and  to  have  been  used  in  the 
United  Kingdom  before  the  date  of  the  said  Letters  Patent.  The 
Plaintiffs  contended  that  if  the  machines  were  seen,  they  were  seen 
under  a  pledge  of  confidence,  and  that  any  user  of  them  was  merely 
for  the  purpose  of  testing. — Held  at  the  trial  that  the  Letters  Patent 
were  invalid  for  want  of  novelty,  machines  embodying  the  invention 
having  been  sold  and  used  in  the  United  Kingdom  before  the  date 
of  the  application  for  the  Patent.  The  Plaintiffs  appealed. — Held  by 
the  Court  of  Appeal  that  the  invention  had  been  used  within  the 
realm  prior  to  the  date  of  the  Patent  by  others  in  conjunction  with 
the  Patentees,  and  tliat  the  Patent  was  invalid.  The  appeal  was 
dismissed  with  costs.  The  effect  of  obligations  of  secrecy  discussed. 
Newall  V.  Elliott,  4  C.B,N.S..  293,  distinguished.  HOB  &  Co.  v. 
FosTBB  &  Sons,  p.  33. 

3.  A  Patent  relating  to  methods  of  opening  and  closing  fanlights, 
&c.,  held  to  TO  bad  for  want  of  noveltj.— Patent.— Action  for 

infringement.  — Novelty.  —  Subject-matter.  —  Disconfot  mity.  This 
action  was  for  the  infringement  of  a  Patent  relating  to  various 
methods  of  opening  and  closing  fanlights,  skylights,  ventilators  and 
analogous  articles.  The  Defendant  denied  iufringemeot,  and  alleged 
the  invalidity  of  the  Patent  on  the  grounds  of  want  of  novelty, 
utility  and  subject-matter,  and  also  of  disconformity. — Heldy  that  the 
Plaintiff's  Letters  Patent  were  invali  I  on  the  ground  of  want  of 
novelty,  want  of  subject-matter  and  disconformity.  The  action  was 
dismissed  with  costs.    Adams  v.  Stbvbns,  p.  225. 

3.  A  Patent  for  an  improved  pedal  for  bicycles  held  to  be  invalid 
for  lack  of  invention  and  want  of  novelty  in  regard  to  what 
was  disclosed  by  several  prior  Specifications.— Pa^m/.—^c^tVm 

for  infringement. —  Validity. — Subfect'fnatte^\*^ Novelty. — Patent 
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held  invalid. — Action  dismissed.  In  1893,  Letters  Patent  were 
granted  to  M.  for  an  improved  pedal  for  bicycles  and  other  machines  \ 
the  pedal  described  was  adjustable  so  as  to  adapt  its  width  to  the 
required  breadth  of  tread.  The  Complete  Specification  was  accepted 
on  the  2:ird  of  September  1893.  The  Patent  subsequently  became 
vested  in  W.  On  the  25th  of  (September  1 893,  W.  applied  for  Letters 
Patent,  which  were  also  granted,  for  a  new  and  improved  width 
adjusting  pedal  for  bicycles  and  velocipedes.  W.  commenced  an 
action  against  a  company  for  infringement  of  these  two  Patents,  and 
of  a  third  Patent,  subsequently  abandoned.  In  the  course  of  the 
trial  it  was  admitted  by  one  of  the  Plaintiff's  expert  witnesses  that 
the  alleged  infringing  pedal  did  not  infringe  M.'s  Patent.  As  regards 
W.'s  Patent,  the  Defendants  disputed  its  validity  on  the  ground  of 
want  of  novelty  by  reason  of  anticipation  by  the  Specifications 
of  M.'s  Patent  and  of  several  earlier  Patents. — Heldy  that,  having 
regard  to  the  alleged  anticipations  and  especially  to  M.'s  Specification, 
there  was  not  sufficient  invention  to  support  W.'s  Patent,  and  that  it 
was  invalid  for  want  of  novelty.  The  action  was  dismissed  with 
costs.    Watbrson  V,  W.  A.  Lloyd's  Cycle  Fittings,  Ld.,  p.  277, 

4.  A  Patent  for  improvements  in  felt  handles  for  velocipedes, 
golf  sticks,  &c.,  held  to  be  invalid  for  want  of  novelty.— 

Action  for  infringement,  —  Novelty.  —  Subject-matter. —  Infringe-' 
ment. — Patent  held  invalid. — Action  dismissed.  Letters  Patent 
having  been  granted  in  1894  for  an  invention  of  "  Improvements 
"  in  felt  handles  for  velocipedes,  golf  sticks,  and  for  other  articles, 
"  and  in  the  manufacture  of  the  said  handles,"  the  owners  of  the 
Patent  in  1898  brought  an  action  for  infringement  of  the  same. 
The  first  claim  of  the  Specification  was  '*  making  felt  handles  for 
"  velocipedes,  golf  sticks,  tennis  rackets  and  other  articles  by  first 
'*  grooving  a  piece  of  sheet  felt  longitudinally  at  intervals,  then 
^  bending  the  same  and  securing  the  meeting  edges  together  so  as 
"  to  form  d  felt  cylinder  grooved  from  end  to  end  on  the  outside, 
'^  which  is  or  is  not  afterwards  reduced  towards  the  ends,  all 
^^  substantially  as  set  forth  "  ;  the  other  claims  being  claims  for  the 
handles  "  made  from  sheet  felt  grooved  Ibngitudinally  at  intervals 
"  and  bent  into  a  cylinder  with  the  grooves  outside,  Jfcc."  The 
Defendant,  who  sold  bandies  made  from  sheet  felt  bent  into  a 
cylinder  and  afterwards  grooved  longitudinally,  denied  infringe- 
ment, and  alleged  the  invalidity  of  the  Patent  on "  the  grounds 
{inter  alia)  of  want  of  novelty  and  want  of  subject-matter.  It 
appeared  that  felt  handles  for  the  same  purposes  were  old,  but  bad 
been  made  out  of  a  solid  block  of  felt  by  boring  aijid  turning  the 
same,  and  such  handles  had  been  grooved. '  It  was  alleged  that 
a  considerable  economy  was  effected  by  the  use  of  sheet  felt  and  a 
large  sale  of  the  patented  handles  was  proved. — HeJd^  that  the 
Patent  was  invalid  for  want  both  of  novelty  and  invention,  and 
that,  even  if  valid,  the  Defendant  had  not  infringed,  as  grooving 
before  bending  the  felt  was  of  the  essence  of  the  invention. 
Judgment  was  given  for  the  Defendant  with  costs.     COOPBR  &  Co, 

(Birmingham),  Ld.  v.  Baedeker,  p.  363. 

ft 

.  \  A  Patent  for  improvements  in  duplicating  writing  apparatus 
.    held  to  be  invalid  for  want  of  noYBltj .--Patent.^Action  for 

infritigement.— Novelty.— Construction   of   Specification.— Subject- 
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» '  •    matter, — Anticip(xtion.^^Pcior  knowledge^ — Insufficient  description 
\     -i-ATd  infnngement.    In  1887  a  Patent  was  granted  to  A.  for  im- 
*      p^(Jv^ments  In  duplicating  vriting  apparatus.  .  D.  became  owner  of 
^    the  Fatcfnt,  and'in- 1889  brought  tm  action  a^nsiti.  the  Defenlant.^ 
for    ihfrinigfetnent.       The    Defendants    denied     ioif ringement,    and 
denied 'the  validity  of  the  Patent  on  the  grounds  (^inter  alia)  ih.9i 
•the  alleged  invention  was  anticipated  by  sftveral  i prior  Patents,  and 
that  ^a  person  following  A«'s  directions  would  not  obtain  the  result 
described  in  the  Specification. — Held^  on  the  true,  construction  of 
the  Specification,  that  the  Patent  was  invalid  for  want  of  novelty, 
:.  I'l  L.M J  .:    ^x^  the  action  was  dismissed  with  coslfi    Hills  v.  Evans  (4  D.6.F. 

•     V     ^»       &  J.>  438)  followed;    DiCK  y.  EHiAMl&DcJPHGATOB  Co.,  p.  414. 
'■■    ■"   -  '       .      '  -.,».'■ 

6.  A  Patent  for  a  device  for  printing  late  news  in  newspapers 
held  to  be  invalid  for  want  of  novelty.— Patent.— ^c^ion  for 

infringement.  —  AntidjHition,  —  Subject  matter.  —  Novelty. — Patent 
fheld  invalid.  The  owners  of  a  Patent  for  a  device  for  printing  late 
news  in  newspapers  sued  the  Defendants  for  infringement.  By  the 
Patentees^  apparatus  this  was  accomplished  by  means  of  an  auxiliary 
drum  mounted  on  an  auxiliary  shaft,  so  as  to  be  moveable  to  any 
position  along  the  shaft.  The  drum  was  constructed  to  carry  a  box 
holding  the  type.  The  Specification  claimed  both  the  method  of 
holding  the  type  in  the  box  and  also  the  combination  of  the  drum 
with  the  main  stereotyping  cylinder.  The  Defendants  also  used  a 
moveable  drum  mounted  on  an  auxiliary  shaft,  hut  used  linotype 
slugs  instead  of  type,  and  had  a  box  of  different  construction  and  a 
different  method  of  holding  the  slugs.  It  was  argued  that  the 
Defendants  did  not  infringe  the  claim  for  the  construction  of  the 
box  and  the  method  of  holding  the  type,  and  that  the  Plaintiffs' 
Patent  was  bad  for  (inter  alia)  want  of  subject-matter  and  anticipa- 
tion.— Held  J   that  the   Plaintiffs'   Patent   was  invalid  for  want  of 

novelty.  Tjlylor  &  Soott  v.  Annand  and  The  Northern 
Press  and  Engineering  Co.,  Ld.,  p.  547. 

;  PA.RTICULARS.  OF  OBJECTIONS.    See  also  Costs,  No.  3. 

'  *  •  ___^ 

Evidence  which  did  not  attack  the  validity  of  the  Patent  held  to  be 
admissible  without  Particulars  of  Objections,  even  though  the  scope 
of  the  Patent  was  thereby  narrowed.  A.  Appleby's  Twin  Roller 
Chain,  Ld.  v.  Albert  Eadie  Chain,  Ld.,  p.  325. 

PATENT  AGENT. 

Unregidtered  person  held  not  entitled  to  describe   himself  as  a 

Patent  Agent. — ^^  Patent  AgentJ*^ — Person  knowingly  describing 
himself  as  such  without  beitig  registerect:^-^^  Right  acquired.^^ — 
A^lteged  repeal  of  Register  of  Palefit  Agents  Rules  18S91 — Conviction. 
-T-Appeal  dismissed. — Patents^  <kc.  Act,  188S,  sectiori  101,  Patents^  Ac. 
Act^  I888y  sections  1  and  27. — Register  of  Patent  Agents  Rules  1889, 
Patent  Rules  1890,  Rule  81,  and  Register  of  Patent  Agents 
.Rul^l891.  An  information  was  in  1898  preferred  against  S.  for 
*kh()wjiigiy  describing  himself  as  a  Patent  Agent,  he  not  being 
registered  as  such  tinder  the  Patents^  &c.  Act,  1888.  8S.  was  con- 
vlctldA  atrd  fined,  but  a  case  vtss  staied  by  the  magistrate.    S.  had 
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.  .^r  u  «pniQti«€!df  aDd:;d90oribeiiekka8elfi  aafiai>Patent/A^ol  before  the 
coming  into  force  of  thoi^Act.  ot^l^SS,  and  had  .made  the  necessary 
statutory  declaration,  and  thereupon  the  required  certificate  of  the 
Board  of  Trade,  that  he  was  entitled  to  be  registered,  had  been 
issued,  but  he  had  i XM>t<^ paid ^any. fees  a&d  had i  not  beem^  registered 
as  a  Patent  Agent.  The  special  case  raised  the  questions : 
(X)  whether  the  Appellant  had  acquired  a  right  in  the  description 
'  **  Patent  Agent "  under  the  Patents,  &c.  Act,  1888,  section  27,  and 
(2)  whether  the  Register  of  Patent  Agents  Rales,  1889,  were  repealed 
by  the  Patent  Rules,  1890,  and,  if  so,  whether  they  were  revived  by 
the  Register  of  Patent  Agent  Rules,  1891. — Held,  by  Lawrangb,  J., 
and  Channbll,  ./.,  that  the  Appellant  had  not  acquired  a  right  within 
the  meaning  of  the  Patents,  &c.  Act,  1888,  section  27,  and  that  if  the 
Rules  of  1889  were  repealed  as  contended,  they  were  revived  by  the 
Rules  of  1891.  The  conviction  was  affirmed,  and  the  appeal  dismissed 
with  costs.    Staret  v.  Graham,  p.  106. 

PATENTS,  &0.  ACT,  1883. 

Section  4.    R.  v.  Comptroller-General,  ex  parte  Tomliijson,  p.  233. 

Section  5,    R.  v.  Comptrollbr-Gbner  AL,  ex  parte  Tomlinson,  p.  233. 

Section  11.    R.  v.  Comptroller-General,  ex  parte  Tomlinson,  p.  233. 
Meyer's  Application,  p.  526. 

Section  18.    R.  v.  Comptroller-General,  ex  parte  Tomlinson,  p.  233. 
Chatwood's  Patent,  p.  370. 

Section  19.    Chatwood's  Patent,  p.  370.    Chatwood's  Patent  Safe 
AND  Look  Co.,  Ld.  and  Others  v.  Ratnbr  Safe  Co.,  Ld.,  p.  449. 

Section  22.    Bartlett's  Patent.    Gormully  Petition,  p.  641. 

Section  25.    Adam's  Patent,  p.  1.   R.  v.  Comptroller-General,  ex  parte 
Tomlinson,  p.  233. 

Section  26.    R.  v.  Comptroller-General,  ex  parte  Tomlinson,  p.  233. 
Tiemann's  Patent,  p.  573. 

Section  32.     Ellam  v,  Martyn  &  Co.,  p.  28.     A.  Appleby's  Twin 
Roller  Chain,  Ld.  v.  AlbbIit  Eadie  Chain,  Ld.,  p.  318.    Bbr- 

LINER  AND  OTHERS  V.  THB  EdISON  BBLL  CONSOLIDATED  PHONO- 
GRAPH Co.,  Ld.,  p.  336.  Hoppnung  &  Co.  v.  Salsbury,  ^  p.  375. 
De  Marb's  Patent,  p.  528. 

Section-  46.    Bartlett's  Patent.    Gormully  Petition,  p.  641. 

Section  69.    R.  v,  Comptroller-General,  ex  parte  Tomlinson,  p.  233. 

Section  87.    Bartlett's  Patent.    Gormully  Petition,  p.  641. 

Section  90.    R.  v.  Comptroller-General,  ex  parte  Tomlinson,  p.  233. 

Section  95.    R.  v.  Comptroller-General,  ex  parte  Tomlinson,  p.  233. 

Section  101.    Starey  v.  Graham,  p.  106. 

PATENTS,  &0.  ACT,  1888. 

Section  1.    Starey  v.  Graham,  p.  106. 

Section  4.    R.  v.  Comptrollbr-General,  ex  parte  Tomlinson,  p.  233. 
.    Section  27.    Starey  v.  Graham,  p.  106. 
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PATENT  RULES,  1890. 


Rules  60  to  66.    Bartlbtt's  Patent.    Gormully  Petition,  p.  64J. 
Rule  81.    Starby  v.  Graham,  p.  106. 

PETITION  FOR  REVOCATION.    See  Revocation. 

PRACTICE.    See  also  COSTS :  Evidence  and  Infringement,  No.  12, 13, 14, 
and  16. 

1.  An  order  by  a  judge  on  an  application  for  liberty  to  amend  Particulars 
of  Objections,  so  far  as  it  deals  with  costs,  ia  not  appealable. 
Herbert  Wm.  Wilson  and  Wilson  Brothers  Bobbin  Co.,  Ld. 
V.  Wilson  &  Co.  (Barnslet),  Ld.,  p.  315. 

2    In  an  action  for  infringement  where  the  expert  evidence  was  conflicting , 
the  Court  of  Appeal  procured  a  report  from  an  independent  expert 
which  was  supplemented  by  some  verbal  explanations  by  the  expert 
Because   it  was  so  supplemented  the  Court  refused  to  allow  t^e 
report  of  such  expert  to  be  entered  as  read  in  the  Order  of  the  Court. 

British  Motor  Syndicate,  Ld.,  and  Others  y.  J.  E.  H.  Andrews 
&  Co.,  Ld.,  p.  595. 

PRIOR  CSER. 

HbIcI  to  have  been  established. — Patent, — Action  for  in/ringe)nent. — 
Prior  user  established, — Action  dismissed.  Letters  Patent  having 
been  granted  in  1888  to  D.  and  W.  for  "  improvements  in  water 
*•  gauges  for  steam  and  other  boilers,"  the  registered  owners  of 
this  and  another  Patent  commenced  in  1897  an  action  for  infringe- 
ment of  the  same.  At  the  trial  the  Plaintiffs  after  the  opening 
relied  on  the  Patent  of  1888.  Among  the  defences  relied  on  was 
prior  user  by  P.  of  the  invention  during  the  years  from  1877  to  1881. 
— Heicl^  that  the  action  must  be  dismissed  With  costs  on  the  ground 
as  to  the  1888  Patent  that  prior  user  by  P.  was  established,  and  as  to 
the  other  Patent  on  the  ground  of  non-infringement.    Dewranob  u, 

Fletcher  Brothers,  p.  150. 

PRIOR  USER  BY  A  PATENTEE. 

'*  According  to  my  view  this  T^as  a  contract  to  supply  and  erect  these 
*'  machines,  including  this  Patent  for  folding  that  had  been  patented 
•'  in  America,  and  the  price  that  was  to  be  received  by  the  Patentees 
"  in  America,  for  Supplying  and  erecting  these  machines,  was  6,800/. 
"  They  sent  over  their  men,  and  they  then  proceed  to  erect  this 
*•  machinery  which  they  had  agreed  to  supply.  I  very  much  doubt 
"  myself,  whether  in  such  a  case  it  would  have  made  any  difference  if 
**  they  had  in  the  most  solemn  way  got  an  engagement  for  secrecy.  I 
''  have  the  same  doubt  that  I  should  have  in  that  case  where  an 
"  inventor  who  had  not  taken  out  a  Patent  agreed  to  sell  find  deliver 
"  the  patented  article,  and  then,  when  he  did  sell  and  deliver  the 
*'  patented  article,  said  to  the  purchaser  immediately  after  delivery  : 
"  I  am  going  to  patent  this,  you  will  undertake,  will  you  not,  to  keep 
"  this  matter  a  secret  and  not  to  disclose  my  invention.  It  seems  to 
^^  me  that  in  such  a  case,  even  if  such  an  engagement  had  been  entered 
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"  into,  there  would  have  been  a  user  by  the  Patentee  himself.  I  am 
"  aware  that  the  Statute  of  Monopolies  speaks  of  user  by  others,  and 
"  at  the  same  time  there  is  no  doubt  that  a  user  by  the  Patentee  does 
"  prevent  his  subsequently  taking  out  Letters  Patent,  and  it  seems  to 
"  me  that  really,  wherever  you  have  a  Patentee  supplying  the  patented 
"  article  in  such  a  way  and  to  such  an  extent  that  he  cannot  recall  the 
"  patented  article — that  he  cannot  impose  any  obligation  of  secrecy — 
"  immediately  you  have  that  state  of  things,  it  becomes  impossible  for 
"  the  inventor  subsequently  to  take  out  Letters  Patent.  Per  Vaughan 
Williams,  L.J.    Hob  &  Co.  v,  Foster  &  Sons,  p.  40. 

PROLONGATION— 

1.  Petition  for  Prolongation.— Motion  for  relief  in  consequence  of  the 
Petition  not  having  been  presented  within  the  time  prescribed  by 
the  25th  Section  of  the  Patents,  &c.  Act,  1883.  Motion  refused. 
Adam's  Patent,  p.  1. 

2.  Prolongation  refused  on  account  of  lack  of  merit  in  the 
invention  and  failure  to  prove  insufficient  remuneration.— 

Petition  for  prolongation.  —  Invention  not  sufficiently  meri' 
torious.  —  Failure  to  prove  inadequate  remuneration.  The 
beneficial  owners  of  a  Patent  for  improvements  in  steam  generators 
applied  for  a  prolongation.  The  invention  was  admittedly  useful. 
The  accounts  showed  a  profit  on  the  foreign  Patents  and  also  on 
boilers  fitted  to  boats  not  constructed  by  the  Petitioners,  but  a  loss 
on  boilers  fitted  to  boats  constructed  by  the  Petitioners.  In  the  case 
of  these  latter,  the  profits  or  loss  had  been  arrived  at  by  taking  the 
profit  or  loss  on  the  boats,  including  the  boilers,  and  dividing  it 
between  the  boilers  and  the  boat  exclusive  of  the  boilers  in 
proportion  to  their  relative  cost. — Held^  that  the  invention,  though 
useful,  was  not  especially  meritorious,  and  that  the  Petitioners  had 
failed  to  prove  that  sufficient  remuneration  had  not  or  could  not 
have  been  made,  and  that,  therefore,  the  Judicial  Committee  could 
not  advise  Her  Majesty  that  the  prayer  of  the  petition  should  be 
granted.    Thornycropt's  Patent,  p.  202. 

3.  Prolongation  refused. — Petition  fo)*  prolongation. — Patentee's  interest 

in  Patent  insufficient. — Patent  acquired  by  a  Company  as  a 
speculation. — Accounts  not  satisfactory. — Petition  refiised.  Clark's 
Patent,  p.  431. 

4.  Duty    of    Petitioners.  —  "  Then,  the  accounts  are    certainly  most 

^^  unsatisfactory.  It  has  often  been  laid  down  that  a  Patentee  who 
"  comes  to  make  an  application  for  the  prolongation  of  a  Patent 
^'  ought  from  the  first  to  keep  his  accounts  in  such  a  manner  that 
"  it  may  be  clear  to  the  Court  what  profits  have  been  made.  In  this 
"  case  several  matters  foreign  to  this  Patent  have  been  mixed  up  in 
"  the  accounts,  and  the  accounts  appear  to  have  been  kept  in  the 
"  most  unsatisfactory  manner.  That  also  is  covered  by  authority, 
"  which  it  is  not  necessary  to  read ;  but  I  refer  to  what  is  laid  down 
"  in  Thomas'*  Patent  and  Saxhy^s  Patent,  both  of  which  are  directly 
"  applicable  to  this  case."  Per  Lord  Macnaghten,  Re  Clark's 
Patent,  p.  433. 

D 
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Infringement— conttntiad. 

^^  disclaiming  note.'*  The  Defendants  denied  infiringeineni»  and 
alleged  the  invalidity  of  the  Patents  on  the  grounds  of  (inte^^ 
aHa)--dLB  tp  Thomas,  insufiBeiency ;  as  to  Trigwelly  prior  grant  to 

'  '^  .  Welch;  and  as  to  PahneVy  anticipation  by  {inter  alia)  prior  user 
hj  M.  &  Co.  The  Plaintiffs  alleged  that  Welch's  Patent  was  invalid 
on  various  grounds,  including  disconformity  and  anticipation,  but 
admitted  in  argument  that  the  decision  on  these  points  in  Tfie 
Pneumatic  Tyre  Company^  Ld.  v.  The  Bkist  London  Rubber  Com- 
pany^  14  R.P.C.  573,  was  binding  on  them  at  the  trial.  The  alleged 
infringement  was  the  manufacture  and  sale  of  a  Welch-Dunlop 
tyre  and  rim,  the  tyre  having  an  inner  tube,  an  outer  arch-shape 
•cover  with  wires  in  its  edges  of  less  diameter  than  the  edges  of  the 
r  rim  within  which  the  wires  were  placed.  The  Plaintiffs  conten  led 
that  a  wide  interpretation  should  be  given  to  Thomas's  Patent,  he 
being  the  first  to  have,  instead  of  a  complete  tube,  a  tyre  or  tyre 
cover  in  the  form  of  a  sheet  of  flexible  material  engaging  with  the 
ed^es  of  the  rim  so  as  to  form  with  it  a  complete  tube.  They 
alleged  that  the  Defendants*  cover  had  enlarged  edges,  and  that  the 
rim  had  grooves  in  it  corresponding  to  TJwmas's  enlargements  and 
grooves  respectively,  and  that  the  Defendants  had  substantially 
TrigwelVs  0 -shaped  channels  omitting  the  inner  side  of  them,  also 
that  the  Defendants  had  taken  the  substance  of  TrigwelVs  invention 
.  viz.  the  wiring  on ;  they  set  up  that  Palmer's  Patent  was  in  sub- 
stance for  the  application  of  the  fabric  to  pneumatic  tyres  and  the 

>  like  for  the  purpose  of  avoiding  sawing  action.    The  prior  user  set 

up  by  the  Defendants  of  Palmer's  invention  consisted  of  the  pro- 
duction of  a  fabric  at  a  certain  stage  in  the  manufacture  of  a  solid 
tyre,  the  fabric  being  afterwards  rolled  up  to  form  such  tyre. — 
Heldy  by  WILLS,  J.  (1)  as  to  Thotna^'s  Patent,  that  its  claims  were 
•  limited  to  methods  of  construction  in  which  the  tyre  had  longi- 
tudinal ribs  or  enlarged  edges  passing  into  and  held  within  grooves 

'  or  their  equivalents,  and  that  the  Defendants'  tyre  had  no  ribs  or 

any  enlargements  that  performed  the  f  auction  of  Thomxis's  enlarge- 
ments, nor  had  the  Defendants  rim  any  grooves  equivalent  to 
Thomas's  grooves,  and  that  the  Defendants  had  not  infringed  this 
Patent ;  {%)  as  to  T^rig well's  Patent,  that  it  was  a  narrow  Patent  for 
the  particular  combination,  and  on  that  construction  the  Defendants 
had  not  infringed  ;  bat  that,  no  new. evidence  having  been  given  to 
^  materially  alter  the  case  as  to  the  validity  of  the    Welch  Patent, 

which  Patent  was  prior  in  date  to  Trigivelly  the  question  of  infringe- 
ment did  not  arise;  (3)  as  to  Palmer's  Patent,  that  it  was  not  a 
♦Patent  for  a  fabric  ;  that  "  embedding "  meant  th it  each  thread  was 
to  be  buried  in  the  rubber  so  as  to  be  kept  out  of  contact  with  the 
-  ones  parallel  to  it,  and  that  vulcanisation  was  essential;  that  the 
•^-  '  threads  ia  the  Defendants'  fabric  were  in  close  contact  with  one 
another,  and  that  the  Defendants,  not  having  "embedding"  nor 
...'         vulcanisation,  did  not  infringe;  that,  furthermore,  the  Patent  was 

■■'  invalidated  by  the  prior  user  of  M.  <b  Go.    The  action  was  dismissed 

with  costs,  including  costs  of  certain  of  the  Particulars  of  Objections. 
The  costs  of  three  Counssel  were  allowed  and  the  costs  of  the  short- 
hand notes.  The  Palmer  Tyre,  Ld.  v.  The  Pneumatic  Tyre 
Company,  Ld.,  and  Others,  p.  451. 

X     18.  A  Patent  for  improvements  in  nursery  chairs  held  not  to  have 
'  beejL  infiringed,  as  the  Plaintiff  made  ao  claim  iu  his  Specifi- 
cation for  the  parts  of  the  Defendant's  chair  of  which  he 
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complained. — Action  for  infringement — Sufficiency  of  claim. — 
No  infringement  D.  obtained  Letters  Patent  for  "Improve- 
"ment  in  nursery  chairs."  The  essence  of  his  invention  was  to 
convert  the  chair  from  a  high  chair  to  a  low  chair  by  so  revolving 
the  seat  and  bax^k  as  to  make  the  seat  of  the  high  chair  become  the 
back  of  the  low  chair  and  vice  versa.  In  his  chair  as  manufactured 
he  introduced  a  hinged  frame  to  support  the  seat,  but  he  m.\de  no 
claim  for  this  in  his  Specification.  T.  also  obtained  a  Patent  for 
^'  Improvements  in  nursery  chairs,"  and  shortly  afterwards  assigned 
his  Patent  and  business  to  T.  &  Co.,  Ld.  In  the  manufacture  of 
their  chairs  under  this  Patent  the  Company  used  a  hinged  frame 
similar  to  that  used  by  D..  and  a  subsidiary  spring  which  was  also 
introduced  by  D.  In  1899  D.  brought  an  action  for  infringement 
against  the  Company.  The  validity  of  D.^s  Patent  was  not  disputed, 
and  had  been  upheld  in  a  previous  action. — Heldy  that  there  ^as  no 
infringement^  as  the  Plaintiff  made  no  claim  in  his  Specification  for 
the  portions  of  his  chair  which  the  Defendants  introduced  into 
theirs.    DAviBS  v.  TowNSBND  &  Co.,  Ld.,  p.  497. 

19,  A  Patent  for  a  starting  device  for  gas  engines  held  to  be 

valid,  and,  according   to   its  true   construction,   to    have 

been  infringed. — Action  for  infringement — Conatruchon  of 
Specification. — Action  dismissed.  The  owners  of  a  Patent  for  a 
starting  device  for  gas  engines  brought  an  action  to  restrain  the 
Defendants  from  infringing.  The  Defendants  alleged  that  they 
had  not  infringed,  and  that  the  Letters  Patent  were  invalid. — Heldy 
f  that,  according  to  the  true  construction  of  the  Specification,  the 

Defendants  had  not  infringed.  No  judgment  was  delivered  on  the 
other  issues  raised.  The  Plaintiffs  appealed. — Held,  that,  according 
to  the  true  construction,  the  Defendants  had  infringed,  and  that 
the  Patent  was  valid.  The  appeal  was  allowed.  British  Motor 
Syndicate,  Ld.,  and  Others  v.  J.  E.  H.  Andrews  &  Co.,  Ld., 
p.  577. 

20.  Action  for  infiringement  of  a  Patent  for  a  combination.    In- 

firingement  not  fonnd.    Defendants'  combination  different.^ 

Patent. — Action  for  infringement. — Two  operutiofis  perform^  at 
the  same  time. — Different  means  of  effecting  the  same  object. — Action 
for  infringement. — Injunction  refused.  The  Plaintiffs  were  pro- 
prietors of  a  Patent  for  a  machine  by  means  of  which  two  operations 
heretofore  done  singly  could  be  performed  simultaneously.  The 
Defendants  brought  about  the  same  result,  and  effected  a  similar 
saving  of  time,  by  means  of  a  machine  constructed  in  a  different 
manner  which  involved  nothing  more  than  a  combination  of  old 
methods. — Held,  that  the  Defendants  had  not  infringed  the  Plaintiffs' 
Patent.  Proctor  v.  Bmnis  {LM.  36  Ch.  D.  740 ;  4  jR.P.O.  333) 
considered.  John  Varbt,  Ld.  v.  Walker,  Mitchell,  &  Co.,  p.  596. 

INTERLOCUTORY  INJUNCTION.  See  also  Threats  (action  to  restrain), 
No.  3. 

1.  Ixgunction  refused  on  the  nound  of  delay  by  the  Plaintiffs, 
the   Defendant   nndertaung   to   keep  an  b^f^oxnit.— Action 

for  infringement. — Motion  for  interlocutory  injunction. — Delay. — 
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Tnjunetiar^r're/iMlsdic  :The  tHaifitiffs  in  -  May  189^ "^^mmenced 
an  aetion  for  infritigamtetHof>'<  Letters  Patent  and '  mored  for  an 
interim  injunction;  Tiie  o^neinhipr  of  "the  •  Patents  had  been  the 
subject  -  of  i  litigation  in  Oemnany,  but  in  October  1898,  judgment  was 
^  given  against  R.  in  favomr  of  the  rrght^of  -the  Plaintiffs' 1^' an  assign- 
ment from  him  of  the  Patents,  and  an  appeal  from  that  judgment 
was  disposed  of  in  January  1899. '  T«]  one  of  the  Defendants, 
claimed  the  right  to  work  theinvetitfon  nhde^  a  license  granted  by 
R:,  and  he  had -so  worked  since  189^,  but,  as  alleged'  by  the  Plaintiffs, 
-wHh  notice  6t  their  tiileS^HeM^  that  assuming  that  the  Defendant 
T.  had  notice  of  the  Plaintiffs'  title,  yet  in  view  of  the  delay  on  the 
part  of  the  Plaintiffs  (who  knew  of  the  Defendant's  working)  in 
fltosertiiig  their,  rights,  and  ^on  the  Defendant  T.  nthleirtaking  to  keep 
an  account,  no  Order  ought  to  be  made  on  the  motion ;  the  costs  of 
.  ,  •  .  ^  the  motion  w^re  reserved.  ACTIBN  Obsbm^iLSOHAFT  fur  Carton- 
NAQBK  Industrie  v:  TBMLBfi  and  Anothbr,  p.  447. 

2.  Injunction,  .{gxanijed  in  an  action  for    infringement    against 

licensees    who    had  obtaiued  their  license  through  mis- 

^  apprehension   on  the  part  of   the   Patentees.— ^(^^tVm*   for 

\,  7  J  ,T  . > dnfrin^fnent.— Motion  for  interlocutory  injunction. — A  lleged  license. 
—^License  given  under  misapprehension. — Injunction  granted.  S., 
when  purchasing  a  certain  machine,  was  told  by  the  vendor  that  he 
would  have  to  obtain  a  license  from  the  owners  of  the  Patents  which 
would  cost  5^. ;  he  thereupon  forwarded  bl.  to  the  owners  of  the 
Patents  ^^  for  perpetual  license  for  graphophone  for  public  exhibition; 
^'  also  license  plate  for  same."  The  owners  of  the  Patents  acknow- 
ledged the  receipt  of  5/.  for  royalty,  and  enclosed  a  license  plate,  but 
no  formal  license  was  executed.  On  the  owners  of  the  Patents 
making  further  inquiries  of  S.,  he  wrote  saying  that  the  machine  in 
question  was  a  graphophone  grand.  S.,  refusing  to  pay  a  further 
sum  of  45^.  to  make  up  the  charge  of  50/.  which  the  owners  of  the 
Patents  alleged  to  be  their  charge  for  a  license  for  a  graphophone 
grand,  the  latter  commenced  an  action  for  infringement  of  their 
Patents,  alleging  that  they  were  misled  by  the  terms  of  the  applica- 
tion to  them,  and  that  the  graphophone  grand  was.  a  different 
instrument  from  the  graphophone,  which  name  by  itself  would 
indicate  to  those  in  the  trade  one  of  the  smaller  instruments.  They 
moved  for  an  injunction  until  the  trial,  which  was  granted.    EDI80N- 

Bbll   Consolidatbd  Phonograph  Co.,  Ld.  v.  Uosbnbbrg  A 

SOOTT,  p.  608. 


INVENTION.    See  also  Subjbot-Mattbb. 

I.  A  Patent  for  improvements  in  felt  handles  for  velocipedes,  golf 
-'•  '  '  sticks;  M/Vdd  tSlfe^invafid  foV  Vadt  of  inV6tf^        Coopbr 
&  Co.  (Birmingham),  Ld.  v.  Babdbkbr,  p.  363. 

^ngi^Wh^^l  fcbni«  to  analyse  tiiese  elements  of ' ihe  stipposed  invention  1 
confess  I  am  unable  to  see  that  there  is  anything  in  them  which 


_  mcefea'thali  is  abplic^ble  tb  j^bi 

^';A\ii'^^^'  'lhl<*^'^i^fal.e;v^M3^  t^^^  \i&tttiie 'to 'cE^fe^e  Witi^^  the  learned 
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Jndges  who  have  held  that  really  that- iff  no^  any  snBdi^ntlal  inven- 
tion at  all.  I  qiiite  admit  the  difflqulty. there  is,  when  :dnce  you 
admit  invention,  in  saying,  if  the  invention  is  ,an  inyeiition  at  all 
and  isBt  all  useful;  that  you  can  draw  any  exac^  or  precise  line  as  to 
the  quantity  of  invention  that  is  necessary  to  support  a  patent ;  but 
I  confess  I  go  a  little  further  than  the  learned  Judges  below,  because, 
I  think,  considering  this  alleged  invention  in  its  real  essence  and 
nature,  there  is*  no  inventit>n  at  all.  It  is  simply  a  more,  skilliid 
application  of  well  understood  tools  and  well  understood  processes. 
Per  Hamburt,  Zr.(7.»  Drbdg^b  v.  Parnbll,  p.  629 ' 
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LICENSE.  .  „    ■■:"::.,,■,■;:.  ^ 

1.  Limited  License ^Heldy  that  the  pnrbhitse  of  gopis, ,  sold  in 

breach  of  the  terms  of  a  limited  license,  was  an  infringe- 
jnent  where  i  the   purchaser  was  aware    of  the   terms  of 

the  limited  license. — Patented  article  sold  under  limited 
license. — Infringement  of  Patent, — Infringement  of  limited  license. 
— Injimctions  on  both  grounds.  The  Plaintiffs,  who  were  owners 
of  two  Patents  for  the  manufacture  of  mantles  for  incandescent 
gas  lighting,  brought  an  action  for  infringement.  The  Defendant 
admitted  the  validity  of  the  Patent,  and,  at  the  trial,  that  what  were 
complained  of  were  infringements,  but  denied  selling  them.  He 
had  not  executed  the  order  but  had  forwarded  it  to  S.,  who  had 
executed  it.  The  Defendant  received  a  commission  from  S.  on  all 
orders  which  he  forwarded. — Held^  that  this  amounted  to  an  infringe- 
ment. The  Plaintiffs  also  sold  their  goods  under  a  limited  license 
as  to  the  sale  and  use  of  them.  The  terms  of  this  license  were 
known  to  the  Defendant,  who  disregarded  it.  The  Defendant 
contended  that  he  was  not  bound  by  the  limited  license  on  the 
ground  that  such  conditions  were  only  binding  on  persons  who 
bought  from  the  Plaintiffs  direct.  He  had  bought  from  dealers,  and 
there  was  no  privity  between  himself  and  the  Plaintiffs.  Breach  of 
the  condition  was  not,  he  contended,  an  infringement  of  any  patent 
right,  but  was  purely  contractual  in  its  nature,  and  that  an  injunction 
was  not  the  proper  remedy. — Heldj  that  where  a  patented  article  was 
sold  under  a  limited  license,  if  the  terms  of  the  license  were  known 
to  the  person  purchasing,  whether  the  purchaser  bought  direct  from 
the  Patentee  or  from  a  third  party,  the  breach  of  the  conditions 
imposed  by  the  limited  license  constituted  an  infitii^emezit  of  the 
patent  rights  in  the  article,  and  that,  such  a  case  waB  one  where  an 
injundtion  might  be  granted.  Thb  iNOAKDBBOBljrT  GtAB  LiQHT  Co. 
ASD  OTHl&as  V.  Br0Q]>BN,  p.  179. 


I  >    •  • 


2.  Breach  of  a  limited  licenise  held  hot'  to  l«8  proved. -r^^Po^en^ 

article  sold  under  limit&d  license. — Alleged  infringement  of  Patent 

by  Breach  of  License. — Action  dismissed. — Admissibility  of  evidence 

of  acts  subsequent  to  date  of  writ.  .  The  Plaintiffs  jspld  mantles  of 

their  manufacture  with  a  limited  license,     it' was  alleged  that  the 

Defendants  had,  infringe!^  by  breach  of  the  limited  license.    Evidence 

^  ' '  * ' '  H^jfcp  otored'  of  atetb  ffoiife  if ter  the  t6Stl^n)f 'thei-Vrit'  80  sferttcigtti^  afcid 

'"     eipbdn  the'  evidence  prior  to  &e-  date  of' -the  ^riti-MffJ^li^  that  the 

evidebca  of  ae^ts  ^«r4o^  <^€^,wri|;  w%».  Aott  a>a$&0k^  tQ.-.yrove  the 

*f    PlamtiffB'  case,  cmd  ifaat^  where^#a\aellbp>;^^i,^^<^Ui^  and 
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not  to  restrain  threatened  infringement,  evidence  of  acts  sabsequeni 
to  the  date  of  the  writ  is  inadmissible.  77ie  Shoe  Machinery 
Company  v.  Cutlan,  12  R.P.C.  342  followeJ.     Wblsbach  Incan- 

DBSOBNT   GA3  LIGHT    CO.,  LD.    i;.  DOWLK  AND   THE    LONDON   AND 

Suburban  Maintenance  Co.,  p.  391. 

NO.VELTY.    See  Specification  Construction  of  No.  3. 

1.  A  Patent  for  improvements  in  a  certain  portion  of  web  printing 
and  folding  machines  held  to  be  invalid  for  want  of  novelty, 

Erior  user  for  business  purposes  and  not  by  way  of  experiment 
aving  been  established. — Patent, — Action  for  Infringement. — 
Validity. — Novelty. — Prior  jmblication^ — Prior  user. — Action  dis- 
missed.— Appeal  dismissed.  In  1885,  Letters  Patent  were  granted 
for  imprpvements  in  a  certain  portion  of  web  printing  and  folding 
'  machines,  and  in  1896  the  proprietors  of  these  Letters  Patent 
commenced  an  action  against  a  firm  for  infringement  of  the  same, 
the  particular  part  alleged  to  be  infringed  being  the  longitudinal 
folding  apparatus.  The  Defendants  denied  infringement  and 
validity,  alleging  want  of  subject-matter  and  want  of  novelty  by 
reason  of  .the  prior  pablication  of  the  invention  in  several  Specifica- 
tions and  also  prior  publication  by  the  importation  of  machines 
containing  the  mechanism  in  question,  which  machines  were  alleged 
to  have  been  seen  by  divers  persons  and  to  have  been  used  in  the 
United  Kingdom  before  the  date  of  the  said  Letters  Patent.  The 
Plaintiffs  contended  that  if  the  machines  were  seen,  they  were  seen 
under  a  pledge  of  confidence,  and  that  any  user  of  them  was  merely 
for  the  purpose  of  testing. — Held  at  the  trial  that  the  Letters  Patent 
were  invalid  for  want  of  novelty,  machines  embodying  the  invention 
having  been  sold  and  used  in  the  United  Kingdom  before  the  date 
of  the  application  for  the  Patent.  The  Plaintiffs  appealed. — Held  by 
the  Court  of  Appeal  that  the  invention  had  been  used  within  the 
realm  prior  to  the  date  of  the  Patent  by  others  in  conjunction  with 
the  Patentees,  and  that  the  Patent  was  invalid.  The  appeal  was 
dismissed  with  costs.  The  effect  of  obligations  of  secrecy  discussed. 
Newall  V,  Elliott,  4  C.B,N.S..  293,  distinguished.  HoB  &  Co.  v. 
Foster  &  Sons,  p.  33. 

3.  A  Patent  relating  to  methods  of  opening  and  closing  fanlights, 
&c.,  held  to  TO  bad  for  want  of  noveltj.— Patent.— Action  for 

infringement.  — Novelty,  —  Subject-matter.  —  Disconfot  mity.  This 
action  was  for  the  inmngement  of  a  Patent  reUting  to  various 
methods  of  opening  and  closing  fanlights,  skylights,  ventilators  and 
analogous  articles.  The  Defendant  denied  iuf ringomeot,  and  alleged 
the  invalidity  of  the  Patent  on  the  grounds  of  want  of  novelty, 
utility  and  subject-matter,  and  also  of  disconformity. — H^ld,  that  the 
Plaintiff^s  Letters  Patent  were  invali  I  on  the  ground  of  want  of 
novelty,  want  of  subject-matter  and  disconformity.  The  action  was 
dismissed  with  costs.    Adams  v.  Stbvens,  p.  225. 

3.  A  Patent  for  an  improved  pedal  for  bicycles  held  to  be  invalid 
for  lack  of  invention  and  want  of  novelty  in  regard  to  what 
was  disclosed  by  several  prior  Specifications.— Pa^^n/.—^^^ion 

for  infringement. —  Validity. — Subject-fnatt&iv— Novelty. — Patent 
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held  invalid. — Action  dismissed.  In  1893,  Letters  Patent  were 
granted  to  M.  for  an  improved  pedal  for  bicycles  and  other  machines  ; 
the  pedal  described  was  adjustable  so  as  to  adapt  its  width  to  the 
required  breadth  of  tread.  The  Complete  Specification  was  accepted 
on  the  2Hrd  of  September  1893.  The  Patent  subsequently  became 
vested  in  W.  On  the  25tli  of  {September  1893,  W.  applied  for  Letters 
Patent,  which  were  also  granted,  for  a  new  and  improved  width 
adjusting  pedal  for  bicycles  and  velocipedes.  W.  commenced  an 
action  against  a  company  for  infringement  of  these  two  Patents,  and 
of  a  third  Patent,  subsequently  abandoned.  In  the  course  of  the 
trial  it  was  admitted  by  one  of  the  Plaintiff's  expert  witnesses  that 
the  alleged  infringing  pedal  did  not  infringe  M.'s  Patent.  As  regards 
W.'s  Patent,  the  Defendants  disputed  its  validity  on  the  ground  of 
want  of  novelty  by  reason  of  anticipation  by  the  Specifications 
of  M.'s  Patent  and  of  several  earlier  Patents. — Heldj  that,  having 
regard  to  the  alleged  auticipations  and  especially  to  M/s  Specification, 
there  was  not  sufficient  invention  to  support  W.'s  Patent,  and  that  it 
was  invalid  for  want  of  novelty.  The  action  wa.s  dismissed  with 
costs,    Watbrson  v.  W.  a.  Lloyd's  Cycle  Fittings,  Ld.,  p.  277, 

4.  A  Patent  for  improvements  in  felt  handles  for  velocipedes, 
golf  sticks,  &c.,  held  to  be  invalid  for  want  of  novelty.— 

Action  for  infringement,  —  Novelty.  —  Subject-matter. —  Infringe- 
ment.— Patent  held  invalid. — Action  dismissed.  Letters  Patent 
having  been  granted  in  1894  for  an  invention  of  "  Improvements 
"  in  felt  handles  for  velocipedes,  golf  sticks,  and  for  other  articles, 
"  and  in  the  manufacture  of  the  said  handles,"  the  owners  of  the 
Patent  in  1898  brought  an  action  for  infringement  of  the  same. 
The  first  claim  of  the  Specification  w«s  '*  making  felt  handles  for 
*'  velocipedes,  golf  sticks,  tennis  rackets  and  other  articles  by  first 
**  grooving  a  piece  of  sheet  felt  longitudinally  at  intervals,  then 
^*  beading  the  same  and  securing  the  meeting  edges  together  so  as 
"  to  form  a  felt  cylinder  grooved  from  end  to  end  on  the  outside, 
'^  which  is  or  is  not  afterwards  reduced  towards  the  ends,  all 
^^  substantially  as  set  forth '' ;  the  other  claims  being  claims  for  the 
handles  ^' made  from  sheet  felt  grooved  ibngitudinaily  at  intervals 
"  and  bent  into  a  cylinder  with  the  grooves  outside,  Jto."  The 
Defendant,  who  sold  bandies  made  from  sheet  felt  bent  into  a 
cylinder  and  afterwards  grooved  longitudinally,  denied  infringe- 
ment, and  alleged  the  invalidity  of  the  Patent  on '  the  grounds 
{inter  alia)  of  want  of  novelty  and  want  of  subject-matter.  It 
appeared  that  felt  handles  for  the  same  purposes  were  old,  but  bad 
been  made  out  of  a  solid  block  of  felt  by  boring  and  turning  the 
same,  and  such  handles  had  been  grooved.  It  was  alleged  that 
a  considerable  economy  was  effected  by  the  use  of  sheet  felt  and  a 
large  sale  of  the  patented  handles  was  proved. — Held^  that  the 
Patent  was  invalid  for  want  both  of  novelty  and  invention,  and 
that,  even  if  valid,  the  Defendant  had  not  infringed,  as  grooving 
before  bending  the  felt  was  of  the  essence  of  the  invention. 
Judgment  was  given  for  the  Defendant  with  costs.  COOPER  &  Co, 
(Birmingham),  Ld.  v.  Babdekbr,  p.  363. 

,  \  A  Patent  for  improvements  in  duplicating  writing  apparatus 
.  .  held  to  be  invalid  for  want  of  noyBXtj .—Patent.— Action  for 

infrit^gemenU — Novelty. — Omstr^tion   of   Specification.Suhject' 
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constraction  of  chains  for  velocipedes,  mainly  consisting  of  making 
rivets  by  a  particular  process.  In  1898  they  published  in  various 
newspapers  a  letter  alleging  in  efftct  that  the  A.  Company  were 
infringing  their  Patent,  and  that  they  intended  to  take  steps  against 
this  infringement.  After  some  correspondence,  the  A.  Company 
commenced  an  action  against  the  E.  Company  for  an  injunction 
and  2,500Z.  damages,  raising  a  case  under  the  32nd  section  of  the 
Patents,  &c.  Act,  1883,  and  also  alleging  that  the  letter  was  a  libel  on 
them  in  their  trade  or  business.  The  Defendants  delivered  a 
defence  and  counterclaim,  the  counterclaim  being  for  an  injunction 
and  other  relief  in  respect  of  infringement  of  the  said  Patent.  The 
action  was  tried  before  a  Judge  and  a  Special  Jury,  and,  in  answer 
to  the  questions  put  to  them  by  the  Judge,  the  Jury  found 
(1)  that  the  PlaintiflPs,  the  A.  Company,  were  not  infringing  the 
Defendants'  Patent ;  (2)  that  the  Defendants  did  not  begin  an  action 
to  enforce  their  claim  with  due  diligence ;  (3)  that  the  Defendants' 
threats  were  made  with  a  view  to  injure  the  Plaintiffs  ;  (4)  that  the 
Plaintiffs  were  entitled  to  500/.  damages  for  the  threats  and 
5Z.  damages  for  the  libel.  Alfrbd  Appleby's  Twin  Roller 
Chain,  Ld.  v.  Albert  Eadie  Chain,  Ld.,  p.  318. 

3.  Motion  for  interlocutory  injunction  refused  on  the  ijfround  that 
an  action  had  been  commenced  within  the  meaning  of 
section  32  of  the  Patents,  &c.  Act,  ISSS.— Action  to  restrain 

threats,  —  Motion  for  interlocutory  iiijunction,  —  Infringement 
action  pending.  —  Motion  dismissed. —  Patents^  Ac.  Acty  1883^ 
section  82,  In  June  1898,  the  owners  of  certain  Patents  threatened 
proceedings  for  infringement  of  the  same  by  the  manufacture  and 
sale  of  instruments  known  as  gramophones.  The  Gramophone 
Company,  the  manufacturers  of  these  instruments,  subsequently 
complained  of  threats  by  the  Patentees,  but  no  proceedings  were 
then  taken  by  either  party,  and  no  further  threats  were  issued 
until  after  the  commencement,  in  January  1899,  of  an  infringement 
action.  The  Oramophone  Company  then  commenced  a  threats 
action,  and  moved  for  an  interlocutory  injunction,  alleging  that  it 
was  clear  they  had  not  infringed  and  that  the  Patent  action  was 
not  bond  fide^  and  was  not  within  the  proviso  to  section  32  of  the 
Patents,  &c.  Act,  1883. — Held,  that  the  first  question  was  one  for  the 
trial,  and  that  the  proviso  to  Section  32  applied.  The  motion  was 
refused.  Berliner  and  Others  /'.  The  Edison  Bell  Con- 
solidated Phonograph  Co.,  Ld.,  p.  336. 

"  It  has  been  decided  (and  I  think  I  decided  it  myself)  that  it  is  not 
"  necessary  that  an  action  within  those  words  should  be  an  action 
actually  commenced  for  the  first  time  after  the  threats  have  been 
issued,  and  if,  in  point  of  fact,  there  being  threats  now  and  an 
action  commenced  after,  that  would  be  an  action  within  this 
proviso,  I  think  an  action  commenced  immediately  before  threats 
is  equally  within  it.  Such  an  action  is  pending.  I  think,  therefore, 
the  proviso  to  the  secti(in  applies."     Per  NORTH,  J,     BERLINER  AND 

Others  v.  The  Edison  Bell  Consolidated  Phonograph  Co., 
Ld.,  p.  338, 

5.  Ii^ unction  granted  to  restrain  threats.    Inquiry  as  to  damages.— 

ThreMening  customers, — Defenre  infringement. — Aggrieved  jterson, 
— Patent    amended    after    writ, — Amended    Patent    held    void, — 
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Injunction. — Inquiry  as  to  damages.  The  Defendant,  the  registered 
proprietor  of  a  Patent,  threatened  certain  customers  of  the  Plaintiffs, 
and  they  in  consequence  repudiated  a  contract  with  the  Plaintiffs, 
who  commenced  an  action  to  restrain  the  threats.  Subsequently 
to  the  commencement  of  this  action  the  Defendant  amended  his 
Specification  and  pleaded  infringement.  It  was  contended  for  the 
Defence  that  the  Court  could  not  look  at  the  unamended  Specifica- 
tion to  decide  whether  the  threads  were  justifiable  or  not.  It  was 
also  contended  that,  inasmuch  as  the  Plaintiffs  had  a  binding 
contract  with  their  customers,  which  they  could  have  enforced  but 
did  not  enforce,  they  were  nofc  aggrieved  persons  within  the 
meaning  of  the  32nd  section  of  the  Patents,  Designs,  and  Trade 
Marks  Act,  1883. — Heid^  that  the  Plaintiffs  were  aggrieved  persons 
within  the  meaning  of  the  section,  and  that  the  Defendant's  Patent 
as  amended  was  invalid,  and  that  the  Plaintiffs  were  entitled  to  an 
injunction  and  an  inquiry  as  to  damages.  No  decision  was  given 
on  the  point  as  to  whether  it  was  necessary  to  consider  the  Speci- 
fication as  if  it  had  been  amended  at  the  date  of  the  threats. 
HOPPNUNG  V.  Salsbury,  p.  375. 


UTILITY. 

A  Patent  for  improvements  in  tyres  for  velocipedes  and  other  vehicles  held 
to  be  bad  for  want  of  utility  because  the  patented  invention  would 
not  work  except  with  the  aid  of  subsequent  discovery  and  invention. 

TuBBLBSs  Pneumatic  Tyre  and  Capon  Hbaton,  Ld.  v.  The 
Trench  Tubblbss  Tyre  Co.,  Ld.  and  Others,  p.  291. 


VARIANCE. 

1.  Disconformity    alleged,    but    held    not    to    be    established.      DUNLOP 

Pneumatic  Tyre  Co.,  Ld.  and  Others  v.  The  New  Ixion  Tyre 
and  Cycle  Co.,  Ld.,  p.  16. 

2.  A  Patent  relating  to  various  methods  of  opening  and  closing  fanlights, 

&c.,  held  to  be  bad  on  the  ground  of  disconformity  where  an 
essential  part  of  the  combination  claimed  by  the  Complete  was  not 
found  expressly  or  impliedly  in  the  Provisional.  ADAMS  v,  STEVENS, 
p.  225. 

3-  A  Patent  for  an  improved  electrolytic  apparatus  for  producing 
caustic  soda  held  to  be  invalid  on  the  ground  of  disconformity 
where  the  Provisional  pointed  to  an  apparatus  for  keeping 
mercury  still  and  the  Complete  had  a  claim  for  an  apparatus 

for  keeping  mercury  moving*  —  Action  for  infringement  — 
Validity.  —  Suhject-matter,  —  Disconformity.  —  Patent  upheld  at 
trial  and  injunction  granted. — Appeal. — Patent  held  invalid. — 
Appeal  allowed. — Certificate  as  to  Particulurs  of  Objections. — Costs 
of  copies  of  shorthand'  notes.  This  was  an  action  to  restrain  infringe- 
ment and  threats  of  infringement  of  a  Patent  for  an  improved 
electrolytic  apparatus  for  producing  caustic  soda  or  caustic  potash 
from  suitable  salts  by  a  continuous  process.    The  Defence  denied 
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infringement  and  alleged  that  the  Patent  was  invalid,  for  the  reasons 
that  the  invention  was  not  new,  not  useful,  and  not  the  proper 
subject-matter  for  Letters  Patent,  and  also  for  the  reason  that  the 
Complete  Specification  described  and  claimed  inventions  not  com- 
prised within  the  Provisional  Specification. — Heldy  at  the  trial,  that 
there  was  sufficient  invention  to  form  subject-matter  for  Letters 
Patent,  that  there  was  no  disconformity  between  the  Provisional  and 
the  Complete  Specifications,  and  that  the  Defendants  had  infringed. 
A  perpetual  injunction  was  granted  to  the  Plaintiffs,  together  with 
V  the  costs  of  the  action.     The  Defendants  appealed. — Held^  on  appeal, 

by  The  Master  op  the  Rolls  and  Rigby,  L.J.,  that  the  Patent 
was  invalid  on  the  ground  of  disconformity,  and  by  RiGBY,  L.J.y 
for  want  of  subject-matter  also. — Held  by  Vaughan  Williams,  Z.J., 
that  the  Patent  was  valid  and  had  been  infringed.  The  appeal  was 
allowed  with  costs.  Castnbr-Kbllner  Alkali  Co.,  Ld.  v.  The 
Commercial  Development  Corporation,  Ld.,  p.  251. 

4.  A  Patent  for  improvements  in  pneumatic  tyres  for  velocipedes 
and  other  vehicles  held  to  be  bad  on  account  of  disconformitv 
because  the  Complete  Specification  included  a  tyre  in  which 
there   was  no   overlapping  of  rubber  on  ruhbei.— Action 

for  infringement. —  Disconformity.  —  Insxiffi-ciency  of  directions. 
— Utility. —  Patent  held  invalid,  —  Action  dismissed.  In  1892 
Letters  Patent  were  granted  to  S.  for  "  Improvements  in  pneamatic 
"  tyres  for  velocipedes  and  other  vehicles."  In  the  Provisional 
Specification  the  Patentee  stated  that  he  preferred  to  employ  an 
endless  band  made  of  caoutchouc  and  cloth  and  moulded  in  the  form 
of  a  tubular  ring ;  after  describing  enlargements  at  the  edge  of  the 
lower  margin  and  at  a  convenient  distance  from  the  edge  of  the 
upper  margin  and  stating  that  these  enlargements  lay  in  a  recess  at 
the  bottom  of  the  rim,  the  Specification  continued  as  follows: — 
"  When  the  tyre  is  inflated,  the  upper  margin  is  pressed  against  the 
lower  margin,  an  air-tight  joint  resulting.  The  enlarged  parts 
engage  with  the  shoulders  at  the  bottom  of  the  rim,  and  thereby 
limit  the  expansion  of  the  tubular  band."  It  also  stated  :  "  Instead, 
"  however,  of  using  a  single  band,  two  bands  may  be  employed. 
"  The  outer  band  would  then  have  enlarged  edges  for  engaging  with 
*'  the  shoulders  at  the  bottom  of  the  rim,  the  inner  band  lying 
*'  between  the  enlarged  edges  and  having  lateral  flaps  projecting  over 
"  the  margins  of  the  outer  band."  The  Complete  Specification 
included  a  form  of  tyre  in  which  the  lateral  flaps  of  the  second  band 
lay  underneath  the  margins  of  the  first  band,  and  also  a  form  of 
tyre  in  which  the  second  band  was  omitted,  but  the  margins  of  the 
one  band  did  not  meet ;  the  Specification  stated  that -the  band  in  this 
form  had  each  of  its  margins  forced  by  the  direct  pressure  of  the 
compressed  air  against  the  bottom  of  the  rim,  and  that  the  head  of 
the  spokes  lay  under  the  margins,  and  that  no  air  could  escape  past 
the  holes  in  the  rim.  In  1897  the  owners  of  S.'s  Patent  brought  an 
action  for  infringement  of  the  same  against  a  company,  who  set 
up  numerous  defences,  including  disconformity,  want  of  utility, 
insufficiency  of  description,  and  anticipation  by  the  publication  of  a 
letter  by  H.  in  a  cyling  paper  in  1890.  In  this  letter  B.  suggested  a 
tyro  in  one  piece  consisting  alternately  of  rubber,  canvas,  and  rubber, 
all  vulcanized  together,  and  stated  that  he  had  taken  out  a  Patent  for 
a  plan  whereby  the  completely  moulded  tyre,  made  as  above,  should 
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be  cut  longitudinally  on  the  under  side  and  provided  with  a  non- 
return valve  throughout  the  whole  length  and  then  the  edges  made 
up  with  canvas,  and  in  that  way  he  would  be  able  to  get  at  the  inside 
and  patch  the  hole  in  case  of  punetare.  The  application  for  this 
Patent  was  not  proceeded  with.  The  Plaintiffs  contended  that  S. 
was  the  first  inventor  of  a  detachable  circumferentially  air-sealed 
tyre.  No  tyres  had  been  made  under  S.'s  Patent  until  1896,  and  the 
tyres  that  had  been  made  by  the  Plaintiffs  during  and  since  that  year 
were  alleged  by  the  Defendants  to  have  certain  features  not  disclosed 
by  S.*s  Patent,  and  to  owe  their  practicability  to  those  features  and 
to  the  employment  of  soft  soap  to  produce  an  initial  seal,  soft  soap 
not  being  at  the  date  of  the  invention  known  for  that  purpose  in 
connection  with  tyres. — Held^  that  the  Patent  was  bad  on  account  of 
disconformity  and  want  of  utility ;  on  account  of  disconformity, 
because  the  Complete  Specification  included  the  form  of  tyre  in 
which  there  was  no  overlapping  of  rubber  on  rubber,  but  a  seal  was 
stated  to  be  obtained  by  the  pressure  of  each  of  the  margins  of  the 
tyre  against  the  metal  rim ;  and  on  account  of  want  of  utility, 
because  the  patented  invention  would  not  work  except  with  the  aid 
of  subsequent  discovery  and  invention.  TuBBLBSS  PNEUMATIC 
Tyre  and  Capon  Hbaton,  Ld.  v.  The  Trench  Tubblbss  Tyrk 
Co.,  Ld.,  and  Others,  p.  291. 

5.  Defence  of  invalidity  of  Patent  on  the  pounds  of  disconfonnity 

and  anticipation  held  to  have  failed.— ^c^ton  for  infringe- 
ment —  Validity, — Disconformity,  —  Anticipation, — Patent  upheld. 
— Injunction  granted, — Appeals  dismissed.  In  1890  Letters  Patent 
were  granted  to  W.  for  "  Improvements  in  rubber  tyres  and  metal 
"  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles." 
The  Pneu7natic  Tyre  Company,  in  whom  this  Patent  had  become 
vested,  brought  an  action  for  infringement  against  E.  and  S.,  trading 
as  the  L.  Company.  The  Defendants,  in  addition  to  special  defences 
and  counterclaims,  denied  infringement,  novelty,  utility,  subject- 
matter,  and  that  W.  was  the  first  inventor,  and  alleged  discon- 
formity. They  alleged  (inter  alia)  anticipation  by  a  Specification 
of  Burttm  and  Shaw  (No.  1412  of  1871)  for  *' Improvements  in 
"  wheels  for  "  traction  engines.' "  Prior  to  the  commencement  of  the 
action,  W.'s  Patent  had  been  held  valid  in  an  action  of  The 
Pneumatic  Tyre  Company,  Ld,  v.  Casswell  (13  R.P.C.  164),  in 
which  the  question  of  disconformity  had  been  decided  ;  and,  before 
trial,  the  same  qaestion  had  been  decided  by  the  Court  of  Appeal  in 
favour  of  the  Patent  in  The  Ptteutnatic  Tyre  Company,  Ld,  v.  The 
East  London  Rubber  Company,  Ld.  (14  R.P.C.  573). — Held,  at  the 
trial,  that  the  evidence  not  having  established  different  findings  to 
those  in  the  previous  actions,  the  decisions  as  to  disconformity  were 
binding  on  the  Court,  and  must  be  followed ;  also  that  the  Patent 
had  not  been  anticipated,  and  was  good,  and  had  been  infringed. 
Judgment  was  given  for  the  Plaintiffs  upon  the  claim  and  counter- 
claims. A  stay,  except  as  to  the  injunction,  was  granted  on  con- 
ditions. The  Defendants  appealed  a^inst  the  judgment  on  the 
claim,  and,  in  addition  to  the  grounds  of  invalidity  argued  below, 
contended  also  that  the  Patent  was  anticipated  by  Parfrey\H 
Specification  of  1861.  The  appeal  was  dismissed  with  costs.  The 
Defendants  appealed  to  the  House  of  Lords.  The  appeal  was 
diflmissed   with   costs.    Pneumatic   Tyre    Company,  Ld.,   and 
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Another  v.  Lbicestbr  Pneumatic  Tyre  and  Automatic  Valve 
Company,  pp.  50,  531. 

6.  "  When  once  the  Specification  is  nnderstood  by  the  Conrt,  a  question  of 

"  disconf ormity  is  no  longer  a  question  of  evidence  ;  it  is  a  question  of 
"  law."  Per  RiGBY,  LJ.  PNEUMATIC  Tyre  Company  v.  Leicester 
Pneumatic  Tyre  Company,  p.  58. 

7,  Where  the  Provisional  Specification  only  referred  to  the  main  method  of 

carrying  out  an  invention,  and  the  Complete  referred  also  to  subsidiary 
methods,  held,  that  as  the  subsidiary  methods  fairly  arose  out  of  the 
invention  referred  to  in  the  Provisional  there  was  no  disconformity. 
British  Motor  Syndicate,  Ld.,  and  Others  v.  J.  E.  H. 
Andrews  &  Co.,  Ld.,  p.  592. 
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APPLICATION  FOR  REGISTRATION.    See  Registration. 

CONCURRENT  USER. 

Held  to  be  proved.    Edgb  &  SONS  v.  Oallon  &  SON,  p.  509. 

COSTS. 

1.  Special  order  as  to  where  eaccessf nl  Defendant  was  held  to  have  provoked 

the  litigation.    Lbver  BROTHERS,  Ld.  v.  Bedingfibld,  p.  3. 

2.  Where  Appellants  were  snccessful,  the  costs  which  had  been  paid  by 

them  of  the  trial  below  were   ordered  to  be  repaid  but  without 

interest.    Edge  &  Sons,  Ld.  v.  Oallon  &  Son,  p.  509. 

DECEPTION  (PROBABILITY  OF). 

Motion  for  injunction  in  a  Passing  off  action  refused,  where,  although  there 
was  some  similarity  between  the  trade  names  used  by  Plaintiffs  and 
Defendants  there  was  none  in  get  up,  and  the  goods  were  different. 

Coleman  &  Co.,  Ld.  v.  John  Brown  &  Co.,  p.  619. 
DISCLAIMER. 

Words,  whether  addition  to  or  port  of  Trade  Mark.— TVode  Mark.— 

Motion  to  rectify  the  Register. — Patents^  Ac.  Acty  1888,  sections  64  and 
74.  In  1888,  C.,  trading  as  the  Gompagnie  du  Vin  de  St.  Raphael, 
applied  to  register  under  the  Patents,  &c.  Act,  1883,  a  Trade  Mark 
consisting  a  of  label,  on  which  the  words  "  St.  Raphael "  occurred 
both  in  the  name  of  th^  company  and  separately.  The  application 
was  allowed  and  the  label  registered.  In  1898,  a  company  applied^ 
by  motion,  for  an  order  to  rectify  the  Register  by  removing  the  mark, 
or  by  adding  to  the  entry  a  disclaimer  of  any  right  on  the  part  of  C. 
to  the  exclusive  user  of  the  words  "  St.  Raphael "  or  "  Saint  RaphasV^ 
The  Applicants  alleged  that  there  were  several  towns  in  France  called 
**  St.  Raphael,^^  and  that  there  were  vineyards  at  or  near  each  of 
them,  and  that  one  of  them  was  near  a  place  called  Bagnols,  in 
connection  with  which  name  the  Respondents  had  at  one  time  used 
the  words  "  St.  Raphael,^''  that  the  words  "  St.  Raphael "  were 
geographical,  and  were  therefore  not  "fancy  words,"  but  were  at 
the  time  of  registration  prima  facie  distinctive  and  open  to  the 
trade,  and  therefore  ought  to  have  been  disclaimed  under  section  74 
of  the  Patents,  &c.  Act,  1883.  For  the  Respondents,  it  was  alleged 
that  they  had  no  connection  with  any  place  called  "  St,  Raphael,^'* 
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and  that  no  reference  to  any  such  place  was  intended,  and  it  was 
contended  that  the  words  were  not  an  addition  to,  bnt  an  integral 
part  of,  the  mark. — Held^  by  Kbkbwich,  J.,  that  ih^Q  words  "  St. 
'*  Raphael "  were  not  shown  to  be  geographical,  and,  further,  that  they 
were  not  an  addition  to  the  mark,  but  part  of  it,  and  that  no 
disclaimer  was  required.  The  motion  was  dismissed,  with  costs. 
The  Applicants  appealed. — Heldy  by  the  Court  of  Appeal,  that  the  words 
"  St.  Raphael "  were  not  an  addition  to  the  mark,  but  part  of  it,  and 
that  no  disclaimer  was  required.  The  appeal  was  dismissed,  with 
costs.  Per  ROMER,  LJ. — That  the  lower  part  of  the  registered 
Trade  Mark  was  an  addition  within  section  64  of  the  Patents,  Ac. 
Act,  1883,  and  that,  not  being  prima  facie  distinctive,  no  disclaimer 
of  such  part  was  necessary  under  section  74.  Clbmbnt  &  ClB/S 
Trade  Mark,  pp.  173, 611. 

EVIDENCE.    See  also  Practicb,  No.  2. 

Evidence  to  the  meaning  of  a  circular  held  to  be  inadmissible  where  there 
were  no  circumstances  to  suggest  that  the  circular  had  a  secondary 
meaning.  Baking  Powder  Co.  v.  Wright,  Crosslby,  &  Co., 
p.  217. 

INFRINGEMENT.    See  aUo  Passing  off.  No.  1. 

1.  Not  found,  and  on  appeal  injunction  refused  for  passing  off.  Lbvbb 
Brothers,  Ld.  v.  Bbdingfibld,  p.  3. 

.2,  "The  Defendant's  design  or  combination  of  devices,  although  suggested 
"  by,  and  in  some  important  respects  similar  to,  that  of  the  Plaintiffs, 
"  is  yet  so  different  when  regarded  as  a  whole,  that  in  our  opinion 
•*  the  Plaintiffs  are  not  entitled  to  an  injunction  to  restrain  the 
"  Defendant  from  infringing  their  registered  Trade  Marks.  On  this 
"  part  of  the  case  the  decision  of  the  learned  Judge  was  correct."    Per 

LiNDLET,  M.R.     LBVBR  BROTHERS  V.  BBDINGFIBLD,  p.  10. 

3.  Copying  a  part  of  the  Trade  Mark  is  not  necessarily  an  infringement. 
See  Lever  v.  Bbdingfibld,  p.  10. 

4.  A  Trade  Mark  consisting  of  the  device  of  a  corset  and  the 
letters  '^  0.  B."  within  a  star»  and  a  Trade  Mark  consistinj^  of 
"0.  B.  Corsets"  held  infringed  by  the  use  of  "C.  B.  &  Co." 

and  C.  B.  D." — Action  for  infringement. — Colourable  imita- 
tion.— Rectification.  The  Plaintiff,  a  manufacturer  of  corsets,  had 
for  twenty  years  used  a  Trade  Mark  consisting  of  the  letters 
"C,B.,"  and  on  29th  January  1881  registered  as  a  Trade  Mark 
the  device  of  a  corset  and  the  letters  "  C.B."  within  a  star,  and  on 
12th  June  1886  registered,  as  an  old  Trade  Mark,  the  letters  and 
words  "  C.B.  Corsets "  in  connection  with  corsets.  In  March  1896 
the  Defendants  manufactured  and  sold  corsets  contained  in  boxes 
marked  "  C.B.  &  Co.,"  the  *'  &  Co."  being  much  smaller  than  the 
letters  ''  C.B." ;  they  also  manufactured  and  sold  corsets  in  boxes 
marked  "  C.B.D."  They  refused  to  discontinue  using  the  said 
marks,  alleging  that  they  were  the  proper  initials  of  their  firm 
**  Gonnell  Brothers "  and  "  Connell  Brothers^  IMdiny    An  action 
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having  beeu  brought,  the  Defendants  denied  infringement,  and  by 
coanterciaim  applied  that  the  letters  "C.B."  should  be  expunged 
from  the  Trade  Mark  registered  by  the  Plaintilf  on  29th  January 
1881,  and  that  the  registration  of  the  alleged  Trade  Mark  "  C.B. 
"  Corsets "  registered  on  12th  June  1886  should  be  set  aside  and 
expunged,  on  the  ground  that  they  were  incapable  of  registration^ 
and  that  the  Register  of  Trade  Marks  should  be  rectified  accordingly. 
In  March  1897,  on  an  interlocutory  motion  by  the  Defendants  for  a 
rectification  of  the  Register,  the  Plaintiff  resisted,  on  the  ground  that 
the  Irish  Court  had  no  jurisdiction,  and  the  MASTER  OP  THE  ROLLS 
made  no  Order,  holding  that  there  was  no  jurisdiction  in  the  Irish 
Court,  under  the  Patents,  &c.  Act,  of  1883,  to  order  any  alteration 
or  rectification  of  the  Register  of  Trade  Marks,  it  being  a  special 
jurisdiction  conferred  under  the  Act  on  the  High  Court  of  Justice 
in  England.  No  proceedings  were  taken  by  the  Defendants  in 
England  for  a  rectification  of  the  Register.  Subsequently,  in  an 
action  in  Scotland,  the  Plaintiff  took  proceedings  against  a  firm  in 
Glasgow  for  selling  corsets  which  had  been  supplied  to  them  by  the 
Defendants  marked  "  C.B.  &  Co.,"  and  by  a  judgment  of  the  Court 
of  Session,  confirmed  on  appeal  by  the  Inner  House,  obtained  an 
injunction.  The  action  in  Ireland  having  been  proceeded  with,  the 
Defendants  abandoned  the  case  in  so  far  as  it  related  to  the  use  of 
the  letters  "  C.B.  &  Co.,"  but  they  still  claimed  the  right  to  use  the 
mark  "  C.B.D."  on  the  grounds  (1)  that  they  were  the  proper  initials 
of  their  firm,  '*  Gonnell  Brothers,  Dublin  "  ;  (2)  that  it  was  different 
from  the  Plaintiff's  Trade  Marks ;  and  (3)  that  it  was  not  calculated 
to  mislead,  and  that  no  purchasers  had  in  fact  been  misled  by  it. — 
Held,  that  both  "  C.B.  &  Co."  and  '*  C.B.D."  were  colourable  imitations 
of  the  Plaintiff's  Trade  Marks,  and  calculated  to  mislead  the  public 
into  the  belief  that  corsets  so  marked  were  the  Plaintiff's  manu- 
facture, and   that    the    Plaintiff    was    entitled    to    an    injunction. 

Charles  Bayer  v.  Connell  Brothers  &  Co.,  p.  157. 
INJUNCTION, 

Breach  of  injunction.  An  injunction  to  restrain  a  Defendant 
from  using  a  trade  name  without  clear  distinction  held 
broken  by  the  use  of  the  trade   name  preceded  by  the 

Defendant's  name. — Trade  name, — ^^ Brazilian  Silver'' — Injuno 
tion  to  restrain  tJie  use  of  name. — Motian  to  commit  for  hrea^ch  of 
injunction. — Agent  made  Respondent  as  well  as  principal.  In  an 
action  by  D.  and  A.  against  W.  and  B.,  an  injunction  was  granted  to 
restrain  the  Defendants,  their  servants  and  agents,  from  passing  or 
attempting  to  pass  off  goods  not  of  the  Plaintiffs'  manufacture  as  or 
for  goods  of  the  Plaintiffs'  manufacture  by  use  of  the  words 
"  Brazilian  Silver,"  and  from  using  the  words  *'  Brazilian  Silver  "  as 
descriptive  of  or  in  connection  with  nickel  silver  goods,  not  of  the 
Plaintiffs'  manufacture,  without  clearly  distinguishing  such  goods 
from  the  goods  of  the  Plaintiffs'  manufacture.  Subsequently  W. 
began  to  sell  forks  and  spoons  marked  **  F.  Whitelumse's  Brazilian 
"  Silver,"  in  packages  bearing  labels  having  the  words  "  F.  White- 
"  house's  Brazilian  Silver,"  and  a  Trade  Mark.  Some  of  such  sales 
were  made  through  E.,  who  was  W.'s  traveller.  D.  and  A.  gave 
notice  of  a  motion  against  W.  and  E.  for  breach  of  the  injunction, 
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bnt  did  not  press  for  a  committal. — Heldy  that  there  had  been  a 
breach  of  the  injunction,  and  that  W.  must  pay  the  costs  of  the 
motion.  Semhle :  E.  shonld  not  have  been  made  a  Respondent  to 
the  motion.  Daniel  and  Artbr  v.  Whitehousb  and  Evkball, 
p.  71. 

MISREPRESENTATION. 

1.  The  use  of  the  words  "Trade  Mark  "  referring  to  an  unregistered 
Trade    Mark    does    not    necessarily  represent   that  it  is 

regpistered. — Action  for  passing  off  goods, — Motion  for  injunction* 
— Alleged  misrepresentation  on  Plaintiffs'  packets. — Words  "  Trade 
^^ Mark^^  referring  to  words  not  registered  as  a  Trade  Mark. — 
Injunction  granted. — Patents^  Ac.  Acfy  1883^  sections  62^  76^  77^  78y 
and  105,  The  Sen  Sen  Company^  having  since  1896  imported  into 
and  sold  in  the  United  Kingdom  cachous  in  distinctive  boxes  and 
packets  with  the  words  "  Sen  Sen "  on  them,  joined  in  1899  with 
an  American  Company,  who  were  the  manufactnrers  and  vendors 
of  the  articles,  in  bringing  an  action  against  B.  to  restrain  him  from 
passing  off  his  goods  as  the  Plaintiffs*.  The  Defendant's  articles 
were  sold  nnder  the  name  *^  Sante,'*  and,  as  the  Plaintiffs  alleged,  with 
a  get-up  similar  to  theirs.  The  Plaintiffs  moved  for  an  interlocutory 
injunction,  when  in  addition  to  other  defences  it  was  contended  for 
the  Defendant  that,  as  the  Plaintiffs  had  on  their  packets  the  words 
**  Trade  Mark  "  below  the  words  **  Sen  Sen,"  and  since  the  words 
"  Sen  Sen  "  were  not  registered  as  a  Trade  Mark,  the  Plaintiffs  were 
making  a  misrepresentation  to  the  public  that  disentitled  them  to 
relief.  It  appeared  that  the  Plaintiffs  had  applied  at  the  Patent 
Office  to  register  the  words  "  Sen  Sen,"  but  the  application  had  not 
yet  been  dealt  with. — Held^  that  the  Plaintiffs  had  not  made  such  a 
misrepresentation  as  to  deprive  them  of  the  right  to  an  injunction, 
and  that  on  the  facts  they  were  entitled  to  an  injunction  until  the 
trial.  A  Trade  Mark  may  still  be  acquired  by  user,  although  the 
right  to  sue  on  it  is  limited  by  section  77  of  the  Patents,  &c.  Act, 
1883.  The  use  of  the  words  "Trade  Mark"  referring  to  an 
unregistered  Trade  Mark  do  not  necessarily  represent  that  it  is 
registered.  (Lewis  v.  Qoodhody^  67  L.T.N.S.  194  discussed.) 
Sen  Sen  Co.  and  Others  v.  Britten,  p.  137. 

2.  Question  whether  the  use  of  "  registered  "  on  an  article  after  the  ex- 
piration of  a  registered  design  disentitles  to  protection  in  a  Court 
of    Equity    raised    but    not    decided.      WiNSER    &    Co.,    Ld.    v. 

Armstrong  &  Co.,  p.  167. 

PASSING  OFF. 

1.  Injunction  for  passing  off  granted  by  the  Court  of  first  instance, 
but  refiisea  by  the  Court  of  Appeal.  In  the  opinion  of  the 
Court  of  Appeal,  the  Defendant  s  wrapper  was  not  calculated 
to  deceive,  although  parts  of  it  had  been  copied  from  the 

Plaintiffs'  wrapper. — Action  for  infringement  of  Trade  Mark  and 
pacing  off. — Endeavour  to  pass  off — No  injunction  as  to  Trade 
Marky  hut  injunction  as  to  passing  off. — Cross  appeals. — Judgment 
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entered  for  Defendant  with  costs  of  ap2?ealy  but  no  costs  of  action. 
In  1886,  L.  Brothers  registered  a  Trade  Mark  in  Class  47  for  common 
soap,  which  consisted  of  a  label  divided  into  compartments  and 
having  the  word  "  Sunlight  "  prominently  in  a  compartment  at  the 
top  and  the  word  "  Soap  "  on  a  scroll  underneath,  with  flowers 
round  about  the  scroll,  and  in  other  compartments  letterpress.  They 
also  at  the  same  time  registered  a  similar  Trade  Mark  in  Class  48  for 
perfumed  soap.  In  1894,  L.  Brothers,  Ld.,  who  had  become  the 
registered  proprietors  of  the  above-mentioned  Trade  Marks,  regis- 
tered another  Trade  Mark  in  Class  47  for  soap,  which  consisted  of  a 
label  very  similar  to  those  above  mentioned,  but  having  the  figure 
of  a  maid  hanging  out  clothes  to  dry  in  a  compartment  which  was 
blank  in  the  labels  previously  registered.  In  1897,  B.  commenced  to 
sell  soap  in  boxes  having  on  the  top  a  label  also  divided  into  com- 
partments, which,  however,  were  not  identical  with  those  in  the 
labels  of  L.  Brothers,  Ld.;  this  label  had  the  words  "Red  Maid" 
prominently  in  a  compartment  at  the  top,  and  the  word  **  Soap  "  on 
a  scroll  underneath,  with  flowers  round  about  the  scroll.  The 
colours  in  this  label  were  to  a  great  extent  the  same  as  those  in  the 
labels  of  L.  Brothers,  Ld.,  but  were  differently  arranged.  L.  Brothers, 
Ld.,  commenced  an  action  for  infringement  of  their  three  Trade 
Marks  above  described  and  for  passing  off. — Held,  at  the  trial,  that 
alihough  the  idea  of  some  parts  of  the  Defendant's  label  must  have 
been  taken  from  the  Plaintiffs'  Trade  Marks,  so  much  had  not  been 
taken  as  to  constitute  an  infringement  of  any  of  the  Plaintiffs'  Trade 
Marks  ;  but  that  the  conduct  of  the  Defendant  showed  that  he  had 
endeavoured  to  pass  off  his  goods  as  and  for  the  goods  of  the  Plain- 
tiffs, and  that  having  regard  to  that  fact  the  Plaintiffs  were  on  the 
authority  of  Reddaivay  v.  Banham^  13  R.P.C.  218,  entitled  to  an 
injunction  on  the  second  part  of  the  case.  A  special  order  as  to  costs 
was  made.  The  Defendant  appealed  as  regards  so  much  of  the 
decision  as  related  to  the  passing  off.  There  was  also  a  cross  appeal 
by  the  Plaintiffs  as  regards  the  decision  on  the  question  of  Trade 
Mark. — Held^  by  the  Court  of  Appeal,  that  the  Defendant  had  not 
infringed  the  Plaintiffs'  Trade  Mark,  and,  as  regards  the  passing  off, 
that,  as  in  the  opinion  of  the  Court  the  Defendant's  wrapper  was  not 
calculated  to  deceive,  thought  it  must  in  various  respects  have  been 
taken  from  the  Plaintiffs'  wrapper,  there  was  no  ground  for  an 
injunction,  and  judgment  must  be  entered  for  the  Defendant.  A 
special  order  as  to  costs  was  made.  Reddaway  v.  BanJuim  explained. 
Lever  Brothers,  Ld.  v.  Bedingfield,  p.  3. 

2.  Injunction  granted,  the  Court  holding  that  use  of  the  word 
'^  Dunlop  "  on  the  Defendant's  goods  su&fgested  the  Plaintiff 
Company,  although  they  did  not  actually  deal  in  such  goods. 

— Trade  name, — Passing  off.— Injunction.  From  1888  the  D.  P.  T. 
Co.,  Ld.,  and  their  predecessors  in  title  used  the  name  "  Dunlop  "  in 
connection  with  the  goods  of  their  manufacture.  Such  goods  consisted 
of  pneumatic  tyres  for  cycles  and  other  accessories  such  as  pumps, 
inflators,  &c.  The  name  "  Dunlop  "  had  become  identified  with  the 
goods  of  the  D.  P.  T.  Co.,  Ld.  One  Funt  traded  as  the  D.  L.  Co., 
and  dealt  in  oils  and  lubricants  for  cycles  and  other  cycle  accessories, 
but  not  the  same  class  of  accessories  as  the  D.  P.  T.  Co.,  Ld.  The 
word  "Dunlop"  was  used  prominently  on  all  the  goods  of  the 
Defendaat    The  D.  P,  T.  Co.,  Ld.,  brought  an  action  to  restrain  the 
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Defendant  from  so  trading. — Held,  that  there  was  evidence  that  Funl 
was  using  the  word  "  Dunlop "  because  it  suggested  the  Plaintiff 
Company,  and  that  the  Plaintiffs  were  entitled  to  an  injunction. 

DuxLOP  Pneumatic  Tyre  Co.,  Ld.  i\  The  Dunlop  Lubricant 
Co.,  p.  12. 

3.  Trade  name  held  to  denote  an  article  of  a  particular  type  or 
pattern  and  not  an  article  of  the  Plaintiffs'  manufacture.— 

Action  U)  restrain  Defendants  from  passing  off  their  goods  as  tJie 
Plaintiffs'*  hy  the  use  of  a  name. — Name  ivhHher  Plaintiffs^  trad^ 
name  o?'  a  name  descrijjtive  of  tJie  ai^ticle. — Registered  design. — 
Continuance  ofiise  of  "  registered^*  after  determination  of  registra- 
tion.   In  1885  F.  S.  W.  registered  a  design  for  intercepting  sewer 
traps,  and  his  firm  sold  the  same  aa  "  Winser  Interceptors."    The 
registration  expired  in  1890.    The  business  of  the  firm  was  trans- 
ferred to  a  Limited  Company.    The  Limited   Company  in   1898 
commenced  an  action  against  A.  &  Co.  for  an  injunction  to  restrain 
them  from  passing  off  their  goods  as  the  goods  of  the  Plaintiff 
Company,  and  in  particular  from  sellinfir  interceptors  not  being  the 
Plaintiffs'  as  "  Winser  Interceptors."    The  acts  complained  of  by  the 
Plaintiff  Company  were  the  sale  by  the  Defendants  of  four  inter- 
ceptors of  their's  as  "  Winser  Interceptors,"  and  there  was  no  other 
ground  of  complaint.     The  Plaintiff  Company's  interce|)tors  were,  at 
the  time  of  the  commencement  of  the  action,  and  always  had  been, 
marked  with  the  name  of  their  firm  and  the  word  " registered"  and 
the  number  of  the  registered  design.    The  Defendants'  interceptors 
had  no  similar  mark.     The  action  was  tried  with  witnesses. — Held^ 
that  upon  the  evidence  "  Winsor's  Interceptor "  denoted  an  inter- 
ceptor of  a  particular  type  or  pattern,  and  not  an  interceptor  supplied 
by  the  Plaintiffs,  and  that  the  Defendants  in  supplying  "Winser 
"  Interceptors  "  did  not  thereby  intend  to  and  did  not  thereby,  in 
fact,  represent  their  goods  to  be  the  goods  of  the  Plaintiffs.    The 
([uestion  whether  the  use  by  the  Plaintiffs  of  the  word  "  registered  " 
with  the  number,  although  the  design  had  expired,  disentitled  them 
to  relief  in   Court  was  left  undecided.      WiNSBR   &   Co.,  Ld.  t». 
Armstroxg  &  Co.,  p.  107. 

4.  The  word  ^^  Shorland  "  in  connection  with  cycling  shoes  held 
not  to  denote  the  Plaintiffs'  shoes  and  no  otheTS.—Action  to 

restrain  passing  off  hy  use  of  name.  —  Name  whether  denoting 
Plaintiffs*  goods  or  only  pattern. — Verdict  for  Defefidants. — Motion 
for  new  trial. — Motion  refused.  The  Plaintiffs  in  an  action  to 
restrain  the  Defendants  from  passing  off  their  cycling  shoes  as  the 
Plaintiffs'  by  the  use  of  the  name  "  Shorland,"  called  at  the  trial  a 
number  of  witnes-es  who  were  cyclists  and  wholesale  and  retail 
people  in  the  boot  and  shoe  trade  who  gave  evidence  to  the  effect 
that  "Shorland"  denoted  the  Plaintiffs'  shoes.  The  Defendants 
called  a  smaller  number  of  trade  witnesses,  principally  wholesale, 
who  gave  evidence  to  the  contrary.  The  Jury  found  a  verdict  for 
the  Defendants.  The  Plaintiffs  moved  for  a  new  trial,  or  in  the 
alternative  for  judgment  in  their  favour,  on  the  ground  that  the 
verdict  was  unreasonable  having  regard  to  the  evidence  given  and 
the  way  in  which  the  case  was  tried.  The  Motion  was  refused 
with  corits,    A,  W,  Gamage,  Ld.  v,  H.  K.  Randall,  Ld.,  p.  185. 
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5.  Defendants  held  to  be  entitled  to  use  the  word  ^^  Capstan  ^^  in 

connection  with  other  closets  made  by  them  although  they 
had  previously  only  used  it  upon  closets  made  under  a  license 

from  the  Plaintiffs. — Action  to  restrain  jiCi^sing  off  by  use  of  a 
word. — Such  word  registered  as  part  of  a  Trade  Mark, —  Word 
originally  used  by  Defendants  to  denote  patented  articles  made  by 
tJiem  under  license  from  the  Plaintiffs, — Motion  to  rectify  the 
Register  of  Trade  Marks,  The  Plaintiffs  in  1893  granted  a  sole 
license  to  manufacture  closets  under  a  patent  to  S.,  who  afterwards 
transferred  his  business  to  a  Limited  Company.  The  license 
terminated  in  1898.  In  the  five  years  S.  and  his  successors  manu- 
factured closets  under  the  license,  some  of  which  were  sold  by  the 
Plaintiffs  and  some  by  S.  and  his  successors.  The  former  were  sold 
as  "  Turritt "  and  the  latter  as  "  Capstan."  The  word  "  Capstan," 
with  the  device  of  a  capstan,  was  registered  as  a  Trade  Mark  by  S.  by 
arrangement  with  the  Plaintiffs.  The  registration  was  for  the  whole 
of  Class  16,  but  the  Trade  Mark  was  only  used  on  closets  made  under 
the  license  until  a  few  months  after  the  determination  of  the  license, 
when  the  Company  began  to  sell  closets  of  a  slightly  different 
pattern  as  "Capstan  No.  2."  The  Plaintiffs  thereupon  brought  an 
action  to  restrain  the  Company  from  selling  any  closets  of  their 
manufacture  under  the  title  of  "Capstan,"  and  from  in  any  other 
manner  passing  off  their  goods  as  goods  constructed  under  the  license 
of  the  Plaintiffs.  The  Plainti ffs  moved  for  an  interlocutory  injunction, 
and  also  moved  to  expunge  the  Trade  Mark  from  the  Register  on  the 
ground  that  "  Capstan  "  was  the  name  of  a  patented  article,  and  on 
the  ground  that  the  Company  were  no  longer  able  to  manufacture 
"Capstan"  closets,  and  therefore  their  goodwill  in  such  closets 
having  determined  the  Trade  Mark  had  determined  also. — Heldy  that 
both  motions  failed  and  must  be  refused.  Frebman  Brothers  v, 
Sharpb  Brothers  &  Co.,  Ld.,  p.  205. 

6.  Injunction  granted  to  restrain  the  Defendants  from  selling 

coflfee  in  tins  got  up  in  a  manner  similar  to  tho  Plaintiffs' 

tins. — Action  to  restrain  ^^a.ss//^<7  off\'-Qet-up  of  coffee  tins. — 
Injupiction  granted.  The  Plaintiffs  in  an  action  for  passing  off  sold 
their  coffee  in  circular  tins  surrounded  by  paper  labels.  The 
predominant  colour  of  the  label  for  one  quality  was  red,  for  another 
quality  blue,  and  for  another  quality  green.  There  were  three  sizes 
of  the  tins  of  each  colour.  The  Plaintiffs  subsequently  adopted 
enamelled  tins  in  red  and  blue  displaying  a  reproduction  of  the 
labels  for  the  two  larger  sizes  of  the  two  higher  qualities.  The 
smaller  tins  of  these  qualities  and  all  of  the  lowest  quality  were 
still  used  with  paper  labels.  The  brand  **  Royal  "  appeared  on  the 
back  and  front  of  all  the  Plaintiffs'  tins.  The  Defendants  sold  coffee 
in  circular  red,  blue,  and  green  tins,  all  of  which  were  enamelled, 
resembling  in  general  appearance,  but  differing  in  details  from,  the 
Plaintiffs'  tins.  The  brand  "Flag"  appeared  upon  the  back  and 
front  of  all  the  Defendants'  tins,  and  their  Trade  Mark  "  Flag "  in 
tricolour  was  on  the  front  of  each  tin.  Tlie  names  and  addresses  of 
the  Plaintiffs  and  Defendants  were  not  placed  upon  their  respective 
tins. — Held,  that  the  Plaintiffs  were  entitled  to  an  injunction  to 
restrain  the  use  of  the  tins  complained  of.  Patton  &  Co.,  Ld.  v. 
SPELLING,  Lampard,  &  Co.,  Ld.,  p.  283. 
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7.  Form  of  order  in  action  for  passing  oflE.    See  p.  290. 

8.  Intention  to  pass  off  held  to  be  proved,  and  an   injunction 

granted. — Action  for  ^m^sing  off  goods, — Similxirity  of  Defendant^ 
coffee  tins  to  Plaintiffs*  coffee  tins, — Injunction  granted. — Execution 
stayed  by  consent.  The  Plaintiffs,  who  sold  "  Royal "  Coffee  in  tins, 
some  of  which  bore  red,  blue,  and  green  labels,  while  others  were 
enamelled  in  the  same  pattern  on  a  red  or  blue  ground,  brought  an 
action  to  restrain  the  Defendants  from  selling  "  Palais  Royal "  Coffee 
in  tins  which  were  enamelled  in  somewhat  similar  pattern  on  a  green 
or  chocolate  ground.  The  Defendants  and  their  predecessors  had  for 
many  years,  and  before  the  Plaintiffs'  "  Royal  "  Coffee  was  on  the 
market,  sold  "  Palais  Royal  "  Coffee  in  tins  with  certain  paper  labels, 
which  bore  no  resemblance  to  the  Plaintiff's'  labels  in  pattern  or 
colour,  and  they  subsequently  began  to  nse  enamelled  tins  having 
a  green  or  chocolate  ground,  the  use  of  which  tins  the  Plaintiffs 
sought  to  restrain. — Held,  that  as  the  similarities  between  the 
Plaintiffs'  and  Defendants'  tins  were  so  great,  and  as  the  Defendants' 
tins  as  a  whole  so  nearly  resembled  in  general  appearance  the 
Plaintiffs'  tins  as  to  be  calculated  to  deceive,  the  Plaintiffs  were 
entitled  to  an  injunction  and  other  consequential  relief  ;  but,  on  the 
application  of  the  Defendants,  execution  was,  with  the  consent  of 
the  Plaintiffs,  stayed  pending  an  appeal,  the  Defendants  undertaking 
to  keep  an  account  and  to  give  notice  of  appeal  within  a  week. 
Payton  &  Co.,  Ld.  v.  Titus  Ward  &  Co.,  Ld.,  p.  424. 

9.  On  appeal,  interlocutory  injunction  reflised  on  the  undertaking 

of  the  Defendants  to  limit  their  sales  to  a  particular  cargo 
of  the  alleged  infringing  goods,  and  to  particular  towns, 
and  also  not  to  sell  any  more  of  the  alleged  infringing 

goods  until  the  trial  of  the  Mtion.— Alleged  infringement  of 
Trade  Marks. — Passifig  off  of  Defendants^  goods  as  Plaintiffs*. — 
Interlocutory  injunction. — Balance  of  convenience  and  inconvenience. 
The  A.  Association,  an  American  Company,  were  the  registered 
owners  of  two  Trade  Marks,  one  consisting  of  the  head  of  a  moose 
and  the  other  a  label  embodying  the  first-mentioned  Trade  Mark. 
Salmon  in  tins  bearing  the  said  label  had  been  for  many  years 
imported  into  and  sold  in  the  United  Kingdom.  During  the  last 
five  years  the  whole  of  the  tins  so  imported  had  been  bought  by  a 
wholesale  firm  carrying  on  business  in  London.  The  Association 
brought  an  action  against  C.  &  Co.,  of  Liverpool,  who  were  importing 
into  England  salmon  in  tins  which  in  general  appearance  resembled 
the  Plaintifi!s^  tins,  and  had  a  red  deer's  head  in  the  place  where  the 
moose's  head  appeared  on  the  Plaintiffs'  tins.  The  Plaintiffs  moved 
for  an  interlocutory  injunction,  which  the  Defendants  resisted 
mainly  on  the  ground  of  delay ;  but  the  Defendants  also  contended 
that  as  they  were  selling  only  in  Liverpool  and  Manchester  there 
was  no  danger  of  their  tins  being  sold  for  the  Plaintiffs'.  The  tins 
complained  of  had  arrived  in  England  shortly  before  the  motion 
was  heard,  and  some  of  them  had  been  sold. — Held,  on  comparison 
of  the  labels,  that  infringement  of  Trade  Mark  was  not  established, 
but  that  the  get-up  of  the  Defendants'  tins  was  such  as  to  deceive  an 
unwary  purchaser,  and,  on  the  balance  of  convenience  and  incon- 
venience, an  interlocutory  injunction  ought  to  be  granted  to  restrain 
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the  Defendants  from  selling  the  unsold  portion  of  the  tins  which 
they  had  imported.  The  Defendants  appealed,  and,  on  their  giving 
certain  undertakings  without  prejudice  to  any  question,  the  Order 
for  the  injunction  was  discharged.  Alaska  Packers'  Associa- 
tion V.  Crooks  &  Co.,  p.  503. 

10.  Injunction  panted  to  restrain  Defendant  from  using  his  own 

name  without  clearly  distinguishing  his  goods  from  the 

Plaintiffs'. —  Motion  to  restraiyi  manufacturers  and  sellers  from 
infHnging  arid  from  passing  off  goods  not  of  the  Plaintiffs' 
manufacture  as  and  for  the  Plaintiffs'*  goods.  —  Injunction 
granted.  The  Plaintiffs  were  owners  of  Trade  Mark  No.  196,435, 
Class  37,  which  consisted  of  the  word  "  Brooks,^*  and  was  an  old 
mark  in  use  before  August  1875.  /.  Brookes  was  a  manufacturer  of 
cycle  saddles.  The  Defendants'  saddles  were  stamped  with  the 
name  "J.  Bf^ookes.'*  The  N.  Co.  advertised  these  saddles  as 
"  Brooks.^^  The  Plaintiffs  commenced  an  action  against  J.  Brookes 
and  the  N.  Co.  to  restrain  infringement  of  their  Trade  Mark  and 
passing  off  of  Defendant  J.  Brookes'  saddles  as  the  Plaintiffs'  by  the 
use  of  the  word  ^^  Brookes^'  and  moved  for  an  interlocutory  injunc- 
tion. The  N.  Co.  did  not  appear. — Held^  that  an  injunction  must  be 
granted  against  the  N.  Co.  to  restrain  infringement  of  the  Trade 
Mark,  and  against  the  other  Defendant  to  restrain  passing  off. 
J.  H.  Brooks  &  Co.,  Ld.,  v.  The  Norfolk  Cycle  Co.  and  John 
Brookes,  p.  523. 

11.  "  Wincarnis"  and  "  Vincalis."    Action  for  passing  off  dismissed 

on  the  ground  that  there  was  no  probability  of  deception.— 

Passing  off\ — Motion  for  interlocutory  injunction. — Names  "  Win- 
"  carnis  "  and  "  Vincalis.^' — Difference  in  ai^ticles. — Motion  dis- 
?nissed. — Appeal  dismissed.  A  Company,  which  had  for  many  years 
used  the  word  "Wincarnis"  as  a  name  for  an  alcoholic  beverage, 
being  a  combination  of  Liebig's  Extract  of  Meat  and  a  preparation  of 
malt  and  wine,  and  which  was  the  registered  owner  of  Trade  Marks 
consisting  of  the  same  word  registered  in  Class  43  and  other  classes, 
commenced  an  action  to  restrain  B.  &  Co.  from  selling  invalid  or 
other  wine  under  the  name  of  "  Vincalis,"  and  moved  for  an  inter- 
locutory injunction.  The  Defendants  alleged  that  their  wine  was  a 
pure  sherry,  principally  used  for  altar  purposes,  and  that  there  was 
no  probability  of  confusion.  The  Plaintiff  Company  alleged  that 
both  articles  were  wines  for  the  special  use  of  invalids,  and  that 
they  would  be  sold  by  the  same  class  of  persons.  At  the  hearing  of 
the  motion  it  was  dismissed  on  the  ground  that  there  was  no 
reasonable  probability  of  deception.  The  Plaintiffs  appealed.  The 
appeal  was  dismissed  with  costs.  COLEMAN  &  Co.,  Ld.  v.  John 
Brown  &  Co.,  p.  619. 


PATENTS,  Ac.  ACT,  1883. 

Section  62.    Sen  Sen  Co.  and  Others  v.  Britten,  p.  137. 
Section  64.    (1)  (a).    Carroll'^  Application,  p.  S2. 
Section  64.    Clement  et  Cib's  Trade  Mark,  p.  173,  611. 
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Section  72.  John  Batt  &  Co.  v.  Dunnbtt  and  Others,  p.  411. 

Section  74.  Clement  bt  Cib.'s  Trade  Mark,  p.  173,  611. 

Section  75.  John  Batt  &  Co.  v.  Dunnbtt  and  Others,  p.  411. 

Section  76.  Sen  Sen  Co.  and  Others  v.  Britten,  p.  137. 

Section  76.  John  Batt  &  Co.  v.  Dunnbtt  and  Others,  p.  411. 

Section  77.  Sen  Sen  Co.  and  Others  v.  Britten,  p.  137. 

Section  78.  Sen  Sen  Co.  and  Others  v.  Britten,  p.  137. 

Section  90.  John  Batt  &  Co.  v.  Dunnbtt  and  Others,  p.  411. 
Section  105.    Sen  Sen  Co.  and  Others  v.  Britten,  p.  137, 

PATENTS,  &c.  ACT,  1888. 

Section  17.    John  Batt  &  Co.  i\  Dunnbtt  and  Others,  p.  411. 

PRACTICE.    See  also  Injunction. 

1.  Principles  on  which  a  new  trial  in  a  jury  case  is  granted,  discussed 
A.  W.  Oamaqb,  Ld.  v.  H.  E.  Randall,  Ld.,  p.  199. 

2.  Action  for  passing  off  ordered  to  be  tried  with  not  more  than 
three  expert  trade  witnesses  on  either  siAe.—Adion  to  restrain 

Defend<ints  from  passing  off  their  goods  as  the  Plaint  iffs\  and  from 
infringing  the  Plaintiffs*  Trade  Mark, — Action  set  down  witlumt 
pleadings. — Limited  number  of  trade  witnesses  to  he  called, 
J.  C.  &  J.  Field,  Ld.  v.  The  Wagbl  Syndicate,  Ld.,  p.  654. 

RECTIFICATION  OF  THE  REGISTER. 

1.  Application  for,  reflised,  where  Respondents,  who  had  registered  for 
the  whole  of  Class  16,  only  used  the  mark  for  one  article  and  had 
made  a  slight  change  in  the  pattern  of  that  article  previous  to  the 

motion  to  rectify.  Freeman  Bros.  v.  Sharpb  Bros.  &  Co.,  Ld., 
p.  205. 

2.  Two  marks  expunged  as  to  the  whole  of  Class  42  on  the  ground 
that  there  nad  been  no  bona  fide  intention  to  use  them  in 

that  class.  —  Apidication  for  registration,  —  Gompt  roller"*  s 
refusal  to  f^egister  by  reason  of  resemblance  to  registered  marks, 
— Motion  to  eximnge  such  marks, — Marks  registered  without  a 
bon&  fide  intention  to  use, — Marks  expunged, — Appeal  dismissed, 
— Apjieal  to  House  of  Lords  dismissed, — Patents^  Ac.  Act,  lH83j 
sections  66,  72,  75,  76,  and  90;  and  Patents,  Ac,  Act,  1888, 
section  17,  On  an  application  for  registration  of  a  Trade  Mark  in 
Class  42  for  oats,  the  Comptroller  refused  registration  on  the  ground 
of  the  similarity  of  two  marks  registered,  one  in  1882  and  one  in 
1888,  for  the  whole  of  Class  42.  The  Applicants  moved  to  expunge 
these  marks,  and  at  the  hearing  asked  alternatively  to  limit  the 
registration  of  them  to  goods  other  than  oats,  and  moved  also  that 
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the  Comptroller  should  be  directed  to  proceed  with  their  application 
to  register.  The  owners  of  the  two  marks  appeared  to  oppose  the 
motions. — Held,  by  ROMER,  J,,  that  there  had  been  no  real  nser  of 
the  two  registered  marks  before  or  since  registration,  and  that  they 
had  been  registered  in  Class  42  without  any  bond  fide  intention  to 
use  them  in  that  class,  and  that  the  marks  must  be  expunged  as  to 
the  whole  of  Class  42  from  the  Register.  The  Comptroller  was 
directed  to  proceed  with  the  application  to  register.  The  owners 
of  the  expunged  marks  were  ordered  to  pay  the  costs  of  the  motion 
to  rectify.  They  appealed  from  the  order  to  expunge,  but  the  Court 
of  Appeal  dismissed  the  appeal  with  costs.  The  owners  of  the 
marks  expunged  appealed  to  the  House  of  Lords.  The  appeal  was 
dismissed  with  costs.  JOHK  Batt  &  Co.  v.  DUNNBTT  AND  OTHERS, 
p.  411. 

REGISTRATION. 

1.  Application  to  register  the  name  of  an  individual  printed  in  ordinary 

type  refused.    Carroll's  Application,  p.  82. 

2.  Name  of  an  individual  printed  in  ordinary  type  cannot  be  registered  as  a 

Trade  Mark.    CARROLL'S  APPLICATION,  p.  82. 

3.  A  Trade  Mark  cannot  properly  be  registered  for  goods  in  which  the 

Applicant  does  not  deal  or  intend  to  deal.    JOHN  Batt  &  Co.  v, 

DUNNBTT  AND  OTHERS,  p.  411. 


SLANDER  OP  TITLE. 

1.  ^*  Now,  in  order  to  substantiate  an  action  for  defamation  of  title  you  must 

**  make  out  that  the  libel  is  i^lse,  and  that  it  is  malicious  in  this  sense 
"  — that  the  man  was  not  saying  what  he  did  in  defence  of  his  own 
"  right,  or,  as  he  believed,  in  defence  of  his  own  right — ^f or  he  might 
^*  make  a  mistake.  The  cases  go  to  that.  I  cannot  see  any  ground 
*^  whatever  for  saying  that  there  is  any  false  statement  at  all  on  this 
"  document.  It  appears  to  me  to  state  nothing  more  than  was 
*^  absolutely  true.  There  is  not  a  line  to  show  that  it  was  false.  If 
*'  that  is  so  there  is  an  end  of  the  action."   Per  LiNDLBY,  MM.  ROYAL 

Baking  Powder  Co.  v.  Wright,  Crosslby,  &  Co.,  p.  221. 

2.  "  I  venture  to  say  that  in  all  actions  of  defamation,  properly  speaking, 

^'  and  also  in  actions  on  the  case  in  the  nature  of  slander  of  title,  the 
^*  meaning  of  the  writer  of  the  libel  complained  of  is  quite  immaterial. 
"  The  question  is,  uot  what  the  writer  meant,  but  what  he  conveyed 
^*  to  those  who  heard  or  read  according  as  it  is  a  case  of  slander  or 
**  libel."  Per  Vaughan  Williams,  L.J.  Royal  Baking  Powder 
Co.  V.  Wright,  Crosslby,  &  Co.,  p.  224. 


TRADE  LIBEL. 

Circular  referring  to  an  order  of  the  Higfh  Couit.— Trade  Uheh— 

J  Alleged  tin  true  statement, — Alleged  7nalice. — Appeal  by  Defendants 
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— Admissihility  of  evidence  to  explain  meaning  of  document — Con" 
sti^uction. — Appeal  allotved.  In  1897  two  Trade  Marks,  registered 
by  the  R.  Company  of  New  York,  were  expunged  from  the  Register 
of  Trade  Marks  by  the  order  of  the  Court,  at  the  instance  of  W., 
C.  &  Co.  Both  Trade  Marks  were  labels  containing  prominently  the 
words  "  Royal  Baking  Powder."  Shortly  afterwards  W.,  C.  &  Co. 
issued  a  circular  referring  to  the  said  order,  which  circular,  and  the 
statements  of  trdvellers  and  agents  of  W.,  C.  &  Co.,  were  alleged  by 
the  R.  Company  to  be  an  intimation  that  the  R.  Company  were  not 
entitled  to  sell  baking  powder  as  "  Royal  Baking  Powder,"  and  that 
W.,  C.  &  Co.  intended  to  proceed  against  persons  using  the  labels  to 
stop  the  use  of  those  words.  The  R.  Company  commenced  an  action 
to  restrain  W.,  C.  &  Co.  from  representing  that  the  Plaintiffs  were 
not  entitled  to  sell  their  Royal  Baking  Powder  in  the  United 
Kingdom,  and  from  maliciously  threatening  the  customers  of  the 
Plaintiffs  with  legal  proceedings  in  respect  of  their  sales  of  the 
Plaintiffs*  said  baking  powder.  It  was  held  at  the  trial,  that  the 
circular  represented  what  was  not  true  with  regard  to  the  Plaintiffs' 
Baking  Powder  and  trade,  and  was  issued  not  in  good  faith  in  support 
of  a  claim  or  right  really  made  or  intended  to  be  exercised  by  the 
Defendants,  but  maliciously,  and  had  caused  special  and  substantial 
damage  to  the  Plaintiffs.  An  injunction  was  granted  in  the  terms 
of  the  first  part  of  the  writ,  and  an  inquiry  as  to  damages  was  also 
granted,  with  costs  up  to  and  including  judgment ;  the  costs  of  the 
inquiry  were  reserved.  The  Defendants  appealed. — Held^  on  appeal, 
that  there  being  no  circumstances  to  suggest  that  the  circular  had  a 
secondary  meaning  evidence  to  explain  its  meaning  was  inadmissible, 
and  that  the  circular  did  not  mean  that  the  Defendants  intended  to 
proceed  against  persons  selling  the  Plaintiffs'  Baking  Powder  under 
the  name  "  Royal  Baking  Powder,"  and  that  the  circular  was  not  in 
any  respect  untrue.  The  appeal  was  allowed  with  costs  in  both 
Courts,  the  costs  of  the  inquiry  to  be  costs  in  the  action.     ROYAL 

Baking  Powder  Co.  v.  Wright,  Crosslby,  «^  Co.,  p.  217. 


TRADE  MARK.    See  Misrepresentation,  No.  1. 

Words  not  being  in  themselves  proper  Trade  Marks  if  surrounded  with 
some  flourishes  do  not  constitute  a  distinctive  label.  Per  ROMER, 
LJ.    Clement  &  Cib.'s  Trade  Mark,  p.  618. 


TRADE  NAME.    See  Injunction. 

1.  '^Cellular."    Appellants  held  not  to  have  established  that  the 
word  denoted  their  goods  in  the  market. — Trade  name—Action 

to  restrain  the  use  of  trade  name, — Action  to  restrain  the  passing  off" 
a)id  use  of  "  Cellular  "  as  applied  to  cloth  or  clothing, — Descrijjtive 
9iame, — Contempoiray  subsist enceofjjri ma ry  and  secondary  meaning 
in  different  parts  of  United  Kingdom, — Pi^ohahility  of  deception, — 
Absence  of  deceit  or  fraud, — Interdict  refused, — A  p2)eals  dismissed,  A 
trader  in  1886  made  a  new  weave  of  fabric  generically  known  under 
the  name  "  Gauze,"  and  selected  for  this  weave  the  name  "  Cellular," 
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and  in  1888  assigned  whatever  rights  he  had  in  the  fabric  and  name 
to  the  Pursuers'  Company,  which  was  formed  for  the  purpose  of 
selling  it  and  goods  made  from  it,  and  incorporated  under  the  name 
"  2%«  Cellular  Clothing  Company ^  They  advertised  extensively 
all  over  the  world,  and  in  their  advertisements  prominence  was  given 
to  the  word  "  Cellular."  Various  rival  traders,  after  using  the  name 
"  Cellular,"  gave  undertakings  or  submitted  to  injunctions  restraining 
them  from  continuing  to  use  it,  or  selected  other  names  to  describe 
similar  textile  fabrics  made  or  sold  by  them.  The  bulk  of  the  trade 
in  the  particular  fabric  was  in  England  and  the  Colonies,  the  Scotch 
trade  being  very  small.  In  the  beginning  of  1897,  M.  &  M.,  a  firm 
of  Scotch  warehousemen,  who  did  not  manufacture,  issued  in  a  book, 
the  leaves  of  which  folded  up,  ranges  of  goods  supplied  to  them  by 
various  makers,  and  upon  one  series  of  patterns  they  stamped 
the  word  "  Cellular "  in  block  letters,  the  only  sign  of  the  goods 
being  their's  or  supplied  by  them  appearing  in  the  initials 
^^M.  &  M."  stamped  on  the  outside  of  the  book.  Certain  persons 
to  whom  the  book  was  supplied  ordered  "Cellular"  goods 
but  they  did  not  expect  to  get  goods  of  any  particular  maker. 
The  Pursuers,  the  C.  C.  C,  brought  action  to  interdict  the  Defenders 
M.  &,  M.  from  using  the  word  "  Cellular  "  so  as  to  denote  cloth  or 
clothing  other  than  the  cloth  or  clothing  of  the  Pursuers,  and  from 
selling  cloth  or  clothing  as  "  Cellular  "  cloth  or  clothing  so  as  to  lead 
purchasers  to  believe  that  the  cloth  or  clothing  was  of  the  Pursuers' 
manufacture.  Pursuers  averred  that  "Cellular"  in  the  market 
meant  exclusively  their  goods.  The  Defenders  averred  that  the 
goods  described  by  them  as  "Cellular"  were  in  point  of  fact 
"  Cellular,"  and  that  as  it  was  an  appropriate  description,  it  had  not 
been  and  could  not  be  monopolized  by  any  trader.  A  large  body  of 
testimony  was  adduced.  The  English  traders  examined  were  unani- 
mous that  "  Cellular  "  meant  the  Pursuers ;  but  the  opinion  of  the 
Scotch  traders  was  divided.  There  was  no  evidence  from  the  public 
as  apart  from  the  trade.  The  evidence  as  to  the  exactness  of  the 
term  as  a  description  of  the  cloth  was  conflicting,  but  all  the 
witnesses  agreed  that  while  the  term  had  not  been  used  in  connection 
with  cloth  before  the  Pursuers  had  applied  it  as  a  name  to  their 
cloth,  and  before  then  it  would  not  have  presented  any  picture 
to  the  mind,  yet  when  the  name  and  the  cloth  were  seen  together, 
the  name  was  recognised  as  appropriate  and  suggestive,  if  not  an 
exact  description  of  the  fabric.  Interdict  was  refused  by  the  Lord 
Ordinary  and  by  the  Inner  House.  The  Pursuers  appealed  to  the 
House  of  Lords. — Held^  that  the  appeal  failed,  and  it  was  dismissed 
with  costs.  Per  the  LORD  CHANCELLOR. — It  was  for  the  Appellants 
to  establish,  if  they  could,  that  an  ordinary  word  in  the  English 
language  properly  applicable  to  the  subject  matter  of  the  sale  was  one 
which  had  so  acquired  a  technical  and  secondary  meaning  that  it 
could  be  excluded  from  the  use  of  everybody  else  ....  the 
Pursuers  have  failed  in  establishing  this  initial  fact.  Reddaway  v. 
Banharriy  13  R.P.C.  218,  considered.  Thb  Cellular  Clothing  Co. 
V.  Maxton  and  Murray,  p.  379. 


ti 


If  a  man  invents  a  new  article  and  protects  it  by  a  Patent,  then,  during 
"  the  term  of  the  Patent,  he  has  of  course  a  legal  monopoly,  but  when 
"  the  Patent  expires  all  the  world  may  make  the  article,  and  if  they 
"  may  make  the  article  they  may  say  that  they  are  making  the  article, 
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and  for  that  purpose  use  the  name  which  the  Patentee  has  attached 
to  it  during  the  time  when  he  had  the  legal  monopoly  of  the  manu- 
facture. But,  my  Lords,  the  same  thing  in  principle  must  apply 
where  a  man  has  not  taken  out  a  Patent,  as  in  the  present  case,  but 
has  a  virtual  monopoly  because  other  manufacturers,  although  they 
are  entitled  to  do  so,  have  not  in  fact  commenced  to  make  the  article. 
He  brings  the  article  before  the  world,  he  gives  it  a  name  descriptive 
of  the  article — ^all  the  world  may  make  the  article,  and  all  the  world 
may  tell  the  public  what  article  it  is  they  make,  and  for  that  purpose 
they  may  prima  facie  use  the  name  by  which  the  article  is  known  in 
the  market."  Per  LORD  Davby.  Cellular  CLOTHiNa  Co.  v. 
Maxton  and  Murray,  p.  409. 

3.  Appellants  held  not  entitled  to  the  name  of  a  dissolved 
Company  but  to  describe  themselves  as  successors,  and 
Defendant  held  not  to  have  represented  himself  as  such 

successor. — Oomjyany  wound  up. — Goodwill  sold  by  liquidator  to 
another  Gomjjany  with  different  name. — Defendant  trading  under 
name  similar  to  dissolved  Company. — Injunction  refused.  In  1896, 
The  Sahiston  Lit}u>graphic  and  Publishing  Company^  incorporated 
under  Letters  Patent  in  Quebec,  was  wound  up,  and  the  goodwill 
and  assets  sold  by  the  liquidator.  Subsequently  the  Appellant 
Company  was  formed  to  take  over  the  assets  of  the  dissolved 
Company.  In  1896  the  Respondent  registered  a  declaration  of  his 
intention  to  trade  under  the  name  of  Sabiston  Lithographing  and 
Publishing  Company.  The  Appellants  sought  to  restrain  the 
Respondent  from  so  doing. — Held,  by  Mr.  Justice  db  Lorimibr, 
that  the  Appellants  were  entitled  to  an  injunction  and  damages. — 
Heldj  by  the  Court  of  Queen's  Bench  in  Quebec,  that  the  Appellants 
were  not  entitled  to  an  injunction. — Held,  by  the  Judicial  Committee 
of  the  Privy  Council,  that  the  Appellants  had  no  right  to  the  name  of 
the  old  Company,  and,  as  there  was  no  evidence  of  the  Respondent 
having  held  himself  out  as  successor  to  the  old  Company,  the 
Appellants  were  not  entitled  to  an  injunction.  MONTREAL  LITHO- 
GRAPHING Co.,  Ld.  v.  Sabiston,  p.  444. 

4.  "  Dolly  Blue."  -Concurrent  user  held  to  be  proved.— TVo^fe  name. 

— Action  to  restrain  passing  off  by  icse  of  trade  natne. — Concurrent 
user. — Injunction  granted  at  tnHal. — Appeal, — Injunction  discharged. 
— Interest  an  costs  ordered  to  be  repaid  not  given  to  si^ccessful  Appel- 
lants. In  1888  E.  commenced  to  call  his  blue  "  Dolly,"  and  it  was 
ordered,  invoiced,  and  advertised  thereafter  as  "  Dolly."  In  1894  a 
Company  was  formed  which  took  over  the  business  of  £.  In  1898  the 
Company  commenced  an  action  against  G.  &  Son  for  supplying  blue 
not  being  the  Plaintiffs'  to  persons  ordering  "  Dolly  Blue."  The 
blue  so  supplied  was  blue  manufactured  by  R.  and  bore  R.'s  Trade 
Mark,  which  consisted  of  a  washing  tub  called  in  some  parts  a 
*'  Dolly "  tub  and  in  other  parts  a  "  Peggy  "  tub  with  a  handle 
projecting  from  it,  which  handle  was  alleged  to  be  the  handle  of  a 
dolly  or  a  peggy.  R.  had  used  this  Trade  Mark  since  1871,  and 
registered  it  under  the  Trade  Marks  Act  in  1876.  It  was  admitted 
that  R.'s  blue  was  called  "  Oval  Blue  "  and  was  invoiced  as  "  Oval "  ; 
but  the  Defendants'  case  was  that  retail  customers  often  asked  for  it 
as  ^  Dolly  Blue,"  both  before  1888  and  since,  and  that  there  had,  in 
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fact,  been  a  concurrent  use  of  the  word  "  Dolly "  to  describe  E.'s 
bine  and  R.*s  blue. — Heldy  at  the  trial,  that  the  Plaintiffs  were 
entitled  to  an  injunction.  The  Defendants  appealed. — Heldy  by  the 
Court  of  Appeal,  that  concurrent  user  of  the  term  "  Dolly  "  to  denote 
Ripley^ 8  blue  as  well  as  the  Plaintiffs*  was  proved,  and  the  judgment 
of  the  learned  Judge  at  the  trial  was  wrong.  The  appeal  was 
allowed,  with  costs  above  and  below,  and  the  Plaintiffs*  costs  of  the 
trial,  which  had  been  paid  by  the  Defendants,  were  ordered  to  be 
repaid  to  them,  but  without  interest.  EDGE  &  SONS,  Ld.  v.  GALLON 
&  Son,  p.  509. 
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Before  the  Judiciaii  Committee  of  the  Privy  Council. 

Present :  LoRB  HOBHOUSB,  Lord  Maonaghton,  Lord  Morrir,  and  Sir 

Richard  Couch. 

December  10th,  1898. 

In  the  Matter  of  Adam's  Patent. 


Patent. — Petition  for  prolongation, — Motion  for  relief  in  consequsnce  of  the 
Petition  not  having  been  presented  tvithin  the  time  prescribed  by  the  25th  Section 
of  the  Patents^  &c.  Act,  1883. — Motion  refined. 

On  the  22nd  of  December  1884,  a  patent  (No.  16,817  of  1884)  was  granted  to 
10  Robert  Adams  for  "  improvements  in  the  method  of  opening  and  closing  fan- 
^'  lights,  ventilators,  and  analogous  articles,  and  in  the  fittings  and  appliances  in 
"  connection  therewith."  The  Patentee  was  desirous  of  presenting  a  petition 
for  prolongation  of  this  patent,  but  omitted  to  do  so  within  the  period  prescribed 
for  that  purpose  by  the  25th  Section  of  the  Patents,  &c.  Act,  1883,  viz.,  at  least 
15  six  months  before  the  time  limited  for  the  expiration  of  the  patent.  On  the 
8th  of  December  1898,  the  Patentee  gave  the  following  notice  of  motion  : — 

**  Notice  is  hereby  given  that  the  Lords  of  the  Judicial  Committee  of  the 
**  Privy  Council  will  be  moved  on  Friday  the  9th  day  of  December  1898,  at 

A 
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In  the  Matter  of  AdanCs  Patent 

*'  10.30  o'clock  in  the  forenoon  or  so  soon  thereafter  as  Counsel  can  be  heard  by 
"  Mr.  J.  C,  Graham  as  Counsel  on  behalf  of  the  above-named  Robert  AdamSy 
"  that  the  said  Robert  Adams  may  be  excused  from  compliance  with  the  require- 
"  ments  of  the  rules  contained  in  the  Schedule  annexed  to  the  Order  in  Council, 
"  dated  the  26th  day  of  November  1897,  relating  to  proceedings  before  the  5 
"  Judicial  Committee,  under  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 
"  Section  25,  and  that  such  directions  may  be  given  as  to  the  procedure  by  the 
"  said  Robert  AdamSy  under  Section  25  of  the  said  Act,  on  the  presentation  of 
"  this  petition  to  proloi^g  the  term  for  which  the  said  Letters  Patent  were  granted 
"  as  to  the  Lords  of  Committee  may  seem  just  and  expedient."  10 

On  the  10th  of  December  1898,  the  motion  came  on  for  hearing  before  the 
Judicial  Committee.  J.  C.  Graham  (instructed  by  Greenop  A  8on\  appeared 
for  the  Patentee. 

Graham. — This  is  an  application  by  Mr.  Adams  to  be.  relieved  from  the  con- 
sequences of  not  having  applied  within  proper  time.     The  Petition  should  have  15 
been  filed  on  the  22nd  of  June  last,  so  that  he  is  more  than  five  months  after 
time.     His  reasons  are  set  out  shortly  in  an  affidavit. 

Lord  HOBHOUSB. — But  h^ve  we  any  power  ? 

Graham. — Yes.     The  7th  of  your  Lordships'  rules  is  this  : — "  The  Lords  of 
"  the  Committee  may  excuse  petitioners  and  opponents  from  compliance  with  20 
"  any  of  the  requirements  of  these  rules  and   may  give  such  directions  in 
"  matters  of  procedure  and  practice  under  section  25  of  the  Act  as  they  shall 
"  consider  to  be  just  and  expedient."     One  of  the  rules  is  that  he  must  file  his 
petition  six  months  before  the  expiration  of  the  patent.    The  25th  section  of 
the  Act  is : — "  A  Patentee  may,  after  advertising  in  manner  directed  by  any  25 
"  rules  made  under  this  section  his  intention  to  do  so,  present  a  petition  to  Her 
"  Majesty  in  Council  praying  that  his  patent  may  be  extended  for  a  further 
"  term  ;  but  such  petition  must  be  presented  at  least  six  months  before  the  time 
"  limited  for  the  expiration  of  the  patent."     But  sub-section  6  says  : — "  It  shall 
"  be  lawful  for  Her  Majesty  in  Council  to  make  from  time  to  time  rules  of  30 
*'  procedure  and  practice  for  regulating  proceedings  on  such  petitions." 

Lord  Morris. — But  that  is  subject  to  the  enactment. 

Lord  HOBHOUSB. — We  can  dispense  with  our  own  rules,  but  not  with  the 
Act  of  Parliament. 

Lord  Macnaghtbn. — I  am  afraid  we  are  powerless.  35 
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In  the  Court  of  Appeal. 

Before  the  Master  op  the  Rolls  and  Lords  Justice  Chitty  and  Vaughan 

WiLLlAMS>— November  16th,  17th,  and  26th,  1898. 

Lever  Brothers,  Ld.  v.  Bedingfield. 

^      Action  for  infringement  of  Trade  Mark  and  parsing  off. — Endeavour  to  pass 

off, — No  injunction  as  to  Trade  Mark  at  trial  but  injunction  as  to -passing 

off- — Gross  appeals. — Judgment  entered  for  Defendant  with  costs  of  appeal  but 

no  costs  of  action. 

In  1886.  L.  BrotJm^s  registered  a  Trade  Mark  in  Gla^s  47  for  common  soap^ 

10  whicJi  consisted  of  a  label  divided  into  compartments  and  having  the  word 

"  Sunlight "  prominently  in  a  compartment  at  the  top  and  the  word  "  Soap  " 

on  a  scroll  underneath^  with  flowers  round  about  the  scroll^  and  in  other 

compartments  letterpress.      They  also  at  the  same  time  registered  a  similar 

Trade  Mark  in  Glass  48  for  perfumed  soap.    In  1894,  L.  Brothers,  Ld.,  who 

15  had  become  the  registered  proprietors  of  the  above-mentioned  Trade  Marks, 

registered  another  Trade  Mark  in  GIclss  47  for  soap,  which  consisted  of  a  label 

very  similar  to  those  above-mentioned,  but  having  the  figure  of  a  maid  hanging 

out  clothes  to  dry  in  a  compartment  which  was  blank  in  the  labels  previously 

registered.    In  1897,  B,  commenced  to  sell  soap  in  boxes  having  on  the  top  a 

20  label  also  divided  into  compartments,  which,  however,  were  not  identical  with 

those  in  the  labels  of  L.  Brotliers,  Ld. ;  this  label  had  the  words  "  Red  Maid '» 

prominently  in  a  compartment  at  the  top,  and  the  word  "  Soap "  on  a  scroll 

underneath,  tvith  flowers  round  about  the  scroll.     The  colours  in  this  label 

were  to  a  great  extent  the  same  as  those  in  the  labels  of  L.  Brothers,  Ld,,  but 

25  were   differently    arranged.      L.  Brothers,  Ld.    commenced   an    action  for 

infringement  of  their  three  Trade  Marks  above  described  and  for  passing  off. 

Held,  at  the  trial,  that  although  the  idea  of  some  parts  of  the  DefendanVs 

label  must  have  been  taken  from  the  Plaintiffs'  Trade  Marks,  so  much  had  not 

been  taken  as  to  constitute  an  infringement  of  any  of  the  Plaintiffs^  Trade  Marks  ; 

30  but  that  the  conduct  of  the  Defendant  showed  that  he  had  endeavoured  to  pass  off  his 

goods  as  and  for  the  goods  of  the  Plaintiffs,  and  that  having  regard  to  that  fact 

the  Plaintiffs  were  on  the  authority  of  Reddaway  v.  Banham,  IB  E.P.O.  218, 

entitled  to  an  injunction  on  the  second  part  of  the  case.     A  special  order  as  to 

costs  was  made. 

35       The  Defendant  appealed  as  regards  so  much  of  the  decision  as  related  to  the 

pctssing  off.    TJiere  was  also  a  cross  appeal  by  the  Plaintiffs  as  regards  the 

decision  on  the  question  of  Trade  Mark. 

Held,  by  the  Gourt  of  Appeal,  that  the  Defendant  had  not  infringed  the 

Plaintiffs^  Trade  Mark,  and,  as  regards  the  passing  off,  that,  as  in  the  opinion 

40  of  the  Gourt  the  Defendant's  ivrapper  was  not  calculated  to  deceive,  though  it  must 

in  various  respects  have  been  taken  from  the  Plaintiffs'  wrapper,  there  was  no 

ground  for  an  injunction,  and  judgment  must  be  entered  for  the  Defendant. 

A  special  order  as  to  costs  was  made. 

Reddaway  v.  Banham  explained. 

a2 
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Od  the  10th  of  September  1886,  Lever  Brothers,  aoap  mannfactnrerB, 
registered  Trade  Marks  No.  56,636  in  Claee  47  for  common  aoap  and  No.  56,637 
in  Claaa  48  for  perfumed  soap  respectiTely.  These  Trade  Marks  consisted  of 
identical  labels,  a  repreeentation  of  No.  56,636  being  given  below. 
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These  markB  Bubsequently  became  vested  in  Lever  Brothers,  Ld.  On  the 
iy*^,S*  October  1894,  Lever  Brothers,  Ld.,  registered  another  Trade  Mark, 
No.  182,962,  in  Class  47  for  common  soap,  which  is  subjoined  : — 


The  essential  particnlarB  of  this  Trade  Mark  were  stated  to  be  the  following : — 
5  The  word  "  Sunlight "  and  the  combination  of  devices,  and  the  Applicants 
disclaimed  any  right  to  the  exclusive  use  of  the  added  matter,  except  in  so  far 
as  it  consisted  of  their  own  name  and  address.  This  Trade  Mark  was 
employed  by  Lever  Brothers,  Ld.,  as  a  label  for  the  top  and  sides  of  a  soap  bos.. 
In  nse  the  top  band  or  compartment  was  coloured  dark  blue,  the  top  scroll 

10  scarlet,  and  the  lower  one  dark  bloe  ;  the  compartment  containing  the  figure  of 
girl  and  the  compartment  containing  "  1,000^.  reward,"  etc.,  light  blue ;  the 
compartment  partly  covered  by  the  scroll  yellow  and  the  flowers  coloured  as 
f oi^t-me-nots ;  the  compartment  containing  "  guaranteed,"  etc.,  was  coloured 
buff, "  guaranteed  "  being  in  red  type  and  "  perfectly  pure,"  etc.,  in  dark  blue 

15  type,  "  Sunlight "  and  "  Soap "  were  in  white  type  but  the  latter  with  a 
bine  outline. 

In  1898,  Lever  Brothers,  Ld.  commenced  an  action  against  C.  S.  Bedingfield 
for  infringement  of  Trade  Mark  and  "  passing  off."  The  Plaintiffs  by  their 
Statement  of  Claim  alleged   (2)  that   in  or  about  the   year  1886  they  began 

20  to  get  up  and  pack  for  sale  and  sell  laundry  soap  of  their  manufacture  in 
a  manner  which  was  then  new  in  the  trade,  such  get  up  consisting  in  the 
enclosure  of  three  short  bars  or  tablets  in  a  cardboard  box  of  appropriate 
size  or  shape,  having  on  the  top  or  ends  thereof  a  newly  designed  label, 
the  arrangement  and  pattern  whereof  were  entirely  new  and  distinctive,  and 

25  they  applied  for,  and  in  due  course  obtained,  the  registration  of  their  said 
IsAel  or  wrapper  as  of  the  10th  of  September  188G  as  their  Trade  Mark  in 
respect  of  soap  in  ClaeseB  47  and  48  respectively  under  the  Nos.  56,636  and  56,637 
respectively,  and  the  said  registrations  were  now  standing  in  their  name  i  (3) 
that  in  or  about  the  year  1889  they  began  to  mould  their  said   short  bars  or 

30  tablets  of  soap  intended  for  packing  and  sale  as  aforesaid  somewhat  differently 
from  what  h&d  previously  been  the  case,  there  being  a  groove  round  the  middle 
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of  each  bar  or  tablet  so  as  to  make  each  bar  or  tablet  into  what  was  described 
as  a  "  twin  tablet "  or  "  doublet "  easily  capable   of  division  into  two  con- 
veniently shaped  and  sized  tablets,  and  after  they  had  done  so  they  introduced 
into  their  said  cardboard  box  label  certain  consequential  modifications  which 
made  the  same  still  more  distinctive  (if  possible)  than  before,  and  they  applied  5 
for  and  in  due  course  obtained  the  registration  of  their  said  modified  label  or 
Wrapper  as  of  the  17th  of  October  1894  as  their  Trade  Mark  for  soap  in  Class 
47  under  the  No.  182,962,  and  the  said  registration  was  now  standing  in  their 
name.    They  further  alleged  that  the  design  and  appearance  of  their  boxes  and 
labels  had  become  and  were  very  well  known  to  the  trade  and  to  the  public,  10 
and  that  their  said  soap  contained  in  boxes  so  got  up  as  aforesaid  was  constantly 
being  purchased,  especially  by  persons  belonging  to  the  working  classes,  on  the 
faith  of  such  boxes  containing  soap  of  their  manufacture  ;  that  the  Defendant 
was  selling  soap  not  of  their  manufacture  in  cardboard  boxes  got  up  and 
labelled  in  a  manner  obviously  imitated  from  their  said  boxes  and  labels,  and  15 
so  as  to  infringe  their  said  registered   Trade   Marks  and   to  be  calculated   to 
deceive  ;  that,  as  a  result  of  correspondence,  the  Defendant  altered  the  portions 
of  his  label  on  the  ends  of  the  box,  but  refused  to  alter  the  portion  on  the  top  of 
the  box  ;  that  the  Defendant's  labels  were  calculated  to  deceive  and  were 
designed  and  adopted  for  that  purpose ;  and  that  the  Plaintiffs  had  suffered  20 
damage.    The  Plaintiffs  claimed  (1)  an  injunction  to  restrain  the  Defendant,  his 
servants  and  agents,  from  in  any  manner  infringing  the  Plaintiffs'  registered 
Trade  Marks  Nos.  56,636,  56,637,  and  182,962,  or  any  of  them  ;   (2)  from 
selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  to  be  sold 
any  soap  not  of  the  Plaintiffs'  manufacture  under  labels  or  wrappers  or  in  boxes,  25 
cases,  or  other  receptacles  so  arranged  or  contrived  as  by  colourable  imitation 
of  the  Plaintiffs'  labels,  wrappers,  boxes,  cases,  or  receptacles  to  be  calculated 
to  represent  or  to  lead  to  the  belief  that  such  soap  was  soap  of  the  Plaintiffs' 
manufacture  ;  (3)  and  from  passing  off  or  enabling  or  assisting  others  to  pass  off 
any  such  soap  as  aforesaid  as  or  for  soap  of  the  Plaintiffs'  manufacture  ;  (4)  30 
delivery  up  on  oath  or  (at  the   Plaintiffs'  option)   destruction  of  all  labels, 
wrappers,  boxes,  cases,  receptacles,  and  documents  which  were  in  the  possession 
or  power  of  the  Defendant  or  under  his  control,  and  which  offended  against 
any  of  the  foregoing  injunctions  ;    (5)  damages  or  an  account  of  profits ; 
(6)  costs.  35 

The  Defendant  by  his  defence  in  substance  denied  or  refused  to  admit  all 
the  allegations  on  which  the  Plaintiffs  based  their  claim,  and  in  particular 
alleged  that  the  get  up,  style  of  packing,  box,  and  arrangement  and  pattern  of 
label  alleged  in  paragraph  2  of  the  Statement  of  Claim,  or  a  similar  style  of 
packing,  get  up,  box,  and  label,  had  all  of  them  for  many  years  prior  to  the  year  40 
1886  been  commonly  used  by  a  large  number  of  soap  manufacturers,  and  such 
style  of  packing,  label,  and  get  up,  and  boxes  were  in  the  year  1886  and  still  were 
common  to  the  trade  ;  that  the  method  of  dividing  soap  into  "  twin  tablets  " 
or  "  doublets "  had  long  prior  to  1889  been  commonly  used,  and  was  still 
commonly  used  by  a  large  number  of  soap  manufacturers,  and  was  in  the  said  45 
year  and  still  was  common  to  the  trade,  and  such  label  as  alleged  in 
paragraph  2  (sic)  of  the  Statement  of  Claim  (if  altered  at  all)  was  long  prior  to 
1889  and  was  still  common  to  the  trade  and  of  a  pattern  and  arrangement  commonly 
used  by  soap  manufacturers  long  prior  to  1889 ;  and  that  the  said  boxes,  labels, 
and  get  up  mentioned  in  paragraph  4  of  the  Statement  of  Claim  were  common  to  50 
the  trade. 

The  label  placed  by  the  Defendant  on  the  top  of  his  box  is  shown  in 
black  and  white  post  page  8.     This  label  in  use  was  coloured  red  as  to  the 
top  compartment,  blue  as  to  the  scroll  and  also  as  to  the  bottom  compartment ; 
the  prevailing  colour  of  the  rest  of  the  label  (including  the  oval  whereon  the  55 
Bee  appears)  was  yellow.    "  Red  Maid  "  was  in  white  type,  outlined  black, 
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and  shaded  yellow  on  the  lower  half  of  the  letters ;  "  Soap "  was  in  white 

type,  outlined  black.    The  injunction  granted   will  be  found  set  out  in  the 

judgment  of  the  Master  op  the  Rolls,  post.  p.  9. 

The  action  came  on  for  trial  before  Mr.  Justice  Kelcewich  on  June  8th  and  9th 

5  1898.*     The  learned  Judge   held   that  although  it  seemed   obvious  that  the 

person  who  designed  the  Defendant's  label   had  the   Plaintiffs'   Trade  Mark 

before  him,  and  although  there  were  certain  similarities  between  the  two,  still 

the  Defendant  had  not  taken  sufficient  of  the  Plaintiffs'  Trade  Mark  to  constitute 

an  infringement.     On  the  question  of  passing  off  the  learned  Judge  held,  that, 

10  the  Defendant's  labels  were  not  calculated  to  decidve  and  that  any  attempt  to 

deceive  would  probably  be  unsuccessful,  but,  that  his  conduct  had  been  such  as 

to    bring  him  within  the  principle  laid    down   in  Reddaway  v.   Banhamy 

13  R.P.C.  218,  and  that  on  this  ground   the   Plaintiffs  were   entitled  to  an 

injunction. 

15      As  regards  costs  the  learned  Judge  ordered  the  Defendant  to  pay  the  costs  of 

the  action  except  so  far  as  they  had  been  increased  by  the  Plaintiffs  asking  relief 

in  respect  of  the  Trade  Marks ;  those  costs  to  be  paid  by  the  Plaintiffs. 

The  Defendant  appealed  against  so  much  of  the  judgment  as  related  to  the 
passing  off.    There  was  also  a  cross  appeal  by  the  Plaintiffs  as  regards  the 
20  decision  on  the  Trade  Marks. 

WarmingUmy  Q.C.,  P.  0.  Lawrence^  Q.C.,  and  L.  B.  Sebastian  (instructed 
by    Field,  Roscoe,   &   Co.,   agents   for  Warr,    Bateson^   &   Co.,   Manchester) 
appeared    for    the    Plaintiffs ;    T.    R.    Warrington,    Q.C.,  and    M.    Schiller 
(instructed  by  G.  Urquhart  Fisher)  appeared  for  the  Defendant. 
25       Schiller,  for  the  Appellant  Bedingfield. — As   regards  the    pa3sing  off,  the 
decision  of  the  Court  below  ought  to  be  reversed.    The  learned  Judge  found 
the  facts  correctly,  but  his  judgment  on  those  facts,  as  he  found  them,  should 
have  been  for  the  Appellant.     The  judgment  states  that  on  the  evidence  the 
Appellant's  get  up  was  not  likely  to  lead  to  confusion,  and  that  any  endeavour 
30  to  pass  his  goods  off  as  those  of  the  Respondents  would  probably  be  unsuccessful. 
The  injunction  was  granted  on  the  grounds  that  the  Appellant's  behaviour 
mdicated  an  attempt  at  passing  off,  and  that  his  conduct  brought  him  within 
the  principle   laid   down    by  Lord    Macnaghten   in    Reddaway  v.  Banham, 
13  R.P.C.,  p.  233.    This  is  not  the  proper  construction  to  put  on  that  decision. 
35  In  that  case  there  was  an  endeavour  to  pass  off,  coupled  with  a  likelihood  of 
deception.    The  likelihood  of  deception  must  be  the  basis  of  the  action.     Before 
an  injunction  can  be  granted  it  must  be  proved  that  the  Defendant  has  put  a 
a  weapon  of  fraud  into  the  hands  of  the  retail  traders.    This  has  not  been  done 
in  this  case.    The  evidence  practically  amounts  to  this,  that  the  retail  dealers 
40  could  not  have  passed  the  Appellant's  goods  off  as  those  of  the  Respondents 
unless  they  covered  up  the  label.    The  size  and  shape  of  the  two  boxes  are 
similar,  but  this  is  common  to  the  trade,  and  the  Respondents  do  not  rely  on 
the  boxes  apart  from  the  label.     The  origin  of  the  label  is  immaterial.    Even  if 
the  designer  had  had  the  Respondents'  label  before  him  when  he  designed 
^  the  Appellant's  label,  the  Appellant  is  entitled   to   succeed   if    he  has  not 
produced  a  label  which  is  calculated  to  deceive  purchasers.    As  long  as  an  act 
is  lawful,  the  intention  with  which  it  is  done  cannot  affect  it :   Allen  v.  Flood, 
L.R.  1898  A.C.  1.    There  is  no  evidence  here  of  an  endeavour  to  deceive.    There 
are  only  two  ways  of  passing  off.    Firstly,  gross  fraud  on  the  part  of  the  person 
50  actually  passing  the  goods  off — there  is  no  such  fraud  here.     Secondly,  placing 
a  weapon  of  fraud  in  the  hands  of  the  retail  traders.    There  is  no  evidence  of 
that  here.     [Chitty,  LJ. — ^A  threatened  intention  is  ground  for  an  injunction.] 
But  that  threatened  intention  must  be  shown  by  some  overt  act.    In  this  case 
there  was  no  such  overt  act.     That  is  the  distinction  between  this  case  and 
55  Reddaway  v.  Banham,  where  there  was  an  overt  act. 


♦  15  R.P.O.  453. 
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Warmington,  Q.C.,  and  P.  O.  Lawrence,  Q.C.,  for  Lever  Brothers.  Lever's 
label  is  a  registered  Trade  Mark,  the  essentials  of  which  are  (1)  the  word 
«  Sunlight " ;  (2)  the  combination  of  devices.  The  designer  of  the  "  Red  Maid  " 
label  must  have  copied  it  from  the  "  Sunlight "  label.  He  has  not  taken  the 
5  word  "Sunlight,"  but  he  has  substantially  taken  the  combination  of  devices.  A 
Trade  Mark  should  be  considered  (1)  as  a  skeleton  design ;  (2)  a  black  and  white 
design.  When  so  considered  it  is  obvious  that  the  label  complained  of,  though 
not  mathematically  identical,  is  in  all  essential  particulars  the  same.  The  scheme 
of  the  label  is  almost  identical,  and  all  the  salient  features  are  copied.    If  the 

10  names  in  each  label  are  obliterated  the  labels  are  almost  identical  and  are 
calculated  to  deceive.  If  the  essential  features  are  taken,  even  though  some 
different  elements  are  added,  that  still  constitutes  an  infringement  and  the 
Defendant  is  guilty  of  passing  off  as  the  differences  are  only  colourable.  They 
referred  to  Croft  v.  Day  7  Bea.  84.    The  Defendant's  label  was  plainly  copied  from 

15  the  Plaintiffs'.  In  fact  this  is  not  disputed.  No  purchaser  would  remember 
the  arrangement  of  the  colours,  and  if  any  one  who  did  not  specially 
remember  and  look  out  for  the  word  "  Sunlight "  wished  to  buy  the  Plaintiffs'  soap 
by  his  recollection  of  the  general  appearance  of  the  packet,  deception  would 
be  easy.  • 

20  WarringtoUy  Q.C.  in  reply. — ^The  proper  test  to  apply  as  regards  passing  off 
is  to  take  the  whole  label.  The  learned  Judge  came  to  the  conclusion  that  the 
label  was  not  likely  to  deceive,  therefore  on  that  part  of  the  case  the  Appellant 
ought  to  succeed.  As  regards  Trade  Mark  : — ^This  kind  of  Trade  Mark 
must  be  taken  as  a  whole,  except  the  word  "  Sunlight."    The  Mark  is  a  com- 

25  bination  of  devices.  The  worst  that  can  be  said  against  the  Appellant  is  that 
he  has  taken  the  word  "  Soap  "  with  its  scroll.  [The  MASTER  OP  THE  ROLLS.— 
You  have  taken  "  Soap  "  and  they  say  the  rest  is  colourable  imitation.]  They 
have  a  maid  hanging  out  clothes,  the  Appellant  has  no  maid.  The  device  in  the 
place  corresponding  to  the  maid  is  a  new  one.    The  Appellant  has  a  new  com- 

30  bination.  The  Respondents  cannot  come  to  the  Court  and  say  that  some  of  the 
features  of  his  Mark  are  important.  Their  claim  is  for  a  combination.  [Chitty, 
L.  J. — There  is  a  strong  inference  that  the  designer  of  the  Appellant's  label  had 
the  Respondents'  Trade  Mark  before  him.]  That  makes  no  difference.  The 
whole  question  on  both  issues  resolves  itself  into  this — Is  the  Appellant's  label 

35  likely  to  be  mistaken  for  the  Respondents'  label  ?    Althoiigh  there  is  a  resem- 
blance in  some  details  yet  the  Appellant's  label  taken  as  a  whole  is  so  different 
from  the  Respondents'  label  that  it  is  impossible  to  say  that  the  two  could  be 
mistaken. 
LiNDLBY,  M^B. — This  is  an  appeal  from  a  judgment  of  Mr.  Justice  Keketvich. 

40  The  facts  of  the  case  are  stated  very  fully  and  illustrated  so  as  to  make  it  very 
intelligible  in  the  15th  Volume  of  the  Patent  OfiQce  Reports  at  page  453,  and  I 
will  state  very  shortly  what  the  facts  are  from  that  publication.  Lever  Brothers 
obtained  a  registered  Trade  Mark  in  1886  numbered  56,636  and  56,637,  the  two 
marks  being  one  mark  registered  for  two  classes  of  goods,  common  soap  and 

45  perfumed  soap,  and  a  copy  of  that  mark  (I  will  not  stop  to  describe  it)  will  be 
found  on  page  454.*  Then  later  on,  in  1894,  Lever  Brothers,  who  had  then 
turned  themselves  into  a  Limited  Company,  registered  another  Trade  Mark 
for  common  soap.  This  is  numbered  182,962  and  a  copy  of  that  is  also  set  out 
in  the  same  publication.    The  former  one  was  like  it  as  regards  ''  Sunlight " 

50  and  "  Soap,"  and  so  on ;  unlike  it  as  regards  the  laundry  maid,  and  the  space 
in  which  she  appears  in  the  1894  Trade  Mark,  it  being  filled  up  by  a  laundry 
maid,  and  the  space  left  blank  in  the  old  registered  Trade  Mark  ;  but  quite  apart 
from  that  the  ends  of  the  1894  Trade  Mark  are  very  different  from  the  ends  of 
the  1886  Trade  Mark. 

55  Now  Levers  were  entitled  under  the  Statute  to  the  exclusive  benefit  of 
those  registered  Trade  Marks.    They  sold  soap  which  they  called  ''  Sunlight 


*  Ante  p.  4« 


10  REPORTS  OF  PATENT,  DESIGN,        [Jan.  18, 1899. 

Lever  Brothers^  Ld.  v.  Bedingfield. 

Soap "  and  the  "  Sunlight  Soap  "  is  sold  in  packages  like  this  [pointing  to  a 
package].  That  is  what  they  use  now.  They  do  not  apparently  now  use  the 
old  registered  Trade  Mark  with  a  blank.  They  think  the  laundry  maid  prettier 
and  more  attractive. 

Now  this  action  is  brought  against  the  Defendant  on  two  grounds,  which  are  5 
to  be  kept  distinct ;  one  is  for  infringing  the  registered  Trade  Marks,  which  turns 
of  course  upon  the  Act  of  Parliament  relating  to  that  matter ;  and  the  other 
ground  of  action  is  that,  altogether  apart  from  the  registered  Trade  Marks,  the 
Defendant  sells  his  soap  in  wrappers  and  so  got  up  as  to  be  in  danger  of  being 
passed  off  for  the  Plaintiffs' ;  that  is  to  say,  they  rely  upon  the  old  common  law  10 
doctrine  of  passing  one  person's  goods  off  as^  the  goods  of  another.  The 
Defendant  gets  up  his  soap  and  sells  it  in  packages  like  this  [pointing].  That 
is  the  short  outline  cf  what  the  case  is  about. 

I  now  proceed  to  state  our  judgment  under  both  heads.  First  of  all  as  to  the 
registered  Trade  Marks.  The  Trade  Marks  are  the  registered  labels  or  wrappers.  15 
The  word  "  Sunlight "  alone  is  not  the  registered  Mark,  and  even  if  it  were,  the 
Defendants'  label  has  not  upon  it  either  the  word  "  Sunlight "  or  any  colourable 
imitation  of  that  word.  Nothing  which  can  possibly  be  mistaken  for  it  is  to  be 
found  on  the  Defenelants'  label.  So  far  as  the  word  "  Sunlight "  is  concerned 
the  Plaintiffs'  Trade  Marks  have  not  been  infringed.  20 

But  the  Plaintiffs  say  that  the  Defendant  has  taken  their  combination  of 
devices  ;  and  in  particular  they  say  he  has  taken  the  arrangement  of  the  spaces 
into  which  the  front  of  the  labels  or  wrappers  is  divided,  and  has  imitated  the 
general  appearance  of  the  central  space  and  the  curved  scroll  with  "  Soap  " 
which  stretches  slantingly  across  that  space.  It  is  established  by  the  history  of  25 
the  Defendant's  label,  and  by  compariog  it  with  the  Plaintiffs'  label  of  1894, 
that  the  central  space  and  curved  scroll  on  the  Plaintiffs'  label  have  been 
utilized,  and  to  some  extent  copied  by  the  person  employed  by  the  Defendant 
to  prepare  his  label  or  wrapper.  We  have  no  doubt  that  this  is  true.  But  this 
alone  is  not  an  infringement  of  the  Plaintiffs'  registered  Trade  Marks.  If,  30 
notwithstanding  this  circumstance,  the  Defendant's  label  as  a  whole  is  not  a 
copy  of  the  Plaintiffs'  labels,  and  is  not  as  a  whole  a  colourable  imitation  of 
them,  it  cannot  be  truly  said  that  the  Defendant  has  infringed  the  rights 
conferred  upon  the  Plaintiffs  by  the  registration  of  their  Marks.  The 
Defendant's  design  or  combination  of  devices,  although  suggested  by,  and  in  35 
some  important  respects  similar  to,  that  of  the  Plaintiffs,  is  3  et  so  different  when 
regarded  as  a  whole,  that  in  our  opinion  the  Plaintiffs  are  not  entitled  to  an 
injunction  to  restrain  the  Defendant  from  infringing  their  registered  Trade 
Marks.     On  this  part  of  the  case  the  decision  of  the  learned  Judge  was  correct. 

We  now  pass  to  the  general  get  up  of  the  Defendant's  boxes.    They  are  of  40 
the  same  size  and  shape  as  those  of  the  Plaintiffs,  but  this  size  and  shape  are 
common  in  the  trade.    The  distinctive  feature  is  the  wrapper.    The  Defendant's 
wrappers  are,  in  truth,  extremely  dissimilar  from  those  of  the  Plaintiffs.     The 
prominence  of  the   word  "  Sunlight "  on  the  Plaintiffs'  wrappers ;  and  the 
substitution  in  equally  large  type  of  the  words  "  Red  Maid  "  on  the  Defendant's  45 
wrappers,  coupled  with  the  other  differences  between  the  wrappers,  make  the 
dissimilarities  so  obvious  as  to  draw  attention  away  from  the  resemblances.    The 
differences,  not  the  resemblances,  are  what  catch  the  eye.    The  witnesses  called 
for  the  Plaintiffs  show  that,  if  trickery  is  resorted  to,  one  can  be  passed  off  for 
the  other.     But  there  is  nothing  like  proof  that,  in  the  ordinary  course  of  50 
business,  the  Defendant's  boxes  are  likely  to  be  mistaken  for  the  Plaintiffs. 
The  weight  of  the  evidence  is  quite  the  other  way,  and  the  learned  Judge  came 
to  the  same  conclusion.    No  deception  in  fact  was  proved,  and  no  probability  of 
deception  in  the  ordinary  course  of  business  was  established. 

But  the  learned  Judge  has,  nevertheless,  granted  an  injunction  against  the  55 
Defendant,  because  he  intended  to  deceive  and  so  make  up  his  soap  as  to  pass 


Vol.  XVL,  No.  1.]      AND  TRADE  MARK  CASES.  11 

Lever  Brothers,  Ld,  v.  Bedingfield, 

it  off  for  the  Plaintiffs'.  The  injunction  runs  thus  :  "  This  Court  doth  order  and 
"  adjudge  that  the  Defendant  Charles  Henry  Bedingfield^  his  servants  and 
"  agentB,  be  perpetually  restrained  from  selling,  or  offering,  or  exposing,  or 
"advertising  for  sale,  or  procuring  to  be  sold,  any  soap  not  of  the  Plaintiffs' 
5  "  manufacture,  under  labels  or  wrappers,  or  in  boxes,  cases,  or  other  receptacles 
"  so  arranged  or  contrived  as  by  colourable  imitation  of  the  Plaintiffs'  labels, 
"  wrappers,  boxes,  cases,  or  receptacles  to  be  calculated  to  represent  or  to  lead  to 
"  the  belief  that  such  soap  is  soap  of  the  Plaintiffs'  manufacture."  Then  there 
is  an  order  "  that  the  Defendant  Charles  Henry  Bedingfield  do  deliver  up  upon 

10  "  oath  to  the  Plaintiffs  Lever  Brothers^  Ld,^  or  their  agent,  all  labels,  wrappers, 
"  boxes,  cases,  receptacles  and  documents  which  are  in  the  possession  or  power  of 
"  the  Defendant  or  under  his  control  and  which  offend  against  the  said  restraint." 
In  granting  this  injunction,  the  learned  Judge  considered  he  was  giving  effect  to 
Lord  Macnaghten^s  judgment  in  Reddaivay  v.  Bcmham^  and  especially  to  the 

If)  passage  that  will  be  found  in  the  Law  Reports,  1896,  Appeal  Cases,  page  21D. 
That  was  read  and  commented  upon,  and  I  do  not  stop  to  read  it  again.  With 
great  respect  to  Mr.  Justice  Kekeivich^  we  think  he  has  here  fallen  into  an  error. 
Deception  was  not  only  intended  but  was  proved  in  Reddaivay  v.  Banham, 
But  in  this  case  there  is  no  proof  that  the  Defendant  intended  to  do  more  than 

20  use  the  wrapper  complained  of  ;  and  if  that  wrapper  does  not  in  fact  deceive 
and  is  not  calculated  to  deceive,  there  is  no  ground  for  granting  an  injunction 
against  the  Defendant  who  uses  it.  No  injunction  can  properly  be  granted  to 
restrain  a  man  from  doing  that  which,  if  done,  will  not  infringe  the  Plaintiffs' 
rights.    The  Defendant  no  doubt  wanted  an  ornamental  wrapper  which  would 

25  attract  the  public.  The  designer  took  the  Plaintiffs'  wrapper  as  the  best  to  start 
from,  and  he  adapted  it  to  what  he  thought  would  meet  the  Defendant's  wants 
and  would  not  infringe  the  Plaintiffs'  rights.  There  is  always  danger  in  this 
mode  of  procedure,  and  the  first  design  made  for  the  Defendnnt  was  thought  to 
go  too  far,  and  we  think  it  did,  but  it  was  altered  before  action.    The  Defendant 

30  refused  to  alter  it  further,  and  although  it  is  obvious  that  he  could  easily  have 
done  so  without  detriment  to  his  own  business,  we  are  unable  to  say  that  in 
point  of  law  he  was  bound  to  do  so. 

The  appeal  therefore  must  be  allowed  and  the  injunction  must  be  discharged, 
and  the  Plaintiffs  must  pay  the  costs  of  the  appeal,  including  the  costs  occasioned 

35  by  their  own  notice  by  way  of  cross  appeal.  But  as  regards  the  costs  of  the 
action,  we  cannot  overlook  the  fact  that  the  Defendant  has  only  himself  to  thank 
for  the  litigation  which  he  deliberately  provoked.  Although  in  the  result  he 
has  succeeded,  still  no  one  can  say  that  the  action  was  unreasonably  brought  by 
the  Plaintiffs.    They  could  not  be  expected  to  submit  to  the  Defendant's  mode 

40  of  dealing  with  their  wrapper  without  challenging  its  legality. 

Under  the  circumstances  we  shall  simply  reverse  the  judgment  appealed  from 
and  order  judgment  to  be  entered  for  the  Defendant,  without  any  costs  of  the 
action.    The  costs  of  the  appeal  will  be  separately  dealt  with  as  I  have  said. 

♦  13  R.P.C.  218. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Rombr.— November  17th,  1898. 

The  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  The  Dunlop 

Lubricant  Co. 

Trade  name, — Passing  off. — Injunction.  k 

From  1888  the  D.  P.  T.  Co.,  Ld,,  and  their  predecessors  in  title  used  the 
name  "  Dunloj) "  in  connection  ivith  the  goods  of  their  manufacture.  Such 
goods  consisted  of  pneumatic  tyres  for  cycles  and  other  accessories  such  as 
pumps,  inflators,  Ac.  The  name  '^Dunlop "  had  become  identified  ivith  the 
goods  of  the  D.  P.  T.  Co.,  Ld.  One  Funt  traded  as  the  D.  L.  Co.,  and  dealt  in  10 
oils  and  lubricants  for  cycles  and  other  cycle  accessories,  but  not  the  same  class 
of  cu>cessories  as  the  D.  P.  T.  Co.,  Ld.  The  word  "  Dunlop  "  wa^  used 
prominently  on  all  the  goods  of  tfie  Defendant.  The  D.  P.  T.  Co.,  Ld.,  brought 
an  cu^tion  to  restrain  the  Defendant  from  so  trading. 

Held,  that  there  ivas  evidence  that  Funt  was  using  the  word  "  Dunlop  "  because  15 
it  suggested  the  Plaintiff  Company,  and  that  the  Plaintiffs  were  entitled  to  an 
injunction. 

In  1888  the  word  "  Dunlop  "  was  first  used  by  the  predecessors  in  title  of  the 
Plaintiff  Company  to  designate  the  goods  manufactured  by  them.     Since  that 
time  the  word  had  been  in  continuous  use  as  designating  such  goods,  which  20 
consisted  of  tyres,  and  pumps,  inflators,  and  other  accessories  for  cycles. 

One  Joseph  Peter  Funt  started  business  as  the  "  Dunlop  Lubricant  Company  " 
at  various  addresses  in  London,  and  dealt  in  oils  and  lubricants  for  cycles.  On 
the  labels  under  which  these  goods  were  sold  the  words  "  The  Dunlop  "  were 
printed  in  large  thick  type  and  the  names  of  the  lubricants  in  smaller  type.  25 
There  was  also  on  the  labels  a  design  consisting  of  a  wheel  which  bore  a  marked 
resemblance  to  a  similar  device  which  the  Plaintiffs  used  upon  their  letter  paper. 

The  Plaintiffs  by  their  Statement  of  Claim,  after  stating  that  the  term 
"  Dunlop  "  had  a  wide  reputation  in  connection  with  their  business  and  had 
become  identified  by  the  public  with  their  goods,  alleged : — (3)  "  The  Plaintiff  30 
'*  Company  has  recently  ascertained,  as  the  fact  is,  that  the  Defendants  for  the 
"  purpose  of  passing  off  their  goods  as  and  for  the  goods  of  the  Plaintiff 
"  Company,  and  for  the  purpose  of  taking  advantage  of  the  reputation  which 
*'  the  goods  manu&ctured  and  sold  by  the  Plaintiff  Company  have  acquired^and 
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"  for  the  purpose  of  in  some  manner  associating  their  business  with  the  business 
"  of  the  Plaintiff  Company,  have  adopted  and  carry  on  business  under  the  style 
"  and  title  of  *  The  Dunlop  Lubricant  Company:    (4)  The  Defendants  for  the 
"  purposes  aforesaid  are  offering  and  advertising  for  sale  and  selling  lubricants 
5  "  for  cycle  chains  and  other  parts  of  cycles  under  the  title  of  *  The  Dunlop 
"  *  Stick  Lubricant '  and  *  The  Dunlop  Plumbago  Lubricant,'  and  are  putting 
"  up  the  same  in  tubes  and  boxes  with  labels  bearing  the  sai  1  titles  respectively, 
"  and  also  bearing  the  words  *  manufactured  only  by  the  Dunlop  Lubricant 
"  *  Company,  and  further,  the  Defendants  have  issued  and  published  adyertise- 
10  "  ments  and  trade  cards  having  reference  to  such  lubricants  as  aforesaid  with 
«  the  words  *  The  Dunlop '  printed  in  large  thick  type  and  the  rest  of  the  names 
"  of  the  said  lubricants  in  smaller  type.    (5)  The  divers  wrongful  acts  of  the 
**  Defendants  are  calculated  to  deceive  the  public  into  purchasing  the  goods  of 
"  the  Defendants  in  the  belief  that  such  goods  are  the  goods  of  the  Plaintiff 
15  "  Company's  manufacture,  or  that  the  Defendant  Company  and  its  goods  are  in 
*«  some  way  associated  with  the  Plaintiff  Company.    (6)  By  reason  of  the  said 
"  wrongful  acts  of  the  Defendants  the  Plaintiff  Company  will  sustain  serious 
"  injury  in  their  business  unless  relieved  by  this  Honourable  Court."    The 
Plaintiffs  claimed  :— « (1)    An  injunction  to  restrain  the  Defendants,  their 
20  "  servants  and  agents,  n-om  carrying  on  business  under  the  style  or  title  of 
"  *  The  Dunlop  Lub'iHcant  Company,   or  under  any  other  or  similar  style  or 
**  title  comprising  the  word  *  Dunlop,'  or  any  style  or  title  calculated  to  deceive  or 
"  mislead  the  public  into  the  belief  that  the  Defendant  Company  is  the  same 
"  company  as  the  Plaintiff  Company,  or  is  in  connection  therewith,  or  that  the 
25  "  business  of  the  Defendant  Company  is  the  same  or  in  any  way  connected 
"  with  the  business  of  the  Plaintiff  Company.     (2)  An  injunction  to  restrain 
"  the  Defendants,  their  servants,  and  agents,  from  passing  off  or  attempting  to 
"  pass  off  the  Defendant  Company's  goods  as  and  for  the  goods  of  the  Plaintiff 
"  Company,  and  also  from  issuing  or  publishing  any  catalogues,  labels,  circulars, 
30  "  showcards,  advertisements,  or  billheads,  or  from  using  any  trade  name  com- 
"  prising  the  word  *  Dunlop'  in  connection  with  any  goods  not  being  goods 
"  manufactured  or  sold  by  the  Plaintiff  Company."    (3)  Delivery  up  of  all 
labels,  &c.    (4)  Damages  or  an  account  of  profits.    (5)  Costs. 

The  Defendant  by  his  defence  alleged  that  from  November  1896  till  10th 

35  August  1897   the  Defendant  Funt  earned  on  in   partnership,  without  any 

written  instrument  of  partnership,  a  business  in  lighting,  lubricating,  and  other 

oils  and  substances  under  the  style  of  "The  Dunlop  Lubricant  Company"  with 

one  John  Francis  Dunlop,    By  an  indenture  duly  made   between   the  said 

John  Francis  Dunlop  of  the  one  part  and  the  said  Joseph  Peter  Funt  of  the 

40  other  part,  and  dated  10th  August  1897,  it  was  agreed  that  the  partnership  be 

dissolved.    By  the  same  indenture  the  said  Dunlop  assigned  and  released  to 

the  said  Funt  all  his  estate  and  interest  in  the  said  business  together  with  the 

goodwill   thereof    and  the    stock-in-trade,  moneys,  credits,  trade  names,  and 

secret   processes  and    effects  belonging  thereto,  and  the  sole  and  exclusive 

45  right  to  use  the  firm  name  of  "  The  Dunlop  Lubricant  Company."     The  said 

Dunlop  also  covenanted  not  to  use  his  surname  "Dunlop"  in  any  way  in 

connection  with  the   sale  of  lighting,  lubricating,  or  other  oils  or  substances 

whatsoever.    That  the  said  Funt  had  since  the  date  of  the  said  indenture 

carried  on  the  business  by  himself.   The  said  business  was  distinct  from  and  in  no 

50  way  similar  to  that  of  the  Plaintiff  Company.     The  Defendant  also  denied  that 

his  acts  were  wrongful  or  calculated  to  deceive  the  public,  or  that  the  Plaintiff 

Company  would  sustain  any  serious  loss  or  injury,  and  submitted  that  he  was 

entitled  to  carry  on  his  business  in  the  same  manner  as  hitherto  and  under  the 

same  name. 

55      The  Plaintiffs  by  their  reply,  after  joining  issne,  alleged  :— "  If  the  said  Joseph 

"  Francis  Dunlop,  in  the  first  paragraph  of  the  defence  referred  to,  was  ever  iu 


14  REPORTS  OP  PATENT,  DESIGN,       [Jan.  18, 1899. 


Uie  Dunlop  Pneumatic  Tyre  Go.,  Ld.  v.  The  Dxmlop  Lubricant  Co. 

"  partnership  with  the  said  Joseph  Peter  Funt  as  alleged,  which  is  denied,  no 
"  genuine  business  was  ever  carried  on  by  the  said  John  Francis  Dunlop  or 
"  the  alleged  partnership  in  the  articles  sold  by  the  Defendant  Company,  and 
"  the  deed  of  the  10th  August  1897,  if  any  such  deed  was  ever  entered  into, 
"  which  is  not  admitted,  was  a  mere  colourable  assignment  executed  with  the  5 
"  object  of  enabling  the  said  Joseph  Peter  Funt  to  trade  under  the  name  of  the 
"  Defendant  Company,  or  under  a  name  of  which  the  term  '  Dunlop '  formed  a 
"  part,  and  for  the  purpose  of  associating  the  Defendant  Company  with  the 
"  Plaintiff  Company,  and  for  the  purpose  of  enabling  the  said  Joseph  Peter  Funt 
"  to  acquire  the  goodwill  and  connection  of  the  Plaintiff  Company."  10 

The  action  came  on  for  trial  before  Mr.  JUSTICE  ROMER. 

Moulton,  Q.C.,  and  A,  J.  Walter  (instructed  by  J.  B.  and  F.  Purchase) 
appeared  for  the  Plaintiffs ;  Proctor  (instructed  by  Waddington  and  Co,)  appeared 
for  the  Defendant. 

Moulton,  Q.C.,  for  the  Plaintiffs. — The  Plaintiff  Company  are  well  known,  15 
and  their  goods  have  a  wide  reputation.  The  word  "  Dunlop  "  is  identified  with 
their  goods  by  the  public.  The  Plaintiff  Company  deal  in  pneumatic  tyres  for 
cycles  and  such  accessories  as  pumps,  repairing  outfi^ts,  &c.  The  Defendant  has 
taken  the  name  "  Dunlop,"  and  also  deals  in  cycle  accessories.  There  is  no  real 
Company.  Funt  is  the  owner  of  the  business.  There  has  never  been  any  sub-  20 
stantial  business  done.  From  May  to  December  1897,  there  were  only  35 
transactions.  His  story  is  that  he  was  in  partnership  with  a  man  called 
Dunlop,  and  that  they  dissolved  partnership  by  an  indenture  which  assigned  to 
Funt  the  right  to  use  the  name  "Dunlop."  We  do  not  admit  that  the  story  is 
genuine.  The  Defendant  has  used  our  name  Dunlop  in  large  letters  on  his  25 
labels,  the  rest  being  in  small  type.  He  also  has  a  device  on  the  labels  of  a 
wheel,  which  is  practically  the  same  as  that  which  the  Plaintiffs  use  on  their 
letter  paper.  His  intention  is  obviously  fraudulent,  and  we  are  entitled  to  an 
injunction.  The  case  of  The  Dunlop  Pneumatic  Tyre  Company  v.  The 
Dunlo2)'Tniffault  Cycle  and  Tube  Manufacturing  Company,  Ld.  was  cited.*      30 

Witnesses  were  then  called  for  the  Plaintiffs,  including  George  Robin,  a 
cycle  dealer,  who  stated  that  he  thought  the  goods  of  the  Defendant  were  those 
of  the  Plaintiffs,  and  William  Henry  Austin,  also  a  cycle  dealer,  who  said  that 
the  Defendant's  traveller  had  represented  to  him  that  the  Defendant's  goods 
were  those  of  the  Plaintiffs.  35 

Proctor,  for  the  Defendant. — There  is  no  deception  here.  The  Defendant's 
goods  are  sufficiently  distinguished,  and  no  one  could  be  deceived.  The 
Plaintiffs  do  not  manufacture  the  same  class  of  goods  as  the  Defendant. 
[ROMER,  J. — They  may  begin  to  do  so  to-morrow].  The  Defendant  has  not 
passed  off  his  goods  as  those  of  the  Plaintiffs.  The  Plaintiffs  have  suffered  no  40 
damage. 

After  hearing  the  evidence  of  Defendant  Funt,  and  Defendant's  Counsel 
having  stated  that  that  was  all  the  evidence  for  the  defence,  ROMBR,  J., 
intimated  that  further  arguments  were  unnecessary,  and  delivered  judgment 
as  follows  : —  45 

ROMER,  J, — ^After  hearing  the  Defendant,  I  can  only  say  that  I  can  place  no 
reliance  at  all  upon  his  account  as  to  how  he  came  to  use  the  name  of  the 
Dunlop  Lubricant  Company.  I  am  satisfied  that  there  was  never  any  prior 
business  carried  on  by  Mr.  Dunlop  under  that  name.  I  am  not  satisfied  that 
the  arrangement  purported  to  be  come  to  by  the  deed  which  has  been  put  in  50 
was  a  genuine  arrangement,  and  the  conclusion  I  come  to  is  that  the  Defendant 
himself  chose  to  carry  on  business  under  the  name  of  the  Dunlop  Lubricant 
Company  because  of  the  word  "Dunlop,"  and  because  the  word  "Dunlop" 
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suggested  the  Plain  tiff  Company,  and  for  no  other  reason.  It  appears  to  me 
it  would  be  wrong  to  allow  him  to  carry  on  business  under  that  name,  and  to 
describe  the  goods  as  he  does  as  "Dunlop"  goods,  for  that  is  the  chief  word 
that  he  uses  on  the  covers  of  his  goods,  with  regard  to  his  burning  oil  and  his 
5  graphite,  which  he  sells.  The  word  "  Dunlop  "  is  put  in  a  very  prominent 
way,  and  I  am  satisfied  that  he  does  that  with  a  view  of  inducing  customers 
to  believe  that  those  goods,  if  they  are  not  the  goods  of  the  Plaintiffs,  are  goods 
used  in  some  way  with  their  sanction,  or  connected  in  some  way  with  them,  so  as 
to  get  the  benefit  of  the  Plaintiffs'  name.     It  appears  to  me  that  the  Plaintiffs 

10  are  entitled  to  say  that  the  word  "  Dunlop  "  ought  not  to  be  allowed  to  be  used 
under  those  circumstances  with  those  objects  by  the  Defendant ;  that  it  would 
injure  them  in  their  business  very  considerably  if  it  is  not  stopped.  They 
themselves  are  sellers  of  cycle  accessories,  though  as  a  matter  of  fact  up  to  the 
present  time  they  have  not  sold  burning  oil  or  lubricants.     But  they  may  do  bo, 

15  and  in  the  meantime  it  appears  to  me  that  they  are  entitled  to  come  into  Court 
and  say  that  a  name  substantially  identical  with  theirs  ought  not  to  be  allowed 
to  be  used  by  the  Defendant  in  the  way  in  which  he  is  using  it.  I,  therefore, 
think  the  Plaintiffs  are  entitled  to  some  relief. 

I  shall  grant  an  injunction  "  restraining  the  Defendant,  his  servants  and  agents, 

20  "  from  carrying  on  business  under  the  style  of  the  Lhin lop  Lubricant  Gompany,  or 
•'  under  any  other  style  or  title  comprising  the  word  '  Dunlop,'  so  as  to  induce 
"  the  belief  that  the  Defendant  Company  is  the  same  Company  as  the  Plaintiff 
"  Company,  or  is  in  connection  with  them,  or  that  the  business  of  the  Defendant 
"  Company  is  the  same  or  in  any  way  connected  with  the  business  of  the 

25  "  Plaintiff  Company."  Then,  I  think,  with  regard  to  the  goods  he  is  selling, 
there  must  be  also  an  injunction  "restraining  the  Defendant,  his  servants  and 
"  agents  from  selling  goods  in  the  form  shown  by  the  two  examples,"  following 
it  by  "and  from  selling  goods  in  any  labels  having  the  word  *Danlop'  upon 
"  them,  so  as  to  represent  or  induce  the  belief  that  the  goods  are  the  goods  of 

30  "  the  Plaintiff  Company."  Then  there  must  be  an  order  for  the  Defendant  to 
pay  the  costs  of  the  action. 
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In  thb  Court  of  Apphal. 

B^ore  THB  Mastbr  of  thb  Rolls  and  Lords  Justiobs  Chitt7  and 

Vauohan  Williams. 

October  25th,  26th,  27th,  28th,  and  31st,  and  Nov.  25th,  1898. 

Thb  Duklop  Pnbumatio  Tyrb  Company,  Ld.,  and  Others  v.  5 

Thb  New  Ixion  Tyrb  and  Cycle  Company,  Ld. 


Patent. — Action  for  infringement  of  two  patents. — Validity. — Infringe- 
ment.— Plaintiffs  partly  sticcessful. — Costs. — Appeals  by  Plaintiffs  and  Defers 
dants. — Appeals  dismissed. — Form  of  Injunction, 

In  1890f  a  patent  was  granted  to  W.for  "  Improvements  in  rubber  tyres  and  10 
"  metal  rims  or  fellies  of  wheels  for  cycle  or  otiier  light  vehicles.^'*     In  the  same 
year  a  patent  was  granted  to  B.  for  "  Improvements  in  tyres  or  rims  for  cycles 
"  and  other  vehicles.^^    In  1897y  the  D.  P.  T.  Company^  in  whom  both  the  patents 
had  become  vested^  commenced  an  action  against  the  N.  I.  T.  Company  for 
infringement  of  both  patents.     The  Defendants  denied  infringement  and  also  15 
the  validity  of  both  patents.    Before  the  trials  B.^s  patent   had  been  upheld  and 
construed  by  the  House  of  Lords  (The  North  British  Rubber  Company,  Ld. 
V.  The  Gormully  and  Jeffery  Manufacturing  Company,  16  R.P.C.  245\  by 
whom  it  was  Jield  that  the  first  claim  was  for  the  method  described  in  tJie 
Specification    and   any    method   substantially    the   same   of  connecting    the  20 
outer  cover  of  a  tyre  with  the  rim  so  that  the  ends  of  the  cover  are  gripped. 
W.'s  patent  Iiad  before  tJie  trial  been  upheld  and  construed  in  several  actions^ 
and  in  one  of  them  (The  Pneumatic  Tyre  Company,  Ld.,  v.  The  East  London 
Rubber  Company,  14  B.P.C.  573)  by  the  Court  of  Appeal^  by  whom  it  was  held 
that  the  feature  of  the  invention  consisted  in  an  arrangement  in  tvhich  an  25 
arched  tyre  was  stretched  over  a  convex  surface  and  held  in  position  by  ivires 
in  its  edges  without  any  other  support  or  fastening.     Two  tyres  were  complained 
of  by  the  Plaintiffs  as  infringements^  both  of  them  being  alleged  to  infringe  B?s 
patent^  and  one  of  them  07ily  being  alleged  at  the  trial  to  infri^ige   W.^s  patent. 
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In  each  there  was  a  rubber  tyre  with  metal  bands  in  pockets  at  the  edges  of  it ; 
these  bands  overlapped  longiVAUna^lltj,  but  the  eni^  were  not  fastemi  together: 
The  rim  in  each  case  was  nearly  flat  at  the  bottom,  and  the  bands  when  lying 
side  by  side  in  the  rim  met  or  slightly  overlapped.  In  the  alleged  infringement 
5  of  both  patents  (J.H.^  the  edges  of  the  rim  were  turned  outwards  to  some  extent, 
but  in  the  other  alleged  infringement  (J.H.i)  the  edges  were  somewhat  inturned^ 
and  in  the  latter  case  the  pockets  were  looser  tfian  in  the  former  case.  The 
position  and  action  of  the  bands  when  the  tyres  were  inflated  were  in 
contn)versy. 

10  Held,  by  Kekewich,  J.,  that  the  questions  as  to  the  validity  of  the  patents  were 
concluded  as  regards  that  Court  by  the  judgments  in  the  previous  actions  on  the 
patents,  that  J.H.^  was  an  infringefuent  of  B.^s  patent,  but  that  J.H.^  was  not 
an  infringement  of  either  of  the  patents,  A  special  order  was  made  as  to  a)sts, 
and  ilie  costs  so  far  as  referring  to  the  validity  of  eitlier  patent  were  directed 

15  to  be  taxed  as  between  solicitor  and  client. 

The  Plaintiffs  appealed  against  the  decision  so  far  a^  the  same  related  to 
J.H.t,  and  also  as  regards  the  form  of  the  injunction  in  respect  of  J.H.^,  which 
restrained  the  Defendants  from  infringing  B.'s  patent  by  maJring  tyres 
like  J.H.i,  but  not  generally  from  infringing  the  patent.  The  Defendants 
20  appealed  from  the  decision  that  J.H.^  was  an  infringement  of  B.^s  patent,  and 
also  from  the  decision  in  favour  of  the  validity  of  W.^s  patent,  and  conteyided, 
at  the  hearing,  that  it  ivas  invalid  on  the  ground  of  disconformity,  inasmuch  as 
Fig.  20  in  the  Complete  Specification  was  not  within  the  Provisional 
Specification. 

25       Held  (approving  the  decision  of  Wills,  J.,  in  The  Pneumatic  Tyre  Co.,  Ld.  v. 
The  Ixion  Patent  Pneumatic  Tyre  Co.,  14  R.P.C.  853),  that   W's  patent  was 
not  invalid  on  the  ground  alleged  by  the  Defendants,  and  that  the  decisions  of 
Eekewich,  J.,  as  to  infringement  were  correct. 
All  three  appeals  were  dismissed  with  costs,  such  costs  to  be  set  off. 

30  On  the  16th  of  September  1890,  Letters  Patent  (No.  14,563  of  1890)  were 
granted  to  Charles  Kingston  Welch  for  "  Improvements  in  rubber  tyres  and 
"  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles." 

The  Complete  Specification  (so  isx  as  material  for  the  purposes  of  this  report) 
was  as  follows  : — "  My  invention  relates  to  improvements  in  the  construction  of 
35  '*  rubber  tyres  and  metal  rims  or  felloes  and  methods  of  secaring  the  same  one 
"  to  the  other,  for  the  wheels  of  cycles  and  other  light  vehicles. 

"  The  chief  objects  of  my  invention  are  to  produce  rubber  tyres  that  will  be 
'^  easy  running,  reduce  vibration  and  also  be  securely  fastened  to  the  metal  rims 
"  or  felloes. 
40  '^  The  rubber  or  elastic  tyres  hereinafter  described  are  in  most  cases  saddle  or 
^  arched  (when  on  the  rims)  in  section  and  are  made  to  fit  either  wholly  or 
'^  partly  outside  the  metal  rims  or  felloes  which  may  in  some  cases  be  of  special 
"  form  as  hereinafter  described,  I  also  construct  this  form  of  tyre  to  fit  over 
"  other  elastic  tyres  or  wheels  at  present  in  vogue  or  made  in  the  ordinary  way, 
45  "  either  for  protecting  securing,  or  reducing  vibration.  In  all  cases  the  method 
'*  of  securing  renders  the  rubber  tyre  easily  attachable  or  detachable  for 
"  repairs  Ac. 

"  Referring  to  the  accompanying  sheet  of  drawings  throughout  the  several 
.  '^  figures  siniilar  parts  are  marked  with  like  letters  of  reference.    Fig.  1  is  a 

B 
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B^ore  THB  Master  of  the  Rolls  and  Lords  Justices  Chitt7  and 

Vauohan  Williams. 

October  25th,  26th,  27th,  28th,  and  31st,  and  Nov.  25th,  1898. 

The  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  Others  v.  5 

The  New  Ixion  Tyre  and  Cycle  Company,  Ld. 


Patent. — Action  for  infringement  of  two  patents. — Validity. — Infringe- 
ment.— PlaintiJ^  partly  successful. — Costs. — Appeals  by  Plaintiffs  and  Defen- 
dants.— Appeals  dismissed. — Form  of  Injunction. 

In  1890y  a  patent  was  granted  to  W.for  "  Improvements  in  rubber  tyres  and  10 
"  m^tal  rims  or  felloes  of  wheels  for  cycle  or  oilier  light  vehicles^     In  the  same 
year  a  patent  was  granted  to  B.  for  "  Improvements  in  tyres  or  rims  for  cycles 
"  and  other  vehicles^    In  1897 y  the  D.  P.  T.  Company ^  in  whom  both  the  patents 
had  become  vested^  commenced  an  action  against  the  N.  I.  T.  Company  for 
infringement  of  both  patents.     The  Defendants  denied  infringement  and  also  15 
the  validity  of  both  patents.    Before  the  trials  B.^s  patent   had  been  upheld  and 
construed  by  the  House  of  Lords  (The  North  British  Rubber  Company,  Ld. 
V.  The  GormuUy  and  Jeffery  Manufacturing  Company,  15  R.P.G.  245),  by 
whom  it  was  Jield  that  the  first  claim  was  for  the  method  described  in  the 
Specification    and   any    method   substantially    the   same   of  connecting    the   20 
outer  cover  of  a  tyre  with  the  rim  so  that  the  ends  of  the  cover  are  gripped. 
W.^s  patent  had  before  the  trial  been  uplield  and  construed  in  several  actions^ 
and  in  one  of  them  (The  Pneumatic  Tyre  Company,  Ld.,  v.  The  East  London 
Rubber  Company,  14  B.P.C  573)  by  the  Court  of  Appeal,  by  whom  it  was  held 
that  the  feature  of  the  invention  consisted  in  an  arrangement  in  which  an  25 
arched  tyre  was  stretched  over  a  convex  surface  and  held  in  position  by  wires 
in  its  edges  without  any  other  support  or  fastening.     Two  tyres  were  complained 
of  by  the  Plaintiffs  as  infringements,  both  of  them  being  alleged  to  infringe  B.^s 
patent^  and  one  of  them  07ily  being  alleged  at  the  trial  to  infringe   W.'s  patent. 
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In  each  there  was  a  rubber  tyre  ivith  metal  bands  in  pockets  at  the  edges  of  it ; 
these  bands  overlapped  longituMncLlli/^  but  the  enis  were  not  fastened  together: 
The  rim  in  each  case  was  nearly  flat  at  the  bottom,  and  the  bands  tvhen  lying 
side  by  side  in  the  rim  met  or  slightly  overlapped.  In  the  alleged  infringement 
5  of  both  patents  (J.H.^  the  edges  of  the  rim  were  turned  outwards  to  some  extent^ 
but  in  the  other  alleged  infringement  (J.H.{)  the  edges  were  somewhat  inturnedi 
and  in  the  latter  case  the  pockets  were  looser  tJian  in  the  former  case.  The 
position  and  auction  of  the  bands  wJien  the  tyres  were  inflated  were  in 
controversy. 

10  Held,  by  Kekewich,  /.,  that  the  questions  as  to  the  validity  of  the  patents  were 
concluded  as  regards  that  Court  by  the  judgments  in  the  previous  actions  on  the 
patents,  that  J. H.^  was  an  infringement  of  B.^s  patent,  but  that  J.H.i  was  not 
an  infringement  of  either  of  the  patents.  A  special  order  tvas  made  as  to  costs; 
and  tlie  costs  so  far  as  referring  to  the  validity  of  either  patent  were  directed 

15  to  be  taxed  as  between  solicitor  and  client. 

The  Plaintiffs  appealed  against  the  decision  so  far  as  the  same  related  to 
J.n.ff  and  also  as  regards  the  form  of  the  injunction  in  respect  of  J.H.if  which 
restrained  the  Defendants  from  infringing  B.^s  patent  by  making  tyres 
like  J.H.i,  but  not  generally  from  infringing  the  patent.  The  Defendants 
20  appealed  from  the  decision  that  J.H.^  was  an  infringement  of  B.^s  patent,  and 
also  from  the  decision  in  favour  of  the  validity  of  W.^s  patent,  and  contended, 
at  the  hearing,  that  it  was  invalid  on  the  ground  of  disconformity,  inasmuch  as 
Fig.  20  in  the  Complete  Specification  was  not  ivithin  the  Provisional 
Specification. 

25  Held  (approving  the  decision  of  Wills,  /.,  in  The  Pneumatic  Tyre  Co.,  Ld.  v. 
The  Ixion  Patent  Pneumatic  Tyre  Co.,  14  R.P.C.  853),  that  W.^s  patent  was 
not  invalid  on  the  ground  alleged  by  the  Defendants,  and  that  the  decisions  of 
Kekewich,  /.,  as  to  infringement  were  correct. 

All  three  appeals  were  dismissed  loith  costs,  such  costs  to  be  set  off. 

30  On  the  16th  of  September  1890,  Letters  Patent  (No.  14,563  of  1890)  were 
granted  to  Charles  Kingston  Welch  for  "  Improvements  in  rubber  tyres  and 
"  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles." 

The  Complete  Specification  (so  isx  as  material  for  the  purposes  of  this  report) 
was  as  follows  : — "  My  invention  relates  to  improvements  in  the  construction  of 
35  ^  rubber  tyres  and  metal  rims  or  felloes  and  methods  of  securing  the  same  one 
^*  to  the  other,  for  the  wheels  of  cycles  and  other  light  vehicles. 

"  The  chief  objects  of  my  invention  are  to  produce  rubber  tyres  that  will  be 
*^  easy  running,  reduce  vibration  and  also  be  securely  fastened  to  the  metal  rims 
**  or  felloes. 
40  ^*  The  rubber  or  elastic  tyres  hereinafter  described  are  in  most  cases  saddle  or 
**  arched  (when  on  the  rims)  in  section  and  are  made  to  fit  either  wholly  or 
*'  partly  outside  the  metal  rims  or  felloes  which  may  in  some  cases  be  of  special 
"  form  as  hereinafter  described,  I  also  construct  this  form  of  tyre  to  fit  over 
"  other  elastic  tyres  or  wheels  at  present  in  vogue  or  made  in  the  ordinary  way, 
45  "  either  for  protecting  securing,  or  reducing  vibration.  In  all  cases  the  method 
**  of  securing  renders  the  rubber  tyre  easily  attachable  or  detachable  for 
**  repairs  Ac. 

"  Referring  to  the  accompanying  sheet  of  drawings  throughout  the  several 
.  ^  figures  similar  parts  are  marked  with  like  letters  of  reference.    Fig.  1  is  a 

B 
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"  transverse  section  of  a  saddle  or  arched  shape  rubber  or  elastic  tyre  as  fitted 
"  to  a  round  weldless  steel  tubular  rim.  Fig.  2  is  a  transverse  section  and 
"  part  side  elevation  of  a  similar  tyre  as  fitted  to  a  D-sliap®<i  tubular  rim  in 
**  which  the  spokes  may  be  suitably  secured.  Referring  to  both  figures  a. 
"  is  the  rim.  c.  the  saddle  or  arched  shape  elastic  tyre  through  which  two  5 
*'  longitudinal  holes  are  formed  one  on  each  side  of  the  rim,  these  are  lined 
"  with  a  strong  canvas  or  insertion  and  vulcanized  within  the  rubber  c,  as  shown 
"  at  d,  these  linings  may  be  separate  one  from  the  other  as  in  Fig.  1  or  I  may 
**  fold  a  piece  of  canvas  on  each  side  and  either  stitch  or  othei*wi8e  fasten 
"  it  together  and  vulcanize  the  same  within  the  rubber  tyre  as  shown  at  d.  in  \Q 
"  Fig.  2. 

"In  order  to  secure  the  rubber  or  elastic  tyres  to  the  rims  I  insert  two 
"  wires  or  cores  e,  e,  (which  may  be  of  steel,  brass,  bronze  or  other  sufficiently 
"  inelastic  material  to  answer  the  purpose)  one  on  each  side  of  the  rim,  the  ends 
"  of  the  wires  may  be  connected  with  a  nipple/,  having  a  right  and  left  hand  15 
**  thread  screwed  thereon,  or  I  may  put  a  thread  on  one  end  of  th^  wires  a  head 
"  on  the  other  and  connect  it  with  a  similar  device  as  shown  with  reference  to 
"  Fig.  21  or  in  any  other  suitable  way.  The  nipples  may  be  of  hexagon  form 
"  or  may  be  enlarged  at  any  part  in  the  form  of  a  hexagon  collar  as  shown  at/. 
"  Fig.  2  which  may  be  turned  by  a  thin  wrench  as  shown  in  Fig.  3  pushed  2O 
"  between  the  ends  of  the  rubber  when  the  tyre  is  made  of  a  straight  length 
"  or  if  moulded  in  a  complete  ring  small  apertures  may  be  made  for  the 
"  purpose  as  shown  at  g.  Fig.  2.  Thus  the  above  described  rubber  tyres  may 
"  be  placed  on  either  of  the  described  metal  rims  or  felloes  one  wire  of 
"  which  may  be  connected  beforehand  the  ends  of  the  other  wire  may  then  25 
**  be  connected  after  the  tyre  is  in  place  and  each  drawn  together  with  a 
"  wrench,  thus  the  rubber  tyre  would  tighten  on  the  rim  or  felloe  and  the 
"  sides  would  be  drawn  in  towards  the  centre  of  the  wheel  securing  the  same 
"  thereto,  the  under  or  inner  portion  of  the  tyre  Fig.  1.  is  shown  lined  with 
"  canvas  to  strengthen  the  same,  cement  may  be  used  in  addition  to  the  wires  30 
"  for  either  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  j^hem 
"  in  position,  when  the  tvres  may  be  grooved,  serrated  or  embossed  as  shown  in 
«  Fig.  2 

"  Fig.  15  shows  a  transverse  section  of  a  saddle  or  arched  shape  rubber  or 
"  elastic  tyre  constructed  according  to  my  invention  for  covering,  protecting  35 
"  and  securing  tyres  of  wheels  which  are  inflated  with  air  as  described  in 
"  Thomsons  Patent  No.  10990 — 1845,  and  are  now  in  present  use.  a,  is  a  wide 
"  metal  rim  constructed  with  a  rounding  surface  outwardly  in  the  form  of  a 
"  shallow  concave  groove  on  each  side  of  which  the  shoulders  k.  k.  are  formed 
"  the  spokes  may  be  secured  in  the  rim  in  the  ordinary  way,  this  rim  may  also  40 
"  be  made  in  a  tubular  form.  h.  is  an  ordinary  inflatable  tyre  similar  to  that 
"  described  in  Thomson  Patent  hereinbefore  mentioned  and  also  in  present  u&e. 
"  c.  is  a  saddle  or  arched  shaped  tyre  similar  to  those  before  described  but  made 
"  larger  as  shown  in  the  drawings,  d.  d.  is  a  strong  canvas  lining  made  from  a 
"  width  of  canvas  or  other  suitable  material  folded  over  and  sewn  or  otherwise  45 
"  secured  as  before  described  so  as  to  form  a  strong  support  for  the  wires  or 
"  cores,  in  some  cases  it  may  be  desirable  to  double  the  canvas  throughout,  e,  e. 
"  are  the  securing  wires  or  cores  which  are  inserted  into  the  sides  of  the  tyre  or 
"  covering  as  in  other  cases  hereinbefore  described,  the  ends  of  the  wires  may 
"  be  fastened  by  nippers  similar  to  those  before  described  or  I  may  render  the  50 
"  wires  endless  in  this  case  by  beveling  the  ends  of  the  wires  for  about  2  in.  and 
"  braze  them  together,  the  tyre  may  then  be  made  up  on  the  wires  or  cores  and 
"  vulcanized  with  the  same.  I.  is  a  piece  of  canvas  placed  over  the  spoke  heads 
"  to  protect  the  inflatible  tyre  from  undue  wear 

"  Fig.  19  shpws  ^  complete  tyre  constructed  tp  fit  the  ordinary  large  si^d  rimp.  55 


Vol.  SVI^  No.  1.]       AND  TRADE  MARK  OASES.  19 

The  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  Others  v.  The  New  Jxitm 
Tyre  and  Cycle  Company,  Ld. 

"  a.  is  tlie  rim  in  which  is  fitted  the  rubber  tyre  c.  constracted  with  a  hole  throngh 
"  the  same  for  either  lightening  or  reducing  vibration,  d.  is  the  canvas  for 
*'  supporting  the  wires  e.  e.  which  are  passed  through  the  holes  and  drawn  together 
*'  in  a  similar  manner  to  those  deacribed  with  reference  to  Figs,  1  and  2. 


Jc^   /S. 


"  Fig.  20  shows  a  similar  tyre  constructed  with  a  much  larger  hole  through 
"  the  centre  this  hole  or  space  may  be  inflated  through  a  suitable  tube  fitted  with 
"  a  valve  in  the  ordinary  manner,    a.  shows  an  ordinary  hollow  metal  rim  made 


£t^.%Q. 


■*  with  rounded  edges ;  c.  is  a  saddle  or  arched  shaped  tyre  connected  at  the 

**  bottom  by  a  web  or  band  of  rubber  thus  making  a  complete  tube ;  d.  is  the 

XQ  **  canvas  msertioQ  which  is  vulcanized  within  tho  rubber  in  the  form  of  a  tube 

P.2 
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"  for  strengthening  the  same  and  also  to  give  support  to  the  securing  wires  or 
"  cores  e.  e,  which  may  be  connected  by  the  described  nipples  or  the  wires  may 
"  be  rendered  endless  by  brazing  the  ends  together  as  before  described  in  which 
"  case  they  must  be  inserted  before  vulcanizing,  m.  is  the  valve  tube  through 
"  which  the  tyre  may  be  inflated  in  the  usual  manner.  In  order  to  secure  the  5 
"  tyre  in  its  place  on  the  rim  the  tube  m.  is  first  pushed  through  the  hole  in  the 
"  rim  a.  the  rubber  tyre  is  then  pulled  open  as  shown  in  dotted  lines  which 
"  allows  it  to  be  forced  or  pushed  into  its  place,  the  tyre  is  then  inflated  which 
"  causes  the  web  or  band  of  rubber  to  be  pressed  down  tightly  into  the  concave 
"  grooved  rim  and  thus  preventing  any  displacement  laterally,  the  tyre  10 
"  being  held  on  each  side  by  the  wires  or  cores  is  therefore  firmly  secured 
"  to  the  rim. 

"  To  remove  the  tyre  from  the  rim  all  that  is  necessary  is  to  allow  the  air  or 
"  gas  to  escape,  the  tyre  can  then  be  easily  pulled  laterally  over  the  edge  of  the 
"  rim  without  disconnecting  the  securing  wires  or  cores.  In  most  cases  these  15 
"  tyres  may  be  cemeifted  in  addition  to  the  described  wires  or  cores  for  either 
"  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  them  in  position 
"  on  the  rims. 

"  The  above  described  rubber  tyres  being  either  wholly  or  partly  outside  the 
"  metal  rims  or  felloes  are  free  to  expand  laterally  thus  giving  a  more  elastic  20 
"  contact  with  the  ground  and  therefore  reducing  vibration  more  effectually. 

"  It  is  obvious  that  I  may  fit  these  improvements  to  various  other  wheels  and 
"  also  vary  the  details  of  construction  without  however  departing  from  my 
"  invention. 

"  I  would  have  it  distinctly  understood  that  I  am  aware  that  arched  tyres  have  25 
"  been  used  before  also  that  wires  and  other  cores  have  been  applied  in  a  variety 
*'  of  ways. 

"  I  am  also  aware  that  a  tyre  similar  in  form  and  fitted  on  to  a  similar  rim  to 
"  that  described  by  me  with  reference  to  Fig.  1,  is  shown  in  Salamons  Patent 
"  17093^  but  is  secured  to  the  rim  by  cement  only,  or  by  shrinking."  30 

There  were  18  claims,  among  which  were  the  following  : — 

"  (4.)  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  lined  with  canvas  in  combination  with  two  wires  or  sufficiently  inelastic  cores 
"  for  securing  the  same  to  the  rims  or  tyres  substantially  as  herein  described. 
"  (5.)  The  application  of  endless  wires  or  cores  to  each  side  of  a  rubber  or  elastic  35 
"  tyre  having  a  saddle  or  arched  form  in  section  in  combination  with  a  canvas 
"  insertion  or  insertions  for  supporting  the  same  substantially  as  herein  described. 
"  (9.)  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  provided  with  endless  wires  or  cores  fitted  or  vulcanized  within  each  side  for 
"  the  purpose  of  securing  the  same  to  the  rims  in  combination  with  an  inflat-  40 
"  able  inner  tyre  or  tube  substantially  as  described  and  shown  with  reference 
"  to  Figs.  15  and  18  of  the  drawings.  (10.)  A  rubber  or  elastic  tyre  having  the 
"  form  of  a  saddle  or  arch  in  section,  lined  with  canvas  and  provided  with  end- 
"  less  wires  or  cores  for  covering,  protecting  and  securing  an  inflatible  inner 
"  tube  or  tyre,  substantially  as  herein  described.  (11.)  Forming  the  inner  45 
"  surface  or  groove  of  a  metal  rim  with  shoulders  in  combination  with  the  con- 
"  struction  of  tyre  substantially  as  described  and  shown  in  the  drawings  with 
"  reference  to  Figs.  15  and  18.  (12.)  Making  the  endless  wires  or  cores  for 
"  securing  the  cover  or  protecting  tyre  of  smaller  circumference  than  the  edges 
"  of  the  rim  or  felloe  in  combination  with  an  inner  inflatible  tyre  whereby  the  50 
"  wires  or  cores  are  placed  and  held  in  position  by  the  pressure  of  air  substan- 
"  tially  as  described  with  reference  to  Figs.  15,  16  and  17  of  the  drawings. 
"  (13.)  The  method  of  placing  the  securing  wires  or  cores  with  the  tyres  on  the 
"  metal  rim  namely — by  holding  the  two  wires  or  cores  together  and  placing 
^^  (hem  rouiid  the  bottom  of  the  concave  groove  until  the  remainder  can  be  $$ 
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**  forced  over  the  ed^e  in  combination  with  an  inner  inflatible  tyre  whereby 
"  the  outer  covering  or  protecting  tyre  is  held  or  forced  into  its  place  on  the 
"  rim  substantially  as  herein  described  with  reference  to  Pigs.  15  and  18  of  the 
"  drawings.  (14.)  The  methods  of  attaching  or  detaching  the  rubber  or  elastic 
5  "  tyres  on  or  from  the  rims  substantially  as  herein  described  and  shown  in  the 
"  drawings  with  reference  to  Figs.  15, 16, 18  and  20.  (16.)  A  rubber  or  elastic 
**  tyre  of  a  saddle  or  arch  form  in  section  but  having  a  connecting  web  or  band 
"  of  rubber  at  the  bottom  or  base  in  combination  with  two  wires  or  cores  for 
"  securing  the  same  to  the  rim  substantially  as  herein  described  with  reference 

10  "  to  Figs.  19  and  20.  (17.)  An  inflatible  rubber  or  elastic  tyre  secured  to  a  con- 
"  cave  grooved  rim  by  two  endless  wires  or  cores  one  on  each  side  of  the  tyre  in 
"  combination  with  a  flexible  band  or  web  of  rubber  connecting  the  base  and  so 
''  constructed  that  the  pressure  on  the  inside  when  the  tyre  is  inflated  causes 
"  the  said  band  to  press  tightly  in  the  groove  whereby  it  is  firmly  secured 

15  *'  laterally  substantially  as  herein  described  with  reference  to  Fig.  20  of  the 
*'  drawinfiTB."* 

On  the  gist  of  October  1890,  Letters  Patent  (No.  16,783  of  1890)  were  granted  to 
William  Erskine  Bartlett  for  an  invention  of  "  Improvements  in  tyres  or  rims 
"  for  cycles  and  other  vehicles." 

20  The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  tyres 
"  which  consist  of  a  flat  endless  band  of  india  rubber  wider  than  the  dovetailed 
^'  groove  into  which  it  is  inserted  so  that  it  assumes  an  arched  form  when  in 
^  place.  I  introduce  between  the  arched  outside  tyre  and  the  circular  bottom 
**  of  the  metal  rim  a  tube  constructed  of  cloth  and  india  rubber  provided  with 

25  "  a  branch  for  filling  it  with  compressed  air.  By  this  arrangement  the  outer 
*'  band  tyre  may  be  reduced  in  thickness,  and  whilst  assisting  in  sustaining  the 
"  the  pressure  (from  weight)  on  the  outer  band  the  lateral  pressure  of  the  inside 
^'  air  tube  will  press  its  edges  tightly  against  the  dovetailed  flanges  of  the  metal 
'*  rim  and  thus  be  effective  in  holding  it  more  firmly  against  the  flanges  of  the 

30  "  metal  rim  at  the  momentarily  bearing  part  of  the  tyre.  It  will  be  obvious 
**  that  one  advantage  of  this  arrangement  is  that  successive  outside  bands  or 
**  tyres  can  be  renewed  from  time  to  time  without  the  necessity  of  wasting  the 
"  tubular  air  chamber  between  it  and  the  metal  rim,  and  thus  greater  economy 
"  will  be  attainable.     It  will  be  generally  most  convenient  to  have  the  filling 

35  "  tube  of  the  tubular  air  chamber  projecting  from  the  surface  of  the  tubular  air 
"  chamber  resting  on  the  metal  rim,  in  which  a  hole  is  bored  through  which  to 
^  pass  the  filling  tube. 

"  Where  thin  outer  tyres  are  used  I  slightly  thicken  their  edges  where  they 
''  lie  inside  the  trough. 

40  "Description  op  the  Drawinos. 

"  Figures  1  and  2  are  transverse  sections  of  wheels  made  according  to  my 
"  invention. 

"  a  is  the  outer  tyre  of  india  rubber  or  other  elastic  material.  6  is  a  metal 
"  tyre  or  rim.  c  is  an  air  tight  tubular  chamber  and  d  is  the  filling  tube. 
45  "  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 
"  I  claim  is :— (1)  The  combination  of  a  grooved  rim  or  metal  tyre,  and  an 
"  arched  tyre  of  india  rubber  or  other  flexible  material  held  in  the  groove  by  the 


•  Thk  Speolficaticm  will  be  found  more  fuUy  set  out  in  14  R.P.C.,  paff«  7J-84,  where  alee  will 
be  found  some  of  the  other  Figures  in  the  Drawings. 
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"  preBBure  of  an  inflated  tube  within  the  arch  wlfich  forces  its  edges  against  the 
"  sides  of  the  groove  substantially  as  described.  (2)  Tyres  or  rims  for  cycles 
'^  and  other  vehicles  consisting  of  the  parts  a  h  c  combined  and  arranged, 
^*  substantially  as  described  and  shewn  in  the  drawings.'* 

On  the  9th  of  January  1897,  The  Ihmlop  Pneumatic  Tyre  Company^  Ld,j  5 
and  The  Pneumatic  Tyre  C(ym2)any,  Ld.  (who  were  entitled  to  the  said  Letters 
Patent),  commenced    an    action    against    The  New  Ixion    Tyre   and    Cycle 
Company,  Ld.j  for  infringement  of  both  of  the  said  Letters  Patent,  claiming 
the  usual  relief  and  costs  as  between  solicitor  and  client. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (1)  that  they  were  the  10 
proprietors  of  the  patents ;   (2)  that  the  Patents  were  valid,  and    Welch  and 
Bartlett  were  the  first  and  true  inventors  of  the  inventions  described  in  the 
said  Letters  Patent  respectively ;    (3)  infringement   by  the    Defendants    of 
both  the  patents;    (4)  that  in  an  action  brought  by  The  Pneumatic  Tyre 
Company^  Ld.,  against  one  Henry  Caswell^*  a  certificate  that  the  validity  of  the  15 
patent  No.  14,563  of  1890  had  come  into  question  was  granted  by  Mr.  Justice 
Kekewich  by  order  dated  the  19th  of    February   1896  ;    (5)  that  in  an  action 
brought  by  The  Noi^th  British  Rubber  Company,  Ld,,  against  Mackintosh  and 
Co.,  Ld.,^  a  certificate  that  the  validity  of  the  patent  No.  16,783  of  1890  had 
come  into  question  was  granted  by  Mr.  Justice  Bomer  by  order  dated  the  20 
12th  of  June  1894.    The  Plaintiffs,  by  their  Particulars  of  Breaches,  after  a 
general  allegation  of  infringement,  alleged  that  the  Plaintiffs  complained  in 
particular  of  the  manufacture  and  sale  by  the  Defendants  of  the  tyres  marked 
A,  B,  and  C  in   the   Plaintiffs'  possession,  such   tyres  being  constructed  in 
accordance  with  the  inventions  claimed  in  Claims  4,  5,  9, 10, 11, 12, 13,  and  14  25 
of  the  patent  No.  14,563  of  1890  and  in  accordance  with  the  inventions  claimed 
in  Claims  1  and  2  of  the  patent  No.  16,783  of  1890. 

It  was  subsequently  before  trial  agreed  between  the  parties  that  the  Particulars 
of  Breaches  should  be  deemed  to  be  amended  by  alleging  infringement  by  the 
sale  of  tyres  then  being  sold  by  the  Defendants,  the  exhibit  referred  to  as  J.H.,  30 
being  one  of  this  class  of  tyres ;  the  exhibit  J.H.i  was  one  of  the  class  of  tyres 
of  which  A,  B,  and  C  were  specimens. 

Both  in  J.H.i  and  J.H.3  there  was  a  rubber  cover  with  metal  bands  in  pockets 
at  the  edges  of  the  cover ;  these  bands  overlapped  longitudinally,  but  the  ends 
were  not  fastened  together.  The  rim  in  each  case  was  somewhat  flat  at  the  35 
bottom,  and  the  bands  when  lying  side  by  side  in  the  rim  met  or  slightly 
overlapped.  In  J.H.3  the  edges  of  the  rim  were  turned  outwards  to  some 
extent,  but  in  J.H.i  the  edges  were  somewhat  inturned,  and  in  the  latter  case 
the  pockets  were  looser  than  in  the  former  case.  The  position  and  action  of  the 
bands  when  the  tyres  were  inflated  were  in  controversy.  40 

The  Defendants,  by  their  Statement  of  Defence,  (1)  denied  infringement.  As 
regards  infringement  of  the  patent  of  Welch,  No.  14,563  of  1890,  the  Defendants 
said  that  by  a  judgment,  dated  the  4th  of  August  1897,  of  the  Hon.  Mr.  Justice 
Wills  in  an  action  by  the  Plaintiffs  against  the  Defendants'  predecessors  in  title, 
The  Ixion  Patent  Pneumatic  Tyre  Company, X  it  was  adjudged  that  the  45 
Defendants'  manufacture  was  not  an  infringement  of  the  Plaintiffs'  said  patent ; 
(2)  denied  the  validity  of  the  said  Letters  Patent ;  (3)  did  not  admit  that  any 
such  orders  or  certificates,  as  respectively  alleged  in  paragraphs  4  and  5  of  the 
Statement  of  Claim,  or  either  of  them,  were  or  was  made. 

Particulars  of  Objections  to  the  validity  of  both  patents  were  delivered  ;  but  50 
for  the  purposes  of  this  report  it  is  only  necessary  to  set  out  the  following 

•  Reported  18  B.P.0. 164.  f  Reported  11  B.P.G.  477.  t  Reported  14  R.P.O.  868. 
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objection  to  Welches  patent,  viz. : — "  The  final  Specification  of  the  said  Letters 
*^  Patent  claims  an  invention  larger  than  and  different  from  the  invention  dis- 
**  closed  in  the  Provisional  Specification  of  the  said  patent.  The  Provisional 
**  Specification  indicated  an  invention  which  was  directed  only  to  the  means  of 
5  "  fixing  solid  or  grooved  rubber  tyres  to  convex  rims,  while  the  Complete 
"  Specification  extended  to  pneumatic  tyres  and  the  fixing  the  same  to  or 
"  retaining  the  same  on  concave  or  semi-concave  rims.  Moreover,  the  nature 
•*  of  the  several  inventions  described  or  claimed  in  Claims  9  to  18  inclusive  of 
"  the  Complete  Specification  is  not  disclosed  by  the  Provisional  Specification." 

10  The  action  was  heard  on  April  28th,  29th,  and  30th,  and  May  3rd  and  4th,  1898, 
before  Kekeimch^  J.,  who  held  that  the  questions  raised  as  to  the  validity  of  the 
patents  were  concluded  as  regards  that  Court  by  the  judgments  in  the  previous 
actions  above  referred  to,  that  the  tyre  bearing  the  exhibit  mark  J.H.i  was  an 
infringement  of  BartUtVs  patent,  but  that  J.H.,  was  not  an  infringement  either 

15  of  BartletVs  patent  or  Welch's  patent,  and  granted  an  injunction  restraining  the 
Defendants  during  the  continuance  of  BartletVs  patent  from  infringing  the  said 
patent  "  by  manufacturing  or  selling  or  disposing  of  or  using  any  tyres  of  a 
**  similar  pattern  to  the  e^ibit  J.H.j."*  A  short  description  of  J.H.j  and  J.H., 
will  be  found  above. 

20  The  Plaintiffs  appealed  as  to  so  much  of  the  judgment  as  declared  J.H.,  not 
to  be  an  infringement  of  the  patents  or  either  of  them,  and  also  asked  that  the 
form  of  injunction  restraining  the  Defendants  from  infringing  BartletVs  patent 
might  be  general  and  not  restricted  to  tyres  of  the  kind  marked  J.H.i.  The 
Defendants  appealed  from  the  judgment  so  far  as  it  declared  Welch s  patent  to 

25  be  valid,  and  also  as  to  so  much  as  declared  J.H.^  to  be  an  infringement  of 
BartletVs  patent. 

Moulton^  Q.C.,  Eager  Wallace,  Q.C.,  /.  O.  Graham,  A.  J.  Walter,  and 
A.  Paget  (instructed  by  /.  B.  and  F,  Purchase)  appeared  on  behalf  of  the 
Plaintiffs ;  Bousjleld,  Q.C.,  T.  Terrell,  Q.C.,  and  A.  W.  Rowden  (instructed 

30  by  Lewis  and  Lewis)  appeared  for  the  Defendants. 

Moulton,  Q.C.,  and  Eager  Wallace,  Q.C.,  for  the  Plaintiffs,  after  stating  the 
findings  in  the  Court  below  and  the  notices  of  appeal, continued: — BartletVs]^SLtent 
has  been  upheld  in  the  House  of  Lords  and  Welch s  patent  has  been  upheld  in  this 
Court,  the  questions  here  therefore  relate  only  to  infringement.    \Terrell,  Q.C.— 

35  There  is  a  point  as  to  Fig.  20  of  Welch.']  BartletVs  patent  has  been  held  to  cover 
cases  in  which  the  cover  is  held  on  by  a  nip  between  the  inturned  rim  and  the  inner 
tube.  Welchs  patent  depends,  not  on  intuming  or  nip,  but  on  the  inextensi- 
bility  of  the  wires.  Claim  4  is  the  most  general  claim.  Most  of  the  figures 
relate  to  tyres  other  than  pneumatic  tyres,  for  the  invention  came  in  the  early 

40  days  of  pneumatic  tyres.  When  applied  to  the  latter,  the  inner  tube  forms  the 
convexity  on  which  the  cover  sits.  [The  Specification  was  then  read  and  with 
the  figures  explained.]  Something  operating  as  a  closed  wire  is  an  essential ; 
the  Defendants*  bands  operate  as  closed  wires.  The  Welch  tyre  differs  from 
the  Glincher  in  that  it  will  not  hold  on  in  section.    The  Specification  has  been 

45  construed  by  this  Court  in  the  Pneumatic  Tyre  Ca,,  Ld.  v.  East  Landan  Rubber 
Ca.,  14  R.P.C.  573.  The  shape,  the  convexity,  and  the  endless  wires  are  required, 
but  the  convexity  may  be  created  at  any  time,  and  it  does  not  matter  how  the 
inextensibility  of  the  wires  is  obtained.  If  any  one  of  these  three  things  is 
destroyed,  the  tyre  comes  off.    The  Clincher  and  the  Welch  are  the  two  types 

50  of  tyre.  In  all  cases  tyres  pinched  against  the  rim  have  been  held  to  be  within 
BartletVs  patent,  except  in  the  case  of  the  Fleuss  tyre,  where  there  is  no  inner 


*  See  16  It.P.OM  889. 
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tub3 ;  Pneumatic  Tyre  Co.,  Ld.  v.  Tubeless  Pneumatic  Tyre  and  Capon 
Heaton,  Ld.,  15  R.P.C.,  237.*  J.  H.^  if  it  be  really  made  unstretchable, 
is  within  Welch.  The  evidence  is  that  it  holds  on  by  in  extensibility. 
[Vaughan  Williams,  L.J. — It  is  stretchable  before  it  is  put  on.]  In  Welch 
stretchability  was  nOt  needed  for  putting  on.  [The  judgment  as  to  J.H.,  was  5 
then  read.]  In  the  ordinary  use  of  J.H.j  the  force  directly  acting  to  keep  the 
wires  on  is  due  to  the  inextensibility.  If  a  reserve  of  safety  that  is  practically 
required  is  taken  away  by  destroying  the  inextensibility,  then  Welch's  invention 
is  used.  Beyond  contest  Welch  is  in  J.H.2  as  an  anchor  of  safety,  although  we 
admit  that  there  may  be  important  forces  which  are  not  found  in  Welch.  As  J  0 
to  the  alleged  cone  action,  the  radiographs  negative  it.  There  is  Clincher  action 
as  well  as  Welch  action  in  J.H.g ;  if  the  latter  action  is  destroyed,  the  Clincher 
action  still  remains. 

Bousfield,  Q.C.,  and  Terrell,  Q.C.,  for  the  Defendants. — What  we  say  on  J.H.i 
will  cover  everything  as  to  Clincher  action  in  J,  H.,.     Clincher  action  is  dove-  15 
tail  action,  but  in  J.H.g  there   is  an  edge  flaring  outwards.      The  validity  of 
Welches  patent  is  raised,  and  there  is  a  point  as  to  Fig.  20  which  has  not  yet 
been  decided  by  this  Court.    The  first  question  is  as  to  the  way  in  which  the 
Defendants'  tyres  in  fact  hold  on.    As  to  the  evidence  one  experiment  cannot 
be  taken  alone,  for  in  each  some  alteration  is  made  in  the  forces.    The  way  of  20 
holding  on  is  entirely  different  from  Welch.    There  is  no  tendency  of  the  bands 
to  peparate  longitudinally.    In  a  square  rim  the  bands  actually  contract.    In  ours 
there  is  a  pressure  on  the  bands  pressing  them  down.    Also  there  is  the  cone 
action,  that  is,  the  resistance  of  a  cylinder  to  becoming  a  cone.      The  pull  in 
ours  is  on  the  edge  of  the  band  next  to  the  flange  of  the  rim.     Resistance  comes  25 
from  shape  not  continuity.    Unless  the  bands  are  cut  the  only  tendency  is  to 
force  each  into  a  cone.    There  is  in  some  cases  a  tendency  oh  the  pai-t  of  the 
bands  to  buckle ;  therefore  they  cannot  be  in  tension.    As  to  Fig.  20  of  Welch, 
there  is  disconformity.      The  point  was  decided  in  favour  of  the  patent  by 
Wills,  J.,  in  the  Pneumatic  Tyre  Co.,  Ld.  v.  The  Ixion  Patent  Pneumatic  Tyre  30 
Co.,  ji  R.P.C.,  853.     It  is  agreed  here  that  the  point  should  be  decided  on  the 
same  evidence  as  in  that  case.     Welch  must  be  confined  to  wires  and  the 
mechanical  equivalents  of  wires,  and  not  extended  to  inextensible  edges,  which 
were  in  Salamon's  Specification.    The  finding  of  Wills,  J.,  as  to  the  experiments 
made  with  our  tyres  in  a  square  rim  was  in  our  favour.    It  is  the  incompressibility  35 
pf  our  bands  which  does  their  work.    There  are  local  tensions,  but  these  must 
be  distinguished  from  a  tension  in  the  whole.      As  to  J.H.,  all  the  experiments 
With  the  square  rims  are  applicable  to  J.H.j.    The  tyres  hold  on  by  the  anchorage 
to  the  bands  and  the  inturned  rim  is  immaterial.     In  Welch  the  wires  resist  a 
longitudinal  strain  and  no  other.     For  the  sake  of  conformity  Welch  had  to  40 
confine  himself  to  a  narrow  construction.    We  do  not  uge  the  principle  which 
he  claimed.     Putting  the  wire  within  the  rim  could  not  be  an  essence  of  Welch's 
invention.     The  Plaintiffs  are  trying  to  enlarge  the  construction  so  as  to  say 
that  if  there  is  any  tensional  strain  there  is  infringement.    In  fact  we  have  no 
tensional  action.    As  to  the  suggestion  that  the  bands  are  in  tension  until  cut,  45 
and  that  the  coning  action  only  comes  in  then,  the  evidence  of  Mr.  Swinhtime 
is  opposed  to  this. 

Moultonj  Q.C.,  was  not  called  on  as  to  J.H.i,  but  replied  as  to  J.H.,.      In 
normal  use  J.H.2  is   Welch.      As  to  the  third  appeal  the  Plaintiffs  are  entitled 
to  an  injunction  in  general  terms,  there  is  no  precedent  for  limiting  it  in  the  56 
Way  it  has  been  limited. 


This  judgment  of  the  Court  of  Appeal  has  now  been  affirmed  in  the  House  of  Lords. 
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Judgment  was  reserved  and  delivered  on  the  25th  of  November  1898. 
LiNDLRY,  M,B. — These  three  appeals  relate  to  two  patents  and  to  their  alleged 
infringements.  Welches  patent  is  said  to  be  infringed  by  the  Defendants'  tyre 
J.H.»  and  BartletVs  patent  by  their  tyre  J.H.i.  Mr.  Justice  Kekewich  has 
5  decided  against  the  Plaintiffs  as  to  J.H.,  and  in  their  favour  as  to  J.H.i,  but  as 
to  that  he  has  given  them  a  more  limited  injunction  than  they  desire  to  obtain. 
The  essential  feature  of  Welch's  patent  (No.  14,563  of  1890)  so  far  as  we  have 
now  to  consider  it,  consists  of  a  combination  of  rubber,  canvas,  and  wires, 
making  one  endless  tyre  with  two  circular  endless  unstretchable  wires,  one 

10  running  through  each  edge  of  the  rubber.  This  tyre  with  these  wires  is  placed 
saddle-wise  over,  and  is  supported  by  the  wheel  or  what  is  put  over  it  to  carry 
the  tyre.  Welch  gives  various  forms  and  sections  of  his  tyre,  and  these  forms 
and  sections  vary  according  to  what  the  tyre  is  intended  to  cover.  It -must  be 
put  over  a  convex  surface  of  some  sort  or  the  wires  will  not  keep  the  tyre  on. 

15  But  the  wires  themselves  do  not  require  to  be  supported  by,  or  to  be  tucked 
under,  or  to  be  pressed  upon  by  any  other  part  of  the  bicycle  wheel  or  anything 
whatever.  This  is  plain  from  Figures  1  to  14  in  Welch's  drawings.  In 
Figure  15,  where  the  tyre  is  shown  applied  over  an  inflated  air  tube  put  into 
the  grooved  circumference  of  the  bicycle  wheel,  Welch's  tyre  is  not  kept  in 

20  its  place  by  the  sides  of  the  metallic  groove  of  the  wheel,  although  it  is 
protected  by  them  from  injury  by  stones  and  dirt.  This  was  clearly  proved  in 
a  former  action  against  the  Pneumatic  Tyre  Coynpany,  and  was  not  disputed  on 
the  present  occasion.  The  wires  themselves  grip  nothing.  They  are  endless 
and  unstretchable,  and  when  on  they  form  circles  of  smaller  diameter  than  the 

25  circle  formed  by  what  the  tyre  covers.  Although  the  wires  grip  nothing  they 
make  the  rubber  between  them  and  whatever  is  between  that  and  the  metal 
rim  grip  that  rim  very  securely.  Whether  the  tyre  be  thick,  as  in  Figures  1 
to  14,  or  thin,  as  in  Figure  15,  the  tyre  holds  itself  on  if  placed  over  a  convex 
support  having  a  greater  diameter  than  its  own  wired  edges.     But  if  the  wires 

30  are  cut  the  tyre  comes  off.  The  invention  of  this  novel  form  of  tyre  was 
Welch's  discovery,  and  its  essential  feature  is  what  I  have  above  described. 
The  Defendants  are  said  to  have  infringed  this  invention  by  the  tyre  referred 
to  as  J.H.,.  At  first  sight  it  is  difi&cult  to  see  any  resemblance  between  J.H., 
and  Welch's  tyre,  except  that  both  are  intended  to  be  put  over  inflated  tubes 

35  placed  in  the  metal  grooves  of  bicycle  wheels.  J.H.,  is  a  band  of  rubber  with 
two  ends.  The  band  is  not  endless ;  it  can  be  laid  out  straight  on  a  flat  surface 
like  an  ordinary  straight,  flat  piece  of  cloth.  There  are  no  endless  wires  in  its 
edges,  but  two  flat,  straight  strips  of  metal  are  enclosed  in  canvas  bags  at  the 
edges  of  the  rubber  band.    Such  a  tyre  as  this  is  absolutely  useless  for  any  such 

40  bicycle  wheels  as  are  shown  in  Figures  1  to  14  in  Welch's  patent.  But  it  is 
applicable  to  such  as  are  shown  in  Figure  15,  i.e.,  to  what  are  called  pneumatic 
tyre  bicycles.  The  Defendants'  tyre  is  put  over  the  pneumatic  air  tube,  the 
metal  edges  are  tucked  under  it,  and  the  tyre  is  made  so  long  that  when  in  its 
place  its  ends  overlap.    Then  when  the  tube  is  inflated,  these  strips  of  metal 

45  are  pressed  into  the  grooves  of  the  wheel  and  the  overlapping  ends  are  drawn 

a  little  more  apart  longitudinally,  still  leaving  an  overlap  of  some  inches,  and, 

the  ends  being  pressed  tight  one  on  the  other,  the  whole  tyre  is  kept  securely 

in  its  place. 

The  experiments  made  by  cutting  the  metallic  portions  of  the  two  tyres  are, 

50  in  my  opinion,  more  important  than  any  other  part  of  the  evidence  in  the  case. 
If  Welches  continuous  wire  is  cut  his  tyre  is  useless  in  all  its  applications.  But 
if  the  strips  of  metal  in  the  Defendant's  tyre  J.H.,  are  cut,  although  the  tyre  is 
not  so  gooid  as  when  they  are  uncut,  the  tyre  does  not  come  off.  The  exhibits 
J.H.5  and  D.C.i«  and  the  evidence  relating  to  these,  and  BoulVs  experiment, 
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make  this  perfectly  plain.      I  am  quite  unable  to  come  to  the  conclusion 
that  the  Defendants'  tyre  J.H.g  is  an  infringement  of    Welches  patent.    No 
pressure   on  the  wires  is  necessary  to  keep    WelcJi^s  tyre  on;  but  without 
pressure  on  the  metal   strips  in  J.H.2  the   Defendants'  tyre  is  of  no  use  at 
all.    The  principle   of  action    is  totally  different  in    the  two   cases.      J.H.j  5 
will  not  work  unless  the  metal  strips  are  tucked  under  the  inflated  tube,  and 
are  kept  in  their  places  by  the  pressure  of  that  tube  upon  them.     Welches  tyre 
required  no  such  pressure ;  it  is  based  upon  a  fundamentally  different  idea. 
It  was  contended  by  counsel  for  the  Plaintiffs  that,  notwithstanding  the  above 
differences,  the  Defendants'  tyre  when  on,  and  in  a  condition  to  work,  and  10 
when  in  actual  use,  did  form  a  tyre  with  endless,  unstretchable  wires,  and  was, 
therefore,  covered  by  Welches  Specification.     It  was  contended  that  the  shape 
of  the  wires — i.e.,  whether  they  were  round  or  flat — was  immaterial,  and,  that 
whether  their  ends  were  kept  together  by  welding,  by  screws,  by  hooks,  or  by 
being  made  to  overlap,  and  by  being  pressed  together  so  that  they  could  not  15 
slip  after  the  tube  was  inflated,  was  also  immaterial.    But,  supposing  that  when 
in  use  the  ends  of  the  Defendants'  tyre  are  kept  together,  and  that  the  tyre 
then  becomes  unstretchable,  it  does  not  at  all  follow  that  the  Defendants  make 
use  of  Welch's  invention.     They  will  produce  the  same  result,  but  they  will  do 
so  in  a  totally  different  way,  and  if  this  is  the  truth  they  will  not  infringe  his  20 
patent.     A  great  deal  of  evidence  was  gone  into  on  both  sides  to  ascertain  with 
precision  what  forces,  tensional  or  other,  really  kept  the  Defendants'  tyre  on. 
Much  discussion  took  place  with  respect  to  the  Defendants'  theory  that  their 
tyre  was  kept  on  by  what  was  called  conical  action,  and  by  forces  different  from 
those  brought  into  play  when  Welch's  tyre  is  used.   The  discussion  is  interesting  25 
and  instructive,  and  it  is  extremely  difficult  to  ascertain  exactly  what  these 
forces  are  and  how  they  operate.     But,  even  if  the  Plaintiffs  are  right,  and  if 
there   is  some  circumferential  tension  in  the    Defendants'  tyre  as   well  as 
in    Welch's  tyre,  as  the  experiment  with  D.C.jj  apparently  shows,   and  as 
Mr.   Swinburne   admitted  there    was,   the    existence   of   such   a  tension   is  30 
only  one  circumstance  for  consideration.    We  again  come  back  to  the  main 
question — Have    the    Defendants    made    or    used     Welch's    invention?      My 
answer  is.  No.    As  I  have  already  pointed  out  the  two  tyres  are  essentially 
different,  although  they  both  produce  the  same  result  when  applied  in  one 
particular  way.    Another  question  was  raised  by  the  Defendants,  which  it  35 
is   necessary  to  notice,    viz.,    that    Welches  patent  was  invalid  because  the 
application  of  it  to   his   Figure  20  went  beyond  anything  disclosed  by  his 
Provisional  Specification.    This  point  was  raised  and  decided  in  favour  of  the 
Plaintiffs  by  Mr.  Justice  Wills  in  the  action  brought  by  the  Plaintiffs  against 
another  company.     This  Court  considered   the  Provisional  Specification  of  40 
Welches  Patent  very  carefully  with  reference  to  Figure  15  in  the  action  against 
the  East  London  Rubber  Company ^  and  it  is  unnecessary  to  repeat  what  was 
there  decided.    Figure  20  was  not  then  under  consideration.    But  having  now 
attended  to  it,  I  think  Mr.  Justice   Wills'  decision  was  quite  correct,  and  I 
cannot  usefully  add  to  what  he  said.    To  hold  that  Figure  15  is  within  the  45 
Provisional  Specification  and   Figure  20  outside  it  would  be  quite  irrational. 
Both  the  Plaintiffs'  Appeal  and  the  Defendants'  Appeal  fail,  so  far  as  they  relate 
to  Welch's  Patent.    The  patent  is  good,  but  the  Defendants  have  not  infringed 
it.    The  suggestion  that  J.H.s  was  an  infringement  of  Bartlett's  Patent  was 
definitely  abandoned,  and  nothing  more  need  be  said  about  it.  50 

I  pass  now  to  Bartlett's  Patent  No.  16,783  of  1890,  and  its  infringement  by 
the  Defendants  by  the  exhibit  J.H.i.  Notwithstanding  the  strips  of  metal  in 
the  edges  of  the  tyre  J.H.i,  which  are  not  found  in  BartUtPs  Patent,  this  tyre 
J.H.1  is  obvioudy  an  infringement  of  that  patent.    The  Clincher  action,  which 
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is  the  essential  feature  in  BartletVs  patent,  is  clearly  utilized  in  J.H.i  in 
the  way  described  by  Bartlett.  This  so  plain  that  we  did  not  require  the 
assistance  of  the  Plaintiffs'  counsel  to  arrive  at  the  above  conclusion.  It  is 
sufficient  to  say  that  I  concur  with  the  learned  judge  in  his  decision  on  this  part 
5  of  the  case.  But  the  Plaintiffs  complain  of  the  limited  form  of  the  injunction 
which  the  learned  judge  has  granted  them.  He  has  not  restrained  them  from 
infringing  Bartlett^s  patent  generally,  but  only  from  infringing  it  by  making 
tyres  like  J.H.i.  It  appears  that  only  80  tyres  like  J.H.i  were  ever  made,  J.H.i 
being  replaced  by  J.H.2.    Under  these  circumstances  I  see  no  reason  for  altering 

10  the  form  of  order  which  Mr.  Justice  Kekewich  has  considered  sufficient  for  the 
protection  of  the  Plaintiffs.  It  is  sufficient  for  every  purpose  except  that  of 
advertising  their  success  to  the  full  extent  they  desire.  But  this  is  a  matter 
which  it  is  no  part  of  the  duty  of  the  Court  to  facilitate.  The  net  result  of  the 
three  appeals  is  that  they  must  all  be  dismissed  with  costs  with  the  usual 

15  direction  for  setting  off  one  set  against  the  others.  One  order  will  suffice  for  all 
three  appeals. 

Chitty,  L.J. — I  concur  in  the  judgment  of  the  Master  OF  THE  Rolls,  which 
I  have  had  an  opportunity  of  reading  and  carefully  considering.  On  the  main 
point,  whether  the  Defendants  have  infringed   Welches  Patent,  I  think  that, 

20  notwithstanding  the  able  and  highly  interesting  argument  of  Mr.  MoultoUy  the 
Plaintiffs  have  failed  to  establish  their  case.  The  flat  steel  bands  with  their 
slightly  raised  bead  on  the  margin  which  the  Defendants  employ  in  J.H.^  do 
not,  when  in  position,  serve  the  same  purpose  or  perform  the  same  function  as 
the  endless  unstretchable  wire  in  Welch's  Patent.    The  purposes  and  functions 

25  are  fundamentally  different. 

Vaughan  Williams,  LJ. — I  agree.  In  the  appeal  in  the  infringement 
action  in  respect  of  WelcKs  Patent,  I  agree  because  the  Plaintiffs,  on  whom  the 
ontLS  is  to  prove  the  infringement,  have  not  satisfied  me  that  there  was  an 
infringement,  but  I  wish  to  add  that  the  Defendants'  evidence  does  not  satisfy 

30  me  affirmatively  as  to  the  forces  which  keep  their  cover  in  position  when  the 
tyre  is  in  the  condition  in  which  it  is  ordinarily  sold  by  them. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Romer.— November  18th,  1898. 

In  the  Court  op  Appeal. 

Before  The  Master  op  the  Rolls,  and  Lords  Justices  Chitty  and 
Vaughan  Williams.— December  7th,  8th,  and  12th,  1898. 

Ellam  v.  Marttn  &  Co. 


Patent. — Threats  action. — Injunction  granted. — Alleged  breach. — Motion  for 
committal. — Threats  by  other  persons  published  by  Defendant  as  their  agent. — 
Defendant  ordered  to  pay  costs. — Appeal  allowed^  but  no  costs  given  to  Defen- 
dant.— Patents^  Ac.  Acty  1883 ^  section  32.  10 

An  injunction  having  been  granted  in  a  threats  action  restraining  tlie 
Defendants  from  publishing  statements  that,  or  to  the  effect  that,  injunctions  had 
or  an  injunction  had  been  granted  against  the  Plaintiffs  restraining  them  from 
infringing  certain  Letters  Patent,  or  any  other  Letters  Patent,  and  also  from 
threatening^  the  Plaintiffs  or  any  of  tlie  Plaintiffs^  customers  with  any  legal  15 
proceedings  or  liability  in  respect  of  the  manufacture,  sale,  or  purchase  of  a 
certain  m^achine,  a  motion  was  made  by  the  Plaintiffs  to  commit  the  Defendant  D. 
for  having  broken  this  injunction.  The  Defendants  Jtad  since  the  injunction 
circulated  a  pamphlet,  on  the  back  of  which  wets  a  notice  by  a  firm,  for  ivhom 
the  Defendants  were  special  agents,  containing  threats  agaifist  infringers.  20 

Heldy  by  Romer,  J.,  that  a  breach  of  the  injunction  had  been  cmnmitted^  and 
the  Defendant  D.  was  oi^dered  to  pay  the  costs  of  tJie  motion.  The  Defendant 
appealed.  The  appeal  was  allowed  [Chitty,  L.J.,  dissenting"],  but  no  costs  were 
given  to  the  Defendants. 

On  the  8th  of  JulyJ  1898,  James  Ellam  and  Frederick  Ellam  (trading  as  25 
Ellam^s  Duplicator  Co.)  commenced  an  action  against  H.  F.  Martyn  and  Co. 


Vol.  XVt.,  No,  1.]     AND  TRADE  MARK  CASES.  29 


Ellam  V.  Martyn  A  Co. 


claiming  an  injunction  to  restrain  the  Defendants,  their  servants  and  agents,  from 
pnblishing  either  verbally  or  by  circular,  letter,  notice,  or  otherwise  howsoever, 
any  statements  that,  or  to  the  effect  that,  injunctions  have  or  an  injunction  has 
been  granted  against  the  Plaintiffs  restraining  them  from  infringing  certain 
5  Letters  Patent,  No.  12,013  of  the  year  1887,  granted  to  one  Herbert  John 
Allison^  or  any  other  Letters  Patent.  And  also  an  injunction  to  restrain  them 
from  tbj'eatening  any  of  the  Plaintiffs'  customers  with  any  legal  proceedings 
or  liability  in  respect  of  the  manufacture,  sale,  or  purchase  of  the  duplicating 
machine    known    or    described  by  the    Defendants   as  the  genuine  Edison 

10  Mimeograph,  and  for  damages  and  costs. 

On  the  22nd  of  July  1898,  on  a  motion  by  the  Plaintiffs,  the  hearing  of  which 
was  by  consent  treated  as  the  trial  of  the  action,  an  Order  was  made  by 
Romer^  J.,  perpetually  restraining  the  Defendants,  their  servants  and  agents,  in 
the  terms  asked  by  the  writ. 

15  On  the  2nd  of  August  1898,  notice  of  motion  was  given  by  the  Plaintiffs 
that  they  might  be  at  liberty  to  issue  a  writ  or  writs  of  attachment  against  the 
Defendant  Thomas  Henry  Denny  Cooke  (who  traded  as  H.  F,  Martyn  A  Go,) 
or  in  the  alternative  that  he  might  stand  committed  to  Holloway  Prison  for 
his  contempt  in  having  committed  a  breach  of  the  said  injunction,  and  that  he 

20  might  be  ordered  to  pay  the  costs  of  the  application. 

The  acts  of  the  Defendant  subsequent  to  the  injunction  which  were  com- 
plained of  by  the  Plaintiffs  were  as  follows  : — He  had  circulated  amongst  the 
customers  of  the  Plaintiffs  and  others  a  pamphlet,  which,  on  the  top  of  the 
front  of  the  first  page,  was  headed  ''  The  Genuine  Edison  Mimeograph,"  and 

25  bore  at  the  foot  of  the  same  page  the  name  H,  F.  Martyn  A  Co.,  with  an  address 
and  the  words  "  Special  Agents  for  the  A.  B.  Dick  Company,  exclusive  Makers 
"  for  the  World,  under  authority  of  Mr.  T.  A.  EdisofiJ*'  On  the  back  of  the 
pamphlet  there  was  the  following  notice  : — "  From  the  office  of  the  A.  B,  Dick 
•*  Company,  Chicago,  June  24,  1896.    To  whom  it  may  concern.    Public  Notice 

30  "  is  hereby  given  that  we  are  the  exclusive  makers  for  the  world  of  the  Edison 
"  Mimeograph,  and  all  supplies  for  same,  under  our  authority  so  to  do  through 
**  the  inventor,  Mr.  Thomas  A.  Edison.  We  further  declare  it  to  be  our  inten- 
^'  tion  to  prosecute  all  infringers  of  our  patents.  So-called  Edison  Mimeographs 
^  and  supplies  made  by  other  parties  we  stamp  as  fraudulent  imitations  of  goods 

35  **  made  by  us,  as  such  imitation  stuff  is  not  made  with  any  authority  either 
"  through  us  or  through  Mr.  Edison.    A.  B.  Dick  Company. ^^ 
The  motion  was  heard  by  Romer,  J.,  on  November  18th,  1898. 
T.  Terrell,  Q.C.,  and  A.  J.  Walter  (instructed  by  Pritchard,  EnglefieJd  and 
Go.),  appeared  for  the  Plaintiffs  ;  Moulton,  Q.C.,  and  J.  G.  Q-raham  (instructed 

40  by  IngU^  Holm^  and  Sons),  appeared  for  the  Defendants. 
T.  Terrell,  Q.O.,  opened  the  motion  for  the  Plaintiffs. 

MoHlton,  Q.C.,  for  the  Defendant,  submitted  that  the  action  was  under 
section  32  of  the  Patents,  &c.  Act,  1883,  being  brought  to  restrain  threats  issued 
by  the  Defendants  claiming  to  be  patentees,  and  that  the  section  was  restricted 

45  to  people  claiming  as  patentees.  The  Defendants  have  not  since  the  injunction, 
claiming  as  patentees,  threatened  anybody  with  any  legal  proceedings  or 
liability,  and  that  is  what  the  injunction  restrained  ;  it  is  in  the  usual  form 
under  the  section.  [ROMBR,  J. — The  injunction  is  general.]  Circulating  a 
document  containing  a  threat  by  another  person  is  not  threatening  within  the 
50  meaning  of  the  injunction.  [T.  Terrell,  Q.C. — ^The  action  was  under  the 
common  law  right  as  well ;  we  charge  them  with  bad  &ith.]  Messrs.  Dick  are 
not  restrained,  nor  their  agents,  but  the  threats  are  those  of  Messrs.  Dick. 
[  Wren  v.  Weild,  L.R.  4  Q.B.  730  and  Halsey  v.  Brotherhood,  L.R.  19  Ch.  D. 
386  were  referred  to  in  the  course  of  the  arguments.] 
55      Romer,  J. — ^I  do  not  propose  to  make  any  Order,  except  that  the  Respondent 
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pay  the  costs  of  the  motion.  I  think  the  Defendant,  though  in  my  opinion  he  has 
committed  a  breach  of  this  injunction,  did  so  unintentionally  and  not  knowing 
that  he  was  committing  such  breach.  Nothing  that  has  passed  in  the  course  of 
this  case  will  prevent  Messrs.  Dick  <t  Company  from  acting  as  they  think  fit. 
I  have  not  got  them  before  me.  All  I  say  is  that  the  Defendant,  himself,  must  5 
not  by  his  own  conduct  threaten,  as  in  my  opinion  he  has  done,  the  Plaintiffs  or 
the  Plaintiffs'  customers,  with  any  legal  proceedings,  or  liability,  in  respect  of 
the  manufacture,  sale,  or  purchase  of  the  machines  referred  to  in  the  Order.  In 
my  opinion  that  Order,  as  it  stands,  is  not  restricted  to  legal  proceedings  by  the 
Defendant  or  liability  at  the  suit  of  the  Defendant,  but  it  means  what  it  says,  10 
that  he  must  not  threaten  with  any  legal  proceedings  or  liability,  I  quite  agree 
that  the  threat,  however,  must  be  by  the  Defendant.  In  my  opinion  in  the 
present  case  there  was  a  threat,  looking  at  the  whole  circumstances,  by  the 
Defendant,  and  for  that  reason  I  make  him  pay  the  cost  of  the  motion.  I  do 
not  think  it  is  a  case  for  attachment  for  the  reasons  I  haye  given.  15 

The  Defendant  appealed. 

The  same  Counsel  appeared  as  in  the  Court  below. 

LiNDLBT,  M.R. — The  question  in  this  appeal  is  whether  the  Defendant  has 
committed  a  breach  of  an  injunction,  the  terms  of  which  I  will  read.  The 
injunction  was  granted  in  the  suit  of  Ellam  v.  Martyn  A  Co.y  in  the  following  20 
terms  : — "  The  Court  doth  order  and  adjudge  that  the  Defendants,  Martyn  A 
^'  Company,  their  servants  and  agents  be  perpetually  restrained  from  publishing 
"  either  verbally  or  by  circular  letter  notice  or  otherwise  howsoever  any  state- 
'^  ments  to  the  effect  that  an  injunction  has  been  granted  against  the  Plaintiffs 
'^  restraining  them  from  infringing  certain  letters  patent  or  any  other  letters  25 
"  patent,  and  also "  (and  this  is  the  important  part)  "  from  threatening  the 
"  Plaintiffs  or  any  of  the  Plaintiffs'  customers  with  any  legal  proceedings  or 
"  liability  in  respect  of  the  manufacture  sale  or  purchase  of  the  duplicating 
^^  machine  known  or  described  by  the  Defendants  as  the  '  Genuine  Edison 
« '  Mimeograph.' "  30 

What  the  Defendant  has  done  since  that  injunction  is  to  circulate,  among 
the  customers  of  the  Plaintiffs  and  other  people,  this  pamphlet,  which  I  hold  in 
my  hand,  which  is  headed  *'  The  Genuine  Edison  Mimeograph."  It  appears 
that  Martyn  A  Co.^s  name  is  on  the  front,  and  they  are  described  as 
"  Special  agents  for  the  A.  B.  Dick  Company,  exclusive  makers  for  the  world,  35 
"  under  authority  of  Mr.  T.  A.  Edison.'^  On  the  back  of  the  pamphlet  there 
is  this:  "From  the  ofi&ce  of  the  A,  B.  Dick  Company,  Chicago,  June  24th 
"  1896.  To  whom  it  may  concern :  Public  notice  is  hereby  given  that  we 
"  are  the  exclusive  makers  for  the  world  of  the  Edison  Mimeograph,  and  all 
"  supplies  for  same,  under  our  authority  so  to  do  through  the  inventor,  40 
"  Mr.  Thomas  A.  Edisan.  We  further  declare  it  to  be  our  intention  to  prosecute 
"  all  infringers  of  our  patents.  So-called  Edison  Mimeographs  and  supplies 
"  made  by  other  parties  we  stamp  as  fraudulent  imitations  of  goods  made  by 
"  us,  and  such  imitation  stuff  is  not  made  with  any  authority  either  through 
"  us  or  through  Mr.  Edison.    A,  B.  Dick  Company. ^^  45 

The  learned  Judge  has  come  to  the  conclusion  that  the  Defendant  in 
circulating  the  pamphlet  has  been  guilty  of  a  contempt  of  Court  by  infringing 
the  injunction  against  threats  which  I  have  read.  The  question  is  of  some 
importance,  and  I  am  unable  to  take  the  same  view  as  the  learned  Judge.  To 
threaten  is  one  thing,  to  circulate  threats  by  someone  else  is  another  and  a  50 
different  thing.  Prima  facie,  at  all  events,  this  statement  is  true.  Evidence 
may  be  adduced  to  prove  that  the  circulation  of  threats  by  someone  else  is  only 
a  cloak  to  conceal  threats  really  made  by  the  person  who  circulates  them,  but 
there  is  no  evidence  in  this  case  to  show  that  (he  st^t^enient  made  by  thQ 
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Defendant  is  nntme.  He  says  in  paragraph  eight  of  his  affidavit  filed  in 
opposition  to  the  motion  to  commit  him,  "  That  the  pamphlet  complained  of 
*'  was  prepared  by  the  Dick  Company  in  America,  and  was  sent  by  them  to 
**  him  as  their  agent  to  circulate."  He  further  says,  in  paragraph  ten,  "  That 
5  **  the  pamphlet  was  not  one  of  the  documents  complained  of  on  the  motion  for 
"  an  injunction."  The  Dick  Company  were  not  parties  to  that  action,  nor  are 
they  parties  to  the  application  to  commit  the  Defendant. 

The  Court  will  not  for  a  moment  tolerate  a  breach  of  an  injunction,  but  will 
always  enforce  observance  of  its  orders,  and  will  not  allow  itself  to  be  tricked 

10  or  trifled  with.  But  this  very  circumstance  renders  it  incumbent  on  the  Court 
not  to  strain  the  language  of  an  injunction  even  to  meet  a  case  which  would 
have  been  prohibited  if  foreseen.  To  imprison  a  man  is  a  very  serious  matter, 
and  although  the  Defendant  has  not  been  imprisoned,  still  the  Order  made 
against  him  Tnamely,  that  he  pay  the  costs  of  the  application  to  commit  him) 

15  is  only  justinable  on  the  ground  that  he  has  disobeyed  the  injunction  of  the 
Court,  for  which  disobedience  he  might  properly  have  been  imprisoned  if  the 
Judge  had  thought  proper  to  make  an  Order  for  his  committal. 

I  cannot  bring  myself  to  say  that  the  injunction  is  so  clearly  worded  as  to 
extend  to  circulating  the  threats  contained  in  the  pamphlet.    The  Dick  Company 

20  are  no  myths ;  they  are  real  traders ;  the  Defendant  is  their  agent ;  the  threats 
circulated  are  their  threats,  not  his.  He  does  not  threaten.  They  threaten,  and 
make  their  threats  known  by  him.  That  he  may  be  restrained  from  circulating 
their  threats  is  very  likely,  and  I  will  assume  that  he  could.  I  have,  moreover, 
no  doubt  that  these  threats  which  are  sent  to  the  Plaintiffs'  customers  are  a 

25  serious  injury  to  the  Plaintiffs.  But  for  all  that,  in  my  opinion,  the  injunction 
as  worded  does  not  so  plainly  prohibit  what  the  Defendant  has  done  as  to 
justify  me  in  holding  judicially  that  the  Defendant  has  been  guilty  of  a  breach 
of  the  injunction. 

The  Order  appealed  from  ought  to  be  discharged,  but  without  costs,  for  the 

30  Defendant  has  unquestionably  done  that  which  was  eminently  calculated  to  lead 
to  an  application  for  his  committal,  and  that  which  Mr.  Justice  RoyneVy  and  one 
of  my  brothers,  thinks  is  a  breach  of  the  injunction.  Under  these  circumstances, 
although  the  Defendant  succeeds,  he  cannot  reasonably  complain  of  the 
application  made  against  him,  and  no  injustice  is  done  in  not  giving  him 

35  any  costs. 

The  Order  will,  therefore,  be  discharged  without  giving  the  Defendant  costs, 
either  here  or  below. 

Chitty,  LJ. — I  differ,  though  with  regret.    Mr.  Justice  Romer^  by  ordering 
the  Defendant  to  pay  the  costs  of  the  motion  to  commit  him,  as  he  has  done, 

40  adjudged  that  there  was  a  breach  of  the  Order  for  which  he  might  have  been 
sent  to  prison.  In  the  exercise  of  his  discretion  Mr.  Justice  Romer  has  thought 
it  right  to  make  the  more  lenient  Order  that  the  Defendant  should  pay  the  costs 
only,  but  his  opinion  was  clear,  first,  as  to  the  injunction  granted,  and  secondly 
as  to  the  breach.    He  says  that  the  Defendant  must  not  actively  by  his  own 

45  conduct  threaten,  and  that  in  his  opinion  he  has  threatened  the  Plaintiffs  or  the 
Plaintiffs'  customers  with  legal  proceedings  or  liability  in  respect  of  the  manu- 
facture, sale,  or  purchase  of  the  machine  referred  to  in  the  Order ;  and  in  his 
opinion  the  Order  as  it  stands  is  not  restricted  to  legal  proceedings  by  the 
Defendant  or  liability  at  the  suit  of  the  Defendant.    It  means  what  it  says. 

50  Now,  I  take  the  Order,  and  read  it,  and  I  am  unable  to  find  any  ambiguity  in  it. 
Reading  it  as  you  must  read  it,  without  any  assistance  by  reference  to  the 
pleadings  or  the  like,  there  being  no  pleadings  in  the  case  as  we  are  told,  and 
having  nothing  to  refer  to  except  the  Order  itself,  the  Order  on  the  face  of 
it  refers  to    no    other    document  which  can   be    read    for    the  purpose   of 

$5  limiting  or  expounding  or  explaining  the  words  that  are  actually  found  in  it^ 
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The   material    part    of   the    injunction   is  from    threatening    the    Plaintiffs 
Or  any  of  the  Plaintiffs*  customers  with   any  legal  proceedings  or  liability. 
That  is  not  an  injunction  directed  to  threats  that  the  Defendant  himself  will 
take  any  legal  proceedings  or  attempt  to  impose  liability.    The  injunction  is 
general  in  terms.    As  Mr.  Justice  Romer  has  said  (and  I  agree  with  him  in  5 
this),  it  is  not  restricted  to  threats  made  by  the  Defendant  himself  that  he  will 
take  the  steps  which  are  here  restrained.     The  gist  of  the  injunction  is  pro- 
tecting the  Plaintiffs'  customers.     In  my  opinion  the  document  which  has  been 
issued  is  a  breach.     I  agree  that  it  is  not  a  threat  by  the  Defendant  himself  that 
he  will  take  proceedings,  but  it  is  a  threat  in  my  opinion  that  other  persons,  10 
namely,  the  A.  B.  Dick  Company^  will  take  proceedings  founded  upon  their 
patents.    I  think  it  is  quite  plain  that  what  has  been  done  is  within  the  mischief 
of  the  injunction,  but  I  say  that  merely  to  state  expressly  my  opinion  that  I  do 
not  go  upon  any  question  of  construing  the  injunction  so  as  to  make  it  wider*    ^ 
I  take  the  injunction  just  as  it  stands,  and  I  agree  with  Mr  Justice  Romer  that  15 
there  is  a  breach.    Something  was  said  during  the  argument  with  reference 
to  the  32nd  Section  of  the  Statute  of  1883.    It  was  said  that  the  injunction  was 
obviously  granted  simply  under  that  section.    I  think  that  argument  cannot 
be  maintained.    There  is  nothing  to  shew  that  the  Defendant,  against  whom 
the  injunction  went,  was  a  person  who  claimed  to  be  a  patentee.    I  quite  agree  20 
that  the  language  of  tlie  injunction  follows  the  language  of  the  section.    There 
may  have  been  other  grounds  sufficient  to  make  the  injunction  in  this  form.    It 
is  a  settled  rule  that  you  cannot  question  the  validity  of  the  Order  on  a  motion 
to  commit,  but  if  the  Order  is  wrong  in  terms,  then  the  Court  may  allow  on 
such  a  motion  the  matter  to  stand  over  so  that  the  Defendant  sought  to  be  25 
committed  can  get  the  Order  set  right  if  he  is  in  a  position  to  do  so.    The 
result  in  my  judgment  is  simply  this — I  think  there  is  a  plain  order  and  a 
plain  breach. 

Vaughan  Williams,  L.J.—1  agree  with  the  judgment  of  the  Master  op 
THB  Rolls.     According  to  my  reading  of   this  Order  it  is  an   Order  based  30 
upon  the  32nd  Section  of  the  Act  of  1883,  and  under  those  circumstances,  if 
that  is  the  meaning  of  the  Order,  in  my  judgment  there  is  no  breach  of  it. 

LiNDLET,  MM. — The  net  result    is   that   the    Order    will  be  discharged 
without  costs. 
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In  thb  Court  of  Appeal. 

Before  The  Master  op  the  Rolls  and  Lords  Justices  Chitty  and 
Vaughak  Williams.— December  Sth,  19th,  and  20th,  1898, 

Hob  and  Co.  v.  Foster  and  Sons. 


5       Patent. — Action  for  infringement. — Validity, — Novelty. — Prior  publication. 
— Prior  user, — Action  dismissed. — Appeal  dismissed. 

In  1886,  Letters  Patent  were  granted  for  improvements  in  a  certain  portion 
of  web  printing  and  folding  machinesy  and  in  1896  the  j^oprietors  of  thes^ 
letters  Patent  commenced  an  action  against  a  firm  for  infringement  of  the 

10  same,  the  particular  part  alleged  to  be  infringed  being  the  longitudinal  folding 
apparatus.  The  Defendants  denied  infringement  and  validity ,  alleging  want 
of  subject-matter  and  want  of  novelty  by  reason  of  the  prior  publication  of  the 
invention  in  several  Specifications  and  also  prior  publication  by  the  imi)ortation 
of  machines  containing  the  mechanism  in  question^  ivhich  machines  were  alleged 

15   to  have  been  seen  by  divers  j>ersons  arid  to  hare  been  used  in  the   United 

Kingdom  befare  the  date  of  tJie  said  Letters  Patent.    The  Plaintiffs  contended  thaJ; 

if  the  machines  were  seen,  they  were  seen  u^ider  a  pledge  of  confidence,  and  that  any 

user  of  them  was  merely  for  the  purpose  of  testing. 

Held  at  tJie  trial  tJiat  the  Letters  Patent  were  invalid  for  want  of  novelty^ 

20  machines  embodying  the  invention  having  been  sold  and  used  in  the  United 
Kingdom  before  the  date  of  the  application  for  the  patent.  The  Plaintiffs 
appealed. 

Held  by  the  Court  of  Appeal  that  the  invention  had  been  used  within  tJie 
realm  prior  U>  the  date  of  the  patent  by  others  in  conjunction   with  tlie 

25  Patentees^  and  that  the  patent  was  invalid.  The  appeal  was  dismissed  with 
costs. 

The  effect  of  obligations  of  secrecy  discussed,  Newall  i;.'Elliott,  4  G.B.N.S,^ 
293^  distinguished. 

On  the  5th  of  December  1885,  Letters  Patent  (No.  14,948  of  1885)  were 

30  granted  to  William  Conquest  for  an  invention  communicated  from  abroad  by 

R.  Hoe  and  Co.  of  "  Improvements  in  that  portion  of  web  printing  and  folding 

"  machines  known  as  the  *  delivery,'  and  embracing  web  turning,  associating, 

^  catting,  folding,  piling,  and  counting  mechanisms.'' 

The  Complete  Specification,  so  far  as  material  for  the  purpose  of  this  report, 
35  was  as  follows  ;— "  This  invention  relates  to  web  printing  and  folding  machines, 

C 


84  REPORTS  OP  PATENT,  DESIGN,        [Jan.  25, 1899. 


Hoe  and  Go.  v.  Foster  and  Sons, 


♦•  particularly  to  that  portion  thereof  known  to  the  art  as  the  *  delivery.' — It  is 
"  the  object  of  the  present  invention  to  provide  a  mechanism  which,  when 
"  combined  with  any  suitable  printing  press,  may  receive  therefrom  a  printed 
"  web,  and  convert  the  same  into  four  or  eight-page  papers.folded  two  or  three 
**  times,  and  deliver  them  on  to  belts  in  sach  manner  that  they  can  be  readily  5 
**  separated  into  any  predetermined  number. 

"  The  invention  embraces  web  slitting,  turning,  and  associating  mechanisms, 
"  and  improvements  relating  thereto ;  a  longitudinal  folding  mechanism,  a 
"  transverse  cutting  and  folding  mechanism  ;  a  second  longitudinal  folding 
"  mechanism,  especially  adapted  to  operate  upon  sheets  which  have  received  10 
"  one  or  two  preliminary  folds  ;  and  a  piling  and  counting  mechanism  which 
"  receives  and  counts  the  folded  sheets.  The  invention  embraces  also  combina- 
**  tions  of  the  mechanisms  above  enumerated  into  machines  suitable  for  the 
"  delivery  of  various  products." 

The  Patentee  claimed  inter  alia  "  (6)  A  longitudinal  folder  consisting  of  an  15 
"  internal  guide,  having  converging  guiding  edges  or  surfaces  which  do  not 
"  meet,  external  turners  set  a  distance  apart,  and  a  fold -laying  device, 
"  substantially  as  described.  (7)  A  longitudinal  folder,  consisting  of  an 
"  internal  guide  having  converging  guiding  edges  or  surfaces  that  do  not  meet, 
*^  and  a  guiding  surface,  as  d^,  connecting  the  same,  external  turners,  and  a  fold-  20 
*'  lading  device,  substantially  as  described.  (8)  In  a  longitudinal  folder,  the 
"  combination  with  external  turners  set  a  distance  apart,  and  by  which  the 
"  major  portions  of  the  sides  of  the  material,  considered  widthwise,  are  brought 
**  into  and  supported  in  parallel  positions,  but  not  in  contact,  of  a  cross  support, 
"  as  rf«,  between  said  turners,  for  the  central  portion  of  the  material,  and  a  fold-  25 
"  laying  device  for  distending  the  central  portion  of  the  material,  and  bringing 
**  the  sides  into  contact  to  complete  the  folding,  substantially  as  described.  (9) 
**  The  combination  with  external  turners  set  a  distance  apart,  of  a  fold-laying 
"  device  and  a  fold-creasing  device,  substantially  as  described.  (10)  The 
"  combination  with  an  internal  guide,  having  converging  guiding  surfaces  or  30 
"  edges,  and  a  guiding  surface  or  edge,  as  d\  connecting  the  same,  of  external 
"  turners,  a  fold-laying  device,  and  a  fold-creasing  device,  substantially  as 
"  described.  (12)  The  combination  with  the  internal  guide,  having  the 
"  converging  guiding  surfaces  or  edges  d^  d^,  and  external  turners  set  a  distance 
"  apart,  of  one  or  more  tapes,  as  9,  10, 11,  and  12,  substantially  as  described."        35 

On  the  30th  of  July  1896,  R.  Hoe  and  Co.,  in  whom  the  said  Letters  Patent 
had  become  vested,  commenced  an  action  against  Joseph  Foster  and  Sons  for 
infringement  of  the  same,  claiming  the  usual  relief.  The  PlaintiflFs  by  their 
Statement  of  Claim  alleged  that  they  were  the  registered  legal  owners  of  the 
said  Letters  Patent,  and  that  the  Defendants  had  infringed  the  same  in  the  40 
manner  by  the  Particulars  of  Breaches  appearing.  The  Particulars  of  Breaches 
alleged  that  the  Defendants  had  manufactured  at  their  works  at  Preston, 
Lancashire,  web  printing  and  folding  machinery  constructed  after  the  invention 
described  in  the  Specification  of  the  Patent  referred  to  in  the  Statement  of 
Claim  and  claimed  in  the  sixth,  seventh,  eighth,  ninth,  tenth,  and  twelfth  45 
claiming  clauses  of  the  said  Specification,  and  that  the  Defendants  had  sold  two 
web  printing  and  folding  machines  of  the  character  complained  of  to  the 
proprietors  of  the  "Daily  Mail  "  newspaper,  London.  The  Defendants  by  their 
defence  denied  infringement,  and  alleged  that  the  said  Letters  Patent  were 
invalid.  By  their  amended  Particulars  of  Objections  the  Defendants  stated  that  50 
they  would  rely  on  the  following  objections  to  the  validity  of  the  said  Letters 
Patent,  that  was  to  say : — (1)  That  neither  William  Conquest  nor  the  person 
who  communicated  to  him  from  abroad  the  alleged  invention  comprised  in  the 
said  Letters  Patent  was  the  true  or  first  inventor  of  the  said  alleged  invention  ; 
(2)  insufficiency  of  Specification  ;  (3)  want  of  subject-matter  having  regard  to  55 
the  state  of  knowledge  at  the  date  of  the  granting  of  the  said  Letters  Patent; 
the  Def encla^t^  would  refer  to  the  Specifications  thereins^fter  mentioned  as  part 
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of  such  public  knowledge  ;  (4)  want  of  utility ;  (5)  that  the  said  alleged 
invention  was  not  new  at  the  date  of  the  said  Letters  Patent,  but  was  previously 
published  within  this  realm  in  the  following  Specifications : — (a)  William 
Conquest,  No.  4715  of  1880,  the  whole  ;  (b)  John  McAdams'  U.S.  patent,  1871, 
5  No.  112,264,  the  whole;  (c)  Luther  C.  CrowelVs  U.S.  patent,  1883,  No. 
281,619,  the  whole ;  (d)  Henry  Bridson  and  John  Alcock,  No.  2764  of  1862, 
page  4,  lines  9  to  32,  and  sheet  1  of  the  drawings;  (e)  Archibald  Sandeman^ 
No.  3319  of  1870,  page  15,  line  1,  to  page  16,  line  4,  and  Figures  11,  12,  and  13  ; 
(/)  ^y  two  drawings  or  engravings  of  two  web  printing  and  folding  machines, 

10  each  containing  the  mechanism  the  subject  of  the  sixth,  seventh,  eighth,  ninth, 
tenth,  and  twelfth  claims,  which  were  seen  by  divers  persons  in  this  country  in 
the  mouths  of  October,  November,  and  December  1885,  before  the  date  of  the 
said  patent.  The  above  Specifications  were  relied  on  as  anticipating  the  sixth, 
seventh,  eighth,  ninth,  tenth,  and  twelfth  claims  ;  (6)  the  siid  alleged  invention 

15  was  further  published  within  this  realm  previously  to  the  date  of  the  said 
Letters  Patent  by  the  importation  into  this  country  by  the  Plaintiffs  from 
America  in  the  month  of  October  1885  of  a  web  printing  and  folding  machine 
containing  the  mechanism  the  subject  of  the  sixth,  seventh,  eighth,  ninth, 
tenth,  and  twelfth  claims,  which  machine  was  seen  by  divers  persons  and  was 

20  used  at  the  offices  of  the  "  Liverpool  Mercury  "  in  Liverpool  in  the  months  of 
November  and  December  1885,  before  the  date  of  the  said  Letters  Patent. 

The  Plaintiffs  by  their  amended  reply,  after  joining  issue  save  as  to  admissions 
and  after  allegations  to  the  effect  that  the  drawings  referred  to  in  paragraph  5 
of  the  Particulars  of  Objections  were  confidential  documents,  alleged  that  the 

25  machine  referred  to  in  paragraph  6  of  the  Particulars  of  Objection,  if  imported 
into  this  country  prior  to  the  date  of  the  Plaintiffs'  patent,  which  was  denied, 
was  in  the  possession  of  the  Plaintiffs  on  trial  pending  their  application  for  the 
patent  sued  upon,  and  if  seen  by  any  persons  was  seen  under  pledge  of 
confidence,  and  there  was  no  publication  of  the  Plaintiffs'  said  invention  in 

30  law. 

The  Plaintiffs,  replying  to  interrogatories  I,  2,  and  3,  deposed  as  follows  : — 
"  The  Plaintiffs  did  send  to  England  in  the  month  of  October  1885,  two  printing 
*'  and  folding  machines  containing  the  mech8nism  the  subject-matter  of  the 
"  claiming  clauses  referred  to  (6,  7,  8,  9,  10  and  12).     Such  machinery  was  sent 

35  "  by  the  s.s.  *  Germanic  '  and  '  Britannic'  Such  machinery  was  consigned  to 
**  the  '  Liverpool  Mercury,'  Liverpool,  England,  where  it  was  taken  charge  of 
"  by  one  of  the  Plaintiffs'  servants  sent  over  from  America  for  that  purpose, 
**  Such  machinery  was  sent  over  in  a  dismantled  condition,  and  such  machinery 
**  was  erected  by  the  Plaintiffs'  said  servant  in  the  office  of   the  '  Liverpool 

40  "  *  Mercury  '  in  Liverpool.  On  the  arrival  of  the  said  machinery  the  Plaintiffs* 
"  said  agent  informed  one  Lovell,  the  manager  of  the  *  Liverpool  Mercury,' 
*'  that  the  machines  so  sent  over  and  being  erected  contained  appliances  which 
**  it  was  intended  to  patent  in  the  United  Kingdom,  but  which  had  not 
"  then  been  patented,  and  requested  the  said  Lovell  to   treat  any  disclosure 

45  '^  made  of  the  said  machines  as  confidential,  and  to  allow  no  person  to  see  the 
"  said  machines  except  confidentially  as  aforesaid.  We  are  informed  by  our 
*'  agent  that  Mr.  Lovell  assented  to  these  terms  and  that  no  one  except 
**  under  such  terms  of  confidence  was  allowed  to  see  the  said  machines.  We 
^'  are  also  informed  by  our  said  agent  that  adjustments  and  alterations  in  the 

50  **  folding  mechanism  had  to  be  made  from  time  to  time,  and  that  our  said 
"  agent  remained  in  charge  of  the  said  machines  and  did  not  hand  the  same 
"  over  to  the  proprietors  of  the  *  Liverpool  Mercury '  until  after  the  Specification 
**  had  been  filed  on  the  5th  of  December  1885.  We  are  also  informed  by  our 
"  said  agent  that  the  said  machines  were  tested  in  the  production  and  folding 

55  "  of  newspapers  under  a  similar  pledge  of  confidence,  and  that  in  order  to 
**  complete  the  erection  and  adjustmei\t  of  the  said  machines  it  was  necessary 
^  that  the  same  should  be  tested'  under  working  conditions." 
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The  action  came  on  for  trial  before  Kbkbwioh,  /.  on  June  16th  and  17th 
1898,  who  held  that  the  Letters  Patent  were  invalid  for  want  of  novelty, 
machines  embodying  the  invention  having  been  sold  and  used  in  the  United 
Kingdom  before  the  date  of  the  application  for  the  Patent.* 

The  Plaintijffis  appealed.  5 

Moultouy  Q.C.,  Bousfield,  Q.C.,  and  A.  J.  Walter  (instructed  by  Bower, 
GotUm  and  Bowei^)  appeared  for  the  Appellants ;  Roger  Wallace^  Q.C.,  and 
J.  H.  Gray  (instructed  by  Faithfull  and  Owen)  appeared  for  the  Respondents. 

Mmdton^  Q.C.,  and  Bousfield,  Q.C.,  for  the  Appellants. — The  case  was  decided 
below  on  the  point  as  to  prior  user  or  prior  publication.  It  was  put  in  each  way  10 
against  us.  One  question  which  arises  is  as  to  what  constitutes  publication  by 
the  Patentee  himself.  [The  Specification  was  read  and  explained  and  the  facts 
stated.]  The  machines  were  not  to  be  delivered  until  they  were  in  running 
order.  There  was  not  a  run  satisfactory  for  both  machines  until  December  3rd 
1>85.  The  manager  of  the  "Liverpool  Mercury"  was  told  that  a  patent  15 
was  going  to  be  taken  out.  The  machines  were  put  up  by  the  Plaintiffs'  men 
and  were  in  their  charge,  and  the  room  in  which  they  were  was  not  a  public 
room.  It  is  said  first  that  there  was  a  prior  profitable  user,  and  secondly  a 
prior  publication  because  persons  had  seen  the  machines  in  the  course  of 
erection  and  whilst  working.  There  was  no  intention  here  to  give  the  20 
invention  to  the  public,  but  an  actual  intention  to  patent,  and  we  submit  that 
the  patent  was  applied  for  before  the  delivery  of  the  machines.  The  questions 
depend  on  the  6th  section  of  the  Statute  of  Monopolies  and  particularly  on  the 
words  "New  manufacture  which  others  at  the  time  of  making  such  letters 
**  patent  and  grants  shall  not  use."  The  doctrine  of  prior  publication  rests  on  25 
the  word  "  new,"  that  of  prior  user  rests  partly  on  the  same  word  and  partly  on 
the  words  "  which  othera  at  the  time  of  making  such  letters  patent  and  grants 
"  shall  not  use."  The  questions  are  intended  to  be  questions  of  substance,  we 
submit  that  here  nothing  was  done  to  destroy  the  novelty  of  the  invention. 
[  Vaugh  AN  Williams,  L,J. — Was  there  an  opportunity  for  another  person  to  know  30 
of  it?  If  so,  could  he  be  restrained  ?]  That  test  would  be  too  severe.  It  must 
be  admitted  that  if  another  invented  the  same  thing,  but  did  not  publish  it,  that 
would  be  no  objection  to  the  patent,  therefore  knowledge  in  another  person 
without  publication  does  not  invalidate  a  patent.  [Vaughan  Williams,  L,J, — 
In  the  one  case  it  is  imparted  knowledge.]  As  to  user,  the  contract  was  to  make  35 
and  put  up  the  machines,  the  price  to  be  payable  when  they  were  handed  over. 
.  User  necessary  to  ascertain  the  competency  of  the  machine  to  do  the  work  is 
permissible.  In  NewaU  v.  Elliott^  4  C.B.N.S.,  293,  there  was  profitable  user. 
It  has  been  held  here  that  there  was  sale  and  delivery  of  the  machines  before 
the  date  of  the  patent,  but  we  submit  that  they  remained  in  our  possession  40 
until  December  9th  1885.  As  to  publication,  there  was  an  intimation  of 
secrecy.  The  machines  were  in  a  room  to  which  the  public  were  not  admitted, 
and  there  is  no  evidence  that  anyone  capable  of  understanding  them  saw  them 
before  the  patent  was  applied  for  except  the  manager  and  a  person  in  the 
employ  of  the  firm  which  was  told  of  the  secrecy.  Neither  of  these  persons  45 
did  actually  disclose  the  invention.  HwyijjJierson  v.  Syer^  4  R.P.C.,  407,  went 
to  the  extreme  limit,  and  the  judgment  of  Fry,  L.J.  in  that  case  went  too  far. 
The  true  test  is  whether  the  invention  is  in  the  possession  of  the  public. 
[Chitty,  L.J. — If  one  man  knows  it  and  has  a  right  to  disclose  it,  is  not  that 
sufficient  ?]  No,  Dollond's  Case,  1  Webster's  P.O.,  43,  negatives  that.  [Bentley  v.  50 
Fleming,  1  C.  &  K.,  587,  and  Flimpton  Y.Spiller,  L.R.,  6  Ch.  D.,  412,  were  referred 
to  as  to  prior  user.]  Neivall  v.  Elliott  shows  that  the  fact  that  there  has  been 
profitable  user  is  not  fatal,  if  it  was  for  the  purpose  of  getting  the  machine  into 
working  order.  The  mere  erection  would  not  invalidate  the  patent,  and  the 
trial  runs  were  part  of  the  erection.    There  was  no  profitable  user  by  us.  55 
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Roger  Wallace^  Q.C.,  and  Oray  for  the  Respondents. — There  was  user  by  the 
"  Liverpool  Mercury  "  prior  to  the  patent.     One  of  their  workmen  had  control 
of  the  machine — he  controlled  the  power.    The  editions  printed  were  actually 
sold.    If  it  was  used  for  profit  and  not  with  a  view  to  try  the  invention, 
5  secrecy  will  not  prevent  the  patent  being    invalid.      If  an   inventor   were 
before  patenting  it   to   allow  another  person  to   use  the  invention,  without 
the  object  of  perfecting  it,  the  patent  would  be  bad.      In  Newall  v.  Elliott 
the  user  was  by  way  of  experiment.     If  a  patentee  himself  makes  a  profit- 
able user,   it  must  only  be  what  is  necessary  as  an  actual   test.     If  there 
10  has  been  an  actual  user  for  profit   by  anyone  secrecy  makes  no   dijffierence. 
Here  the  trial  was  only  necessary  for  testing^  the  particular  machine.     There 
was  no  obligation  to  secrecy  and  no  secrecy  in  fact.    No  one  in  the  works  was 
cautioned.     Strangers  could  go  into  the  room  on  business  or  by  a  special  permit. 
Newall  V.  Elliott  was  an  exception  from  the  general  rule,  because  in  that  instance 
15  there  was  no  means  of  testing  the  invention  except  by  a  user  for  profit.    Adam- 
soti's  Case,  6  D.  M.  &  G.,  420,  and  Saxhy  v.  Gloucester  Wagon  Company^  L.R.  7, 
Q.B.D.  305,  are  in  our  favour.     Carpenter  v.  Smithy  1  Web.,  P.O.  530,  shows 
that  knowledge  on  the  part  of  the  public  is  not  necessaiy,  the  opportunity  of 
utilising  the  invention  in  the  public  is  sufificient  to  invalidate  a  patent.     Here 
20  there  was  a  sale  to  a  member  of  the  public  with  liberty  to  use  the  invention. 
Qerm  Milling  Company  v.  Robinson^  3  R.P.C.,  399,  was  also  referred  to  on  the 
question  of  prior  user. 

Moulton,  Q.C.,  r»  plied,  and,  after  referring  to  the  judgment  of  Bowen,  L.J.,  in 
the  last  mentioned  case,  continued  : — In  Carpenter  v.  Smith  two  dozen  articles 
25  had  been  made  and  sold.  On  the  evidence  in  the  present  case  there  was  no 
user  by  the  newspaper  owners.  As  to  publication  no  one  who  knew  anything 
about  machinery  was  allowed  to  see  the  machines  except  Cupiss^  who  was  in 
LovelVs  employ.  User  by  a  patentee  is  only  fatal  when  it  is  so  substantial  as  to 
constitute  a  dedication  to  the  public.  Adaynson's  Case  shows  that  substantial 
30  user,  not  a  mere  scintilla,  is  requisite ;  also  Plimpton  v.  Malcolmson^  L.R.  3, 
Ch.  D.  531.  The  question  of  publication  is  not  affected  by  a  sale,  although  sale 
and  delivery  would  invalidate  a  patent  on  the  ground  of  user  by  the  patentee. 

LiNDLBY,  M.R. — The  question  raised  in  this  patent  case  is  one  of  some  nicety, 

and  in  its  details  of  some  novelty,  but  I  do  not  think,  when  the  facts  are  under- 

35  stood,  that  there  is  any  real  difficulty  about  it.     The  Plaintiffs,  who  are  the 

Patentees,  obtained  their  patent  on  the  5th  of  December  1885,  and  the  only 

question  which  we  have  to  consider  is  whether  on  that  date  the  invention  was 

new,  and  one  which  others  had  not  then  used.     The  learned  Judge  has  found 

that  the  patent  is  useful  and  everything  that  a  patentee  can  desire,  but  he  says, 

40  "  Your  patent  is  invalid  because  the  invention  was  not  new,  and  was  used 

"  before  the  date  of  your  patent."    That  is  a  mere  question  of  fact,  and  the  facts, 

as  I  understand  them,  are  really  not  in  dispute  at  all.     The  facts  are  simply 

these.    The  invention  was  known  in  America,  and  it  was  imported  here  and  the 

invention  was  known,  before  the  date  of  the  English  patent,  to  be  a  perfectly 

45  successful    invention.      No  experiment  was  required  to  ascertain  that,  and 

accordingly  on  the  26th  of  June  1885,  that  is  five  months  before  the  date  of  the 

patent,  or  thereabouts,  the  Patentees  agreed  to  supply  and  set  up  two  of  these 

printing  machines,  with  this  ingenious  folding  mechanism,  in  Liverpool,  for  the 

purposes  of  the  "  Liverpool  Mercury."     They  were  to  be  set  up  upon  the  terms 

50  that  the  purchasers  should  pay  6,800/.  on  completion  of  the  work  "  in  our  usual 

"  way,"  which  means  without  explanation  that  the  Patentees  are  to  send  their 

people  to  superintend  the  erection  of  these  things,  and  not  to  hand  them  over 

until  they  are  found  to  be  in  good  order.     These  printing  machines  are  very 

complicated  machines ;  they  require  a  good  deal  of  care  and  skill,  not  only  in 

55  their  original  construction,  but  in  their  being  fitted  together  and  put  into 

working  shape,  and  I  do  not  doubt  it  is  perfectly  true  that  nobody  would 

undertake  to  set  up  a  machine  and  run  it  to  the  satisfaction  of  either  the  seller 
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or  the  purchaser  without  some  trial  of  the  machine  in  connection  with  the 
business.  The  machines  were  put  up  by  the  Patentees,  and  under  their  superin- 
tendence, by  two  persons — Wainman  ?ind  Kirkon^  Wainman  bein^  superinten- 
dent and  Kirkon  his  assistant,  and  they  were  put  up  and  set  to  work  on  the  19th 
November.  There  was  what  they  called  *•  a  run."  They  were  set  to  work  in  5 
this  way — the  sheets  of  the  "Liverpool  Mercury"  were  put  into  them  and 
printed.  The  first  run  was  on  the  l*.Hh  to  the  21st  of  November.  That  was  not 
very  successful,  that  is  to  say  little  defects  were  ascertained  which  required  to 
be  put  right.  The  machine  was  run  again  for  the  purpose  of  printing  this 
newspaper  from  the  26th  to  the  28th  of  November.  Again,  at  the  early  part  of  that  10 
run,  there  were  some  defects  ascertained  and  they  were  put  right.  The  last 
part  of  the  run  was  all  that  could  be  desired,  and  at  the  end  of  that  second  run 
the  machine  was  ascertained  to  be  in  good  working  order.  There  was  a  third 
run  on  the  3rd  to  the  5th  of  December,  in  which  no  defects  were  discovered,  and 
the  machine  was  then  used  for  the  purpose  of  printing  the  "  Liverpool  Mercury  "  15 
as  a  pure  matter  of  business.  That,  to  my  mind,  is  absolutely  fatal  to  the  validity 
of  this  patent.  The  facts  are  not  in  dispute,  and  they  are  summed  up  in  a  short 
passage  by  Mr.  Justice  Kekewich,  I  have  taken  the  trouble  to  verify  what  he 
says,  and  I  have  repeated  in  substance  already  what  it  comes  to.  Mr.  Justice 
Kekewich  says  : — "  On  the  first  occasion  there  were  diflficulties.  There  were  two  20 
**  machines.  One  broke  down  immediately,  the  other  not  quite  so  completely,  but 
"  I  gather  did  not  run  thoroughly  well.  That  was  on  the  21st  November.  They 
"  were  put  straight  and  used  again  for  the  next  issue  of  this  halfpenny  paper  on 
"  the  28th  of  November.  At  that  time  they  were  not  in  complete  working  order, 
*'  but  with  the  advantage  of  experience  they  were  put  in  complete  working  order  25 
*'  then,  and  Mr.  Wainman  told  me  himself  that  the  latter  part  of  the  second  run 
•*  was  right  and  the  third  run  was  right.  The  latter  part  of  the  second  run  must 
"  have  been  completed  soon  after  the  28th  of  November,  if  not  on  that  day,  and  at 
"  any  rate  some  days  before  the  5th  of  December,  which  was  the  date  of  the  third 
"  run."  To  sum  that  up,  it  means  that  the  trial  even  of  the  machine — for  there  30 
was  no  trial  of  the  invention,  as  nobody  wanted  that — it  was  known  to  be  a 
perfectly  good  invention — the  trial  of  the  machine  to  see  that  it  was  put  up  right 
was  over  and  completed  by  the  end  of  the  second  run  on  the  28th  of  November. 
What  does  that  mean  ?  Here  was  the  machine  being  used  in  this  country,  not 
by  way  of  experiment  in  any  sense  but  for  the  purpose  of  the  business,  to  35 
accomplish  which  it  was  erected — for  the  purpose  of  printing  this  "  Liverpool 
**  Mercury."    It  was  so  used  for  that  purpose  before  the  date  of  the  patent. 

Now  something  was  said  about  secrecy.     The  evidence  as  to  secrecy  is  very 
slight.     I  cannot  say  that  I  am  satisfied  that  there  was  any  such  secrecy  as 
would  protect  the  use  of  this  thing  at  any  time.     If  there  was,  it  was  confined  40 
to  the  purpose,  perhaps,  of  the  first  day.    Certainly  there  was  an  end  of  all  secrecy, 
and  of  every  obligation  to  keep  it  secret,  when  it  was  found  that  the  machine 
was  all  right.     There  was  no  secrecy  at  all  afterwards  that  I  can  see.    The  whole 
evidence  of  secrecy  is  so  shadowy  that  I  do  not  attach  much  importance  to  it. 
I  do  attach  importance  to  the  facts  which  I  have  mentioned.    Now  it  was  said  45 
that  this  was  not  done  by  the  newspaper  people  ;  in  other  words,  that  there 
was  no  evidence  to  show  that  the  machine  was  one,  or  the  invention  was  one, 
which  others  did  use  at  the  date  of  the  patent.     My  own  opinion  is  against  the 
Patentees  upon  that  point.     The  real  truth  is — condense  it  as  you  like — that 
it  was  being  used  by  the  newspaper  people  in  conjunction  with  the  Patentees  50 
who  put  it  up.    There  was  no  exclusive  user  either  by  the  Patentees'  men  who 
were  putting  them  up — Wainman  and  Kirkon-— or  by  the  newspaper.    They 
were  being  used  by  both.     So  far  as  looking  after  the  machinery — the  tapes 
and  so  on — ^goes,  of  course  they  were  being  used  by  the  people  who  were 
responsible  for  the  machines.    So  far  as  the  printing  was  concerned,  and  so  55 
far  as  using  them  in  that  sense  was  concerned,  they  were  used  by  Richards  and 
Cupiss.    To  my  mind,  therefore,  there  was  user  of  them  by  other  persons-^ 
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not  exclusively  by  other  persons  I  agree,  but  by  other  persons  in  conjunction 
with  those  who  put  up  the  machine.  But,  turn  it  about  as  you  like,  it  appears 
to  me  to  be  absolutely  impossible  to  get  out  of  the  fact  that  this  machine  was 
used  for  the  purpose  of  business,  and  for  the  purpose  for  which  it  was  intended 
5  to  be  used,  during  the  whole  of  the  last  run,  which  was  before  the  date  of  the 
patent. 

As  regards  the  authorities,  I  do  not  propose  to  say  much.  It  certainly  is  not, 
in  my  mind,  exactly  covered  by  any  of  the  authorities.  It  certainly  is  not 
exactly  covered  by  the  case  most  relied  upon  by  the  Appellants,  namely, 

10  Newall  v.  Elliott^  for  there  the  experiment  was  not  to  see  that  the  machine  was 
in  order,  but  the  experiment  was  to  see  whether  the  invention  was  a  useful  one 
and  could  be  worked  satisfactorily.  In  this  case  that  was  known  perfectly  well 
all  along — before  this  machine  was  ordered.  That  is  the  main  difference  between 
this  case  and  the  case  of  Newall  v.  Elliott    The  user  here  was  not  so  strong — 

15  not  so  prolonged  as  the  one  in  the  case  of  Adamson  before  Lord  Granworthy 
and  differences  may  be  pointed  out  between  the  two,  but  the  cardinal  fact 
remains ;  and  in  answer  to  the  questions  of  fact  which  would  have  to  be  left 
to  the  jury,  I  say,  first,  that  the  invention  was  not  new  ;  and,  secondly,  that  it 
was  used  by  others  before  the  date  of  the  patent.    The  appeal,  therefore,  must 

20  be  dismissed,  and  dismissed  with  costs. 

Chitty,  LJ. — I  must  be  excused  from  adding  much,  having  regard  to  the 
state  of  my  voice,  and  it  is  not  necessary  that  I  should  say  much  after  the 
judgment  of  the  Master  op  the  Rolls  with  which  I  agree.  The  user 
in  the   ofQce  of  the  "  Liverpool  Mercury  "  was  not   I  think  for  the  purpose 

25  of  perfecting  the  invention  itself.  The'  invention  had  been  found  to  answer 
well  in  America,  and  the  inventors  proposed  to  obtain  a  patent  here  for  an 
invention  which  they  had  perfected  abroad  and  imported  into  this  realm.  The 
object  of  the  erecting  of  the  machines,  and  the  object  of  all  that  took  place  at 
the  beginning,  was  to  ascertain  whether  the  machines  which  had  been  contracted 

30  for,  made  in  accordance  with  the  invention  itself,  did  or  did  not  answer  the 
description  that  is  contained  in  the  contract.  The  machines  were  erected  and, 
having  regard  to  the  first  trial  or  so,  I  have  no  doubt  that  Mr.  Moulton  is  right 
in  saying  that  the  trials  were  part  of  the  erection  of  the  machines  themselves, 
and  the  erection  was  to  be  done  by  the  skilled  men  whom  the  Plaintiffs 

35  had  sent  over  for  that  purpose,  namely,  for  the  purpose  of  fitting  up  the 
machines,  and  for  the  purpose  of  seeing  that  they  would  work.  But  the 
success  of  these  particular  machines  was  finally  ascertained  before  the  5th  of 
December.  It  may  not  have  been  long  before,  but  there  can  be  no  distinction 
made  between  user  which  is  one  day  before  the  patent  or  two  days  before  and 

40  a  user  for  a  month  or  a  year.  The  principle  must  be  the  same  in  both  cases. 
Nothing  remained  to  be  done  by  the  Plaintiffs  to  the  machines  after  the 
machines  had  been  proved,  as  they  were  before  the  5th  of  December,  to  answer 
the  purpose  which,  according  to  the  contract,  they  ought  to  fulfil. 

Then  I  dp  not  agree  that  the  user  was  by  the  Patentees  themselves,  in  any 

45  such  sense  as  would  save  the  patent.  The  user  on  the  evidence  in  my  opinion 
was  both  by  the  Patentees  themselves,  and  by  the  "Liverpool  Mercury,"  and 
both  of  them  were  using  for  the  purpose  of  profit.  The  **  Liverpool  Mercury  " 
printed  their  papers  in  large  numbers  from  the  machines ;  the  Plaintiffs  were 
entitling  themselves  to  receive,  in  respect  of  the  machines,  the  large  sum  of 

50  6,800Z.  which  they  had  contracted  should  be  paid  for  them.  In  my  opinion  it 
is  not  a  question  simply  of  whether  the  property  passed  at  law.  I  think  the 
property  had,  if  that  be  material,  passed  before  the  5th,  because  all  conditions 
precedent  had  been  complied  with  on  the  part  of  the  manufacturers.  It  seems 
to  me  the  case  would  stand  just  the  same  whether  the  property  had  or  had  not 

55  passed,  because  if  there  had  been  a  letting  for  the  purposes  of  printing  the 
"Liverpool  Mercury,"  the  case  would  have  stood  practically  on  the  same 
footing. 
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Mr.  Justice  Kekewich  thought  that  the  property  had  passed,  so  that  I  do  not 
differ  from  him.  On  the  contrary  I  think  that,  on  the  facts,  he  took  the  right 
view,  that  after  a  time,  antecedent  to  the  5th  December,  the  Plaintiffs  could  not 
have  taken  these  machines  out  of  the  possession  of  the  "  Liverpool  Mercury," 
nor  could  the  "  Liverpool  Mercury  "  have  returned  them  to  the  Plaintiffs  on  the  5 
ground  that  the  machines  did  not  answer  the  description. 

The  result  thus  far  is  that,  I  think,  the  invention  was  not  new  within  the 
statute,  and  that  there  had  been  user  by  other  persons  within  the  statute. 

Then  a  point  was  made  about  secrecy.    The  evidence,  as  has  been  pointed 
out,  is  of  the  loosest  possible  character,  but  supposing  there  was  some  obligation  10 
to  secrecy  in   the   first  instance,   I  am  satisfied  on  the  evidence  that  that 
obligation  entirely  came  to  an  end  and  ceased  to  exist  before  the  5th  December, 
the  date  of  the  patent. 

Then  it  is  not  necessary  in  my  opinion  to  go  into  the  authorities  ;  the 
Master  op  the  Rolls  has  pointed  out — and  I  entirely  agree  with  him — that  15 
Newall  V.  Elliott  is  a  different  case,  and  after  all,  though  the  authorities  on 
questions  of  this  kind  of  fact  are  of  great  assistance,  yet  each  case  must  be 
determined  on  its  own  facts.  Here  I  think  it  is  admitted  on  both  sides,  and 
rightly  admitted,  that  the  facts  are  very  peculiar,  and  want  special  attention  in 
order  to  see  what  the  true  result  of  them  is,  when  applied  to  the  Statute  of  20 
Monopolies.    For  these  reasons  I  agree  with  the  Master  op  the  Rolls. 

Vaughan  Williams,  L,L — I  entirely  agree.  I  only  wish  to  add  one  or  two 
words.  According  to  my  view  there  was  a  contract  to  supply  and  erect  these 
machines,  including  this  invention  for  folding  that  had  been  patented  in  America, 
and  the  price  that  was  to  be  received  by  the  Patentees  in  America,  for  supplying  25 
and  erecting  these  machines,  was  6,800/.  They  sent  over  their  men,  and  they 
then  proceed  to  erect  this  machinery  which  they  had  agreed  to  supply.  I  very 
much  doubt  myself,  whether  in  such  a  case  it  would  have  made  any  difference 
if  they  had  in  the  most  solemn  way  got  an  engagement  for  secrecy.  I  have  the 
same  doubt  that  I  should  have  in  a  case  where  an  inventor  who  had  not  30 
taken  out  a  patent  agreed  to  sell  and  deliver  the  patented  article,  and  then, 
when  he  did  sell  and  deliver  the  patented  article,  said  to  the  purchaser 
immediately  after  delivery — "  I  am  going  to  patent  this,  you  will  undertake,  will 
"  you  not,  to  keep  this  matter  a  secret  and  not  to  disclose  my  invention."  It  seems 
to  me  that  in  such  a  case,  even  if  such  an  engagement  had  been  entered  into,  35 
there  would  have  been  a  user  by  the  Patentee  himself.  I  am  aware  that  the 
Statute  of  Monopolies  speaks  of  user  by  others,  and  at  the  same  time  there  is  no 
doubt  that  a  user  by  the  Patentee  does  prevent  his  subsequently  taking  out 
Letters  Patent,  and  it  seems  to  me  that  really,  wherever  you  have  a  Patentee 
supplying  the  patented  article  in  such  a  way  and  to  such  an  extent  that  he  40 
cannot  recall  the  patented  article — that  he  cannot  impose  any  obligation  of 
secrecy — immediately  you  have  that  state  of  things,  it  becomes  impossible  for 
the  inventor  subsequently  to  take  out  Letters  Patent. 

Lindley,  M,R, — The  appeal  will  be  dismissed  with  costs. 
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In  thb  Housb  of  Lords. 

Be/ore  THE  Lord  Chancbllor,  Lord  Watson,  Lord  Shand,  Lord  Davby, 

and  Lord  Ludlow. 

November  28th  and  29th,  and  December  8th,  1898, 

5  Brooks  v.  Lamplugh. 

Patent. — Action  for  infringement. — Subject-matter. — Defendants  held  not  to 
have  infringed. 

'  This  was  an  action  for  the  infringement  offourpate^its  (one  not  being  relied  on 
at  the  trial) : — The  first  wa^for  improvements  relating  to  the  base  frame  of  cycle 

10  saddles;  the  secmid  for  improvements  in  the  boss  on  tJie  pillar  of  the  cycle ;  the 
third  for  improved  means  of  adjusting  the  tilt  of  the  saddle.  The  Defendants 
denied  infringement^  and  alleged  that  the  patents  were  invalid  on  various 
grounds;  No.  i,  on  the  grounds  of  want  of  novelty  and  subject-mattery  antici- 
potion^  want  of  utility  and  insufficiency ;  No.  2^  on   the  grounds  of  want  of 

15  novelty  and  sulyject-mateVy  insufficiency,  variance,  and  anticipation;  and 
No.  5,  on  the  grounds  of  anticipation,  want  of  subject-matter,  variance,  and 
prior  grant.  It  was  held,  at  the  trial,  that  all  the  jjatents  were  valid,  and  had 
been  infringed,  the  first  patent  being  the  application  of  anoldpinnciplein  a  way 
which  involved  the  exercise  of  ingemiity  ;  as  to  the  second  patent,  that  the  alleged 

20   variance  from  the  Provisional  was  only  such  a  change  as  mightfairly  follow  on 

/urt/ier  consideration  by  an  inventive  mind  of  the  method  of  t?ie Provisional;  as 

to  No.  3  patent,  that  the  Specification  alleged  as  a  prior  grant  tuas  itself  invalid 

Of%  the  ground  of  variance.    Judgment  was  given  for  the  Plaintiff,  with  costs, 

except  so  far  as  tJie  same  had  been  increased  by  the  inclusion  of  .the  abandoned 

25  patent^  and  the  order  certified  that  the  alleged  prior  grant  was  invalid.  The 
Defendants  appealed.  Held,  on  appeal,  that  th0 first  patent  was  valid,  since  the 
words  at  the  end  of  the  Jirst  claim,  ^"^ substantially  as  described  and  setforth,^^ 
limited  the  claim  for  use  in  base  frames  of  a  trussed  beam  to  the  particular 
manner  described  in  the  Specijicationj  and,  further,  that  this  patent  had  been 

30  infringed;  that,  as  to  second  patent,  Figures  8,  9,  and  10  were  not  ivithin  the 
Provisional  Specification,  and,  further,  the  Defendants  had  not  infringed  this 
patent;  and  that,  as  to  the  third  patent,  without  deciding  the  qv^tion  of  validity, 
the  Defendants  had  not  infringed  it.  The  appeal,  as  regards  the  first  patent, 
was  dismissed  with  costs ;  but,  as  regards  the  second  and  third  patents,  it  was 

35  (illou;ed  unth  costs,  the  costs  to  be  taxed  as  if  there  were  separate  actions.  A 
certificate  was  given  that  the  Particulars  of  Objections  to  the  second  and  third 
patents  were  reasonable  and  proper. 

The  Plaintiff  appealed  to  the  Hovse  of  Lords  Jrom  so  mu^ch  of  the  decision  of 

the  Court  of  Appeal  as  applied  to  the  third  patent. 

d 
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Heldj  by  the  House  of  Lords^  that  the  Defendants  had  not  infringed  the  third 
patent.    The  appeal  was  therefore  dismissed  unth  costs. 

On  the  30th  of  September  1890,  a  patent  (No.  15,424  of  1890)  was  granted  to 
J.  B.  Brooks  for  an  invention  of  "  Improvements  in  velocipede  saddles."  Por- 
tions of  the  Complete  Specification  will  be  found  in  15  R.P.C.,  at  page  34.  5 

On  the  9th  of  December  1892,  a  patelit  (No.  22,608  of  1892)  was  granted  to 
the  said  Brooks  for  an  invention  of  "  Improvements  of  cycle  saddles."  Portions 
of  the  Provisional  and  Complete  Specifications  will  be  found  in  15  R.P.C.,  at 
page  35. 

On  the  29th  of  July  1893,  a  patent  (No.  14,620  of  1893^  was  granted  to  10 
F.  Easom  and  G.  P.  Mills  for  an  invention  of  "  Improved  means  for  altering 
"  and  adjusting  the  position  of  cycle  saddles."  The  Provisional  Specification 
stated  as  follows : — "  This  invention  relates  to  improved  means,  whereby  the 
"  angle,  inclination,  or  tilt  of  the  saddle  of  cycles  may  be  altered  and  adjusted 
"  to  suit  the  rider,  while  the  position  of  its  fulcrum  or  bearing  remains  15 
"  constant,  relatively  to  the  saddle  ;  or  that  the  saddle  may  be  moved  forwards 
^'  or  backwards,  as  desired. 

"  For  the  purpose  of  our  invention,  we  braze  or  otherwise  attach  to  the  end  of 
"  the  saddle  pillar  a  tubular  piece  or  block  through  which  passes  a  bolt,  or  its 
'^  equivalent,  carrying  washers  at  each  side  of  the  said  piece  or  block,  and  20 
"  through  these  washers  pass  the  wires  forming  the  framework  of  the  saddle. 
"  The  washers  are  capable  of  being  turned  round  upon  the  bolt,  and,  together 
"  with  the  tubular  piece  or  block,  form  the  tilt.  When  the  saddle,  and  with  it 
"  the  washers,  have  been  turned  to  the  desired  angle,  the  tilt  is  tightened  up  by 
^*  means  of  a  nut  on  the  end  of  the  bolt.  The  saddle  may  be  adjusted  fere  and  25 
*^  aft  by  sliding  its  wires  through  said  washers. 

"  Or  the  wires  may  pass  between  two  washers  at  each  side  of  the  tubular 
"  piece,  and  one  of  the  washers  may  constitute  the  bolt  head. 

'^  Or  we  may  make  the  tilt  detachable  from  the  saddle  pin  or  pillar.  In  this 
^*  case  the  pillar  may  consist  of  a  metal  tube  having  a  hole  drilled  through  it  30 
^^  at  the  end,  and  plugged  or  bushed  if  necessary.  The  tilt  is  then  made  up  of, 
"  say,  six  parts,  namely,  two  cheeks'  or  centre  pieces  to  surround  the  tube,  and 
"  four  washers  (two  at  each  side  of  the  tilt)  slotted  for  the  reception  of  the  wires 
"  of  the  saddle  framework.  Shoulders  are  formed  on  the  centre  pieces  to  fit  in 
"  recesses  in  the  washers  next  them,  and  the  whole  is  drawn  together  and  35 
"  secured  to  the  saddle  pin  or  pillar  by  a  bolt  passing  through  the  washers  and 
^*'  centre  pieces,  and  through  the  hole  at  the  end  of  the  saddle  pillar,  and  thus 
"  forms  the  pivot  of  the  tilt. 

"  Our  inventibn  may  likewise  be  applied  to  saddles  having  slotted  or  girder 
"  or  like  frames.  For  this  purpose  instead  of  two  slots,  one  central  slot  would  40 
"  be  formed  in  the  washers,  of  imitable  dimensions,  to  receive  the  slotted  or 
"  girder  frame.  Or  the  inner  washers  may  be  dispensed  with,  and  the  pivot 
"  bolt  may  pass  through  the  slots  in  the  girder  frame,  and  the  outer  washers  be 
^^  so  shaped  as  to  support  the  frame  underneath. 

"  Tilts  constructed  according  to   our   invention   weigh    less   than   those   at  45 
"  present  in  use,  and  in  racing  cycles  the  washers  and  the  centre  piece,  which 
"  may  be  of  any  desired  shape,  may  be  constructed  of  aluminium." 

The  Complete  Specification  was  left  on  the  28th  of  April  1894,  and  accepted 
on  the  9th  of  June  1894,  and  (so  far  as  material)  stated  as  follows : — '*  This 
"  invention  relates  to  cycle  saddle  bosses  or  to  clamping  means  for  securing  or  50 
'^  connecting  the  saddle  to  the  boss  and  the  boss  to  the  pillar  or  L  bar  by  a 
**  single  movement  of  a  nut  or  equivalent,  and  which  invention  is  an  amplifica- 
"  tion  or  a  further  development  of  the  connection  means  or  bosses  described  in 
"  several  former  Letters  Patent  granted  to  John  Boultbee  Brooks  the  Assignor 
"  of  our  said  invention  and  bearing  date  respectively  the  18th  day  of  March  55 
"  1893  No.  5829,  the  28th  day  of  April  1893  No.  8553,  the  16th  day  of  May 
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«  1893  No.  9756,  the  9th  day  of  December  1892  No.  22608  and  the  13th  day  of 
«  April  1891  No.  6283. 

'*  Figure  4  represents  a  horizontal  section  upon  the  dotted  lines  A  B  Figure  1, 
"  whilst  Figrfre  5  is  a  like  horizontal  section  upon  the  dotted  lines  C  D  of  the 

5  "  said  Figue  1 

"  In  Figures  1  to  7,  the  boss  consists  of  six  strung-together  component  parts 
"  viz,^  two  inside  gripping  cheeks  a,  of  softish  metal,  (within  which  the  points 
"  of  set  screws  can  slightly  embed  themselves)  having  circular  shoulders  a\  and 
"  inside  and  concaved  gripping  faces  a',  semi-circular  in  cross  section  and 
10  "  adapted  to  embrace  (when  forced  home  or  drawn  together)  the  tubular  pillar 
"  member  6,  which  has  through  it,  a  transverse  hole  b\  wherethrough  the  pin 
"  or  bolt  c,  having  a  washer  head  c\  at  the  one  end,  and  a  wormed  part  c*,  at 
"  the  other  end,  passes,  and  which  bolt  or  screw  pin  c,  also  is  directed  through 
"  holes  a\  in  the  cheeks  a,  and  holes  cP,  of  an  intermediate  and  rotating  washer 
15  "  dj  located  between  end  washer  e  and  the  outside  face  a\  of  the  cheeks  a,  upon 
"  one  side,  and  between  the  washer  head  c\  and  the  face  a\  of  the  cheek  a,  upon 
"  the  other  side.  /  are  wires  or  rods  of  the  saddle  framing  taking  and  lying 
"  within  keep  grooves  e\  cP,  of  outside  washer  e,  and  interposed  washer  d,  on 
"  one  side,  and  keep  grooves  c*,  d\  of  the  head  washer  ^,  and  intervening 
20  ^'  washer  d,  upon  the  other  side,  which  last  named  washer  (i,  has  clearanc  holes 
"  d",  through  it,  to  admit  of  the  points  g^,  of  the  set  and  locking  pins  g,  screwing 
"  through  the  head  washer  c\  taking  or  impressing  themselves  into  the 
"  unhardened  metal  of  the  face  of  the  cheek  a,  upon  the  pin  side. 

"  It  is  understood  that  the  holes  d^,  in  the  washers  d,  beside  threading  over 
25  "  the  stem  of  the  pin,  also  take  over  the  annular  shoulders  a\  on  the  outside 
"  faces  of  the  cheeks  a. 

"  A  nut  A,  takes  upon  the  screwed  end  c*,  of  the  bolt  or  pin  with  a  nut 
"  washer  /t',  in  front  of  it. 

^'  Assuming  that  the  nut  hy  is  loose,  and  also  that  the  point  of  the  locking 

30  "  pin  ^,  is  clear  of  the  face  of  the  cheek  and  that  the  two-high  frame-rods  /,  of 

"  the  saddle  framing  are  placed  in  the  respective  keep  grooves  of  the  opposed 

*^  parts,  now  adjust  the  saddle  to  the  position  required  by  sliding  the  same 

"  longitudinally  within  the  keep  grooves  and  at  the  same  time  giving  the  tilt 

"  required  by  collectively  turning  the  washers  c?,  e,  and  head  c\  with  bolt  c. 

35  "  That  is,  when  the  parts  are  loose,  the  moving  of  the  saddle  vertically,  turns 

^ "  the  component  parts  round  and  when  in  the  positions  required,  then  screw 

"  up  the  nut  A,  drawing  all  the  component  parts  together,  with  the  inside 

*^  bearing  faces  of  the  cheeks  pressing  upon  the  pillar  member,  and  thus 

'^  the  frame  rods  are  secured  or  clamped  to  the  boss  and  the  boss  to  the  seat 

40  "pillar. 

"  By  now  screwing  home  the  set  pins  g^  the  component  parts  of  the  boss  are 
"  locked  or  are  prevented  from  turning  upon  each  other. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  we  declare 
45  "  that  what  we  claim  is  : — First.  In  cycle  saddle  bosses  or  attachments,  gripping 
"  or  securing  the  frame  rods,  or  the  frame  wires,  or  the  frames,  of  cycle  saddles 
"  between  intervening  and  rotating  washers,  disposed  upon  the  outside  faces 
^  of  the  gripping  cheeks,  and  outside  washers,  or  an  outside  washer  and  a  head 
"  washer,  carried  by  a  bolt  or  pin,  which  said  opposed  washers  preferably  have 
50  "  keep  grooves  or  sinkings  within  them  for  receiving  or  seating  the  said  wires 
"  or  frames,  substantially  as  and  for  the  purpose  as  described  and  set  forth  in 
"  Figures  1  to  10.     * 

**  Secondly.    In  cycle  saddle  attachments  or  bosses,  the  combination  with  the 

*'  rotating  and  inner  washers  located  between  the  gripping  cheeks  and  the  outer 

55   "  washers,  of  setting  and  locking  screws  or  pins  ^,  substantially  as  and  for  the 

"  purpose  as  described  and  set  forth. 

**  ThiitMy.    In  cycle  saddle  attachments  or  bosses,  the  general  construction, 

D  2 
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"  arranKement  and  combination  of  the  parts  Babstantially  aa  described  and  sot 

"  forth." 

Under  an  assignment,  dated  the  lat  of  December  1894,  the  patent  (No.  14,620 
of  1893)  became  vested  in  the  said  J.  B.  Brooks. 

On   the  28th   of   March  189.0,  J.  B.  Bronks  commenced  an  action  against  ft 
Eli^a  Lamplugh  and  Edward  Lant  Tyiidall,  legal  personul  representatives  of 
James    Alfred    Lamplugh,    deceased,    and    the    said    Eliza    Lamphujh    and 
Edward  Lant  Tyntiall,  trading  as  J.  A.  Lamplugh  and  Co.,  for  infringement 
of  the  above  three  patents,  and  three  others,  of  which  two  were  not  proceeded  with 
at  all,  and  the  remaining  one.  No.  8652,  was  not  relied  on  at  the  trial.    By  the   to 
Statement  of  Claim,  the  Plaintiff  stated  that  (1)  J.  A.  Lamplugh  died  on  the 
18th  of  Jane   1895;   (2)  the  said  J.  A.  Lamplugh,   deceased,  infringed  the 
Plaintilfs  first  three  patents;  (3)  the  Plaintiff  was  the  true  and  first  inventor 
of   the   first   three    patents;    (4)    the    Plaintiff   was   duly    registered    owner  of 
the  Eaitom  and  Mills  patent ;  (5)  the  said  ./.  A.  Lamplugh,  deceased,  infringed   15 
the  patent  (No.  14,620  of  1893) :  (6)  the  said  patents  were  valid  and  of  full  force 
and    effect ;   (7)    by  reason    of    snch  infringements  the  estate  of    the   said 


/.  A.  Lamplugh  bad  been  benefited  to  the  amoant  of  the  profits  claimed  in 
this  action  in  respect  of  snch  infringements.  The  Defendants,  E.  Lamplugh 
and  E.  L.  Tyndall  had,  since  the  death  of  the  said  J.  A.  Lamplugh,  carried  on  20 
the  business  of  J.  A.  Lamplugh  and  Co.,  and  bad  infringed,  and  had  threatened 
to  infringe,  the  FlaintiU's  said  patents ;  and  the  Plaintiff  claimed  the  osual 
relief,  and  against  the  Defendants,  as  the  personal  representatives  of  the  said 
J.  A.  Lamplugh,  an  account  of  profits  in  respect  of  infringements  committed 
by  the  said  J.  A.  Lamplugh  prior  to  his  decease  ;  and  costs.  25 

The  re-amended  Particulars  of  Breaches  stated  that — (L)  The  said  J,  A. 
Lamplugh,  prior  to  his  decease,  and  the  Defendants,  since  the  decease  of  the 
said  J.  A.  Lamplugh,  had  at  divetB  times  manafactured,  sold,  supplied,  let  on 
hire,  and  used  bicycle  and  tricycle  saddles  in  infringement  of  the  said  four 
patents.  (2)  Types  of  the  infringements  complained  of  were  the  saddles  manu-  30 
factured  and  sold  by  the  said  J.  A.  Lamphigh  and  by  the  Defendants  since 
the  decease  of  the  said  /.  A.  Lamplugh,  under  the  names  and  descriptions 
following  : — "Lamplugh's  '95  404,"  "  Lamplugh's  '95  Semi-Race,"»  "  Lam- 
"  plugh'a  '95  Roadster,"  "  Lamplugh's  '95  Race,"  "  Lamplugh  and  Co.'b  255," 
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"  Lamplngh's  Ladies'  404."  (3)  All  the  saddles  referred  to  specifically  in 
paragraph  2  infringed  the  PlaintiflTs  patents  in  the  following  particulars  : — (&) 
No.  15,424  of  1890,  Claim  2  and  the  letterpress  and  drawings  relating  thereto  ; 
{d)  No.  22,608  of  1892,  Claims  4,  5,  6,  and  7  and  the  letterpress  and  drawings 
5  relating  thereto;  (/)  No.  14,620  of  1893,  the  whole  of  the  SpecificatioQ. 
(4)  The  saddles  manufactured  and  sold  by  the  said  J,  A.  Lamplughy  and  by 
the  Defendants  since  his  decease  under  the  names  and  descriptions  following, 
namely,  "Lamplugh's  '95  Light  Roadster,"  "Lamplugh's  '95  Semi  Race," 
"Lamplugh's  '95  Race,"  were  also  infringements  of  the  Plaintiff's  patent 
10  No.  15,424  of  1890  in  respect  of  the  first,  fourth,  and  sixth  claims,  and  the 
letterpress  and  drawings  relating  thereto.  (5)  The  saddles  manufactured  and 
sold  by  the  said  J,  A.  Lamplugfi,  and  by  the  Defendants  since  his  decease, 
under  the  name  and  description  following,  "Lamplugh's  255,"  were  also 
infringements  of  the  Plaintiff's  patent  No.  15,424  of  1890  in  respect  of  the 

15  third  claim  and  the  letterpress  and  drawings  thereto.  (6)  The  Defendants 
had,  since  the  decease  of  the  said  J.  A.  Lamplugh^  publicly  offered,  by 
advertisement  and  otherwise,  to  supply  to  the  public  cycle  saddles  of  the 
same  description  as  those  mentioned  in  paragraph  2  hereof,  and  still  continued 
so  to  do. 

20  An  order  was  made  on  the  17th  of  February  1896  that  the  words  "  types  of," 
in  paragraph  2  of  the  Particulars,  be  struck  out,  the  Plaintiff,  by  his  Counsel, 
admitting  that  the  infringements  complained  of  in  the  case  of  all  patents 
referred  to  in  paragraph  3  of  the  Particulars  related  to  the  bosses  of  the 
saddles. 

25  The  Defendants,  by  their  defence,  said  that  they  had  not  infringed  any  of 
the  said  patents.  As  to  patent  No.  15,424  of  1890  : — (6)  The  alleged  invention 
was  not  new.  (7)  Was  not  useful.  (8)  The  final  Specification  was  insufficient. 
As  to  patent  No.  22,608  of  1892  : — (10)  The  alleged  invention  was  not  new.  (11) 
Was  not  proper  subject  matter.     (12)  The  said  «7.  B.  Brooks  was  not  the  first  and 

30  true  inventor  of  the  alleged  invention.  (13)  The  final  Specification  described 
an  invention  larger  than  and  different  from  the  invention  described  in  the 
Provisional.  As  to  the  patent  No.  14,620  of  1893  : — (14)  The  alleged  invention 
was  not  new.  (15)  Was  not  proper  subject-matter.  ( 16)  The  said  F.  Edsom 
and  the  said  G.  P.  Mills  were  not  the  true  and  first  inventors  of  the  alleged 

35  invention.  (17)  The  final  Specification  claimed  an  invention  larger  than  and 
different  from  the  invention,  the  nature  of  which  was  described  in  the  Provisional. 
(18)  The  said  patent  was  invalid  by  reason  that  the  Crown  had  already  made  a 
grant  of  a  patent  for  the  same  invention  to  one  J.  A.  Lamplugh,  No.  5683 
of  1893. 

40  The  amended  Particulars  of  Objections*  were  as  to  patent  No.  14,620  of  1893  : — 
(13)  The  alleged  invention  is  not  new.  It  was  published  by  the  Specification  of 
Qoddard  and  Bv^ker^  No.  13,073  of  1891,  Figures  1,  4,  5,  and  the  letterpress 
relating  thereto.  (14)  The  alleged  invention  is  not  proper  subject-matter.  (15) 
The  said  F.  Easom  and  6^.  P.  Mills  were  not  the  true  and  first  inventors.    (16) 

45  The  final  Specification  claims  an  invention  in  Claim  2  larger  than  and  different 
from  the  invention,  the  nature  of  which  is  described  in  the  Provisional  Specifica- 
tion. (17)  The  Plaintiff  is  not  in  law  the  proprietor  of  the  right  to  make  and  sell 
the  invention  claimed  in  the  said  patent,  by  reason  that  the  right  to  make  such 
invention  had  been  granted  to  Lamplugh  by  his  patent  No.  5683  of  1893.     The 

50  grant  of  the  patent  to  Lamplugh  is  a  ground  on  which  the  patent  14,620  of  1893, 
granted  to  F.  Easom  and  O,  P.  Mills^  might  have  been  repealed  by  scire  facias, 
and  is  now  available  by  way  of  defence  to  this  action  according  to  the  Section  26 
of  the  Patents,  &c.  Act,  1883. 

The  Plaintiff,  in  reply,  denied  each  and  all  the  allegations  in  paragraph  17  of 

55  the  Particulars  of  Objections  for  the  reasons  following  : — (a)  The  invention,  the 

*  The  Partioalars  of  Objeotions  will  be  found  more  fully  stated  in  16  B.P.C.  at  p.  42. 
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nature  of  which  was  disclosed  in  the  Provisional  Specification  to  the  said  J.  A. 
Lamplugh's  patent  No.  5683  of  1893,  and  in  respect  of  which  the  patent  was 
granted  to  J,  A,  Lamplugh^  is  a  different  invention  from  the  inventions  which 
are  the  subjects  of  the  Plaintiff's  patent.  No.  14,620  of  1893,  sued  on  in  this  action. 
(&)  The  said  patent  granted  to  J.  -4.  Lamplugh  is  invalid  by  reason  that  the  5 
device  described  in  the  Complete  Specification  to  the  patent  on  page  5,  Un©  6-32, 
and  illustrated  in  Figures  28  and  29  of  the  drawings,  and  claimed  generally  in 
the  claiming  clause,  is  a  different  invention  from  the  invention,  the  nature  of 
which  is  described  in  the  Provisional.  (2)  Subject  to  paragraph  1  the  Plaintiff 
joined  issue.  10 

The  Defendants  put  in  a  rejoinder  to  (a)  and  (h)  of  the  reply,  saying  that 
they  joined  issue  thereon. 

The  action  came  on  for  trial  before  Ridley^  J.,  and  was  heard  on  May  6th,  7th, 
8th,  9th,  and  10th,  1897. 

Judgment  was  given  on  the  24th  of  May  1897,  it  being  held  that  all  the  three   15 
patents  were  valid,  on  the  grounds,  as  to  the  patent  No.  15,424  of  1890,  that  it 
was  the  application  of  an  old  principle  in  a  way  which  involved  the  exercise  of 
ingenuity  ;  as  to  the  patent  No.  22,608  of  1892,  that  the  alleged  variance  from  the 
Provisional  Specification  was  only  such  a  change  as  might  fairly  follow  on 
further  consideration  by  an  inventive  mind  of  the  method  of  the  Provisional  20 
Specification  ;  and  as  to  the  patent  No.  14,620  of  1893,  that  the  Specification  of 
Lamplughy  alleged  as  a  prior  grant,  was  itself  invalid  on  the  ground  of  variance ; 
it  was  held  also  that  all  the  three  patents  had  been  infringed.    Judgment  was 
given  to  the  Plaintiff,  with  costs,  except  the  costs  of  the  abandoned  patent.    On 
the  26th  of   October  1897,  the  action   came   before   Ridley^  J.,   upon  certain  25 
questions  regarding  the  terms  of  the  order,  and  after  argument  the  learned  Judge 
decided  that  the  order  should  be  that  the  Defendants  do  pay  to  the  Plaintiff  the 
costs  of  the  action  "  save  in  so  far  as  such  costs  had  been  increased  by  the 
"  inclusion  in  the  Statement  of  Claim  "  of  the  abandoned  patent ;  but  that  the 
Plaintiff  do  pay  to  the  Defendants  the  costs  of  the  action  "  so  far  as  the  same  30 
"  have  ibeen  increased  by  the  inclusion  in  the   Statement  of  Claim "  of  the 
abandoned  patent ;  and,  further,  that  the  order  should  certify  "  that  the  alleged 
"  prior  grant  to  the  said  James  Alfred  Lampltigh  of  part  of  the  invention 
"  forming  subject  of  Letters  Patent  No.  14,620  of  the  year  1893  was  not  valid." 
The  Defendants  appealed.  35 

The  appeal  came  on  for  hearing  on  November  6th,  23rd,  24th,  25th,  and  27tb, 
1897,  before  Lords  Justices  A.  L.  Smithy  Rig^^Vi  and  Collins.  Judgment  was 
given  on  the  8th  of  December  1897,  it  being  held  that  the  first  patent.  No.  15,434  of 
1890,  was  valid,  the  first  claim  not  being,  as  was  contended  on  behalf  of  the 
Defendants,  a  claim  for  the  use  of  a  trussed  beam  in  general  used  anyhow  in  40 
cycle  saddles,  but  was  limited  by  the  words  "  substantially  as  described  and  set 
"  forth  "  to  the  user  of  a  trussed  beam  in  the  manner  described  in  the  Specifi- 
cation. The  patent,  therefore,  could  not  be  impeached  on  the  ground  of  want  of 
subject  matter.  It  was  also  held  that  the  Defendants  had  infringed  this  patent. 
As  regards  the  second  patent,  No.  22,608  of  1892,  it  was  held  that  Figs.  8,  9  and  45 
10  of  the  Complete  Specification  were  outside  the  invention  described  in  the 
Provisional  Specification,  and  also  that  if  the  contrivance  there  shown  were 
covered  by  the  Provisional  Specification  that  the  Defendants  had  not  infringed. 
As  to  the  third  patent.  No.  14,620  of  1893 : — This  patent  was  before  the 
Court  of  Appeal  in  the  case  of  Brooks  v.  Steel  and  GurriCy  reported  in  14  R.P.C.  50 
at  p.  46.  On  that  occasion  the  question  of  validity  was  not  decided,  but  the 
Court  held  the  one  bolt  or  pin  passing  through  the  pillar  or  L-bar  was  an 
essential  part  of  the  invention,  and  that  the  clamping  of  the  gripping  cheeks, 
rotary  and  other  washers,  on  either  side  of  the  pillar  or  L-bar  by  a  single  move- 
ment of  a  nut  or  its  equivalent  was  the  essence  or  pith  and  marrow  of  the  55 
invention  :  that  the  Defendants  in  the  present  case  had  no  bolt  passing  through 
the  pillar  or  L-bar,  and  the  tightening  of  the  nut  on  one  side  of  the  pillar  or  L-bar 
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left  the  gripping  cheeks  and  washers  on  the  other  side  wholly  unaffected.  For 
these  reasons  it  was  held  by  the  Court  of  Appeal  that  the  Defendant*  had  not 
infringed  this  patent.  The  questions  as  to  want  of  novelty  and  prior  grant  were 
not  decided. 
5  The  Plaintiff  appealed  to  the  House  of  Lords  from  the  decision  of  the  Court 
of  Appeal  as  regards  the  last  mentioned  patent. 

Moulton,  Q.C.,  T.  Terrell,  Q.C.,  and  Jenkins,  Q.C.  (instructed  by  G.  Capron, 
agent  for  E.  C.  Newey,  of  Birmingham)  appeared  for  the  Appellant; 
A.  J.  Walter  and  J.  H.   Gray  (instructed  by  Sharpe,  Parker,  Pritckards, 

10  and  Barham,  agents  for  Tyndall  and  Go.  of  Birmingham)  appeared  for  the 
Respondents. 

Moulion,  Q.C,  and  Terrell,  Q.C,  for  the  Appellant. — The  essence  of  the 
invention  described  in  patent  No.  14,620  of  1893  is  the  attainment  of  longitudinal 
adjustment  and  tilting  by  one  movement,  and  in  such  a  way  that  the  tightening 

15  or  loosening  of  one  nut  tightens  or  loosens  tjie  whole  arrangement.  The  tilting 
and  longitudinal  adjustment  is  got  by  the  use  of  the  rotating  washers  with 
grooves  cut  in  them.  Previously  the  tilting  was  got  at  the  sacrifice  of  the 
longitudinal  adjustment,  which  had  at  that  time  to  be  got  from  the  L-bar  which 
ran    through   an  eye-Bolt.     By  the  Appellant's  patent  the  eye-bolt  became 

20  unnecessary  and  he  uses  the  simplest  form,  namely,  a  straight  bolt  passing 
through  the  pillar  or  L-bar.  The  Respondents  have  taken  the  Appellant's 
invention  with  the  exception  of  the  straight  pin,  for  which  they  substitute  an 
eye-bolt,  which  is  an  equivalent.  [Halsbury,  L.G. — This  patent  is  for  a 
combination  and  therefore  there  can  be  no  question  of  mechanical  equivalents. 

25  There  is  a  difference,  but  of  course  the  difference  may  only  be  colourable.]  The 
pin  or  bolt  in  the  Appellant's  Specification  is  only  a  meauQ  of  transmitting  the 
pressure.  [Halsbury,  L.G. — This  pin  does  not  exist  in  the  Respondents' 
mechanism.]  Not  in  the  same  manner.  [Halsbury,  L.G, — I  should  have  said 
not  at  all.]    The  pin  is  only  to  transmit  the  pressure  and  connect  the  two  sides. 

30  It  is  a  carrier  for  the  other  parts.  It  is  immaterial  whether  this  carrier  goes 
through  the  pillar  or  L-bar  as  in  the  Appellant's,  or  round  the  outside,  as  in  the 
Respondents'  contrivance.  The  Respondents  might  cut  away  one  side  of  their 
eye-bolt  and  yet  make  no  difference  except  in  the  strength.  The  Respondents' 
contrivance  is  for  the  same  purpose  and  is  similar.     [Lord  WATSON. — ^The 

36  Respondents  must  have  mechanism  substantially  the  same  as  yours  and  for  the 
same  purpose  in  order  to  constitute  infringement.]  With  only  one  modification, 
Respondents  have  every  element  of  the  invention.  That  modification  does  not 
alter  the  function.  All  the  parts  of  the  Respondents'  mechanism  can  be  put 
on  our  pin.    Both  have  a  rigid  inextensible  bolt  so  that  pressure  on  one  end 

40  puts  pressure  on  the  other  end.  It  makes  no  difference  what  the  shape  of  the 
intermediate  shank  is.  The  two  are  practically  similar.  [Lord  Davby. — With 
this  essential  difference  that  the  Respondents  have  to  screw  up  both  ends  of  their 
mechanism.]  That  is  not  so.  The  Respondents  have  a  clearance  all  round  the 
eye-bolt,  and  therefore  loosening  or  tightening  one  side  must  loosen  or  tighten 

45  the  other  side.  It  is  true  that  in  the  Respondents'  saddle  when  originally 
fixed,  both  nuts  must  be  tightened  to  fix  it  in  place.  But  once  it  is  in  use,  one 
nut  is  sufficient.  [Lord  Davby. — If  you  tighten  one  first  and  then  the  other, 
it  seems  to  me  you  have  tightened  both.]  Yes,  in  the  first  instance,  but  this  is 
not  what  the  Patentee  was  thinking  of  as  the  use  of  his  invention.     He  thought 

50  of  the  man  on  the  road,  who  wanted  not  to  fix  but  to  adjust  his  saddle.  This  is 
shown  by  the  title  of  the  Specification :  "  Improved  means  for  altering  and 
"  adjusting  cycle  saddles."  When  actually  in  work  on  the  road,  the  cyclist  can 
adjust  the  Respondents'  saddle  by  the  use  of  one  nut  as  simply  as  he  can  the 
Appellant's.    [Lord  Davby. — Your  claim  finishes  with  words  "  substantially  as 

55  "  described  and  set  forth  in  Figs.  1  to  10."  I  see  no  eye-bolt  in  Figs.  1  to  10.] 
The  particular  form  of  the  bolt  or  eye-bolt  is  immaterial.  If  an  invention  is  for 
a  combination  of  A,  B,  and  C,  of  which  A  and  B  are  essential  and  C  subsidiary, 
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yon  can  infringe  by  taking  A  and  B,  although  the  claim  is  for  A,  B,  and  G. 
There  is  no  invention  in  using  an  eye-bolt  to  form  an  old  function  instead  of  a 
straight  eye-bolt  or  pin.  As  both  the  bolt  and  eye-bolt  are  old,  and  old  for  this 
same  purpose,  can  it  be  said  that  we  have  claimed  the  straight  bolt  so  as  to 
exclude  the  eye-bolt  ?  We  say  that  the  pin  passing  through  the  L-bar  is  not  5 
essential.  The  essence  of  the  invention  is  the  attainment  of  longitudinal 
adjustment  and  tilting  simultaneously,  and  this  the  Respondents  have  taken. 
It  is  possible  to  infringe  without  taking  the  whole  of  the  combination  ;  Clarke 
V.  Adie^  L.R.  2,  App.  Gas.  320.  If,  as  is  the  case  here,  the  invention  is  for  a 
combination  producing  a  new  effect,  and  the  Defendant  introduces  a  different  10 
contrivance  for  one  part,  which  was  known  at  the  time  to  be  an  equivalent, 
then  he  will  infringe.  [Lord  Shaxd. — Why  is  your  claim  so  narrow?] 
Because  the  invention  is  for  a  method  in  which  going  round  is  unnecessary  and 
the  claim  is  for  the  simplest  method. 

Gounsel  for  the  Respondents  were  not  called  upon.  15 

Lord  Halsbury,  L.G. — My  Lords,  when  one  analyses  this  case  I  think  it 
really  becomes  a  question  of  fact  and  considering  the  full  examination  this  case 
has  already  received  I  should  feel  very  great  difficulty  in  differing  from  those 
who  have  gone  before  me  in  respect  to  the  judgment  that  has  been  pronounced. 
It  appears  to  me  that  it  comes  to  practically  a  very  small  point.    Here  we  are  20 
dealing  with  what  are  admitted  to  be  old  materials,  and  this  is  claimed  to  be  a 
new  invention  by  reason  of  the  old  materials  being  arranged  in  a  particular  way. 
I  do  not  want  to  repeat  what  I  have  said  more  than  once  in  dealing  with  these 
cases,  that  you  cannot  apply  the  phrase  *'  mechanical  equivalent  **  to  questions  * 
of  this  sort  when  you  are  dealing  with  new  combinations  of  old  materials.  25 
If  there  is  a  difference  between  the  mechanical  appliances  which  are  made  use 
of  you  cannot  treat  them  as  if  they  were  mechanical  equivalents,  and  so  establish 
a  patent  against  all  the  world,  by  applying  different  mechanical  processes  to  get 
the  same  result. 

It  is  common  ground  that  all  these  things  were  known  before,  and   the  30 
question  is  whether  tliis  particular  one  which  has  now  been  applied  for  the 
purpose  of  giving  the  two  different  sets  of  motion  to  the  saddle  of  a  bicycle  is 
an  infringement  of  a  patent  (I  am  using  very  plain  and  popular  language)  which 
effected  the  same  object  by  a  different  mechanical  arrangement.    Of  course  the 
phrase  ^^  a  different  mechanical  arrangement  ^^  assumes  the  question  against  the  35 
Appellant  but  I  use  it  because  I  really  know  no  other  form  of  expression  which 
will  adequately  convey  what  I  mean.     It  is  a  different  mechanical  arrangement 
and  to  deny  that  because  of  the  mere  identity  of  the  word  "  bolt  "  as  applicable 
to  a  part  of  it,  and  because  you  call  one  thing  by  a  technical  phrase,  an  "  eye 
"  bolt,"  so,  as  I  suppose,  by  the  mere  force  of  language  to  make  the  "  eye  bolt "  40 
a  kind  of  bolt,  and  say  therefore  the  one  is  included  in  the  other  seems  to  me 
absurd  when  once  you  have  the  real  mechanical  contrivance  before  you.    I  think 
it  is  more  accurately  described  as  a  ring  with  two  trunnions,  although  that 
perhaps  is  not  a  very  accurate  description  of  it.    When  you  know  what  the 
thing  is  it  appears  to  me  that  in  one  sense  it  is  a  different  mechanical  contriv-  45 
ance  ;  certainly  in  one  sense  it  performs  the  same  function,  that  is  to  say,  if  you 
refer  to  the  general  object  of  the  patent  it  performs  the  same  function,  but  if 
you  refer  to  the  mechanical  means  by  which  the  same  result  is  ultimately 
arrived  at,  that  is  a  mistake, — it  does  not  perform  the  same  function,  it  performs 
a  different  function,  it  is  achieved  in  a  different  way.    The  same  general  50 
function  of  course  is  performed  because  they  both  equally  apply  to  fixing  the 
saddle  in  such  a  manner  that  it  shall  be  at  the  option  of  the  rider  in  what 
particular  position  the  saddle  shall  be  placed. 

That,  my  Lords,  appears  to  me  to  be  decisive  of  the  case  by  itself ;  but  that  is 
not  the  whole  of  the  case,  because,  as  it  strikes  me,  the  nature  of  the  claim  as  55 
applied  to  the  mechanical  contrivance  for  which  the  Patentee  claims  his  inven- 
tion is  such  as  to  my  mind  negatives  this  particular  one  as  being  of  the  same 
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mechanical  character  as  the  other.  One  great  merit  of  the  invention  of  which 
this  mechanical  contrivance  is  alleged  to  be  an  infringement  is,  that  by  the  taming 
of  one  particular  bolt  you  screw  up  the  whole  "  boss,"  as  it  is  called,  at  one  time. 
That  does  not  exist  as  a  fact  in  the  case  of  this  alleged  infringement — I  noticed 
5  the  effort  to  get  out  of  that  difficulty  on  the  part  of  Mr.  Moulton  by  giving  a 
sort  of  historical  description  of  how  the  thing  may  ultimately  come  in  to  a  position 
of  fixity,  but  that  historical  description  of  how  it  comes  into  a  position  of  fixity 
does  not  describe  the  real  operation  of  the  machine.  You  have  to  screw  up  each 
side — ^at  what  period  of  the  fixing  of  the  machine  is  immaterial, — the  nature  of 

10  the  transaction  to  my  mind  is  therefore  a  different  one. 

Therefore,  my  Lords,  in  those  two  respects  it  appears  to  me  that  the  judgment 
of  the  Appeal  Court  is  absolutely  right.  This  is  no  infringement  of  the  patent, 
and  it  would  be  a  very  serious  thing  to  my  mind,  if,  when  you  are  dealing,  as 
you  are  here,  with  mere  combinations  of  old  materials,  when  there  is  a  real  and 

15  substantial  difference  between  the  mechanical  contrivances  the  first  person  who 
contrives  one  is  to  exclude  all  the  rest  of  the  world  from  making  another  and  a 
different  kind  of  contrivance,  although  the  object  of  both  may  be  to  attain  the 
same  end.  For  these  reasons  I  am  of  opinion  that  the  judgment  of  the  Court  of 
Appeal  ought  to  be  affirmed  and  the  appeal  dismissed  with  costs,  and  I  move 

20  your  Lordships  accordingly. 

Lord  Watson. — My  Lords,  I  am  of  the  same  opinion.  I  am  quite  satisfied 
with  the  judgment  of  the  Appeal  Court.  It  appears  to  me  that,  as  a  matter  of 
fact,  the  apparatus  or  saddle  adjustment  of  the  Respondents  in  this  appeal  is  not 
an  infringement  of  the  saddle  seat  patented  by  Easom  and  Mills  in  1893. 

25  Lord  Shand. — My  Lords,  I  have  listened  with  much  interest  to  the  able 
argument  of  Mr.  Terrell  in  this  case  from  which  I  have  been  able  to  apprehend 
more  fully  the  nature  of  the  case  than  I  confess  I  had  been  able  to  do  before  ; 
but,  with  your  Lordships,  I  have  come  'to  the  conclusion  that  the  judgment  of 
the  Court  of  Appeal  is  right  and  ought  to  be  affirmed.     I  think  the  ground  of 

30  that  judgment  has  been  stated  by  Lord  Justice  Smith  in  clear  terms,  and  it 
commends  itself  to  me  as  being  sound.  We  have  in  the  first  place  mentioned 
in  the  Specification  at  the  outset  of  it  as  being  an  essential  feature  of  it  (and  it 
was  found  to  be  an  essential  feature  of  the  patent  in  a  previous  case  before  the 
Court  of  Appeal)  that  "  This  invention  relates  to  cycle  saddle  bosses  or  to 

35  ^*  clamping  means  for  securing  or  connecting  the  saddle  to  the  boss  and  the  boss 
•*  to  the  pillar  or  L  plJi?  hy  a  single  movement  of  a  nut  or  equivalent."  It  may  be 
that  the  inventor  might  have  framed  his  Specification  differently,  but,  if  he  had 
wider  views,  he  has  unfortunately  so  expressed  himself  as  to  tie  himself  down 
to  that  as  the  principal  point  of  his  invention.    Then  when  I  come  to  the  claim 

40  I  find  that  that  bolt  or  pin,  which  I  think  is  essentially  different  in  this  case 
from  the  ^^  eye-bolt "  which  is  complained  of  in  the  machine  of  the  alleged 
infringers,  appear  to  be  also  stated  as  an  essential  feature.  Therefore  I  am  of 
opinion  with  your  Lordships  that  the  appeal  must  be  dismissed. 

Lord  Davby. — My  Lords,  I  am  of  the  same  opinion.    The  question,  whether 

45  what  the  Respondents  have  done  is  an  infringement  of  Easom  and  MilVs  patent, 
really  turns  upon  the  construction  and  effect  which  your  Lordships  will  give  to 
the  Specification  of  that  patent.  My  Lords,  if  it  rested  simply  on  the  Provisional 
Specification,  I  should  think  that  the  argument  which  Mr.  Terrell  addressed  to 
US  was  worthy  of  the  greatest  consideration,  and  I  should  have  taken  some  time 

50  before  I  decided  the  case.  But,  my  Lords,  what  we  must  look  at  is  the 
Complete  Specification,  and  when  you  look  at  the  Complete  Specification  you 
find  that  it  begins  with  these  words  : — "  This  invention  relates  to  cycle  saddle 
'^  bosses  or  to  clamping  means  for  securing  or  connecting  the  saddle  to  the  boss 
"  and  the  boss  to  the  pillar  or   L-pin   by  a  single  movement  of  a  nut  or 

55  "  equivalent."  Now,  my  Lords,  that  "  single  movement  of  a  nut  or  equivalent " 
is  obtained  by  means  of  a  bar  which  passes  through  the  L-pin  or  pillar,  a 
perforation  being  made  for  that  purpose^  and  by  that  alone,  because  it  did  not 
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require  evidence  to  show  that  yon  conld  not  secure  the  Defendants'  apparatus 
by  means  of  a  single  movement.     Mr.  Terrell  endeavoured  to  get  out  of  this 
position  by  saying  that  when  only  a  very  little  adjustment  was  required  you 
could  do  it  by  the  Defendants'  machine  ;  but  that  is  not  the  point.    The  point  is 
whether  the  Patentee  has  not  made  an  effective  junction  of  these  two  things, — ^the  5 
clamping  them  up  together  by  means  of  a  single  operation  of  a  screw, — under  all 
circumstances  an  essential  feature  of  his  patent.    Now,  five  Judges  in  the  Court 
of  Appeal  have  already  considered  this  case,  and  they   have  come   to   the 
conclusion  that  the  bolt  or  pin  by  which  he  effects  that  operation  is  an  essential 
feature  of  the  combination  which  he  has  patented,  I  feel  constrained  to  say  10 
that  I  cannot  come  to  any  other  conclusion,  and,  therefore,  I  think  the  appeal 
must  be  dismissed. 
Lord  Ludlow. — My  Lords,  I  concur. 


In  the  Court  op  Appeal. 
Be/ore  Lords  Justices  A.  L.  Smith,  Rigby,  and  Collins.  15 

November  nth,  12th,  and  15th,  1898. 

Pneumatic  Tyre  Company,  Ld.,  and  Another  v.  Leicester  Pneumatic 

Tyre  and  Automatic  Valve  Company. 

Patent — Action    for   infringement. —  Validity. — Disconformity. — Anticipa- 
Hon. — Patent  upheld. — Injunction  granted. — Appeal  dismissed.  .  20 

In  1890y  Letters  Patent  were  granted  to  W.  for  "  Improvements  in  rubber 
"  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles.'' 
The  Pneumatic  Tyre  Company,  in  whom  this  patent  had  become  vested,  brought 
an  action  for  infringement  against  E.  and  S.,  trading  as  the  L.  Company.  The 
Defendants^  in  addition  to  special  defences  and  counterclaims,  denied  infringe-  25 
menty  novelty,  utility,  subject-matter,  and  that  W.  was  the  first  inventor,  and 
alleged  disconformity.  They  alleged  (inter  alia)  anticijxition  by  a  Specification 
of  Burton  and  Shaw  (No.  1412  of  1871)  for  '' Improvem^ents  in  wJieels  for 
"  traction  engines''  Prior  to  the  commencement  of  the  action,  W.'s patent  had 
been  held  valid  in  an  action  of  The  Pneumatic  Tyre  Company,  Ld.  v.  Casswell,  30 
{18  MJ^.C.  164),  in  which  the  question  of  disconformity  had  been  decided;  and, 
before  trial,  the  same  question  had  been  deeded  by  the  Court  of  Appeal  in 
favour  of  the  patent  in  The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  London 
Rubber  Company,  Ld.  {14  B.P.C.  673). 

Held,  at  the  trial,  thai  the  evidence  not  having  established  different  findings  35 
to  those  in  the  previous  auctions,  the  decisions  as  to  disconformity  were  binding 
on  the  Courts  and  must  be  followed;  also  that  the  patent  had  not  been  antici-. 
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patedj  and  was  goody  and  had  been  infringed.  Judgment  was  given  for  the 
Plaintiffs  upon  the  claim  and  counterclaims.  A  stay^  except  as  to  the  injunction^ 
was  granted  on  conditions. 

The  Defendants  appealed  against  thejudg^nent  on  the  claims  andy  in  addition 
5  to  the  grounds  of.  invalidity  argued  beloWy  contended  also  that  the  patent  was 
anticipated  by  Parfrey's  Specification  of  1861. 
The  appeal  was  dismissedy  with  costs. 

On  the  10th  of  September  1890,  Letters  Patent  (No.  14,563  of  1890)  were 

granted  to  Charles  Kingston  WeUh  for  "Improvements  in  rubber  tyres  and 

10  "  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles."    The 

Provisional  and  Complete  Specifications  will  be  found  set  out  in  the  Report  of 

The  Pneumatic  Tyre  Company y  Id.  v.  The  East  London  Rubber  Company y  Ld.y 

14  R.P.C.  77. 

On  the  7th  of  February  1896,  The  Pnet^matic  Tyre  Company y  Ld.y  who  were 

15  then  the  proprietors  of  the  said  Letters  Patent,  commenced  an  action  in  the 

Chancery  Division,  subsequently  transferred  to  the  Queen^s  Bench  Division, 

against  The  Leicester  Pneumatic  Tyre  and  Automatic  Valve  Companyy  for 

infringement  of  this  patent.     The  Duhlop  Pneumatic  Tyre  Company,  Ld.y  were, 

on  the  23rd  of  December  1896,  added  as  co-Plaintiffs,  pursuant  to  an  order  of 

20  the  21st  of  December  1896. 

The  Plaintiffs,  by  their  Statement  of  Claim,  in  addition  to  the  usual  relief, 

claimed  costs  as  between  solicitor  and  client.     The  Particulars  of  Breaches 

alleged  infringement  of  Claims  4,  5,  9,  10, 11, 12, 13,  and  14  of  the  Specification. 

The  Defendants,  by  their  Defence,  as  amended,  alleged  : — (1)  That  they  had 

25  not  infringed,  (a)  That  the  Plaintiffs,  on  or  about  the  16th  of  October  1893, 
granted  to  the  Defendants'  firm  a  licence  to  manufacture  and  sell  Dunlop  tyres 
generally,  without  any  restriction  as  to  the  mode  of  attachment.  That  the  kind 
of  tyre  now  alleged  to  be  an  infringement  of  iVelch's  Letters  Patent  was,  at  the 
time  of  the  terms  of  settlement  and  the  exchange  of  licences  between  the 

30  parties  in  1893,  manufactured  and  sold  by  the  Plaintiffs  as  a  Dunlop  tyre  under 
the  Dunlop  patents.  That  if  this  was  not  so,  the  Defendants'  licence  ought  to 
have  included  Welches  patent,  (b)  The  Defendants'  firm  were,  under  licence  by 
the  Plaintiffs,  entitled  to  manufacture  and  sell  Dunlop  tyres  which  might  be 
attached  to  the  wheel  or  wheels  in  the  manner  found  most  efficient,  which 

35  included  all  kinds  of  attatidiment  used  by  the  Plaintiffs  at  the  time  that  they 
granted  the  said  licence.  That  the  Defendants  gave  Plaintiffs  a  licence  under 
Edlin's  patent  (No.  2457  of  1892).  That  the  terms  of  settlement  were  an 
exchange  of  licences  for  the  manufacture  and  sale  of  all  fixed  and  detachable 
pneumatic  tyres  under  all  the  patents  owned  by  each  of  the  parties,     (c)  That 

40  the  Plaintiffs,  at  the  time  of  granting  of  the  licence  to  the  Defendants,  claimed 
that  the  patents  of  Dunlopy  under  which  the  Defendants  were  licensed,  covered 
all  pneumatic  tyres  and  all  methods  of  attachment  and.  detachment,  and 
obtained  an  injunction  against  the  Defendants  in  1893  on  this  very  claim. 
That  Welches  patent  was  an  infringement  of  those  of  John  Boyd  Dunlop  and 

45  the  Plaintiffs  were,  therefore,  liable  to  defend  the  Dunlop  patents,  as  far  as  the 
Defendants  were  concerned,  against  all  other  patents,  whose  claims  would  be 
an  infringement  of  the  scope  of  the  Dunlop  patents,  as  enforced  by  the  present 
Plaintiffs  against  the  Defendants'  firm  of  1893.  (d)  That  Welch's  name  or 
patent  was  never  disclosed  in  connection  with  the  Dunlop  detachable  tyre  till 

50  1895,  when  a  registered  rubber  device  was  used  for  the  first  time,  (c),  (/),  and 
{g)  The  Defendants  counterclaimed  for  damages  against  the  Plaintiffs  in 
respect  of  certain  matters  not  necessary  to  refer  to  in  this  report,  {h)  and  (i) 
Made  certain  charges  of  fraud  in  connection  with  the  trial  of  the  action  of  The 
Pneumatic  Tyre  Companyy  Ld.  v.  Oassu^eU.    {k}  Defendants  claimed  that,  by 
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reason'  of  the  neglect  and  laches  of  the  Plaintiffs,  they  were  entitled  to 
mannfactnre  and  sell  the  said  tyres  ;  and  (Z)  that  the  action  was  frivolous  and 
vexations,  and  was  an  improper  revival  of  former  litigation  between  the  parties. 
(2)  Alleged  want  of  novelty.  (3)  Want  of  subject-matter.  (4)  That  C.  K,  Welch 
was  not  the  true  and  first  inventor.  (5)  No  utility.  (6)  That  the  Provisional  5 
Specification  of  the  said  alleged  invention  did  not  describe  the  nature  thereof, 
and  the  invention  claimed  in  the  Complete  Specification  was  different  from  and 
larger  than  that  described  in  the  Provisional  Specification. 

Thfi  re-amended  Particulars  of  Objections  alleged  :--(l)  Want  of  novelty,  (a) 
Prior  publications  of  the  alleged  inventions  forming  the  subject  of  the  claims   10 
thereinafter  referred  to  in  the  Specification  of  the  Plaintiffs'  said  patent,  by 
deposit  in  the  Patent  Office  Library  of  the  following  Specifications  : — 


Claim  1 
Claims  1  and  2 
Claim  3 
Claim  4 


Claims  1,  2,  4,  5,  and  6 
Claim  7 


Lattay  U.S.,  No.  341,811. 

Salamon,  No.  17,093  of  1884. 

Starleyj  No.  6103  of  1887. 

Latta,  U.S.,  No.  241,811. 
Starley,  ^o.  13,511  of  1884. 
Starley,  No.  6103  of  1887. 
Jejffrey,  U.S.,  No.  383,129. 

Boothroyd,  No.  17,370  of  1 889. 


15 


20 


Lane,    No.  9421    of   1890,  Fig.  3  the 

letterpress  relating  thereto. 
Latta,  U.S.,  No.  341,811. 
Lake,  No.  4072  of  IttSO. 
Otto,  No.  10,278  of  1887.  25 

Lake,  No.  13,382  of  1887. 
ConnoUy,  No.  16,336  of  1888. 


Claims  1,  2,  3,  4,  5,  6.  7,  8,  9»  10, 
11, 12, 13, 14, 15, 16, 17,  and  18 

Dunlop,  No.  10,607  of  1888. 

ClaimB  1,  2,  3,  4, 5,  6,  7,  8,  9,  10, 
11, 12, 13, 14, 15, 16, 17,  and  18 

Dunlop,  No.  4116  of  1889. 

Claim  14 

Parfrey,  No.  1294  of  1861. 

Claim  15      

Salamm,  No.  17,093  of  1884. 

Claim  17 

Boothroyd,  No.  17,370  of  1889. 

30 


Unless  where  otherwise  stated,  the  whole  of  each  of  the  above  Specifications  35 
was  relied  on.  (2)  Want  of  subject-matter,  (a)  That  the  Defendants  would 
refer  to  the  Specifications  in  the  preceding  paragraph  set  out  and  to  the 
common  general  knowledge  of  cyclists  and  the  trade  upon  the  subject  of  cycle 
tyre  manufacture  and  the  methods  of  securing  the  tyres  of  cycles  and  other 
vehicles  to  the  wheels  of  the  same,  and  the  Defendants  would  allege  that,  by  40 
reason  of  such  information,  no  invention  was  required  to  produce  any  of  the 
combination  of  parts^  or  Uie  methods  of  use  and  manufsuDture,  described  in 
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the  Plaintiffs'  Specification  and  claimed  in  Claims  1  to  8,  both  inclusive, 
13  to  16,  both  inclusive,  and  18.  (b)  That  the  Defendants  would  also  refer 
to  the  following  Specifications,  both  of  which  had  been  filed  in  the 
Patent  Office  or  published  in  the  Public  Library  thereof  prior  to  the 
5  Plaintiffs'  said  Letters  Patent,  as  evidence  that  the  use  of  convex  rims  on 
cycle  wheels  in  conjunction  with  rubber  tyres  of  saddle  or  arch  form  in 
cross  section  was  old  at  the  date  of  the  Plaintiffs'  said  Letters  Patent : — Warwick^ 
No.  4317  of  1881 ;  Otto,  No.  ^94  of  1885.  (3)  That  the  said  C.  K.  Welch  was 
not  the  true  and  first  inventor  by  reason  of  the  prior  publication  in  respect  of 

10  the  inventions  set  out  under  paragraph  1  thereof  ;  that  the  Defendants  intended 
to  prove  that  between  the  date  of  Welches  Provisional  and  Final  Specifications 
the  Stanley  and  National  Cycle  Shows  were  held ;  that  numerous  covered  or 
pneumatic  tyres,  including  a  tyre  manufactured  under  TrigwelVs  patent  (No. 
19,411  of  1890),   were  exhibited  at  the   said   shows ;  that   the   said   (7.  K. 

15    Welch  was  present  at  the  said  shows,  and  the  Defendants  intended  to  allege 

that  the  inventions  forming  the  subject-matter  of  the  claims  contained  in 

Welches  Final  Specification  were  taken  by  him  from  knowledge  obtained  by 

him  at  the  said  shows  subsequent  to  the  date  of  his  Provisional  Specification, 

and  from  information  publicly  circulated  as  to  the  said  patents  and  tyres.    (4) 

20  That  the  said  alleged  invention  was  not  useful.  The  Defendants  intended  to 
allege  that  the  whole  of  the  tyres  claimed,  with  the  exception  of  those  referring 
to  Figures  15,  18, '  and  20,  were  useless  and  impracticable.  (5)  That  the 
Provisional  Specification  of  the  alleged  invention  did  not  describe  the  nature 
thereof,  and  the  invention  claimed  in  the  Complete  Specification  was  an  invention 

25  different  from  and  larger  than  that  described  in  the  Provisional  Specification  ; 
that  the  Defendants  intended  to  allege  that  the  inventions  set  out  and  claimed 
in  Claims  1,  4,  6,  9, 10, 11,  12,  13,  14, 17,  and  18  of  the  Specification  of  the  said 
patent  were  inventions  none  of  which  were  disclosed  or  hinted  at  in  the 
Provisional  Specification  of  the  said  patent,  and  were  not  legitimate  develop - 

30  ments  of  anything  disclosed  in  the  Provisional  Specification.  The  Defendants 
subsequently  delivered  further  particulars  in  reference  to  paragraph  1,  (a),  (ft), 
(d).  {e),  (/),  {g\  {h\  (i),  and  {k)  of  the  Defence. 

During  the  trial,  on  the  30th  of  November  1897,  the  Defendants  asked  for 
leave  to  amend  the  Particulars  of  Objecti  ns,  by  alleging  the  Specification  of 

35  Burton  and  Shaw  (No.  1412  of  1871)  as  an  anticipation,  and  reference  to  such 
Specification,  for  the  purpose  of  showing  it  to  be  an  anticipation,  was  allowed. 

The  action  was  tried  before  Kennedy,  J.,  judgment  being  delivered  on  the 
5th  of  March  1898,  for  the  Plaintiffs  on  the  claim  and  counterclaims.*  The 
Defendants  appealed  against  the  judgment  on  the  claim. 

40  The  Appellants  appeared  in  person  ;  Moulton,  Q.C.,  and  J.  (7.  Oraham  (in- 
structed by  J.  B.  and  F,  Purchase)  appeared  for  the  Respondents.  The  Appellant 
Steven  argued  for  the  Appellants,  and  contended  that  Welch's  patent  was  invalid. 
It  was  bad  for  disconformity  ;  comparing  what  is  described  in  the  Provisional 
Specification  with  Fig.  15  in  the  Complete,  we  say  that  in  the  Provisional 

45  Specification — (1)  it  is  the  contractile  force  of  the  wire  that  holds  the  tyre  in 
place  by  reducing  the  circle  of  the  wire,  whereas  in  the  Complete  Specification 
the  wires  are  of  constant  shape  and  magnitude,  and  the  force  is  set  up  in  the 
air  chamber  and  acts  against  the  wires  which  are  passive ;  (2)  the  tension  is 
set  up  in  the  wire  itself  by  drawing  the  ends  together,  which  is  an  active  use 

50  of  the  wires,  whereas  in  the  Complete  Specification  the  underlying  body  is  en- 
larged, and  there  is  no  force  introduced  by  means  of  any  alteration  of  the  wires  ; 
(3)  the  wired  create  the  tension  which  binds  the  tyre  on  to  the  felloe^  whereas 
in  the  Complete  Specification  the  underlying  body  is  enlarged  by  means  of  air 
pressure,  and  this  enlargement  or  the  force  by  which  it  is  enlarged  is  the  foi*ce 

*  See  16  B.P.C.  169. 
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which  sets  np  the  tension  in  the  cover ;  (4)  the  wires  give  or  transmit  the  force 
for  holding  on,  whereas  in  the  Complete  Specification  the  wires  resist  the  force 
which  expands  the  central  body  ;  (5)  the  force  is  applied  by  means  of  a  wrench 
to  contracf  the  wires,  whereas  in  the  Complete  Specification  the  force  is  supplied 
by  means  of  an  air  pump  ;  (6)  the  application  of  the  force  alters  the  magnitude  5 
and  shape  of  the  wires,  they  are  inconstant  and  the  circle  of  the  wires  has  to 
be  diminished  in  order  to  give  attachment,  whereas  in  the  Complete  Specifi- 
cation the  application  of  the  force  does  not  diminish  the  wires  or  alter  their 
circumference  or  diameter — they  are  constant ;  (7)  the  wires  are  contractable, 
the  force  being  applied  by   means  of   a  wrench,  whereas   in  the  Complete  10 
Specification  the  wires  are  not  contractable,  and  the  force  is  applied  by  an 
air  pump ;  (8)  the  wires  are  always  outside  the  rim,  whereas  in  the  Complete 
Specification  the  wires  are  inside  the  rim ;  (9)  the  wires  are  drawn  in  laterally, 
whereas  in  the  Complete  Specification  the  wires  are  forced  out  laterally.    Also 
there  are  the  following  differences  in  the  central  body.     In  the   Provisional  15 
Specification — (1)  The  underlying  body  is  either  wholly  or  almosc  wholly 
constant  in  magnitude  and  shape,  whereas  in  thd  Complete  Specification  the 
underlying  or  central  body  is  iaconstant  and  alterable  both  in  shape  and 
n^agnitude ;  (2)  the  tyre  is  to  give  the  resiliency  and  absorb  the  vibration  and 
not  the  central  body,  whereas  in  the  Complete  Specification  the  covering  or  20 
tyre  is  a  mere  protection  to  the  central  body,  and  the  central  body  gives  the 
resiliency  and  absorbs  the  vibration ;  (3)  the  tyre  is  applied  to  a  central  body 
already  formed,  whereas  in  the  Complete  Specification  the  tyre  is  applied  over 
a  concavity,  the  central  body  is  afterwards  created  and  formed  ;  (4)  the  central 
body  is  only  partly  covered  and  is  mainly  external,  whereas  in  the  Complete  25 
Specification  the  central  body  is  wholly  covered  and  is  wholly  internal  ;  (5) 
the  central  body  does  not  exert  any  force,  it  is  passive,  neither  is  it  the  medium 
of  conveying  or  exerting  the  force,  whereas  in  the  Complete  Specification  the 
central  body  exerts  and  conveys  all  the  force,  it  is  active  through  the  medium 
of  an  air  pump,  and  the  air  pressure  enlarges  the  underlying  body  and  is  the  30 
mechanical  contrivance  for  conveying  the  force ;  (6)  the  tyre  is  applied  to  a 
passive  and  inert  central  body,  whereas  in  the  Complete  Specification  the  tyre 
or  cover  is  applied  to  a  flat  body  which  afterwards  is  made  round  and  active, 
and  exerts  force ;  (7)  the  function  of  the  central  body  is  to  resist  the  force, 
whereas  in  the  Complete  Specification  the  function  of  the  central  body  is  to  35 
convey  force  and  to  exert  it ;  (8)  the  tyre  is  hugging  or  clinging  to  the  central 
body,  whereas  in  the  Complete  Specification  the  central  body  is  forcing  the 
tyre  or  cover  on  each  side  of  a  concavity  ;  (9)  the  felloes  form  the  central  body, 
whereas  in  the  Complete  Specification  this  is  not  so  ;  (10)  there  is  no  mention 
of  creating  a  central  body  or  destroying  a  central  body,  whereas  in  the  Complete  40 
Specification  the  central  body  is  formed  or  created  to  attach  the  tyre,  and  the 
central  body  is  destroyed  to  detach  the  tyre.    Also  WelcKs  patent  is  bad  by 
reason  of  its  having  been  anticipated  by  Burton  and  Shawns  Specification  and 
by  Par/rey^s  Specification.    {Nobel  v.  Anderson,  12  R.P.C.  164,  was  referred 
to  in  the  course  of  the  argument.)  45 

Counsel  for  the  Respondents  were  not  called  on. 

Smith,  L.t7. — ^This  is  an  appeal  by  the  Defendants  in  this  case,  who  trade 
under  the  name  of  The  Leicester  Pneumatic  Tyre  Company.  The  shares  are 
held  by  two  gentlemen,  Mr.  Steven  and  Mr.  Edlin,  It  is  an  appeal  from  my 
brother  Kennedy,  who  tried  the  patent  case  in  which  the  Leiceertier  Company  50 
were  sued  as  being  infringers  of  Welch's  patent,  the  Provisional  Specification  of 
which  is  dated  the  16th  September  1890. 

My  brother  Kennedy  found  against  the  Defendants,  and  there   can  be  no 
possible  doubt  that  if   Welches  patent  be  a  good  patent  they  were  infringers  of 
that  patent.      There  cannot  Jbe  a  doubt  about  tlmt  on  the  evidence  which  is  55 
before  the  Court.      But  WelcWs  patent  is  attacked  by  the  Defendants,  Mr. 
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Steven  and  Mr.  Edlin^  upon  these  two  grounds.     It  is  said,  first,  that  there  is 
disconformity    between    the    Provisional    and    Complete   Specifications,  and, 
secondly,  that  Welch's  patent  has  been  anticipated  by  a  Specification  of  the  27th 
November  1S71,  which  was  a  Specification  filed  by  Messrs.  Burton  and  Shaw. 
5  Those  were  the  two  points  which  were  before  my  brother  Kennedy.    There 
was  a  point  raised,  I  agree,  with  regard  to  Parfrey^  but  I  will  deal  with  that 
hereafter  because  it  comes  to  nothing,  and  there  was  a  question  about  the 
Defendants  being  entitled,  as  licensees,  to  do  what  they  did.    That  also  comes 
to  nothing  when  the  licence  has  been  put  in  and  has  been  read.     My  brother 
10  Zenn^y  gave  jadgment  for  the  Plaintiffs.      The  Defendants  appeal,  and  they 
appeal  in  person.    The  Defendant,  Mr.  Steven^  has  argued  his  case  on  behalf  of 
himself  and  Mr.  Edlin  well,  and  at  considerable  length.    He  has  also  travelled, 
if  I  may  say  so  without  disrespect,  over  a  lot  of  ground  which  is  somewhat 
immaterial  to  the  points  which  we  have  to  decide,  but  we  have  heard  him. 
15       I  come  to  the  first  point  of  the  defence,  namely,  disconformity.      Speaking 
for  myself,  I  should  say  that  Welch s  patent  has  been  freely  attacked,  and  indeed 
Mr.  Steven^  in  his  last  sentence,  said  he  never  knew  a  patent  so  attacked  as  this 
one  has  been.     It  has  been  before  courts  of  law  on  many  occasions.      It  has 
been  through  the  Courts  of  Judges  of  first  instance,  and  it  has  been  into  this 
20  Court  in  what  is  called  ^'  The  East  London  case,''  and  for  many  days  the  Master 
of  the  RollSy  my  brother  Righyy  and  myself,  sat  and  heard  the  voluminous  and 
lengthy  arguments  of  counsel  as  to  the  validity  or  non-validity  of  Welchn  patent, 
and  upon  one  of  the  Defendant's  points,  maintained  on  the  one  side  and 
disputed  on  the  other,  namely,  as  to  whether  there  was  disconformity  between 
25  the  Provisional  Specification  and  Complete  in  Welch's  patent.      Now,  Welch 
having  succeeded  (or  rather  the  Dunlop  Pneumatic  Tyre  Compariyy  though  I 
will  say  Welch,  having  succeeded)  in  maintaining  his  patent  as  being  good,  and 
there  being  no  disconformity  between  the  Complete  and  the  Provisional  Speci- 
fication, finds  an  infringer.     I  do  not  call  the  Defendant  an  infringer  with  any 
30  disrespect,  but  Welch  finds  an  infringer,  whereupon  he  brings  proceedings  to 
maintain  his  patent  and  stop  the  infringement.    Then  the  infringer  comes  in 
person  to  the  Court  of  first  instance  before  my  brother  Kennedy  and  says  : — 
**  I  say  Welch's  patent  is  bad   because  there  is  disconformity  between  the 
"  Provisional  and  Complete  Specifications."      Now    let    me  put    this   case. 
35  Assuming  that  Welchs  patent  had  gone,  as  it  has  done,  through  the  Courts  of 
first  instance  on  two  or  three  occasions  on  the  question  of  disconformity  and 
has  held  w^ter,  and  had  gone  through  the  Court  of  Appeal  and  also  held  water, 
and  had  gone  to  the  House  of  Lords  and  also  held  water,  and  the  House  of 
Lords  had  said,  in  the  same  way  as  this  Court  has  said,  that  there  is  no  discon- 
40  formity  between  the  Provisional  and  Complete  Specification,  I  ask  this  :  An 
infringer  is  found,  an  action  is  brought  by    Welch    against  the  infringer ;  is  it 
to  be  tolerated  that  the  infringer  is  to  begin  again  in  the  Court  of  first  instance 
and  say,  "  I  say  Welchs  patent  is  bad  because  there  is  disconformity  between 
"  the  Complete  and  the  Provisional."    Of  course  there  is  no  estoppel  because  the 
45  parties  are  different,  but  the  question  of  disconformity  between  the  Provisional 
and  the  Complete  is  a  question  of  law.     It  is  a  question  of  the  construction  of 
two  documents.    It  is  a  question  of  construction  of  the  Provisional  document 
and  a  question  of  construction  of  the  Complete  document,  and  a  comparison  of 
the  one  with  the  other.     Of  course,  when  making  that  comparison  the  sur- 
50  rounding  circumstances,  the  subject-matter  and  so  on,  are  to  be  taken  into 
consideration  by  the  Court,  and  the  Court  must  be  instructed  ;  but  I  do  say  this 
that  in  the  second  action,  the  action  which  I  have  mentioned  after  the  House  of 
Lords*  decision,  where  an  infringer  is  sued  upon  a  patent  and  he  chooses  to  set  up 
disconformity,  he  ought  not  to  be  permitted  to  go  into  that  question  of  discon- 
55  formity  unless  he  can  shew  new  facts  which  would  lead  the  Court  to  come  to 
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the  conclasion  that  the  constrnction  which  theretofore  had  been  pat  upon  the 
two  Specifications,  the  Provisional  and  the  Complete,  was  not  the  true  construc- 
tion to  be  put  upon  them.  He  must  bring  before  the  Court  new  facts  beyond 
all  doubt  in  order  to  be  able  to  re- open  the  litigation  on  the  question  of  law 
between  the  Provisional  and  the  Complete  Specification.  5 

Now  what  is  there  that  the  Defendant,  Mr.  Steven^  has  done  in  this  case  .'' 
He  has  produced  arguments,  I  will  not  say  they  are  arguments  which  have  not 
been  before  us  before,  but  he  has  produced  arguments  in  his  own  way,  and  in  a 
forcible  way,  to  shew  and  to  lead  if  he  could  to  the  conclusion  that  what  was 
held  in  Welches  patent  in  the  Court  of  Appeal  was  wrong,  and  that,  as  a  matter  10 
of  fact,  the  Court  ought  to  have  held  that  there  was  disconformity  between  the 
Provisional  and  the  Complete.  But  that  cannot  be  done.  Producing  new 
arguments  is  not  producing  new  facts.  To  say  that  the  bulk  of  the  arguments 
were  not  before  this  Court  as  a  matter  of  fact  when  the  case  of  Welches  patent 
was  argued  for  many  days  in  this  Court  of  Appeal  before  the  Master  of  the  15 
RollSy  my  brother  Righy^  and  myself,  is  to  say  what  is  not  the  fact.  The  whole 
of  the  two  Specifications  were  before  us,  and  if  they  were  read  once,  I  have  no 
doubt  they  were  read  a  dozen  times  before  this  Court,  and  the  claims  and  every- 
thing, every  point  which  the  ingenuity  of  Counsel  could  adduce,  was  adduced 
before  the  Court  on  the  question  of  disconformity,  and  what  did  the  Court  hold  ?  20 
Having  heard  and  weighed  the  arguments  on  the  one  side  and  the  other,  we  took 
some  time  to  consider  our  judgment,  and  then  written  judgments  were  delivered, 
one  by  the  Master  of  the  Rolls^  with  which  I  agreed,  and  one  by  my 
brother  Righy^  with  which  I  did  not  disagree.  He  gave  substantially  the  same 
reasons,  but  reasons  in  a  different  way,  and  I  said  I  agreed  with  the  Master  25 
of  the  Rolls*  judgment,  not  that  I  disagreed  from  my  brother  Rigby^Sj 
because  they  were  both  to  the  same  effect,  namely,  that  there  was  no  discon- 
formity. I  cannot  find  in  this  case  any  new  facts  adduced  by  Mr.  Steven,  He 
says  he  gave  evidence.  So  he  did.  What  he  did  was  this  :  he  gave  evidence 
and  he  put  in  four  sheets  of  paper  for  the  purpose  of  shewing  that  there  was  30 
disconformity  between  the  Provisional  and  the  Complete.  I  will  read  two 
passages  out  of  this  piece  of  paper  to  emphasize  what  I  am  saying  and  to  shew 
that  there  are  no  new  facts.  I  will  take  the  third,  which  is  a  very  good 
type.  He  says :  "  In  the  Provisional  the  wires  create  the  tension  which  binds  the 
*'  tyre  on  to  the  felloe."  That  was  told  us  in  the  previous  case  beyond  all  35 
doubt.  He  says  now  :  "  In  the  Complete  the  underlying  body  is  enlarged  by 
"  means  of  air  pressure,  and  it  is  this  enlargement,  or  the  force  by  which  it  is 
"  enlarged,  which  setB  up  the  tension  in  the  cover."  What  new  fact  is  that  ?  It 
is  his  statement  of  what  is  in  the  Provisional,  and  his  statement  of  what  is  in 
the  Complete.  That  was  all  before  this  Court  befori%  and  the  two  had  to  be  put  40 
together,  with  the  result  that  the  decision  was  that  there  was  no  disconfoimity 
between  the  one  and  the  other.  I  wish  to  say  this.  If  we  were  wrong  in  that 
case — and  I  am  no  blind  believer  in  what  I  have  done  myself  ;  it  may  be  we 
were  wrong,  and  it  may  be  we  were  right,  I  do  not  put  it  higher  than 
that, — ^bat  all  I  can  say  is  that  if  the  question  of  disconformity  has  to  be  45 
determined  anywhere,  it  must  be  determined  in  the  House  of  Lords  who  must 
say  whether  this  Court  was  right  or  wrong.  My  brother  Kennedy ^  in  my  judg- 
ment, was  quite  right  when  he  said  upon  this  pat3nt  in  this  suit  against  Steven 
and  Edlin — there  being  no  new  facts  but  new  arguments,  the  whole  matter  being 
before  the  Court  of  Appeal  when  WelcKs  case  was  here — ^that  he  found  there  50 
was  no  disconformity.  He  found  also,  as  a  matter  of  fact,  as  I  understand  his 
judgment,  apart  from  the  judgment  of  the  Court  of  Appeal,  that  there  was  no 
disconformity.  Therefore,  as  I  have  said,  my  brother  Kennedy's  judgment  was 
right. 

Now  we  come  to  another  point.    It  is  said  that  Welch's  patent  is  bad  because  55 
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of  anticipation.  When  Welch's  patent  was  here  before  there  were  three 
or  fonr  anticipations  relied  on,  especially  one  of  Latta,  Here  there  was  in 
the  pleadings  an  anticipation  by  Parfreyy  and  also  I  believe  an  anticipation 
by  Salumon.  There  may  have  been  others,  but  there  was  not  in  the  pleadings 
5  or  parti -nlars  an  anticipation  by  Burton  and  Shaw.  That  is  remarkable, 
considering  that  Burton  ayid  Shaw  is  the  mainstay  now  for  this  argument  of 
anticipation.  The  case  comes  on  for  trial,  and  although  Welch's  patent  had 
been,  as  Mr.  Steven  told  us,  attacked  more  than  any  patent  he  knew  in  his 
time,  it  is  a  most  remarkable  thing  that  from  the  year  1871,  which  was  the 

10  date  of  Barton  and  Shaw's  Specification,  down  to  the  year  1890,  or  after 
3890,  because  Welch's  Provisional  Specification  was  on  the  11th  September  1890, 
none  of  the  attackers  even  thought  fit  to  attack  it  on  the  ground  of  thier 
paper  anticipation,  namely,  the  Specification  of  Em^ton  and  Shaw  of  the 
27th    November   1871,  and  so   late   was    this  thought  of    that   it  was   only 

15  introduced  into  this  action  as  a  defence  to  this  action  by  way  of  amendment, 
when  it  was  admitted  by  my  brother  Kennedy. 

Now  we  have  to  decide  the  point,  is  Burton  and  Shaw  an  anticipation 
of  Welch's  patent  of  1890?  As  regards  the  law  applicable  to  a  paper 
specification  I  will  simply  read,  by  way  of  saving  time,  what  I  said  in  the 

20  case  of  Oadd  and  Masofi  v.  The  Mayor  l*c .  ofManchester^  which  is  reported  in 
9th  Patent  Reports.  What  I  am  going  to  read  will  be  found  at  page  532.  It  is 
the  shortest  way  of  describing  what  I  then  said  and  believed  to  be  the  law, 
and  what  I  wish  to  repeat  to-day.  I  said  : — "  I  now  come  to  the  two  alleged 
"  anticipations  by  descriptions  contained  in  the  prior  Specifications  of  Wild 

25  "  and  Stanjleld.  In  neither  of  these  has  there  been  prior  user."  I  luid  already 
dealt  with  an  anticipation  in  which  there  had  been  prior  user.  "  The  question 
"  is,  were  persons  of  competent  skill  informed  of  the  Plaintiffs'  invention 
"  by  either  of  these  anticipations.  Lord  Westhury  in  Hill  v.  Evans,  4th  De 
*  GteK,  Fisher,  and  Joaea,  page  299,  when  dealing  with  what  is  called  a  paper 

30  "anticipation,  summed  up  the  law  upon  the  subject  as  follows:  *Upon 
"  '  principle,  therefore,  I  conclude  that  the  prior  knowledge  of  an  invention  to 
"  '  avoid  a  patent  must  be  knowledge  equal  to  that  required  to  be  given  by  a 
" '  Specification,  namely,  such  knowledge  as  will  enable  the  public  to 
" '  perceive  the  very  discovery,  and  to  carry  the  invention  into  practical  use, 

35  '*  *  The  invention  must  be  shewn  to  have  been  before  made  known.  What- 
•'  *  ever,  therefore,  is  essential  to  the  invention  must  be  read  out  of  the  prior 
•' '  publication.'  In  Otto  v.  Linford^  4:6th  Law  Times,  New  Series,  page  39,  the 
"  present  Master  of  the  Rolls,  Loiti  Esher,  stated  '  Now  what  is  the  rule  when 
'*  *  you  rely  only  upon  a  description  in  writing  as  being  an  anticipation  ?     You 

40  ** '  must  show  that  a  person — I  mean  a  person  conversant  with  such  matters — 
'reading   the  writing,  would  find  in  the  writing  alone  a   reasonably  clear 
•description  of  the  Plaintiffs'  invention.      He  (the  inventor)  has  to  find  a 
description  of   his  invention ' — that  is  the  whole  of  his  invention ;  that  is, 
**  the  combination   of    Welch's  in  this  case — *  on   the  face  of    that  writing 

45  "'construing  the  writing  reasonably  as  describing  the  invention.'  In  Erlich 
*'  V.  Ihlee,  5  Patent  Reports,  page  457,  Lord  Justice  Cotton  said,  *  We  know  what 
"  '  is  necessary  if  there  is  said  to  be  an  anticipation  not  by  the  existence  of  an 
"  '  actual  thing,  but  by  description  either  in  a  specification  or  otherwise,  that 
"  '  the  description  must  be  of  such  a  character,  as  to  enable  anyone  competent 

50  "  '  to  make  the  machine,  for  which  protection  is  claimed,  from  the  description 
"  'given.'  "  I  believe  that  sums  up  the  law  when  what  we  call  the  question  of 
paper  anticipation  arises.  There  is  also  the  case  of  Betts  v.  Menzies  in  the 
10th  House  of  Lords  cases  which  is  cited  by  my  brother  Kennedy^  which  contains 
a  judgment  of  Lord  Westhury  to  the  same  effect. 

55       Nowy  in  this  paper  anticipation  of  Burton  and  Shaw  with  the  drawings, 
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do  we  find  "  a  description  of  such  a  character  as  to  enable  anyone  competent 
"  to  make  a  machine,"  that  is,  to  bring  into  play  the  combination  patent  of 
Wehhy  "  for  which  protection  is  claimed,  from  the  description  given  ?  "  All  I 
can  say  is,  without  delaying  longer  in  this  case,  that  I  have  read  the  evidence 
of  Mr.  Edlin,  where  he  says,  that  in  his  opinion  Burton  and  Shaiv  wa«  5 
an  anticipation.  I  have  read  the  evidence  of  Dr.  Hopkinson,  and  now  I 
understand  why  his  evidence  was  given  in  reply,  because  at  the  time  when 
Dr.  Hopkinson  gave  his  evidence  I  understand  Burton  and  Shawns  anticipation 
was  not  part  of  the  defence.  It  came  out  during  the  progress  of  the  case  and 
after  Dr.  Hopkinson  had  been  examined  in  chief,  and  then,  of  course,  he  was  10 
re-called  and  re-examined  about  this.  He  points  out  and  gives  very  good 
reasons,  to  my  mind,  and  I  entirely  agree  with  him  why  Burton  and  ShfAtu 
was  not  an  anticipation  of  the  combination  patent  of  Welch. 

I  am,  therefore,  of  opinion  that  my  brother  Kennedy  was  right  on  both 
points,  and  this  appeal  must  be  dismissed  with  costs.  15 

RiGBY,  L.J. — I  am  of  the  same  opinion.  Really,  though  these  cases  are  very 
complicated  indeed,  and  it  is  quite  possible  that  in  almost  any  case  of  such  a 
nature  as  this  there  may  be  oversights  and  difficulties,  I  cannot  think  there  is 
much  difficulty  when  we  get  to  the  facts  in  this  case  having  regard  to  what  has 
taken  place  before.  20 

First,  on  the  point  of  disconformity,  there  are  rules  for  construing  Specifi- 
cations, Provisional  or  Complete,  because  they  have  to  deal  with  a  subject 
matter  of  which  the  Courts  by  themselves  cannot  know  enough  to  lead  them  in 
a  right  direction.  They  must  be  instructed  both  as  to  the  history  and  as  to  the 
other  surrounding  circumstances  in  regard  to  which  the  Specification  is  to  be  25- 
construed,  they  must  take  evidence,  and  it  may  very  well  happen  that  they  do 
not  get  the  right  evidence,  and  therefore,  it  may  very  well  happen  that  a 
Specification,  which  ie  considered  by  the  Court  to  have  a  certain  definite 
construction  on  the  evidence  before  it,  may  turn  out  to  mean  something  else. 
I  do  not  say  that  these  cases  frequently  happen,  but  in  complicated  cases  they  30 
may,  and,  therefore,  the  construction  put  by  any  Court  on  a  Specification, 
Provisional  or  Complete,  may  turn  out  to  be  a  wrong  construction.  That,  of 
course,  can  be  corrected  by  better,  or  different,  or  further,  evidence  called  on  a 
future  occasion,  and  the  Court  which  has  that  better  evidence  before  it  is  by 
no  means  bound  by  the  construction  which  has  been  put  by  the  Court,  even  35" 
of  superior  jurisdiction,  in  the  prior  case.  When  once  the  Specification  is  under- 
stood by  the  Court  the  duty  of  determining  upon  a  question  of  disconformity 
is  no  longer  a  question  of  evidence,  it  is  a  question  of  law.  Here  we  have  two 
decisions  before  us  and  our  minds  are  enlightened  by  all  the  evidence  there 
was,  and  the  question  is,  aye  or  no,  does  the  Complete  Specification  disclose  40 
an  invention,  the  nature  of  which  is  not  indicated  in  the  Provisional,  that,  as  I 
said,  being  a  question  of  law.  It  follows  from  that  that  when  there  has  been 
a  decision  on  the  question  of  disconformity  there  can  be  no  revision  of  that 
except  by  a  Court  of  superior  jurisdiction — in  this  case  an  appeal  to  the  House 
of  Lords — unless  you  have  got  that  fresh  evidence.  Now  during  the  whole  45- 
course  of  Mr.  Steven'^s  address  I  have  looked  in  vain  for  anything  that  can  be 
called  fresh  evidence  of  disconformity.  We  have  had  what  I  may  call  a  vei*y 
ingenious  and  a  very  able  re-argument  of  the  question  of  law.  That  we  are 
not  at  liberty  even  to  consider.  I  find  no  scrap  of  new  evidence,  as  I 
understand  the  matter,  which  could  induce  the  Court  to  put  a  different  50* 
construction  either  on  the  Provisional  Specification  or  on  the  Complete 
Specification  from  that  adopted  by  the  Court  before.  I  have  heard  what  his 
Lordship  has  said  as  to  there  being  no  absolute  certainty  of  our  being  right  or 
wrong  in  cases  of  this  nature.  But  if  J  am  right  in  saying  that  there  was  no 
evidence  it  does  not  matter  really  here   •whether  we  were  right  or  whether  we  55- 
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were  wrong.  If  we  were  wrong  we  can  still  be  set  right  by  appeal,  and  that 
is  the  only  way  in  which  it  would  be  possible  for  a  new  litigant  to  release 
OS  from  the  obligation  of  following  the  decision  which  this  Court  has  already 
arrived  at. 
5  As  regards  the  question  of  anticipation  by  Burton  and  Shaw,  that  possibly  has 
a  bearing  on  the  case  which  requires  consideration.  That  is  a  novelty  so  far 
as  regards  any  question  of  anticipation  that  has  been  considered  and  dealt 
with  here  before.  One  cannot  escape  from  the  reasoning  of  his  Lordship  in 
the  case  of  paper  anticipation,  or  from  the  authority  of  the  case  he  has  referred 

10  to,  which  is  an  authority  that  was  referred  to  by  my  brother  Ke^medy  in  the^ 
Court  below,  and  I  do  not  find,  having  regard  to  the  principles  in  those 
authorities,  that  there  is  here  what  can  be  called  a  case  of  anticipation.  That 
is  all  that  is  necessary  to  be  said,  I  think,  about  the  two  points  that  have  been 
raised.     I  look,  I  think  I  may  say  with  as  much  jealousy  as  one  ought  to  to  da 

15  in  these  cases,  upon  the  rights  acquired  by  patentees.  Very  often  they  get  a 
great  deal  more  than  they  deserve.  Very  often,  by  almost  an  accident,  one 
man  will  get  an  advantage  over  all  the  rest  of  the  trade  which  we  cannot  but 
deplore,  but  we  have  nothing  to  do  but  administer  the  law,  and  if  a  man  has 
according  to  law  acquired  such  an    advantage,  we  must   give   effect    to   it,. 

20  though  we  may  agree  with  Mr.  Steven  that  in  this  patent  it  is  very  hard  upon 
the  trade  that  a  patent  like  this  should  interfere  so  much  with  what  would 
have  been  their  privilege.  I  do  not  think  this  is  one  of  those  cases  in  which 
the  patentee  gave  to  the  world  a  grand  discovery.  If  he  had  not  taken  out 
that  patent  someone  else  would  have  done  so  in  a  very  short  time.     He  simply 

25  was  fortunate  enough  to  come  in  just  at  the  nick  of  time.  We  have  to  find 
out  the  legal  rights  of  the  parties  as  best  we  can,  and  having  done  so,  to  give 
effect  to  them. 

A.  L.  Smith,  Zk7. — My  brother  reminds  me  that  I  did  mention  Parfrey^ 
but  I  did  not  afterwards  refer  to  it.     It  is  perfectly  obvious  to  my  mind  that 

30  in  this  case  Parfrey  was  not  insisted  upon  before  my  brother  Kennedy  as 
being  an  anticipation.  You  have  only  to  read  the  notes  to  find  that.  My 
brother  said  that  it  was  not  abandoned,  but  no  argument  took  place  before  him 
upon  it,  but  the  Defendants  might  argue  upon  it  if  they  liked  in  the  Court  of 
Appeal.    For  myself,  I  hardly  think  that  is  the  way  to  deal  with  the  Court  of 

35  Appeal.  If  a  point  is  taken,  and  is  to  be  insisted  upon,  the  Judge  in  the  Court 
of  first  instance  ought  to  give  judgment  upon  that  point,  in  order  that  we  in 
the  Court  of  Appeal  may  say  whether  he  is  right  or  wrong,  and  when  you  look 
to  the  Specification  of  Parfrey  itself,  or  look  to  the  course  which  the  Defendants 
adopted  with  regard  to  Parfrey  at  this  trial,  in  my  judgment  they  cannot  rely 

40  on  Parfrey^s  Specification  to  invalidate  the  patent  of  Welch, 

RiGBY,  LJ. — I  wish  to  add  that  in  my  judgment  if  they  had  fought  it  out 
to  the  very  utmost  in  the  Court  below  and  here,  I  should  have  come  to  the 
conclusion  that  it  was  not  enough  to  establish  a  case  of  anticipation. 

Collins,  L.J. — I  am  of  the  same  opinion,  and  as  I  was  not  a  member  of  the 

45  Court  when  the  EOrSt  London  Rubber  Company's  case  was  decided,  I  will  add  a 
few  words.  The  points  are  disconformity  and  anticipation,  and  what  I  have 
been  anxious  to  see  during  the  course  of  the  argument  was  whether  or  not  any 
new  element,  proper  to  be  considere^l  by  us,  was  introduced  into  this  case  on 
the  question  of  disconformity  which  was  not  before  the  Court  of  Appeal  on  the 

50  former  hearing.  When  I  say  new  element,  I  do  not  mean  new  argument,  I 
mean  new  and  relevant  facts  which  were  not  before  the  Court  of  Appeal.  Having 
given  the  most  anxious  attention  to  Mr.  Stevens's  argument,  I  cannot  find  that  a 
single  fact — and  I  will  add  a  single  argument — that  was  addressed  by  him  to  ua 
was  not  before  the  minds  of  the  Court  of  Appeal  when  they  gave  their  decision. 

55  Therefore,  whatever  would  have  been  my  own  view  on  the  question,  whether 
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the  Complete  Specification  does  or  does  not  involve  new  claims  outside 
the  Provisional  Specification,  I  feel  that  I  am  not  at  liberty  even  to  consider 
the  point.  I  have  nothing  to  do  with  that  question  at  all ;  if,  as  I  hold  to  be 
the  fact,  it  has  already  been  adjudicated  upon  by  the  Court  of  Appeal,  and 
having  heard  the  arguments  only  on  one  side  I  should  not  feel  justified,  even  if  5 
I  had  formed  an  opinion,  in  expressing  it.  That  is  on  the  question  of 
disconformity. 

Then  as  to  the  question  of  anticipation.  There  is  one  element  before  us 
which  does  not  appear  to  have  been  before  the  Courts  which  dealt  with  the 
other  case,  and  that  is  the  anticipation  by  Burton  and  Shawns  Specification.  10 
As  to  that  I  have  nothing  to  add  to  the  opinion  that  has  been  expressed  by  both 
my  brothers,  in  every  word  of  which  I  entirely  agree.  The  point  in  that  com- 
bination of  Burton  and  Shaw  which  most  nearly  seems  to  me  to  anticipate 
Welch  is  the  mode  of  attachment  by  a  wire  in  tension,  but,  even  assuming 
that  that  method  of  using  a  wire  was  an  anticipation  of  Welcli^s  method  of  using  15 
a  wire,  that  is  only  one  factor  in  Welch's  combination  and  certainly,  particularly 
having  regard  to  the  fact  that  the  whole  combination  of  Burton  and  Shaw's 
patent  is  what  is  called  a  paper  anticipation,  I  quite  agree  that  it  is  in  no 
sense  an  anticipation  of  Welch's  combination. 

Then  the  only  other  suggested   anticipation  which  we  were  told  was  not  20 
properly  considered,  though  I  believe  it  was  before  the  Court  of  Appeal,  was 
Parfrey,      There  again,  although  Parfrey  in  one  point  bears  a  very  strong 
resemblance  to  one  process  in  Welch's  patent,  still  it  is  an  isolated  factor  in  a 
combination,  the  whole  of  which  it  does  not  anticipate. 

Therefore  I  am  clearly  of  opinion  that  neither  disconformity  nor  anticipation  25 
is  open  to  be  decided  in  the  Appellant's  favour  in  this  case. 

A  stay  of  execution  was  applied  for,  but  refused. 
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In  the  High  Court  op  Justiob.— Chancery  Division, 

Before  Mr.  Justice  Byrne. 

January  11th,  12th,  13th,  and  February  1st,  1899. 

Fabriqubs  de  Produits  Chimiqubs  de  Thann  and  db  Mulhousb  v. 
5  Lafitte  and  Co.  and  Others. 

Patent, — Action  for  infringement — Validity  not  contested, — Infringement 
foi^nd. — Validity  in  issue  in  previous  action, — Certificate  granted, — Solicitor 
and  client  costs. 

The  owners  of  a  patent  for  artificial  musk  brought  an  action  for  infringement 

10  thereof  against  C,  and  obtained  a  certificate  that  the  validity  of  the  patent  cam^ 
in  issue.  They  then  brought  an  action  for  infringement  against  L.  and  Co,j 
wJw  did  not  contest  the  validity  of  the  patent  but  contended  tliat  upon  a  true 
construction  of  the  Specification  they  had  not  infringed. 

Heldy  that  the  Defendants  had  infringed^  and  tJie  Judge  refused  to  grant  a 

15  certificate  depriving  the  Plaintiffs  of  solicitor  and  client  costs. 

This  was  an  action  brought  by  the  Plaintiffs,  who  carry  on  business  at 
Mulhouse  in  Alsace,  alleging  infringement  of  a  patent  owned  by  them,  No.  4963 
of  A.D.  1889,  for  "a  method  for  producing  a  substitute  for  musk  "  granted  to 
Alfred  BauT. 

20      The  Complete  Specification  was  as  follows  : — 

**  The  object  of  this  invention  is  to  produce  a  compound  or  material,  or  series 
'*  of  compounds  or  materials,  having  the  properties  of  musk. 

"  To  this  end  I  make  a  nitrated  hydro-carbon  of  the  Cn  Hj^  group  and  proceed 
'•  as  follows  : — Toluole  is  mixed  with  a  haloid  combination  of  butane  and  boiled 

25  "  with  addition  of  chloride  or  bromide  of  aluminium.  Water  is  added  to  the 
"  product  and  it  is  then  distilled  with  steam  and  that  portion  which  distills 
**  over  at  a  temperature  between  170°  and  200°  Centigrade  is  taken  and  treated 
"  with  fuming  nitric  acid  and  fuming  sulphuric  acid.  The  resulting  product  is 
"  washed  with  water  and  crystallized  from  alcohol.    The  product  may  be  dis- 

30  '*  solved  in  alcohol  and  on  addition  of  a  small  quantity  of  ammonia  or  sal* 
'*  ammoniac,  will  exhibit  all  the  essential  properties  of  a  tincture  of  musk. 

"  For  carrying  the  invention  into  practice  5  parts  of  toluole  are  mixed  with 
"  one  part  of  butylic  bromide  or  butylic  chloride  or  butylic  iodide  and  to  these 
"  may   be  added  gradually   whilst  boiling  ^  part  of  aluminium  chloride  or 

35  "  aluminium  bromide  this  results  in  the  development  of  hydro-bromic  acid  or 
"  hydro-chloric  acid  or  hydriodic  acid  respectively  and  a  product  of  reaction  is 
"  obtained  from  which  by  the  action  of  steam  the  hydrocarbon  Cu  Hie  and 
"  unchanged  toluole  are  distilled.  By  the  admission  of  steam  the  hydrocarbon 
^  is  carried  along  and  may  be  obtained  in  a  condenser  as  a  colourless  oil  floating 

40  "  on  the  water.  The  oil  removed  and  dried  by  means  of  chloride  of  calcium  is 
"  fractioned  and  in  this  manner  the  necessary  hydrocarbon  for  the  production  of 
"  artificial  musk  is  obtained,  100  parts  of  the  former  giving  a  like  quantity  of 
"  musk  preparation.  3  parts  of  fuming  nitric  acid  of  1*52  specific  weight  and  6 
**  parts  of  fuming  sulphuric  acid  are  mixed  together  and  to  this  mixture  is  care- 

45  "  fully  added  whilst  cooling  one  part  of  the  hydrocarbon  aforesaid.  Each  drop 
"  causes  a  violent  reaction.  As  soon  as  all  the  hydrocarbon  is  added,  the  whole 
"  mixture  is  heated  up  to  a  temperature  of  about  100°  C.  After  cooling  the  nitro* 
"  product  is  precipitated  by  pouring  into  cold  water  of  about  5  to  6  times  the 
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^  volume  and  is  separated  from  saperfltiotis  acid  by  washing  ^ith  cold  water. 
'^  The  nitro  product  separates  first  as  a  heavy  viscid  oil,  which  after  some  time 
**  hardens  into  a  firm  crystalline  substance. 

"  The  raw  nitro  product  is  then  purified  by  re-crystallization  from  alcohol  of 
"  90°/o  strength.    The  purified  product  crystallizes    out  in    yellowish-white-  5 
*'  needles,  possessing  a  strong  smell  of  musk. 

^^  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
^^  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
^^  what  I  claim  is  : — The  process  for  producing  artificial  musk  substantially  as 
"  described."  JO 

The  infringement  complained  of  was  the  sale  in  England  of  certain  packets  of 
musk  by  the  Defendants  Lajitte  and  Go,y  who  acted  as  agents  for  a  company 
manufacturing  abroad. 

The  Defendants  denied  infringement  and  also  alleged  that  the  Plaintiffs* 
patent  was  invalid  on  the  grounds  that  the  patentee  was  not  the  true  and  first  15 
inventor,  that  the  invention  was  not  useful,  that  the  alleged  invention  was  the 
subject  of  common  knowledge  at  the  date  of  the  patent,  that  the  invention  was 
not  proper  subject-matter  for  letters  patent,  that  the  invention  described  in  the 
final  specification  was  different  to  that  contained  in  the  provisional,  and  that  the 
invention  was  the  same  as  that  for  which  a  patent,  No.  18,521  of  1888,  had  been  20 
granted  to  Schnaufer  and  Hupfeld. 

On  the  hearing  of  the  action  Moulton^  Q.C.,  «7.  G.  Oraham^  and  E.  A,  Parky n 
(instructed  by  Radford  and  Frankland)  appeared  for  the  Plaintiffs  ;  G.  A, 
Grippe^  Q.C.,  Bousfield,  Q.C.,  and  A.  GoU/dx  (instructed  by  Oolding  and 
Hargrove)  appeared  for  the  Defendants.  25 

Moulion,  Q  0.,  for  Plaintiffs. — This  is  an  action  to  restrain  the  infringement 
of  a  patent  for  the  manufacture  of  artificial  musk.  The  patent  in  question  has 
been  before  the  Court  on  a  previous  occasion,*  and  the  patent  was  then  upheld 
by  Mr.  Justice  Romer^  who  also  held  that  the  process  employed  by  the  Defendant 
in  that  action  was  an  infringement.  Therefore  the  real  question  in  this  30 
action  will  be  whether  the  Defendants  here  have  infringed.  In  the  Defendants* 
answers  to  interrogatories  they  say  they  do  not  know  how  the  musk  which  they 
sell  is  made.  I  shall  call  evidence  that  this  musk  can  only  be  made  by  the 
process  shewn  in  the  patent  or  that  which  Mr.  Justice  Romer  held  to  be  an 
equivalent  process.  This  patent  is  the  first  for  the  production  of  artificial  musk  35 
and  hitherto  no  other  substance  has  been  found  which  has  equal  musk-smelling 
properties  with  the  material  made  under  this  patent. 

The  musk  is  a  derivative  of  benzine  (GeHe)  which  is  obtained  from  coal-tar. 
The  patentee  starts  with  toluol  which  is  benzine  in  which  one  atom  of  hydrogen 
is  replaced  by  a  methyl  group  (CH,).    Toluol  is  therefore  CgHjCH,.    The  first  40 
step  taken  by  the  patentee  is  to  introduce  into  the  toluol  a  butyl  group  (C4H9). 
To  do  this  he  applies  a  reaction  well  known  at  that  time  as  Friedel  and  KrafVs 
reaction.    But  it  so  happens,  and  this  also  was  well-known  at  that  date,  that 
besides  butyl  toluol  (C6H4CH3C4Hg)  being  produced  by  this   reaction  butyl 
xylol   [CQH8(CHs)sC4Hg]  is  also   produced   inevitably.     Butyl  benzol  also  is  45 
produced,  but  this  is  eliminated  at  the  next  step  so  will  not  concern  us.    Now 
these  two  bodies,  butyl  toluol  and  butyl  xylol,  are  the  bodies  from  which  the 
musk  is  made,  so  they  must  be  separated  from  the  mixture  of   bodies  now 
present.    To  do  this,  water  is  first  added,  which  precipitates  the  aluminium 
chloride  in  the  form  of  alumina,  and  the  mixture  is  distilled  with  steam — ^a  50 
common  process  for  separating  the  constituents  of  a  mixture  of  organic  products. 
The  patentee  collects  all  that  passes  over  between  170^  and  200°  C,  which  I  shall 
show  by  my  evidence  is  the  butyl  toluol  and  butyl  xylol.    Having  selected  these 
two  bodies,  he  then  nitrates  them  with  a  mixture  of  sulphuric  and  nitric  acids, 
producing  the  tri-nitro  derivatives  which  are  the|musk-smelling  bodies,  one  being  55 
as  good  as  the  other.  This  is  the  whole  process.  I  do  not  say  that  the  steps  each  by 
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itself  are  new,  Jbut  Baur^s  invention  was  this  new  body  itself ;  it  had  never 
before  been  produced,  and  no  one  could  have  foretold  its  musk-smelling 
properties.  This  patent,  as  I  have  described  it,  has  been  upheld  by  Mr.  Justice 
Bomer.  In  that  case  the  Defendant  produced  his  musk  by  a  slightly  different 
5  process,  which,  however,  was  held  to  be  an  equivalent  process  to  this.  The 
Defendant,  started  with  toluol  or  xylol  and  produced  a  sulphonic  acid  of  butyl 
toluol,  which  we  do  not  make,  but  when  this  was  nitrated  the  sulphonic  group 
was  eliminated,  and  thus  the  same  product  was  the  result. 
Evidence  was  then  called  on  behalf  of  the  Plaintiffs.    Professor  Dewar  said 

10  that  the  musk  produced  under  Bauer*s  patent  was  new  and  useful.    There  was  a 

musk  produced  by  nitrating  oil  of  amber  before  the  date  of  this  patent,  but  that 

musk  was  of  no  commercial  utility.    The  boiling-point  of  iso-butyl  xylene  is 

.  200°  C,  but  this  body  is  not  rejected  by  the  distillation  process  in  the  patent ; 

the  patentee  evidently  means  he  is  using  a  mixture  of  substances. 

15  Dr.  Liebmann  also  gave  evidence  to  the  same  effect.  The  amount  of  xylene 
product  present  after  the  distillation  is  undetermined,  but  there  certainly  is 
an  appreciable  amount  present,  and  the  amount  varies  according  to  the  conditions 
of  the  operation.  As  regards  Defendants'  product,  it  is  almost  the  pure  xylol 
product.    The  wide  range  of  boiling-point  during  the  distillation  shews  that 

SO  the  patentee  meant  to  obtain  a  mixture. 

Grippe,  Q.C.,  for  Defendants. — The  question  between  the  parties  in  this  case 
is  largely  one  of  construction.  In  this  connection  the  state  of  public  knowledge 
at  the  date  of  the  patent  should  be  mentioned.  Artificial  musk  and  its  pro- 
duction were  known  long  before,  in  fact,  by  the  middle  of  the  last  century.    In 

25  1842  Ehner  proved  that  this  artificial  musk  was  a  nitro  product  of  a  hydro- 
carbon. In  1881  Dr.  Kelve  shewed  that  nitric  acid  and  propyl  toluol  produced  a 
musk-smelling  substance,  and  in  1883  he  produced  butyl  toluol.  Then,  in  1888, 
Schnaufer  and  Hupfeld's  Specification  was  filed.  What  did  Baur  invent  ?  It 
is  suggested  by  the  Plaintiffs  that  the  words  "  series  of  compounds  "  will  make 

30  the  patent  include  xylol  and  everything  wliich  comes  within  the  fraction 
between  the  temperatures  named.  But  the  Specification  says, "  I  make  a  nitrated 
**  hydro-carbon  pf  the  CnHig  group."  This  is  about  as  limited  a  statement  as  it 
well  can  be,  and  I  suggest  it  was  purposely  made  so.  If  the  patentee  had 
included  homologues  the  patent  would  have  been  bad  as  including  bodies  such 

35  as  C10H14  which  had  been  previously  known  to  give  on  nitration  a  musk- 
smelling  product.  On  the  other  hand,  he  would  have  included  such  bodies  as 
butyl  benzene,  which  will  not  give  any  musk.  I  say  he  has  purposely  excluded 
these  bodies.  The  description  is  all  in  accordance  with  his  making  one  body 
only.    He  takes  toluol,  which  commercially  contains  less  than  b\  of  xylol. 

40  Then  the  Friedel  and  Kraft  process  is  applied  using  butyl  bromide.  It  is  then 
distilled  with  steam  taking  the  portion  between  170*"  and  200°.  These  limits  are 
taken  because  you  want  to  obtain  all  the  butyl  toluol  present,  the  boiling-point 
of  which  is  186°.  I  admit  that  as  you  approach  800°  you  get  some  butyl  xylol, 
but  this  is  not  what  the  patentee  aimed  at  obtaining.    No  doubt  he  might 

45  have  further  purified  by  distilling  within  narrower  limits,  but  as  the  process 
given  results  in  a  purity  of  about  98^/^,  this  was  sufficient  for  practical  purposes. 
The  butyl  xylol  is  not  what  the  inventor  wanted  ;  he  did  not  know  of  it,  in  fact, 
it  was  an  unknown  body  at  the  time.  If  it  had  turned  out  that  butyl  xylol  had 
not  made  musk  there  would  have  been  a  complete  answer  to  the  allegation  that 

.50  it  had  been  included  by  saying  that  the  formula  CuH,e  excluded  it,  and  also 
the  boiling-point  would  be  said  to  exclude  it,  for  it  boils  at  200°  C,  or,  perhaps, 
202=*  C.  It  is  incredible  that  the  patentee  should  have  stopped  at  this  point  if  he 
bad  wanted  to  utilize  the  butyl  xylol.  In  the  nitration  process  as  described,  I 
need  only  point  out  that  the  patentee  refers  to  "  the  hydrocarbon,"  shewing  that 

55  he  meant  only  one  body. 

The  Plaintiffs'  product  is  not  the  same  as  the  Defendants'.  The  melting 
point  of  the  Plaintiffs'  is  95°-97°,  which  shows  that  theirs  is  practically  the  pure 
toluol  product,  whereas  ours  melts  at  111°,  which  is  the  melting  point  of  the 
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xylol  derivative.  As  regards  the  process  used  by  the  Defendants,  we  do  not  use 
toluol,  and  do  not  produce  toluol  products,  although  I  admit  that  our  process  as 
a  process  is  substantially  a  chemical  equivalent  of  Baur*8. 

Evidence  was  then  given  on  behalf  of  the  Defendants.  Dr.  Pasamore  said  that  in 
his  opinion  "  series "  in  the  patent  meant  that  various  butyl  toluols  might  be  5 
produced,  and  various  degrees  of  nitration.  It  is  impossible  to  determine  the 
amount  of  butyl  xylol  which  comes  over  in  Batir^a  process,  but  the  amount  is 
negligeable  and  less  than  5  per  cent.  If  anyone  wanted  to  get  the  butyl  xylol 
he  would  increase  his  temperature  to  215°  or  220°.  Defendants'  material  is 
made  from  the  butyl  xylol.  At  no  stage  of  the  operations  is  any  toluol  10 
product  present. 

Alfred  Gordon  Salamon  said  he  knew  of  no  artificial  musk  in  the  market 
before  Baur's  invention,  but  propyl  toluol  musk  had  been  discovered  before  that 
date.  There  is  only  a  trace  of  the  xylol  product  formed  during  Baur's  process, 
not  any  substantial  amount.  *  15 

Gripps,  Q.C.— I  understand  the  PlaintiflFs'  contention  to  be  that  Baur  has 
claimed  any  material  which  gives  the  odour  of  musk,  but  in  reality  the  patent  is 
limited  to  musk  made  from  toluol ;  the  patent  clearly  does  not  include  xylol. 
If  there  were  a  substantial  amount  of  tri-nitro-butyl  xylol  in  Baur's  product, 
and  he  had  simply  claimed  the  product,  I  submit  that  even  then  he  could  not  20 
have  claimed  that  tri-nitro-butyl  xylol  alone  was  an  infringement.  But  here 
there  is  practically  none  of  it,  and  he  says  he  claims  the  CnHig  group,  which 
does  not  include  it,  and  also  he  has  selected  a  boiling  point  which  practically 
excludes  it.  I  submit,  therefore,  .that  the  Defendants'  product,  tri-nitro-butyl 
xylol  does  not  infringe  Baur's  patent.  25 

Moulton^  Q.C.,  in  reply. — I  have  not  suggested  that  our  patent  includes  every- 
thing which  smells  of  musk.     But  I  say  we  have  here  an  inventor  who  has  not 
specified  very  closely  the  product,  but  has  defined  it  by  reference  to  his  process. 
Before  this  propyl  toluene  musk  had  been  produced,  but  this  has  not  been  good 
enough  to  put  on  the  market.    At  the  date  of  the  patent  Friedel  and  KrafVs  30 
reaction  was  known  in  its  results,  so  that  any  chemist  would  have  known  that 
butyl  xylol  would  be  produced.    It  was  also  known  that  butyl  xylol  would  boil 
at  a  higher  temperature  than  butyl  toluok    The  actual  composition  of  the 
product  was  unknown  to  the  inventor,  but  he  gives  all  he  knows,  and  indicates 
the  practical  limits  of  his  useful  product,    I  protest  against  the  xylol  being  35 
called  an  impurity.    It  is  only  an  impurity  if  pure  toluol  musk  is  the  patented 
substance.    **  Series  of  materials  "  shews  that  the  patentee  realises  that  there  is 
more  than  one  substance  having  the  properties  he  wants ;  he  never  says  the 
other  members  of  his  series  are  CuHie.    What  he  says  is,  he  makes  a  hydro- 
carbon of  the  CiiHifl  group,  and  from  this  I  understand  that  he  produces  other  40 
substances  at  the  same  time.    He  knew  that  butyl  xylol  was  formed,  although  it 
may  be  quite  true  that  butyl  xylol  was  not  isolated  until  1891.    It  was  from  this 
point  that  the  inventor  started.     Then  he  separates  from  this  mixture  what 
distils  from  170°  to  200°.     He  certainly  was  thinking  of  the  butyl  toluol,  which 
was  CiiHie,  but  I  say  he  was  thinking  of  other  bodies.    It  is  said  he  stopped  at  45 
the  point  where  xylol  came  over,  but  this  not  so ;  the  xylol  is  carried  over  at 
and  below  this  temperature  by  the  more  volatile  toluol.    Can  it  be  said  that  if  a 
patentee  claims  the  mixture  he  cannot  prevent  any  person  using  one  particular 
fraction  of  it  ?     It  may  be  an  improvement  to  isolate  one  portion,  but  that  does 
not  prevent  its  being  an  infringement.    He  defines  his  hydrocarbon  by  the  50 
temperature  of  fractioning.    He  does  not  say  that  his  series  is  of  the  CnHie 
group.    This  series  in  the  higher  stage  is  the  very  body  which  we  find  the 
Defendants  use.     He  takes  all  the  limits  which  give  him  a  valuable  musk. 
Looking  at  this  as  the  invention  of  commercial  musk,  I  say  Baur  did  not  tie 
himself  down  to  a  particular  body,  but  he  says  that  he  includes  more  than  one  55 
body  from  which  he  makes  his  musk. 

Byrne,  J. — ^The  only  question  in  this  case  is  one  of  infringement.    The 
validity  of  the  patent  i^  admitted,  and  it  is  conceded  that  the  process  used  by 
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the  manufacturers  of  the  product  complained  of,  for  whom  the  Defendants  are 
agents,  may  for  the  purposes  of  this  case  be  treated  as  a  chemical  equivalent  of 
that  used  by  the  Plaintiffs. 
The  Plaintiffs  are  the  owners  of  a  patent  process  for  producing  artificial  musk. 
5  The  patent  was  taken  out  in  1889  by  Dr.  Baur^  and  at  the  date  when  it  was 
taken  out  there  existed  a  known  and  described  substance  belonging  to  the 
benzine  series  of  hydrocarbons,  and  to  the  CnHig  group  of  that  series,  called 
butyl  toluol  or  butyl  toluene.    There  was  a  well  known  process  called  Friedel 
and  KrafVs  reaction  which,  when  applied  to  toluol,  produced  a  mixture  of 
10  butyl  toluol  and  butyl  xylol,  with  a  third  substance  not  material  to  refer  to.    At 
the  date  of  the  patent  butyl  xylol  had  not  been  described  as  a  distinct  pure 
substance,  but  it  was  known  that  it  was  probably  a  constitaent  of  the  reaction  I 
have  referred  to.  and  necessarily  so  if  chloride  of  butyl  was  used.    The  boiling 
point  of  butyl  xylol  was  not  known.    The  inventor.  Dr.  Baur^  taking  the 
15  product  so  obtained,  added  water  and  distilled  it  with  steam,  this  being  a  well- 
known  process,  having  for  its  object  and  effect  the  extraction  of  a  different 
product.    That  portion  of  the  result  of  distillation  distilling  over  at  a  tempera- 
ture between  170  degrees  and  200  degrees  Centigrade  (this  being  a  mixture 
substantially  of  butyl  toluol  and  butyl  xylol)  was  then  taken  and  treated  with 
20  fuming  nitric  acid  and  fuming  sulphuric  acid,  becoming  tri-nitrated,  and  the 
resulting  product  was  washed  with  water  to  remove  the  superfluous  acid,  and 
crystallised  from  alcohol.     Having  regard  to  the  full  directions  given  by  the 
inventor  as  to  the  details  of  the  process,  the  net  result  was  that  he  produced  by 
his  process  tri-nitro-butyl-toluol  and  tri-nitro-butyl-xylol,  which  appear  in  the 
25  form  of  yellowish  white  needle-shaped  crystals. 

This  product  was  new  and  very  valuable  from  its  powerful  musk  scent.  It  is 
true  that  a  musky  odour  had  been  observed,  treated,  and  published  as  attaching 
to  amber  oil  treated  with  nitric  acid,  and  to  mono-nitrated-propyl-toluol ;  but 
this  product  of  Dr.  Baur's  was  the  first  artificial  musk  ever  known  or  used  as  a 
30  commercial  article,  forming  an  effective  substitute  in  the  matiufacture  of  scents 
for  the  natural  article.  There  are  various  groups  of  hydrocarbons  recognised  by 
chemists  as  belonging  to  the  benzene  series.  Butyl-toluol  or  toluene  belongs  to 
the  CiiHic  group ;  butyl-xylol  oi:  xylene  belongs  to  the  CuHig ;  and  propyl- 
toluol  or  toluene  to  the  C10H14  group.  The  boiling  point  of  pure  butyl-toluol  is 
35  186  degrees  Centigrade  ;  that  of  butyl-xylol  is  200  to  202  degrees. 

Put  quite  shortly,  the  Defendants'  case  is  thai  the  product  complained  of  is 
practically  pure  tri-nitro-butyl-xylol  prepared  by  treating  xylol  instead  of 
toluol ;  that  although  it  is  true  that  the  Plaintiffs'  product  contains  some  tri- 
nitro-butyl-xylol,  it  contains  it  in  very  small  quantity  and  as  an  impurity  only ; 
40  that  Dr.  Baur  did  not  mean  to  claim  or  patent,  and  did  not  in  fact  claim  or 
patent,  anything  more  than  a  process  for  obtaining  tri-nitro-butyl-toluol  proper 
without  admixture.  This  depends  upon  the  true  construction  of  the  Specifica- 
tion, having  regard  to  the  knowledge  of  chemists  at  the  time,  and  the  Defendants 
say  that  the  Specification  is  limited  to  cover  only  the  production  of  a  hydrocarbon 
45  or  series  of  hydrocarbons  of  the  CuHig  group,  and  they  especially  rely  upon  the 
references  to  that  group  and  to  the  range  of  temperature  from  170  to  200  degrees 
mentioned  in  the  Specification  as  showing  that  the  patentee  did  not,  at  all  events, 
mean  to  claim  tri-nitro-butyl-xylol  as  being  a  material  produced  within  his 
patented  process.  The  object  of  Dr.  Baur* 8  invention  is  stated  to  be,  both  in 
50  the  Provisional  and  the  Complete  Specification,  "  to  produce  a  compound  or 
*'  material,  or  series  of  compounds  or  materials,  having  the  properties  of  musk." 
The  claim  in  the  Complete  Specification  is  for  *'  the  process  of  producing 
*^  artificial  musk  substantially  as  described."  I  think,  reading  the  statement  of 
the  object  and  the  claim,  that  the  inventor  means  to  claim  a  process  for  producing 
55  artificial  musk,  which  artificial  musk  is  a  compound  or  material,  or  series  of 
compounds  or  materials,  having  the  properties  of  musk.  He  does  not  limit 
himself  in  terms  by  his  claim  to  the  production  of  any  one  or  more  constituents 
of  the  product,  nor  to  constituents  of  any  one  group.    He  claims,  act  I  read  it, 
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the  prodnction  of  a  substance  which,  whether  yon  call  it  or  whether  it,  in  fact, 
is  more  accnrately  described  as  a  compound  or  as  a  material,  or  as  a  series  of 
compounds  or  a  series  of  materials,  has  the  properties  of  musk. 

Of  course,  the  claim  is  limited  by  the  words  "  substantially  as  described,"  and 
it  is,  therefore,  necessary  carefully  to  consider  the  description  he  gives  of  his  5 
process.    After  stating  his  object — in  which  statement  he  clearly  shows  that  the 
result  of  his  process  is  not,  or  may  not  be,  to  produce  a  single  pure  substance, 
but  a  series — be  proceeds  :  ^*  To  this  end  I  make  a  nitrated  hydrocarbon  of  the 
^^  CnHio  group."    It  appears  to  me  that  the  phraseology  is  carefully  chosen.  He 
does  not  say,  as  he  might  easily  have  done  had  it  been  what  he  had  intended,^'  This  10 
compound  or  material,  or  series  of  compounds  or  materials,  is  a  nitrated  hydro- 
carbon, or  a  series  of   hydrocarbons  of  the  CnHis  group,"  but  "  To  this  end," 
that  is,  "^to  produce  what  I  have  mentioned,"  or  "  to  attain  my  object,"  "  I  make 
'*  a  nitrated  hydrocarbon  of  the  Cnllio  group,  and  proceed  as  follows."    That 
means,  as  I  read  it,  ^^and  I  proceed  to  do  as  follows."    He  then  describes  15 
Friedel  and  Krafts  reaction  as  applied  to  toluol.    He  knows  as  a  chemist  that 
he  will  thereby  get  butyl-toluol,  which  he  also  knows  is  a  hydrocarbon  of  the 
GxiHio  group,  and  will  distil,  if  pure,  at  186  degrees  Centigrade.    I  forget  whether 
it  is  185  or  186,  but  it  is  one  or  the  other — I  think  186.    But  he  knows  further 
that  he  will  not  get  butyl-toluol  unmixed,  but  that  he  will  get  butyl-toluol  20 
mixed  with  some  other  material  or  materials.    He  does  not  know  the  boiling 
point  of  such  material  or  materials,  and  he   probably  does  not  know  with 
certainty  that  butyl -xylol  will  be  that  material  or  one  of  such  materials,  though 
he  probably  expects  it  will.    He  adds  water  and  distils  with  steam,  but  he  does 
not  take  the  whole  product  of  such  distillation,  selecting  only  that  coming  over  25 
between  170  and  200  degrees  Centigrade.    I  accept  the  evidence  of  Dr.  Dewar 
and  Dr.  Liebtnanny  that  the  range  given  shows  a  chemist  that  a  perfectly  pure 
product  is  not  expected,  although  I  think  it  may  be  perfectly  true  that,  under 
some  circumstances,  and  with  a  special  object,  as  large  a  range  may  be  taken, 
even  when  a  pure'  product  is  ultimately  desired.    It  il  beyond  question  that,  30 
although  the  boiling  point  of  butyl-xylol  is  200  to  202  degrees,  a  proportion  of 
that  substance  will  distil  off  with  butyl-toluol — a  more  volatile  substance — 
within  the  range  of  temperature  given.    It  is  agreed  by  all  the  scientific 
witnesses  that  you  cannot  tell  what  proportion  of  butyl-xylol  will  distil  off 
with  the  butyl-toluol.    I  ought  to  say,  when  I  say  you  cannot  tell,  that  means  35 
without  very  elaborate  chemical  experiments.    Practically,  as  I  understand,  it 
has  never  yet  been  done;  but,  speaking  practically,  at  the  present  moment 
chemists  are  unable  to  tell  the  proportion.    The  nearest  conjecture  seems  to  be 
about  5  per  cent,  as  compared  with  the  amount  of  butyl-toluol.    Nevertheless 
the  substance  is  present,  and  in  an  appreciable  quantity.    The  tri-nitrated-  40 
butyl-xylol  has  the  same  musk  properties  as  butyl-toluol,  and,  indeed,  in  this 
respect  the  two  substances  are  indistinguishable.    In  the  details  given  of  the 
way  of  carrying  the  patent  process  into  practice  the  inventor  describes  the 
proportions  of  the  materials  he  uses  and  the  way  in  which  he  treats  them,  and 
then  he  says,  **  and  a  product  of  reaction  is  obtained  from  which  by  the  action  45 
"  of  steam  the  hydrocarbon  CuHm  "  (that  is,  butyl-toluol)  "  and  unchanged  toluol 
^^  are  distilled."    He  then  tells  the  reader,  "  By  the  admission  of  steam  the 
**  hydrocarbon "  (not  the  hydrocarbon  Ci,Hie  only,  but,  as  I  read  it,  all  the 
hydrocarbons),  'Ms  carried  along,  and  may  be  obtained  in  a  condenser  as 
'^  colourless  oil  floating  on  the  water.    The  oil,  removed  and  dried  by  means  of  50 
^'  chloride  of  calcium,  is  fractioned,  and  in  this  manner  the  necessary  hydro- 
"  carbon  for  the  production  of  artificial  musk  is  obtained." 

The  process  of  f ractioning  involves  distillation  and  selection  of  the  products 
going  over.  Dr.  Baur  selects  the  products  going  over  between  170  and  200 
degrees  Centisrrade.  These  products  may  be  fairly  described  as  a  series.  I  think  55 
the  use  of  the  expression  ^*  series "  denotes  some  kind  of  succession,  and  as 
applied  to  bodies  cQstilling  over  within  a  certain  range  of  temperature  may  be 
properly  read  to  mean  a  succession  of  disiillation  products,  those  going  over  at 
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the  lower  temperatures  containing  more  of  the  butyl-toluol  and  at  first  perhaps 
no  butyl-xylol,  and  those  going  over  at  the  higher  temperatures  containing  a 
larger  proportion  of  butyl-xylol — I  mean  a  larger  proportion  having  regard  to 
the  total  amount  originally  present. 
5  We  have  so  &r  a  description  of  the  necessary  hydrocarbon  for  the  production 
of  artificial  musk.  No  doubt  the  inyentor  had  in  his  mind  the  utilisation  of  the 
butyl-toluol  and  it  is  probable  that  he  did  not  certainly  know  what  other 
subtances  he  obtained  within  his  selected  range  of  temperatures.  He  knew  he 
would  get  butyl-toluol,  and  as  I  think,  knew  he'  got  other  substances  described 

10  or  undescribed.  He  knew  or  believed  that  he  had  selected  substantially  all  the 
substances  which  when  subsequently  nitrated  would  have  the  desired  musk 
properties.  I  do  not  WAvik  he  has  selected  only  such  bodies  of  the  series  as  come 
within  the  CuHi^  group  which  are  present  in  his  ultimate  product  as  being  the 
essentials  of  such  product.    He  has  to  the  best  of  my  judgment  claimed  and 

15  patented  the  production  of  a  series  of  materials  having  musk  properties,  to 
whatever  group  or  groups  such  materials  belong,  including  as  undoubtedly  the 
number  of  the  series  to  which  he,  in  his  then  state  of  knowledge,  attached  the 
greatest  imp<>rtance,  tri-nitrated-butyl-toluol.  The  toluol  used  in  Dr.  Baur^s 
process  is  a  well  known  commercial  article  and  is  never  free  from  a  certain 

20  admixture  of  xylol,  but  apart  from  this  it  must  also  be  borne  in  mind  that  the 
Friedel  and  Kraft  process  cannot  be  applied  to  toluol,  even  if  pure  toluol  is  used, 
without  producing  in  the  reaction  a  certain  amount  of  butyl-xylol.  Commercial 
xylol  is  a  purer  article  than  commercial  toluol,  and  the  Defendants  claim  that  it 
is  practically  pure,  and  although  the  Friedel  and  Kraft  process  cannot  be  applied, 

25  even  to  pure  xylol,  without  producing  in  the  reaction  a  certain  amount  of  butyl- 
toluol,  they  say  that  the  last  mentioned  substance  is  only  produced  in  a 
negligeable  quantity. 

The  Defendants  operate  upon  xylol  instead  of  upon  toluol  and  they  claim  that 
their  ultimate  product  is  practically  pure  tri-nitro-butyl-xylol,  and  that  this  is 

30  shown  by  the  boiling  point  of  the  product.  But  working  with  the  Friedel  and 
Kraft  reaction  upon  xylol  instead  of  upon  toluol.  Dr.  Passmore  did  get  over, 
between  170  and  200  degrees,  a  certain  admixture  of  butyl-toluol  and 
consequently  by  working  out  Dr.  Baur's  process  there  must,  if  I  have  rightly 
apprehended  the  evidence,  have  been  tri-nitro-butyl-xylol  in  the  ultimate  result. 

35  Without  going  into  the  question  of  exact  proportions,  I  think  it  has  been 
established  thiat  applying  Dr.  Baur's  process  to  toluol  a  series  or  mixture 
consisting  of  tri-nitro-butyl-toluol  and  tri-nitro-butyl-xylol  is  obtained,  and 
applying  it  to  xylol  a  like  series  or  mixture  is  obtained,  the  product  in  the  one 
case  containing  a  larger  proportion  of  tri-nitro-butyl-toluol  and  in  the  other  of 

40  tri-nitro-butyl-xylol.  I  do  not  think  the  presence  of  the  butyl-xylol  in  the  one 
case  and  of  the  butyl-tolool  in  the  other  can  be  regarded  as  the  presence  of  an 
impurity.  In  each  case  the  amount  present  is  useful  and  useful  for  the  purpose 
of  an  artificial  musk. 

In  the  result  I  have  come  to  the  conclusion  that  the  Defendants  have  used  the 

45  Plaintifite*  patent  process  (in  its  equivalent  form)  to  produce  the  same  series  as 
that  produced  by  the  Plaintiffs — the  same  series,  and  having  the  same  desired 
attributes,  although  the  constituents  of  the  series  are  present  in  different 
proportions.    I  think  therefore  that  the  Plaintiffs  are  entitled  to  succeed. 

MouUofiy  Q.C. — There  will  be  an  injunction  and  an  order  to  deliver  up  all  the 

50  goods  and  a  certificate  that  we  have  proved  our  breaches,  and  then  costs  are 
of  course  as  between  solicitor  and  client  because  of  the  certificate  in  the  previous 
action  that  validity  of  the  patent  came  in  question. 

CrippSy  Q.C. — I  ask  your  Lordship  to  take  the  same  course  here  as  was  taken 
in  Otto  V.  Steel  (3  R.P.C.  109).    The  substantial  question  raised  in  this  action 

55  ifl  quite  distinct  from  that  raised  in  the  previous  action.  Surely,  my  Lord,  I  should 
have  submitted,  this  is  a  good  reason.  The  validity  of  this  patent  came  into 
question  before  Mr.  Justice  Bomer,  on  which  occasion  the  Defendant  appeared 
in  person,  and  the  issue  fought  was  whether  his  process  was  an  equivalent 
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process  or  not.  Now  the  qaestion  fought  here  was  an  entirely  different  one  : 
it  was  whether  xylol  was  included  under  the  patent  or  not.  All  the  evidence 
was  directed  to  that  point  and  to  nothing  else.  Well,  of  course,  as  a  matter  of 
construction  of  the  Specification  it  was  essential  to  see  what  was  the  knowledge 
at  the  time.  Your  Lordship  has  referred  in  your  judgment  more  than  once  to  5 
what  was  the  knowledge  at  the  time  as  regards  toluol  or  toluene  or  xylol  or 
xylene,  and  as  regards  butyl-xylol  and  butyl  toluol  and  the  point  was  only 
raised  substantially  in  connection  with  infringement.  This  is  not  a  case  in 
which  the  validity  of  the  patent  was  in  issue  between  the  parties  or  in 
fact  was  the  issue  between  the  parties  before  Mr.  Justice  Romer.  It  was  not  in  10 
fact  in  the  one  case  or  the  other.  All  that  we  are  fighting  here  is  a  difficult 
question  of  infringement. 

Byrne,  J. — Is  not  the  true  meaning  of  the  31st  Section  of  the  Act  of  1883 
this,  that  when  once  a  patentee  establishes  the  validity  of  his  patent,  wherever 
anybody  in  a  "  future  action,  not  disputing  the  validity  of  the  patent  at  all "  15 
infringes,  he  is  doing  it  with  the  knowledge  that  the  patent  he  is  infringing  is  a 
patent  which  has  been  declared  to  be  valid  by  a  Court  of  Law,  and  thai,  there- 
fore, gives  the  patentee  2l  j/7nmd  facie  right  to  solicitor  and  client  costs? 

CrippSy  Q.C. — Surely,  my  Lord,  the  section  means  that  you  have  to  look  at  the 
substance  of  the  matter,  and  under  the  circumstances  the  principle  of  Otto  v.  20 
Steel  applies  here. 

Byrne,  J, — ^The  difficulty  that  I  feel  about  it  is  this,  that  once  the  Judge  has 
given  a  certificate  of  validity  I  cannot  go  into  the  question  of  whether  he  was 
right  or  wrong  in  giving  it,  although  I  can  consider,  as  you  are  asking  me  to  do, 
whether  the  case  that  has  been  tried  is  very  different.  85 

Cripps^  Q.C. — The  Defendant,  who  is  the  party  attacked  in  a  case  of  this  kind, 
is  entitled  to  defend  himself.  Of  course  if  substantially  the  same  matter  had 
been  fought  out  before  and  the  owners  of  the  patent  had  been  put  to  unnecessary 
expense  in  having  to  fight  it  again,  then,  of  course,  they  would  be  entitled  to 
costs  as  between  solicitor  and  client,  but  when  you  find  that  the  Defendants,  30 
who  are  the  parties  attacked,  merely  exercise  the  ordinary  rights  of  a  litigant,  and 
bring  an  entirely  new  issue  before  the  Court,  then  I  say  that  is  a  case  in  which 
the  Court  or  Judge  trying  the  same  should  certify  that  the  Plaintiffs  ought  not  to 
have  their  costs  as  between  solicitor  and  client. 

Byrne,  J. — Do  you  know  any  other  case  in  which  this  has  been  done  ?  35 

Moulton,  Q.C. — I  believe  that  case  is  almost  alone.  It  was  entirely  on  the 
special  circumstances. 

GrippSy  Q.C. — I  cannot  carry  it  further  except  to  ask  your  Lordship  to  follow 
the  principle  in  Otto  v.  Steel,  on  the  ground  that  in  the  prior  action  the  question 
of  validity  was  raised  but  not  discussed.  The  only  way  in  which  the  Defendants  40 
here  could  have  fought  their  case — ^and  they  are  entitled,  of  course,  to  have 
their  case  decided  by  your  Lordship^was  in  the  way  they  did,  and  now  they 
ought  not  to  have  to  pay  more  than  ordinary  costs. 

Byrne,  J. — In  the  present  case  I  do  not  see  my  way  to  exercise  my  discretion 
by  depriving  the  Plaintiffs  of  that  which  is  th^iv  prima  facie  right.  I  may  add  45 
that  the  Judge  is  not  in  the  habit  of  giving  a  certificate  that  the  validity  of  the 
patent  has  been  in  contest  in  a  case,  unless  he  is  satisfied  that  it  has  been  in 
contest.  I  have  refused  to  give  it  myself  in  certain  cases  where  the  question 
has  been  raised  before  me. 
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Be/ore  THE  Solicitor-Ghnhral. 


December  19th,  1898. 


In  the  Matter  of  Thomas  and  Prevost's  Application  for  a  Patent* 


Opposition  to  grant  of  patent  on  the  ground  that  the  invention  had  been 
5  aJready    patented   on    applications    of  prior  date. — Patent  refined.     Leave 
to  file  declarations  applied  for  and  refused, — Appeal  hy  Applicants. 

Held^  on  appeal^  by  the  Law  Officer ,  that  the  Chief  Examiner^s  decision  he 

affirmed. 

A  specification  oicght  to  be  so  framed  by  the  applicant  in  the  first  instance 

10  that  a  patent  may  properly  be  granted^  and  when  a  specification  is  so  framed 

that  ajiatent  cannot  be  granted  without  amendment^  it  is  not  a  matter  qf  course 

that  the  necessary  amendment  unll  be  allowed  to  be  made. 

On  the  14th  of  April  1897,  Richard  Thomas  and  Emm^nt^l  Prevost  applied 
for  the  grant  of  a  patent  (No.  9517,  A.D.  1897)  for  "  Improvements  in  and 

15  "  relating  to  the  process  of  mercerising  vegetable  fibres  or  textile  fabrics."  The 
invention  related  to  the  prevention  of  shrinking  and  to  the  application  of 
pressure  to  the  materials  in  connection  with  the  well-known  mercerising  process. 
Any  saitable  method  or  means  were  employed  for  putting  the  materials  nnder 
tension  for  preventing  shrinking.    The  claims  were  : — 

20  "(1)  The  herein- described  improvement  in  the  process  of  treating  vegetable 
"  fibre  or  fabric  by  Mercer's  method  under  tension  or  with  subsequent  stretching 
"  out  of  the  shrunk  fibre,  which  consists  in  subjecting  the  fibre  or  textile  fabric 
**  either  during  or  after  mercerising,  but  before  drying,  to  strong  pressure,  either 
"  in  places  only  or  upon  its  whole  surface  (by  means  of  cylinders,  calenders, 

25  *'  beating  or  beetling  mechanism,  for  example),  with  the  object  of  obtaining  an 
"  augmented  and  at  the  same  time  fast  gloss,  or  one  unaffected  by  washing." 

"  (2)  The  herein-described  improvement  in  the  process  of  mercerising  vege- 
"  table  fibres  or  textile  fabrics,  which  consists  in  putting  the  fibre  or  fabric  under 
"  tension  so  as  to  prevent  shrinking  while  mercerising,  or  in  stretching  out  the 

30  **  fibre  or  fabric  if  already  shrunk  by  mercerising  and  subjecting  such  fibre  or 

"  fabric  while  under  such  treatment  in  this  highly  strained  condition  and  before 

"  drying  to  strong  pressure,  either  in  places  only  or  upon  its  whole  surface, 

"  substantially  in  the  manner  and  for  the  purposes  hereinbefore  set  forth." 

The  grant  was  opposed  by  Joseph  Schneider,  on  the  ground  that  the  invention 

35  had  already  been  patented  on  the  following  applications,  viz  : — ^No.  19,428, 
A.D.  1896,  for  "  Improvements  in  the  treatment  of  fibres  and  fibrous  or  textile 
^*  materials,  to  improve  the  appearance  or  finish  and  facilitate  the  operation  of 
"  dyeing,"  granted  to  J.  Schneider ;  No.  13,296,  A.D.  1850,  for  "  Improvements 

0 
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'^  in  the  preparation  of  cotton  and  other  fabrics  and  fibrous  materials,'*  granted 
to  J.  Mercer ;  No.  5713,  A.D.  1881,  for  "  Treatment  of  yarn  and  other  cotton 
"  goods,"  granted  to  G.  W.  Lighioller  and  J.  Longshatv ;  No.  3640,  A.D.  1885, 
for  "  Improvements  in  the  mode  of  weighting  and  driving  two  or  more  coupled 
"  rotating  or  reciprocating  calender  rolls,  which  may  be  used  for  glazing  and  5 
"  finishing  paper,  card-board,  mill-board,  paper  wads  with  intervening  polished 
"  plates  or  other  materials,"  granted  to  W.  Hartley ;  No.  20,314,  A.D.  1889,  for 
"  Improvements  in  the  treatment  of  or  finishing  of  manufactured  or  partially 
**  manufactured  materials  from  cotton  or  similar  fibres  or  other  substance 
"  containing  cellulose,"  granted  to  H.  A.  Lowe ;  No.  4452,  A.D.  1890,  for  10 
'*  Improvements  in  the  treatment  of  or  finishing  of  manufactured  or  partially 
"  manufactured  materials  from  cotton  or  other  cellulosic  fibres,"  granted  to 
H.  A.  Lowe;  No.  16,840,  A.D.  1896,  for  "Improvements  in  the  process  of  what 
"  is  known  as  '  Mercerising '  fabrics  composed  of  vegetable  fibre,"  granted  to 
E,  Edwards ;  No.  19,633,  A.D.  1896,  for  "  Improvements  in  the  production  of  a  15 
"  silky  or  similar  lustrous  effect  on  yarns,  threads,  and  fabrics  having  a  vegetable 
"  origin,"  granted  to  A.  Liebmann  ;  No.  3218,  A.D.  1897,  for  "  Improvements  in 
"  mercerising  textile  materials,"  granted  to  ^.  G.  Bonbon  ;  and  No.  9U56, 
A.D.  1897,  for  ''  Improvements  in  the  method  of  and  means  for  mercerising 
'*  vegetable  fibres,  fabrics,  and  the  like,"  granted  to  E.  Crepy.  20 

The  matter  came  before  the  Chief  Examiner  (acting  for  the  Comptroller- 
General),  who  refused  the  application.  In  the  course  of  the  proceedings  the 
Applicants  were  desirous  of  amending  their  Specification,  in  order  to  meet  the 
grounds  of  the  opposition  ;  and  also  of  filing  declarations. 

The  Applicants  appealed  from  the  refusal  to  seal  the  patent  and  from  the  25 
refusal  for  leave  to  file  evidence. 

Birkbeck  appeared  as  agent  for  the  Appellants,  and  O'Brien  as  agent  for  the 
Respondent. 

Sir  ROBBRT  FiNLAY,  S.O. — I  do  not  think  that  any  advantage  would  be 
derived  from  filing  evidence  in  this  case.  The  question  is  not  as  to  the  particular  30 
process  of  manufacture  carried  out  under  these  various  patents,  and  the  success 
which  attends  the  various  manufactures  which  carry  out  these  processes,  but  the 
question  before  me  is  as  to  whether  this  patent  ought  to  be  granted,  or  whether 
it  should  be  refused,  on  the  ground  that  the  application  is  only  for  what  is 
covered  by  patents  already  granted.  35 

I  am  of  opinion  that  the  decision  appealed  from  is  right.  There  are  two 
points  suggested  on  which  this  patent  ought  to  go.  The  first  is  that  it  is  said 
to  be  a  patent  for  a  combination  of  certain  things  which  were  already  known — 
the  process  of  mercerising  as  introduced  by  Mercer  himself,  the  stretching  as 
introduced  by  Loive^  and  the  pressure  which  is  referred  to  in  other  patents.  It  40 
is  admitted  that  all  these  are  old,  but  it  is  said  that  tbis  application  is  for  a 
patent  for  the  combination.  The  second  point  on  which  it  is  said  that  the 
patent  should  go  is  that  the  Applicants  state  that  they  sometimes  apply  the 
pressure  in  certain  places  only  so  as  to  produce  a  variegation  in  result  upon  the 
fabric.  I  do  not  see  my  way  to  allowing  the  patent  to  go  upon  either  of  these  45 
grounds. 

Let  me  first  say  a  word  with  regard  to  the  applications  that  have  been  made 
for  various  amendments.  It  is  perfectly  true  that  there  is  a  power  of  requiring 
amendments  as  a  condition  of  granting  a  patent,  and  in  suitable  cases  that 
power  will  be  exercised  by  the  Comptroller,  or  by  the  Law  Officer,  but  it  must  50 
not  be  supposed  that  the  exercise  of  that  power  is  anything  like  a  matter  of 
course.  A  Specification  cannot  be  framed  so  as  to  include  a  number  of  things, 
devolving  upon  the  Law  Officer  the  task  of  eliminating  what  might  properly 
be  the  subject-matter  of  a  patent.    It  is  the  duty  of  the  Applicant  to  frame  his 
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Specification  in  such  a  way  that  a  patent  may  properly  be  granted  ;  and  while 
I  do  not  wish  to  say  anything  that  might  appear  to  have  a  tendency  to 
limit  the  discretion  as  to  limits  being  imposed  as  a  condition  of  granting  a 
patent,  I  desire  it  to  be  distinctly  nnderstood  that  is  not  at  all  a  matter  of  coarse 
5  that  if  the  Specification  is  presented  in  snch  a  form  that  the  patent  cannot  be 
granted  withoat  amendment,  the  necessary  amendment  will  be  made.  On  the 
present  occasion  I  do  not  think  that  the  amendments  which  have  been  asked 
for  onght  to  be  made. 

The  Solicitor-Qeneral  then  considered  the  Claims  in  detail  and  in  the  result 
10  afiBrmed  the  decision,  and  dismissed  the  Appeal  with  three  guineas  costs. 


In  thb  High  Court  op  Justiob.—Chanobry  Division. 

Before  Mb.  Justiob  North. 

December  2nd,  1898. 

Danibl  and  Artbr  v.  Whitbhousb  and  Evbrall. 

15  Trade  name. — ^^  Brazilian  Silver.^^ — Injunction  to  restrain  t^e  of  name.-^ 
Motion  to  commit  for  breach  of  injunction. — Agent  made  Respondent  as  well  as 
principal. 

In  an  action  by  D.  and  A.  against  W.  and  B.y  an  injunction  was 
granted  to  restrain  the  Defendants^  their  servants  and  agents^  from  passing 

20  or  attempting  to  pass  off  goods  not  of  the  Plaintiff^^  manufacture  as  or  for 
goods  of  the  Plaintiffs^  manufacture  by  use  of  the  words  "  Bra^lian  Silver ^^^ 
and  from  using  the  words  ^''Brazilian  Silver^'  as  descriptive  of  or  in  con^ 
nectUm  with  nickel  silver  goods,  not  of  the  Plaintiffs'  manufacture,  without 
dearly  distinguishing  such  goods  from  the  goods  of  the  Plaintiffs'  manufacture 

25  Subsequently  W.  began  to  sell  forks  and  spoons  marked  "P.  Whitehouse's 
•*  Bra^zilian  Silver, 'Hnpackffges  beariyg  labels  having  the  words,  "F. Whitehouse's 
**  Brazilian  Silver,''  and  a  trade  mark.  Some  ofsucli  sals  were  made  thn/ugh 
E.,  who  was  W's  traveller,  D.  and  A.  gave  notice  of  a  motion  against  W.  and 
E.for  breach  of  the  injunction,  but  did  not  press  for  a  committal. 

a2 
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Heldy  that  there  had  been  a  breach  of  the  injunctiony  and  that  W.  mudt  pay 
the  costs  of  the  motion. 

Semble  :  E.  should  not  have  been  made  a  Respondent  to  the  motion. 

In  January,  1897,  Daniel  and  Arter  commenced  an  action  against  Frederick 
Whitehouse  and  /.  A.  Britton  to  restrain  them  from  passing  off,  or  attempting  5 
to  pass  off,  goods  not  of  the  manufacture  of  the  Plaintiffs  aa  or  for  the  goods  of 
the  Plaintiffs  by  the  use  of  the  term  "  Brazilian  Silver  '*  (which  the  Plaintiffs 
claimed  as  their  trade  name)  or  by  executing  orders  for  ** Brazilian  Silver" 
goods  by  supplying  goods  not  being  the  goods  of  the  Plaintiffs.    The  action 
came  on  for  trial  in  March,  1898,  before  Mr.  Justice  Barnes^  sitting  as  an  10 
additional  Judge  in  the  Chancery  Division,  who  gave  judgment  for  the  Plaintiffs, 
and  granted  an  injunction  to  restrain  the  Defendants,  their  servants  and  agents, 
from  passing  or  attempting  to  pass  off  goods  not  of  the  Plaintiffs*  manufacture 
as  and  for  goods  of  the  Plaintiffs'  manufacture  by  use  of  the  words  "  Brazilian 
"  Silver,'*  and  from  using  the  words  "  Brazilian  Silver  "  as  descriptive  of  or  in  15 
connection  with  nickel  silver  goods  not  of  the  Plaintiffs'  manufacture  without 
clearly  distingiiishing  such  goods  from  the  goods  of  the  Plaintiffs'  manufacture. 

The  trial  and  the  judgment  of  the  learned  Judge  will  be  found  reported  in 
15  R.P.C.,  at  page  134,  and,  in  addition  to  what  is  reported  at  page  140  as  having 
taken  place  at  the  close  of  the  judgment,  the  following  also  took  place.  20 

Bousfieldy  Q.C. — Does  your  Lordship  think  it  is  necessary  in  this  case  to  limit 
the  injunction  ?  It  is  rather  different  from  the  "Yorkshire  Relish"  case.  That 
was  a  class  of  case  in  which  the  Defendant  said,  "  'Yorkshire  Relish*  is  the 
"  name  of  a  particular  compound,  and  if  I  can  make  the  compound  I  am  entitled 
"  to  sell  it  under  that  name."  So  your  Lordship  sees  that  had  to  be  guarded  25 
necessarily — the  right  to  sell  it  if  he  could. 

Barnes,  J. — Must  not  it  be  limited  ?  Suppose  they  stamp  upon  the  goods  in 
a  bold  way,  "  These  goods  are  not  made  by  Daniel  and  Arter^  but  made  by 
"  so-and-so  "  ? 

Bousfieldy  Q.C— Of  course  it  was  said  in  the  *'  Yorkshire  Relish  "  case  that  it  30 
would  be  practically  impossible  for  him  to  do  it  except  by  doing  that. 

Barnbs,  J. — ^Well,  but  he  could  do  it,  I  suppose  ?  It  has  been  said  again  and 
again,  "  Because  it  is  very  diflBcult  to  do,  there  is  no  impossibility."  I  should 
think  that  the  settled  form  which  I  find  practically  in  PowelVs  case^the 
"  Yorkshire  Relish  "  case — ^would  be  sufficient.  35 

On  the  5th  of  November  1898,  the  Plaintiffs  gave  notice  of  motion  for  an  order 
that  "(1)  the  Defendant  Frederick  Whitehouse  and  one  John  William  Everall^ 
"  his  servant  and  agent,  and  each  of  them  may  be  restrained  by  injunction  from 
**  selling  or  attempting  to  sell  nickel  silver  or  other  goods,  not  being  goods  of  the 
"  Plaintiffs'  manufacture,  under  the  name  or  style  of  •  Brazilian  Silvet,*  or  40 
'*  from  using  the  term  *  Brazilian  Silver '  in  connection  with  such  goods  in 
'*  breach  of  an  injunction  granted  by  an  order  of  this  Honourable  Court  in 
"the  action  of  Daniel  and  Arter  v.  Whitehouse  and  Britton^  1897,  D.  No.,  148, 
"  and  dated  the  22nd  March  1898,  whereby  it  was  ordered  that  the  Defendants, 
"  Frederick  Whitehouse  and  Joseph  Abraham  Britton  therein  named,  their  45 
"  servants  and  agents,  be  perpetually  restrained  from  passing  or  altembting 
"  to  pass  off  goods  not  of  the  Plaintiffs'  manufacture,  as  and  for  gobds  of  the 
**  Plaintiffs'  manufacture,  by  use  of  the  words  *  Brazilian  Silver,*  &ild  from 
"  using  the  words  *  Brazilian  Silver '  as  descriptive  of,  or  in  connection  -^ith, 
"  nickel  silver  goods  not  of  the  Plaintiffs'  manufacture  without  clearly  distin-  50 
"  guishing  such  goods  from  the  goods  of  the  Plaintiffs'  manufacture,  or  in 
"  the  alternative,  for  an  order  that  (2)  The  said  Frederick  Whitehouse  and  John 
"  William  Everall  be  committed  for  contempt  of  Court,  for  the  breach  of  the 
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"  said  injunction,  granted  by  the  aaid  order  of  this  Honourable  Conrt,  in  selling 
"  or  attempting  to  sell,  and  invoicing  nickel  silver  goodB  or  other  goods  not  of 
"  the  PlaintifiFs'  mannfactore,  under  the  name  or  style  of  '  Brazilian  Silver ' 
"  without  clearly  distinguishing  such  goods  from  goods  of  the  Plaintiffs' 
5  "  maaofacture,  and  that  the  said  Frederick  Whitehouse  and  John  William 
"  Everalt  do  pay  the  costs  of,  and  occasioned  by,  this  application." 

The  acts  which  the  Plaintiffs  complained  of  as  being  breachesof  the  injunction 
wea*  afi  follows : — The  Defendant  Whitehintae  began  to  sell  forks  and  spoons 
marked  with  the  words,  "/".  Whitfikmtse's  Brazilian  Silver."  All  such  goods 
10  were  wrapped  in  parcels  of  one  dozen  each,  and  then  enclosed  in  boxes 
containing  three  to  six  dozen,  and  each  parcel  and  each  box  bore  a  label,  a 
representation  of  which,  in  black  and  white,  is  subjoined.  In  use,  everything 
coloured  black  in  the  label  as  subjoined  was  coloured  red  ;  the  rest  was  white. 


EveraU,  who  was  a  traveller  of  WTtttehotise,  wrote  to  one  Ritchie,  of  Edinbnrgh 

15  a  letter  which  was  as  follows :— "  I  have  sent  you  per  Globe  the  1  grs.  of 
"  Brazilian  tea-spoons,  and  put  the  prices  of  tables  and  desserts  on  invoice. 
"  I  shall  be  very  pleased  to  receive  your  orders  for  same,  although  I  cannot 
"  promise  delivery  under  a  fortnight,  as  I  have  already  several  hundred  gross 
"  to  deliver  to  promises  already  made.     Hoping  to  receive  your  favours." 

20  The  invoice  referred  to  in  the  letter  was  for  "  I  grs.  t«a  spoons  858  Brazilian 
"  per  Globe." 

The  motion  came  on  for  hearing  before  Mr.  Justice  North  on  the 
2nd  of  December,  1898.  Bousjield,  Q.C.,  John  Cutler,  Q.C.,  and  Schiller  {in- 
rtracted  by  C  Urquhart  Fialier)  appeared  for  the  Plaintiffs ;  Macnaghten,  Q.C., 

25  and  A.  J.  Walter  (instructed  by  Beale  and  Co.)  appeared  for  Whitehouse  and 
EveraU. 

A  large  number  of  affidavits  which  had  been  filed  by  both  sides  were  read  to 
the  Ckiurt.  Among  the  Plaintiffs'  evidence  were  a  number  of  affidavits  by 
members  of  the  trade  ;  the  material  portion  of  one  of  such  affidavits  is  quoted 

30  in  the  judgment  of  the  learned  Judge.  Among  the  evidence  on  behalf  of 
Whitehouae  and  EveraU  were  also  several  trade  affidavits.  The  following 
passages  from  one  of  such  affidavits  represent  the  case  of  the  Defendant 
Whitehouse  as  presented  by  his  trade  witnesses  :— "  2.  I  know  that  both  the 
« Plaintiffs  and  the    said    Frederick    Whitehouse    manufacture    spoons    and 

35  "  forks  which  are  termed  '  Brazilian  Silver.'  The  Plaintiffs'  goods  are  always 
"  marked  D.  and  A.  in  addition  to  the   term  '  Brazilian  Silver,'  and  by  the 
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"  impresBion    of    these    initials  their  goods  are  readily  ideDtifled.     3.  The 
"  Defendant  Whitehouse  has  for  some  time  past  impressed  his  goods  with 
"  the  name,  *  F.  Whitehouse' s  Brazilian  Silver,'  such  name  has  been  impressed 
"  on  the  top  end  only  of  the  goods.    The  Plaintiff's  goods  are  always  marked  on 
"  the  leg  of  the  spoon  or  fork.    4.  As  a  wholesale  and  retail  dealer  in  similar  5 
"  goods  to  these  made  by  the  Plaintiffs  and  the  Defendant  WhiteJwuse^  I  say 
"  that  it  would  be  impossible  for  any  dealer  in  such  goods  to  be  deceived  as  to 
"  who  had  manufactured  the  same.    5.  I  am  aware  that  retailers  do  occasionally 
"  ask  for  their  names  or  initials  to  be  placed  upon  spoons  or  forks,  but  the  name 
"  of  such  retailer  would  not  be  impressed  in  the  same  manner  as  the  words   10 
"  ^F.  Whitehouse' s  Brazilian  Silver '  are  impressed  upon  goods  manufactured  by 
"  the  Defendant  Whitehouse,    I  do  not  believe  for  one  moment  that  any  retailer 
"  of  experience  could  be  misled  into  supposing  that  the  name  of  the  Defendant 
**  Whitehouse  as  impressed  upon  his  goods  applied  to  the  retailer  and  not  to  the 
"  manufacturer.    6.  I  am  aware  that  the  Defendant  Whitehouse^  in  addition.to  15 
"  putting  his  name  upon  the  spoons  and  forks  manufactured  by  him,  causes 
'^  such  goods  to  be  made  up  into  parcels  of  one  dozen  each,  and  that  three  of 
^'  such  parcels  are  then  placed  into  a  box,  and  that  each  parcel  and  each  box 
"  bears  a   printed   label  with  the  words  '  F.   Whitehouse^  Brazilian    Silver,' 
"  clearly  printed  thereon,  such    label   also   bears    the    Trade    Mark  of    the  20 
"  Defendant   Whitehouse^  and  the  appearance  of  such  Trade  Mark  upon  the 
"  label  would  clearly  indicate  to  any  one  acquainted  with  the  trade  that  the  label 
"  was  placed  on  the  parcel  or  box  by  the  manufacturer,  and  not  by  a  retailer  who 
*'  has  a  trade  mark." 

John  Cutler^  Q.O.,  for  the  Plaintiffs.— We  submit  that  there  has  been  a  clear  25 
breach  of  the  injunction  ;  but  we  do  not  press  for  committal  only  for  the  milder 
form  of  relief  asked  by  the  notice  of  motion.    The  judgment  of  the  learned 
Judge  at  the  trial  shews  that  it  was  established  that  if  '*  Brazilian  Silver" 
appears  upon  the  goods  they  would  be  taken  to  be  the  Plaintiffs',  no  matter 
what  else  appeared  thereon  also.    The  affidavits  on  the  present  motion  clearly  HO 
prove  that  Whitehouse's  goods  in  their  present  get  up  would  deceive  the  trade 
and  the  public,  and  although  the  Defendants'  witnesses  say  the  trade  would  not 
be  deceived,  none  of  them  say  that  the  public  would  not  be  deceived.    The 
name  **  Whitehouse  "  is  not  a  sufficient  distinction,  nor  is  the  trade  mark  ;  and, 
as  to  that,  although  the  trade  mark  appears  on  the  packages  it  does  not  appear  35 
upon  the  forks  and  spoons,  and  the  evidence  shews  that  the  forks  and  spoons 
are  often  sold  apart  from  the  packages. 

Macnaghten,  Q.C.,  for  Whitehouse  and  EveralL— The  Plaintiffs  are  claiming 
an  exclusive  right  to  the  words  "  Brazilian  Silver  "  ;  but  Mr,  Justice  Banies^  at 
the  close  of  his  judgment,  refused  to  grant  an  absolute  injunction.  Under  the  40 
injunction  as  it  stands  the  Defendants  are  at  liberty  to  use  "  Brazilian  Silver  " 
provided  they  clearly  distinguish,  and  this  Whitehouse  has  done.  From  what 
Mr.  Justice  Barnes  said,  after  giving  judgment,  his  view  was  that  if  Whitehouse 
used  his  own  name  in  conjunction  with  "  Brazilian  Silver  "  that  would  do. 
No  reply  was  called  for.  45 

North,  J. — I  think  in  this  case  the  Defendant  is  wrong.  There  are  two 
points  raised.  First,  what  the  meaning  of  the  order  by  Mr.  Justice  Barnes 
was ;  and,  secondly,  assuming  a  particulai*  meaning  to  be  attached  to  it,  whether 
the  Defendant  has  complied  with  the  exigencies  of  that  order  or  has  not.  On  the 
first  point  it  is  quite  clear,  reading  through  the  learned  Judge's  ju«tgment,  that  he  50 
considered  that  the  name  "  Brazilian  Silver  "  described  a  well-known  article  of 
commerce  made  by  the  Plaintiffs,  and  that  was  the  one  thing  it  did  describe. 
No  question  arises  between  the  parties  as  to  the  composition  of  the  article  made 
either  by  the  Plaintiffs  or  the  Defendants,  or  whether  it  was  identical  or  not ; 
but  it  was  the  use  of  a  particular  name  as  describing  an  undescribed  thing  that  55 


Vol.  XVI.,  No.  5.]      AND  TRADJW  MARK  OASES.  75 


Daniel  and  Arter  v.  Whitehotise  and  EveralL 


had  been  sold  for  a  long  time,  but  denoting  it  as  actually  made  by  the  Plaintiffs. 
The  learned  Judge  thought  they  clearly  had  established  their  case.  In  the  course 
of  the  observations  at  the  end  the  learned  Judge,  in  pointing  out  what  the 
form  of  order  should  be,  says,  "  My  opinion  is,  taking  the  case  as  a  whole,  that 
5  "  the  Plaintiffs  have  established  their  position,  and  the  case  falls  within  the  well- 
"  known  class  of  authorities  which  have  been  referred  to  in  the  course  of  the 
"  argument,  which  entitle  a  person  who  has  acquired  a  right  by  use  to  consider 
"  a  certain  description  of  goods  as  identified  with  his  name,  and  to  prevent 
*^  other  people  who  use  that  name  from  using  it  so  as  to  pass  the  goods  off  to 

10  "  the  public  and  buyers  as  goods  made  by  the  Plaintiffs."  Then  a  little  further 
on,  after  having  pointed  out  what  the  order  was  to  be,  and  that  the  Plaintiffs 
were  entitled  to  the  injunction  which  they  claimed,  "  I  take  it  that  that  injunc- 
"  tion  will  be  substantially  in  the  form  which  was  adopted  in  the  '  Yorkshire 
"  *  Relish '  case.    The  Defendants  are  not  to  be  allowed  to  use  this  name  in 

15  **  connection  with  or  as  descriptive  of  their  goods  without  distinguishing  them 
'*  from  the  Plaintiffs*  goods,  so  that  nobody  can  mistake  the  one  for  the  other." 
Then  Mr.  Bausfield  said  ^^  Does  your  Lordship  think  it  is  necessary  in  this  case 
^^  to  limit  the  injunction  ?  It  is  rather  different  from  the '  Yorkshire  Relish '  case. 
"  That  was  a  class  of  case  in  which  the  Defendants  said  * "  Yorkshire  Relish  "  is  the 

20  '*  *  name  of  a  particular  compound,  and  if  I  can  make  the  compound  I  am 
'' '  entitled  to  sell  it  under  that  name' ;  so  that  your  Lordship  sees  that  had  to  be 
"  guarded  necessarily — ^the  right  to  sell  it  if  he  could."  Mr.  Justice  Barnes  : 
**  Must  not  it  be  limited  ?  Suppose  they  stamp  upon  the  goods  in  a  bold  way  " 
so  and  so.    That  was  a  question  the  learned  judge  put,  but  he  did  not  answer 

25  it,  and  I  do  not  think  it  necessary  for  me  to  answer  it  either,  because  whether  the 
true  spirit  of  the  judgment  is  that  it  prevents  the  use  of  the  name  altogether,  or 
prevents  the  use  of  it  unless  accompanied  by  some  such  words  as  "  These  goods 
'*  are  not  made  by  Daniel  and  A  rter,  but  are  made  by  so  and  so,"  then  that  would 
be  sufficient.     I  do  not  think  it  necessary  to  go  into  that  part  of  the  case  because 

30  in  my  opinion,  assuming  the  latter  view  which  I  have  taken  is  the  true  one  the 
injunction  was  to  be  one  which  would  not  prevent  the  Defendant  saying  "  The 
"  goods  are  not  made  by  Daniel  and  Arter ^  but  are  made  by  me,  Whitelwuse.^^ 
Assuming  that  to  be  the  construction  of  the  injunction  I  do  not  think  that  the 
Defendant  has  used  those  words  or  anything  like  them.    What  he  has  done  is 

35  this  :  He  has  kept  the  old  name,  the  ^*  Brazilian  Silver,"  and  then  he  has  added 
at  the  beginning  "  F,  Whitelwuse^s  Brazilian  Silver." 

Is  that  sufficient  ?  Does  that  say  it  is  not  made  by  Daniel  and  Arter y  but  is 
made  by  me  ?  I  do  not  think  it  says  anything  of  the  kind  ;  and  there  is  a  good 
deal  of  evidence,  of  which  I  will  read  one  instance  in  the  evidence  of  Mr. 

40  Hand/ord  in  his  affidavit  in  chief.  There  is  some  little  contradiction  on  it,  but 
what  is  established  is  what  I  find  in  this  affidavit.  He  says,  *'  I  am  acquainted 
"  with  the  mark  *  Brazilian  Silver '  and  have  known  it  for  15  years  last  past. 
"  The  words  *  Brazilian  Silver '  in  the  trade  denote  a  particular  kind  of  nickel 
"  silver  article  manufactured  by  Messrs.  Daniel  and  Arter.    If  I  saw  the  words 

45  "  *  Brazilian  Silver/  stamped  upon  spoons  or  forks  I  should  immediately  conclude 
*^  that  they  were  Messrs.  Daniel  and  Arter^s  make  and  I  should  sell  them  as  goods 
"  of  MeGSTB,  Da7iielandArter^8  manufacture.  In  my  opinion  the  words 'Brazilian 
"  *  Silver '  on  spoons  and  forks  would  convey  to  the  general  public,  who  buy  thiB 
*'  class  of  goods  and  who  are  in  the  habit  of  buying  Brazilian  silver,  that  such 

50  "  spoons  and  forks  had  been  made  by  Messrs.  Daniel  and  Arter.   In  the  trade  the 
**  mark  *  Brazilian  Silver '  isregarded  as  belonging  to  Messrs.  Daniel  and  Arter.  A 
"  spoon  and  fork  bearing  the  words  *  F.  Whitehouse's  Brazilian  Silver '  are  now 
*'  produced  and  shown  to  me  marked  W.H.    I  should  have  considered,  unlesr 
"  informed  to  the  contrary,  from  seeing  the  words  *  Brazilian  Silver '  upon 

55  "  them  that  such  spoons  and  forks  were  manufactured  by  Daniel  and  Arter^  and 
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"  that  F.  Whitehouse  was  the  name  of  the  retailer,  for  whom  they  had  been 
**  manuf actiired,  as  it  is  very  common  in  this  trade  for  mannfacturers  to  stamp  a 
"  customer's  name  or  initials  npon  spoons  or  forks  of  a  particular  brand  if 
*•  requested  to  do  so,  and  such  name  or  initials  frequently  do  not  denote  the 
"  manufacturer  at  all,  and  the  brand  is  the  only  guide  as  to  the  source  of  the  5 
"  manufacture  of  the  articles.  The  trade  and  the  purchasing  public  would  not 
"  be  guided  by  the  initals  or  name  but  by  the  brand  in  determining  whose 
*'  manufacture  the  goods  were."  Now,  there  is  a  good  deal  more  evidence  to 
that  effect.  There  is  some  evidence  the  other  way.  But  supposing  we  come 
to  this,  that  there  are  some  people  who  would  not  take  the  view  of  the  case —  10 
the  evidence  of  witnesses  that  a  good  many  people  would  do  so  puts  that  aside. 
In  my  opinion,  the  Defendants  have  not  done  what  was  necessary  for  the 
purpose  of  complying  with  the  Order. 

Committal  has  not  been  asked  for,  and   I  do  not  think  it  is  a  case  for 
committal,  but  it  is  a  case  in  which  the  Defendant  must,  in  my  opinion,  pay  the  15 
costs. 

As  regards  the  servant,  I  think  it  is  a  great  pity  that  he  was  joined.  EveraU  is 
a  mere  servant  who  was  acting  in  the  matter,  and  although  no  doubt  it  is  quite  clear 
that  the  Court  can  commit  for  contempt  a  person  who,  though  not  a  party  to  the 
action,  assists  other  people  in  commiting  a  breach  of  an  injunction,  yet  he  was  a  20 
mere  servant  in  the  matter,  and  I  think  he  should  not  have  been  brought  here  at 
all.  He  was  a  mere  servant  under  his  master,  and  it  was  quite  sufficient  to  bring  the 
master  here  as  the  person  against  whom  the  motion  is  made.  The  servant  has 
appeared  by  the  same  pei*son  as  the  master.  It  will  make  no  difference  to  the 
costs,  because  I  do  not  mean  the  master  to  pay  less  than  the  whole  costs.  I  think  25 
it  would  have  been  better  if  EveraU  had  not  been  proceeded  against. 

MacnaghteUy  Q.C. — ^The  order  is  that  Mr.  Whitehouse  pay  the  costs  of  the 
motion. 

North,  /.—Yes. 

J.  Cutlevy  Q.C. — And  your  Lordships  will  grant  an  injunction  to  restrain  him  30 
from  stamping  forks  and  spoons,  as  they  are  now  stamped  ? 

North,  J. — No,  I  have  decided  it  as  a  breach  of  the  injunction.    I  have  only 
done  that  because  there  is  an  injunction.    You  do  not  want  a  fresh  one.    I  think 
the  Defendant  would  do  wisely  if  he  ceased  to  use  the  name  "  Brazilian  Silver." 
Why  cannot  he  call  it  "  Cuban  Silver "  or  "  Porto  Rico  Silver  "  or  something  35 
else  ? 
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In  thb  Housb  or  Lords. 

Present :  Thb  Lord  Chancbllor,  Lord  Watson,  and  Lord  Shand. 

December  9th  and  12th,  1898. 

Thb   Pneumatic   Tyre    Company,   Ld.   v.   The   Tubblbss   Pneumatic 
5  Tyre  and  Capon  Heaton,  Ld.,  and  Others. 

Action  f(yr  infringement  of  three  patents. — One  only  relied  on  at  the  trial. — 
Validity  not  contested, — Infringement  not  found, — Judgment  for  Defendants^ 
with  costsy  afid  certificate  that  the  Particulars  of  Objections  to  the  ttvo  abandoned 
patents  were  reasonable  and  proper. — Appeals  dismissed. 

10       The  P.  Company  brought  an  action  against  the  T.  Company  for  infringe 
ment  of  three  patents  for  improvements  in  pneumatic  tyres^  one  being  a  patent 
by  B.for  a  tyre  held  to  consist  (inter  alia)  of  an  inner  inflatable  tube.    At  the 
trials  the  question  resolved  itself  into  one  of  infringement  of  this  patent^  the  case 
as  to  the  otJier  two  patents  being  abandoned  by  the  Plaintiffs.     Tlie  Defendants 

15  had  no  inner  inflatable  tube^  but  the  Plaintiffs  contended  that  part  of  the 

Defendants^  cottstruction  was  equivalent  to  an  inner  inflatable  tt^be.    Held^ 

ai  the  trials  that  the  Defendants  had  net  infringed  ^  and  judgment  was  given  for 

them  with  costs.     The  Plaintiffs  appealed  to  the  Court  of  Appeal. 

Held,  by  the  Master  op  the  Rolls  and  Vaughan  Williams,  LJ.,  that  the 

20  inner  inflatable  tube  was  of  the  essence  of  BJ*s  invention^  and  that  the 
Defendants  had  not  infringed'^  but  it  was  held'  by  Rigby,  LJ.y  that  the 
Defendants  liad  taken  the  combination  described  in  B.*s  first  daim^  and  Uiere- 
fore  had  infringed.     The  appeal  was  dismissed^  with  costs. 

The  Plaintiffs  appealed  to  the  House  of  Lords.    Held,  by  the  House  of  Lords, 

25  that  the  Defendants  had.  not  infringed.     The  apjwal  was  dismissed^  with  costs. 

On  the  2l8t  of  October  1890,  a  patent  (No.  16,783  of  1890)  was  granted  to 
William  Ershine  Bartlett  for  an  '*  Invention  of  improvements  in  tyres  or  rims 
**  for  cycles  or  other  vehicles."  Tine  Complete  Specifioatiou  of  this  patent  (which 
will  be  found  set  out  in  full  in  14  R.P.C.,  page  283)  was,  so  far  as  material 
30  ^or  this  report,  as  follows  : — ''  This  invention  relates  to  tyres  which  consist  of  a 
^  flat  endless  band  of  india-rubber  wider  than  the  dovetailed  groove  into  which 
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^'  it  is  inserted,  so  that  it  assumes  an  arched  form  when  in  place.  I  introduce 
"  between  the  arched  outside  tyre  and  the  circular  bottom  of  the  metal  rim  a 
"  tube  constructed  of  cloth  and  india-rubber  provided  with  a  branch  for  filling 
"  it  with  compressed  air."  The  first  claim  was  :  "  The  combination  of  a  grooved 
"  rim  or  metal  lyre,  and  an  arched  tyre  of  india-rubber  or  other  flexible  5 
"  material  held  in  the  groove  by  the  pressure  of  an  inflated  tube  within  the  arch, 
**  which  forces  its  edges  against  the  sides  of  the  groove  substantially  as 
"  described." 

An  action  was  brought  by  Tf^  Ptieumatic  Tyre  ComjHiny^  Ld,^  to  restrain 
infringement  of  this  and  two  other  Letters  Patent,  of  which  they  were  the  pro-  10 
prietors,  viz.,  No.  10,607  of  1888,  granted  to  J.  B,  I>unlop^  and  No.  19,990  of 
1890,  granted  to  Wm,  Qolding.  All  three  patents  were  for  improvements  in 
pneumatic  tyres.  The  breaches  complained  of  were  the  sale  of  certain  tyres 
alleged  to  be  made  in  accordance  with  the  said  inventions.  These  tyres  were 
known  as  Fleiiss  tyres.  The  Defendants  denied  infringement,  and  also  the  15 
validity  of  the  several  Letters  Patent  on  various  grounds.*  The  case  as  to  the 
Dunlop  and  Golding  patents  was  abandoned  by  the  Plaintiffs. 

The  action  was  tried  on  the  7th  and  8th  of  December  1897,  before  Romer^  J., 
who  held  that  the  Defendants  had  not  infringed  the  patent  relied  on,  and 
dismissed  the  action,  with  costs.*  20 

The  Plaintiffs  appealed.  On  the  hearing  of  the  appeal  it  was  held  by  the 
Master  op  the  Rolls  and  Vaughan  Williams,  Z/.J.,  that  the  inner 
inflatable  tube  was  of  the  essence  of  BartletVs  invention,  and  that  the 
Defendants  had  not  infringed  :  but  RiGBY,  L.J.,  dissented,  and  held  that  the 
Defendants  had  taken  the  very  combination  described  in  the  first  claim  of  25 
of  BartletVa  Specification,  and  had  infringed  BartletVs  Letters  Patent.  The 
appeal  was  dismissed  with  costs.t 

The  Plaintiffs  appealed  to  the  House  of  Lords. 

MouUony  Q.C.,  Roger  Wallacej  Q.C.,  J.  (7.  Graliam,  and  A.  J,  Walter  (instructed 
by  /.  B.  and  F.  PurcJiase)  appeared  for  the  Appellants;    T.   Terrell^  Q.C.,  30 
Aatbury^  Q.O.,  Jenkins,  Q.C.,  and  Rylands  (instructed  by  Fields  Roscoe  and  Co., 
agents  for  Smithy  Pinsent  and  Co,,  of  Birmingham)  appeared  for  the  Respondents. 

Moulton,  Q.C.,  and  Roger   Wallace,  Q.C.,  for  the  Appellants. — The  only 
question  in    this   appeal    is  infringement.    The  Plaintiff  sues  on   BartletVs 
Specification,  No.  16,783  of  1890.    The  invention  thus  is  for  an  arched  tyre  35 
held  in  a  grooved  rim  by  an  inner  chamber.    The  Defendants  have  dispensed 
with  the  inner  tube,  but  ai'e  using  an  equivalent.    They  have  the  gi'ooved  rim 
and  the  arched  tyre.    Instead  of  the  inner  tube  they  have  lined  the  insides  of 
the  arched  tyre  and  added  a  flap  to  one  side,  or  rather  continued  the  lining  of 
the  arched  tyre  beyond  the  edge  of  the  tyre  on  one  side.    When  inflated  the  40 
lining  and  flap  constitute  an  inner  tube.    The  mechanical  forces  which  are 
made  use  of  in  the  Fletiss  tyre  are  exactly  the  same  as  in  Bartlett.    These  forces 
were  never  before  used  for  this  purpose.    Bartlett  was  the  first  to  make  the 
air  its  own  gaoler ;  he  used  the  air  pressure  to  give  resistance  to  air  pressure. 
[Halsburt,  L.C. — Have  you  not  claimed  the  combination  of  the  three  parts,  45 
grooved  rim,  arched  tyre,  and  inner  tube  ?]      The    question  is,   Have  the 
Defendants  taken  the  pith  and  marrow  ?     [Lord  Watson. — If  the  inner  tube 
is  of  the  essence  of  your  patent  it  is  difficult  to  see  how  a  tubeless  tyre 
infringes.]    From  the  outside  it  is  exactly  the  same  as  the  OormtUly  tyre, 
which  was  held  to  be  an  infringement  (Qormully  and  Jeffery  Manufacturing  50 
Co.  V.  North   British  Rubber  Co.,  15  R.P.C.,  245).     During  all  the  time 
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of  action  it  is,  in  fact,  a  tube,  but  not  a  separable  tube.  [Halsbury,  L.O. — 
In  the  Gormully  case,  the  separability  of  the  tube  was  put  forward 
as  one  of  the  merits  of  BartletPa  invention.]  The  outer  cover  can  be 
made  to  serve  as  the  tube  so  as  to  dispense  with  the  tube.  Previous  to 
5  Bartlett^  no  tyre  had  been  thought  of  which  was  held  on  by  air  pressure, 
whether  separable  or  inseparable.  The  Defendants  have  taken  five- sixths 
of  Bartletfs  invention  in  such  a  way  that  the  other  sixth  takes  itself.  The 
only  difference  between  this  and  the  QormuUy  tyre  is  that  this  is  only  a 
temporary  tubular  chamber.    All  the  merits  of  the  invention  are  here.    The  only 

10  question  is,  must  the  air  pressure  be  got  by  a  separable  device.  Bartletfs 
invention  was  making  the  air  pressure  useful  for  holding  on  the  cover.  He 
could  not  get  air  pressure  without  air  tightness,  and  he  naturally  thought  of  the 
ordinary  method  of  the  day,  viz.,  a  tube.  It  makes  no  difference  how  the  air 
pressure  is  got.    BartletVs  invention  is  for  two  things  held  together  in  a 

15  particular  way.  The  only  difference  in  the  Fleuss  tyre  is  that  their  tube  is  not 
separable.  [Lord  Shand. — In  the  Go7*/nuUy  tyre  there  were  all  three,  rims, 
cover,  and  inner  tube.]  The  Respondents  must  have  a  tube  in  action,  and  they 
utilise  the  outer  cover.  [Lord  Shand. — Here  there  is  no  third  factor,]  Portion 
of  one  of  their  factors,  viz.,  the  lining  of  the  cover,  is  useless  for  the  purpose  of  a 

20  cover,  and  is  made  to  perform  the  function  of  a  tube  when  the  tyre  is  in  action. 
[Lord  Halsbury,  L.C. — The  whole  question  comes  back  to  the  construction  of 
the  claim.]  The  whole  purpose  of  the  first  claim  in  BartletVs  specification  is 
to  get  air  pressure.  [Lord  Shand. — The  purpose  may  be  the  same  but  the 
nieans  may  be  different.]    The  means  are  practically  the  same.    Bartlett  uses 

20  an  inflated  chamber.     If  the  Respondents  build  up  a  chamber  then,  it  is  sub- 
mitted, they  infringe.    Both  use  a  rim,  a  cover,  and  a  tubular  chamber.    The 
only  difference  lies  in  the  separability. 
Counsel  for  the  Respondents  were  not  called  on. 
Lord  Halsbury,  L.G. — My  Lords,  I  confess  that  it  seems  to  me  that  this 

30  matter  is  susceptible  of  being  treated  very  summarily  indeed.  It  becomes  really 
a  question  of  fact  and  of  the  construction  of  the  patent  which  is  said  to  be  in- 
fringed. Both  of  your  Lordships  who  are  here  took  part  in  the  judgment  on 
the  former  occasion,  and  I  think  indeed  delivered  the  only  judgments  upon  the 
matter,  and  you  are  familiar  of  course  with  the  construction  which  was  placed 

35  upon,  and  the  mechanism  which  was  the  subject  of,  the  patent  which  is  now 
alleged  to  be  infringed.  It  appears  to  me  that  the  patent  essentially  differs  from 
the  thing  which  has  been  produced  as  the  infringement.  It  is  not  a  very  profit- 
able exercise  to  go  through  every  part  of  a  new  machine  and  to  see  whether  or 
not  there  may  not  be  something  which  corresponds  in  the  old  patent  that  is 

40  alleged  to  be  infringed.  Of  course  there  are,  and  there  must  be,  when  you  are 
dealing  with  the  same  subject-matter,  and  dealing  also  with  machines  intended 
to  proiuce  the  same  result,  some  things  which  must  be  common  to  both,  whether 
the  apparatus  in  question  is  an  infringement  or  not ;  but  the  thing  which  your 
Lordships  have  to  consider  is  whether  or  not  the  invention — the  thing  which 

45  has  been  protected  and  which  the  rest  of  mankind  are  prohibited  from  using 
for  the  period  during  which  the  patent  lasts — has  been  taken  by  the  person  who 
is  alleged  to  have  infringed.  I  confess  to  my  mind  I  cannot  see  how,  under 
patent  law,  it  can  be  plausibly  argued  that  it  has  been  taken  here.  That  a 
principle  which  was  applied  in  the  former  case  exists  here  I  do  not  deny— I  think 

50  that  is  true;  but  that  there  is  any  principle  which  can  be  claimed  as  a  principle, 
as  distinct  from  the  application  of  it  to  the  particular  machine,  is  of  course  quite 
outside  the  region  of  patent  law.  You  cannot  appropriate  to  yourself  a  mere 
principle ;  you  can  only  appropriate  the  application  of  the  principle,  and  upon 
reading  the  specification  of  the  patent  which  is  now  alleged  to  be  infringed,  it 
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appears  to  me  that  these  two  machines  are  essentially  diflEerent.  I  quite  admit 
that  in  the  new  machine  which  is  alleged  to  be  an  infringement  use  is  made  of 
a  principle  which  was  confined  in  the  former  patent  according  to  the  claim  (and 
indeed  must  have  been  so  confined — otherwise  the  patent  would  have  been  bad  for 
being  too  wide)  to  the  application  of  a  new  principle  for  the  purpose  which  was  5 
described — ^yet  that  was  only  claimed,  and  could  only  have  been  claimed,  as 
applicable  to  a  particular  machine  ;  and  although  the  same  principle  is  made  use 
of  here  it  is  not  made  use  of  in  the  same  way,  nor  is  it,  nor  could  it  be,  gravely 
represented  as  being  the  same  application  of  the  same  principle — although  I 
admit  the  principle  to  be  the  same.  10 

Under  these  circumstances  it  appears  to  me  that  this  is  no  infringement  at  all. 
It  is  a  totally  diflEerent  machine  ;  the  mechanism  of  it  is  entirely  different,  and 
when  we  have  had  a  long  argument,  to  suggest  that  there  is  here  an  inner  tube 
because  the  one  tube  of  which  it  consists  is  made  of  two  different  materials, 
it  really  is  using  language  in  a  sense  which  it  is  hardly  respectful  to  a  15 
tribunal  to  be  asked  to  listen  to.  One  thing  cannot  be  two  tubes.  The 
thing  here  is  one  tube,  although  consisting  of  two  different  materials  con- 
stituting the  one  tube. 

Under  these  circumstances,  my  Lords,  it  seems  to  me  that  there  is  no  ground 
for  the  complaint  here.     I  think  the  judgments  both  of  Mr.  Justice  Romer  and  20 
the  Court  of  Appeal  were  entirely  satisfactory,  and  I  think,  therefore,  that  this 
appeal  ought  to  be  dismissed  with  costs. 

Lord  Watson. — My  Lords,  the  patent  in  question  here,  BartletVs  patent, 
is  a  patent  for  an  invention  which  concerns  the  mode  of  fastening  the  edges  of 
the  outer  cover  of  a  tyre  of  a  bicycle  or  other  machine  to  the  iron  rim  of  the  tyre ;  25 
and  in  the  first  claim  I  think  the  substance  of  that  invention  is  very  clearly 
expressed  as  "  the  combination  of  a  grooved  rim  or  metal  tyre  and  an  arched 
"  tyre  of  indiarubber  or  other  flexible   material   held  in  the  groove  by  the 
**  pressure  of  an  inflated  tube  within  the  arch."    Prima  facie  the  meaning 
of   that   description  is  perfectly  plain.    There  are  three    factors  which    go  30 
to   constitute  the  tyre.    There    is,  in  the  first  place,  the  metal  rim ;  there 
is,  in  the  second  place,  the  outer  cover,  the  ends  of  which  are  held  within 
the  metal    rim,   partly   by   the   operation   of    an    adjustment  of   the    edges, 
and    partly    by    the    pressure    against    them, — what    is    described    as    "the 
"  pressure  of  the  inflated  tube  within  the  arch."    No  question  arises  here,  in  35 
my  opinion,  as  to  what  is  really  the    pressure  of  an  inflated  tube  within 
the  arch.    It  may  be  that  the  Respondents  have  taken  and  appropriated  the 
invention  of  the  Appellants  to  a  certain  extent — ^to  such  an  extent  as  would 
make  them  liable  as  infringers  if  they  were  applying  the  invention  to  any 
apparatus  which  fell  within  the  description  contained  in  the  first  claim  of  the  40 
specification  which  I  have  just  read.    But  what  they  have  done  is  practically 
this — ^they  convert  the  outer  part  of  what  is  called  the  **  cover  *'  of  the  machine 
(that  is  to  say,  that  part  of  the  cover  which,  in  the  old  patent,  descends  and 
reaches  down  and  rests  upon  the  ground)  into  a  pneumatic  tube,  and  it  is  the 
pressure  of  that  tube  upon  the  ends  of  the  cover  which  forces  them  against  the  45 
iron  rim,  and  keeps  them  in  position. 

The  task  which  has  fallen  upon  Mr.  Moulton  and  Mr.  Wallace  has  been  the 
somewhat  arduous  one  of  satisfying  the  House  that  one  tube  means  two — that  the 
pneumatic  tube,  which  in  the  Respondents'  apparatus  is  the  form  which  the 
outer  cover  has  assumed — that  that  pneumatic  tube  formed  by  the  outer  cover  is,  50 
in  the  sense  of  the  patent,  a  pneumatic  tube  within  itself.  My  Lords,  I  have 
tried  very  hard  to  understand  that  proposition,  and  I  have  had  great  difficulty  in 
dividing  the  one  into  two,  but  aftor  all  I  have  come  finally  to  the  conclusion 
that  It  is  absolutely  impossible  to  preserve  the  sense  of  the  first  claim,  and  at 
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the  same  time  to  include  within  it,  as  a  part  of  the  invention  sought  to  be 
specified,  the  apparatus  manufactured  by  the  Respondents  in  this  case. 

On  these  grounds,  my  Lords,  I  am  of  opinion  that  the  Order  appealed  from 
ought  to  be  af&rmed. 
5      Lord    Shand. — My  Lords,   I   have  no  difBcuIty  in  expressing  my   entire 
concurrence  in  the  judgment  that  your  Lordship  has  proposed,  and  in  the 
reasons  which  have  been  stated  in  support  of  it. 

In  the  previous  case  regarding  BartletVs  patent,  the  attention  of  the  Court 
and  of  this  House  was  not  directed  to  anything  like  the  points  which  have  been 

10  raised  here.  In  that  case  there  was  no  doubt  that  the  alleged  infringer  was 
using  an  outside  cover  and  an  inner  tube  exactly  of  the  kind  which  had  been 
specified  by  Bartleit^  but  it  was  said  that  Bartlett  in  his  patent  had  confined 
himself  entirely  to  a  tube  of  cloth  and  india-rubber,  and  as,  in  that  case,  the 
alleged  infringer  had  used  india-rubber  only  he  was  outside  that  patent.    But 

15  there  was  a  second  point  made  there,  as  the  Lord-ChancKLLOR  has  observed 
in  the  course  of  the  discussion,  which  caused  great  expense  and  elaborate 
enquiry,  and  to  that  the  attention  of  this  House  was  directed  also.  I  mean  the 
difference  between  the  flanges  employed  in  the  two  cases  in  order  to  give  a 
catch   which    would   enable   a  grip  to   be   taken,    which   I   thought   was  of 

20  considerable  importance  in  that  case.  In  the  one  case  there  was  simply  an 
india-rubber  attachment  by  means  of  hooks  which  fastened  into  the  flanges  of 
the  tyres,  while  in  the  other  case  metal  hooks  were  used,  and  that  it  Was  said 
created  an  essential  difference. 

My  Lords,  the  opinions  or  judgments  which  were  given  in  that  case  must 

25  be  read  with  reference  to  the  particular  case  and  the  particular  points  which 
were  then  before  the  House.  I  do  not  hesitate  to  say  frankly  that,  if  I  had 
anticipated  that  a  question  of  this  kind  would  have  arisen  as  between  one 
tube  and  two  tubes,  I  would  have  expressed  myself  somewhat  differently 
from  what  I  did  in  that  case.     But  all  the  same  now  we  have  to  deal  with 

30  the  case  as  it  is  presented.  I  think  no  such  case  has  occurred  before.  Here  we 
have  not  two  tubes,  and  we  have  no  question  raised  about  flanges.  I  agree  with 
your  Lordships  in  thinking  that  the  alleged  infringer  has  been  able  to  produce 
the  same  result,  and  also  by  pressure  of  air,  but  he  has  produced  it  without 
taking  that  which  I  think  was  a  very  important  part  of  the  patent  before, — 

35  I  mean  the  use  of  the  double  tube— an  inner  tube  pressing  on  the  other.  It  is 
said  that  here  there  are  two  tubes.  I  agree  with  my  noble  and  learned  friends 
in  thinking  that  it  is  impossible  to  make  that  oat.  Ton  have  one  tube  and  one 
tube  only.  You  have  it  lined  with  material  which  enables  it  to  resist  the  air  ; 
but  that  is  a  lining  ;  and  it  is  a  fixed  lining  and  you  have  no  detachment  of  any 

40  kind.  That  being  so,  I  agree  with  Ml*.  Justice  Romer  and  with  the  Court  of 
Appeal  on  that  point.  And  I  further  agree  with  Mr.  Justice  Romer  on  another 
point — ^that  is,  where  he  says  if  it  could  have  been  made  out  that  there  was 
here  a  detachment  of  the  lining  as  as  to  make  that  lining  itself  form  the  inner 
tube,  the  case  would  have  been  one  of  infringement.  But  in  order  to  make  it 
45  an  infringement,  we  have  had  the  learned  Counsel  for  the  Appellants  at  the 
bar  tearing  off  the  lining  of  the  apparatus  and  so  producing  two  pieces  of  what 
is  one  solid  body  in  order  to  make  out  that  there  were  two  tubes  where  only 
one  exists.  I  am  unable  to  follow  them  in  that  mode  of  treatment  of  what  is 
one  tube  only.  I  am  of  opinion,  with  your  Lordships,  that  here  the  alleged 
50  infringer  has  so  constructed  his  apparatus  as  to  avoid  having  two  tubes ;  there 
is  one  tube  only,  and  that  being  an  essential  difference,  I  think  there  has  been 
no  infringement. 


wp 
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In  the  High  Court  of  Justice.— Chanobry  Division. 
Before  Mr.  Justice  Kekewich.— January  13th,  1899. 

In  the  Matter  of  Carroll^s  Application  to  Register  a  Trade  Mark. 

Trade  Mark, — Application  to  register  name  of  individual  printed  in  ordinary 
type, — Patents^  Ac.  Acty  1883,  section  64,  (1)  (a). — Application  refused.  5 

O.  D.  Carroll  applied  on  the  20th  October,  1898,  to  register  the  words 
*^  Princess  Christian  '*  as  a  Trade  Mark  in  Class  13  in  respect  of  needles  with 
mnltiple  eyes.  The  application  having  been  refused  by  the  Comptroller,  the 
applicant  appealed  to  the  Board  of  Trade,  who  referred  the  appeal  to  the  Court, 
and  it  came  on  for  hearing  before  Mr.  Justice  Eekewich.  10 

The  Appellant  appeared  in  person.  IngU  Joyce  (instructed  by  the  Solicitor 
to  the  Bosurd  of  Trade)  appeared  for  the  Comptroller. 

No  affidavits  were  filed,  but  it  appeared  that  H.R.H.  The  Princess  Christian 
had  given  her  consent  to  the  Appellant  that  a  multiple-eyed  needle,  which  the 
Appellant  alleged  she  had  invented,  should  be  called  the  Princess  Christian  15 
needle,  but  no  consent  had  been  given  to  register  these  words  as  a  Trade  Mark. 

Eekewich,  J. — It  is  impossible  for  me  to  accede  to  this  application.  Even  if 
the  Princess  Christian  had  assented  to  the  registration  of  her  name  as  a  Trade 
Mark,  which  she  has  not,  the  Comptroller  would  be  obliged  to  refuse  the 
registration  on  the  ground  that,  according  to  Subsection  a  of  the  first  Sub  20 
Division  of  Section  64  of  the  Act,  there  is  not  in  this  case  a  name  of  an 
individual  or  firm  printed  impressed  or  woven  in  some  particular  and  distinctive 
manner.  What  is  sought  to  be  registered  is  a  name  in  plain  letters.  Miss 
Carroll  has  argued  that  I  have  no  jurisdiction  in  the  matter,  but  she  has  failed 
to  observe  that  she  has  herself  appealed  to  this  jurisdiction,  and  if  I  were  to  25 
asFcnt  to  her  argument  and  say  I  have  no  jurisdiction,  the  result  would  be  that 
1  should  be  obliged  to  refuse  her  motion  on  that  ground.  The  motion  is  refused. 
There  is  no  quebtion  of  costs  I  suppose. 

Ingle  Joyce. — I  think  your  Lordship  should  give  costs.    We  have  no  intention 
of  enforcing  them,  but  it  may  stop  her  going  further.    We  are  entitled  to  the  30 
order  with  costs. 

Eekewich,  J. — Yes,  you  are  entitled  to  the  order. 
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In  the  Court  op  Appeal. 

Be/ore  The  Master  op  the  Rolls,  Lord  Justice  Rigby,  and 

Lord  Justice  Vaughan  Williams. 

January  24th,  1899. 

5  Peters  v.  Owen. 

Patent. — Action  for  infringement. — Construciion  of  Specification. — Claim 
whether  for  apparatus  or  j^rocess. — Infringement ,  not  found. — Certificate  as 
to  Particulars  of  Objections  refused  to  a  successful  Defendant. — Appeal 
dismi^ssed. 

10  In  1891^  a  patent  teas  granted  to  I.  for  *^  Improved  apparatus  employed  in 
**  t?ie  manufacture  of  artificial  sandstone^'^  and  in  1893  a  patent  was  granted 
to  A.  for  a  similar  object.  An  action  was  brought  for  infringement  of  these  two 
patents^  but  the  first  only  was  relied  upon  at  the  trial.  The  Defendant  debited 
infringement  and  denied  the  validity  of  the  patents^  and  delivered  Particulars 

15  of  Objections.  It  ivas  contend^  for  the  Plaintiff  that  on  the  true  constriction 
of  the  Specification  the  claim  was  not  for  a  special  form  of  apparatus  but  for 
a  process^  and  tliat  the  Defendant  ivas  employing  this  process.  Heldy  at  the 
trialj  that  the  Plaintiff^s  claim  was  not  for  a  process  but  for  an  improved 
apparatus^  and  tJiat  the  ivhole  object  was  to  secure  the  rigidity  of  the  moulds 

20  used  by  means  of  rings^  boltSy  and  staySy  and  in  the  Defendants  apparatus 

there   were  not    ringsy   boltSy   ar   stays   used.     Therefore  the  Defendant  had 

not  infringed^  and  judgment  was  given  for  him^  with  costs.     The  Plaintiff" 

appealed. 

Heldy  tliat  the  judgment  at  the  trial  was  rights  and  tJie  appeal  was  dismissed 

25  with  costs. 

This  was  an  action  for  infringement  of  two  Letters  Patent — No.  8017  of 
1891  granted  to  Oliver  Imray  (a  communication  from  abroad  by  Dr.  Friedrich 
Zemikow)  for  "  Improved  apparatus  employed  in  the  manufacture  of  artificial 
"  sandstone,'*  and  No.  8142  of  1893  granted  to  Ernst  Abund  Richard  AvenaHus 
30  for  *'  Improvements  in  and  connected  with  moulding  boxes  for  the  manufacture 
^^  of  artificial  sandstone," 
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The  infringement  complained  of  was  the  manufacture  of  artificial  stone  by 
the  use  of  apparatus  similar  to  that  shown  in  these  two  Specifications. 

The  Defendant  denied  the  validity  of  the  Letters  Patent,  and  also  denied 
that  he  had    infringed.    Particulars    of    Objection    were    delivered,  alleging 
invalidity  on  various  grounds,  but  the  only  points  considered  at  the  trial  was  as  5 
to  the  construction  of  the  Specification  of  Letters  Patent  No.  8017  of  1891,  and 
as  to  infringement. 

The  Specification,  as  amended,  was  as  follows  : — '^  In  every  application  of 
'*  burnt  pulverulent  lime  in  the  manufacture  of  artificial  stone,  it  is  necessary 
*'  to  provide  means  for  resisting  the  expansion  thereof  on  slaking,  if  it  be  10 
'*  desired  to  prevent  any  alteration  in  the  form  of  the  stone  to  be  produced. 
*^  In  particular  this  is  necessary  in  the  process  in  which  pulverised  burnt  lime 
*'  is  mixed  dry  with  sand,  slag   powder,  or  other  siliceous  substances,  then 
<«  rammed  into  moulds  and  subjected  to  the  action  of  high  pressure  steam,  so 
'^  as  to  effectually  slake  the  lime ;  during  this  operation  the  expanding  action  15 
'<  of  the  slaking  lime  must  be  effectually  resisted,  so  that  the  moulds  may  not 
''  be    burst    or    bulged    outwards,  the  lime  being  thus  forced  to  penetrate 
*'  thoroughly  into  all  the  interstices  between  the  granules  of  sand,  so  as,  after 
'*  hardening,  to  produce  a  perfectly  hard  dense  cohering  mass.    According  to 
'*  the  present  invention,  the  requisite  resistance  to  the  expansion  of  the  lime  is  20 
**  afforded  by  enclosing  the  charged  moulds  in  a,  strong  casing,  the  interior  of 
*'  which  is  subjected  to  the  pressure  of  high  pressure  steam  whioh,  being 


*♦  oxoptod  agftinot  tho  outer  ourfaooo  of  the  mouldo,  will  offootually  pooiot  -ft»f 
^^  bulging  OP  bupoting  action  ef  the  limoi  When  the  moulded  objects  to  be 
^*  produced  are  not  of  such  large  dimensions  that  a  single  mould  fills  the  said 
'*  casing  more  or  less  entiaely,  such  as  large  columns,  it  is,  for  the  sake  of 
^  economical  production,  desirable  to  arrange  the  moulds  for  the  objects  that 
*<  are  most  used,  such  as  building  blocks,  slabs,  steps,  cornices  &c.,  so  that  they 
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FIC.I. 


^*  can  be  packed  closely  together  within  the  casing,  in  order  that  the  sides  that 
*'  are  in  contact  may  afford  each  other  mutual  support  against  the  expanding  30 
^  action,  and  may  consequently  be  made  less  strong  than  would  otherwise  be 
*^  necessary.  As  is  well  known,  the  circular  form  is  the  only  one  that  resists 
**  any  deformation  by  an  expanding  pressure  exerted  uniformly  in  eveiy 
«^  direction  such  as  that  exercised  by  the  slaking  lime.  On  this  principle  is 
^*  constructed  the  api>aratus  for  carrying  out  the  said  operation  as  shown  oq  35 
**the   accompanying   drawinga^  in  which  Fig.  1  shews  the  elevation  of   a 
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"  vertically  arranged  cvliiidrical  ateam  ctuiniber  A  which  can  be  raised  in  a 
"  Terticai  poBition  from  off  the  base  D  by  a  winch  or  crane  by  meane  of  the 
"  ring  B  at  top.  To  the  lower  rim  ie  rivetted  an  annular  flange  C  by  meano  of 
"  which  it  rests  upon  the  base  D,  to  which  it  may  be  secured  by  screw  bolts 
"  «  a,  with  an  intervening  packing  if  necessary,  for  forming  a  steam  tight 
"  joint. 

"  The  steam  chamber  is  provided  with  a  branch  pipe  {noi  shetni  in  the 
"  drawings)  by  which  it  is  connected  to  a  steam  generator,  as  also  with  a 
*'  water  gauge  and  presenre  gauge.  The  water  condensing  in  the  chamber  is 
"  led  off  at  bottom  through  a  pipe  /'  to  a  steam  trap  G  from  which  it  can  be 
"  discharged  from  time  to  time.  The  moulds  containing  tlie  material  to  be 
"  treated  with  steam  are  placed  within  this  chamber,  such  moulds  being 
"  arrange<1  as  shewn  in  plan  and  elevation  at  Pigs.  2  and  A. 


"  The  size  and  arrangement  of  the  moulds  may  be  variously  modified ;  by 
"  way  of  example,  there  are.  heri>  shewn  four  main  moulds  of  which  two  are, 
*■  say,  50  cm.  wide,  and  20  cm,  high  and  the  other  two  90  cm.  wide  and 
"  respectively  30  cm.  and  28  cm,  high,  while  the  length  is  determined  by  the 
•'  length  of  the  chamber,  which  in  the  present  case  is  supposed  to  be  150  cm. 
■"  All  the  main  moulds  or  boxes  are  made  of  galvanized  or  tinned  sheet  iron 

I  "  secured  by  screw  bolts  at  the  edges.  The  principal  moulds  have  to  be  so 
"  made  that  when  placed  together  they  can  be  embr»ce<l  by  the  rings  F  F  Fig. 
"  2,  which  may  be  of  iron  or  steel. 

"  Assuming  that  one  of  the  smaller  moalils  be  laid  down  flat,  it  will  present 
"  a  cubic  capacity  of  150  cm,  by  .W  cm-  by  20  cm.  to  he  chaigeil  with  the 
"  comjMnnd ;  if  thi«  capacity  be  divided  in  its  width  by  the  introduction  of 
"  two  parallel  plates  running  in  the  direction  of  the  length,  three  equal 
"  compartments  will  be  formed  of  150  cm,  length,  2i)  cm.  height  and  about 
"  ■■;,"  cm.  width.  These  compartments  are  ramme<l  as  tightly  as  possible  with 
"  the  mixture  of  caustic  lime  and  sand,  and  are  then  closed  by  a  cover  screwed 

<  '■  on.  The  mould  or  box,  thus  filled  and  closed,  is  now  placed  on  end  in  the 
"  position  shewn  in  Fig.  2  upon  the  base  D  of  the  8t«am  chamber  (the  casing  A 
"  having  been  removed)  and  the  other  moulds  are  then  filled  and  treated  in 
"  the  same  manner,  aft«r  which  the  broad  rings  F  Fig.  2  are  placed  round 
"  them,  these  being  made  in  two  halves  which  are  secured  together  by  flanges 

I  "  and  screw  bolt«  '■  r.  As  shewn  at  Fig.  2,  there  remain  between  the  rings  and 
'•  the  sides  of  the  moulds  spaces  H  H,  which  may  be  filled  in  with  wooden  or 
*"  metal  filling  pieces  which  serve  to  transmit  the  pressure  exerted  on  the  inner 
*•  sides  of  the  moulds  to  the   rings  F.     After  these  are   fixed   on,  a   strong 
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**  plate  J  is  placed  upon  the  upper  ends  of  the  moulds  and  is  secured  to  the 
"  base  D  or  to  a  plate  placed  thereon  by  bolts  rf  rf  so  as  to  ojffer  a  support  to 
"the  end  surfaces  of  the  moulds.  The  casing  A  is  now  placed  over  the 
**  moulds  thus  tied  together  and  is  secured  steam  tight  to  the  base,  and  high 
pressure  steam  is  admitted  to  the  chamber  and  maintained  there  for  some  5 
daj^s.  The  steam  will  penetrate  through  the  crevices  of  the  rings  P  and  of 
the  moulds  to  the  charges  of  the  latter  and  will  effect  the  slaking  of  the 
'/*  lime  which  will   then   harden  to  a  solid  mass  with  the  sand,  forming  the 

artificial  stone. 

it-^e-6tea,»^4bH6-ef^efft^e6-l»e#W  -a,Q  the  agnnt  ibi*  olahiug  the-4i»e-^fttt4^  A« 

e-^feseH^e  against- the  outor  anrfaooo  of  the  moulds,  ih 
-^e-tbe-mppoi't-ft^feyded-bf  The  rings  F  ^nd  bolts  d  whioh  being 
^'  both  subject  merely  to  a  tensile  strain,  are  not  liable  to  deformation. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  this 
*'  invention  and  in  what  manner  the  same  is  to  be  performed,  /  desire  to  have  15 
"  it  HuderHtood  that  I  am  airarr  that  it  is  not  norel  to  employ  a  steam 
*'  chamber  containing  high  pressure  steam  in  the  manufacture  of  artificial 
'^  sandsto^ie ;  or  to  submit  a,  mixta  re  of  slaked  h' me  and  sand  to  tlie  action 
*' of  high  pressure  steam  in  a  rlosrd  chamber;  or  to  mix  and  mould  sand 
^^  and  caustic  lime  in  a  dry  state,  and  t?ien  to  alhnv  the  mixture  to  absorb  20 

water  or  stf*am ;  or  to  submit  a  mixture  of  sand  and  lime  in  moulds  to 
^''pressure  by  appli/ing  weight  thereto  while  subjected  to  the  a^ctiofi  of  high 
"  pressure   steam ;    and   that    I   make    no    claim    to    any    such   a2)2^aratus 

separatHy ;  or  to  either  of  such  processes  separately,  but  that  what  I  claim 

"  is  : — An  apparatus  for  the  production  of  artificial  stone,  consisting  of  a  closeil  25 
chamber  within  which  moulds  or  boxes  charged  with  a  mixture  of  caustic 
lime  and  sand  are  subject  to  high  pressure  steam,  the  moulds  being  so 
*'  placed  together  that  they  offer  each  other  mutual  support  to  withstand  the 
"  bulging  strain  produced  by  the  expansion  of  the  lime  in  slaking,  while  the 
^*  strain  which  is  transmitted  to  the  outermost  surfaces  is  effectually  resisted  in  30 
•"  the  one  direction  by  circular  rings  and  in  the  other  direction  by  stay  bolts, 
**  substantially  as  described." 

The  action   came  on   for   trial   before   Mr.   Justice   Bigham  (sitting  as  an 
additional  judge  of  the  Chancery  Division)  on  the  7th  of  July  1897,  when  [he 
held  that  the  patent  was  for  an  apparatus  and  not  for  a  process,  and  that,  the   35 
Defendant  bad  not  infringed.* 
The  Plaintiff  appealed  from  this  decision. 

Bousfiold,  Q.C.,  M.P.,  and  S,  O.  Buckmaster  (instructed  by  J.  and  M,  Solomon) 
nppeared  for  the  Appellants :    Moulton,  Q.C.,  M.P.,  Roger  Wallace,  Q.C.,  and 
*/.  O.  Graham  (instructed  by  Ashurst,  Morris,  Crip,  and  Go,)  appeared  for  the  ^0 
Respondents. 

Bousjield,  Q.C.,  for  the  Appellant. — This  is  an  appeal  from  Mr.  Justice 
Bigham,  who  found  that  the  Plaintiff's  patent  was  for  an  improved  apparatus 
for  use  in  making  artificial  stone,  and  that  the  Defendant  did  not  use  an 
apparatus  covered  by  the  patent.  I  contend  that,  on  a  true  construction  of  the  4^* 
Specification,  the  Plaintiff's  patent  is  for  a  method  of  making  artificial  sandstone. 
The  sandstone  is  made  by  mixing  caustic  lime  with  sand,  then  placiilg  the 
mixture  in  moulds,  afterwards  onclosing  the  moulds  in  a  casing  into  which  high 
pressure  steam  is  admitted.  My  evidence  shews  that  this  process  was  new  and 
beneficial.     By  the  method  described,  the  stone  produced  is  of  high  quality,  50 

*  See  15  R.P.C.  663, 
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and  it  can  be  worked  with  hammer  and  chiael  in  the  same  way  as  natural  stone 
is  workedy  a  thing  which  could  not  be  done  with  concrete  or  any  artifiqial 
atone  produced  prior  to  the  date  of  this  patent.  The  reason  of  the  high  quality 
4>{  the  stone  ia  that  the  caustic  lime  expands  on  setting,  and  the  lime  and  sapd 
5  hoing  enclosed  in  such  a  way  as  to  resist  expansion  a  thorough  consolidation  of 
the  mass  takes  place  while  setting. 

Turning  to  the  words  of  the  Specification,  it  is  quite  true  that  the  patentee 
describes  a  special  form  of  mould  boxes;  but  this  is  not  his  invenrfon,  it  is  only 
a  detailed  description  of  one  way  of  carrying  it  out,  and  there  is  no  reason  that 

10  his  claim  should  be  limited  to  the  one  form  of  apparatus  which  he  shews. 
It  is  of  coui*se  essential  to  the  pi'ocess  that  the  moulds  employed  should  be 
capable  of  resisting  the  expanding  action  of  the  lime.  The  disclaiming 
clause  shews  the  different  attempts  which  have  been  niade  before.  On  the 
uncontradicted    evidence    which    my  witnesses    have    given  all   these  have 

15  been    unsuccessful    methods,    not     having    given    a    good    artificial    stone, 

I   Coming  next  to  the  claim,  I  contend  that  the  true  construction  of  this  claim 

is  that  it  is  a  claim  for  the  process  which  I  have  described  ;  there  is  no  reason 

why  the  four  last  lines  of  the  claim  should  be  read  as  the  important  part  of  it. 

These  words  only  mean  that  the  boxes  used  are  to  be  strong  enough  to  resist 

20  the  pressure  produced.  The  whole  of  the  Specification  supports  the  view  that 
the  essential  feature  of  the  invention  is  not  the  particular  construction  described 
but  is  the  process  consisting  of  mixing  lime  and  sand  in  a  dry  state  and  then 
subjecting  them  to  the  action  of  high  pressure  steam  in  a  box  strong  enough  to 
resist  the  expansion  of  the  lime.     [Counsel  then  read  the  judgment  of  Mr. 

25  Justice  Bigham,'] 

The  Defendant  uses  a  very  strong  box  which  he  puts  into  a  casing  filled 
with  water,  which  is  then  raised  to  a  temperature  of  3(H)^  Fahrenheit  by  means 
of  steam  pipes.  The  sides  of  the  Defendant's  rectangular  box  are  strong  enough 
to  resist  the  pressure  due  to  expansion,  so  that  the  packing  case  and  moulds  are 

30  not  both  needed.  I  say  that  is  exactly  the  process  claimed  by  the  patentee,  the 
Defendant's  process  and  box  being  an  exact  eriuivalent  of  what  is  shown  in  the 
Specification. 

Buckmaster  followed — The  issue  is  whether  the  patentee  has  claimed  a 
process  or  an  improved  strong  box.     I  submit  it  is  not  a  box  which  is  claimed. 

35  If  the  patentee  was  claiming  a  box  he  would  not  have  disclaimed  the  varioun 
processes  shown  in  the  disclaiming  note. 
Counsel  for  the  Respondents  were  not  called  on. 

LiNDLBY,  M.R, — It  is  impossible  to  construe  this  Specification  in  such  a  way 
as  to  make  what  the  Defendant  is  doing  an  infringement.     1  am  not  going  to 

40  discuss  the  validity  of  the  Defendant's  patent,  because  we  have  nothing  to  do 
with  that.  The  question  is  whether  the  Defendant  is  infringing  the  Plaintiff's 
patent.  That  must  depend  upon  the  true  construction  of  the  Plaintiff's  patent. 
When  I  come  to  look  at  the  Plaintiff's  patent,  I  do  not  myself  see  much  diffi- 
culty in  finding  out  what  is  called  the  pith  and  marrow  of  the  thing.     It  is 

45  pretty  obvious  the  pith  and  marrow,  as  I  understand  it,  is  the  invention  of  an 
improved  case  into  which  you  put  moulds.  It  is  not  a  patent  for  an  improved 
mould  at  all.  You  assume  you  have  got  one  or  more  moulds,  and  you  put  them 
in  an  improved  case,  and  the  whole  patent  is  for  the  improved  case.  The  case 
must  be  a  strong  one,  the  mould  need  not  be.     It  does  not  say  anything  at  all 

•>0  about  the  strength  of  the  mould  ;  that  is  unimportant.  It  may  be  a  very  weak 
sided  mould.  The  substance  of  the  patent  is,  as  I  understand  it,  to  have  an 
improved  case  which  will  enable  you  to  use  weak  moulds.  What  the  Defendant 
is  doing  is  this :  The  whole  strength  of  the  Plaintiff's  appai*atus  being  in 
the  case  itself,  the  Defendant  does  not  put  a  weak  mould  into  a  strong  case. 

55  He  makes  a  strong  mould.     To  my  mind  it  is  a  different  idea  and  not  an 
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infriagement  at  all.  It  is  a  totelly  different  way  of  looking  at  the  thing.  To 
construe  this  as  equivalent  to  the  patent,  or  the  patent  as  being  one  for  a  strong 
mould  would  not,  in  my  judgment,  either  be  in  accordance  with  the  language  or 
in  accordance  with  the  idea  as  described  in  the  Specification,  and  when  you  come 
to, look  at  the  disclaimer  on  the  part  of  the  Plaintiff  it  seems  to  me  to  be  5 
absolutely  unarguable.  Among  the  things  disclaimed  is : — "  To  submit  a 
''mixture  of  sand  and  lime  in  moulds  to  pressure,"  and  the  question  is  whether 
lime  there  means  dry  caustic  lime.  I  cannot  conceive  why  it  should  not  include 
it.  .Iain  of  opinion  that  the  view  taken  by  the  learned  judge  is  right,  that 
there,  was  nothing  in  the  point  at  all,  and  that  this  is  not  an  infringement.  10 

RiGBY,  LJ, — I  am  of  the  same  opinion.  1  do  not  see  why  in  that  disclaimer, 
"  a  mixture  of  lime  and  sand  "  should  not  mean  a  mixture  of  caustic  lime  and 
sand,  and  I  am  told  there  is  nothing  in  the  evidence  to  alter  it,  as  it  stands  upon 
the  Specification.  If  so  the  claim  is  not  for  anything  more  than  the  mere 
apparatus,  and  I  do  not  think  it  applies  to  anything  more  than  a  mere  strong  15 
case. 

Yaughan  Williams,  LJ.—l  agree. 
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In  the  High  Court  op  Justice.— Queen's  Bench  Division. 

Before  Mr.  Justice  Wright, 

November  29th,  and  December  1st,  2nd,  15th  and  21st,  1898. 
Lister  and  Company,  Ld.,  and  Others  v.  Dix  Brothers. 

5      Patent, — Action  for  infringement, — Construction  of  Specification, — Infringe- 
ment. 

In  1S88  Letters  Patent  were  granted  to  L.  and  R,  for  "  Improvements  in  the 
*•  manufacture  of  velvetj*^  and  in  1889  Letters  Patent  ivere  granted  to  R,  for 
"  Improvements  in  the  manufacture  of  double  pile  fabrics^''  tlie  first  claim  being 

iO  for  a  "  double  pile  fabric  each  cloth  of  which  has  its  wefts  held  between  two  sets 
"  of  ground  warps  and  the  pile  warps  tied  into  the  ground  by  a  single  pick  of 
"  weft  only  and  in  which  in  addition  the  backs  of  the  pile  warps  are  covered  by 
"  a  warp  or  warps  floated  over  tJiem  substantially  as  described,''  In  1897  the 
owners  of  these  patents  commenced  an  action  against  a  firm  of  D,,  for  infringe- 

15  ment  of  the  same.  In  the  course  of  the  trial  the  case  upon  the  1888  patent  ivas 
withdrawn.  The  Defendants  contended  that  the  word  ^^ float "  as  used  tn 
weaving  of  warps  wa^  a  technical  term  signifying  a  passing  over  more  than 
one  weft,  and  alleged  that  the  alleged  infringing  cloth  had  no  floating  warps 
and  did  not  infringe  the  1889  patent, 
20  Held,  that  tJie  word  ^^ float''  in  the  Speciflcation  of  the  1889  patent  was  used 
to  describe  the  position  of  the  backing  warps  relatively  to  the  pile  warps,  and 
that  the  Defendants  infringed.  Judgment  n^as  given  for  tJie  Plaintiffs  on  this 
patent,  hAtfor  the  Defendants  on  the  1888  patent. 

On  the  22nd  of  December  1888,  Letters  Patents  (No.  18,794  of  1888)  were 
25  gra^ited  t »  Samuel  Gunliffe  Lister  and  Jose  Reixach  for  an  invention  of  "  Im- 
"*     "  provements    in    the  manufacture  of   velvet."    The    Complete   Specification 

claimed : — 

"  1.  The  manufacture  of  pile  fabrics  woven  double  face  to  face,  in  which  each 

"  pile  warp  wherever  it  is  held  into  each  ground  is  caught  by  a  single  pick  of 

30   "  weft  only  and  in  which  it  is  bound  between  two  ground  warps,  one  on  either 

"  side  of  it  and  both  above  the  pick  of  weft  and  also  between  two  other  ground 

"  warps  below  the  pick  of  weft  substantially  as  described. 

"2.  The    hereinbefore    described  process  of   manufacture   ofi  pile    fabrics 
**  consisting    in    first    weaving    a    pile    fabric    double    face    to    face    with 
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"  dyed  pile  warp  and  with  each  pile  warp  wherever  held  into  either 
"  ground  held  with  a  single  pick  of  weft  only  and  bound  between  two 
"  ground  warps  above  and  two  below  the  pick  of  weft  and  afterwards 
"  gumming  or  sizing  the  back  of  the  ground  or  first  steaming  the  fabric  and 
"  afterwards  gumming  or  sizing  the  back.  5 

"  3.  The  hereinbefore  described  process  of  manufacture  of  pile  fabrics  con- 
"  sisting  in  first  weaving  a  pile  fabric  double  face  to  face  with  each  pile  warp 
"  wherever  held  into  either  ground  held  with  a  single  pick  of  weft  only  and 
"  bound  between  two  ground  warps  above  and  two  below  the  weft  and  after- 
"  wards  steaming  the  fabric  to  fix  the  pile  then  dyeing  and  afterwards  gumming  10 
"  or  sizing  the  back  of  the  ground. 

"  4.  The  manufacture  of  pile  fabrics  substantially  as  hereinbefore  described 
"  with  reference  to  Figures  1,  2,  and  3." 

On  the  5th  of  November  1889,  Letters  Patent  (No.  17,620  of  1889)   were 
granted  to  Jose  Reixach  for  an  invention  of  "  Improvements  in  the  manufacture  15 
"  of  double  pile  fabrics."    The  Complete  Specification  was  as  follows  : — 

"  My  invention  relates  to  the  manufacture  of  fabrics  which  are  woven  face  to 
"  face  and  in  which  the  pile  is  tied  with  one  pick  only  and  has  for  its  object  to 
"  more  effectually  hold  the  pile  into  the  fabric. 

"  Velvets  now  are  generally  made  with  the  pile  tied  with  one  pick  only  20 
"  because  in  this  way  much  less  pile  warp  is  used  than  when  the  pile  warp  has 
"  to  go  round  three  or  four  picks  as  it  used  to  do  in  the  old  fast  pile  fabrics 
"  whilst  at  the  same  time  a  finer  faced  cloth  is  obtained. 

"  When  a  stiff  fibre  like  mohair  wool  &c.  is  used  for  the  pile  warp  if  pressure 
"  is  put  on  the  face  of  the  pile  the  loops  of  pile  thread  are  pressed  through  the  25 
"  cloth  and  form  loops  on  the  back  and  these  when  subjected  to  wear  get 
"  gradually  drawn  out  entirely  from  the  cloth  and  the  fabric  is  spoilt. 

"  By  this  invention  I  prevent  the  pile  from  being  so  pressed  back  and  drawn 
"  out  and  thereby  not  only  obtain  the  advantages  derived  from  tying  in  the  pile 
**  by  one  pick  only  but  also  make  such  fabrics  as  marketable  and  durable  as  the  30 
"  old  fast  pile. 

"  I  do  this  by  means  of  extra  or  additional  warps  in  each  ground  or  cloth  of 
*'  the  double  fabric  one  for  each  pile  warp  used  and  which  wherever  a  pile  warp 
"  is  tied  in  is  made  to  float  on  the  back  of  the  cloth  and  ride  over  the  back  of 
"  the  pile  warp  and  so  to  cover  or  fix  the  back  of  the  pile  threads  and  prevent  35 
**  them  from  being  rubbed  at  the  back  and  drawn  out  backwards  or  from  being 
"  pushed  back  by  pressure  applied  to  the  face  of  the  pile. 

"  In  place  of  one  floating  warp  only  being  used  for  each  pile  warp  a  greater 
"  number  might  be  used. 

**  In  the  drawings  annexed  I  have  shewn  my  invention  applied  to  a  double  40 
"  pile  fabric  woven  as  described  in  the  Specification  of  a  Patent  granted  to  me 
"  and  another  No.  18794  in  the  year  1888.  In  this  fabric  each  loop  of  pile  warp 
"  where  it  is  held  into  one  or  other  of  the  cloths  by  a  single  pick  of  weft  is  held 
"  between  two  ground  warps  above  the  weft  and  also  between  two  ground  warps 
"  below  the  weft  so  that  the  ends  of  the  loop  of  pile  are  held  erect.  45 

"  The  diagram  Figure  1  shews  the  back  of  one  of  the  cloths  of  a  double  pile 
"  fabric  made  as  heretofore  and  as  is  described  in  the  Specification  No.  18794  of 
«  the  year  1888. 

''  The  diagram  Figure  2  shews  the  back  of  one  of  the  cloths  of  a  double  pile 
"  fabric  formed  in  the  manner  above  described.  50 

"  Figure  3  is  a  diagram  view  in  cross  section  of  a  double  fabric  woven  as 
"  shewn  by  the  diagram  Figure  2. 

"  Figure  4  is  a  cross  section  on  an  enlarged  scale  of  one  portion  of  the  pile 
"  fabric  woven  as  shewn  by  the  diagram  Figure  1  and 

'*  Figure  5  a  similar  cross  section  of  a  portion  of  the  pile  fabric  woven  as  shewn  55 
"  by  the  diagram  Figure  2, 
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"  a  are  the  pile  warps  b  the  ground  warps  c  the  weft  threads  and  d  in  Figures 
"  2,  3  and  5  are  the  additional  warps  which  are  made  to  Hoat  over  the  backs  of 
"  the  pile  loops. 

"  Thus  it  will  be  seen  that  in  addition  to  using  two  sets  of  ground  warps  for 
"  holding  the  wefts  and  to  tying  in  the  pile  warps  by  a  single  pick  only  I  use 
"  other  additional  warps  which  are  made  to  float  over  the  backs  of  the  pile 

warps  where  they  are  tied  into  the  cloths  and  so  prevent  the  pile  loops  from 

working  out  of  the  cloth. 

"  As  will  be  seen  these  additional  warps  float  at  the  back  over  three  wefts, 
10  "  viz, : — the  weft  which  ties  the  pile  and  the  two  wefts  which  come  before  and 
"  after  this  weft. 

*'  Additional  warps  so  made  to  float  over  the  backs  of  the  pile  warps  where 
"  they  are  tied  into  the  cloths  of  double  pile  fabrics  may  not  only  be  applied  to 
"  fabrics  formed  as  shewn  by  the  diagrams  Figures  1  and  4  but  also  to  fabrics 
15  «  formed  as  described  in  the  Specification  of  the  Patent  No.  3327  of  1878  and  to 
**  other  double  pile  fabrics  in  which  the  pile  warps  are  held  by  a  single  pick  of 
"  weft  only. 

'*  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 

I  claim  is  : — 

"  1.  A  double  pile  fabric  each  cloth  of  which  has  its  wefts  held  between  two 

sets  of  ground  warps  and  the  pile  warps  tied  into  the  ground  by  a  single  pick 

of  weft  only  and  in  which  in  addition  the  backs  of  the  pile  warps  are  covered 

by  a  warp  or  warps  floated  over  them  substantially  as  <lescribed. 

"  2.  A  double  pile  fabric  in  each  of  the  two  cloths  of  which  not  only  are  the 
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•*  loops  of  pile  tied  into  the  ground  by  a  single  pick  of  weft  but  in  which  they 
"  are  also  held  between  two  ground  warps  which  pass  above  the  weft  and  two 
"  other  ground  warps  which  pass  below  the  weft  and  in  which  in  addition  the 
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"  backs  of  the  pile  loops  are  covered  by  a  warp  or  warps  floated  over  them 
"  substantially  as  described  with  reference  to  Figures  2,  3  and  5." 

In  1897,  Lister  and  Co.,  Ld,  (hereinafter  called  the  company),  the  Right 
Honourable  Samtiel  Gunliffe  Baron  Masham,  and  Jose  Reixach  commenced  an 
action  against  Dix  Brothers  for  infringement  of  the  said  patents,  claiming  the  5 
usual  relief.    The  Plaintiffs  by  their  Statement  of  Claim  alleged  (1)  that  the 
Company  were  the  registered  legal  owners  of  the  patents  ;  (2)  that  the  Plaintiffs 

FIC.2. 


other  than  the  Company  were,  prior  to  the  23rd  of  March  1897,  legal  owners  of 
the  1888  patent,  ancl  the  Plaintiff  Jose  Reixach  was,  prior  to  the  said  date,  legal 
owner  of  the  1889  patent ;  (3)  that  both  the  patents  were  valid  and  the  respective  10 
grantees  were  the  true  and  first  inventors  and  inventor;  and  (4)  that  the 
Defendants  had  infringed.  The  Particulars  of  Breaches  alleged  (1)  that  the 
Defendants  had  infringed  the  patents  by  selling,  offering  for  sale,  and  dealing 
in  mohair  velvet  cloth  not  of  the  Plaintiffs'  manufacture  in  accordance  with  the 
inventions  described  and  claimed  in  the  •^pecifications  of  the  patents,  and  (2)  15 
that  the  Dei'endants,  on  the  23rd  day  of  March  1897,  sold  to  Messrs.  Dargtie,  of 
Birmingham,  20^  yards  of  velvet,  not  of  the  Plaintiffs'  manufacture,  but  manu- 
factured in  accordance  with  the  inventions  described  in  the  Specifications  of  the 
patents  and  claimed  in  the  first  claiming  clause  of  each  of  the  patents. 

The  mohair  velvet  complained  of  by  the  Plaintiffs  as  an  infringement  was  20 
made  under  the  Specification  of  a  patent  (No.  18,756  of  1896)  for  "  Improve- 
"  ments  in  the  manufacture  of   double   pile  fabrics "  granted  to  Friedrich 
Krugmann^  Junior,  and  Walter  Kiipper^  of  Elberfeld,  Germany,  which  Speci- 
fication contained  the  following  passage  explaining  the  following  Figures  : — 

*'  Fig.  1*  is  a  diagram  of  the  ground  portion  and  face  or  pile  of  one  of  the  two  25 
"  fabrics  forming  a  double-pile  fabric  showing  clearly  both  the  binding  of  the 
"  ground-warp-threads  with  the  picks  or  threads  of  weft,  and  the  tying  or 
"  binding  of  the  pile- warp-threads  by  the  picks  or  threads  of  weft.    Fig.  2*  is  a 
"  diagranmiatic  longitudinal    section    through    such    double-pile-fabric.    The 
"  weft-threads  are  indicated  by  the  lines  marked  (a),  the  ground-warp-threads  30 
**  are  indicated  by  the  lines  marked  (6),  and  the  pile  in  Fig.  1  and  the  pile- 
*'  warp-threads  in  Fig.  2  are  indicated  by  the  lines  marked  (c).     The  dots  at  the 
"  ends  of  the  lines  (c)  in  Fig.  1  indicate  the  pile  projecting  from  the  ground 
"  portion  of  the  fabric.    In  these  diagrams  \t  is  clearly  shown  that  the  pile- 
"  warp-threads  are  moved  so  as  to  be  tied  into  the  ground  portion  of  one  fabric  35 
"  and  into  the  ground  portion  of  the  other  fabric  alternately.    It  is  also  clearly 
**  shown  that  there  are  no  picks  or  threads  of  weft  which  do  not  tie  pile-warp- 
"  threads  into  one  or  other  of  the  fabrics  forming  the  double  pile  fabric.     From 
^^  these  diagrams  it  is  also  clear  that  in  the  ground  portion  of  each  of  the  two 
"  fabrics  woven  together  there  are  four  ground  warp-threads  for  each  thread  of  ^ 
*'  pile-warp  and  that  the  threads  of  ground  warp  in  each  fabric  are  made  to 
*'  cross  after  the  insertion  of  every  pick  of  weft  inserted  into  such  fabric.     The 
"  said  diagrams  also  indicate  that  the  ground- warp-threads  next  to  each  thread 
**  of  pile- warp  in  each  of  the  said  two  fabrics  are  made  to  pass  behind  the  weft 
*'  in  such  fabric  at  the  same  time  as  the  said  thread  of  pile-warp  so  as  to  secure  ^5 
"  such  thread  of  pile-warp  in  the  said  fabric." 

♦  <S«5  p.  93. 
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The  Defendants  by  their  defence  (1)  did  not  admit  the  allegations  as  to  the 
ownership  of  the  patents ;  (2)  alleged  that  the  patents  were  invalid  and  the 
respective  grantees  were  not  the  true  and  first  inventors  or  inventor  respectively 
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of  the  inventions  in  respect  of  which  the  patents  were  granted  for  the  reasons 

5  appearing  in  the  Particulars  of  Objections  delivered  therewith ;  and  (3)  denied 

infringement  of  either  of  the  patents.     The  Particulai-s  of  Objections  allied 

(1)  that  having  regard  to  the  state  of  public  knowledge  with  respect  to  the 
weaving  of  pile  fabrics  at  the  respective  dates  of  the  said  Letters  Patent,  and  to 
the  Specifications  thereinafter  referred  to,  no  invention  was  required  to  manu- 

10  facture  fabrics  in  the  manner  described  and  claimed  in  the  respective  Specifica- 
tions thereof,  and  both  the  said  Letters  Patent  were  bad  for  want  of  subject-matteri 

(2)  that  the  alleged  invention,  in  respect  of  which  the  said  Letters  Patent,  18,794 
of  1888,  were  granted  was  not  new  at  the  date  thereof,  bnt  had  been  published 
within  this  realm  before  the  date  thereof  in  and  by  the  documents  and  public 

15  sale  therein  mentioned ;  (3)  that  the  said  Letters  Patent  were  invalid  by  reason 
of  the  sale  in  London,  in  or  about  the  spring  of  1888,  by  Messrs.  Ste/jlien  Court 
and  Martin,  of  145,  Cheapside,  London,  to  Messrs.  Munt,  Brown  &  Co.,  of  84  and 
88,  Wood  Street,  Cheapside,  London,  of  double  pile  fabrics  made  in  accordance 
■with  tie  said  alleged  invention  ;  (4)  that  the  said  Letters  Patent  were  invalid 

20 -by  reason  that  the  Complete  Specification  described  an  invention  different  from 
and  larger  than  that  disclosed  in  the  Provisional  Specification.  The  difference 
r^erred  to  was  the  ground  warp  which  passes  below  the  weft  mentioned  on 
page  2,  line  39,  of  the  Specification,  and  illustrated  in  the  figs.,  and  claimed  in 
the  fiTBt  claiming  clause  ;  (5)  the  alleged  invention,  in  respect  of  which  the  said 

25  Letters  Patent,  No.  17,620  of  1889  were  granted,  was  not  new  at  the  date  thereof. 
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but  had  been  published  in  this  realm  in  and  by  the  following  documents  :— 
''  The  Cours  de  Tissage,"  par  Eduuard  Gand,  1876,  Tome  II.,  page  230 ;   the 
Specification  of  Letfcer-H  Patent,  No.  611)  of  1886;  granted  to  Bairstow  (the  parts 
relied  on  were  page  5,  lines  li'  and  11,  and  tigs.  13  and  14) ;  the  Specification  of 
Letters  Patent,  No.  11,1)81  of  1888,  granted  to  South  well  (the  parts  relied  on   5 
were  page  2,  lines  1  to  5,  and  page  2,  lines  46  to  the  bottom,  and  page  3,  lines 
1  to  3,  and  fig.  7) ;    the  Sp.^cification  of  Letters  Patent,  No.  17,39  i"  of  1889, 
granted  to  Mullrrs  and  Splndh'r  (the  parts  relied  on  were  page  1,  lines  13  to  39, 
page  2,  lines  6  to  32,  and  line  50  to  the  end  of  the  Specification,  and  figs.  9  and 
10) ;  (6)  that  the  said  I^etters  Patent  were  invalid  by  reason  that  the  Complete  10 
Speciticalion   described  an   invention    different    from  and    larger    than    that 
disclosed    by    the    Provisional    Specification.      The   Provisional   Specification 
described  a  single  floating  warp  over  the  loop  of  the  pile  warp,  while  the 
Complete  Specification  described  and  claimed  a  warp  or  warps  over  each  loop 
of  the  pile  warps.  li> 

The  action  was  trit^l  before  WRIGHT,  t/.,  on  November  29th,  and  December 
1st,  2nd,  and  15th,  181)8. 

Moulton,  Q.C.,  Bomfield,  Q.C.,  and  A,  J.   Walter  (instructed  by   Speechly, 
Mumford  and   Rodgers^  agents  for  Miimford,  Johnson   and'   Go,^   Bradford) 
appeared  for  the  Plain titfs ;    Lewis  Edmiuids,  Q.C.,  Roger   Wallace,  Q.C.,  and  20 
J.  G.  Graham  (instructed  by  RowcUffe,  Raivle  and  Co.,  agents  for  E.  Robinson 
Walker  and  Co.,  Manchester)  appeared  for  the  Defendants. 

Bousfield,  Q.C.,  opened  the   Plaintiffs'  case.— The  class  of  goods  to  which 
the    patents    relate  is  that   known    as   double  pile  fabrics.     The  1888   patent 
has  reference  to  a   particular  weave  or  combination  of  threads.     In  weaving   26 
the  warp  threads  lie  parallel  making  the  length  of   a  piece,  and  the  shuttle 
passes  through  introducing   the   weft.      The    warp  threads  are  actuated  by 
healds  carrying  a  certain  number  of  parallel  threads,  by  this  means  forming 
sheds  through  which  the  shuttle  goes.     Pile  was  originally  made  by  drawing 
up  loops  out  of  the  warp  threads  ;  a  knife  was  drawn  through,  cutting  the   30 
loops  and  forming  the  pile.     There  are  two  sorts  of  pile ;  first,  that  in  which 
the  pile  warp  is  held  by  one  of  the  wefts  ;  secondly,  where  it  passes  under  and 
over  several  wefts.     The  latter  formed  a  fast  pile,  whilst  the  former  was  a  loose 
pile.     Double  pil.*  fribrics  are  made  (»n  the  principle  of  having  two  fabrics  joined 
by  threads,  which,  when  cut,  form  the  pile.     In  this  case  we  have  only  to  do  35 
with  pile  formed  with  warp  threads.     Up  to  the  date  of  the  1888  patents  it  was 
impossible  commercially  to  produce  face  to  face  fabrics  with  a  loose  pile  for 
Utrecht  velvets,  and  the  fast  pile  was  not  satisfactory  for  Utrecht  or  mohair 
velvets.      [The  1888  patent  was  then  specially  referred  to.]     The  object  of  the 
1889  patent  was  to  prevent  a  tendency  which  the  ends  of  the  pile  had  of  being  40 
forced  through  the  cloth.     This  is  acliieved  by  floating  additional  ground  warps 
over  the  back  of  the  pile  tufts,  and  so  holding  them  in  place.     The  extra  thread 
may  be  single  or  double.     The  Defendants  have  the  tufts  held  by  a  single  pick  ; 
two  ground  warps,  one  on  each  side  of  the  pile  warp  above  the  pick,  and  two 
corresponding  warps  below.     They  have  a  pair  of  floating  warps  over  the  back  45 
of  the  pile.  The  Defendants'  cloth  is  identical  with  ours  if  you  take  the  idle  weft 
out  of  ours. 

Sir  Frederick  Bramwell  and  Messrs.  James  Swinburne  and  R,  Horshaw  were 
called  as  witnesses  for  the  Plaintiffs. 

Edmunds,  Q.C.,  opened  the  Defendants'  case.  50 

Mr.  Dugald  Cler/r  gave  evidence  on  behalf  of   the  Defendants',  and  also    • 
several  witnesses  who  were  called  on  the  issue  of  prior  user. 

On  the  fourth  day  of  trial  Bnusjield,  Q.C.  for  the  Plaintiffs  stated  that  as  a 
question  of  some  difficulty  was  raised,  and  as  the  1889  patent  was  the  one  of  chief 
commercial  value,  the  Plaintiffs  had  decided  to  withdraw  their  case  on  the  1888  55 
patent. 
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Mr.  Dugald  Cferk  was  then  recalled  and  farther  examined. 
Edmunds,  Q.C.,  for  the  Defendanta. — The  word  "floating"  is  a  technical 
term,  and  indicates  a  running  for  some  length  along  the*Btructure.  We  have  no 
floating  warps.  Further,  the  Specification  refers  to  additional  warps  as  the 
5  feature  of  the  invention  ;  ours  are  not  additional  but  part  of  the  structure.  The 
idea  of  fastening  in  by  backing  warps  was  applied  in  SauthwelVs  Specification  to 
an  analogous  structure.  If  a  wide  interpretation  is  put  on  the  patent  it  is  bad  ; 
if  a  narrow  interpretation  is  given  the  Defendants  do  not  infringe. 

Moulton^  Q.C.,  in  reply. — This  case  depends  on  construction  of  the  Specifica- 

10  tion.  The  meaning  of  the  word  "floating"  in  the  Specification  is  clear. 
[Wright,  J. — Has  the  patentee  limited  himself  to  backing  warps  which  float 
over  more  than  one  weft .'']  The  patentee  in  the  Specification  uses  floating  as 
meaning  riding  over  the  back  of  the  pile  warp.  [Wright,  J".,  referred  to 
page  2,  lines  33  and  34  of  the  Specification,  being  the  sentence  "  As  will  be 

15  "  seen  ....  after  this  weft."*]  These  lines  refer  to  the  diagram ;  he  is  there 
thinking  of  the  wefts.  The  passage  does  not  limit  the  rest,  but  refers  to  an 
application  to  a  particular  cloth.  The  invention  is  applicable  to  other  cloths. 
SouthwelVs  Specification  relates  to  carpets. 

Edmunds^  Q.C. — I  submit  lines  33  and  34  on  page  2  apply  to  the  whole 

20  Specification.    A  floating  warp  is  one  that  goes  over  more  than  one  weft. 
Judgment  was  reserved  and  delivered  on  December  2l8t,  1898. 
Wright,  J. — The  case  now  stands  for  decision  upon  the  alleged  infringement 
of  the  Plaintiffs'  second  patent  of  1889,  as  formulated  in  the  first  claim  in  that 
patent.    As  so  formulated,  the  invention  is  a  combination,  the  first  element 

25  in  which  is  a  previously  known  mode  of  making,  in  power  looms,  double  pile 
woven  fabrics,  such  as  velvet,  with  loose  V-shaped  tufts  held  in  place  laterally 
by  supporting  warps,  and  the  second  is  the  introduction  of  two  or  more 
additional  backing  warps  carried  under  the  backs  or  bends  of  the  tufts,  and 
giving  a  vertical  support  which  prevents  the  tufts  from  being  forced  out  back- 

30  wards  when  pressure  is  applied  to  the  face  of  the  febric.  The  utility  of  the 
combination  is  not  challenged,  nor  is  the  novelty  of  it  as  a  combination  seriously 
challenged  in  its  application  to  the  manufacture  of  fabrics  such  as  the  subject 
of  the  patent.  It  was,  indeed,  suggested  that  the  use  of  a  backing  for  a  similar 
purpose  was  so  much  a  matter  of  common  knowledge  that  it  could  not  be 

35  regarded  as  a  matter  of  invention  at  all,  and  two  instances  of  the  use  of  a 
backing  in  the  manufacture  of  somewhat  similar  substances  are  in  evidence,  but 
tliese  two  instances  were  not  in  a  similar  combination,  and,  considering  that 
previous  patents  had  failed  for  want  of  a  similar  provision  for  backing,  it  cannot, 
I  think,  be  properly  regarded  as  a  matter  of  common  knowledge,  at  any  rate  m 

40  relation  to  the  particular  subject-matter.  The  best  proof  of  this  is,  that  the 
Plaintiffs'  own  previous  patent  of  December  1888,  had  remained  practically 
unworkable  for  want  of  a  backing  of  this  kind,  and  that  for  the  same  reason  an 
anticipation  of  that  patent  by  Peltzer  Brothers^  of  Crefeld,  in  July  1888,  had 
proved  and  continued  to  be  useless.     Considering  the  great  importance  of  the 

45  subject  and  the  number  of  inventive  minds  engaged  upon  it,  a  device  which  so 
long  escaped  attention  cannot  be  regarded  as  a  matter  of  common  knowledge  in 
relation  to  it. 

The  real  question  seems  to  me  to  be  whether  the  patentee  his  not  confined 
himself  to  a  particular  arrangement  which  the  Defendants  have  not  adopted, 

50  and  if  that  is  answered  in  the  negative,  then,  secondly,  whether  an  infringement  is 
shown.  On  the  first  point  the  case  is  this  :  In  the  Plaintiffs'  actual  manufacture, 
the  backing  warps  are  not  (as  in  the  Defendants'  fabric  they  are)  carried  alternately 
under  and  over  consecutive  wefts,  but  after  being  carried  over  one  weft  they 

•  Atde  p.  91,  1.  11 
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are  carried  under  the  backs  of  the  three  following  wefts.    This  in  technical 
language  is  called  a  "  floating  "  of  the  warp  on  the  backs  of  the  wefts.    The 
patentee  in  his   SpecificsPtion  has  several    times   used   the  words  "float"  or 
"  floated,"  and  in  one  of  his  figures  he  shows  such  an  arrangement  of  the 
backing  warps,  and  if  he  has  so  described  his  invention  as  to  limit  it  to  backing  5 
warps  which  are  floated  in  this  technical  sense  over  the  wefts,  he  must  fail, 
because  the  Defendants'  backing  warps  are  not  so  floated.    But  Mr.  Motdton 
has  satisfied   me  that  this  is  not  the   proper  construction  of   the  Plaintiffs' 
Specification.    When  that  is  closely  examined,  it    is   seen  that  only  in  one 
passage — namely,  lines  33  and  34  on  page  2 — the  patentee  speaks  of  the  backing  10 
warps  floating  over  wefts.     In  every  other  place,  he  speaks  of  them  as  floating 
or  riding  over  the  backs,  not  of  the  wefts,  but  of  the  cloth  or  of  the  pile 
warps.     I  think  that  he  does  not  use  the  word  '*  float "  in  a  technical  sense  in 
relation  to  the  wefts,  but  as  a  convenient  word  descriptive  of  the  position  of 
the  backing  warps  in  relation  to  pile  warpis.    The  whole  passage  from  line  9  to  It 
line  34  (inclusive)  on  page  2,  seems  to  me  to  be,  not  a  general  description 
limiting  the  invention,  but  an  illustration  of  it  as  applicable  to  the  particular 
fabric  covered  by  the  previous  patent  of  1888,  and   in  lines  33  and  34,  the 
patentee  points  out  that  in  the  particular  arrangement  of  wefts  as  adopted  in 
the  fabric  of  1888,  which  is  the  subject  of  the  illustrative  diagrams,  and  in  20 
which  there  is  an  "  idle  "  weft,  the  backing  warps  float  over  three  wefts.     But 
the  invention  does  not  purport  to  be  confined  to  fabrics,  the  wefts  of  which  are 
arranged  as  in  the  patent  of  1888,  and  I  cannot  see  any  reason  why  it  should  be 
so  confined.     The  "  idle  "  weft  does  not  affect  the  substance  of  the  arrange- 
ment. 25 

So  construed,  the  patent  is  cleirly  infringed.  The  Defendants  have  adopted 
the  system  of  holding  the  so-called  pile  warp  (that  is  each  row  of  loose  pile 
tufts)  between  two  sets  of  ground  warps,  and  (as  it  is  now  admitted,  though  at 
first  denied)  they  have  adopted  the  two  additional  warps,  so  that  the  Defendants* 
fabric  has  the  same  total  number  of  warps  to  each  row  of  pile  tufts,  as  the  30 
Plaintiffs'  has.  The  only  difference  is  that,  as  the  Defendants  dispense  with  the 
"  idle  "  weft,  their  backing  warps  can  float  or  ride  alternately,  over  and  under 
one  weft  at  a  time.  In  the  case  of  each  fabric,  the  backing  warps  are  a  part  of 
the  structure,  and  float  in  the  same  sense  over  the  backs  of  the  pile  warps.  If 
this  is,  as  I  think  it  is,  all  that  the  Plaintiffs  have  claimed,  it  is  taken  by  the  35 
Defendants.  There  must,  therefore,  be  judgment  on  that  patent  for  the 
Plaintiffs,  with  costs. 

A  certificate  that  the  Particulars  of  Breaches  were  reasonable  and  proper  was 
given  to  the  Plaintiffs,  a  ad  the  Defendants  were  given  the  costs  of  the  action  so 
far  as  it  was  founded  on  the  1888  patent,  ard  a  certificate  that  their  Particulars  ^0 
of  Objections  to  that  patent  were  reasonable  and  proper. 
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In  the  Court  of  Appeal. 

Before  LORDS  JUSTICES  A.  L.  Smith,  Rigby,  and  Collins. 

November  15th  and  16th,  and  December  7th,  1898. 

Before  Mr.  Justice  Bigham. 

.*>  December  19th  and  20th,  1898,  and  January  16th,  1899. 

The  Valvblbss  Gas  Engine  Syndicate,  Ld.  v.  Day. 

Action  for  royalties, — Conflicting  claims  to  patent, — Go7istniction  of  agree- 
ment.— Improvement, — Claim  for  rectification  of  agrepment. 

In  J893j  D.  agreed  to  sell  to  The  Valveless  Gas  Engine  Syndicate,  Ld.,  certain 

10  patents  and  the  benefit  of  all  inventions  which  D.  might  then  have  made,  or  be 

entitled  to,  or  which  he  might  thereafter  make,  being  for  improvements  upon  the 

inventions  the  subject  of  any  of  the  patents,  or  applications  for  the  same,  thereby 

agreed  to  be  assigned.     The  patents  comprised  two  patents  of  D,,  of  1891^  for 

"  Impravements  in  gas  engines  "  and  "  Improvements  in  gas  or  vapour  engines  " 

15  respectively,  and  the  benefit  of  an  application  by  C,  in  1892  for  a  patent  for 

^^Improvements  in  gas  engines,''^    In  1895,  Letters  Patent  were  granted  to D, 

for  **  Impi^ovements  in  oil  engines^    Actions  ivere  brought  by  D,  against  the 

Syndicate  and  others,  and    by  the  Syndicate  against  Z).,  in   both   of  which 

the  question  arose  whether  the  Syndicate  was  entitled  to  the  2>atent  of  1895,    In 

20  the  course  •of  the  trial  D,  was  allowed  to  raise  a  claim  to  have  the  agreement 

rectified;  hut  in  the  view  taken  by  tJie  learned  Judge  it  became  unnecessary  to 

decide  the  question  so  raised. 

Held,  by  BiQHAM,  J,,  that  the  invention  transferred  by  the  agreement  of  1893 
was  one  by  which  the  Patentee  dispensed  with  a  number  of  valves  in  gas  and 

25  vapour  engines,  and  that  tlie  1895  patent  was  for  an  invention  which  was  a 

method  of  working  the  engine  to  which  the  1891  patent  related  by  petroleum 

instead  of  by  gas,  and  that  it  was  not  an  "  improvement "  on  the  patents 

transferred  within  the  yneaning  of  the  agreement. 

Held,  on  appeal,  by  Smith  and  Collins,  L,J,J,,  (Rigby,  L,J,,  dissenting,)  that 

30  the  1895  patent  was  for  an  improvement,  but  that  the  case  must  go  down  for  tlie 
trial  of  the  point  as  to  rectiji cation ;  the  costs  of  the  appeal  to  be  tlie  Syndicate's  in 
any  event,  the  costs  of  the  first  and  second  trials  to  be  in  the  discretion  of  the 
Judge. 
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On  the  further  JiearingyBlGB  AM.  J  J.,  allowed  the  claim  for  rectification^  with 
the  costs  of  the  second  trial,  hut  gave  the  Syndicate  the  costs  of  tlie  first  trial. 

By  an  agreement  of  the  14th  of  June  1893,  made  between  Joseph  Day 
of  the  one  part,  and  Frederic  Edward  Wright,  for  and  on  behalf  of  a 
Syndicate  intended  to  be  incorporated  under  the  Companies  Acts,  1862  5 
to  1890,  to  be  called  The  Valueless  Qas  Engine  Syndicate^  Ld.  (herein- 
after called  the  Syndicate),  of  the  other  part,  it  was  agreed  that  Day 
should  sell,  and  the  Syndicate  should  buy  (inter  alia),  the  British 
Letters  Patent  following,  viz..  No.  6410  of  lo91,  granted  to  Day  for 
"  Improvements  in  gas  engines,"  and  No.  9247  of  1891,  granted  to  Day  10 
for  "  Improvements  in  gas  or  vapour  engines  " ;  also  the  benefit  of  an  agree- 
ment, made  the  1st  of  May  1893,  between  Frederick  William  Caswell  Cock  of 
the  one  part,  and  Day  of  the  other  part,  for  the  benefit  of  the  application, 
No.  18,513  of  1892,  by  the  said  F.  W.  0.  Cock  for  "  An  improvement  in  gas 
"  engines "  ;  and,  further,  the  benefit  of  all  inventions  which  Day  "  may  15 
^^  now  have  made,  or  be  entitled  to,  or  which  he  may  hereafter  make,  being  for 
"  improvements  upon  the  inventions  the  subject  of  any  of  the  Letters  Patent,  or 
**  applications  for  the  same,"  set  out  in  the  Schedule  thereto,  including  those 
already  mentioned.  The  said  agreement  was  duly  adopted  by  the  Syndicate  on 
the  29th  of  June  1893,  after  it  had  been  incorporated,  and  on  this  date  a  20 
supplemental  agreement  made  between  Day,  Wright,  and  the  Syndicate  was 
executed  whereby  the  principal  agreement  was  confirmed  and  adopted,  and 
made  binding  on  the  Syndicate.  On  the  25th  of  January  1893,  and,  therefore, 
prior  to  the  agreements.  Day  and  Louis  Sterne  applied  for  Letters  Patent 
for  an  invention  of  **  Improvements  in  petroleum,  gas,  and  vapour  engines."  25 
Such  application  was  numbered  1702  of  1893  ;  it  was  not  proceeded  with.  In 
1895,  Letters  Patent  (No.  15,514  of  1895)  were  granted  to  Day  for  "  Improve- 
"  ments  in  oil  engines." 

An  action  was  brought  by  Day  in  the  Queen's  Bench  Division  for  certain 
sums  in  respect  of  royalties  under  an  agreement  between  him  and  l^he  Millhay  30 
Engineering  Company,  Ld.  (hereinafter  called  the  Company),  in  which  Day 
cliumed  a  declaration  that  he  was  the  owner,  and  entitled  to  the  Letters  Patent, 
No.  15,514  of  1895.  In  the  present  action,  commenced  in  the  Chancery 
Division,  and  subsequently  transferred  to  the  Queen's  Bench  Division,  the 
Syndicate  alleged  that  the  Letters  Patent  (No.  15,514  of  1895)  were  for  an  35 
invention  of  an  improvement  on  the  Letters  Patent  agreed  to  be  sold  by  Day 
under  the  agreement  of  the  14th  of  June  1893,  or  some  of  them,  and  claimed 
that  they  were  entitled  to  the  benefit  of  the  said  Letters  Patent. 

The  actions  were  heard  together  by  Bigham,  J.,  on  March  10th  and  11th,  1898, 
who  held  that  the  1895  patent  was  not  for  an  invention  which  was  an  *Mmprove-  40 
'*  ment "  on  any  of  the  inventions  which  were  the  subject  of  the  patents 
transferred  by  the  agreement  of  1893  ;  the  action  brought  by  the  Syndicate 
against  Day  was  dismissed  with  costs.  In  the  other  action  Day  obtained 
judgment  for  the  royalties  against  the  Company  and  costs.*  The  Syndicate 
appealed  in  the  action  in  which  they  were  Plaintiffs.  45 

T.  Terrell,  Q.C.,  and  J.  G.  Wood  (instructed  by  Faithfull  and  Owen)  appeared 
for  the  Appellants;  Bousfield,  Q.C.,  and  H.  Tindal  Atkinson  (instructed  by 
Bobbins,  Billing  and  Co.,  agents  for  J.  P.  Capell  and  Melsome,  of  Weston- 
super-Mare)  appeared  for  the  Respondent. 

T.  Terrell,  Q.C.,  for  the  Appellants,  opened  the  appeal,  and  read  the  agree-  50 
ment  of  the  14th  of  June  1893,  and  continued  : — We  claim  that  the  patent 
(No.  15,514  of  1895)  and  also  a  patent  (No.  11,037  of  1896)  belong  to  us  under 

^  8ee\h  BJ».C.  238. 


Vol.  XVI.,  No.  6.]        AND  TRADE  MARK  CASES.  99 

The  Valveless  Gas  Engine  Syndicate^  Ld,  v.  Day, 


the  agreement.  [RiGBY,  L.J. — What  is  the  definition  of  an  "  improvement "  ?] 
Any  invention  which  involves  in  its  carrying  out  infringing  the  original  patent. 
Here  the  original  invention  was  for  a  valveless  engine  intended  to  be  worked  by 
gas  and  air.  Day  has  the  same  engine  for  an  oil  engine,  using  a  spray  for  the 
5  oil ;  it  is  said  that  because  it  is  for  oil,  and  not  for  gas,  it  is  not  an  improvement 
on  the  former.  Day's  invention  was  the  valveless  engine ;  gas,  and  a  finely 
divided  spray  of  oil  are  the  same  in  operation,  [The  Specifications  were  referred 
to.]  [^Bousjieldy  Q,C. — I  do  not  contest  the  claim  to  the  patent  of  18'i6  so  far  as 
relates  to  gas.]     The  patent  of  1895  relates  to  the  introduction  into  the  previous 

10  gas  engine  of  a  well-known  device  for  spraying  oil.     There  was  either  nothing 
to  patent,  or  it  is  an  improvement  on  the  gas  engine.     It  would  be  an  infringe- 
ment of  th;it  patent.     [The  judgment  w  is  read  and  the  evidence  referred  to.] 
Ab  to  rectification  there  was  no  claim  for  that. 
Bousfieldy  Q.C.,  and  Atkinson  for  the  Respondent. — As  to  rectification,  it  was 

15  the  intention  of  the  parties  that  the  Respondent  should  have  the  oil  engine. 
Gas  and  oil  engines  supply  different  markets  commercially.  There  is  nothing  in 
the  patent  of  1895  to  improve  a  gas  engine,  except  by  turning  it  into  something 
else.  The  oil  engine  would  not  be  an  infringement  of  the  gas  engine 
patents.      The    claims    of    the    patents   assigned    are    narrow ;    the    type   of 

20  engine  was  old.  Even  if  it  were  an  infringement,  it  would  not  follow 
that  it  was  an  improvement.  We  accept  the  test  that  an  improvement  must 
be  an  infringement. 

Terrell^  Q.C.,  in  reply. — If  the  oil  engine  is  an  infringement  of  any  of  the 
claims  of  the  patents  assigned,  that  is  sufficient.     A  claim  for  a  combination 

25  may  be  infringed  although  all  the  parts  are  not  taken.     I  submit  that  the  oil 
engine  is  an  infringement. 
Judgment  was  reserved  and  delivered  on  the  7th  December,  1898. 

Smith,  L.J. — The  question  in  this  case  is  whether  an  agreement  dated  the 
14th  June  1893,  by  which  the  Defendant  Day  agreed  with  the  Plaintiffs,  the 

30  Valueless  Gas  Engine  Syndicatf*^  Ld.^  to  sell  to  them  all  inventions  which 
he  might  have  then  made  or  be  entitled  to,  or  might  thereafter  make,  being 
improvements  upon  the  inventions,  the  subject  of  Letters  Patent  the  iOth 
April  1891, 1st  January  18,)1,  and  15th  October  1892,  which  I  shall  call  the 
prior  patents,  includes  patents  which  Day  afterwards  took  out  in  the  years 

35  1895  and  189G,  which  I  shall  call  the  subsequent  patents,  the  point  being 
whether  these  subsequent  patents  are  improvements  upon  all  or  any  of  the 
prior  inventions  so  as  to  come  within  the  agreement.  If  so,  the  Plaintiff 
Syndicate  is  entitled,  subject  to  a  point  as  to  the  rectification  of  the  agreement, 
to  a  declaration  that  it  is  entitled  to  the  subsequent  patents  of  1895  and  1896. 

40  The  real  contest  between  the  parties  is  as  to  the  patent  of  1895.  The  prior 
patents  are  patents  for  improvements  in  gas  and  vapour  engines  whereby  an 
explosion  is  brought  about  which  creates  an  impulse  at  every  revolution  of  the 
wheel,  and  thus  the  motive  power  of  the  engine  is  attained.  In  the  view  I 
take  of  this  case,  it  is  not  necessary  to  describe  with  particularity  the  mechanism 

45  of  the  gas  and  vapour  engine  as  desL-ribed  in  the  prior  patents,  nor  the  manner 
in  which  the  explosion  is  brought  about  therein,  for  it  suffices  to  say  that  under 
the  prior  patents  the  explosion  may  be  brought  about  by  the  conjoint  operation 
of  air  and  gas  "or  other  explosive  or  suitable  vapour."  The  gas  and  vapour 
engines  described   in  the  prior  patents  were,  before  the  taking  out  of  the 

50  subsequent  patents,  driven  by  means  of  gas  and  air  introduced  therein,  by 
which  means  the  required  explosion  was  attained,  and  these  machines  were 
not  in  their  mechanism  adapted  to  the  use  of  oil  and  air  wherewith  to  bring 
about  the  motive  power.  As  gas  was  not  universally  to  be  obtained,  being 
principally  obtainable  in  towns,  the  user  of  the  engines  when  gas  was  used 

55  was  greatly  restricted,  whereas  when  oil  could  be  used  in  the  place  of  gas,  the 
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ambit  of  user  was  largely  increased  and  the  engine  became  a  matter  of  greater 
utility  and  value.  In  the  subsequent  patents  Day^  beyond  all  doubt,  took  the 
main  mechanism  of  the  engines  as  disclosed  in  the  prior  patents,  and,  in  order 
to  introduce,  as  he  did,  vapourised  oil  in  the  place  of  gas,  made  some  alterations 
and  additions  thereto,  and  then  brought  about  a  like  explosion  with  a  like  ^ 
result  as  in  the  prior  patents.  These  alterations  and  additions  Day  covered  by 
the  subsequent  patents.  Are  then  these  subsequent  patents  improvements  on 
the  inventions  covered  by  the  prior  patents  within  the  meaning  of  the  agreement 
of  the  14th  June  1893  ?    That  is  the  question 

It  was  first  argued  for  the  Defendant  that  the  prior  patents  were  only  to  cover  10 
the  use  of  a  gas  engine,  and  that  the  subsequent  patents  left  the  gas  engine  just 
as  it  was  before,  and  were  therefore  no  improvements  upon  the  gas  engine. 
The  fallacy  of  the  argument  is  in  treating  the  prior  patents  as  being  confined  to 
the  gas  engine  and  not  embracing  as  they  do  engines  wherein  the  requisite 
explosion  might  be  obtained,  not  by  gas  and  air  only,  but  by  air  and  "  other  15 
"  explosive  or  suitable  vapour."  The  power  of  introducing  oil  in  the  place  of 
gas  seems  to  me  to  be  an  undoubted  improvement  thereon. 

It  was,  secondly,  argued  for  the  Defendant  that,  assuming  the  prior  inventions 
covered  gas  and  vapour  engines,  which  they  undoubtedly  do,  that  is,  an  engine 
constructed  to  attain  its  motive  power  by  means  of  air  and  gas  and  other  20 
explosive  or  suitable  vapour,  still  the  subsequent  patents  were  no  improvements 
upon  these  prior  inventions  because  the  prior  inventions  were  confined  to 
engines  of  a  particular  type  in  which  the  components  of  the  explosive  charge 
were  collected  and  became  mixed  in  the  crank  chamber,  whereas  in  the  subse- 
quent patents  only  one  component  of  this  charge  was  put  into  the  crank  25 
chamber  and  was  afterwards  mixed  with  the  other  components  in  a  place  other 
than  the  crank  chamber.  But  although  this  is  so,  I  cannot  see  why  this  is  not 
an  improvement,  within  the  meaning  of  the  agreement,  on  the  old  patented 
invention,  for  to  find  out  and  show  where  in  the  old  engine  the  explosive  com- 
pound can  be  more  conveniently  mixed  than  in  the  crank  chamber,  which  30 
results  in  this,  that  vapourised  oil  instead  of  gas  may  be  used  in  the  oil  engine 
as  a  component  part  of  the  explosive  mixture,  appears  to  me  to  be  an  improve- 
ment of  great  utility. 

I  do  not  propose  to  attempt  to  give  a  definition,  as  we  were  invited  to  do,  of 
what  constitutes  an  improvement  within  the  meaning  of  the  agreement,  nor  35 
whether  it  is  limited  to  the  case  of  the  one  patent  being  an  infringement  of  the 
other,  for  the  latter  is  not  the  point  now  to  be  decided.  I,  myself,  have  come  to 
the  conclusion  that  the  subsequent  patents  are  improvements  upon  the  prior 
inventions  patented  in  April  and  June,  1891,  if  they  enable  the  requisite  explo- 
sion, which  is  the  sine  qitd  non  of  the  invention,  to  be  obtained  in  gas  and  40 
vapour  engines,  when  gas  is  not  available,  by  the  use  of  vapourised  oil,  which, 
as  before  stated,  is  of  undoubted  value. 

My  brother  Bigham  had  plainly  great  doubts  on  the  case,  and  at  last  came  to 
the  conclusion  that  the  subsequent  patents  were  not  improvements  upon  the 
prior  inventions,  and,  although  my  brother  RiGBY  thinks  he  was  right  in  this,  45 
I  cannot  bring  myself  to  this  conclusion. 

This  being  so,  the  rectification  point  must  be  decided,  which  is  whether  the 
patent  of  1895  was  expressly  excluded  from  the  agreement  of  the  14th  June  1893. 
As  to  this,  all  that  I  desire  to  say  is  that  the  Defendant  Day  has  a  case  thereon. 
Whether  he  will  succeed  I  do  not  know,  but  the  action  must  go  down  to  have  50 
the  point  decided.  The  costs  of  this  appeal  must  be  the  Plaintiffs  in  any  event. 
The  costs  of  the  first  trial  and  the  second  trial  will  be  in  the  discretion  of  the 
Judge  who  tries  the  case  hereafter. 

Right,   LJ^, — The  main  question  argued   on  this  appeal  is,  whether  the 
Syndicate  is  entitled  by  virtue  of  an  agreement  of  the  14th  June  1893,  taken  55 
as  it  stands,  to  an  assignment  of  certain  Letters  Patent  No.  15,514  of  1895. 
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There  is  a  claim  to  the  benefit  of  other  Letters  Patent  No.  11,307  of  1896,  which 
was  not  disputed  on  the  appeal.  The  Syndicate  are  entitled  to  the  benefit  of 
the  patent  of  1895  only  if  they  can  show  that  it  is  an  improvement  of  some 
invention  comprised  in  any  one  of  the  Letters  Patent  assigned  by  tlie  agreement 
5  of  1893. 

For  the  purpose  of  comparison  I  shall  refer  mainly  to  the  patent  No.  6410  of 
1891,  which  I  will  hereinafter  call  the  patent  of  1891.  There  is,  however,  a 
second  patent  of  the  same  year,  No.  9247,  of  1891,  with  a  third,  No.  18,513, 
of  1892,  granted  to  one  Goch^  and  hereinafter  referred  to  as  Gock*8  patent,  to  the 

10  benefit  of  which,  and,  consequently  to  the  benefit  of  any  improvements  upon 
which,  the  Syndicate  are  entitled.  It  is  important  in  the  outset  to  take  note 
that  it  is  not  to  the  benefit  of  improvements  on  gas  or  vapour  engines  generally 
that  the  Syndicate  are  entitled,  or  even  to  improvements  upon  the  particular 
machines  which  are  described  in  the  earlier  Specifications,  but  only  to  those 

15  which  can  properly  be  shown  to  be  improvements  upon  some  invention  relating 
to  such  machines  comprised  in  either  of  the  three  patents  above  mentioned,  or  one 
of  them.  The  Syndicate  must  show  the  extent  and  limits  of  such  invention, 
and  in  what  manner  the  patent  claimed  is  an  improvement  upon  them  or 
one  of  them.      I  agree  with  Mr.  Justice  Bigham  that  the   burden   of   proof 

20  lies  entirely  upon  the  Plaintiffs.  It  is  for  them  to  prove  affirmatively  that  the 
patent  claimed  is  an  improvement,  and  not  for  the  Defendant  to  disprove  it. 
How  then  did  Mr.  Terrell^  the  Counsel  for  the  Plaintiffs,  acquit  himself  of  this 
burden  ?  The  main  part  of  his  argument  consisted  in  a  clear  explanation  of  a 
diagram  representing  the  machine  dealt  with  in  Cock's  patent,  which  of  course 

25  did  not  show,  on  the  face  of  it,  how  much  or  how  little  of  the  machine  was 
covered  by  Cocks  invention.  He  did  not  by  any  detailed  reference  to  the  text 
of  Cocks  Specification  assist  the  Coyrt  in  arriving  at  the  nature  of  the  invention 
or  the  limits  or  boundaries  of  it ;  and  as  to  the  two  patents  of  1891  he  hardly, 
if  it  all,  referred  to  them,  and  certainly  did  not  point  out  how  much  was 

30  claimed  as  new  in  the  two  patents  and  how  much  was  old.  Perhaps  if  he  had 
been  entitled  to  the  benefit  of  any  improvement  whatsoever  in  gas  or  vapour 
engines,  he  would  have  established  a  prima,  facie  case  to  the  patent  of  1895,  but 
after  the  destructive  criticism  of  the  Defendant's  Counsel,  I  cannot  think  that 
he  showed  the  patent  of  1895  to  be  an  improvement  on  any  invention  contained 

35  in  any  of  the  three  patents  in  question. 

The  descriptions  and  claims  in  the  respective  Complete  Specifications  are 
very  complicated  and  minute,  and  I  think  for  the  purposes  of  this  action  the 
simplest  plan  will  be  to  point  out  the  differences  rather  than  to  insist  upon 
resemblances.'    In  my  judgment,  then,  the  machines  described  in  the  Specifica- 

40  tions  of  1891  and  in  Cocks  patent  on  the  one  side,  and  in  that  of  1895  on  the 
other,  are,  in  all  material  respects,  similar,  with  the  following  exceptions, 
namely,  (a)  that  in  the  first  set  of  patents  a  mixture  of  gas  and  air  is  drawn 
into  the  enclosed  space  in  which  the  crank  works,  which  I  will  call  the  crank 
chamber,  and   is  there  compressed  and    thence    sent    forward    towards    the 

45  cylinder  in  different  ways,  the  modification  material  for  present  purposes  being 
in  the  manner  of  sending  forward  the  explosive  mixture  through  a  suitable 
channel  or  passage  outside  the  plunger  {see  the  Specification  of  1891,  page  2, 
line  12),  whilst  in  the  Specification  of  1895  air  alone  is  dealt  with  in  the  crank 
chamber  and  in  a  suitable  channel  or  passage  until  it  meets  with  oil ;  (h)  that 
50  there  are  added  in  the  machine  of  1895,  with  the  object  and  effect  of  supplying 
the  omission  of  gas  from  the  crank  chamber,  contrivances  of  a  somewhat 
complicated  character  for  introducing  a  feed  of  oil  either  by  an  oil  inlet 
at  the  top  of  the  suitable  channel  or  passage  conveying  the  air  to  the 
cylinder  or  by  an  oil  inlet  in  the  channel  itself.  {See  the  Specification  of  1895, 
55  page  3,  lines  1  to  3.) 

^o"^  prima  facte  this  substitution  of  oil  for  gas  is  a  manifest  improvement  on 
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the  machine  with  mixed  air  and  gas  of  the  patents  of  1891  and  1892,  since  it 
enables  the  machine  to  be  used  where  a  supply  of  gas  cannot  be  obtained 
conveniently  or  at  all,  and,  subject  to  the  objections  which  were  brought 
forward  by  Mr.  Bousfield  in  his  exhaustive  argument,  I  should  have  thought 
the  patent  of  1895  to  be  an  improvement  on  the  machine  described  in  the  5 
patents  of  1891  and  1892,  but  by  no  means  necessarily  an  improvement  on  the 
inventions  contained  in  those  patents. 

I  will  deal  with  those  objections  one  after  another,  though  perhaps  not  in  the 
order  in  which  they  were  brought  forward.  First,  he  said  that  the  patents 
dealt  with  different  kinds  of  engines — the  first  set  with  gas  engines  and  the  10 
latter  one  of  1895  with  oil  engines — and  some  plausibility  is  given  to  that 
objection  by  a  reference  to  the  titles  of  the  respective  patents.  But  the  first  set 
of  patents  is  not,  when  we  examine  the  specifications,  confined  to  gas  engines, 
but  extends  to  other  similar  vapour  engines  {see  the  1891  Specification,  page  2, 
line  5  ;  also  page  3,  line  55).  Mr.  Bousfield,  indeed,  argued  that  the  mention  15 
of  other  similar  vapour  engines  might  be  satisfied  by  treating  it  as  referring  to 
the  mixtures  of  air  with  other  vapours  then  in  use,  and  of  which  he  gave  an 
instance,  and  that  is  probably  the  case ;  but  I  see  no  reason  at  all  why  the 
words  should  be  confined  to  such  cases,  or  why  if  in  their  jnnmd  facie  sense 
they  are  capable  of  being  applied  to  the  1895  patent  they  should  not  be  so  20 
applied.  In  my  opinion,  they  are  capable  of  being  so  applied.  The  oil  is, 
indeed,  introduced  in  a  liquid  form,  but  after  being  turned  into  spray  it  is 
vapourised  {see  the  1895  Specification,  page  2,  lines  37  and  38),  and  it  is  by  the 
vapourisation  that  an  explosive  mixture  is  formed.  Indeed,  it  appeared  in 
evidence,  and  was  not  disputed  by  Mr.  Bousfield,  that  if  the  temperature  of  the  25 
cylinder  were  sufficiently  high  the  vapour  of  the  oil  would  be  converted  into 
gas,  and  the  machine  would  become  a  gas  ei^ine.  The  machine  of  1895  might 
then  be  either  a  vapour  or  a  gas  engine  within  the  meaning  of  the  Specification 
of  1891,  but  it  was  not  shown  that  the  machine  would  practically  work  if  oil 
were  introduced  along  with  air  into  the  crank  chamber.  30 

Secondly,  Mr.  Bousfield  says,  and  I  think  with  truth,  that  although  a  later 
Specification  embodies  so  much  of    an  earlier  patented  machine  as  to  make 
machines  in  accordance  with   it  an  infringement  of  the  earlier  patent,  it  does 
not  necessarily  follow  that  the  later  invention  is  therefore  an  improvement 
upon  what  is  covered  by  the  earlier  patent.    The  earlier  patent  may  cover  only  35 
a  part  of  the  machine  with  which  the  alleged  improvement  has  nothing  to  do, 
so  that  the  later  invention  may  be  applied  without  in  any  way  making  use  of 
the  earlier.     In  such  a  case  the  taking  of  the  earlier  invention   may  be  an 
infringement,  but  that  earlier  invention  has  no  relation  to  the  later  one,  and 
cannot  therefore  be  an  improvement.     I  do  not  remember  the  exact  illustration  40 
given  by  Mr.  Bousfield,  although  at  the  time  I  thought  it  well  founded,  but 
suppose  the  earlier  invention  to  have  been  an  improved  stuffing-box  followed 
by  improved  valves  in  a  part  of  the  machine  having  nothing  to  do  with  the 
stuffing-box,  and  capable  of   use  as  well  with  the  unimproved   as  with  the 
improved  stuffing-box.     If  the  improved  stuffing-box  is  actually  adopted  in  the  45 
machines  made,  there  is  an  infringement  of  the  earlier  patent,  but  in  no  proper 
sense  can  the  valve  invention  be  called  an  improvement  on  the  stuffing-box 
invention.     If  this  is  dropped  from  the  machines  made  there  would  be   no 
infringement.     The  argument  itself  appears  to  me  to  be  sound.     In  order  that 
an  invention  may  be  an  improvement  there  must  be  some  more  direct  relation  50 
between  it  and  something  covered  by  the  former  patent  than  that  the  two 
should  be  found  in  one  Specification.     In  many  cases  there  would  be  great 
difficulty  in  the  application.     In  the  present  case,  any  such   difficulty  is  in 
my  opinion  got  over  by  the  third  argument,  which  1  now  proceed  to  deal  with 
shortly.  55 

Thirdly,  Mr,  Bousfield  relied,  as  to  the  patent  of  1891,  upon  the  following 
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words  at  page  3,  line  54  of  the  Specification  of  1891  : — "  I  wish  it  to  be  under- 

**  stood  that  the  improvements  hereinafter  defined  are  claimed  by  me  only  as 

"  applied  to  gas  or  similar  engines  of  the  type  above  mentioned,  that  is  to  say, 

^*  in  which  the  crank  works  in  an  enclosed  space  within  which  space  the  air  and 

5  ^  gas  forming  the  explosive  charge  are  collected  by  the  reciprocating  motion  of 

•*  the  piston,  and  in  which  the  piston  receives  an  impulse  at  every  revolution, 

'*  and   what  1  do  claim  is** — ^and  then  follow   nine  claims  set  forth  in  nine 

different  paragraphs.    The  first  six  of  these  begin  with  the  words,  "  In  an  engine 

**  of  the  above  mentioned  type,"  though  strictly  speaking  this  repetition  was  not 

10  necessary.    The  last  three  do  not  contain  these  words,  but  the  omission  of  them 

does  not  indicate  any  departure  from  the  type,  which  is  sufficiently  involved  in 

the  combinations  described.     It  is  not  made  clear  on  the  specification  why  the 

claims  are  limited  to  the  type  of  engine  described,  but  probably  it  was  done  to 

avoid  some  supposed  danger  of  anticipation  or  other  objections  which  might 

15  arise  to  the  patent.    However  that  may  be,  the  limitation  to  the  particular  type 

is  deliberate  and  irrevocable,  and  by  it  any  application  of  the  inventions  claimed 

to  machines  of  a  different  type  are  made  public  property.    We  have  only  then 

to  ascertain  what  the  type  is  and  we  may  then  affirm  that  the  patented  invention 

can  have  no  application  to  engines   not  of   the  type  however  much  of  the 

20  invention  may  be  found  therein.      To  belong  to  the  type  an  engine  must 

comply  with  three  conditions.    It  must  have  an  enclosed  chamber  for  the  crank 

to  work  in.     Secondly,  the  gas  and  air  forming  the  explosive  charge  must  be 

collected  therein  by  the  reciprocating  action  of  the  piston.     I  think  that  by 

construction   the    words  "  gas  and  air  "   may  properly  be  extended  to  the 

25  elements  of  the  explosive  charge,  whatever  they  may  be,  but  it  is  clear  that 

the  whole  explosive  charge  must  be  collected  in  the  crank  chamber.     Thirdly, 

I  the  piston  must  receive  an  impulse  at  every  revolution.    No  engine  can  be  of 

the  type  referred  to  which  does  not  answer  to  and  comply  with  each  of  those 

conditions. 

30       Now,  turning  to  the  machine  described  in  the  Specification  of  1895,  it  is  clear 

that  it  does  comply  with  conditions  1  and  3.     I  think  it  equally  clear  that  it 

does  not  comply  with  condition  2  ;  for  only  one  of  the  elements  of  the  explosive 

charge— viz.,  the  air — is  collected  in  the  crank  chamber.    Neither  can  the  other 

element,  whether  gas  or  vapour,  be  collected  in  the  crank  chamber  by  the 

I  35  reciprocating  action  of  the  piston  without  additions  to  or  change  in  the  machine 

I  to  enable  that  operation  to  be  performed. 

My  conclusion  is  that  the  machine  is  not  of  the  type  to  which  alone  the 

patent  of  1891  applies,  and  has,  in  fact,  no  relation  whatever  to  the  invention 

protected  by  that  patent.    The  method  of  feeding  oil  to  the  machine  has,  there- 

40  fore,  itself  no  relation  to  the  patent  of   1891,  and  cannot  be  considered  an 

improvement  upon  it.    In  regard  to  such  a  machine,  the  invention  covered  by 

the  patent  of  1891  has  no  existence.     There  are  words  in  each  of  the  other 

patents  to  the  benefit  of  which  the  Syndicate  are  entitled  under  the  agreement 

of  1893,  leading  in  each  case  to  a  similar  conclusion.    {See  Specification  No.  9247 

45  of  1891,  page  2,  line  47,  &c.,  and  Specification  of  Cock's  patent  of  1892,  page  1, 

j  line  45,  to  page  2,  line  12,  inclusive.) 

I  have  satisfied  myself  that  the  argument  above  stated  as  to  the  patent  of  1891 

would  apply  equally  to  the  cases  of  the  second  and  third  patents.      Therefore, 

in  each  of  the  three  patents  there  is  a  deliberate  limitation  of  the  claim  of  such 

50  a  nature  as  to  exclude  the  case  of  the  patent  of  1895.      The  fact  is  that  when 

I  once  it  is  ascertained  that  the  inventions  of  1891  and  1892,  however  useful  they 

may  be,  deal  only  with  novel  details,  and  apply  to  machines  already  known  as 
regards  their  main  construction,  and  that  even  the  novel  details  are  not  claimed 
generally,  but  only  as  applicable  to  a  particular  type,  the  argument  of  the 
55  Plaintiffs  breaks  down,  and  it  is  apparent,  I  think,  not  only  that  they  have  not 
made  out,  but  that  they  cannot  make  out,  a  case.    It  is  impossible,  I  think,  for 
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a  machine  which  contains  nothing  covered  by  a  prior  invention  to  be  an 
improvement  npon  that  prior  invention.  In  my  judgment  the  decision  of  Mr. 
Justice  Bigham  ought  to  be  supported  and  the  appeal  dismissed  with  costs. 

In  the  point  of  view  above  stated,  it  would  be  unnecessary  here,  as  it  was  in 
the  Court  below,  to  consider  the  question  of  rectification ;    but  I  agree  that  if  5 
the  patent  of  1895  is  an  improvement  on  any  of  the  previous  inventions  the 
Defendant  is  entitled  to  have  the  question  of  rectification  tried. 

Collins,  L,J, — When  once  it  is  realized  that  the  patents,  his  improvements 
on  which  Day  sold  to  the  Company,  are  framed  to  cover  engines  actuated  by 
the  explosion  of  a  mixture  of  air  with  oil  vapour,  I  think  that  what  Mr.  Justice  10 
Bigham  seems  to  have  regarded  as  the  chief  difficulty  in  this  case  vanishes. 
They  are,  one  and  all,  described  in  the  Provisional  or  Complete  Specification,  or 
both,  as  referring  to  gas  or  vapour  engines,  and  it  was  admitted  by  the  Respon- 
dent, and,  indeed,  could  not  be  denied,  when  the  several  inventions   were 
explained,  that  each  of  these  engines  could  have  been  worked  with  oil  vapour  15 
introduced  instead  of  gas  at  the  same  point.      The  user  would  of  course  have 
had  to  make  his  oil  vapour,  just  as  he  would  have  to  find  his  gas,  outside  the 
cylinder.     In  the  case  though  of  engines  actuated  by  explosions  of  a  mixture  of 
air  and  oil  vapour,  why  may  not  a  contrivance  for  admitting  one  of  the  factors 
of  the  mixture,  namely,  oil  vapour,  at  a  later  stage  in  the  process  be  deemed  an  20 
improvement  on  a  method  whereby  both  factors  are  admitted   earlier  and 
together,  or  nearly  so  ?    And  why  is  it  less  an  improvement  because  the  original 
patent  relates  also  to  engines  where  gas  usually  forms  the  other  factor  in  the 
explosion  ?     If  the  sprayed  oil  does  not  pass  the  stage  of  vapour,  vapour  as  well 
as  gas  is  named  in  the  original  patents.     If  the  heat  in  the  explosion  chamber  25 
is  sufficient  to  turn  it  into  gas,  it  is  none  the  less  gas  because  it  is  produced 
from  oil.     The  answer,  therefore,  to  the  main  argument  of  the  Respondent, 
namely,  that  the  improvements  relate  to  one  genus^  that  is,  oil  engines,  while 
the  originals  relate  to  another  genus,  that  is,  gas  engines,  is  that  the  original 
patents  covered  both.     When  this  is  once  established  I  think  there  can  be  no  30 
doubt  whatever  that  the  patent  of  1895,  so  far  as  its  actual  process  is  concerned, 
adopts  substantially,  with  one  slight  modification,  the  arrangement  of  Code's 
patent.     The  method  of  opening  and  closing  the  ports,  which  was  a  special 
feature  of  the  earlier  patent,  is  the  same,  and  the  ports  serve  the  same  pui'pose. 
The  air  is  admitted  at  the  same  place  and  compressed  in  the  same  way  by  the  35 
descending  piston,   though   by  an   ingenious  modification   it  is   utilised  for 
spraying  the  oil  at  the  point  where  both  are  admitted  to  the  hot  chamber  above 
the  piston.    They  reach  this  chamber  through  a  port  opened  and  closed  in  the 
same  way,  and  the  mixture  thus  introduced  is  deflected  by  the  same  contrivance, 
and  the  rest  of  the  operation  of  compression  and  explosion  is  conducted  in  40 
precisely  the  same  manner  as  in  the  earlier  patent.     In  my  judgment,  therefore, 
both  having  regard  to  its  object  and  its  methods,  the  later  patent  (so  far  as  this 
point  is  concerned)  comes  under  the  description   of  improvement  upon  the 
inventions  the  subject  of  the  earlier  patent  mentioned  in  the  agreement. 

But  a  second  point  was  suggested  in  argument,  namely,  that  the  improve-  45 
ments  described  in  the  original  patents  are   claimed  only  as  applied  to  gas  or 
similar  engines  of  that  type  in  which  the  crank  works  in  an  enclosed  space, 
within  which  space,  air  and  gas  forming  the  explosive  charge  are  collected  by 
the  reciprocating  motion  of  the  piston,  and  in  which  the  piston  receives  an 
impulse  at  every  revolution  ;  and  it  is  said  that,  as  in  the  patent  in  dispute,  one  50 
factor  only  of  the  explosive  mixture  is  collected  in  the  said  enclosed  space,  it 
cannot  be  described  as  an  improvement  on  the  earlier  inventions.    What  Day 
sells  by  his  contract  is  :  "The  benefit  of  all  inventions  which  the  said  Day  may 
"  now  have  made,  or  be  entitled  to,  or  which  he  may  hereafter  make,  being  an 
"  improvement  upon  the  inventions  the  subject  of  any  of  the  Letters  Patent  or  55 
"  applications  for  the  same  set  out  in  the  Schedule."    Why  does  not  a  contrivance 
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which,  by  a  slight  modification,  utilises  all  or  most  of  the  essentials  of  an  earlier 
invention,  so  as  to  apply  them  to  a  slightly  altered  class  of  engine,  constitute  an 
improvement  on  the  original  invention,  assuming  always  that  the  result  is 
useful  ?  If  it  is  desirable  that  mixing  in  the  enclosed  space  should  be  dis- 
5  pensed  with,  why  is  it  not  an  improvement  upon  an  invent  on  relating  to  the 
composing,  compression,  mixture  and  management  of  the  explosive  material,  to 
show  how  the  mixture  may  be  convenienily  brought  about  at  a  later  stage,  when 
one  of  the  factors  is  oil  vapour.  It  could  not,  I  think,  be  denied  that  the  new 
invention  applies  in  terms  to  the  class  of  engine  to  which  alone  the  earlier 

10  inventions  are  claimed  to  refer.  It  shows  how  in  such  engines  the  introduction 
of  a  certain  class  of  vapour  may  be  conveniently  postponed  till  the  air  has  left 
the  compression  chamber.  Why  is  it  any  the  less  an  improvement  on  the 
improvements  already  addressed  to  such  engines,  when  it  shows  how,  by  a 
slight  modification,  the  working  of  the  engine  itself  may  be  simplified  by  dis- 

15  pensing  with  one  step  in  the  process,  and  the  substance,  of  what  formed  the  old 
improvements  made  applicable  to  the  engine  so  improved.  It  is  at  once  an 
improvement,  in  the  class  of  engines  to  which  the  old  inventions  were  applied, 
and  an  improvement  on  those  inventions  themselves  by  rendering  them 
applicable  over  a  wider  area  in  the  same  field.    To  hold  otherwise  would,  I 

20  think,  be  to  put  rather  too  narrow  and  technical  a  meaning  upon  improvements 
on  the  inventions  covered  by  the  previous  patent. 

I  agr^e  that  the  appeal  must  be  allowed,  but  that  the  case  must  go  down 
for  retrial  on  the  question  of  rectification  on  the  conditions  stated  by  my  Lord. 

The  action  was  heard,  on  the  claim  for  rectification,  by  Bigham,  «/.,  on  the 
25  19th  and  2()th  of  December,  1898,  judgment  being  delivered  on  the  I6th  of 
January^  1899.     The  same  Counsel   appeared   as   before  for  the  respective 
parties. 

The  learned  Judge  decided  that  the  agreement  of   the  14th  of  June  1893 
should  be  rectified  by  inserting  a  clause  that  the  patent  of  1895  and  all  patents 
30  similar  to  it  were  expressly  excluded  from  the  agreement.    He  ordered  Day  to 
pay  the  oosts  of  the  first  trial,  and  the  Syndicate  the  costs  of  the  second  trial. 


106  REPORTS  OF  PATENT,  DESIGN,       [March  8, 1899. 


Starey  v.  Oraham. 


In   the   High   Court  of   Justice.— Queen's  Bench   Division. 
Be/ore  Mr.  Justice  Lawrance  and  Mr.  Justice  Ghannbll. 

January  25th,  1899. 
StAret   v.  Graham. 

*'  Patent  Agenty — Person  knowingly  describing  himself  cis  such  unthout  beifig  5 
registered. — ^^  Right  acquired,'' — Alleged  repeal  of  Register  of  Patent  Agetits 
Utiles  1889. — Conviction. — Appeal  dismissed. — Patents^  Ac.  Act^  1883^  section 
101^  PatentSy  Ac.  Act^  1888^  sections  1  and  27. — Register  of  Patent  Agents  Rules 
1889y  Patent  Rules  J890y  Rule  81,  and  Register  of  Patent  Agents  Rules  1891. 

An  information  was  in  1898  preferred  against  S.  for  knowingly  describing  10 
himself  as  a  Patent  Agent,  he  not  being  registered  as  such  und'Cr  the  Patents,  Ac. 
Act,  1888.    S.  was  convicted  and  fined,  but  a  case  was  stated  by  the  magistrate. 
S.  had  practised  and  described  himself  as  a  Patent  Agent  before  the  coming 
into  force  of  the  Act  of  1888,  and  had  made  the  necessary  statutory  declaration, 
and  thereupon  the  required  certificate  of  the  Board  of  Trade,  that  he  was  15 
entitled  to  be  registered,  had  been  issued,  but  he  had  not  paid  any  fees  and  had 
not  been  registered  as  a  Patent  Agent.     The  special  case  raised  the  questions  : 
(7)  whether  the  Appellant  had  acquired  a  right  in  the  description  ^^  Patent 
"  Agent "  under  the  Patents,  Ac.  Act,  1888,  section  27  and  (2)  whether  the 
Register  of  Parent  Agents  Rules,  1889,  were  repealed  by  the  Patent  Rules,  1890,  20 
and,  if  so,  whether  they  were  revived  by  the  Register  of  Patent  Agents  Rules, 
1891. 

Held,  by  Lawrance,  J.,  amf  Channell,  J.,  that  tJie  appellant  had  not  acquired 
a  right  within  the  meaning  of  the  Patents,  Ac.  Act,  1888,  section  27,  and  that  if  the 
Rales  of  1889  were  rejmtled  as  contended,  they  were  revived  by  the  Rules  of  25 
1891.    The  Conviction  was  aj^rmed,  and  the  appeal  dismissed  with  costs. 

By  the  Patents,  Desiflrns,  and  Trade  Marks  Act,  1883,  section  101,  it  is  provided 
(1)  ^'  That  the  Board  of  Trade  may,  from  time  to  time,  make  such  general  mles 
^'  and  do  such  things  as  they  think  expedient,  subject  to  the  provisions  of  the 
'^  Act.    (3)  General  rules  may  be  made  under  this  section  at  any  time  softer  the  30 
'^  passing  of  this  Act,  bat  not  so  as  to  take  effect  before  the  commencement  of 
*'  this  Act,  and  shall  (subject  as  hereinafter  mentioned)  be  of  the  same  effect  as 
'^  if  they  were  contained  in  this  Act,  and  shall  be  judicially  noticed.      (4)  Any 
**'  rales  made  in  pursuacce  of  this  section  shall  be  laid  before  both  Houses  of 
^^  Parliament,  if  Parliament  be  in  session  at  the  time  of  making  thereof,  or,  if  35 
'*  not,  then  as  soon  as  practicable  after  the  beginning  of  the  then  next  session  of 
*<  Parliament,  and  they  shall  also  be  advertized  twice  in  the  *  Official  Journal ' 
**  to  be  issued  by  the  Comptroller.    (5)  If  either  House  of  Parliament,  within 
^^  the  next  40  days  after  any  rules  have  been  so  laid  before  such  House,  resolve 
**  that  such  rules,  or  any  of  them,  ought  to  be  annulled,  the  same  shall,  after  the  40 
*^  date  of  such  resolution,  be  of  no  effect,  without  prejudice  to  the  vali^l^  9t 
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"  anything  done  in  the  meantime  under  such  rules  or  rule,  or  the  making  of 
"  any  new  rales  or  rule." 

By  the  Patents,  Designs,  and  Trade  Marks  Act,  1888,  section  1,  it  is  provided 
that  "  (1)  After  the  Xst  of  July,  1889,  a  person  shall  not  be  entitled  to  describe 
5  "  himself  as  a  Patent  Agent,  whether  by  advertisement,  by  description  on  his 
"  place  of  business,  by  any  documant  issued  by  him,  or  otherwise,  unless  he  is 
"  registered  as  a  Patent  Agent  in  pursuance  of  this  Act.  (2)  The  Board  of  Trade 
**  shall,  as  soon  as  miy  ba  aftar  the  piss  ng  of  this  Aot,  and  miy  from  time  to 
"  time,  make  such  general  rules  as  are,  in  the  opinion  of  the  Board,  required  for 

10  "  givinof  eflpect  to  this  section,  and  the  provisions  of  saction  101  of  the  principal 
"  Act  shall  apply  to  all  rules  so  made  as  if  they  were  made  in  pursuance  of  that 
"  section.  (3)  Provided  that  every  person  who  proves  to  the  satisfaction  of  the 
"  Board  of  Trale  th^t  prior  to  the  passing  of  this  Act  he  had  been  bond  fide 
^  practising  as  a  P^itent  Agent,  shall  be  entitled  to  be  registered  as  a  Patent  Agent 

15  "  in  pursuance  of  this  Act.    (4)  If  any  person  knowingly  describes  himself  as 

"  a  Patent  Agent  in  contravention  of  this  section,  he  shall  be  liable  on  summary 

"  conviction  to  a  fine  not  exceeding  20/.     (5)  In  this  section  '  Patent  Agent ' 

"  means  exclusively  an  agent  for  obtaining  patents  in  the  United  Kingdom." 

By  section  27  of  the  same  Act  it  is  provided  that  "  The  principal  Act  shall,  as 

20  ^*  firom  the  commencement  of  this  Act,  take  effect  subject  to  the  additions, 

"  omissions,  and  substitutions  required  by  this  Act,  but  nothing  in  this  Act 

**  shall  affect  the  validity  of  any  act  done,  right  acquired,  or  liability  incurred 

••  before  the  commencement  of  this  Act." 

The  Register  of  Patent  Agents  Rules,  K89,  made  by  the  Board  of  Trade, 

25  provide  for  the  keeping  by  the  Institute  of  Patent  Agents  of  the  Register  of 
Patent  Agents,  and  for  the  payment  of  a  fee  of  bl,  f>8,  by  a  Patent  Agent  on 
rfigistration,  and  of  an  annual  fee  of  3/.  3a.  by  every  registered  Patent  Agent  on  or 
before  the  30th  of  November  in  each  year  in  respect  of  the  year  commencing 
January  the  1st  following.    The  fifth  rule  provides  that  a  person  desirous  of 

30  being  registered  on  the  ground  of  having  practised  as  a  Patent  Agent  before  the 
passing  of  the  Act  is  to  transmit  to  the  Board  of  Trade  a  certain  statutory 
declaration,  but  the  Board  of  Trade  may  require  further  or  other  proof.  Upon 
the  receipt  of  such  statutory  declaration,  or  of  such  further  or  other  proof  to 
their  satisfaction  as  the  case  may  be,  the  Board  of  Trade  shall  transmit  to  the 

35  Registrar  a  certificate  that  the  person  therein  named  is  entitled  to  be  registered 
in  pursuance  of  the  Act,  and  the  Registrar  shall,  on  the  receipt  of  such  certifi- 
cate, cause  the  name  of  such  person  to  be  entered  in  the  register. 

By  Rule  81  of  the  Patent  Rules,  1890,  it  is  provided  that  "All  general  rules 
^  heretofore  made  by  the  Board  of  Trade  under  the  Patents,   Designs,  and 

40  ^  Trades  Marks  Acts,  1883  to  1888,  and  in  force  on  the  31st  day  of  March,  1890, 

"  shall  be  and  they  are  hereby  repealed  as  from  that  date,  without  prejudice, 

**  nevertheless,  to  anything  done  under  such  rules  or  to  any  application  then 

**  pending." 

The  Register  of  Patent  Agents  Rules,  1891,  refer  to  the  Rules  for  1889,  as  though 

45  the  same  were  in  force,  amending  the  same  in  various  respects,  and  providing 
{inter  alia)  that  they  should,  "where  applicable,  and  save  so  far  as  they  are  altered 
**  by  the  present  rules,  have  effect,"  with  the  modifications  therein  mentioned. 

This  was  the  hearing  of  a  Special  Case  stated  by  Sir  John,  Bridge^  Chief 
Migistrate  of  the  Police  Courts  of  the  Metropolis,  sitting  at  the  Police  Court,  Bow 

50  Street.  An  information  was  on  the  30th  of  June,  1891  preferred  by  Henry 
Ho*vgrave  Orahin^  Secretary  an  I  Registrar  of  the  Chartered  Insitute  of 
Patent  Agents,  ag  I  n^tJohn  Starej  unier  the  Patents,  D^di^iis  aid  Tra  b  Marks 
Act,  188S,  charging  the  said  J thn  Stirey  with  knowingly  desaribing  hi  nself  as 
a  Patent  Agent,  he  not  being  registered  as  such  under  the  Patents,  Designs,  and 

55  Trade  Marks  Act,  1888.  The  summons  was  heard  at  Bow  Street  on  the  7th  and 
14th  of  July  1898,  and  the  said  John  Starey  was  convicted  and  was  fined 
2  guineas  and  3  guineas  costs.    The  following  case  was  stated  by  Sir  «7.  Bridge 
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on  Starey^s  application.    "  Henry  Howgrave  Graham  proved  he  was  Secretary 
"  and  Rej^istrar  of  the  Chartered  Institute  of  Patent  Agents  and  produced  the 
"  Board  of  Trade  certificate  of  registration  of  the  Institute  of  Patent  Agents. 
"  A  copy  of  the  rules  of  the  Institute  and  what  purported  to  be  the  rules  of  1889 
"  and  1891  made  pursuant  to  46  and  47  Vict.  c.  57  and  51  and  52  Vict.  c.  50  and  the  5 
"  current  register  of  the  Institute  and  he  proved  that  no  person  named  John 
"  Starey  was  registered  therein.    An  application  dated  the  9th  March  1898,  on 
"  which  the  words  '  Patent  Design  and  Trade  Mark  Agent '  appeared  with  the 
"  name  John  Starey  appended  thereto  was  shewn  to  the  witness.    He  also 
"  stated  that  the  Defendant  John  Starey  called  upon  him  in  February  1898  and   10 
*'  asked  if  he  was  entitled  to  be  registered,  and  that  he  looked  amongst  hia 
*•  papers  and  found  a  certificate  entitling  one  Jo?m  Starey  to  be  registered  and 
"  told  him  he  could  be  registered  at  any  time  on  payment  of  5^.  5s.  Od.  the  fee 
•*  prescribed  by  the  Patent  Agents  Rules  1889.    He  produced  a  certificate  of  the 
"  Board  of  Trade  10748/94  dated  9th  October  1894,  that  one  John  Starey  was  15 
"  entitled  to  be  registered.    A  statutory  declaration  made  by  one  John  Starey 
^*  dated  September  4th  1894  was  produced  to  the  witness,  and  he  said  that  it 
''  appeared  to  be  in  the  same  handwriting  as  to  the  signature  as  the  application 
'^  for  the  Trade  Mark.    It  was  contended  on  behalf  of  the  Respondent  that  the 
"  Acts  hereinbefore  referred  to  and  the  Rules  of  1889  and  1891  empower  the  20 
'^  Institute  to  apply  to  a  court  of  Summary  Jurisdiction  against  any  person 
*'  describing  himself  as  a  Patent  Agent  who  was  not  registered  as  such  with 
**  the  Chartered  Institute  of  Patent  Agents.    It  was  contended  on  behalf  of  the 
''  Appellant  that  the  rules  of  1889  had  been  repealed  by  Rule  81  of  the  Patent 
^*  Rules  1890,  and  it  was  contended  on  behalf  of  the  Respondent  that  such  25 
'*  repeal  clause  did  not  apply  to  the  rules  of  1889,  but  if  it  did  and  they  were 
"  repealed  by  the  rules  of  J  890,  then  that  they  were  revived  by  the  rules  of 
"  1891.    There  is  no  revivor  clause  in  the  rules  of  1891  but  they  refer  to  the 
*'  rules  of  1889  as  though  the  same  were  valid  and  in  force  and  had  not  been 
**  repealed  by  the  rules  of  1890.    It  was  contended  on  behalf  of  the  Appellant  30 
'^  that  there  was  no  power  under  the  said  Acts  of  Parliament  to  revive  a 
"  repealed  rule  by  a  subsequent  rule  but  that  if  it  was  desired  to  revive  a 
"repealed  rule  the  rule  must  be  re-enacted  pursuant  to  section   101,  sub- 
"  section  4,  of  46  and  47  Vict.  c.  57.    No  proof  was  placed  before  me  that  the 
"  requirements  of  the  said  section  and  sub-section  had  been  carried  out,  and  it  35 
"  was  contended  on  behalf  of  the  Appellant  that  in  the  absence  of  proof  of 
"  the  regular  re-enactment   of  such  rules  they  were  not  binding  and  that 
"  the  rules  of  1889  are  the  only  rules  which  fix  the  amount  to  be  paid  to  the 
"  Institute  for  registration. 

"  There  was  a  third  point  raised  on  behalf  of  the  said  Appellant,  and  it  waa  40 
"  proved  on  his  behalf  that  he  had  bond  fide  practised  as  a  Patent  Agent  many 
''  years  before  the  passing  of  the  Act  of  1888  and  that  he  has  described  himself 
*'  as  a  *  Patent  Agent '  and  it  was  contended  that  the  Act  of  1888  applied  to  three 
"  classes  of  individuals,  first  to  persons  acting  bond  fide  as  ^Patent  Agent'  at 
*'  the  time  of  the  enactment  being  in  force,  with  whom  it  was  optional  as  to  45 
**  whether  they  should  be  registered  as  *  Patent  Agent '  or  not.    Secondly, 
"  persons  who  were  acting  bond  fide  as  *  Patent  Agent '  and  so  described  them- 
"  selves  at  the  time  of  the  passing  of  the  Act  and  who  desired  to  be  registered 
"  as  Patent  Agents,  might,  if  they  elected  to  do  so,  be  registered,  and  it  was 
"  contended  that  this  was  a  voluntary  act  on  their  part ;  and,  thirdly,  that  all  50 
**  persons  who  desired  to  become  Patent  Agents  and  described  themselves  as 
"  such  subsequent  to  the  passing  of  the  Act,  were  subject  to  the  requirements  of 
'*  the  Act  and  the  rules  thereunder,  and  it  was  contended  that  as  the  Appellant 
"  had  acquired  a  right  to  describe  himself  as  a  Patent  Agent,  he  having  bond 
'*  fide  acted  as  one  and  described  himself  as  one  for  many  years  prior  to  the  55 
<*  passing  of  the  Act  of  1888,  that  he  was  at  liberty  to  describe  himself  as  a 
'*  Patent  Agent  whether  he  paid  or  not  the  registration  fee,  or  whether  he  was 
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'^  registered  as  such  Ffttent  Agent  or  not^  and  in  support  of  this .  contention 
"  Section  27  of  Act  51  and  53,  Viot.  o.  50  Was  I'eiied  on,  and  it  was  (Contended 
"  that  the  words  *  right  acquired  *  therein  referred  to  the  dase  of  a  pewpn  who 
"  was  a  Patent  Agent  before  the  Act  and  had  hond  fide  described  himself  as 
5  <«  such,  and  that  as  the  Defendant  had  hond  fide  acted  and  described  himself  as 
'^  a  Patent  Agent  he  had  acquired  a  right  to  do  so,  and  could  not  have  that  right 
'*  taken  from  him  and  be  compelled  to  pay  a  yearly  fee  for  that  which  he  has 
"  done  lawfully  for  years.  Having  compared  for  myself  the  signature  to  the 
"  application  form  with  the  signature  to  the  statutory  declaration^  I  was  of 
10  ''  opinion  that  the  Appellant  had  signed  the  application  form. 

**  The  questions  of  law  arising  on  the  above  statement  for  the  opinion  of  the 
"  Court  therefore  are  :  First,  whether  the  Appellant  had  acquired  a  right  in  the 
"description  *  Patent  Agent*  under  section  27  of  51  and  52  Vict.  c.  50  from  the 
'*  fact  of  his  having  hond  fide  used  it,  and  described  himself  as  such  in  his 
15  **  business  for  many  years  prior  to  the  said  Act  coming  into  force.  Second, 
**  whether  the  rules  of  1889  were  repealed  or  not  by  the  rules  of  1890,  and,  if  so 
**  repealed,  did  the  Patent  Rules  of  1891,  by  reference  to  them,  revive  them,  and 
"  was  it  necessary  for  the  re-enactment  of  such  rules,  for  the  provisions  of 
"  section  101,  sub-section  4  of  46  and  47  Vict.  c.  57  to  be  complied  with." 
20  The  matter  now  came  on  for  hearing  before  Lawranoe!  and  ChanNELL,  J.  J., 
sitting  as  a  Divisional  Court. 

Muir  Mackenzie  and  NathL  Oreen  (instructed  by  Firth  and  Go.)  appeared  for 
the  Appellant ;  Sutton  and  Gorrie  Grant  (instructed  by  Radford  and  Frankland) 
appeared  for  the  Respondent. 
25      Muir  Mackenzie  for  the  Appellant. — The  Appellant  was  fined  for  describing 
himself  as  a  Patent  Agent  without  having  been  registered.     Two  questions 
arise — (1)  whether  the  Rules  of  1889  are  valid  and  in  force,  and  (2)  whether 
under  the  circumstances  of  this  case  the  Appellant  was  not  protected,  having 
been  a  Patent  Agent  before  the  Act  of  1888  was  passed.    It  is  submitted  that 
30  the    Rules  of  1889  were  repealed  by  the  Patent  Rules  1890,  but  it  will  be 
contended  on  behalf  of  the  Respondent  that,  even  if  that  were  so,  they  were 
revived  by  the  Rules  of  1891.     The  Appellant  had  hond  fide  practised  as  a 
Patent  Agent,  and  described  himself  as  such  before  1888,  and  it  is  contended 
that    in    such    a    case    registration  was  voluntary.      By  Section    27    of    the 
35  Patents,  <&c.  Act,  1888,  nothing  in  the  Act  is  to  affect  any  right  acquired 
before  its  commencement.    Sections  82  and  101  of  the  Patents,  &c.  Act,  1883, 
are  referred  to.    The  conviction  was  under  the  Patents,  &c.  Act,  1888,  section  1. 
(4).  The  Rules  of  1889  were  made  under  s.ection  1  of  that  Act.   The  Appellant  had 
complied  with  all  requirements  except  the  payment  of  the  fee.    A  person  who 
40  has   hond  fide  practised  as  a  Patent  Agent   before  the  Act  has    a  right  to 
registration,  but  he  is  not  compelled  to  register.     By  Rule  81  of  the  Patent 
Rules  1890,  general  rules  made  under  the  Patents,  &c.  Acts,  1883  to  1888,  are 
repealed,  and  the  Rules  of  1889  are  therefore  repealed.     It  was  decided  by  the 
House    of    Lords    in    Ghartered   Institute   of  Patent    Agents  v.   Lockwoody 
45  11  R.PC.  374,  that  the  Rules  of  1889  were  valid,  but  the  attention  of   the 
House  was  not  called  to  the  repeal.     I  submit  that  the  Appellant  had  acquired 
a  right  to  practise  as  and  to  call  himself  a  Patent  Agent.     [Channbll,  /.—The 
words  of  the  Act  mean  a  specific  right.]    As  to  the  meaning  of  these  words 
see  Hou^h  v.  WinduSj  12  Q.B.D.,  224,  a  case  on  the  Bankruptcy  Act,  1883, 
50  Sections  146  and  169.    Again,  the  Register  of  Patent  Agents  Rules,  1889,  are 
made  under  the  Patents,  &c.  Acts,  1883  to  1888,  that  is  to  say,  under  the  combined 
Acta,  and  therefore  repealed  by  Rule  81  of  the  Patent  Rules,  1890.    It  is  true 
that  the  Register  of  Patent  Agents  Rules,  1891,  ignored  the  repeal  and  referred 
to  the  Rules  of  1889,  but  rules  cannot  be  enacted  by  such  a  reference  ;  all  the 
55  requirements  of  section  101  of  the  Patents,  &c.  Act,  1883,  must  be  observed  on 
re-enactment.     It  is  found,  as  a  fact,  that  there  was  no  evidence  that  such 
requirements  were  satisfied. 
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Counsel  for  the  Respondent  were  not  called  on. 

Lawranob,  J. — In  this  case  the  learned  magistrate  appears  to  have  come  to 
quite  a  proper  conclusion.  The  two  questions  with  which  he  deals  are,  first, 
whether  the  Appellant  had  acquired  a  right  in  the  description  of  **  Patent 
*•  Agent'*  under  section  27  of  the  51st  and  52nd  Victoria,  chapter  50,  from  the  fact 
of  his  having  bond  fide  practised  and  described  himself  as  such  for  many  years  5 
pHor  to  such  Act  coming  into  force,  Now  the  answer  to  that  question  must  be 
"  No.*'  What  peems  td  have  taken  place  Is  this  j— Before  the  Act  any  person 
tdight  act  as  a  Patent  Agents  aild  call  himself  a  Patent  Agent.  There  was  no 
necessity  for  ilnderg:oing  jtny  exdnliiiation^  or  for  anything  of  that  kind,  and  no 
necessity,  as  far  ds  I  kiidw,  dild  as  fat*  a^  we  know  to-day,  for  registration  of  any  10 
biild.  Theii  conies  the  Act  of  l^ariianlent,  which  provides  that  persons  for  the 
ftltili'e  who  al*e  going  to  slCt  as  Patent  Agents  are  to  be  registered,  but  preserves 
the  right  of  those  who  had  bond  fide  cdrridd  on  the  business  of  Patent  Agent  by 
saying  that  they  might  continue  so  to  cai^  on  their  budUess  and  so  to  describe 
themselves,  and  I  think  that  the  right  which  was  preserved  by  the  Statute  was  15 
thus  a  right  which  rendered  it  unnecessary  for  them  to  undergo  such  examina- 
tlon  as  was  necessary  for  those  who,  after  the  passing  of  the  Statute,  desired  to 
become  Patent  Agents.  Then,  the  Statute  having  provided  that  all  Patent  Agents 
should  be  registered,  and  the  Rules  having  provided  that  upon  registration  they 
were  to  pay  a  fee  of  five  guineas,  this  is  what  is  objected  to,  as  I  understand  it,  20 
by  the  Appellant  at  the  present  time.  He  says  that  the  rights  preserved  to  him 
were  rights,  not  only  to  describe  himself  as  a  Patent  Agent,  but  also  to  relieve 
him  from  the  necessity  of  paying  the  fee.  He  claims  the  right  to  be  registered, 
and  he  also  claims  the  right  to  be  registered  without  paying  the  fee  which  is 
provided  for  by  the  Statute.  25 

The  second  question  that  has  been  ai^ued  is  whether  the  Rules  of  1889  were 
repealed.  It  is  quite  true  that  for  a  time  they  were  repealed — I  sappose  by 
inadvertence,  because  from  the  31st  March,  1890,  which  I  see  is  the  date  of  the 
repeal,  until  the  new  Rules  were  enacted  in  1891 — I  do  not  know  at  what  date- 
there  would  appear  to  have  been  no  Rules  at  all  applicable  to  any  Patent  Agents  30 
of  any  kind.  That  would  appear  to  be  the  case.  The  question  is  whether  the 
Rules  of  1891,  did,  as  put  by  the  learned  magistrate,  revive  the  Rules  of  1890. 
Now  the  words  of  the  Rules  of  1891  are,  "  Prom  and  after  the  commencement 
^'  of  these  Rales  all  the  daties  and  powers  of  the  Institute  of  Patent  Agents 
**  under  the  Register  of  Patent  Agents  Rules,  1889  (hereinafter  in  the  present  35 
"  Rules  referred  to  as  *  the  Rules  of  1889 '),  shall  be  transferred  to  and  vested  in 
'<  the  Chartered  Institute  of  Patent  Agents  and  the  Rules  of  1889  shall,  where 
^'  applicable,  and  save  so  far  as  they  are  altered  by  the  present  Kales,  have  efifect, 
"  with  the  following  modifications."  The  modifications  are  very  slight,  and 
merely  change  the  name  of  the  Institute  of  Patent  Agents  to  the  '^  Chartered  40 
**  Institute  of  Patent  Agents  *'  and  say  that  the  '^  Registrar  shall  be  the  person 
"  who,  for  the  purposes  of  the  duties  of  the  Registrar  under  the  Rules  of  1889, 
*'  and  the  present  Rules,  shall  be  continued  in  office  or  appointed  by  the 
"  Chartered  Institute  of  Patent  Agents."  There  is  no  doubt  in  my  mind  that 
the  Rules  of  1889  were,  as  it  were,  re-enacted,  if  such  a  term  is  proper  to  be  45 
used,  by  the  Rules  of  1891.  Whether  these  Rules  were  laid  before  the  Houses 
of  Parliament  I  do  not  know,  but  they  had  been  before  the  Houses  of  Parliament 
before.  I  do  not  think  that  any  serious  point  was  made  upon  that  by  Mr.  Muir 
Mackenzie,  They  appear  to  me  to  have  been  in  perfectly  good  order.  The 
effect  of  the  Rules  of  1891  is  that,  there  having  been  Rules  in  1883,  and  there  50 
having  been  absolutely  no  Rules  from  1890  to  1891,  those  Rules  are  re  enacted 
and  in  force  with  just  the  two  alterations  which  I  have  called  attention  to— one 
of  them  being  merely  the  change  of  name  and  the  other  having  reference  to  some 
duties  of  the  Registrar.  Therefore,  with  regard  to  the  second  question,  our 
answer  is  that  they  were  re-enacted — I  have  no  doubt  whatever  of  that---and  55 
|;hat  the  provisions  of  section  101,  subsection  4,  of  the  Act  were  virtu^tllv 
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complied  with.    The  effect  of  that  is  that  the  conviction,  in  m}^  judgmenty  was 
right 

Ghannbll,  J.—l  am  of  the  same  opinion.    It  think  it  is  really  a  very  clear 
case.      There  is  only  one  point  in   it  at   all  that  seems  to  me  in  any   way 

5  of  general  importance  and  that  is  really  necessary  to  say  anything  about.  In 
the  Act  of  1888  there  was,  for  the  first  time,  a  restriction  put  upon  anybody, 
who  pleased  to  do  so,  practising  as  a  Patent  Agent.  Down  to  that  time  anybody 
who  liked  might  practise  as  a  Patent  Agent.  Then  there  is  a  restriction  put  upon 
it.    The  first  sub-section  of  section  1  says  that  nobody  shall  be  entitled  to 

10  describe  himself  as  a  Patent  Agent  unless  he  is  registered.  Then  there  are 
provisions  for  registering,  and  there  is  a  provision  that  people  who  have  been 
in  the  habit  of  practising,  and  who  were  bond  fide  practising  at  the  time  that 
Act  was  passed,  are  to  have  certain  privileges.  That  is  a  very  ordinary  form  of 
legislation,  to  give  to  people  who  are,  in  fact,  doing  a  thing  which  for  the  first 

15  time  is  forbidden,  privileges  beyond  the  privileges  of  people  who  have  not  been 
BO  practising  before  ;  and  there  is  a  specific  enactment  on  that  point.  Then  that 
same  Act  has  got  at  the  end  of  it  a  saving  clause  of  a  very  common  and 
ordinary  form,  and  it  is  because  there  has  been  a  question  raised  as  to  the 
meaning  of  that  clause,  that  it  seems  to  me  that  our  present  decision  has  some 

20  general  application.  Now,  that  preserves  in  a  certain  sense  certain  rights.  It 
is  a  saving  clause.  What  it  says  is  that  the  **  principal  Act  &hall,  as  from  the 
^  commencement  of  this  Act,  take  effect,  subject  to  the  additions,"  and  so  on, 
'*  of  this  Act,  but  nothing  in  this  Act  shall  affect  the  validity  of  any  act  done, 
"  right  acquired,  or  liability  incurred  before  the  commencement  of  this  Act." 

25  It  is  suggested  that  that  provision  *'  right  acquired  "  nullifies  altogether  the 
whole  Act  BO  far  as  regards  persons  who  have  been  in  practice  down  to  that 
time  as  Patent  Agents. .  The  answer  to  it  seems  to  me  to  be  this,  that  as  to 
**  right  acquired,"  which  is  the  phrase  used,  the  word  "  acquired  "  is  an  im- 
portant part  of  it.    '^  Right  acquired  "   means  some   specific  right  which,  in 

30  some  way  or  another,  has  been  acquired  by  individuals,  and  which  individuals 
have  got  and  other  people  have  not  got.  It  does  not  mean  "  right  "  in  the 
sense  in  which  one  sometimes  uses  it  popularly.  Everybody  has  a  right  to  do 
that  which  the  law  does  not  forbid.  They  have  the  right  to  use  spectacles  and 
wear  beards  and  moustaches,  and  wear  a  red  tie,  or  do  any  of  the  other  things 

35  that  the  law  does  not  forbid.  A  person  does  not  acquire  a  right  to  do  any  of 
these  things  by  doing  them,  but  he  is,  in  fact,  doing  something  which 
the  law  does  not  forbid ;  and  if  a  law  were  to  come  into  force  that  nobody 
tould  wear  spectacles,  or  do  any  of  those  other  things,  which,  at  present,  are 
not  forbidden,  everybody  would  stand  in  precisely  the  same  position.    Whether 

40  he  had,  in  &ct,  been  doing  the  thing  before  or  not,  he  has  been  doing  it  not 
because  he  has  any  right,  but  because  the  law  has  not  forbidden  it.  A  right 
acquired  in  that  way  is  not  a  right  acquired  within  the  meaning  of  this  section. 
If  it  was,  it  is  obvious  that  to  put  such  a  section  in  would  entirely  nullify  the 
operation  of   ai^  Act  in  which  it   was  inserted.      I  am  clearly  of  opinion 

45  that  **  right  acquired  "  does  not  apply  to  the  position  of  a  Patent  Ageut 
who  had,  in  fact,  been  practising  prior  to  the  passing  of  the  Act.  Such  a 
person  has,  in  fact,  by  the  Act,  privileges  given  to  him,  and  rightly  and 
reasonably  given  to  him,  wlileh  privileges  ai'e  not  given  to  other  persons.  That 
seems  to  me  to  answer  the  fir8t>^e8tion  that  is  put  to  us. 

50  Then  as  to  the  second  question  about  the  operation  of  the  Rules,  it  BeemB  to 
me  to  be  this.    There  was  a  repeal  6^^eertain  Ru^es. 

SuUon.-^Wil\  your  Lordship  forgive  m»  as  it  is  rather  an  important  poiut 
If  your  l4ordBhipB  had  called  upon  me  I  sbMld  have  aigued  that  there  was  no* 
repeal.    It  may  be  a  matter  of  importance.    "CbiSt^B  all. 

55  GhanvblIi,  «/.— Very  well.  I  was  going  to  te^  that  open.  There  Ib  a 
repeal  of  certain  RoleB  and  the  words  us^  in  reped^H:  tiiese  Bales  are  wide 
enoughy  at  any  rate  to  raiae  the  point  which  Mr.  Mc^iemzie  has  put,  thai  it 
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'covets  tlie Holes  in  question.    It  is  unnecessary  for  us  to  decide  whether  or  not 
it  does.    It  is  quite  clear  that  the  words  are  wide  enough  to  raise  the  point,  and 
.  to  make  a  substantial  donbt  whether  or  not  it  operated  as  a  repeal  of  the  specific 
set  of  Rules  that  had  been  enacted  in  1889,  as  to  Patent  Agents.    But  assuming 
for  thepurposes  of  this  case  that  it  did  do  it,  there  can  be  no  earthly  donbt  that  5 
.  it  was  done  entirely  by  inadvertence  and  that  it  was  not  intended  to  do  it.     But 
.  assuming  that  it  had  in  fact,  that  operation,  it  seems  to  me  that  the  thing  is 
.  cured,  by  another  accident  in  all  probability,  if  we  may  call  it  so.     It  became 
'.  n^cessaryjin  1891  inconsequence  of  the  incorporation  of  the  Chartered  Institute 
!^.to  provide  something  further  in  reference  to  patent  agents,  and  thereupon  the  10 
'.  'Ru^^s  of  1891  were  enacted.    I  do  not  understand  that  the  passage  in  the  case 
means  that  all  provisions,  necessary  to  make  these  Rules  of  1891  due  and  effec- 
/tiv0  rules,  were  not  complied  with.      I  do  not  understand  that  there  is  any 
doubt  about  that.    For  my  part  I  somewhat  doubt  whether  the  provisions  of 
section  101  are  more  than  directory  and  whether  it  would  be  necessary  in  any  15 
particular  case,  where  you  wanted  to  rely  on  the  rules,  to  prove  that  these  things 
had  been  in  fact  complied  with.    I  do  not  understand  that  there  is  any  doubt 
about  that.    All  that  is  said  about  the  provisions  of  section  101  not  being 
complied  with  is  that  a  second  copy  of  the  Rules  of  1889  was  never  laid  before 
the  House.    That  is  the  point  that  is  relied  on.    Now  it  happens  that  the  Rules  20 
of  1891  are  in  such  a  form  that  if  the  Rules  of  1889  had  been  repealed,  the  Rules 
of  1891  do  re-enact  them,  because  they  expressly  say  that  these  Rules  of  1889 
shall  have  effect,  but  that  they  shall  have  effect  with  certain  modifications. 
It  seems  to  me  therefore,  although  it  is  true  that  the  F  ules  of  1891  are  framed 
on  the  supposition  that  the  Rules  of  1889  were  still  in  force,  yet,  if  in  fact  they  25 
had  by  accident  been  repealed,  the  form  of  the  Rules  of  1891  is  sufficient  to  re- 
enact  them,  because  it  says  in  express  terms  that  those  Rules  shall  have  effect, 
and  they  could  not  have  effect  unless  they  were  existing  and  operative  rules. 
The  result  is  that  the  Rules  are  still  in  force. 

Now  the  only  point,  if  there  had  been  no  authority  about  it,  which  could  30 
have  caused  me  a  little  doubt  in  this  case  is  whether  or  not  there  was  power  to 
impose  fees  upon  Patent  Agents  who  had  been  in  practice  before,  and  whether 
the  express  provision  entitling  them  to  go  on  the  register,  might  not  be 
considered  to  mean  that  they  were  entitled  to  go  on  the  register  without  any  tax 
upon  them  for  so  doing.    But  if  there  was  ever  any  doubt,  that  doubt  has  been  35 
cleared  up  by  the  decision  of  the  House  of  Lords  in  LockwoocTs  case.* 
.  The  result  therefore  seems  to  me  to  be  that,  on  the  whole,  this  case  is  a  clear 
'  one,  and  that  the  conviction  should  be  affirmed. 
Ilie  appeal  was  dismissed  with  costs. 

*  Chartered  Imtititte  of  Patent  Agente  y.  Laokweod,  11  B.P.O.  874. 
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In  thb  High  Codrt  op  Jcsticb.— Chancery  Division. 

Before  MR.  JUSTICE  Stirling. 

July  iBt,  2nd,  5th,  6th,  7th,  8th,  and  13th,  1898,  and  January  12tli,  1899. 


ERRATA. 

REPORTS  OF  CASES. 


LISTER  V.  DIX. 
In  the  Report  of  this  case  ante  pp.  89-96  the  illustrations  are  by  error 
misplaced.     Fig.   1   on  page  91  and  Fig.  2  on   page    92  belong  to  the 
Specification  18,756  of  1896,  and  Figs.  1,  2  and  3  on  page  93  belong  to 
the  Specification  17,620  of  1889. 


"  comjrression  against  the  hiit  sides  of  the  com'nistiim  cliamJier  by  means  of  the 
"  movement  of  the  crank  of  the  working  piston,  and  tlie  regulation  of  the  ignition 
"  at  the  exact  moment  in  relation  t"  the  dead  point  by  the  cock  a  which  admits 

25  "  more  or  less  comfnistible  m.!xturefor  the  explosvm  cluirge,  or  by  tliecock  t  which 
"  regulates  the  heat  of  tlte  igniting  cap  f,  substantially  as  herein  before  described 
»  and  illustrated  in  the  draioinga.  Znd.  The  use  of  the  priming  cap  t  for  effect- 
"  ing  the  ignition  when  the  sides  of  the  chamber  are  quite  cold,  substantially  as 
"  hereinbefore  described  and  illustrated  in  the  drawings."    In  1885   Letters 

30  Patent  were  granted  to  D.  for  "  lmj)roi>enmtfs  in  motur  engines  worked  by 
"  combustible  gases  or  petroleum  vapour  or  spray."  This  patent  related  to  the 
same  type  of  engines.  Claim  9  was  as  follows .— "  Thfi  method  of  regulating  the 
«  speed  of  a  gas  or  petroleum  motor  engine  by  causing  the  discharge  valves  for 
"  the  products  of  combustion  to  remain  closed  when  the  normal  speed  is  exceeded, 
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'covers  tile  Holes  in  question.    It  is  unnecessary  for  us  to  decide  whether  or  not 

it  does.    It  is  quite  clear  that  the  words  are  wide  enough  to  raise  the  point,  and 

.  to  make  a  substantial  donbt  whether  or  not  it  operated  as  a  repeal  of  the  specific 

set  of  Rules  that  had  been  enacted  in  1889,  as  to  Patent  Agents.    But  assuming 

for  theparposes  of  this  case  that  it  did  do  it,  there  can  be  no  earthly  donbt  that  5 

.  it  was  done  entirely  by  inadvertence  and  that  it  was  not  intended  to  do  it.    But 

.  ais^uming  that  it  had  in  fact,  that  operation,  it  seems  to  me  that  the  thing  is 

.  cared,  by  another  accident  in  all  probability,  if  we  may  call  it  so.     It  became 

'^.  n^cessaryjin  1891  inconsequence  of  the  incorporation  of  the  Chartered  Institute 

!^.to  provide  something  further  in  reference  to  patent  agents,  and  thereupon  the  10 

,  'Rules  of  1891  were  enacted.    I  do  not  understand  that  the  passage  in  the  case 

means  that  all  provisions,  necessary  to  make  these  Rules  of  1891  due  and  effec* 

tiv0  rules,  were  not  complied  with.      I  do  not  understand  that  there  is  any 

doubt  about  that.    For  my  part  I  somewhat  doubt  whether  the  provisions  of 

section  101  are  more  than  directory  and  whether  it  would  be  necessary  in  any  15 

particular  case,  where  you  wanted  to  rely  on  the  rules,  to  prove  that  these  things 

had  been  'in  fact  complied  with.    I  do  not  understand  that  there  is  any  doubt 

about  that.    All  that  is  said  about  the  provisions  of  sgj 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Stirling. 

July  1st,  2n(i,  5th,  6th,  7th,  8th,  and  13th,  1898,  and  January  12th,  1899. 

British  Motor   Syndicate,  Ld.  v.  Universal  Motor  Carriage  and 
b  Cycle  Co.,  Ld.,  and  Others. 

Patent, — Action  for  infringement  of  four  patents. — Action  succQSsftil  as  to  one 
patent  only. 

m 

In  1884  Letters  Patent  wei^e  granted^  on  a  communication  from  abroad  by 
D.^for  **  Improvements  in  gas  or  oil  motors^     The  invention  related  to  the  class 

10  of  engines  in  which  an  explosion  takes  place  on  every  alternate  stroke.  The 
specificatiofiy  after  describing  how,  in  working,  the  heat  of  the  sides  of  the  com" 
bustion  chamber,  combined'  ivith  the  compression  of  the  combustible  mixtures, 
would  of  themselves  bring  about  ignition  at  the  right  moment,  contained 
the  following  passage :  "  That  the  mixture  may  also  explode  at  tJie  beginning 

15  "  of  the  working  when  the  sides  of  the  sjjace  are  quite  cold,  a  metallic 
^^  priming  cap  f,  the  interior  of  ivhicJh  is  in  continuous  open  cowmiini- 
"  cation  tvith  the  space  of  comJmstion,  is  by  msans  of  a  flame  from  without 
"  so  heated  that  ignition  takes  place  from  the  heated  sides  of  the  priming 
^^  capr     The  Patentee  claimed,    ^^Ist.  In   ga.s    motors    i?i    ivhich   only    one 

20  "  impulse  is  given  for  each  two  strokes  <f  the  wo^^king  piston,  the  effecting  of 
"  the  automatic  ignition  of  the  comlmstible  mixture  at  each  second  stroke  by  tlie 
"  compression  against  the  hot  sides  of  the  combustion  chamber  by  means  of  the 
"  movement  of  the  crank  of  the  ivorking  jn'ston,  and  tJie  regulation  of  the  ignition 
"  at  the  exact  moment  in  relation  to  the  dead  2'Oint  by  the  cock  8  which  admits 

25  "  more  or  less  combuMible  mixture  for  the  explosion  charge,  or  by  the  cock  t  which 
"  regulates  the  heat  of  the  igniting  cap  t,  substantially  as  herein  before  described 
"  and  illusti^ated  in  the  drawings.  2nd.  The  use  of  the  priming  cap  ifor  effect- 
"  ing  the  ignition  when  the  sides  of  the  chamber  are  quite  cold,  substantially  as 
"  hereinbefore  described  and  illustrated  in  the  drawings.^''    In  1885  Letters 

30  Patent  were  granted  to  D.  for  ^'Improvements  in  motor  engines  worked  by 

•   •*  combustible  gases  or  petroleum  vapour  or  sp^^ay''     This  jjalent  related  to  the 

same  type  of  engines.    Glaim  9  was  as  follows : — "  Tfif^  method  of  regulating  the 

'*  speed  of  a  gas  or  petroleum  motor  engine  by  causing  the  discharge  valves  for 

•*  theprodwts  of  combustion  to  remain  closed  when  the  normal  speed  is  exceeded. 


114  REPORTS  OF  PATENT,  DESIGN,    [March  15, 1899- 


British  Motor  Syndicate,  Ld,  v.  Universal  Motor  Carriage  and 

Cycle  Co,y  Ld,,  and  Others. 


"  80  that  the  products  of  combustion  are  retained  under  pressure  in  the  cylinder^ 
"  whereby  the  admission  valves  b  ayid  c  for  combustible  mixture  are  also  kept 
"  closed  and  no  fresh  charge  is  consequently  admitted^  either  above  tJie  piston  or 
^^  from  the  pump  below,  until  the  speed  is  again  reduced  and  the  discharge  valve 
"  opened  substantially  ai  herein  described,''  In  1885  another  patent  was  granted  5 
to  D,for  an  ^^  Improved  vehicle  propeller!  by  a  gas  or  petroleum  motor  eyigine'' 
The  first  claim  was  for  '*  The  combination  of  a  vehicle  having  a  driving  and 
"  a  steering  wheel  running  on  one  a  fid  ths  same  t?*acJc,  with  a  centrally 
"  arranged  gas  or  petroUum  motor  engine  and  its  reservoiy*,  tlie  centre  of 
"  gravity  of  which  lies  ifi  the  I'ertical  plane  of  the  toheel-track,  substantially  10 
"  as  herein  described,"  In  1896  the  registered  owners  of  the  three  patents 
brought  an  action  against  a  Company  for  infringement  of  the  same,  as  well  as 
of  a  fourth  patent,  as  to  which  tlie  claim  for  infringement  was  dropped  at  the 
trial.  The  main  poi7its  an  which  fJie  Defendants  relied  at  the  trial  ivere,  as  to 
the  first  2)atent,  that  there  was  insufficiency  of  description,  inasmuch  as  an  15 
engine  constructed  according  to  the  description  would  not  work,  that  the  inventor 
cojitemplated,  for  starting  tlie  engine,  the  use  of  a  lieated  surface,  tlie  shape  being 
immaterial,  in  continuous  communication  with  tlie  cylind^7%  wJiereas  the  ignition 
tubes  used  by  tliem,  ivhich  were  much  longer  in  proportion  to  tJieir  diameter 
than  i,  operated  by  the  spent  gas  in  the  tube  beijig  compressed  and  so  unmasking  20 
the  lieated  2iortion  of  the  tube  at  the  right  moment,  that  the  patent  was  anticipated, 
and  that  the  patentee  contemplated'  the  use  of  f  only  for  starting  the  machine. 
As  to  the  second  patent,  that  the  patentee  was  not  the  first  to  affect  the  inlet 
valve  through  the  action  of  the  exhaust  valve,  and  that  tliey  did  not  infringe, 
they  operating  by  locking  the  exhaust  valve  open.  As  to  the  third  patent,  that,  25 
if  construed  broadly,  there  was  no  subject -matter,  and,  if  otherwise  construed,  no 
infringement. 

Held,  by  STIRLING,  J.,  that  the  first  patent  was  valid,  and  that  the  Defendants 
had  infringed  it,  but  that  the  Defendants  had  not  infringed  either  the  second 
or  third  2^cttents,  the  claim  of  the  second  patent  only  claiming  the  particular  30 
device,  and  that,  unless  the  first  claim  of  the  third  patent  was  limited  to 
the  combination  stibstantially  as  described,  there  would  not  be  subject-matter 
for  a  patent.  The  first  patent  having  expired,  no  injunction  was  granted, 
but  an  inquiry  as  to  damages,  tlie  costs  to  follow  the  event  in  the  case  of  each 
patent  tvith  a  set-off.  A  certijicate  of  validity  ivas  granted  as  to  the  first  35 
patent,  but  refused  as  to  the  second.  A  certificate  as  to  tJie  Particulars  of 
Oljections  gone  into  at  the  trial  with  respect  to  the  patents,  except  the  first 
patent,  was  granted. 

On  the  17th  of  June,  1884,  Letters  Patent  (No.  9112  of  1884)  in  this  report 
called  the  first  patent,  were  granted  to  Lorentz  Albert  Oi^oth,  for  an  invention  40 
(communicated  from  abroad  by  O.  Daimler)  for  '•  Improvements  in  gas  or  oil 
"  motors."    The  Provisional  Specification,  dated  the  17th  of  June,  1884,  was  as 
follows : — 

"  These  improvements  in  gas  or  oil  motors  consist  in  a   contrivance  to  press 
"  air  mixed  with  combustible  substances  i.e.  1^^  Air  mixed  with  combustible  45 
"  gases  2"^  Airliiixed  with  the  residue  of  distilled  petroleum  either  in  a  solid  or 
"  vaporous  form  or  3"^  Air  mixed  with  coal  dust  and  gas  or  products  of 
"  petroleum  in  a  confined  space  at  the  end  of  a  cylinder  so  quickly  together  and 
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"  against  the  warm  sides  of  the  space  that  at  the  end  of  the  piston  stroke  by  the 
"  effect  of  the  compression  a  spontaneous  ignition  as  it  were  a  pneumatic  ignition 
"  takes  place  and  a  quick  combustion  or  explosion  ensues  through  the  whole 
"  mass  of  the  mixture  and  to  employ  the  tension  thus  obtained  as  moving  power. 
5  "  The  piston  moves  airtight  in  the  cylinder  one  end  of  which  is  closed  by  a  head 
"  or  cap  covered  by  bad  conductors  of  heat.  By  the  outstroke  of  the  piston  air 
"  mixed  with  gas  or  oil  is  sucked  in  or  pressed  in  by  a  valve  and  by  the  instroke  of 
"  the  piston  the  mixture  is  pressed  into  the  space  behind  the  piston  and  ignites  at 
"  the  completion  of  its  stroke  as  above  described.     By  the  combustion  and 

10  "  expansion  of  the  mixture  the  piston  is  driven  back  with  considerable  force  and 
"  can  then  transfer  this  power  by  cranks  or  other  contrivances.  By  the  instroke 
"  of  the  piston  the  products  of  combustion  are  wholly  or  partly  driven  out  through 
"  a  valve  whereupon  a  fresh  cycle  begins.  After  some  repetitions  of  this  motion 
"  the  sides  of  the  space  and  the  bottom  of  the  piston  obtain  a  normal  heightened 

15  "  temperature  in  which  the  mixture  regularly  ignites  in  or  round  the  dead  point 
"  of  the  length  of  the  piston  stroke  in  the  inmost  position  of  the  piston  in  conse- 
"  quence  of  the  compression  according  to  the  principle  derived  from  experience 
"  that  combustible  mixtures  which  under  the  pressure  of  the  atmosphere  would 
"  either  not  at  all  or  only  slowly  burn  do  by  vigorous  compression  quickly  burn 

20  "  and  even  explode.  It  is  also  possible  to  keep  the  whole  or  part  of  the  space  of 
*'  combustion  cool. 

'*  That  the  mixture  may  also  explode  at  the  beginning  of  the  working  when  the 
*•  sides  of  the  space  are  quite  cold  a  metallic  priming  cap  the  interior  of  which 
"  is  in  continuous  open  communication  with  the  space  of  combustion  is  by 

25  **  means  of  a  flame  from  without  so  heated  that  ignition  takes  place  thus  when 

the  cylinder  and  the  mixture  are  both  cold  the  temperature  necessary  for 

ignition  is  obtained  from  the  heated  sides  of  the  priming  cap. 

"  The  advantages  of  the  invention  described  above  are  a  heightened  useful 

"  effect  of  combustibles  as  : — 1*'  By  the  compression  heightened  into  spontaneous 

30  **  ignition  and  the  hot  sides  of  the  cylinder  bad  and  cheap  combustibles  are 
"  made  to  burn.  2"**  Both  during  the  compression  and  combustion  within 
"  warmed  sides  little  heat  is  lost  and  from  the  almost  unlimited  quickness  with 
*'  which  the  motor  can  work  owing  to  the  automatic  ignition.  3^"*  No  cooling 
"  water  is  required." 

35  The  Complete  Specification  (also  dated  the  17th  of  June  1884)  was  as 
follows  : —    >-'"' 

"  These  improvements  in  gas  and  oil  motive  power  engines  consist  in  pressing 
"  quickly  a  mixture  of  air  and  gas  or  oil  vapours  into  a  closed  hot  chamber  by 
"  means  of  the  "working  piston  until  the  said  mixture  is  ignited  by  the  combined 

40  **  action  of  the  compression  and  the  heat  of  the  walls  of  the  chamber  the  expan- 
sion resulting  from  the  explosion  or  sudden  combustion  of  the  mixture  being 
employed  as  driving  power. 
"  According  to  this  invention  the  motion  of  the  crank  is  used  for  effecting  the 
"  ignition.     The  piston  B  Fig.  1  Plate  I  connected  with  the  crank  draws  in  by 

45  **  its  first  outstroke  a  proportionate  mixture  of  air  an  I  gas  or  oil  vapour  which 
**  mixture  is  pressed  by  the  first  return  stroke  of  the  piston  into  a  chamber  c 
**  where  it  takes  fire  at  the  point  of  highest  compression  and  then  operates  during 
**  the  second  outstroke  of  the  piston  to  communicate  power  to  the  crank  shaft 
"  and  is  afterwards  exhausted  during  the  second  return  stroke  of  the  piston. 

50  "  The  action  of  the  piston  is  therefore  similar  to  that  of  the  so  called  Ot^o  gas 
**  engine.  After  some  repetitions  of  this  motion  the  sides  of  the  space  and  the 
"  bottom  of  the  piston  obtain  a  normal  heightened  temperature  in  which  the 
"  mixture  regularly  ignites  in  or  round  the  dead  point  of  the  length  of  the  piston 
"  stroke  in  the  inmost  position  of  the  piston  in  consequence  of  the  compression 

55  **  according  to  the  principle  derived  from  experience  that  con^bustible  mixtures 
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"  which  under  the  preSBure  of  the  atmoBphere  would  either  not  at  all  or  only 
"  Blowly  burn  do  by  vigorous  compression  <juickly  burn  and  even  explode, 
"  That  the  mixture  may  also  explode  at  the  beginning  of  the  working  when  the 
"  aides  of  the  space  are  quite  cold  a  metallic  priming  cap  /  the  interior  of 
"  which  is  in  continnoua  open  communication  with  the  space  of  combustion  is  5 
"  by  means  of  a  flame  from  without  so  heated  that  ignition  takes  place- from  the 
"  heated  sides  of  the  priming  cap. 

"  The  advantages  of  the  invention  described  above  are  a  heightened  nseful 
"  effect  of  combustibles  as  ;  1"  By  the  compression  heightened  into  spontaneous 
"  ignition  and  the  hot  sides  of  tiie  chamber  bad  and  cheap  combustibles  are  LO 
"  made  to  bum.  2"*  Both  during  the  compression  and  combustion  within 
"  warmed  sides,  little  heat  is  lost  and  from  the  almost  unlimited  quickness  with 
"  which  the  motor  can  work  owing  to  the  automatic  ignition.  3"*  No  cooling 
"  water  is  required. 

"  The  Patentee  claimed,  1*'  In  gas  motors  in  which  only  one  impulse  is  given  15 
"  for  each  two  strokes  of  the  working  piston,  the  effecting  of  the  automatic 
"  ignition  of  the  combustible  mixture  at  each  second  stroke  by  the  compression 
"  against  the  hot  sides  of  the  combustion  chamber  by  means  of  the  movement 
"  of  the  crank  of  the  working  piston,  and  the  regulation  of  the  ignition  at  the 
"  exact  moment  in  relation  to  the  dead  point  by  the  cock  s  which  admits  more  20 
"  or  less  combustible  mixture  for  the  explosion  charge  or  by  the  cock  (  which 
"  regulates  the  heat  of  the  igniting  cap /substantially  as  hereinbefore  described 
"  and  illustrated  in  the  drawings. 

"  2"*  The  use  of  the  priming  cap /for  effecting  the  ignition  when  the  sides  of 
"  the  chamber  are   quite  cold   anbstantially  as  hereinbefore  described    and  25 
"  illustrated  in  the  drawings." 


On  the  7th  of  April,  1885,  Letters  Patent  (No.  4315  of  1885),  in  this  report 
called  thesecond  patent,  were  granted  to  the  said  (i.  Daimler  for  an  invention 
of    "  Improvements     in     motor     engines    worked     by    combustible   gases   or 
"  petroleum  vapour  or  apray."    The  Complete  Specification,  so  far  as  material  30 
for  the  purposes  of  this  report,  was  as  follows  ; —  « 

"  My  invention  relates  to  an  improved  construction  of  that  class  of  motor 
"  engines  worked  by  combustible  gases  or  petroleum  vapour  or  spray  wherein 
"  a  combustible  charge  is  only  introduced  at  every  alternate  inbtroke  of  the 
"  piston,  the  improvements  being  such  that  the  gaseous  charges  employed  are  35 
"  of  greater  volume  and  are  freer  from  products  of  combustion  than  those  of 
"  engines  heretofore  constructed. 

"  Thia  is  effected   by    introducing    into    the    cylinder,    both    before    and 
"  after    the    admission   of  the  main   charge  of   gaseous   mixture,  additional 
"  charges    of    either   combustible    mixture    or    of    air  introduced  at    every  40 
"  Btroke   by   means  of    a   pump,  formed    in   the   working  cylinder  on    the 
"  pide  of    the  piston   opposite   to    that    pn   which  the   chaise    works.      By 
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"  one  of  these  additional  charges  the  products  of  combustion  are  at  the  same 
"  time  driven  out  of  the  cylinder. 

"  For  forming  the  pump  and  at  the  same  time  to  avoid  the  use  of  a  stuflEing  box 
"  for  the  piston  rod,  and  to  render  the  construction  of  the  engine  more  compact, 
5  "  the  crank  is  enclosed  in  a  chamber  provided  with  a  suction  valve  for  com- 
"  bustible  mixture  or  air,  the  piston  being  provided  with  a  valve  that  opens 
"  automatically  when  the  piston  is  near  the  end  of  its  instroke.  The  ignition  of 
"  the  charge  is  prevented  froaa  taking  place  until  the  crank  is  at  the  dead  centre 
"  by  causing  an  explosive  mixture,  poorer  in  gas  than  the  cylinder  charge,  to 

10  "  come  in  contact  when  compressed  with  a  heated  part  of  the  admission  passage, 
"  the  moment  of  ignition  being  regulated  by  varying  the  proportion  of  gas  in 
the  igniting  mixture. 

"  A  further  improvement  relates  to  the    mode    of    regulating    the    speed 
of    the    engine,   this    being    effected     by    bringing    the    valve    gear    to    a 

15  "  standstill  when  the  normal  speed  is  exceeded,  the  gaseous  products  of 
"  combustion  being  made  to  remain  under  pressure  in  the  cylinder,  so  that 
"  no  fresh  charge  is  admitted. 

"  A  further  improvement  relates  to  the  regulator  and  starting  device. 

"  Fig.  1  of  the  accompanying  drawings  shews  a  vertical  section  of  an  engine 

20  "  constructed  according  to  my  invention  ;  Fig.  2  shows  a  part  elevation  and  part 
"  section  at  right  angles  to  Fig.  1 ;  Figs.  3  and  4  shew  details.  A  is  the  working 
"  cylinder  with  compression  space  A^  at  the  upper  end  of  which  is  the  inlet  and 
"  discharge  passage  a\  h  is  the  inlet  valve  for  the  combustible  charge,  c  the 
"  discharge  valve  and  d  is  the  tubular  extension  on  the  inlet  passage  heated 

25  "  externally.  E  is  the  piston  with  the  inlet  valve  e,  spring  e^  and  contact  plate  e" ; 
"  F  is  a  forked  projection  fixed  to  the  framing  with  which  fork  the  plate  e"  comes 
"  in  contact  towards  the  end  of  each  instroke  of  the  piston,  bo  as  to  force  back 
'*  the  spring  e^  and  thus  cause  the  valve  e  to  be  free  and  automatic  in  its  action 
"  during  a  certain  time  before  and  after  the  dead  centre  of  the  instroke  of  the 

30  "  piston,  so  as  only  to  open  when  the  pressure  in  the  crank  chamber  exceeds 
"  that  in  the  cylinder ;  G  is  the  gas-tight  crank  chamber  with  inlet  valve  g^  for 
"  combustible  mixture  and  cover  ^",  which  latter  is  sufficiently  large  to  enable 
"  the  crank  plate  with  its  shaft  to  be  taken  out  of  the  chamber.  H^  H^*  are 
"  crank  plates  that  can  be  made  heavy  so  as  to  serve  at  the  same  time  as 

35  "  flywheels,  and  which  occupy  the  greater  part  of  the  chamber  in  order  to 
*'  make  the  pump  chamber  in  the  same  as  small  as  possible  and  thus  to  obtain 
"  a  compression  in  the  same  of  from  3^  to  ^  atmosphere  overpressure.  In  order 
"  to  simplify  the  machine,  one  of  the  crank  plates  might  be  omitted.  The  valve 
"  gear  is  actuated  by  a  cam  groove  k  ¥  formed  in  the  crank  plate  H^  and  which 

40  *'  passes  twice  round  the  crank  shaft  and  returns  into  itself  and  in  combination 
"  with  which  is  the  sliding  block  0  and  the  rod  L  which  acts  upon  the  rod  (^  of 
"  the  escape  valve  c, 

"  It  will  be  seen  that  the  cam  groove  k  ¥  is  so  formed,  that  at  one  revolution 
"  of  the  crank,  the  sliding  block  0  is  moved  from  the  groove  k  into  the  groove 

45  "  k^  Tjhereby  the  rod  L  is  withdrawn  from  the  rod  c*  of  the  escape  valve  c, 
"  which  consequently  remains  closed  during  the  corresponding  in  and  out- 
"  strokes  of  the  piston  ;  at  the  next  revolution  of  the  crank  the  block  o  is 
"  moved  back  from  the  groove  k^  into  the  groove  k  whereby  the  rod  L  in 
"  rising  is  made  to  open  the  escape  valve,  such  opening  being  effected  after 

50  "  the  piston  has  performed  its  working  instroke.  The  groove  ¥  is  circular 
"  and  is  connected  by  branches  as  shown  with  the  groove  k  by  means  of 
"  which  the  block  0  is  made  to  pass  from  the  one  to  the  other.  The  regulation 
"of  speed  is  effected  by  means  of  the  governor  arm  m  with  spring  centrifugal 
"  action,  and  the  switch  w,  which,  on  the  normal  speed  being  exceeded,  move 

55  "  out  of  the  working  position  at  Fig.  2  into  the  position  at  Fig.  3  whereby  the 
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"  block  o  is  caused  to  remaio  in  the  cam  groove  f  during  the  revolution  of  the 
"  crank  and  Ihe  rod  L  is  thus  brought  to  a  standstill  causing  the  escape  valve  to 
"  remain  closed  until,  by  the  redoction  of  speed,  the  switch  is  again  moved  back 
"  to  the  position  in  Fig.  2,  By  thus  retaining  the  gaseous  products  of  combustion 
"  under  pressure  in  the  cylinder,  the  supply  valves  &ande  will  remain  closed  and  5 
"  consequently  no  fresh  charges  of  combustible  mixture  will  enter  the  cylinder 
"  during  that  time.  The  governor  mis  suspendedfrom  the  axis /and  hasa  spring 
"  action  in  the  direction  of  rotation  round  this  point.  The  switch  n  is  formed 
"  with  an  incline  and  is  connected  to  the  axis  i  by  its  extension  which  has  a 
"  spring  action  at  right  angles  to  the  axis  as  shewn  in  Fig.  4,  in  order  that  10 
"  in  the  event  of  the  edges  w'  o'  meeting,  they  may  escape  one  another,  so  as 
"  to  allow  r)  to  pass  on  the  one  or  the  other  side  of  n.  The  governor  m  is 
"  pressed  inwards  Ity  a  spring  u  in  the  contrary  direction  to  the  centrifugal 
"  force  due  to  the  apeed  of  rotation.  The  ignition  of  the  charge  is  eflfected  by 
"  the  compression  of  the  charge  by  means  of  the  working  piston  whereby  a  15 
"  certain  part  of  the  chaise  is  brought  in  a  compressed  condition  in  contact 
"  with  the  tubular  extension  d  heated  externally  by  a  gas  Same  v."   .... 

There  were  13  claims,  of  which  the  following  are  the  material  ones  for  tho 
purposes  of  this  report  : — 

"1.  In  a  gas  or  petroleum  motor  engine  every  alternate  inslroke  of  which  is  20 
"  a  working  stroke,  the  method  of  introducing  into  the  cylinder  firstly  at  the 


"  commencement  of  the  outstroke  following  the  working  instroke  a  prelituiuary 

"  charge  of  combustible  mixture  or  air  through  the  piston,  whereby  the  residual 
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"  products  of  combustion  are  expelled,  secondly  during  the  following  instroke, 
"  the  main  charge  of  combustible  mixture  and  thirdly  at  the  end  of  the  said 
"  instroke  a  supplemental  charge  of  combustible  mixture  or  air  admitted  through 
"  the  piston,  the  said  combined  charges  being  then  compressed  by  the  following 

5   "  outstroke  and  ignited  substantially  as  herein  described. 

"  2.  In  a  gas  or  petroleum  motor  engine  evei-y  alternate  instroke  of  which  is  a 
**  working  stroke,  the  method  of  introducing  into  the  cylinder,  after  the  main 
"  charge  a  supplemental  charge  of  combustible  mixture  or  of  air  admitted 
"  through  the  piston  at  the  end  of  the  suction  instroke,  the  combined  charges 
10  "  being  then  compressed  by  the  following  outstroke  and  fired,  substantially  as 
"  herein  described  with  reference  to  Fig.  5  of  the  drawings. 

**  9.  The  method  of  regulating  the  speed  of  a  gas  or  petroleum  motor  engine 
"  by  causing  the  discharge  valve  for  the  products  of  combustion  to  remain  closed 
"  when  the  normal  speed  is  exceeded  so  that  the  products  of  combustion  are 
15  "  retained  under  pressm^e  in  the  cylinder  whereby  the  admissson  valves  b  and  e 
"  for  combustible  mixture  are  also  kept  closed  and  no  fresh  charge  is  conse- 
'*  quently  admitted  either  above  the  piston  or  from  the  pump  below  until  the 
"  speed  is  again  reduced  and  the  discharge  valve  opened  substantially  as  herein 
"  d^jcribed." 

20  On  the  11th  of  September,  1885,  Letters  Patent  (No.  :10,786  of  1885)  in  this 
report  called  the  third  patent,  were  granted  to  the  said  G.  Daimler  for  an 
invention  of  "  An  improved  vehicle  propelled  by  a  gas  or  petroleum  motor 
"  engine."  The  Complete  Specification,  so  far  as  material  for  the  purposes  of 
this  report,  was  as  follows  : — 

25       "  This  invention  relates  to  an  improved  vehicle  driven  by  a  gas  or  petroleum 
"  motor  engine,  the  construction   of  which   will   be   readily   understood  on 
"  reference  to  the  accompanying  drawings  in  which  Fig.  1  shews  a  sectional 
"  side  elevation,  Fig.  2  a  cross  section.  Fig.  3  a  sectional  plan.  Fig.  4  a  sid^ 
"  elevation  to  a  small  scale  ;  Figs.  5  to  9  shew  the  same  views  of  a  modified 

30  "  arrangement  for  adapting  the  vehicle  as  a  sledge  ;  Fig.  10  shews  a  sectional 
**  elevation  of  the  motor  engine.  Fig.  11  shews  a  side  view  of  the  same.  Fig.  12 
"  shews  a  vertical  section  of  the  apparatus  for  vaporizing  petroleum. 

'*  The  vehicle  consists  of  framing  1  with  seat  2,  steering  wheel  3  and  driving 
"  wheel  4,  arranged  as  a  bicycle  as  shewn  at  Figs.  1  to  4.    The  motor  engine  5 

35  "  with  its  petroleum  reservoir  6  is  hung  as  low  as  possible  between  the  sides  of 

"  the  framing,  being  fixed  on  caoutchouc  buffers  8,  by  means  of  screw  bolts  7, 

"  so  as  to  afford  a  somewhat  elastic  connection  and  thus  prevent  as  much  as 

"  possible  the  shocks  of  the  explosions  from  being  communicated  to  the  vehicle. 

"  To  the  footboards  9  on  each  side  are  connected  spring  arms  carrying  rollers 

40  "  10  that  steady  the  vehicle  in  the  vertical  position  and  at  the  same  time  permit 

"  of  its  assuming  an  inclined  position  on  curves." 

There  were  12  claims,  among  which  were  the  following  : — 
"  1.  The  combination  of  a  vehicle  having  a  driving  and  a  steering  wheel 
"  running  on  one  and  the  same  track,  with  a  centrally  arranged  gas  or  petroleum 

45  "  motor  engine  and  its  reservoir,  the  centre  of  gravity  of  which  lies  in  the  vertical 
"  plane  of  the  wheel  track,  substantially  as  herein  described.  2.  In  a  two  wheeled 
"  vehicle  propelled  by  a  gas  or  petroleum  motor  engine  such  as  is  referred  to  in 
"  the  preceding  claim,  enclosing  the  motor  engine  by  a  casing,  which  serves  both 
"  to  protect  the  motor  engine  and  to  form  the  seat  of  the  rider,  substantially  as 

50  "  herein  described.  3.  The  method  of  heating  the  casing  to  the  motor  engine 
"  referred  to  in  the  preceding  claim  by  means  of  the  waste  or  surplus  heat  of 
*•  the  motor  engine,  and  of  using  the  heated  air  inside  the  casing  to  form  the 
"  combustible  charges  for  working  the  engine,^substantially  as  herein  described. 
"  4.  Providing  the  casing  to  the  motor  engine  with  openings  closed  by  doors  or 

55  "  flaps,  so  that  on  opening  these  the  heated  air  can  be  made  to  escape  so  as  to 
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keep  the  seat  cooled  when  required,  Bubstantially  as  herein  described.  5.  The 
QSe  in  combinatiou  with  the  vehicle  referred  to  in  the  first  claim  of  spring 
Bide  supports  with  wheels  10.  subs  tan  fially  as  herein  described.  6.  The  com- 
bination of  the  disc  12  on  the  axis  of  the  steering  handles,  disc  11  on  the 
pivot  of  the  steering  wheel,  and  helical  spring  16  whereby  the  steering  wheel  5 
is  brought  into  the  central  position  when  the  handles  are  released,  aubstantially 
as  herein  described.  8,  The  method  of  suspending  the  motor  engine  from  the 
framing  of  the  vehicle  by  means  of  springs  8  whereby  communication  of  the 
vibrations  of  the  motor  engine  (o  the  vehicle  is  more  or  less  prevented,  sab- 
stantially  as  herein  described.  9.  In  a  petroleum  vaporizing  apparatus  for  10 
motor  engines  Ihe  use  of  a  float  40  having  a  basin  51  communicating  with 
the  main  body  of  liquid  in  the  reservoir  G  only  through  a  small  hole  52,  so 
that  while  the  liquid  is  maintained  in  the  basin  at  the  same  level  as  the 
main  body,  it  is  practically  isolated  from  the  same  as  regards  heat,  the  said  float 
having  an  air  tube  41  communicating  with  the  petroleum  in  the  baain  by  per-  \h 
foratiouB  below  the  level  thereof,  substantially  as  and  for  the  purposes  herein 
set  forth." 


On  the  18th  of  June,  1889,  Letters  Patent  (No.  10,0u7  of  1889)  were  granted  (o 
the  said  G.  Dahnipr  ior  an  invention  of  "  Improvements  in  gas  and  petroleum 
"  motor  engines."  In  18'.I6,  The  Drithh  Motor  Syiuiicnle,  Ld.,  in  whom  the  2tl 
patents  were  then  vested,  commenced  an  action  against  The  BritUh  Motor 
Carriage  and  Cycle  Cumiiany,  Ld.  (the  name  of  which  company  was  subse- 
quently changed  to  The  Universal  Motor  Carriage  and  Cycle  Company,  Ld.), 
and  the  Right  Honorable  Tlie  Earl  of  Aylesford,  Christopher  N.  Baker,  Joseph 
Barker,  George  B.  Jarvis,  Edivord  S,  Lancaater,  Edwin  S.  Ludlnw,  and  25 
Edtaanl  T.  Read,  for  infringement  of  the  patents,  claiming  the  usual  relief,  and 
also  an  injunction  restraining  the  Defendants  from  trading  under  the  title  of  the 
British  Motor  Carriage  and  Cycle  Company,  Ld. 

The  claim  in  respect  of  the  Patent  No.  10,t)07  being  withdrawn  at  the  trial, 
no  further  reference  to  it  in  the  proceedings  is  made  in  this  report.  gO 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the  regis- 
tered legal  owners  of  Ihe  patents,  and  that  the  Defendants  had  infringed  and 
were  threatening  to  infringe  the  patents  in  manner  by  the  Particulars  of 
Breaches  therewith  delivered  appearing. 


u 
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The  Particulars  of  Breaches,  so  far  as  related  to  the  first,  second  and  third 
patents,  alleged  :  "  (1)  That  the  Defendants  had  infringed  the  Plaintiffs'  Letters 
"  Patent  set  out  in  the  Statement  of  Claim  by  manufacturing,  selling,  offering 
"  for  sale  and  exhibiting  motor  engines,  motor  cars,  motor  cycles,  and  other 
motor  machines  constructed  in  infringement  of  the  said  Letters  Patent ; 
(2)  In  particular,  the  Defendants  exhibited,  in  the  months  of  May,  June  and 
July,  1896,  at  the '  International  Exhibition  of  Motors  and  Horseless  Carriages,' 
*'  held  at  the  Imperial  Institute  in  the  County  of  London,  a  gas  motor  engine, 
"  called  the  *  Pygmee  Motor,'  and  a  motor  cycle  constructed  as  aforesaid,  and 

10  **  that  the  Defendants  were  manufacturing,  and  threatening  and  proposing  to 
"  manufacture,  similar  motor  engines  and  motor  cycles  ;  (3)  The  said  gas  motor 
"  engine  called  the  *  Pygmee '  motor  was  constructed  in  infringement  of  the  first 
"  and  second  claiming  clauses  of  the  Complete  Specification  of  the  Plaintiffs' 
**  Letters   Patent,   No.   9112  of  1884,  and  also  in  infringement  of  the  ninth 

15  "  claiming  clause  of  the  Complete  Specification  of  the  Plaintiffs'  said  Letters 
•*  Patent  No.  4315  of  the  year  1885  ;  (4)  That  the  said  motor  cycle  was 
"  constructed  in  infringement  of  the  1  st  and  2nd  claiming  clauses  of  the 
"  Complete  Specification  of  the  Plaintiffs'  Letters  Patent  No.  9112  of  the  year 
"  1884,  and  in  infringement  of  the  1st  claiming  clause  of  the  Complete  Specifi- 

20  "  cation  of  the  Plaintiffs'  Letters  Patent  No.  10,786  of  the  year  1885 ;  (5)  That 
**  the  Defendant  Company  had  sold  a  '  Pygmee  '  motor,  having  upon  the  makers' 
'*  plate  "  certain  words  therein  mentioned  :  **  the  said  '  Pygmee  '  motor  was  con- 
^'  structed  in  infringement  of  the  1st  and  2nd  claiming  clauses  of  the  said 
**  Patents  No.  9112  of  1884,  and  No.  4315  of  1885  ;  (6)  That  the  Defendant 

25  **  Company  had  also  sold  two  motor  bicycles  bearing  upon  the  caps  of  the  car- 
burrettors  respectively  the  numbers  471  and  484  :  the  said  motor  cycles  were 
constructed  in  infringement  of  the  1st  and  2nd  claiming  clauses  of  Groth's 
said  Specification  No.  9112  of  1884,  and  of  the  1st  claiming  clause  of  the 
"  Complete  Specification  of  the  Plaintiffs'  said  Letters  Patent  No.  10,786  of  1885  ; 

30  **  (7)  That  the  Defendant  Company  had  in  its  prospectus  threatened  to  infringe 
"  the  patents  referred  to  in  the  Statement  of  Claim  by  the  threatened  manu- 
"  facture  and  sale  of  the  various  motors  and  motor  cycles  above  described  as 
"  sold  by  them ;  (8)  that  the  Plaintiffs  were  unable  until  they  obtained  dis- 
"  CO  very  to  give  further  or  better  particulars." 

35  The  Defendants  by  their  defence — (1)  did  not  admit  the  Plaintiffs'  title  ; 
(2)  denied  infringement ;  (3)  and  alleged  that  the  patents  were,  and  each  of 
them  was,  invalid  for  the  reasons  stated  in  the  Particulars  of  Objections 
delivered  therewith.  The  Defendants,  by  their  Particulars  of  Objections,  alleged 
the  following  objections  to  the  validity  of  the  patents  : — 

40      As  to  Letters  Patent  No.  9112  of  the  year  1884  :— 

(1)  That  Lorentz  Albert  Groth  was  not  the  first  and  true  inventor.  (2)  That 
the  said  alleged  invention  was  not  new.  (3)  That  the  Specification  of  the 
said  Letters  Patent  disclosed  nothing  that  required  invention,  or  that  was  the 
proper  subject-matter  for  the  grant  of  Letters  Patent  having  regard  to  the  state 

45  of  public  knowledge.  (4)  That  the  said  alleged  invention  made  no  useful 
addition  to  the  stock  of  public  knowledge.  (5)  The  alleged  invention  described 
in  the  Complete  Specification  was  a  different  invention  from  that  described  in 
the  Provisional  Specification,  in  that  the  regulating  of  the  temperature  of  the 
exploding  chamber  by  heat  from  the  outside,  claimed  by  the  Complete  Specifica- 
50  tion,  was  not  mentioned  in  the  Provisional  Specification  as  being  any  part  of  the 
said  allegea  invention.  (6)  That  the  said  alleged  invention  as  claimed  differed 
from  the  invention  descr  bed  in  the  Provisional  and  Complete  Specifications,  inas- 
much as  the  priming  or  igniting  cap/  was,  according  to  the  description  contained 
in  both  the  Provisional  and  Complete  Specifications  to  be  used  and  brought  into 
55  work  only  at  the  beginning  of  the  working  of  the  engine,  when  the  sides  of 
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che  cylinder  c  were  quite  cold,  whereas  in  the  first  claim  it  is  claimed  as  being 
used  throughout  the  time  when  the  engine  was  working.  (7)  That  the  said 
alleged  invention  was  not  sufficiently  described  in  the  Complete  Specification, 
inasmuch  as  an  engine  constructed  according  to  the  description  therein  given 
would  not  work.  (8)  That  having  regard  to  the  state  of  public  knowledge  5 
existing  at  the  date  of  the  said  Letters  Patent  with  regard  to  ignition  or  priming 
caps,  there  was  no  novelty  in  the  use  of  the  priming  cap/  for  the  purposes  and 
in  the  manner  described  in  the  specification  to  the  said  Letters  Patent.  (9)  That 
the  said  alleged  invention  was,  previously  to  the  date  of  the  said  Letters  Patent, 
published  within  this  realm  in  the  following  manner  : — (1)  By  the  Specification  10 
of  Siemens,  No.  2074  of  1860,  lines  6  to  10  and  lines  :i7  to  41,  and  figs.  4  and  6 
were  relied  on.  (2)  By  the  Specification  of  Neirton,  No.  562  of  1855,  the  whole 
Specification  was  relied  on.  (3)  By  the  Specification  of  Foulis,  No.  4843  of 
1878,  from  page  4,  line  51,  to  page  5,  line  7,  and  fig.  4  were  relied  on.  (4)  By  the 
Specification  of  Atkinson,  No.  3213  of  1879,  page  5,  lines  42  to  55  and  fig.  1  15 
were  relied  on.  (5)  By  the  Specification  of  Crossley,  No.  4489  of  1882,  the 
whole  Specification  was  relied  on. 

As  to  Letters  Patent  No.  4315  of  the  year  1885  : — 

(1)  That  Qottlieh  Daimler  was  not  the  first  and  true  inventor.  (2)  That 
the  said  alleged  invention  was  not  new.  (3)  That  the  said  alleged  invention  20 
made  no  useful  addition  to  the  stock  of  public  knowledge.  (4)  That  the  said 
alleged  invention  was,  previously  to  the  date  of  the  said  Letters  Patent, 
published  within  this  realm  in  the  following  manner  : — (1)  As  to  claim  5  by  the 
Provisional  Specification  of  Foulis,  No.  4630  of  1878,  the  whole  was  relied  on. 
(2)  As  to  claim  9  by  the  Specification  of  Beechey,  No.  4270  of  1880,  from  page  4,  25 
line  55,  to  page  5,  line  43,  and  figs.  3,  4  and  5  were  relied  on.  (3)  As  to  claim 
11  by  the  Provisional  Specification  of  Alexander,  No.  3905  of  1879,  the  whole 
was  relied  on. 

As  to  Lettei-s  Patent  No.  10,786  of  1885  :— 

(1)  That  Gottlieb  Daiynler  was  not  the  first  and  true  inventor.    (2)  That  the  30 
said  alleged  invention   was  not  new.     (3)  That  the  Specification  to  the  said 
Letters  Patent,  so  far  as  it  is  described  the  inventions  claimed  in  the  1st,  2nd,  3rd, 
4th  and  8th  claims  thereof,  disclosed  nothing  that  required  invention  or  that  was 
the  proper  subject-matter  for  the  grant  of  Letters  Patent.     (4)  That  the  said 
alleged  invention  made  no  useful  addition  to  the  stock  of  public  knowledge.  35 
(5)  That  the  said  alleged  invention  was  previously  to  the  date  of  the  said  Letters 
Patent  published  within  this  realm  in  the  following  manner  : — (i.)  As  to  claim  5 
by  the  Provisional  Specification  of  Pain,  No.  2270  of  1870,   the  whole  was 
relied  on  ;  by  the  Specification  of  Hodgkinsoyi,  No.  1256  of  1880,  page  2,  line  27, 
to  page  3,  line  (5,  and  figs.  1  to  4,  9  and  13  to  16  were  relied  on  ;  by  the  Specifi-  40 
cation  of  Kay,  No.  16,406  of  1884,  page  1,  line  15,  to  page  2,  line  8,  and  figs.  1  to 
5  were  relied  on  ;  by  the  Specification  of    Warman,  No.  8650  of  1885,  page  3, 
line  17,  to  page  4,  line  7,  and  page  5,  lines  9  tO'  20,  and  all  the  figures  were 
relied  on.    (ii.)  As  to  Claim  6  by  the  Specification  of  Griffitlis,  No.  15  of  1885, 
figs.   10  and  11  and   the   letterpress  relating  thereto  were  relied  on  ;  by  the  45 
Provisional  Specification  of  Field  and  Badger,  No.  363  of  1870,  page  1,  line 
17,  to  page  2,  line  8,  was  relied  on.     (iii.)  As  to  Claim  9  by  the  Specification 
of  Harrismi  and  Harrison,  No.  1679  of  1872,  page  8,  lines  1  to  25,  and  fig.  8 
were  relied  on  ;  by  the  Specification  of  Trotman,  No.  2874  of  1880,  the  whole 
was  relied  on.     (iv.)  As  to  Claim  12  by  the  Specification  of  Bolton  and  others,  5p 
No.  3316  of  1867,  page  2,  lines  22  to  27  were  relied  on  ;  by  the  Specification  of 
Edmonds,  No.  2816  of  1880,  page  7,  lines  41  to  44,  and  page  8,  lines  12  to  15, 
figs.  1  and  4  were  relied  on. 

The  action  was  tried  before  STIRLING,  J. 

Moultony    Q.C.,    Bousfield,   Q.C.,   A.  /.    Walter,  and   /.   A.   S.  Bucknill  55 
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(instructed  by  Steadman  and  Van  Praagh)  appeared  for  the  Plaintiflfe ; 
A.  B.  Shaiv  and  A,  Paget  (instructed  by  Limhrey  Higgs^  and  Co.)  appeared 
for  the  Defendants. 
Moulton^  Q.C.,  opened  the  Plaintiffs'  case. — This  action  is  brought  for 
5  infringement  of  four  patents  relating  to  motor  cars,  but  of  these  No.  10,007  of 
1889  may  be  taken  as  struck  out,  as  ^ve  do  not  now  claim  that  it  was  infringed. 
The  first  patent  has  expired  since  the  commencement  of  the  action,  but,  of 
course,  the  right  to  damages  is  not  aJTected  by  that.  The),  first  patent  relates  to 
gas  engines  of  the  Otto  type,  in  which  there  is  an  explosion  every  alternate 

10  stroke.  The  cycle  is  this  ;  starting  after  the  explosion,  the  piston  is  driven  out  and 
when  it  comes  to  the  end  of  the  stroke  it  opens  the  exhaust  valve.  The  gas  being 
under  pressure  escapes  and  leaves  the  cylinder  full  of  the  products  of  combustion 
at  the  atmospheric  pressure  or  nearly  so  ;  the  piston  then  returns,  driving  before 
it  the  products  of  combustion.     It  then  starts  forward  again,  by  the  impetus  of 

15  the  flywheel  creating  a  suction,  which  draws  in  the  charge ;  the  piston  then, 
on  coming  back,  all  the  valves  being  shut,  compresses  the  charge,  which  is  a 
mixture  of  gas  and  air,  and  which  is  to  give  the  next  explosion.  Then  the 
cycle  is  recommenced.  When  you  raise  gas  at  a  certain  temperature  to  a 
higher  temperature  the  increase  of  pressure  is  independent  of  whether  the  gas 

20  was  at  first  compressed  or  not.  If  you  double  or  treble  the  temperature  you 
double  or  treble  the  pressure.  It  is  therefore  of  advantage  to  start  with  air  and 
gas  under  compression  at  the  moment  of  explosion.  The  cylinder  must  there- 
fore be  closed  at  this  time,  and  a  difficulty  arose  as  to'  obtaining  ignition.  In 
some  engines  'it  was  obtained  electrically.     Otto  devised  a  gas  slide  by  which  a 

25  small  quantity  of  ignited  gas  was  carried  by  the  slide  at  the  right  moment 
opposite  to  a  hole  which  led  into  the  cylinder.  This  held  the  field  for  some 
years,  but  was  liable  to  get  out  of  order.  Then  there  were  a  number  of  devices 
with  timing  valves  (that  is  something  opening  at  the  right  moment),  a 
connection   between    the    cylinder  and   a   chamber  having  a   light  in  it,  but 

30  they  were  not  very  successful.  Dai?nler  in  the  first  patent  made  an  advance 
which  has  driven  out  the  gas  slide  and  the  substitutes  for  it.  It  requires  a 
lower  temperature  to  ignite  gas  under  compression  than  it  would  if  the  gas 
were  not  compressed,  and  Daimler  took  advantage  of  this.  The  heat  of  the  cap 
or  ignition  tube /can  be  adjusted,  so  that  at  the  moment  of  greatest  compression 

35  it  is  hot  enough  to  set  fire  to  the  mixture.  Ignition  is  thus  obtained,  without 
any  access  of  flame  to  the  mixture,  as  soon  as  compression  is  complete,  and 
not  until  then.  This  was  a  great  simplification  and  is  of  great  value,  especially 
for  motoi*s.  [The  Complete  Specification  was  then  read  and  explained.]  After 
the  engine  had  been  running  for  a  time,  it  might  be  that  there  was  heat  enough 

40  without  the  gas  flame,  and  it  could  be  turned  out.  The  invention  is  the 
substitution  of  an  ignition  tube  having  no  apparatus  for  cutting  it  off  at  any 
period  from  the  cylinder.  There  are  two  classes  in  the  anticipations  alleged. 
The  first  class  relates  to  an  old  species  of  engines  called  flame  engines.  In  these 
anticipations  there  is  ignition  by  heated  tubes,  but  not  ignition  by  the  combined 
45  effect  of  compression  and  temperature.  The  other  class  of  anticipations  consists 
of  those  in  which  there  is  a  timing  mechanism,  which  really  goes  back  to  the 
Otto  gas  slide.  Daimler'^s  invention  got  rid  of  time  mechanism.  Then  as  to 
the  second  patent,  it  is  the  ninth  claim  which  we  allege  to  be  infringed.  It 
is  a  device  for  regulating  gas  engines.  They  are  more  difficult  to  regulate 
50  than  steam  engines.  Although  other  methods  have  been  tried,  practically  the 
regulation  of  gas  engines  depends  on  the  method  of  missing  strokes,  and  not  of 
graduating  the  effect  of  the  strokes.  If  the  engine  goes  too  fast,  the  governor 
makes  it  miss  a  stroke.  One  way  is  that  the  governor  makes  that  which  opens 
the  gas  valve  to  miss.  These  are  called  hit  and  miss  regulators.  As  the  supply  of 
55  motive  power  is  cut  off,  the  engine  gradually  decreases  in  speed,  until  it  begins 
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again  to  open  the  gas  valve.  Daimler  conceived  the  idea  of  indirectly  aflPecting 
the  inlet  valve  through  the  exhaust  valve.  He  had  a  device  which  locked  the 
exhaust  valve  when  the  engine  went  too  fast.  The  result  was  that  the  products 
of  combustion  could  not  escape  ;  there  was  a  pressure  in  the  cylinder,  and  so 
no  suction,  so  that  a  stroke  was  missed.  Claim  9  is  not  confined  to  a  particular  5 
method  of  locking  the  exhaust  valve.    There  is  really  no  anticipation  of  this. 

The  third  patent  relates  to  a  motor  bicycle.  Daimler  was  the  first  to  conceive 
the  idea,  and  his  machhie  is  very  practical.  It  is  the  first  claim  which  we  allege 
to  be  infringed.  We  shall  show  it  was  novel  to  fit  a  motor  in  any  way  to  a 
bicycle,  and  that  all  motors  fitted  to  bicycles  must  be  fitted  in  this  way.  There  10 
may  be  a  question  as  to  subject-matter.  The  Objections  are  chiefly  to  the  fifth 
claim,  but  this  claim  is  for  the  use  in  combination  with  the  vehicle  referred  to  in 
the  first  claim. 

As  to  infringement,  the  Defendants  have  the  ignition  tube.  They  have  a 
chamber  always  open  to  the  cylinder,  with  no  timing  valve,  and  ignition  is  due  15 
to  the  effect  of  the  compression.  Then  they  have  an  engine  centrally  arranged 
with  reference  to  the  bicycle,  and  thus  infringe  the  third  patent.  [Exhibit  J.  1. 2 
was  then  explained.]  Besides  the  Pygmee  motor  (J.  I.  1)  is  an  infringement 
of  the  first  and  second  patents.  It  has  an  ignition  tube,  and  it  has  a  regulator 
which  controls  it  by  locking  the  exhaust.  They,  however,  lock  it  open  instead  20 
of  shut,  but  prevent  suction  because  it  is  kept  open  to  the  atmosphere.  The 
question  raised  is  somewhat  similar  to  that  in  Presto  Gear  Case  Ac,  Company^ 
Ld.  V.  Simplex  Gear  Case  Company^  Ld.*  Daimler  was  the  first  to  control 
the  inlet  by  management  of  the  exhaust  valve. 

The  following  witnesses  were  called  for  the  Plaintiffs,  Messrs.  John  Imray^  25 
A.  J.  Boult^  H.  L.  Lawsoriy  and  W,  W.  Beaumont. 

A.  B.  Shaw  opened  the  Defendants'  case. — The  first  patent  is  not  for  an  in- 
vention of  an  ignition  tube,  it  was  for  an  invention  for  getting  rid  of  any 
external  source  of  heat  in  the  bulk  of  the  running.     The  ignition  tube  was 
merely  to  meet  the  difficulty   of  starting.     In  our  tube  we  owe  nothing  to  30 
Daimler  but  only  to  Crossleyy^  who  shows  that  a  timing  device  need  not  be 
used,  but  you  can  mask  by  the  spent  gases.    The  fact  that  a  different  result  in 
the  moment  of  explosion  is  got  as  the  flame  is  brought  up  or  down  the  tube  is 
due  to  the  masking  effect,  which  Crossley  disclosed.    The  ignition  spot  must 
be  carefully  regulated.    In  the  Pygmee  engine  it  is  done  by  the  masking  action.  35 
The  admissions  to  the  effect  that  the  shape  of  Daimler^s  ignition  tube  is  im- 
material shows  that  he  did  not  depend  on  masking.     Then  the  Defeadants' 
evidence  will  show  that  there  is  not  enough  in  the  first  patent  to  make  it  work. 
There  is  no  utility.    No  engine  on  the  Groth  principle  has  been  produced.    We 
do  not  infringe  the  second  patent.  Infringement  of  Claim  9  only  is  now  alleged.  40 
Against  Claim  9  we  put  in  Beechey's  Specification.     The  broad  interpretation  of 
Claim  9  contended  for  cannot  be  given  to  it.     Claim  9  is  anticipated,  and  Claim 
11  is  Alexander.  As  to  the  third  patent,  if  the  matter  turns  on  the  relative  position 
of  the  parts,  then  our  arrangement  is  different.     The  position  of  the  cylinder 
relatively  to  the  oil  reservoir  is  quite  different.     The  patent  is  bad  in  its  present  45 
form  for  want  of  subject-matter. 

The  following  witnesses  were  called  for  the  Defendants,  Messrs.  J.  Swin- 
burne and  A.  G.  New. 

Shaw  summed  up  the  Defendants'  case. — As  to  the  third  patent,  everything 
turns  on  the  construction  of  Claim  1.    I  submit  that  the  broad  construction  is  50 


•  lo  E.P.0. 635. 

t  The  material  part  of  Orossley's  Specification  will  be  found  in  the  judgment  of  the  leame4. 
judge. 
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the  true  one,  namely,  that  it  is  a  claim  for  any  motor-bicycle  that  has  its  engine 
in  the  middle.  It  is  not  a  claim  for  a  bicycle  with  the  parts,  such  as  the  engine 
and  reservoir,  arranged  relatively  substantially  as  described.  It  is  the  com- 
bination that  is  substantially  as  described,  and  the  combination  is  a  bicycle  with 
5  an  engine.  So  construed  the  patent  is  bad.  The  fact  that  this  has  never  been 
done  before  is  not  sufficient ;  th6  obvious  way  of  doing  it  is  to  put  the  engine  at  the 
centre.  If  a  narrow  construction  be  adopted,  then  the  Defendants,  having 
the  cylinder  on  the  top  sloping  sideways  and  the  reservoir  at  the  bottom,  do 
not  infringe.    Also  Claims  2,  3,  4,  and  8  have  no  subject-matter.    Also  there  is 

10  no  subject-matter  in  enclosing  the  machinery  in  casing.  There  must  be  some 
difficulty  to  be  overcome.  The  same  arguments  apply  to  Claim  3.  It  stands  or 
falls  with  Claim  2.  Claim  4  is  absolutely  ridiculous.  It  is  not  a  claim  for 
keeping  the  motor,  but  for  keeping  the  seat,  cool.  Two  anticipations  of  Claim  5 
have  been  referred  to.     It  is  said  that  it  is  only  claimed  for  a  motor  bicycle, 

15  and  that  no  one  had  done  it  before.  But  it  is  claimed  for  all  bicycles.  Kay  is  an 
anticipation.  Even  if  only  claimed  for  motor  bicycles,  Claim  5  is  bad,  for  the 
thing  was  old  for  a  bicycle.  It  is  anticipated  by  Kay.  Anticipations  to  Claims  6 
and  9  have  been  proved.  Oriffiths  {see  Claims  10  and  11)  anticipates  Claim  6. 
Claim  8  is  old,  every  engine  has  the  springs,  there  is  nothing  in  the  difference 

20  of  material.  As  regards  this  patent,  it  is  invalid,  and  in  any  case  there  is  no 
infringement  unless  the  first  claim  is  construed  so  broadly  as  to  make  it  bad. 

As  to  the  second  patent,  if  Claim  9  is  put  broadly,  namely,  that  it  was  new 
to  govern  by  the  exhaust,  Beechey  is  an  answer.  Beechey  has  a  shaft  with  cams 
of  three  different  sizes,  Daimler  has  what  is  the  same  as  two  cams.    Beechey 

25  does  not  prevent  the  valve  opening,  but  does  prevent  fresh  gas  j)ro  tanto 
coming  in.  So  far  as  the  mechanism  is  concerned,  Daimler  only  cut  out  two 
intermediate  steps  of  Beechey ;  that  is  not  subject-matter.  Daimler  was  not 
the  first  to  operate  the  exhaust  for  the  purpose  of  reducing  the  charge.  The 
Defendants  have  a  cam-shaft  which  operates  from  completely  closed  to  com- 

30  pletely  open;  they  have  a  clutch  which  catches  hold  of  the  valve-stem  and 
holds  the  valve  open.  Also  as  regards  effect,  theirs  is  different.  The  Defendants 
do  not  prevent  the  admission  of  a  fresh  charge  by  keeping  the  products  of 
combustion  under  pressure  in  the  cylinder.  The  exhaust  valve  is  open  and 
they  get  no  fresh  charge,  because  they  take  in  and  blow  out  the  atmosphere. 

35  That  is  an  answer  on  infringement.  We  also  attack  Claim  11.  We  cite  Alexander 
against  that  claim.  There  is  not  sufficient  subject-matter  left  for  so  broad  a 
claim.  Coming  to  the  first  patent,  there  are  three  points.  First,  it  is  difficult 
to  find  out  what  the  invention  is  ;  there  are  differences  between  the  Provisional 
and  Complete  Specifications,  which,  if  not  amounting  to  disconf ormity,  leave  it 

40  doubtful  what  it  was  that  the  patentee  communicated  to  the  public  :  secondly, 
the  Specification  does  not  disclose  enough  to  enable  a  competent  engineer  to 
make  an  engine  that  will  work :  there  is  the  question  of  utility,  but  we  rely 
mainly  on  this  as  want  of  description  :  thirdly,  there  is  no  infringement.  As  to 
the  first  point,  the  ignition  tube  was  not  the  main  part  of  Daimler^s  invention, 

45  which  was  for  getting  the  explosion  by  spontaneous  ignition  due  to  two 
factors — one,  the  heat  of  the  walls,  and  one,  the  heat  and  sensitiveness  of  the 
mixture  due  to  compression.  At  starting  he  says  that  you  muse  get  your  heated 
walls  in  another  way.  In  the  Specification  "the  chamber"  means  c  without/, 
which  is  not   a  part  of  but  an  addition  to  c,    /  is  a  priming  cap  and  not  an 

50  ignition  tube.  The  operations  in  /  are  intended  to  be  those  of  a  model  of  c. 
The  modem  ignition  tube  works  in  a  different  way.  If  you  read  the 
Specifications,  Provisional  and  Complete,  you  are  left  in  doubt  what  to  do 
to  make  the  engine  work.  In  the  description  of  the  invention  there  is  no 
suggestion  that  ignition  is  to  be  effected  by  /  throughout,  and  Claim  1,  however 

55  construed,  does  not  suggest  that.    If  the  latter  part  of  Claim  1  is  regulating^ 
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the  patentee  did  not  think  it  needed  anything  but  automatic  regulation.  Then 
we  submit  that  this  would  not  work  with  the  knowledge  of  1884.  The  patentee 
thotight  that  he  could  dispense  with  masking  by  spent  gas  or  by  time-sliding  or 
in  any  other  way.  He  thought  that  you  could  keep  an  explosive  mixture  in 
continuous  communication  with  the  heated  surface  during  the  compression-  5 
stroke,  and  could  get  the  firing  merely  with  the  sensitiveness  of  the  mixtures. 
That  will  not  work.  No  engine  has  been  made  simply  on  the  Groth  principle, 
and  Daimler  in  his  Specification  of  1885  departed  from  it.  Then  as  to  infringe- 
ment, and  first  as  to  Claim  1,  the  Defendants  do  not  regulate  as  there  described, 
but  our  main  defence  is  that  we  do  not  explode  in  c  but  in  /;  also  we  rely  on  10 
the  words  "  substantially  as  described."  For  our  defence  to  Claim  2,  we  say 
that  the  Defendants,  having  a  masking  action  by  means  of  cushioning,  it  is 
immaterial  how  high  the  temperature  goes  in  the  Defendants'  engine,  provided 
that  the  ignition  spot  is  not  shifted,  but  the  temperature  must  not  be  too  low. 
Crossley  disclosed  the  principle  of  masking  by  the  spent  gas.  There  is  no  hint  15 
of  it  in  Groth^  his  merit  is  alleged  to  be  that  the  mixture  is  in  continuous 
communication  with  the  hot  sides,  but  the  Defendants  bring  the  mixture  at  the 
right  moment  to  a  part  of  the  tube  which  will  explode  it. 

Moulton,  Q.C.,  in  reply. — Taking  the  first  patent,  Daimler  was  the  first  to 
show  an  explosion  engine  working  automatically  without  any  timing  arrange-  20 
ment — timing  itself  as  it  were.  It  is  now  common  ground  that  this  had  not 
been  done  before.  Foidis  and  AtldnHon  were  flame  engines.  It  is  said  that 
CroHsley  made  the  discovery  that  you  could  do  without  a  timing  device,  but  he 
had  an  elaborate  one.  Daimler  showed  that  you  could  start  an  engine  with  a 
closed  cylinder  by  having  what  is  a  model  of  his  cylinder  projecting  out  and  25 
heated  externally.  Daimler  thought  a  time  came  when  that  precaution  need  not  be 
taken.  That  is  how  the  majority  of  these  engines  are  now  worked  ;  they  are 
started  by  heating  a  projecting  tube  without  a  timing  device  ;  the  stroke  of  the 
piston  arriving  at  the  proper  compression  causes  the  ignition.  Groth  told 
people  to  have  the  tube  projecting  from  the  cylinder  and  open  to  it.  A  dis-  30 
tinction  is  taken  that  in  the  course  of  development  they  have  taken  to  use  tubes 
longer  in  proportion  to  their  diameter  than  is  shown  by  Groth.  There  is  no 
action  stated  to  take  place  in  the  Defendants'  tubes  which  must  not  to  some 
extent  have  taken  place  in  Groth's.  Cushioning  action  must  to  some  extent 
take  place  in/.  G  roth's  idea  was  that /was  hot  enough  to  light  what  was  in  it  35 
at  the  time  of  greatest  compression.  Whether  you  have  a  long  or  short  tube 
one-quarter  will  be  filled  by  what  was  in /at  first,  and  the  last  three-quarters 
by  the  same  as  what  is  in  the  cylinder.  In  GrotKs  the  flame  goes  right  to  the 
entrance  of  the  cylinder,  and  that  is  the  proper  method.  Neither  the  position 
of  /  or  its  length  is  material.  It  is  suggested  that  because  the  relative  importance  40 
of  two  things,  both  of  which  are  in  GroilCs^  are  changed,  the  Defendants  are 
outside  it.  Unmasking  takes  place  in  the  Defendants'  tubes  when  the  com- 
pression is  1  to  2,  but  \^Q  compression  goes  on  to  1  to  4.  According  to  their 
case  ignition  ought  to  take  place  at  the  moment  of  unmasking ;  but  it  only 
occurs  when  the  right  compression  is  reached.  Infringement  is  indisputable  so  45 
far  as  the  starting  of  the  engine  is  concerned.  Then  as  to  the  working,  no 
doubt  that  Daimler  saw  his  way  to  a  greater  degree  of  freedom  than  it  has  been 
found  useful  to  take.  But,  as  a  matter  of  fact,  the  heated  sides  of  the  com- 
bustion chamber  are  used,  for  instance,  in  the  Ho^^nshy-Ackroyd  engine  ;  they 
are  the  cause  of  regular  working.  But  Daimler  saw  that  there  would  be  times,  50 
as  for  instance  at  starting,  when  their  heat  would  not  be  sufficient ;  so  his  device 
is  to  have  one  part  of  the  chamber  under  control  and  independent  of  the 
condition  of  the  engine.  He  says  how  you  may  start  and  how  you  may  work. 
They  postpone  the  latter  and  keep  the  engine  by  cooling  in  a  starting  condition. 
Supposing  that  after  starting  the  flame  was  turned  out  and  it  was  found  that  the  55 
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engine  stopped,  there  is  still  the  means  of  keeping  it  going.  There  would  be 
no  utter  lack  of  utility.  Where  there  is  great,  utility  in  one  claim,  very  little 
utility  in  the  other  claims  will  support  the  patent  ^Otto  v.  Linford^  (46 
L.T.N.S.,  35)  was  referred  to].  But  he  does  contemplate  working  with  the  cap, 
5  the  first  claim  shows  he  meant  to  regulate  by  the  heat  of  the  cap.  Anyone  would 
know  that  the  flame  might  be  kept  alight  if  the  engine  would  not  go  without  it. 
The  evidence  shows  that  Oroth  will  work.  [The  Specification  was  then  read  to 
show  that  it  contained  the  invention  clearly  and  fully  stated.]  As  to  the  second 
patent,  there  is  no  anticipation.    BeecJipy  has  not  the  Otto  cycle,  he  had  an 

10  explosion  each  time ;  to  have  that  there  must  be  a  separate  pump,  and  a  com- 
pressed charge  must  be  driven  into  the  cylinder.  He  does  this  by  a  sliding 
valve.  He  has  a  cam  whereby  he  can  have  more  or  less  of  the  products  of 
combustion  in  by  preventing  them  going  out  of  the  exhaust.  It  is  said  that  if 
he  had  an  extra  cam  and  let  no  products  out,  his  device  would  have  been 

15  Daimler^s,  But  that  would  be  contrary  to  his  idea,  and  it  would  not  work.  To 
carry  out  that  suggestion  the  machine  w^ould  have  to  be  re-organised.  As  for 
Alexander^  that  would  not  work.  The  substantial  question  on  this  patent  is 
infringement.  Daimler  was  the  first  to  affect  an  inlet  valve  by  managing  the 
exhaust  valve  ;  he  did  it  by  taking  care  that  there  was  not  a  suction,  that  there 

20  should  not  be  in  the  cylinder  pressure  less  than  the  atmosphere.  It  does  not 
matter  whether  you  do  that  by  keeping  the  products  of  combustion  in  or  by 
throwing  open  the  cylinder  during  the  whole  time.  One  is  the  mechanical 
equivalent  for  the  other.  This  case  comes  under  the  principle  of  Procter 
v.  Bennis  (4  R.P.C.  333)  rather  than  that  of  Curtis  v.  Piatt  (L.R.  3,  Ch. 

25  D.  135).  Ours  was  a  new  departure.  On  the  third  patent  there  arises  the 
question,  what  are  the  rights  of  a  man  who  starts  a  whollj^  new  thing.  The 
attacks  by  anticipation  come  to  nothing.  The  question  is  really  one  of  subject- 
matter.  Daimler  was  the  first  to  apply  an  engine  to  a  bicycle.  There  is  no 
question  of  novelty,  and  invention  was  required.     The  claims  after  Claim  1  are 

30  subsidiary  and  relate  to  what  is  there  claimed.  Everything  really  turns  on  the 
first  claim.     (British  Dynamite  Co,  v.  Krehs^  13  R.P.C.  190,  was  referred  to.) 

After  the  conclusion  of  the  arguments,  Mr.  Swinburne  wrs  re-called  to  explain 
the  meaning  of  certain  answers,  and  subsequently  the  experiments  referred  to 
in  the  judgment  were  made  and  shewn. 

35       Judgment  was  reserved,  and  delivered  on  the  12th  of  January,  1899. 

Stirling,  J. — This  is  an  action  for  the  infringement  of  no  fewer  than 
four  patents,  namely.  No.  9112  of  1884,  granted  to  one  Oroth  ;  No.  4315  of  1885, 
granted  to  one  Daimler,  No.  10,786  of  1885,  granted  to  the  same  Daimler,  and 
No.  10,007  of  1889,  granted  again  to  Daimler.    The  first  of  the  patents,  although 

40  granted  to  Oroth  is  in  reality  also  an  invention  of  Daimle^^^s,  being  a  communica- 
tion from  him  from  abroad.     At  the  trial  the  action  so  far  as  related  to  the  last 
patent  was  given  up,  and  the  others  I  have  now  to  deal  with,  and  I  proceed  to 
do  BO  in  the  order  1  have  mentioned. 
No.  9112  of  1884  is  a  patent  for  improvements  in  gas  or  oil  motors.     The 

45   motors  to  which  the  process  applies  are  those  commonly  known  as  the  Otto 
type  in  which  the  motive  power  is  derived  from  the  explosion  by  iguition  of  a 
mixture  of  air  and  gas  or  oil  vapour.    This  explosion  takes  place  in  a  cylinder 
in  which  a  piston  works,  so  as  to  perform  a  cycle  of  operations  in  two  out- 
strokes  and  two  in-strokes.     The  first  out-stroke  takes  place  as  the  result  of  the 

50  explosion,  and  during  it  the  piston  communicates  motive  power  to  the  crank 
shaft  of  the  engine.  During  the  first  in-stroke  which  succeeds  the  first  out- 
stroke,  the  cylinder  is  placed  by  a  mechanical  device  in  free  communication 
with  the  external  atmosphere  into  which  the  piston,  as  it  returns  to  its  first 
^position,  drives  the  products  of  conibustion,  which  are  the  result  of  the  ignition, 
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During  the  second  ont-stroke,  the  communication  of  the  cylinder  with  the 
external  air  is  closed,  but  that  with  the  reservoir  of  gas  is  open,  and  a  mix- 
ture of  gas  and  air  rushes  into  the  cylinder.    During  the  second  in-stroke  this 
mixture  undergoes  compression,  and   is   ignited   as  nearly  as  possible  at  the 
moment  when  this  compression  reaches  the  maximum.      Down  to  1884,  the  5 
date  of  the  patent,  this  ignition  was  brought  about  by  the  application  at  the 
proper  moment  of  some  external  source  of  heat,  either  electricity,  or  a  flame,  or 
a  heated  body.     In  general,  the  Otto  machines  were  provided  with  a  sliding 
pocket,  carrying  a  gas  flame  which  at  the  right  moment  was  brought  in 
front  of  a  small  hole  in  the  base  of  the  cylinder,  and  so  ignited  its  contents.  10 
It    was    essential  to  the  proper  working  of  the  machine  that  the  ignition 
should  be  effected,  as  I  have  said,    as    nearly   as   possible    at   the    instant 
when  the  gas   in    the    cylinder    was    most     compressed,    and    for    this  pur- 
pose,  various    mechanical    devices,    carefully    timed    to  come  into  operation 
at  the  proper  moment,  were  made  use  of.    The  object  of  the  patentee  seems  to   Ift 
have  been  to  get  rid  of  all  these  mechanical  devices  which,  notwithstanding 
their  ingenious  nature,  were  very  liable  to  get  out  of  order.     For  this  purpose 
he  proposed  to  avail  himself  of  the  heat  generated  by  the  rapid  compression 
of  gaseous  bodies  which  has  long  been  known  to  be  sufficient  to  cause  ignition. 
The  Complete  Specification  deals  with  the  matter  thus  : — "  These  improvements  20 
"  in  gas  and  oil  motive  power  engines  consist  in  pressing  quickly  a  mixture  of 
"  air  and  gas  or  oil  vapours  into  a  closed  hot  chamber  by  means  of  the  working 
'*  piston  until  the  said  mixture  is  ignited  by  the  combined  action  of  the  com- 
^^  pression  and  the  heat  of  the  walls  of  the  chamber,  the  expansion  resulting 
"  from  the  explosion  or  sudden  combustion  of  the  mixture  being  employed  as  25 
"  driving  power.    According  to  this  invention,  the  motion  of  the  crank  is  used 
"  for  effecting  the  ignition."     He  then,  in  the  next  paragraph,  describes  the  mode 
in  which  the  piston  works  in  the  way  which  I  have  just  explained.     I  need 
not  read  that.     He  then  continues  :  "  After  some  repetitions  of  this  motion,  the 
"  sides  of  the  space  and  the  bottom  of  the  piston  obtain  a  normal  heightened  30 
"  temperature  in  which  the  mixture  regularly  ignites  in  or  round  the  dead 
"  point  of  the  length  of  the  piston  stroke  in  the  inmost  position  of  the  piston 
"  in  consequence  of  the  compression  according  to  the  principle  derived  from 
"  experience  that  combustible   mixtures  which,  under  the  pressure  of    the 
"  atmosphere,  would  either  not  at  all  or  only  slowly  burn,  do,  by  vigorous  35 
'*  compression,  quickly  burn  and  even  explode."     By  the  claiming  part  based 
on  this  he  says,  "  In  gas  motors  in  which  only  one  impulse  is  given  for  each 
"  two  strokes  of  the  working  piston,  the  effecting  of  the  automatic  ignition  of 
"  the  combustible  mixture  at  each  second  stroke  by  the  compression  against 
"  the  hot  sides  of  the  combustion  chamber  by  means  of  the  movement  of  the  40 
"  crank  of  the  working  piston,  and  the  regulation  of  the  ignition  at  the  exact 
"  moment  in  relation  to  the  dead  point  by  the  cock  s  which  admits  more  or  less 
"  combustible  mixture  for  the  explosion  charge,  or  by  the  cock  t  which  regulates 
"  the  heat  of  the  igniting  cap  /  substantially  as  hereinbefore  described  and  illus- 
"  trated  in  the  drawings."    The  passage  from  the  Specification,  as  distinguished  45 
from  the  claim  which  I  have  read,  describes  a  mode  of  working  the  engine  when 
what  is  termed  the  normal  heightened  temperature  has  been  attained,  but  down 
to  this  point  the  patentee  has  not  shown  how  a  cold  cylinder  is  to  be  brought 
to  that  state.    He  points  this  out  in  the  passage  of  the  Specification  which 
follows  that  which  I  have  read,  ^'  That  the  mixture  may  also  explode  at  the  50 
*^  beginning  of  the  working  when  the  sides  of  the  space  are  quite  cold  a  metallic 
'*  priming  cap  /  the  interior  of  which  is  in  continuous  open  communication 
"  with  the  space  of  combustion  is  by  means  of  a  flame  from  without  so  heated 
^*  that  ignition  takes  place  from  the  heated  sides  of  the  priming  cap."    Then 
hj  the  claiming  part  in  reference  to  this  he  claims,  ^'  The  use  o(  the  priming  55 
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**  cap /for  effecting  the  ignition  when  the  sides  of  the  chamber  are  quite  cold, 
**  substantially  as  hereinbefore  described  and  illustrated  in  the  drawings." 
Reading  this  Specification  on  the  whole  it  seems  to  me  that  the  invention  there 
.  described  may  shortly  be  stated  thus  : — ^to  remove  from  the  Otto  engine  as  it 
5  existed  at  the  date  of  the  patent  the  timing  apparatus  by  means  of  which 
ignition  was  effected  ;  to  add  a  priming  cap  exposed  to  a  gas  flame,  and  to 
provide  means  of  regulation  by  two  cocks,  one  admitting  more  or  less  com* 
bustible  material  for  explosion,  and  the  other  regulating  the  heat  of  the 
igniting  cap. 

10  It  is  remarkable  that  at  the  trial  no  evidence  was  given  of  any  engine 
made  exactly  on  these  lines  ever  having  been  brought  into  practical  ifte< 
The  explanation  of  this  was  said  to  be  that  since  1884  very  rapid  improve- 
ments had  been  effected  in  the  Otto  engine,  and  the  engine  in  its  simple 
form  had   not   come  into  general  use.     It    is  some  evidence  of    that  that 

15  in  the  following  year,  1885,  Mr.  Daimler^  the  real  inventor  of  all  these 
inventions,  took  out  in  England  two  patents  for  improvements  on  this 
very  engine.  At  the  same  time  it  is  also  remarkable  that  neither 
Plaintiffs  nor  Defendants  put  in  evidence  any  model  of  the  engine  con- 
structed according  to  the  specification  of  the   patent.     Conflicting  evidence 

20  was  given  as  to  the  possibility  of  making  or  working  such  a  machine,  but  after 
the  close  of  the  evidence,  at  my  suggestion,  experiments  on  this  point  were 
subsequently  made  by  both  sides,  and  I  witnessed  the  result  on  two  days  last 
month  in  the  presence  of  the  Counsel,  solicitors,  and  expert  witnesses  of  both 
the  parties.    The  Plaintiffs  produced  a  stationary  engine  of  the  kind  specified, 

25  and  also  a  motor  bicycle.  As  to  the  action  of  the  latter,  it  is  unnecessary  for  me 
to  say  anything.  The  former  worked,  and  worked  well,  but  it  was  objected 
that  the  priming  cap  was  a  long  tube  of  very  different  proportions  from  the  cap 
figured  in  the  drawings  annexed  to  the  Specification.  The  Defendants,  on  the 
other  hand,  produced  a  stationary  engine,  made  as  near  as  might  be  according  to 

30  the  patentee's  description,  and  with  it  the  results  were  somewhat  remarkable  on 
this  occasion.  The  Defendants,  although  they  had  stated  that  they  had  not 
down  to  the  time  when  the  actual  experiment  was  made  before  me,  succeeded 
in  working  that  engine,  did,  in  my  presence,  succeed  in  so  doing.  On  the 
other  hand,  when  the  engine  was  stopped  and  handed  over  to  the  workmen  of 

35  the  Plaintiffs,  they  failed  to  start  and  work  it,  though  it  was  confidently 
asserted  by  them  that  with  time  and  familiarity  with  the  engine  they  would  be 
able  to  put  it  in  effectual  operation.  Each  side  was  desirous  of  making  further 
experitnents  with  their  opponents'  machine,  the  Plaintiffs  with  the  view  of 
making  the   Defendants'  engine  work,  the  Defendants  with  the  view  of  trying 

40  the  effect  of  the  application  of  the  gas  flame  to  various  points  of  the  Plaintiffs' 
priming  cap.  I  acceded  to  their  wishes  by  directing  that  opportunity  should  be 
given  for  such  experiments,  the  result  to  be  shewn  to  me  in  presence  of  the 
same  persons  as  before.  The  object  of  the  experiments  sought  to  be  made  by 
the  Defendants  was  to  shew  that  if  the  source  of  heat  were  applied  close  to  the' 

45  point  where  the  tube  or  priming  cap  enters  the  cylinder  the  machine  would  not 
work.  The  Plaintiffs,  however,  were  apprehensive  that  the  result  of  the 
experiment  would  be  the  destruction  of  the  machine,  and  they  declined  to 
permit  it  unless  some  substantial  guarantee  against  the  loss  of  the  machine  were 
given.     In  consequence  of   this  term  being  imposed,  the  Defendants  did  not 

50  prosecute  their  experiment.  With  regard  to  the  experiments  made  by  the 
Plaintiffs  upon  the  machine,  I  found  on  my  second  visit  that  the  machine  was 
started  and  run  both  without  and  with  load,  and,  in  fact,  seemed  to  be  perfectly 
under  the  control  of  the  Plaintiffs'  workmen.  This  was  effected  without  any 
change  in  the  structure  of  the  machine,  simply  by  having  recourse  to  the  two 

^  means  of    regulation   referred  to  in  the  Specification,  and   it  ^^s^  candidly 
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admitted  by  Mr.  Swinburne^  the  Defendants'  leading  expert  witness,  that  the 
engine  worked  better  than  he  could  have  expected. 

In  my  judgment,  two  points  have  been  established  as  the  result  of  these 
experiments.  First,  that  the  Specification  snf&ciently  indicates  the  nature  of 
the  invention,  and  second,  that  the  invention  is  of  sufficient  utility  to  support  5 
a  patent ;  by  which,  however,  I  do  not  mean  that  an  engine  constructed 
according  to  the  invention  would  be  sufficient  for  every  purpose  to  which  it 
might  be  desired  to  apply  such  a  motor.  I  think  such  an  engine  would 
probably  fail  if  applied  to  a  purpose  which  involved  considerable  variations  in 
the  working  conditions,  as,  for  example,  to  propel  a  carriage  along  a  hilly  or  10 
ve|^  uneven  road,  but  that  it  would  give  satisfactory  results  when  the  working 
conditions  were  approximately  uniform. 

This  being  so,  I  next  turn  to  the  question  of  whether  the  Defendants 
infringed  this  patent  of  the  Plaintiffs.  It  appears  to  me  that  since  the  year  1884, 
as  I  have  already  said,  great  improvements  of  various  kinds  have  been  intro-  15 
duced  into  engines  of  this  class  ;  it  has  been  discovered  that  motors  of  this 
kind  can  not  only  be  started,  but  are  most  efficiently  worked  by  the  use  of 
what  is  termed  an  ignition  tube,  being  a  tube  which  is  in  general  of  greater 
length  and  narrower  bore  than  the  priming  cap  described  in  the  Specification, 
but  which  occupies  a  position,  relatively  to  the  cylinder,  similar  to  that  of  the  20 
priming  cap,  and,  like  it,  is  heated  externally  by  a  gas  flame.  The  Defendants' 
engines  are  provided  with  such  tubes,  which  are  used  both  for  starting  and 
working  them.  The  Specification  appears  to  me,  as  I  read  it,  to  contemplate 
the  use  of  the  priming  cap  merely  for  starting,  but  if  the  priming  cap  be 
really  an  ignition  tube,  the  Defendants  infringe  the  patent  although  they  25 
may  turn  it  to  a  purpose  after  the  starting  which  was  not  contemplated 
by  the  inventor.  Much  of  the  evidence  and  of  the  argument  on  behalf 
of  the  Defendants  was  directed  to  showing  that  these  two  things,  the 
priming  cap  and  the  ignition  tube,  were  totally  different  in  their  nature. 
To  show  the  line  which  was  taken,  I  may  refer  in  the  first  place  to  the  cross-  30 
examination  of  the  Plaintiffs'  leading  expert  witness,  Mr.  Imray,  At  Question 
237  this  takes  place.  ^'  I  forget  whether  we  have  had  it  or  not,  but  the  shape 
"of  ' f '"  (that  is  the  priming  cap)  " for  effecting  ignition  is  comparatively 
"  immaterial  so  long  as  you  get  the  flame  there  ?  (A)  It  is  a  small  metallic 
**  capsule  closed  at  the  end.  (Q)  It  would  work  equally  well  if  of  a  slightly  35 
"  different  shape  for  effecting  ignition  ?  (A)  No  doubt,  as  long  as  you  could 
"  conveniently  heat  it.  (Q)  For  instance,  if  it  was  shallow  insteaid  of  being  like 
"  that — if  it  were  like  a  cap  or  a  saucer  it  would  make  no  difference  ?  (A)  Not 
**  if  you  can  conveniently  heat  it.  (Q)  So  long  as  you  have  '  t '  going  in  the 
«  right  way  the  shape  of  *  f '  is  immaterial  ?  (A)  Yes.  (Q)  Whether  it  is  a  40 
"  saucer  or  a  plate  it  would  work  equally  well  ?  (A)  Yes.  (Q)  Would  it  not 
"  work  equally  well  for  the  purpose  of  ignition  if,  instead  of  being  an  excre- 
«<  sconce  on  the  end  of  the  cylinder,  it  was  bent  into  the  cylinder  like  tha^ 
"  instead  of  bent  out  like  that  ?  "  The  answer  to  that  was — "  How  could  you 
"  get  the  flame  to  it.  (Q)  Direct  the  flame  into  it.  The  same  result  would  be  45 
"  produced  ?  (A)  You  might  perhaps  get  that  result.  I  do  not  know. 
"  (Q)  You  cannot  see  any  reason  why  it  should  not  work  equally  well  provided 
"  the  flame  gets  to  it  ?  (A)  It  might  do  that,  yes.  (Q)  The  shape  of  •  f '  is 
"  immaterial  provided  the  flame  can  get  to  it,  and  get  it  to  the  regular  tem- 
"  perature  ?  (A)  Yes.  (Q)  If  you  turn  it  inside  out,  that  is  to  say  draw  it  50 
"  off,  and  instead  of  its  projecting  in  this  shape  from  the  cylinder,  make  it 
"  project  in  this  shape  into  the  cylinder,  and  arrange  your  compression  and 
"  the  heat  of  your  *  f ,'  it  would  work  as  well  ?  (A)  Yes.  (Q)  Projecting  into 
"  the  cylinder  it  will  work  equally  well  ?  (A)  Possibly,  yes.  (Q)  Provided 
"  \\iQ  flame  ^ts  to  it^  and  that  is  the  ipventioQ  thi^t  he  is  describing  according  55 
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"  to  you,  the  invention  that  he  describes  will  work  equally  well  with  a  tube 
"  going  inside  ?    (A)  Yes,  if  you  can  get  the  flame  to  it.     Then  Mr.  Stvihbume^ 
whom   I  have  already   mentioned,  who    gave    evidence    on    behalf    of    the 
Defendants,  gave  this  evidence  at  Question  1574— "How  do  you  gather  that  *f ' 
5  "  was  intended  to  be  used   in   working  ?     (A)   There  is  very  little  indeed 
"  said  about '  f .'     It  is  called  a  priming  cap  and  it  is  apparently  used  practically 
"  as  a  working  model  of  the  cylinder  for  starting.    In  starting  as  the  cylinder  is 
"  cool  it  would  rob  the  explosive  mixture  of  the  heat  and  prevent  it  firing,  so 
"  he  has  here  a  little  model  of  the  cylinder  which  he  is  going  to  heat  externally, 
10  "  so  that  that  will  fire  on  the  same  principle  as  the  main  part  of  the  cylinder, 
"  and  he  uses  this  little  model  for  starting.     If  he  used  the  model  continuously 
"  he  would  be  doing  away  with  the  whole  point  of  his  main  invention  of  using 
"  the  firing  by  compression  in  the  main  cylinder.     (Q)  According  to    your 
"  understanding  is  '  f '  heated  all  over  in  the  same  way  as  '  c  *  is  described  to  be 
15  "  in  the  bulk  of  the  running  ?     (A)  Precisely.    You  heat  *  f '  at  starting  to 
"  imitate  what  *  c  '  is  to  be  in  running.    (Q)  So  that  you  aim  at  getting  the  same 
"  critical  temperature  in  *  f '  as  you  get  in  *  c '  ?     ^A)  Yes.     (Q)  That  is  because 
"  the  mixture  in  *f '  is  at  the  same  sensitiveness  or  temperature  as  in  *c  '  ?     (A) 
**  Yes.     I  am  talking  of  what  his  idea  was."    Then  at  1580,  "  According  to  yowr 
20  "  understanding  of  the  inventor's  description,  do  you  agree  with  Mr.  Imray^s 
"  evidence  that  the  shape  of  the  cap  is  immaterial  ?     (A)  Yes,  according  to 
"  Daimler  it  would  certainly  be  immaterial.    All  you  want  is  that  if  the  whole 
"  of  the  cylinder  cover  is  not  hot  enough  to  cause  the  ignition,  that  part  of  it  can 
"  be  artificially  raised  to  such  a  temperature.     (Q)  Do  you  find  anything  in  this 
25  "  Specification  to  suggest  that,  provided  the  form  is  convenient  for  heating,  the 
"  shape  matters  at  all  ?     (A)  No.    It  is  not  even  called  a  tube,  I  would  point 
**  out ;  it  is  only  a  priming  cap,  and  the  size  of  it  and  shape  are  apparently 
"  determined  by  convenience  in  the   external   heating.     (Q)  With  reference 
**  to  the  words  to  which  you  call  attention,  the  priming  cap,  do  you  think  that 
30  **  *  f ,'  according  to  these  Specifications,  is  the  same  thing  as  the  ignition  tube  ? 
"  (A)  No,  it  lights  by  igniting  explosive  gases  inside,  the  tube  being  heated 
**  externally  and  there  the  resemblance  ends.    To  make  my  answer  clear,  my 
"  Lord,  perhaps  I  ought  to  explain  how  the  modern  tube  works.    (Q)  I  was 
"  going  to  ask  you  that  very  thing  ?    (A)  The  modern  tube  works,  because  on 
35  "  an  explosion,  or  after  an  explosion,  the  tube  is  left  filled  with  burnt  gases. 
"  (Q)  Any  inert  gas  will  do  ?    (A)  Any  inert  gas  will  do,  or  a  little  mechanical 
"  piston  and  spring  will  do  equally  well,  if  it  could  be  devised,  when  compres- 
"  sion  comes  and  before  the  next  ignition,  that  cushion  of  inert  gases  is  com- 
"  pressed  and  the  explosive  gases  follow  it  down  into  the  tube.     When  the 
40  **  explosive  gases  following  the  cushion  down  come  to  the  hot  part  of  the  tube 
"  they  are  fired,  and  the  charge  is  exploded.    (Q)  For  that  working  the  cushion 
•*  of  inert  gases  is,  of  course,  a  necessary  part  of  the  working  ?    (A)  Yes,  the 
"  cushion  is  the  essential  part  of  the  ignition  tube."    Therefore  the  theory  of 
the  ignition  tube  which  is  put  forward  on  behalf  of  the  Defendants  is  this,  that 
45  at  the  commencement  of  the  second  instroke  the  tube  is  filled  with  inert  gas, 
that  is,  gas  incapable  of  being  exploded  by  the  heat  of  the  tube.    The  cylinder, 
on  the  other  hand,  is  full  of  explosive  mixture  at  a  pressure  of  one  atmosphere. 
When  the  instroke  reaches  the  maximum  point,  according  to  the  evidence  of  the 
Defendants'  witness,  Mr.  NeWy  the  pressure  is  usually  about  four  atmospheres  and 
50  the  volume  about  one-fourth  of  the  original  volume.    The  inert  gas  occupies 
therefore  only  about  one-fourth  of  the  ignition  tube,  and  the  heat  ought  to  be  so 
applied  to  the  tube  that  no  point  of  it  at  a  greater  distance  from  the  source  of 
heat  than  a  fourth  of  the  length  of  the  tube  reaches  the  temperature  necessary  to 
explode  the  gas  in  the  cylinder.    On  the  other  hand,  according  to  the  interpre- 
55  tation  sought  to  be  placed  by  the  Defendants  on  the  Specification!  the  invention 
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there  described  contemplates  simply  the  existence  of  a  heated  surface  of  some 
kind  (the  shape  of  which  is  immaterial)  so  long  as  it  is  kept  in  constant  com  • 
munioation  with  the  gas  in  the  cylinder.  If  this  is  really  what  is  claimed,  then 
it  is  certainly  not  established  that  the  invention  will  work,  indeed  the 
diflBculties  attending  the  experiments  proposed  to  be  made  by  the  Defendants  on  5 
the  Plaintiffs'  model  engine  and  not  prosecuted  by  reason  of  the  danger  attend- 
ing them,  tend  strongly  to  show  that  it  would  not.  In  my  judgment,  however, 
the  true  construction  of  the  Specification  is  not  in  accordance  with  the 
Defendants'  contention.  What  the  patentee  claims  is  the  use  of  the  priming  cap 
substantially  as  hereinbefore  described  and  illustrated  in  the  drawings,  and  I  do  10 
not  think  that  a  priming  cap  shaped  like  a  saucer  or  a  plate,  still  less  a  tube  pro- 
jecting into  the  cylinder,  fairly  falls  within  the  claim.  It  is  further  to  be  observed 
that,  whether  or  no  it  was  present  to  the  mind  of  the  inventor,  the  priming  cap 
must  really  work  according  to  the  theory  of  the  ignition  tube.  When  the  engine 
is  started  the  priming  cap  is  filled  with  air,  an  inert  gas.  If,  in  the  course  15 
of  the  cycle  this  is  partly  sucked  out,  it  would  be  replaced  at  a  later  stage 
by  products  of  combustion  *equally  inert.  It  was  indeed  stated  by  Mr. 
Swinbufme,  Questions  1586  to  1588,  and  Mr.  New,  Questions  2012  to  2015,  that 
the  cap  as  described  was  too  shallow  to  preserve  in  it  a  sufficient  quantity  of 
inert  gas,  but  it  seems  to  me  that  this  evidence  is  displaced  by  the  result  of  20 
the  experiments  made  with  the  Defendants'  own  model.  I  come  therefore 
to  the  conclusion  that  the  Defendants'  user  of  the  ignition  tube  for  the  purpose 
of  starting  their  engines  is  an  infringement  of  this  patent. 

There  remain  to  be  dealt  with  some  pbjections  to  the  validity  of  the  patent. 
It  was  suggested  in  the  course  of  the  trial,  though  I  hardly  think  it  was  pressed  25 
in  the  concluding  argument,  that  there  was  a  disconformity  between  the  pro- 
visional and  final  Specifications.  This  was  based  upon  the  omission  from  the 
final  Specification,  the  language  of  which  is  up  to  a  certain  point  almost 
identical  with  the  provisional,  of  the  words  at  page  1,  line  32,  of  the  pro- 
visional, namely,  "It  is  also  possible  to  keep  the  whole  or  part  of  the  space  30 
"  of  combustion  cool."  Whatever  may  have  been  the  reason  for  that  omission, 
I  am  unable  to  see  that  it  shows  that  the  invention  ultimately  described 
differs  from  that  contemplated  in  the  Provisional  Specification. 

It  was  also   contended   that   the   patent    was    bad   for    want   of   novelty, 
and    as    many    as    five     instances    of    prior     publication     were    adduced.  35 
The   Defendants'    Counsel   in   his   arguments   relied   only   on    one,    namely, 
the  Specification  of  a  patent  granted  to  Francis  William  Crossley  in  1882 
for  improvements  in  gas  motor  engines.    The  material  part  of  this  Specification 
is  at  page  2,  lines  ft  to  24,  where  the  inventor  says  : — "  My  invention  relates  to 
"  means  of  igniting  the  combustible  charge  of  a  gas  motor  engine,  these  means  40 
"  being  applicable  whether  the  charge  is  or  is  not  compressed  before  ignition. 
"For  this  purpose  I  keep  heated,  by  an  external   flame,  the   middle    part   of 
"  a    bent    U    tube,  which   may    be   of  platinum  or  other  metal  not  readily 
"  oxidisable.     This  tube  opens  at  both  its  ends  into  two  compartments,  formed 
"  in  the  passage  by  which  the  combustible  charge  enters  the  cylinder  of  the  45 
"  engine,  or  in  a  part  of  the  cylinder  where  the  gaseous  mixture  is  such  as  can 
"  be  readily  ignited.    One  of  these  compartments  is  open  to  the  cylinder,  and 
"  the  other  or    inner  compartment  communicates  with  it  by  a  hole  in  the 
"  partition  which  separates  the  compartments.    A  small  plunger  worked  by  the 
"  engine  passes  through  packing  in  the  side  of    the  first  compartment  and  50 
"  through  the  hole  of  the  partition,  the  movement  of  this  plunger  being  so 
"  timed  as  to  make  part  of  its  instroke  at  the  moment  of  ignition.  The  operation 
"  of  the  apparatus  is  as  follows :— Usually  the  hot  part  of   the  bent  tube  is. 
"  occupied  by  incombustible  products  of  previous  combustion,  and  remains  so 
"  occupied  whep  the  two.cpmpartmeats  into  which  it  opens  are  charged  with  55^ 
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"  combustible  gaseous  mixture,  but  when  the  plunger  makes  its  stroke,  passing 
"  through  the  hole  in  the  partition,  it  causes  a  portion  of  the  combustible 
"  mixture  contained  in  the  inner  compartment  to  pass  through  the  tube,  by  the 
"  heat  of  wh^'ch  it  is  ignited."     He  proceeds  to  describe  the  drawings,  and  at 

5  line  45  he  makes  this  remark  : — "  For  engines  in  which  there  is  compression  of 
"  gaseous  mixture,  the  (J  tube  should  have  its  hot  part  so  far  from  its  mouths 
"  that  this  part  is  not  reached  by  the  mixture  forced  into  both  mouths  by  the 
"  compression."  And  the  claim  is,  "  Having  thus  described  the  nature  of  my 
**  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  hereby  declare 

10  "  that  I  make  no  general  claim  to  the  use  of  an  externally  heated  tube  as  means 
"  of  igniting  the  combustible  charge  of  a  gas  motor  engine,  but  I  claim,  for  the 
"  purpose  of  igniting  such  charge,  an  externally  heated  (J  tube,  communi- 
**  eating  by  both  its  mouths  with  the  space  containing  the  combustible 
"  gaseous  mixture,  in  combination  with  a  reciprocating  plunger,  so  arranged 

15  "  &nd  moved  that,  at  the  desired  moment  of  ignition,  it  causes  a  portion 
"  of  the  mixture  to  flow  through  the  heated  tube  substantially  as  herein 
"  described."  Now  that  Specification  undoubtedly  discloses  that  the  incom- 
bustible products  of  combustion  may  be  made  use  of  to  prevent  contact  between 
an  explosive  compound  and  a  heated  tube,  and  a  particular  mode  of  effecting 

20  ignition  by  the  removal  of  it.  It  does  not,  however,  if  that  were  mat  rial  in 
the  present  action,  claim  as  the  subject  of  the  patent  every  mode  of  making 
inert  gas  available  for  the  protection  of  the  tube,  and  the  removal  of  it  for 
ignition.  It  was  not  disputed  that  the  modtis  oj^erandi  described  in  Grossley^s 
Specification  differs  entirely  from  that  described  in  Groth's,    One  great  dis- 

25  tinction  between  them  is  obvious,  namely,  that  the  former  requires  the  use  of 
an  auxiliary  mechanical  device  in  order  to  remove  the  inert  gases,  while  the 
latter  simply  makes  use  of  the  compression  caused  by  the  piston  alone.  In  my 
judgment,  what  is  disclosed  in  Grossley^s  Specification  does  not  render  Oroth's 
patent  bad  for  want  of  novelty.     I  come  therefore  to  the  conclusion  that  in 

30  respect  of  this  patent  the  Plaintiffs  are  entitled  to  relief,  but  as  the  patent  has 
expired  their  remedy  is  in  damages  only,  and  not  by  way  of  injunction.  The 
amount  of  the  damages  will  be  ascertained  by  enquiry  in  the  usual  way. 

I  come  next  to  No.  4315  of  1885.      This  is  a  patent  for  various  kinds  of 
improvements   in  motor  engines  worked  by  combustible  gases  or  petroleum 

35  vapour  or  spray.  It  applies,  like  the  patent  already  dealt  with,  to  motor  engines 
of  the  Otto  type.  The  ninth  claim  is  as  follows  : — "  The  method  of  regulating 
"  the  speed  of  a  gas  or  petroleum  motor  engine  by  causing  the  discharge  valve 
*•  for  the  products  of  combustion  to  remain  closed  when  the  normal  speed  is 
**  exceeded  so  that  the  products  of  combustion  are  retained  under  pressure  in 

40  "  the  cylinder  whereby  the  admission  valves  h  and  e  for  combustible  mixture  are 
**  also  kept  closed,  and  no  fresh  charge  is  consequently  admitted,  either  above 
"  the  piston  or  from  the  pump  below,  until  the  speed  is  again  reduced  and  the 
**  discharge  valve  opened  substantially  as  herein  described."  The  Defendants 
are  alleged  to  infringe  this  portion  of  the  patent  because  they  regulate  the 

45  speed  of  their  engine  not  by  causing  the  discharge  valve  for  the  products  of 
combustion  to  remain  closed  when  the  normal  speed  is  exceeded,  but  by  causing 
the  discharge  valve  to  remain  open,  the  admission  valves,  however,  remaining 
shut  as  described  in  the  Plaintiffs'  Specification.  Now,  it  appears  from  the 
evidence  of  the  Plaintiffs'  own  witnesses,  that  prior  to  1885,  the  mode  of  regula- 

50  ting  engines  by  preventing  gas  from  entering  during  one  or  two  strokes  was  well 
known.  Mr.  Imray  is  asked  this,  "  Will  you  tell  his  Lordship  the  way  in  which 
"  gas  engines  used  to  be  regulated  ?  (A)  The  most  successful  way  of  regulating 
"  them  for  many  years  was  to  shut  off  for  one  or  two  strokes  the  supply  of  gas, 
"  BO  that  there  were  several  revolutions  made,  as  you  might  call  it,  inertly. 

55  "(Q)What  I  called,  in  my  opening,  *  missing  strokes'?    (A)  Yes,  missing 
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**  strokes.  Sometimes  it  was  tried  to  vary  the  strength  of  the  explosive  mixture, 
"  but  that  never  succeeded  very  well.  Then  *  missing  strokes,'  that  is  to  say, 
"  preventing  the  inlet  apparatus  from  what  ?  (A)  Preventing  gas  from  entering 
"  during  one  or  two  strokes.  (Mr.  Moulton,) — That  would  make  8  or  12  strokes 
"  without  any  new  supply  of  energy  ?  (A)  Yes,  sometimes.  (Q)  According  as  5 
"  the  engine  was  running  light  or  doing  its  full  work,  you  had  your  explosions 
"  regularly  or  irregularly  ?  (A)  Yes.  (Q)  How  was  this  regulating  generally 
"  effected  ?  (A)  Well,  first  of  all,  it  was  effected  by  means  of  a  centrifugal  governor 
"  which,  when  the  engine  went  too  fast,  shut  or  prevented  the  opening  of  the  gas 
"  supply  valve ;  but  afterwards  it  was  mainly  done  by  what  is  called  an  inertia  10 
"  governor,,  that  is  to  say,  a  weight,  which  at  every  stroke  of  the  engine  was 
"  caused  to  vibrate  to  and  fro,  and  if  the  engine  went  too  fast,  the  weight  lagged 
"  behind  and  caused  the  thing  which  opened  the  valve  to  miss  opening  it. 
"  (Q)  That  was  called  the  inertia  governor  ?  (A)  Yes,  the  inertia  governor,  or 
"  hit  and  miss  governor.  (Q)  Does  Daimler  in  his  claim  describe  a  new  method  of  15 
"  effecting  this  regulation  ?  (A)  Yes.  (Q)  And  to  the  best  of  your  knowleledge 
"  was  it  new  at  that  date  ?  (A)  Yes,  so  far  as  I  know  it  was  new."  The  witness 
then  describes  the  mode  in  which  Daimler  proposed  to  effect  this  regulation  and 
proves  the  novelty.  As  to  all  this  there  is  no  dispute,  but  the  question  is 
whether  there  is  an  infringement.  Now  it  seems  to  me  that  what  the  patentee  20 
has  done  is  simply  to  claim  a  particular  device  for  affecting  this  regulation,  and 
that,  in  accordance  with  the  doctrine  laid  down  in  Curtis  v.  Piatt  in  3  Chancery 
Division,  page  135,  as  explained  by  the  Court  of  Appeal  in  Proctor  v.  Bennis  in 
36  Chancery  Division,  page  740,  he  must  be  held  strictly  to  that  device.  In  my 
opinion,  therefore,  the  Defendants  have  not  infringed  this  patent.  25 

No.  10,786  of  1885  is  a  patent  for  an  improved  vehicle  propelled  by  a  gas  or 
petroleum  motor  engine,  the  vehicle  consisting  of  a  framing  with  seat  steering 
wheel  and  driving  wheel  arranged  as  a  bicycle.  The  first  head  of  claim  is 
this  :  "  The  combination  of  a  vehicle  having  a  driving  and  a  steering  wheel 
^'  running  on  one  and  the  same  track,  with  a  centrally  arranged  gas  or  30 
"  petroleum  motor  engine  and  its  reservoir,  the  centre  of  gravity  of  which  lies 
**  in  the  vertical  plane  of  the  wheel  track,  substantially  as  herein  described." 
The  Defendants  are  alleged  to  infringe  this  head  of  the  patent  because  they 
make  and  sell  a  vehicle  first  with  a  driving  and  steering  wheel  on  one  and  the 
same  track,  secondly  with  a  centrally-arranged  gas  engine  and  its  reservoir,  35 
thirdly  the  centre  of  gravity  of  which  lies  in  the  vertical  plane  of  the  wheel 
track.  The  Defendants'  combination  is  not,  however,  that  described  in  the 
Specification  of  this  patent,  but  is  different,  and  unless  the  patent  can  be 
maintained  as  one  for  the  combination  of  the  three  elements  which  I  have  just 
enumerated  in  any  form,  however  different  from  that  described  by  Daimler^  40 
the  Defendants  have  not  infringed.  Now  these  three  elements  seem  to  me  to 
be  those  which  would  suggest  themselves  to  anyone  acquainted  with  the 
ordinary  laws  of  mechanics  who  proposed  to  construct  a  motor  bicycle,  and  this  is 
the  opinion  expressed  by  Mr.  Stvinburne  in  his  evidence  upon  this  subject.  It 
may  be,  and  I  express  no  opinion  to  the  contrary,  that  in  the  particular  mode  which  45 
the  patentee  has  described  of  combining  these  three  elements,  there  is  an  ample 
display  of  ingenuity  and  invention,  but  it  seems  to  me  that  the  combination 
which  is  patented  is  a  combination  involving  the  three  elements  which  I  have 
named  substantially  as  described  in  the  patent.  I  think  that  the  Defendants 
machine  is  not  in  substance  that  which  is  described  in  the  patent  and  if  the  50 
patent  is  to  be  read  in  the  widest  form  contended  for  by  the  Plaintiffs  the 
invention  does  not  appear  to  me  to  be  the  proper  subject  of  a  patent.  In  my 
judgment  therefore  the  action  fails  so  far  as  it  relates  to  this  patent. 

The  result  is  that  the  action  succeeds  as  to  one  patent  to  the  extent  that  I  have 
mentioned,  and  as  regards  the  otJier  three  it  fails.    The  costs  must  follow  the  55 
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event  in  each  case  ;  the  Taxing  Master  will  make  the  proper  apportionment  and 
there  will  be  the  usual  set  off. 

As  to  the  first  patent  his  Lordship  directed  an  inquiry  as  to  damages  and  gave 

certificates  that  the  Particulars  of  Breaches  were  proved  and  that  validity  had 

5  been  in  question.    He  also  gave  the  Defendants  certificates  that  such  of  the 

Particulars  of  Objections  to  the  other  three  patents,  as  to  which  evidence  was 

given,  were  reasonable  and  proper. 


In  the  Court  of  Appbal. 

Be/ore  The  Mastbr  of  the  Rolls  and  Lords  Justices  Rigby 
U)  and  Vaughan  Williams. 

January  21,  1899. 

Allen  v.  Abraham  Pyatt  &  Co.  and  Another. 

Patent. — Action  for  in/Hngement. — Construction  of  Specification. — Antici' 
pation. — Action  dismissed. — Appeal  dismissed. 

15       In  1893 J  Letters  Patent  were  granted  to  A.  for  ^^  An  imjrroveinent  in  water 
"  closets,  or  water  closet  basins,^^  and  in  1897  A,  commenced  an  action  against 
P.  and  others.     The  Defendants  denied  infringement^  and  alleged  anticipation 
(inter  alia)  by  the  Specification  of  F.^s  patent  of  2886. 
Heldj  at  the  trials  that  tlie  essential  part  of  tlie  Plaintiff^s  invention  was  an 
20  inclined  pipe  which  the  alleged  infringement  did  not  possess^  and  that  tJierefore 
the  Defendants  Imd  not  infringed.     Tlie  learned  Judge  also  intimated  that  A.^s 
patent  was  anticipated  by  F.^s  Specification. 
T?ie  Plaintiff  ajjpealed. 

Heldy  by  the  Cotirt  of  Appeal,  that  the  inclined  pipe  was  of  the  essence  of  the 
25  invention,  and  that  therefore    the   Defendants  had  not  infringed.    On  the 
question  of  anticipation,  the  Court  intimated  that  in  their  opinion  A.^s  patent 
was  not  anticipated  by  F.^s  Specification  of  1886. 

On  the  28th  of  November  1893,  Letters  Patent  (No.  22,781  of  1893)  were 
granted  to   William  Thomas  Allen  for  "An  improvement  in  water  closets  and 

30  water  closet  basins."  The  second  claim  of  the  Specification  was  as  follows  : — 
**In  water  closets,  or  water  closet  basins,  pans  or  pipes  with  arms  or  pipe 
"  entrances,  constructed,  arranged  and  provided  substantially  as  and  for  the 
"  purpose  as  described  and  set  forth."  The  complete  Specification,  together  with 
the  drawings,  will  be  found  in  the  report  of  the  trial  before  Mr.  Justice 

35  Bigham.* 
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Allen  V.  Abraham  Pyatt  Jk  Co.  and  Another. 

The  Defendants,  by  their  defence,  denied  infringement,  and  also  stated  that 
the  Letters  Patent  were  invalid  for  various  reasons,  including  anticipation  by 
the  Specification  of  Letters  Patent,  No.  11,310  of  1886,  granted  to  Fowler, 

The  action  came  on  for  trial  before  Mr.  Justice  Bigham  on  July  6th  1898, 
when  it  was  held  that  the  Defendants  had  not  infringed.    The  learned  Judge  5 
also  expressed  the  opinion  that  the  Plaintiff^s  Letters  Patent  had  been  anticipated 
by  Fowler  11,310  of  1886. 

The  Plaintiff  appealed. 

A.  J,  Walter  (instructed  by  Pepper ^  Tangyej  &  Co,^  agents  for  H.  H.  Pepper 
and  Tangye,  Birmingham)  appeared  for  the  Plaintiff ;   J.  W.  Gordon   (in-  10 
structed   by  Jeffery^  Parr^  and  Howell   of    Birmingham)    appeared  for  the 
Defendants. 

Walter^  for  the  Plaintiff. — This  invention  relates  to  water-closets  which  are 
flushed  with  slop  and  surface  water.    Previously  tipping  pans  were  necessary 
to  collect  the  water  until  there  was  a  sufficient  quantity  to  give  an  efficient  15 
flush.    The  judgment  below  is  against  the  Plaintiff  both  on  the  point  of 
infringement  and  novelty.    On  the  question  of  novelty  there  can  be  no  doubt 
that  the  Plaintiff  ought  to  succeed.    The  infringement  is  more  difficult.     [Thb 
Master  of  the  Rolls. — There  is  no  doubt  as  to  what  is  the  essence  of  the 
invention.]    The  essence  of  the  invention,  I  submit,  is  the  flushing  of  the  basin  20 
without  the  use  of  revolvers  by  so  constructing  the  inlet  passage  that  the  surface 
water  is  made  to  take  a  head  and  run  directly  into  the  basin  in  such  a  manner 
that  efficient  flushing  is  performed.     [The  MASTER  OP  THE  ROLLS. — ^Un- 
doubtedly the  essence  of  the  invention  is  the  curved  arm.    The  Defendants 
have  no  curved  arm,  and,  looking  at  Fowler^s  Specification  of  1886,  it  is  plainly  25 
a  question  of  the  curved  arm*  or  nothing.]     If  your  Lordships  are  against  me 
on  the  question  of  infringement,  I  ask  that  you  should  reverse  the  judgment  as 
regards  anticipation.    [The  Master  of  the  Rolls. — There  is  no  formal 
order  against  the  patent.]     There  is  a  very  strong  dictum  in  the  judgment  of 
Bigliam^  J.,  which  would  seriously  affect  the  patentee  in  any  subsequent  action  30 
he  might  bring.     [RiGBY,  L.e7. — It  is  not  fatal.]     It  would  have  great  weight 
in  a  court  of  first  instance. 

LiNDLBY,  MM. — I  do  not  think  we  ought  to  go  into  that  matter,  but  I  will 
tell  you  at  once  that  the  subject  of  the  Patent  seems  to  me,  in  the  face  of 
Fowler'*8^  to  be  B^  or  nothing.  35 

Walter. — I  am  not  dissenting  from  that  view. 

LiNDLEY,  M.R. — That  bowls  you  out.  It  is  a  perfectly  hopeless  appeal. 
You  make  take  this  grain  of  comfort ;  I  do  not  know  that  it  is  an  anticipation, 
but  if  you  can  uphold  your  Patent  it  must  be  on  that  ground. 

The  appeal  was  dismissed  with  costs. 
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Is  THE  High  Court  op  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Stirling.— February  17th  and  23rd  and  March  1st,  1899, 

Sen  Sen  Company  and  Others  v.  Britten. 

Action  for  passing  off  goods, — Motion  for  injunction, — Alleged  fnisrepre- 
5  sentation  on  Plaintiffs^  packets. — Words  "Trade  Mark"  referring  to  words 
not  registered  as  a  trade  mark, — Injunction  granted, — Patents y  Ac.  Acty  1888^ 
Sections  62y  76^  11^  78^  and  105. 

The  Sen  Sen  Oompany,  having  since  1896  imported  into  and  sold  in  the 
United  Kingdom  cachous  in  distinctive  boxes  and  packets   ivith  the  words 

10  **  Sen  Sen "  on  them,  joined  in  1899  ivith  an  American  Company^  who  were 
the  manufacturers  and  vendors  of  the  articles^  in  bringing  an  action  against 
B.  to  restrain  him  from  passing  off  his  goods  as  the  Plaintiffs'.  The 
Defendants  articles  ivere  sold  under  (he  name  Sante,  andy  as  the  Plaintiffs 
alleged^  with  a  get-up  similar  to  theirs.    The  Plaintiffs  moved  for  an  inter- 

15  locutory  injunction^  tvhen  in  addition  to  other  defences  it  was  contended  for 
the  Defendant  thaty  as  the  Plaintiffs  had  on  their  packets  the  words  "  Trade 
Mark^'*  below  the  words  "Sen  Sen,"  and  since  the  words  Sen  Sen  were  not 
registered  as^a  trade  marky  the  Plaintiffs  were  making  a  misrepresentation 
to  the  public  that  disentitled  them  to  relief.    It  appeared  that  the  Plaintiffs 

20  had  applied  at  the  Patent  Office  to  register  the  words  Sen  Sen,  but  the  appli^ 
cation  had  not  yet  been  dealt  with. 

Heldy  that  the  Plaintiffs  had  not  made  such  a  misrepresentation  as  to 
deprive  them  of  the  right  to  an  injunctio7iy  and  that  on  the  facts  they  we7*e 
entitled  to  an  injunction  until  the  trial. 

25      A  trade  mark  may  still  be  a^uired  by  usei\  although  the  right  to  sue  on 

it  IS  limited  by  Section   77  of  the  PatentSy  Ac.  Acty  1883.     The  use  of  the 

words  "  Trade  Mark  "  referring  to  an  unregistered  trade  mark  do  not  necessarily 

represent  that  it  is  registered.    (Lewis  v.  Goodbody,  67  L.T.N.S.  194  discussed.) 

On  the  30th  of  January,   1899,  the  Sen  Sen  Company  and   T.  B,  Dunn 

30  Company  commenced  an  action  against  H.  Britten  claiming  an  injunction  to 
restrain  the  Defendant,  his  servants  and  agents,  from  passing  off  or  enabling  or 
assisting  others  to  pass  off  any  medical  preparations  not  oi  the  Plaintiffs^  manu- 
facture or  merchandise  as  or  for  preparations  of  the  Plaintiffs*  manufacture  or 
merchandise,  whether  by  means  of  the  name  under  which  the  same  were  sold 

35  or  offered  for  sale,  or  of  the  manner  in  which  the  same  were  packed  or  got  up 
for  sale  or  otherwise  howsoever :  and  from  selling  or  offering  or  exposing 
or  advertising  for  sale  or  procuring  to  be  sold  any  such  preparations  as  aforesaid 
in  any  boxes,  packets,  wrappers,  or  other  enclosures,  got  up  or  contrived  so  as,  by 
colourable  imitation  of  the  Plaintiffs'  boxes,  packets,  wrappers,  or  enclosures 

40  or  otherwise,  to  be  calculated  to  represent  or  lead  to  the  belief  that  such  prepara- 
tions were  of  the  Plaintiffs'  manufacture  or  merchandise.  And  for  other 
consequential  relief.  The  Plaintiffs'  also  gave  notice  of  motion  for  an  inter- 
locutory injunction, 

N 
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Affidavits  were  filed  on  both  sides. 

An  affidavit  by  C.  L.  Willis  alleged  :— "  (1)  I  am  manager  of  the  partnership 
"  firm  carrying  on  business  at  9,  Farringdon  Avenue,  in  the  City  of  London, 
"  under  the  style  of  the  '  Sen  Sen  Company ^^  being  one  of  the  above-named 
"  Plaintiffs.  (2)  The  Plaintiff  company,  T.  B.  Dunn  Company ^  is  a  corporation  5 
"  incorporated  under  the  laws  of  the  State  of  New  York,  America,  and  manu- 
"  f actures  there  and  sells  to  Sen  Sen  Company^  and  the  Plaintiff  Sen  Sen  Com- 
"  j)any  purchases  from  T.  B.  Dunn  Company^  cachous  and  similar  articles,  and 
"  sells  the  same  in  the  United  Kingdom.  (3)  The  aforesaid  cachous  are  manu- 
"  factured  under  a  secret  formula,  which  manufacture  was  conmienced  in  10 
"  America  about  the  month  of  March  1894.  (4)  The  Trade  Mark  '  Sen  Sen ' 
"  was  adopted  in  America  from  the  first  manufacture  of  the  cachous  there,  and 
"  such  trade  mark  is  registered  in  America,  and  an  application  for  the  regis- 
"  tration  of  the  same  in  the  United  Kingdom  is  now  proceeding."  The 
Deponent  further  alleged  that  the  business  of  the  Sen  Sen  Company  was  15 
established  in  England  in  November  1896,  when  boxes  and  packages  of 
"Sen  Sen"  were  put  on  the  market,  and  that  the  design  of  the  boxes  and 
packages  in  which  the  cachous  had  always  been  sold  were  like  those  exhibited 
to  the  affidavit ;  and  that  the  Defendant  was  selling  cachous  under  the  name 
"  Sante  "  in  boxes  and  packets  similar  to  the  Plaintiffs'  boxes  and  packets,  and  20 
that  the  Defendant's  name,  box,  and  packet  were  calculated  to  deceive.  The 
Defendant,  in  his  affidavit,  alleged  that  the  boxes  and  packets  sold  by  him  were 
dissimilar  to  the  Plaintiffs',  and  that  no  one  could  mistake  the  names.  Evidence 
of  chemists  and  others  dealing  in  cachous  as  to  the  probability  of  deception 
was  filed  by  both  sides.  The  price  of  the  Defendant's  packages  was  2c?.,  that  of  25 
the  Plaintiffs'  id.  A  description  of  the  boxes  and  packets  will  be  found  in  the 
judgment. 

Upjohn^  Q.C.,  and  L.  B,  Sebastian  (instructed  by  Keddey^  Fletcher^  and  Fry) 
appeared  for  the  Plaintiffs;  Oatey  (instructed  by  Churchy  Rendle^  Todd 
and  Co,y  agents  for  W,  8,  Restally  of  Birmingham)  appeared  for  the  Defendant  30 

Upjohn^  Q.C.,  opened  the  Plaintiffs'  case,  drawing  attention  to  tne  boxes  and 
packets,  and  referring  to  the  facts.  [The  evidence  was  then  read.]  After 
commenting  on  the  evidence  filed  on  behalf  of  the  Defendant,  he  submitted  that 
the  Plaintiffs  were  entitled  to  an  injunction. 

Gatey  for  the  Defendant. — ^The  Defendant  is  only  an  agent.    I  submit  that  as  35 
to  the  names  *^  Sante  "  and  ''  Sen  Sen"  there  is  no  similarity ;  also  our  boxes  and 
packets  are  both  different  from  the  Plaintiffs'.    Then  there  is  a  misrepresenta- 
tion on  t]ie  Plaintiffs'  pa'ekets ;  there  are  the  words  ^'  Sen  Sen,  Trade  Mark," 
whereas  '^  Sen  Sen  "  is  not  a  trade  mark.    This  misrepresentation  is  serious,  and- 
disentitles  the  Plaintiffs  to  relief,  even  if  they  would  be  otherwise  entitled  to  it.  40 

Upjohn^  Q.C.  was  only  called  on  to  reply  on  the  point  as  to  misrepresentation. — 
This  point  has  taken  us  by  surprise.  It  is  not  mentioned  in  the  affidavits,  and 
Mr.  Willis^  the  representative  of  the  Plaintiffs  in  England,  has  not  had  the 
opportunity  of  giving  any  explanation  on  oath.  I  have  no  doubt  that  the 
explanation  of  the  presence  of  the  words  '^  Trade  Mark  "  is  that  it  arises  from  the  45 
fact  of  an  application  having  been  made  at  the  Patent  Office  for  registration  of 
the  words  eighteen  months  ago,  but  it  has  stood  over  at  the  instance  of  the 
Office.  There  is  a  trade  mark  in  the  United  States,  whence  these  goods  are 
imported.  The  words  are  not  "  Registered  Trade  Mark,"  and  do  not  imply  that 
the  trade  mark  is  registered.  It  is  only  where  the  misrepresentation  is  50 
fraudulent  that  the  Court  refuses  relief,  p'  Sebastian  on  Trade  Marks,"  p.  232, 
and  MeUzchrino  and  Co.  v.  2%«  Melachrino  Egyptian  Cigarette  Company 
(A  R.P.C.  215)  were  referred  to.]  [STIRLING,  J.^  referred  to  p.  2:J9.]  Ford  v. 
Foster^  L.R.  i  Ch.  611,  as  to  the  use  of  the  word  "  patentee,"  is  in  my  favour. 
Stirling,  J. — There  theJPlaintiff  had  not  a  false  statement  in  the  thing  which  55 
he  was  seeking  to  protect.  Here,  on  the  very  thing  you  are  seeking  to  protect 
you  have  this  statement.    That  is  my  difficulty. 
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The  further  hearing  of  the  motion  was  then  adjourned  at  the  request  of  the 
Plaintiffs*  counsel,  and  was  resumed  on  February  22nd. 

Upjohn^  Q.C. — I  say  that  the  statement  in  this  case  is  not  untrue.  We  have, 
in  fact,  a  trade  mark  in  England,  although  not  registered.  The  Trade  Mark 
5  Acts  recognise  that  there  may  be  a  trade  mark  which  is  not  registered.  [S.  62 
of  the  Patents,  &c.  Act,  1883,  and  Form  F  in  the  2nd  Schedule  to  the  Trade 
Mark  Rules,  1890,  were  referred  to.]  A  trade  mark  may  be  acquired  either  by 
use  or  by  the  statutory  method.  Sections  66,  71  and  78  of  the  Act  of  1883  all 
assume  that  you  may  have  a  trade  mark  independently  of  the  Act.    Section  64 

10  and  also  section  10  of  the  Act  of  1888  shew  that  a  statutory  trade  mark  is  quite 
different  from  a  common  law  trade  mark.  Section  76  of  the  Act  of  1883  shows 
that  registration  is  only  evidence  of  a  right.  Registration  is  only  required  for  the 
porpDse  of  enabling  a  person  to  sue  {see  section  77).  As  to  old  marks  used 
before  1875,  a  certificate  of  refusal  to  register  is  sufficient.    Under  the  Act  of 

15  1875  the  disability  to  sue  was  confined  to  an  injunction  ;  it  did  not  extend  to 
damages  {see  sections  1,  3  and  5  of  that  Act.)  The  Register  is  only  one  of  regis- 
tered proprietors  {see  sections  78, 87  and  92  of  the  Act  of  1883).  IGatey  referred 
to  section  65.]  That  has  effect  before  registration.  The  terms  of  section  105  shew 
that  it  is  not  an  offence  to  call  an  unregistered  mark  a  trade  mark  ;  the  offence  is 

20  to  say  that  it  is  registered  when  it  is  not.  In  Moxison  v.  Boehniy  L.R.  26  Ch.D.  398, 
the  proprietorship  of  a  trade  mark  was  held  to  be  a  good  defence  to  the  action, 
although  the  mark  was  not  registered.  Also  in  Re  Hudson's  Trade  MarkSy 
3  R.P.C.  155,  L.R.  32  Ch.D.  311,  it  was  held  by  the  Court  of  Appeal  that  user  was 
not  necessary  previously  to  registration  ;  the  judgments  support  my  contention,  as 

25  also  does  the  judgment  of  Ghitty^  J.,  in  Barlow  and  Jones  v.  Johnson^  7  R.P.O. 
385,  at  p.  404.  Hall  v.  Barrows^  4  De  G.  and  S.  150  was  also  mentioned.  The 
cases  show  that  the  right  of  property  in  marks  is  not  taken  away  by  the  Acts. 
It  follows  from  the  authorities  tliat  if  we  obtain  registration  we  can  sue  in 
respect  of  acts  done  before  registration.    I  also  smbmit  that  as  the  representation 

30  only  applies  to  the  words  "  Sen  Sen,"  and  not  to  the  whole  get-up  :  it  is  purely 
collateral,  and  the  doctrine  of  Ford  v,  Foster  applies. 

Oatey  for  the  Defendant. — It  has  been  held  in  many  cases  that  the  use  of 
the  word  "  patent,"  referring  to  an  article  not  patented,  although  the  word  be 
only  a  part  of  the  description,  is   sufficient  to  vitiate  the   Plaintiff's  claim. 

35  [Lea4iher  Cloth  Company  v.  American  Leather  Cloth  Company^  (11  H.L.C.  523) ; 
Flavel  V.  Harrison  (10  Hare,  467) ;  Morgan  v.  McAdam^  36  L.J.  Ch.  228,  and 
Cheavin  v.  Walker^  L.R.  5  Ch.D.  850  were  mentioned.]  The  precise  point  here 
arose  in  Lewis  v.  Goodbody^  67  L.T.  194.  There  it  was  held  by  Kekewichy  J., 
that  the  use  of  the  words  *'  trade  mark  "  was  a  representation  that  the  device 

40  was  a  r^stered  trade  mark. 

Upjohn^  Q.C. — ^This  point  was  not  really  the  important  point  in  Lewis  v. 
Chodbody  ;  it  was  the  hearing  of  a  motion,  and  the  cases  of  Mouson  v.  Boehm 
and  Hudson's  Trade  Marks  were  not  cited  then. 
Judgment  was  reserved,  and  delivered  on  March  1st,  1899. 

45  Stirling,  J.— This  is  an  action  in  which  the  Plaintiffs  seek  to  restrain  the 
Defendant  from  passing  off  certain  goods  as  and  for  the  goods  of  the  Plaintiffs  by 
means  of  the  get-up  of  the  goods.  The  goods  in  question  consist  of  a  medical 
preparation  which  is  said  to  be  useful  for  the  voice.  The  Plaintiffs  are  9Xi 
American  Company  who  have  since  the  year  1896  sent  large  quantities  of  these 

50  goods  into  England  and  sold  them.  The  goods  are  made  up  in  small  packages 
such  as  I  have  in  my  hand  and  they  are  made  up  in  a  certain  distinctive  way. 
They  bear  on  them  at  the  top  and  at  the  bottom  of  the  front  portion  of  the 
paclrage  the  word  "  Sen  Sen  "  with  "  Trade  Mark  "  under  it.  Then  diagonally 
across  the  package  there  is  a  ribbon  made  up  in  a  bow.    The  various  packages 

55  are  made  up  in  this  way  in  different  colours.  In  addition  to  that  the  packages 
are  sold  in  boxes,  of  which  I  have  one  before  me,  and  a  striking  feature  in  that 
box  is  that  there  is  on  each  of  the  two  opposite  sides  a  transparent  piece  behind 

N  2 
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which  is  seen  a  card  containing  representations  of  three  of  the  small  packages. 
The  evidence  is  that  at  the  time  these  boxes  were  introduced  into  England  in 
that  form,  that  was  a  very  distinguishing  feature  of  the  box. 

The  Defendant  is  the  agent  in  England  of  a  Canadian  firm  or  Company 
who  have  recently  introduced  their  manufacture  into  England.    They  make  up  5 
their  goods  in  small  packages  of  the  same  shape  as  the  Plaintiffs'.    They  marked 
theirs  at  the  top  and  bottom  as  "  Sante."     Instead  of  a  ribbon  passing  diagonally 
across  the  front  of  the  package,  they  have  the  representation  of  a  cord,  which  is 
passed  lengthwise  and  breadthwise  across  the  package  with  a  knot  in  the  middle. 
That  cord  is  coloured,  and  the  colours  may  not  be  exactly  identical  in  tint  with  10 
the  Plaintiffs',  but  they  closely  resemble  them.    The  Defendant  has  adopted  a 
box  also,  in  which  he  sells  these  packages.  No  doubt  the  box  is  different  in  shape 
from  the  Plaintiffs'  box,  but  it  contains  also  this  distinguishing  feature  of  a 
transparency  on  one  side  and  behind  that  transparency  there  is,  as  in  the  case  of 
the  Plaintiffs'  box,  a  card  containing  a  representation  of  three  of  the  Defendant's  15 
packages. 

Now  the  question  is  whether  all  this  combination  is  such  as  might  lead  an 
unwary  purchaser  to  purchase  the  goods  of  the  Defendant  for  the  goods  of  the 
Plaintiffs.  That  is  a  question  which  must  mainly  be  decided  by  the  eye.  As 
usual  there  is  a  certain  conflict  of  evidence  and  as  usual  there  are  certain  dis-  20 
tinctions  which  have  been  pointed  out  between  the  respective  packages  and 
boxes,  but  in  my  judgment,  looking  at  the  things  as  a  whole,  this  is  a  case  in 
which  an  unwary  purchaser  might  very  easily  be  led  to  mistake  the  goods  of  the 
Defendant  for  those  of  the  Plaintiffs,  and  upon  that,  when  I  heard  the  motion,  I 
had  no  doubt  at  all.  25 

The  doubt  which  is  occasioned  in  my  mind  as  to  whether  an  injunction  ought 
to  be  granted  arose  from  a  circumstance,  very  properly  brought  to  my  attention 
by  the  learned  Counsel  for  the  Defendant,  namely  this,  that  the  Plaintiffs  have 
throughout  used  packages  on  which  are  found  in  two  places  the  words  which  I 
have  mentioned,  "  Sen  Sen  Trade  Mark."  As  regards  the  right  to  a  trade  mark  30 
the  position  is  this.  On  behalf  of  the  Plaintiffs  this  affidavit  is  made.  "  The 
"  Trade  Mark  Sen  Sen  was  adopted  in  America  from  the  first  manufacture  of 
"  the  cachous  there  and  such  trade  mark  is  registered  in  America  and  an  appli- 
"  cation  for  the  registration  of  the  same  in  the  United  Kingdom  is  now 
"  proceeding."  So  that  the  trade  mark  has  not  been  registered.  Then  it  is  35 
stated  that  the  business  of  the  Sen  Sen  Company  was  established  in  England 
about  the  month  of  November  1896,  when  the  first  boxes  and  packages  of  Sen 
Sen  were  shipped  and  were  at  once  put  on  the  market,  and  it  is  said  that  the 
boxes  and  packages  in  which  the  same  have  been  sold  in  the  United  Kingdom 
"  are  precisely  similar  to  those  which  have  been  used  in  the  United  States  except  40 
"  that  in  America  packages  are  marked  '  5(;.,' "  and  they  are  the  packages  in 
question.  Does  that  statement  which  is  found  upon  these  packages  amount  to  a 
misrepresentation  such  as  to  disentitle  the  Plaintiffs  to  relief  by  way  of 
injunction? 

Now  how  stands  the  law  ?  I  take  it  to  be  the  law  that  a  trader  may  still  45 
acquire  the  right  to  a  trade  mark  within  the  Kingdom  by  user,  and  that  the 
effect  of  the  part  of  the  statute  which  relates  to  trade  marks  is  not  to  provide 
that  no  one  shall  have  a  trade  mark  unless  he  register  it  in  accordance  with  the 
Act,  but  only  that  a  person  using  such  a  trade  mark  shall  not  be  entitled  to  sue 
in  respect  of  it  unless  he  have  registered  it.  On  that  I  refer  to  what  was  laid  50 
down  by  Lord  Justice  Cotton,  in  the  case  of  Re  Hudson's  Tinde  Mark,  in  32 
Chancery  Division,  page  320,  and  by  Lord  Justice  Chitty  in  Barlow  v.  Johnson 
in  7  Patent  Reports  at  pages  404  and  405. 

Then  is  the  statement  on  goods,  such  as  these,  that  a  particular  mark  is  a 
trade  mark»  a  misrepresentation  such  as  will  prevent  the  Plaintiff  from  having  55' 
the  rights  in  respect  of  the  get  up  and  so  forth,  which  he  would  otherwise  have  ? 
Mj  attention  has  been  called  to  the  105th  Section  of  the  Act,  which  provides 
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that  "Any  person  who  represents  that  any  article  sold  by  him  is  a  patented 
**  article,  when  no  patent  has  been  granted  for  the  same,  or  describes  any  design 
I*  or  trade  mark  applied  to  any  article  sold  by  him  as  registered,  which  is  not  so, 
"  shall  be  liable  for  every  offence  on  summary  conviction  to  a  fine  not  exceeding 
5  "  five  pounds  "  ;  and  the  second  clause  is,  "  A  person  shall  be  deemed,  for  the 
"  purposes  of  this  enactment,  to  represent  that  an  article  is  patented  or  a 
II  design  or  a  trade  mark  is  registered  if  he  sells  the  article  with  the  word 
*  patent,'  *  patented,'  *  registered,'  or  any  word  or  words  expressing  or  implying 
"  that  a  patent  or  a  registration  has  been  obtained  for  the  article  stamped,  engraved, 

10  "  or  impressed  on,  or  otherwise  applied  to,  the  article."  Of  course,  if  the  Plaintiffs 
are  brought  within  the  terms  of  that  Act,  they  must  be  denied  relief,  and  I  go 
further  and  say  that,  without  committing  an  offence  under  this  section,  the 
Plaintiffs  might  undoubtedly  to  my  mind  be  guilty  of  such  misrepresentation  as 
not  to  entitle  them  to  relief  in  a  Court  of  Equity.    In  the  first  place,  what  is  the 

15  offence  which  the  Legislature  desires  to  punish  ?  It  is  as  regards  trade  mark  : 
**  Any  person  who  describes  any  trade  mark  applied  to  any  article  sold  by  him  as 
**  registered  which  is  not  so  shall  be  liable  to  a  fine."  The  offence  consists  not  in 
applying  to  any  article  sold  by  him  a  trade  mark,  but  in  representing  that  that 
trade  mars  is  registered.  Now  the  contrast  is  very  strong  between  what  is  enacted 

20  in  that  respect  and  what  is  enacted  with  respect  to  a  patent.  If  he  represents 
that  any  article  sold  by  him  is  a  patented  article  when  no  patent  has  been 
granted,  then  he  commits  an  offence  ;  but  it  is  not  said,  if  a  person  represents 
that  he  has  a  trade  mark  and  that  trade  mark  is  not  registered,  that  he  commits 
an  offence.    But  that  is  not  the  whole  of  it.     The  second  sub-section  must  be 

25  taken  into  consideration.    It  goes  on  to  enact  that  "  A  person  shall  be  deemed 

"  for  the  purposes  of  this  enactment  to  represent  that  a  trade  mark  is  registered," 

reading  it  shortly,  "  if  he  sells  the  article  with  the  word  '  roistered,'  or  any 

"  word  or  words  expressing  or  implying  that  registration  has  been  obtained." 

Now  the  Plaintiffs  here  certainly  have  not  put  the  word  "  Registered  "  upon  the 

30  article.  Have  they  used  words  implying  that  registration  has  been  obtained  ?  That 
brings  us  very  close  to  the  consideration  of  the  general  question  whether  there 
is  a  misrepresention  such  as  would  disentitle  the  Plaintiffs  to  relief  in  equity.  It 
seems  to  me  that  the  words  which  are  found  on  these  packages,  "  Sen  Sen, 
"  Trade  Mark,"  are  susceptible  of  the  meaning  that  the  trade  mark  referred  to  is 

35  a  trade  mark  with  all  its  ordinary  rights  and  incidents  including  the  right  to 
sue  which  would  imply  registration  ;  but  at  the  same  time  I  do  not  think  that 
it  necessarily  has  that  meaning.  It  may  mean  simply  an  intimation  to  a  person 
who  is  intending  to  deal  in  these  goods  or  to  buy  them,  that :  If  you  desire  to 
make  sure  that  the  goods  you  are  buying  come  from  me,  look  and  see  that  they 

40  contain  the  words  "  Sen  Sen  "  upon  them  which  I  have  adopted  as  one  of  the 
indications  by  which  the  genuineness  of  the  article  may  be  ascertained. 

Now,  I  have  no  evidence  before  me  as  to  the  effect  which  this  representation 
has  had  upon  anybody.  I  have  nothing  before  me  but  the  bare  fact  that  this 
appears.    My  attention  was  very  properly  called  by  Mr.  Qatey  to  a  case  before 

45  Mr.  Justice  Kekewich  of  Lewis  v.  Qoodbody  in  which,  in  a  part  of  the  judgment, 
the  learned  Judge  used  language  which  possibly  might  be  read  as  an  indication 
of  an  opinion  on  his  part  that  under  such  circumstances  it  ought  to  be  taken 
that  there  was  a  representation  that  the  trade  mark  existed  with  all  the  rights 
and  privileges  incident  to  it.     I  have  made  some  inquiry  with  respect  to  that 

50  case,  and  I  have  some  reason  to  believe  that  the  observations  in  question  were 
delivered  with  reference  to  certain  evidence  which  does  not  appear  in  the 
report,  but,  however  that  may  be,  I  do  not  think  that  the  learned  Judge  meant  to 
say  that  under  all  circumstances  such  a  fact  as  I  have  before  me,  namely,  the 
simple  fact  of  a  Plaintiff  having  put  a  certain  mark  upon  his  goods  witii  the 

56  addition  of  the  words  "  Trade  Mark,"  necessarily  carries  with  it  the  implication 
that  the  trade  mark  had  been  roistered. 
Therefore,  apon  the  materials  now  before  me,  I  am  unable  to  come  to  the 
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coifclnsion  that  the  Plaintiffs  have  been  gnilty  of  such  a  misrepresentation  as  to 
deprive  them  of  the  right  to  an  injunction  and,  whatever  may  happen  at  the  trial, 
I  think  an  interlocutory  injunction  ought  to  be  granted.  I  do  not  propose  to 
grant  it  exactly  in  the  form  which  appears  in  the  notice  of  motion.  I  think  that 
the  proper  order  will  be  to  restrain  the  Defendant,  his  servants  and  agents,  until  5 
judgment  in  this  action  or  further  order,  from  selling  or  offering,  or  exposing  or 
advertising  for  sale,  or  procuring  to  be  sold,  the  preparations  mentioned  in  the 
boxes,  packets  and  wrappers  now  made  use  of  by  the  Defendant,  or  any  other 
boxes,  packets,  wrappers  or  other  enclosures  so  got  up  or  contrived  as  by  colour- 
able imitation  of  the  Plaintiffs'  boxes,  packets,  wrappers  or  enclosures  or  otherwise  10 
to  be  calculated  to  lead  to  the  belief  that  such  preparations  are  of  the  Plaintiffs* 
manufacture.    The  costs  will  be  costs  in  the  action. 


In  the  High  Court  op  Justice.— Chakcbry  Division. 
Before  Mr.  Justice  Kekewich.— January  17th,  1899. 

TWEEDALB  V.  ASHWORTH.  15 

Patent. — Action  for  infringement. — No  infringement. 

Tlie  Patentee  of  an  invention  for  improvements  in  flats  and  in  fasteners 
for  securing  the  card  clothing  thereon  and  thereto  sued  the  Defendant  for 
infringement.  TJie  Defendant  denied  infringe7nent  and  pleaded  that  the 
matter  in  controversy  was  res  judicata,  ateo  that,  althcmgh  admitting  that  the  20 
Plaintiffs'  patent  was  valid^  the  claims  were  restricted  to  fasteners  which 
stretch  the  foundation  in  the  manner  described  in  his  Specification.  In  1889 
the  Plaintiffs  had  brought  an  action  c^ainst  tlie  present  Defendant  on  this 
same  patent  in  which  the  House  of  Lords  had  held  that  the  Defendant  had  not 
infringed.  Suhseqtiently  the  Defendants  varied  the  form  of  their  fastener  and  25 
the  Plaintiffs  brought  the  present  action. 

Heldy  that  on  the  construction  placed  on  the  Specification  by  the  House  of 
LordSy  the  Defendants  had  not  infringed. 

On  the  25th  January  1888,  Letters  Patent  (No.  1121  of  1888)  were  granted  to  30 
Edmund  Tweedale  for  "  Improvements  in  flats  and  in  fasteners  for  securing  the 
"  card  clothing  thereon  and  thereto." 

.  The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  the  flats 
**  employed  on  flat  carding  engines  and  in  the  fasteners  employed  for  securing 
"  the  oard  clothing  to  the  said  flats.    In  carrying  out  my  invention  I  ca^t  or 
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^^  form  on  the  under  surface  of  each  side  of  the  bar  of  the  flat  a  longitudinal 
**  rib  or  tongue  or  projecting  portion,  so  as  to  afford  a  means  of  retaining  or 
^^  securing  the  bent  over  edge  of  a  strip  of  sheet  metal,  as  hereinafter  described. 
"  The  &stener  consists  of  a  strip  of  sheet  metal  of  the  required  length,  one  of 
5  "  its  edges  is  rolled,  stamped,  or  pressed,  so  as  to  form  a  three-sided  recess ;  the 
mid  portion  of  the  strip  is  flat,  and  the  outer  or  remaining  edge  is  cranked 
or  bent  at  right  angles  to  the  plain  or  flat  part ;  the  two  foldings  of  the  strip 
'*  made  one  half  into  a  shape  not  unlike  the  letter  (U)  3,  whilst  the  remaining 
"  half  of  the  width  is  of  J  form.    The  U  edge  of  the  fastener  receives  the 

10  "  edge  of  the  foundation  of  the  clothing,  within  which  it  is  tightly  gripped  ; 
"  the  edge  of  the  upper  part  of  the  3  may  be  toothed  or  serrated,  and  the 
^'  under  part  may  be  perforated,  so  that  when  the  3  is  closed  tightly  on  the 
^^  foundation,  the  serrations  enter  or  grip  *  the  face  of  the  clothing,  whilst 
"  pressure  causes  the  under  surface  of  the  foundation  to  enter  the  perforations 

15  "  whereby  the  foundation  is  gripped  and  firmly  held.  The  clothing  and 
"  fasteners  are  next  laid  on  the  flat,  the  straight  or  flat  remaining  part  of  the 
^^  fastener  lies  to  and  along  the  edge  of  the  flat,  whilst  the  remaining  portion 
"  will  be  turned  under  the  flat,  and  around  the  longitudinal  rib  or  tongue  or 
^^  projecting  portion  in  a  J  or.  hook  form,  thus  securing  the  edge  of  the  fastener 

20  "  to  the  bar.  The  width  between  the  fasteners  is  slightly  less  than  the  width 
"  of  the  flat,  so  that  the  foundation  is,  in  the  operation  of  putting  on  and 
"  creasing  the  other  or  lower  edge  of  ,  the  fastener  over  the  rib  or  tongue, 
"  tightly  stretched  and  evenly  and  securely  held  in  position."  After  a 
description  of  the  drawings,  the  Specification  concluded  thus  : — "  Each  strip  1, 

25  "  from  which  a  fastener  is  to  be  made,  is  preferably  the  length  of  the  whole 
^^  working  surface  of  the  bar  of  the  flat,  and  I  so  manufacture  and  apply  the 
"  listeners,  though  they  may  be  made  in  two  or  more  lengths,  so  likewise,  in 
^  reference  to  the  longitudinal  ribs  18.  I  employ  the  latter  along  the  whole 
'^  length  of  the  bars,  but  such  ribs  would  be  useful  if  along  the  bar  in  a  series 

30  ^  of  lengths  and  blanks,  though  not  so  effective,  as  if  continued  the  whole 
*'  length  of  the  bar.  It  will  be  seen  that  I  have  thus  provided  a  method  of 
"  attaching  the  foundation  to  the  bar  by  the  use  of  a  continuous  sheet  of  bent 
**  metal  (without  the  use  of  ordinary  rivets,  pins,  prongs,  or  other  fastening 
**  devices  as  heretofore  employed)  whereby   the   edges  of  the  foundation,  all 

35  '*  along  the  surface  and  its  edges,  as  also  the  edges  of  the  bars  of  the  flat,  are 
^  enclosed  and  encased  by  the  continuous  fastener,  so  that  there  can  be  no 
'*  puckering  or  fraying  of  the  edges  of  the  foundation,  and  so  that  the  boring  or 
"  nicking  the  edges  of  the  bars,  for  the  receipt  of  the  rivets,  pins,  or  prongs  of 
"  the  fasteners,  and  puncturing  the  foundations,  as  heretofore  employed,  is  no 

40  **  longer  necessary,  the  bending  over  of  the  edges  of  the  strip  being  sufficient 
**  to  grip  and  secure  the  foundation  to  the  bar,  whilst  at  the  same  time  en- 
*'  closing  and  encasing  the  cut  edges  of  the  foundation  and  edges  of  the  bar,  so  as 
"  to  present  an  even  surface  throughout,  whereby  all  puckering  or  fraying  of 
^  the  cut  or  raw  edges  of  the  foundation  is  avoided,  and  there  is  a  great  saving 

45  '*  of  labour,  heretofore  expended,  in  boring  the  bars  and  applying  the  fasteners ; 
"  and  furthermore,  a  highly  improved  appearance  and  finish  is  given  to  the 
^  flats.  I  would  observe  that  the  serrating  the  edges  and  the  perforating,  as 
^  illustrated  at  Fig.  12,  whilst  affording  increased  gripping,  are  not  indispensable, 
**  as  I  have  obtained  practical  and  satisfactory  results  from  fasteners  neither 

50  "  serrated  nor  perforated.  I  have  now  described  means  whereby  I  can  effectually 
**  carry  out  my  invention,  but  I  would  remark  that  it  is  obvious  that  the  forms 
^^  of  the  edges  of  the  bars  and  of  the  bent  portions  of  the  strip  may  be 
"  varied  without  departing  from  the  principle  of  my  invention,  so  long 
^  as  it  is  provided  that  one   edge    of    the    strip  secures  a  firm  grip  upon 

55  ^  the  foundation,  at  the  same  time  that  the  other  edge  also  secures  a  tight 
^  grip  upon  the  under  portion  of  the  bar,  so  that  extraneous  rivets,  nails,  or 
^  prongSy  can  be  dispensed  with. 


id 
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"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — 1.  The  improved  construction  of  fastener  whereby  the  card 
"  fillet  is  secured  to  the  bar  along  the  edges  or  selvages  of  the  foundations, 
"  which  edges  or  selvages,  and  also  the  edges  of  the  bars,  are  enclosed  and  5 
"  encased  by  the  fastener,  as  described  and  illustrated  by  the  annexed  drawings. 
"  2.  The  improved  construction  of  fasteners,  combined  with  the  longitudinal 
"  ribs,  or  tongues,  or  projections,  as  herein  described  and  illustrated  by  the 
"  annexed  di'awings." 

Fig.  6  of  the  drawings  shows  a  fastener  applied  to  the  edge  of  the  founda-  10 
tion  of    the  fillet.      Fig.  8  is  a  cross-section  of    flat  fillet  and  fastener  in 
position  completed.    Fig.  9  is  a  front  view  of  Fig.  8.     These  three  figures  are 
subjoined. 


FJC.6. 


nc.8. 


The  Plaintiffs,  of  whose  firm  the  Patentee  was  a  member,  commenced  this 
action,  and  by  the  Statement  of  Claim,  delivered  the  12th  January  1898,  the  15 
Plaintiffs  claimed  (1)  an  injunction,  (2)  an  account  of  profits,  or  (3)  damages, 
(4)  further  consequential  reHef ,  (5)  costs.    The  Particulars  of  Breaches  alleged 
that  the  Defendant  had,  at  divers  times,  infringed  the  Plaintiffs'  Letters  Patent 
by  manufacturing,  selling  for  his  own  profit,  supplying,  using  and  applying 
certain   fasteners  whereby  card  clothing  is  secured  or  attached  to  flats  of  20 
carding  machines,  such  fasteners  being  constructed  and  applied  substantially 
for  the  pui-pose  and  in  the  manner  described  and  claimed  in  the  Specification 
of    the    said    Letters    Patent,    or    only  colourably    differing    therefrom.    In 
particular  the  Plaintiffs  complained  of  the  manufacture  and  sale  of   certain 
flat  carding   machines   to  Messrs.  SutcHffe    and   Smith  of    Britannia    Mill,  25 
Bacup,  in  or  about  August  1895,  and  to  Messrs.  John  Bright  and  BrotJiers,  of 
Rochdale,  in  or  about  December  1896. 

By  his  defence,  delivered  on  21st  February  1898,  the  Defendant  (1)  denied 
infringement,  (2)  contended  that  the  fasteners  and  the  use  of  them  complained 
of  were  in  all  material  respects  the  same  as  the  fasteners  and  the  use  thereof  30 
which  were  the  subject  of  an  action  1889— T— No.  783  between  Edmund 
Tweedale  and  Ashworth  Brothers,^  and  that  the  matter  in  controversy  in  this 
action  was  therefore  res  Judicata ;  (3)  while  admitting  that  the  Plaintiffs' 
Letters  Patent  were  valid,  contended  that  the  claims  in  the  Plaintiffs'  specifica- 
tion were  restricted  to  fasteners  which  stretch  the  foundation  in  the  manner  35 
described  in  the  said  Specification,  and  for  this  purpose  referred  to  the  two 
following  Specifications,  Ashtvorth  No.  4091  of  1877,  and  Ashworth 'So.  5307  of 
1886. 


•  7  B.P.C.  436,  8  E.P.O.  49,  and  9  BJ.C.  121. 
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In  a  previous  action  of  Tweedale  v.  Ashworth^  reported  in  9  R.P.C^  page  121, 
which  was  brought  in  respect  of  the  alleged  infringement  of  the  same  Liotters 
Patent,  it  had  been  held  that  the  Defendants  had  not  infringed.  In  that  case 
the  Defendants'  fasteners  were  merely  used  as  clamps  to  hold  the  clothing  or 
5  fillets  stretched,  the  stretching  being  performed  by  a  separate  operation  by 
means  of  a  contrivance  resembling  a  carpet  stretcher.  Subjoined  is  a  cross-section 
of  the  appliance  complained  of  in  that  action.  The  section  of  the  fastener  is  also 
shewn.  In  this  appliance  the  fastener  was  first  applied  to  one  side,  then  the 
fillet  was  stretched  by  means  of  a  stretcher,  and  then  the  fastener  was  applied 
10  to  the  other  side.  The  stretcher  was  then  removed,  and  the  two  fasteners  held 
the  fillet  in  its  stretched  position.  The  edges  of  the  fasteners  had  notches  but 
not  teeth.  Subsequently  the  Defendant  altered  his  fasteners,  substituting  teeth 
for  the  notches.  Secondly  subjoined  is  a  cross-section  of  the  flat  with  fillet  and 
&8tener  complained  of  in  this  action. 


SECTiOM  OF  OLD  BAR  CARD   &    STRiP   CLAMP 

FASTENER 


SeCTVOJ^  of  bar   card   &  GRiP  FASTENER 

COMPLAINED  OF 


15      The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwioh  on  the  17th  January 

1899. 
Sir  Edward  Clarke^  Q.C.,  Boimfield^  Q.C.,  A.  J.  Walter^  and  Parker  (instructed 

by  J.  C,  Jackson^  agent  for  S.  Sandeman^  Accrington)  appeared  for  the  PlaintifEs ; 

MouWjtij  Q.C.,  Terrell f  Q.C.,  and  Oraham  (instructed  by   W.  J.  and  E.  H. 
2<)  Tremellen^  agents    for    Blair  -and   Seddofi^    Manchester)    appeared  for    the 

Defendant. 
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Bouafield^  Q.C.,  for  the  Plaintiffs. — This  patent  is  for  a  method  of  attaching 
the  clothing  or  fillets  to  the  flats  of  a  carding  machine.  The  flats  with  the 
fillets,  with  stiff  wires  on  them,  are  attached  to  a  reyolying  cylinder.  The  machine 
is  used  to  tear  the  cotton  into  what  is  known  as  ^^  stiver.^'  It  is  essential  that 
the  fillets  should  be  evenly  and  firmly  held  on  the  flats.  Prior  to  this  patent  5 
the  commonest  forms  of  attachment  were  by  means  of  rivets  or  by  steel  wire, 
by  which  the  clothing  was  stitched  on  to  the  flat.  The  Patentee  fastens  a  steel 
band  along  each  edge  of  the  clothing ;  then  the  clothing  is  laid  on  the  flat,  and 
the  other  edges  of  the  steel  bands  are  rolled  round  two  ribs  on  the  back  of  the  flat. 
The  method  is  at  once  simple  and  effective.  In  the  previous  action,*  in  which  10 
the  House  of  Lords  held  there  was  no  infringement,  the  Defendants  had  a  plain 
clamp.  The  method  they  used  then  was  to  clamp  one  side  of  the  clothing  first, 
then  to  stretch  the  clothing  with  a  comb  or  carpet  stretcher,  and  then  to  clamp 
the  other  side.  The  action  of  the  fasteners  was  merely  a  vice  action.  They  had 
no  independent  grip  of  the  clothing.  If  the  fasteners  were  cut  along  the  side  the  15 
two  parts  would  fall  apart,  whereas  ours  would  remain  sticking  into  the  clothing 
owing  to  the  independent  grip.  It  was  held  by  the  House  of  Lords  that  the  grip 
was  essential  to  our  patent.  [The  judgment  of  the  House  of  Lords  was  read.] 
In  another  case  brought  in  respect  of  this  patent,  Tweedale  v.  Howard  ana 
BulUmghy  Ld.^^  the  Defendants  were  held  to  have  infringed,  and  what  the  20 
Defendant  is  now  doing  is  almost  indistinguishable  from  what  Howard  and 
BulUmgh  did.  •  The  difference  between  Howard  and  BulUmgh^s  fastener  and 
AahwortKs  first  fastener  is,  that  whereas  Ashworth  had  merely  a  clamping 
action,  Howard  and  BulUmgWs  had  teeth,  which  clinched  as  they  went  into 
the  clothing.  The  House  of  Lords  held  that  the  independent  grip  was  essential  25 
to  our  patent,  and  it  is  also  essential  to  successful  working.  The  Plaintiffs^ 
specification  describes,  but  not  as  an  essential,  the  method  of  initial  stretching 
by  fastening.  The  Defendant  will  say  that  he  does  not  use  the  identical  method 
of  stretching,  and  that  therefore  he  does  not  infringe.  It  is  essential  to  stretch 
and  to  maintain  the  stretching ;  but  he  says  that,  even  if  he  gets  the  same  30 
result,  that  his  means  are  slightly  different,  and  that  therefore  he  is  outside 
the  Patent.  The  Defendant  puts  on  one  side  first  and  then  the  other.  We 
contend  that  he  practically  does  what  we  have  described  in  our  Specification. 
In  the  rolling  to  force  the  teeth  to  enter  and  by  the  entering  of  the  teeth  he 
actually  does  get  stretching.  The  Patent  is  for  the  completed  article,  and  the  35 
House  of  Lords  did  not  say  that  the  particular  method  of  stretching  was 
essential.  If  the  Defendant  turns  out  as  a  finished  article  being  exactly  the  same 
article  as  we  describe  in  our  Specification,  it  is  immaterial  whether  his  initial 
method  of  stretching  is  different.  He  will  then  infringe,  and  this  view  is 
consistent  with  the  judgment  of  the  House  of  Lords.  [Counsel  then  read  the  40 
judgment  of  Ghitty^  J.,  in  Tweedale  v.  Howard  and  BulUmgh.']  The 
Defendant's  method  is  to  fix  one  side  on  to  the  flat  first,  and  then  force  the 
other  fastener  into  the  clothing  by  means  of  a  roller  with  bevelled  edges.  This 
simultaneously  drives  the  teeth  in  and  stretches  the  clothing.  The  teeth 
themselves  are  bent  inwards.  He  also  uses  a  carpet  stretcher,  but  it  is  doubtful  45 
if  this  would  work  without  the  bevelled  roller. 

MoultoUy  Q.C.,  for  the  Defendant. — In  the  previous  cases  the  Courts  formed 
their  decisions  mainly  on  considerations  not  depending  on  the  finished  article, 
but  on  the  use  of  the  fasteners  in  the  course  of  manufacture.  The  House  of 
Lords  decision  practically  is  that  the  invention  is,  in  substance,  the  formation  50 
of  Figure  6  of  the  Plaintiffs'  Specification  in  the  course  of  fixing.  This 
figure  shows  the  fillet  with  the  two  fasteners  attached  and  quite  independent 
of  the   flat.     The   Defendant  succeeded  in  the  previous  action  because  his 


•  Tioeedide  v.  AshtooHh^  9  R.P.0. 12U 
t  IS  R.P.O.  622. 
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method  of  clothing,  which  had  clamps,  obtained  the  stretching  in  a  totally 
different  way.  He  fastens  one  side  on  to  the  flat  stretcher  by  means  of  a 
comb,  and  then  pats  on  the  other  clamp.  The  machine  used  for  the  new  clamp 
is  identical  with  that  used  for  the  old  one.  The  method  is  also  the  same. 
5  The  whole  judgment  of  the  House  of  Lords  applies  to  the  present  method, 
equally  as  well  as  to  the  old  one.  In  the  case  of  Tweedale  v.  Howard  and 
Bulloughj  the  Defendants  used  the  same  method  of  stretching  as  described 
in  the  Specification.  We  have  not  changed  our  method,  and  even  if  the 
bevelled  wheel  did  stretch,  the  judgment  of  the  House  of  Lords  says  that  it 

10  does  not  infringe.  The  only  difference  between  the  Defendant's  two  methods 
is  that  whereas  his  clamps  originally  had  notches,  those  notches  are  now  more 
pronounced.  There  is  nothing  in  the  judgments  of  the  House  of  Lords  in 
Tweedale  v.  Ashworthy  or  of  Chitty^  J.,  in  Tweedale  v.  Howard  and  Bullough 
which  makes  notches  or  teeth  material.      The  whole  question  turns  on  the 

15  formation  of  the  intermediate  stage  shown  in  Fig.  6.  If  we  were  justified  in 
clamping,  we  are  justified  in  improving  our  clamp.  All  that  the  Defendant 
has  done  is  to  alter  his  clamp  so  as  to  get  a  better  grip.  This  case  has  been 
decided  by  the  previous  case. 

Sir    Edward    Clarke,    Q.C.,    in    reply. — The    independent    grip    which 

20  they  get  now,  and  their  method  of  getting  it,  namely,  by  the  bevelled 
wheel,  necessarily  produces  some  stretching.  Their  old  method  was 
unsatisfactory,  it  had  not  the  advantages  which  ours  has,  and  which  the 
Defendant's  now  has.  His  finished  article  is  now  exactly  similar  to  ours, 
and  there  is  nothing  in  the  judgment  of  the  House  of  Lords  to  say  this  is 

25  not  an  infringement. 

Ebkewioh,  J. — If  it  had  fallen  to  my  lot  to  construe  the  Specification,  I 
should  have  had  the  advantage  of  an  elaborate  criticism  of  the  language 
and  commentaries  on  it,  and  with  that  advantage  and  that  assistance,  it  may  be 
that  I  should  have  been  able  to  arrive  at  a  conclusion,  and  to  have  been  able  to 

30  state  what,  in  my  opinion,  the  proper  construction  of  the  Specification  is.  It 
obviously  is  a  Specification  requiring — I  will  not  say  more  than  usual  care, 
but  considerable  care  in  order  to  arrive  at  a  proper  conclusion.  But  that  is  not 
my  duty.  The  Specification  has  been  construed  before,  and  Counsel  on 
either  side  have,  properly,  done  no  more  than  refer  me  to  the  construction 

35  placed  on  the  Specification  by  the  House  of  Lords.  I  say  that  has  been 
properly  done,  because  it  is  impossible  for  them  to  do  anything  more,  and 
neither  of  them  would  wish  to  diminish  from  the  language  or  the  commentary 
of  the  noble  Lords  who  construed  it  in  the  first  case  of  Tweedale  v.  Ashworth. 
Before  approaching  that,  let  me  say  that  I  will  assume  that  the  thing  produced 

40  by  the  Defendant  is  identical  with  the  thing  produced  by  the  Plaintiffs.  I  am 
not  myself  sure  on  the  evidence  that  there  is  any  difference  of  importance.  If 
I  were  bound  on  the  present  materials,  without  anything  further,  to  give  a 
verdict,  I  should  say  that  there  is  no  difference.  The  two  things  are  identical, 
and  therefore,  if  identity  of  production  was  sufficient,  if  the  fact  that  the 

45  Defendant  manufactures  the  same  article  as  the  Plaintiffs  were  enough  to 
constitute  infringement,  the  Plaintiffs'  case  would  be  established.  I  am  not 
able,  it  seems  to  me,  to  hold  that.  I  read  the  judgments  in  the  House  of 
Lords  as  entirely  differing  from  that  proposition.  1  mentioned  to  Sir  Edward 
Clarke,  that  as  I  read  the  judgments — ^and  they  all  four  have  been  read  to 

50  me  and  commented  on,  and  I  have  followed  the  comments  as  well  as  I  can — it 
seems  to  me  that  they  all  go  upon  this,  that  if  the  Plaintiffs'  alleged  invention 
were  simply  for  holding  stretched  the  clothing  or  foundation  evenly  and 
tightly  between  clamps,  or  whatever  may  be  the  verbal  equivalent  of  clamps 
for  this  purpose,  then  there  would  be  no  invention  at  all.      That  seems 

55  to  me  to  be  expressed  clearly  in  that  passage  in  the  Lord  Chancellor's  speech, 
which  begins :  *'  It  seems  to  me  therefore,"  and,  as  I  understand  his 
judgment  and  that  of    the  other  Lords  who  addressed  the  House,  that  runs 
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through  them  all.    There  was  no  qaestion  before  the  House  of  subject  matter, 
but  the  House  was  obliged  to  face  this  question  of  what  is  the  subject  matter. 
That,  in  fact,  is  only  another  way  of  stating  what  is  the  invention,  and  of 
course  they  were  obliged  to  decide  what  the  invention  was,  and  I  understand 
them  to  decide  that  if  that  had  been  all  and  if  the  merely  keeping  the  foundation  «*> 
or  clothing — whatever  may  be  the  proper  name  for  it — in  its  proper  place, 
even  and  continuously  stretched  by  means  of  clamps, — if  that  had  been  the 
claim,  there  would  have  been  no  subject  matter  ;  it  would  have  been  too  wide. 
It  was  because  they  managed  to  see  in  the  Specification  a  claim  to  add  some- 
thing to  do  the  stretching  first,  and  then  to  hold  the  stretched  material  in  the   10 
manner  I  have  just  mentioned,  that  they  thought  there  was  subject  matter,  and 
that  they  could  decide  on  the  question  before  them  as  they  did.    A  Judge  of 
First  Instance  is  not  allowed  to  criticise  the  law  laid  down  in  the  House  of  Lords, 
or  by  any  noble  Loi-d  who  addressed  the  House.    One  is  obliged  sometimes  to 
criticise  the  language,  because  one  cannot  understand  the  conclusions  without   15 
doing  so  ;   but  even  that  must  be  done  with    bated    bi^eath,    and    in    the 
remarks  I  am  about  to  make  I  do  not  forget  that  those  judgments,  though 
delivered  on  the  second  day  of  the  hearing,  were  delivered  immediately  after  the 
conclusion  of  Counsel's  argument,  and  therefore  as  far  as  the  Report  before  me  is 
concerned — we  have  nothing  but  the  transcript  of  the  shorthand  writer's  notes —  30 
one  must  not  be  surprised  if  some  of  the  expressions  are  not  so  accurate  as  they 
would  have  been  in  a  written  judgment.     I  cannot  help  thinking  that  there 
is  a  slight  shortcoming  of  accuracy  here  and  there  in  distinguishing  between 
"  stretching  "  and  "  keeping  stretched,"  and  I  venture  to  think  that,  not  that 
shortcoming  of  accuracy,  but  a  real  confusion  arising  on  the  same  point,  has  25 
rather  encouraged  the  Plaintiffs  in  the  present  action.     There   is  no  doubt,  in 
my  mind,  that  the  cloth  or  the  fillet — I  think  that  is  as  good  a  word  as  any  of 
the  many  that  are  used  to  describe  the  same  thing — is  kept  in  its  place  by  the 
clamp  or  clip,  whether  it  is  rounded,  whether  it  is  toothed  or  not,  whether  the 
teeth  bend  inwards  or  outwards  or  are  perpendicular.    I  think  there  is  no  doubt  30 
of  that — whether  in  the  Plaintiffs'  article  or  in  the  Defendant's  article — ^the  object 
of  it  is  to  keep  it  evenly  stretched.    That  kept  it  even  and  stretched,  and  if 
that  were  removed  probably  there  would  be  some  disturbance  of  the  fillet,  and 
probably  the  instrument  would  not  work  ;  but  the  keeping  it  even  and  stretched 
is  quite  different  from  stretching  it.     That  distinction,  I  think  I  ought  to  add,  H5 
is  to  be  found  again  and  again  mentioned  in  the  judgment  of  the  House  of 
Lords  ;  but  perhaps  those  who  have  had  to  construe  it  have  not  always  given  to  it 
the  importance  which  ought  to  be  given  to  it.    What  they  did  rely  upon  is,  not 
the  keeping  it  stretched,   but  the  stretching  as  being  something  which  is 
an  essential  part  of  the  Plaintiffs'   invention.      And   it   is  to   be    observed  40 
that    not  only    is    this    kept    in    sight    in  the  delivered  judgments,   but  I 
notice    an    interlocutory  observation  of .  Lord    Wataon^a    which    shows   that 
they    took    care    to  intimate  that  it    is    not    in    any    sense    a    Patent    for 
a   combination,  that  it   is  not   in  any   sense  that  which   could  be  infringed 
by  the    use    of    mechanical    equivalents.      That    is    all    out    of    the    way.  45 
The  Patent  is  for  that  which  is  described  in  the  Specification  either  in  the 
letterpress  or  by  means  of  references  to  the  figures.    What  the  patentee  there 
describes  is  what  he  has  invented.    If  he  seeks  to  prove  infringement  he  must 
prove  that  that  which  he  has  invented,  according  to  that  definition,  has  been 
imitated  or  copied.    That  seems  to  me  to  be  the  foundation  of  the  judgment.    I  50 
will  not  go  through  the  judgments,  but  the  Lord  Chancellor  says  that  the 
mode  of  manufacturing  the  machine  of  itself  necessarily  involves,  as  one  of 
the  merits  of  the  invention,  the  power  of  stretching  the  material  at  the  same 
time  and  by  the  same  operation  as  completing  the  machine.    The  machine  there 
does  not  mean  a  living  thing,  but  the  article  which  is  to  operate  in  the  manner  55 
which  the  manufacturers  intended  it  to  operate.    Then,  again,  there  is  a  passage 
in  Lord  Mot^ris^s  judgment.     He  says  :  '*  The  importance  of  that  has  been  dwelt 
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"  npon,  and  is  obvious,  in  my  opinion,  upon  tlie  whole  evidence,  and  npon 
'*  looking  at  the  machine,  the  substantial  pith  and  substance  of  the  invention 
"  was  the  stretching  portion  of  it."  That  goes  further,  no  doubt,  than  the  other 
LordSy  because  he  makes  out  the  stretching  to  be  the  essential  part.  I  do  not 
5  think  his  colleagues  agreed  with  him  in  going  so  far  as  that ;  but  they  did  agree 
with  him,  I  think,  in  considering  that  the  stretching  was  an  essential  part. 
And  then,  at  the  end  of  Lord  Field's  judgment,  he  points  out  iti  a  different 
manner  really  the  same  thing.  Here  I  have  the  Defendant  doing  precisely 
what  the  Defendants  did  in  that  case  in  the  House  of  Lords^  with  this  exception, 

10  that,  instead  of  taking  the  plain  clip  which  they  did  then — not  a  deep  one,  but  a 
shallow  clip  and  without  teeth — he  has  now  taken  a  very  much  deeper  clip 
with  teeth,  and  those  teeth,  no  doubt — at  least  so  it  seems  to  me  on  the  evidence 
(and  I  am  not  allowed  to  form  a  conclusion  otherwise  than  upon  the  evidence) 
— those  teeth  have  a  utility  of  their  own ;   they  hold,  and  Mr.  Ashworth 

15  practically  admitted  that  they  do  hold  better  than  the  untoothed  clip.  It 
may  be  that  some  further  holding  power  is  obtained  by  the  bending  in  of 
this  clip— that  may  or  may  not  be  ;  but  at  any  rate  there  is  some  advantage  in 
that  alteration.  That  is  the  only  alteration  he  has  made.  Whether  it  is  bent 
in  or  not,  that  still  holds  the  fillet  in  its  place.     It  holds  it  stretched,  no  doubt, 

20  but  it  does  not  stretch  it.  The  stretching  is  still  done,  as  it  was  in  what  was 
first  complained  of  as  an  infringement,  by  the  Defendant's  process  by  the  comb 
which  is  employed  in  the  machine,  which  has  been  exhibited  and  produced  in 
Court.  Therefore  it  seems  to  me  that  really,  with  the  House  of  Lords  decision 
before  me,  I  have  only  got  an  unimportant   variation   of  the  process  then 

25  employed  brought  before  me  again,  and  said  to  be  an  infringemeiit — I 
mean  unimportant  on  the  construction  which  was  placed  on  the  Specifica- 
tion in  the  House  of  Lords.  Unimportant,  practically,  it  certainly  is  not. 
I  have  already  explained  that  I  think  it  has  a  useful  purpose,  and  I  have 
no  doubt  it  has  been  adopted  for  good  reasons.      I  have  the  advantage  of  a 

30  comment  on  the  decision  in  the  House  of  Lords  by  Lord  Justice  Chitty  in 
the  second  case  brought  by  these  Plaintiffs  against  Howard  and  Bull(mgh, 
That  was  before  Mr.  Justice  Chitty  in  July  189H.  Now,  in  the  first  place,  he 
held  that  there  was  an  infringement  there,  and  it  is  important  to  see  why  he 
held  there  was  an  infringement,  apart  for  a  moment  from  the  decision  of  the 

35  House  of  Lords,  on  which  he  comments.  He  sums  it  up  in  two  or  three  words 
at  the  end,  '^  The  result  is  this  :  the  Defendants  attain  the  same  result  as  the 
"  Plaintiff',  and  substantially  by  the  same  means.  It  ife  a  case  not  of  mechanical 
"  equivalents,  but  of  colomble  imitation."  And  he  explains  higher  up  on  the 
same  page  exactly  why  he  says  that  they  do  obtain  the  same  results  which  they 

40  did  substantially  by  the  same  means,  and  he  quotes  Mr.  Dugald  Clerk^s 
evidence,  and  says  he  admitted  that  the  stretching  was  produced  by  the  hold 
which  the  edges  of  the  clip  had  on  the  edges  of  the  foundation.  If  Mr.  Dugald 
Clerk  had  admitted  that  here,  he  would  have  admitted  the  Plaintiffs'  case. 
He  did  not ;  he  said  no  doubt,  as  I  understood  him,  that  there  might  be  some 

45  slight  stretching,  but,  as  I  understand  his  evidence,  there  is  necessarily  some 
elasticity  in  the  material,  and  when  the  power  of  the  comb  is  withdrawn  there 
is  a  slight  rebound,  and  it  is  quite  possible  that  there  may  be  some  stretching,  or 
rather  tendency  to  stretch  in  this  grip,  but  that  is  not  the  stretching  which  produces 
the  article.    It  is  of  no  great  importance  practically,  and  it  may  be  left  out  of  the 

50  question  altogether.  In  considering  the  invention  the  stretching  is  done  by  an 
entirely  different  process  from  that  which  was  adopted  in  the  former 
case.  That  is  the  reason  why  Mr.  Justice  Chitty  found  that  there  was  infringe- 
ment, because  it  was  the  same  thing.  He  says,  "  By  means  of  this  hold  the 
^'  Defendants  stretched  the  foundation  in  the  operation  of  putting  the  fastener 

55  "  on  to  the  bar."  In  order  to  deal  with  the  case  before  him  he  referred  to  the 
case  in  the  House  of  Lords,  which  had  also  been  before  him  in  the  earlier 
stage,  and  which  of  course  bad  been  in  the  hands  of  Counsel  and  commented 
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on,  and  he  makes  this  remark :  *^  It  would  be  irrelevant  to  deal  with 
*^  AshwortM  alleged  infringement  at  any  length.  It  is  enough  to  say  that  they 
**  did  not  infringe,  because  they  did  not  by  their  fastener  grip  the  edges  of  the 
"  selvage  in  the  manner  shown  by  the  PlaintiflF,  and  they  obtained  their 
*'  stretching  of  the  foundation  in  a  different  manner,  namely,  by  the  use  of  an  5 
"  independent  instrument  like  a  carpet  stretcher.  Their  fastener  was  but  an 
"  ordinary  clamp  which  performed  no  part  of  the  important  operation  of 
"  stretching."  That  is  his  summary  of  the  result  of  the  case  in  the  House  o£ 
Lords.  As  I  understand  the  case  in  the  House  of  Lords,  that  summary  is 
perfectly  correct.  Then  the  Plaintiffs  here  say,  "  We  have  got  an  independent  10 
"  grip  ;  we  have  got  that  fastener  which  is  of  great  value,  and  we  have  got  it 
"  performing  that  duty  which  is  called  in  the  House  of  Lords  the  independent 
'^  grip.'^  I  think  that  is  so  on  the  evidence,  and  both  the  Plaintiffs  and 
Defendant  have  got  that  now ;  but  they  have  not  got  that  stretching.  It 
performs  one  operation  and  it  does  not  perform  the  other.  That  is  exactly  15 
what  Mr.  Justice  Ghiity  said  was  the  former  Ashworth  case,  and,  as  I  under- 
stand the  judgment  of  the  House  of  Lords,  I  entirely  agree  with  him.  The 
result  is  that  we  are  here  precisely  as  we  were  before.  There  is  no  question  of 
validity,  no  question  of  utility.  I  have  not  to  construe  the  Specification.  I 
take  the  Specification  as  construed  by  the  House  of  Lords,  and  I  say  that  20 
according  to  that  construction,  and  according  to  the  judgment  of  the  House  of 
Lords,  the  Defendant  has  not  infringed.  Therefore  there  will  be  judgment 
for  the  Defendant  with  costs. 


In  the  High  Court  op  Justicb.— Chancbry  Division. 

Before  Mr.  Justicb  Rombr.  25 

January  19th,  20th,  21st.,  24th  and  25th,  1899. 

Dewrange  v.  Fletcher  Brothers. 

Patent. — Action  for  infringement, — Prior  user  established. — Action  dismissed. 

Letters  Patent  having  been  granted  in  1888  to  D.  afid  W.  for  "  improvements 
"  in  water  gauges  for  steam  and  other  boilers"  the  registered  owners  of  this  and  30 
another  patent  commenced  in  1897  an  action  for  infringement  of  the  same. 
At  the  trial  the  Plaintiffs  after  the  opening  relied  on  the  patent  of  1888. 
Among  the  defences  relied  on  was  jjrior  xiser  by  P.  of  the  invention  during 
the  years  from  1877  to  1881. 
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£r(?2t2,  that  the  action  must  he  dismissed  with  costs  on  the  ground  as  to  the  1888 
patent  t?iat  prior  user  by  P.  was  established,  and  as  to  tlie  other  patent  on  the 
ground  of  non-infringement 

On  the  18th  of  October  1888,  Letters  Patent  (No.  14,952  of  1888)  were  granted 
5  to  John  Dewrance  and  George  Henry  Wall  for  an  invention  of  "  Improvements 
"  in  water  gauges  for  steam  and  other  boilers." 
The  Complete  Specification  was  as  follows  : — 

"  In  Water  gaages  fitted  with  automatic  valves  to  close  when  the  glass  breaks 
"  it  is  desirable  that  the  automatic  valve  in  the  lower  arm  shall  be  supported 
**'  immediately  below  the  glass  as  far  as  possible  from  where  the  sediment  or 
**'  incrustation  settles.  It  is  also  desirable  that  the  automatic  valve  shall  be 
capable  of  being  taken  out  for  inspection  and  cleaning  without  taking  out  the 
glass  or  the  bottom  cock,  and  that  the  passage  into  the  boiler  shall  be 
^*  unobstructed  and  capable  of  being  readily  cleared  with  a  rod  in  the  usual 
"  way.  Our  invention  consists  in  introducing  the  automatic  valve  from  the 
^^  front  of  the  Water  gauge  arm,  and  complies  with  all  the  foregoing  con- 
"  ditiouE.  We  form  the  valve  support  on  a  disc  which  with  the  valve  is 
"  inserted  into  the  front  of  the  arm  of  the  Watergauge  the  disc  filling  up  the 
^^  opening,  an  asbestos  washer  is  then  laid  against  the  disc  and  is  compressed 
20  "  and  made  steam  tight  by  a  screw  plug,  the  disc  has  a  handle  for  the 
^'  convenience  of  pulling  it  out  or  may  be  so  attached  that  it  can  be  pulled  out 
**  with  the  screw  plug. 

"  The  support  may  be  in  one  piece  with  a  bolted  cover  or  with  the  screw  plug 
^  itself,  or  the  support  may  be  cast  in,  screwed  in,  or  fitted  into  the  chamber  of  the 
'*  arm  of  the  Watergauge  and  a  ball  or  other  shaped  valve  placed  in  &  kept  in 
^'  its  proper  position  by  the  screw  plug,  in  any  case  when  the  valve  is  taken  out 
*^  the  opening  is  available  for  clearing  out  the  passage  into  the  boiler  by  a  rod  as 
^'  it  is  in  the  same  position  as  the  usual  clearing  screw. 

"  The  accompanying  drawing  of  the  lower  arm  of  a  Watergauge  illustrates 
one  of  the  ways  of  carrying  out  our  invention  in  which  Fig.  1  is  a  part 
sectional  elevation  and  Fig.  2  a  part  sectional  plan,  Fig.  3  is  the  plug  or  cover 


a 


FIC.I. 


"  and  Fig.  4  the  valve  and  the  support  taken  out, — ^A  is  the  body  of  the  lower 
*^  arm  of  the  Watergauge, — B  the  passage  that  leads  into  the  boiler,  in  this 
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^  passage  we  prefer  to  have  a  cock  as  shewn  C  is  the  Watergange  glass — D  is 
"  the  antomatic  valve,  when  the  glass  breaks  the  rush  of  water  raises  the  valve 
"  D  to  its  seat  below  the  glass  C  and  prevents  farther  escape  of  water  E  is  the 
"  support  for  the  valve  D — F  is  the  plug  or  cover  which  closes  the  orifice 
"  throngh  which  the  valve  D  is  taken  out,  when  this  plug  or  cover  is  removed  5 
^*  and  the  support  E  and  valve  D  taken  out  it  will  be  seen  that  the  passage  B 
**  can  when  required  be  cleared  with  a  rod  of  any  obstruction  or  incrustation 
*'  and  that  by  shutting  the  cock  the  valve  can  be  taken  out  and  put  in  while  the 
"  boiler  is  under  pressure." 

The  Patentee  claimed  : —  10 

"  The  improved  apparatus  and  arrangement  hereinbefore  described  whereby 

in  a  Watergauge  the  automatic  valve  is  supported  immediately  below  the  glass 

and  is  put  in  and  taken  out  from  the  front  without  disturbing  the  cocks  or 
"  the  glass  through  an  orifice  which  serves  for  clearing  the  passage  into 
"  the  boiler — substantially  as  hereinbefore  described  and  illustrated  by  the  15 
"  accompanying  drawing." 

On  the  27th  of  January  1890,  Letters  Patent  (No.  1435  of  1890)  were  granted 
to  John  Addy  Hopkinson  and  Joseph  Hopkinson  for  an  invention  of  "  Improve- 
"  ments  in  water-gauges." 

On  the  9th  of  June  1897,  Dewrance  and  Co,^  John  Deivrance^  George  Henry  20 
TFoW,  and  J,  Hopkinson  and  Co,^  Ld,y  commenced  an  action  against  Fletcher 
Brother's  for  infringement  of  the  said  patents,  claiming  the  usual  relief.  The 
Plaintiffs,  by  their  Statement  of  Claim,  (1)  alleged  infringement  of  the  patents 
by  the  Defendants ;  (2)  alleged  (in  effect)  that  under  a  certain  Indenture, 
Dewrance  and  Co.  and  J.  Hopkinson  arid  Go.  were  exclusive  licensees  of  both  25 
patents ;  (3)  that  Hopkinson's  patent  and  Hopkinson  and  Co.*s  interest  under 
the  licence  were  vested  in  the  Plaintiffs  /.  Hopkinson  and  Go.^  Ld. ;  (4)  and 
that  the  patents  were  valid  and  in  force.  The  Particulars  of  Breaches  stated 
{intei'  alia)  that  the  Plaintiffs  complained  of  two^sets  of  water  gauges  sold  by 
the  Defendants  to  one  Thomas  Galverley^  of  Grimshaw  Sti*eet,  Burnley,  on  the  30 
20th  of  May  1897.  The  Defendants  by  their  defence,  (1)  denied  infringemtot ; 
(2)  did  not  admit  the  Indenture  referred  to  in  paragraph  2  of  the  Statement  of 
Claim ;  (3)  did  nob  admit  the  allegations  in  paragraph  3  of  the  Statement  of 
Claim ;  (4)  denied  the  validity  of  the  patents  ;  (5)  alleged  want  of  novelty ; 
and  (6)  alleged  acquiescence  by  the  Plaintiffs.  35 

The  Particulars  of  Objections  to  the  patent  of  1888,  after  alleging  want  of 
utility  and  subject-matter  and  that  the  Specification  did  not  sufficiently  dis- 
criminate what  was  alleged  to  be  new  from  what  was  old,  also  alleged  want  of 
novelty  by  reason  of  prior  publication  in  a  large  number  of  Specifications 
therein  specified,  and  by  reason  of  prior  user  by  (inter  alios)  Abraham  Pullan  40 
during  the  years  from  1877  to  1881  at  the  works  of  Messrs.  Gray,  Bainbridge 
and  Go.,  Hatcham  Iron  Works,  Pomeroy  Street,  London,  and  also  at  the  works 
of  Mr.  Starhuck,  of  Little  Distaff  I^ane,  Cannon  Street,  London.  Particulars  of 
Objections  to  the  patent  of  1890  were  also  delivered,  but  it  is  unnecessary  to  set 
them  out  in  this  report.  45 

This  was  the  trial  of  the  action.  . 

Asfbury,  Q.C.,  W.  N.  Lawson,  and  Golam  (instructed  by  Routh,  Stacey,  and 
Gastle)  appeared  for  the  Plaintiffs  ;  T.  Terrell,  Q.C.,  and  D.  Fulton  (instructed 
by  Stibbard,  Gibson  and  Go.,  agents  for  Booth  and  Wilkinson,  of  Ash  ton- under - 
Lyne)  appeared  for  the  Defendants ;  Frost  (instructed  by  Peacock  and  Goddard)  50 
held  a  watching  brief  for  other  persons. 

Astbiiry,  Q.C.,  opened  the  Plaintiffs'  case. — The  patents  are  for  water-gauges 
for  boilers.  The  object  was  to  produce  a  gauge  with  an  automatic  valve  closing 
the  aperture  from  the  boiler  when  the  glass  breaks.  This  action  only  relates  to 
the  bottom  valve  which  shuts  off  the  water.  There  were  many  previous  devices,  55 
but  none  before  the  Plaintiffs'  device  which  contained  all  the  essential  features 
necessary  to  obtain  safety.    There  is  a  tendency  of  the  passage  to  fur.    The 
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passage  must  be  one  that  can  be  cleansed,  and  the  valve  mast  be  in  such  a 
position  that  it  necessarily  is  taken  oat  when  the  passage  is  cleaned ;  then  also 
the  valve  should  be  under  the  glass,  where  it  is  less  likely  to  get  incmsted, 
the  water  there  being  clearer ;  and  the  valve  should  be  automatic  both  ways  ;  so 
5  the  ball  should  not  be  very  small.  [A  model  was  expl.iined  and  the  Specifica- 
tion of  Dewrance  and  Wall  read.]  HopkinsoiVs  invention  was  for  a  farther 
improvement ;  he  gets  a  bigger  ball  with  the  same  size  of  valve  and  the  ball  is 
on  an  incline  so  that  it  rolls  out  when  the  plug  is  unscrewed.  There  is  an  alterna- 
tive— instead  of  the  inclined  plane.     [The  Specification  was  read.]     There  will 

10  be  evidence  of  great  utility.  As  to  infringement,  the  Particulars  of  Breaches 
allege  a  breach  by  an  article  sold  to  Galverley^  but  since  then  we  have  discovered 
a  sale  of  one  which  is  nearer  oura.  \_TerrM^  Q.C. — That  is  not  as  it  was  made 
by  us.]  We  shall  prove  that  it  is.  [ROMBR,  J. — It  would  be  trying  the 
question  whether  the  particular  thing  had  been  altered.]     Then  I  will  not  ask 

15  the  Court  to  go  into  it.  [ROMER,  J. — There  will  only  then  be  a  question  of 
infringement  of  Dewrance  and  WalVs  patent  ?]     I  agree  that  that  is  so. 

The  following  witnesses  were  called  for  the  Plaintijffs,  namely  :  Messi^s. «/. 
Swinburne^  Rock^  DaviSy  and  Dewrance. 

Terrell^  Q.C.,  for  the  Defendants. — Every  one  of  the  elements  of  the  cqm- 

20  bination  claimed  by  the  Plaintiffs  is  old,  and  was  used  to  perform  the  same 
function  before ;  also  the  old  parts  do  not  in  combination  perform  any  function 
which  they  separately  did  not  perform  before ;  and  therefore  the  patent  is 
invalid  for  want  of  subject-matter;  Wo(xl  v.  Baphael^li  R.P.C.  730.  Here 
there  are  in  all  eight  functions  claimed  to  be  performed  by  Dewrance's  invention, 

25  and  every  one  was  well  known  to  be  performed  in  exactly  the  same  way.  The 
prior  users  are  by  the  Mountain  gauge,  the  Knott  gauges,  and  the  Pullan 
gauge.  [The  facts  were  then  stated.]  If  Pullan^s  gauge  was  made,  then, 
according  to  Mr.  Swinburne's  evidence,  there  is  an  end  of  the  case. 

The   following  witnesses  were  called  for  the  Defendants,  namely  :  Messrs:. 

30  Mountain^  FletcJier,  Scltofield^  Colbeck,  Sldebottom^  Taylor^  Hope^  Boyer^ 
Tomlbxson^  Bowden^  Piillany  Moafy  Lawson^  and  Jenkins. 

After  the  witnesses  mentioned  had  been  called,  ROMBB,  J.,  said  (referring  to 
the  Pullan  gauge)  that,  subject  to  anything  Counsel  for  the  Plaintiffs  might 
say,  prior  nser  had  been  established. 

35      Astbury,  Q.C,  then  commented  on  the  evidence  as  to  this  alleged  user. 

ROMBR,  «7. — I  hold  that  the  boiler  on  which  the  Pullan  gauge  was  used  was  used 
pnblicly.  It  was  made  substantially  according  to  the  drawings,  and  substantially 
it  anticipated  the  Plaintiffs^  invention.  That  really  renders  it  unnecessary  to  go 
into  the  other  points,  as  to  which  I  agree  there  might  have  been  a  good  deal  to 

40  say.    It  follows,  therefore,  that  the  action  must  be  dismissed.    The  action  as  to 

the  Hopkinson  patent  is  dismissed,  because  there  is  no  infringement.    I  have 

nothing  to  say  to  the  validity  of  that  patent.    The  action  as  to  the  other  patent  is 

dismissed  on  the  ground  that  it  was  anticipated. 

His  Lordship  certified  that  the  Particulars  of  Objections  to  Dewrance  and 

45  WalFs  patent  were  reasonable  and  proper  so  far  as  they  related  to  matters  as  to 
which  evidence  was  given  before  him,  but  refused  to  give  any  certificate  as  to 
the  P&rticularB  of  Objections  to  Hopkinson^s  patent 


154  REPORTS  OF  PATENT,  DESIGN,     [March  22, 1899. 


In  the  Matter  of  Garnetfs  Application  for  a  Patent. 


Before  THE   SOLICITOR  GENERAL.  , 


I 


Jannary  24th,  1899. 
In  the  Matter  of  Garnbtt's  Application  for  a  Patent. 

Opposition  to  grant. — The  Comptroller  ofriered  a  reference  by  nanie  and 
member  to  OpponenVa  specification. — On  appeal^  the  Solicitor  General  affinned  > 
the  Oo7nptroller^s  decision. 

In  an  opposition  to  t/ie  grant,  extensive  amendments  are  not  to  be  encouraged. 

On  the  5th  January  1898,  Williatn  Peter  Garnett  made  an  application 
(No.  318  of  1898)  for  a  patent  for  "Improvements  in  and  relating  to  rubber 
"  tyres  for  vehicle  wheels,"  as  a  communication  from  T?ie  Victor  Rubber  Tyre  UV 
Company^  of  Springfield,  Ohio,  U.S.A.  The  Applicant's  Specification  commenced 
as  follows  : — "  This  invention  relates  to  certain  new  and  useful  improvements 
"  in  rubber  tires  for  vehicles.  The  object  of  my  invention  is  to  provide  suitable 
"  means  for  encasing  the  tire — retaining  wire  or  wires  whereby  moisture  is 
**  excluded  from  said  wires,  and  whereby  a  smaller  diameter  of  wire  may  be  15^ 
"  employed  and  at  the  same  time  prevent  the  wire  or  wires  from  cutting  or 
"  tearing  out  of  the  rubber  when  severe  strains  are  brought  to  bear  on  the  tire." 

"  My  invention  also  has  reference  to  details  of  construction  and  arrangement 
"  hereinafter  fully  described  and  particularly  pointed  out  in  the  claims." 

The  invention  was  described  and  shown  in  connection    with  a  tire  fitted  2(^ 
within  a  channelled  iron  on  the  felly  and  retained  by  two  wires  extending  through 
longitudinal  holes  in  the  tire. 

The  claims  were  as  follows  : — 1.  A  rubber  tire  for  vehicle  wheels  having  one 
or  more  holes  therein,  a  wire  extending  through  each  of  said  holes  and  adapted 
to  hold  said  rubber  to  said  wheels  and  a  suitable  covering  for  said  wire  or  wires  25 
also  adapted  to  fit  within  said  holes.  2.  A  rubber  tire  for  vehicle  wheels  having 
one  or  more  longitudinal  holes  extending  the  entire  length  thereof,  a  retaining 
wire  having  a  covering  and  within  said  hole  or  holes  adapted  to  be  connected 
at  its  meeting  ends  and  to  hold  said  tire  to  said  wheels.  3.  In  a  vehicle  wheel, 
the  combination  with  a  felly  having  a  channel  iron  mounted  thereon,  of  a  8(> 
rubber  tire  adapted  to  be  mounted  therein,  one  or  more  longitudinal  holes 
extending  through  said  rubber,  retaining  wires  adapted  to  be  secured  at  their 
ends,  extending  through  said  holes,  and  a  suitable  covering  of  non-elastic  or 
slightly  elastic  material  about  said  wires  and  also  within  said  holes,  substantially 
as  shown  and  described.  4.  In  a  vehicle  wheel,  the  combination  with  a  felly,  35^ 
a  channel  iron  mounted  thereon,  a  rubber  tire  cored  lengthwise  thereof  and 
mounted  therein,  of  a  retaining  wire  having  a  suitable  covering  vulcanized 
thereto  extending  through  said  core  and  adapted  to  hold  said  rubber  within  said 
chsjinel  iron. 
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The  grant  was  opposed  by  E.  S.  Kelly ^  President  of  the  Rubber  Tyre  Wheel 
Cumpany^  of  Springfield,  Ohio,  U.S.A.,  upon  the  ground  that  the  invention  had 
been  previously  patented   upon   an  application  of  prior  date,  viz.  : — Patent 
No.  21,386  of  1895  (granted  to  George  Croydon  Marks  as  a  communication  from 
5  the  said  Rubber   Tyre   Wheel  Company),      This  specification  set  forth  and 
claimed  a  solid  rubber  tyre  fitted  in  a  channelled  iron  on  the  felly  and  retained 
by  two  wires  extending  through  longitudinal  holes  in  the  tyre.    A  method  of 
uniting  the  ends  of  the  wires  by  means  of  a  coupling  sleeve  w^as  also  set  forth. 
At  the  hearing  before  the  Comptroller  General,  the  Applicant's  agents  offered 
10  to  make  the  following  amendments,   viz.  : — (a)  To  cancel  the  words  "  My 
**  invention  also  has  reference  to  details  of  construction  and  arrangement  herein- 
"  after  fully  described  and   particularly  pointed  out  in  the  claims."     (/>)  To 
inseii;  the  following  disclaimer: — "I  am  aware  that  it  is  not  new  to  secure  a 
"  resilient  tyre  in  a  channelled  wheel   rim  by   means  of  two  retaining  wires 
15  "  encircling  the  rim  below  the  projecting  edges  of  the  flanges  of  the  channel  iron 
"  or  rim  and  embedded  or  enclosed  within  the  substance  of  the  resilient  tyre  or  part 
"  thereof,  and  I  am  also  aware  that  it  is  not  new  to  secure  a  solid  rubber  tyre 
"  within  the  rim  aforesaid  by  means  of  two  retaining  wires  lying  in  recesses  one 
"  on  each  side  thereof,  or  by  means  of  a  wire  lying  within  a  passage  way 
20  *'  extending  longitudinally  through  the  tyre,  and  I  lay  no  claim  to  any  of  these 
"  nor  to  the  particular  form  of  tyre  or  method  or  means  of  constructing  the  same 
"  as  described  in  the  Specification  of  Letters  Patent  24,386  of  1895,  but : — " 
ic)  To  cancel  the  present  claims  and  substitute  the  following  : — *'  1.  lu  a  rubber 
"  tyre  for  vehicle  wheels  having  one  or  more  holes  therein  and  a  wire  extend- 
25  "  ing  through   eich   of  said  holes,  the  combination   therewith  of  a  suitable 
**  covering  for  said  wire  or  wires  adapted  to  fit  within  said  holes.     2.  In  a 
"  rubber  tyre  for  vehicle  wheels  having  one  or  more  holes  therein  and  a  wire 
extending  through  each  of  said  holes,  the  combination  therewith  of  a  suitable 
covering  of  non-elastic  or  slightly  elastic  material  about  said  wire  or  wires 
30  "  and  within  said  holes  substantially  as  shown  and  described.    3.  In  a  rubber 
"  tyre  for  vehicle  wheels  having  one  or  more  holes  therein  and. a  wire  extend- 
ing through  each  of  said    holes,  the   combination   therewith  of  a  suitable 
covering  vulcanized  to  said  wire  or  wires  and  adapted  to  enter  said  holes 
substantially  as  described." 
35       The  Comptroller  General  in  his  decision  stated  that  as,  in  his  opinion,  the  tyre 
and  rim  shown  in  the  Applicant's  drawings  and  claimed  in  combination  with 
the  wire  covering,  as  well  as  the  means  for  connecting  the  wire  ends,  were 
identical  with  those  of  the  Opponent,  the  existence  of  the  Opponent's  Specifica- 
tion should  be  clearly  recognised  by  th«  Applicant,  and  that  he  must  confine 
40  his  claims  to  the  one  feature  of  noveity,  viz.,  encasing  the    retaining   wires 
with  a  suitable  covering,  to  which  alone  he  appeared  to  be  entitled. 

He  therefore  directed  that  the  disclaimer  submitted  by  the  Applicant's  agents 
should  be  amended  to  read  as  follows: — "I  am  aware  that  it  is  not  new  X{\ 
**  secure  a  solid  rubber  tyre  in  a  channelled  wheel  rim  by  means  of  two  rotain- 
45  *'  ing  wires  lying  within  two  longitudinal  holes  in  the  substance  of  the  rubber 
tyre,  such  as  is  shown  in  my  drawings,  as  such  an  arrangement  has  been 
described  and  claimed  in  the  Specification  of  Letters  Patent  granted  to  Georgr 
Croydun  Marks^  No.  24,386  of  1895 ;  and  I  am  also  aware  that  it  is  not  new  to 
secure  a  solid  rubber  tyre  within  the  rim  by  means  of  a  single  wire  lying 
50  "  within  a  passage  way  extending  longitudinally  through  the  tyre.  I  therefore 
"  lay  no  claim  to  such  arrangement  per  se^  but ".  He  allowed  the  amended 
claims. 

The  Applicant  appealed. 

Haddan  appeared  as  agent  for  the  Applicant,  and  G,  Cf  oydon  Marks  for  the 
55  Opponent. 

Sir  R.  FiNLAY,  S.G,—l  do  not  think  I  need  trouble  you,  Mr.  Marks, 
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1  am  of  opinion  that  this  appeal  miiBt  be  diBmissed.  My  only  doubt  is 
whether  the  Comptroller  did  not  show  too  much  indulgence  to  the  Applicant, 
but  as  there  is  no  cross  appeal  that  question  does  not  arise.  The  invention 
ilt^t^cribed  in  the  body  of  the  Specification  is  of  a  very  definite  nature,  and  not  at 
all  extensive.  It  is  supplying  those  wires  with  the  coverings,  which  are  useful  5 
in  various  ways  as  has  been  very  clearly  explained  to  me  by  the  agent  for  the 
Applicant.  That  is  the  invention  described  in  the  body  of  the  Specification, 
but  when  I  come  to  the  claims,  I  find  them  framed,  as  printed  in  the  original 
Specification,  so  as  to  cover  a  great  many  things  which  are  not  at  all  covered 
by  the  body  of  the  Specification.  Taking  the  first  claim,  the  Applicant  says  : —  10 
**  I  declare  that  what  I  claim  is  : — A  rubber  tire  for  vehicle  wheels,  having  one  or 
"•  more  holes  therein,  a  wire  extending  through  each  of  the  said  holes,  and 
**  adapted  to  hold  said  rubber  to  said  wheels  and  a  suitable  covering  for  said  wire 
**  or  wires,  also  adapted  to  fit  within  said  holes."  Now  what  the  Applicant  really 
ought  to  have  said  he  had  invented  was  the  suitable  covering  for  the  wires  15 
placed  in  the  rubber  tyres  in  the  way  described,  but  instead  of  confining 
himself  to  that  point  (and  nothing  would  have  been  easier  than  to  have  framed 
a  claim  in  accordance  with  the  body  of  the  Specification)  the  first  claim  is 
framed  in  that  very  loose  way.  The  same  thing  applies  more  or  less  to  the 
other  claims.  When  an  Applicant  comes  forward  with  a  Specification,  I  think  20 
it  is  his  duty  to  f  i*ame  the  claims  in  accordance  with  the  substance  of  the  matter 
described  in  the  Specification,  and  it  would  be  very  unsatisfactory  if  it  were 
supposed' that  an  Applicant  might  cast  his  net  as  wide  as  he  pleased  in  the 
claims,  and  then  when  became  to  have  the  Patent  sealed;  says  : — "This  is  a 
**  ease  for  amendment,  and  I  desire  it  should  be  amended."  Amendments  may  25 
be  made  in  these  cases  in  the  discretion  of  the  Comptroller  or  Law  Officer,  but 
the^  are  to  be  made  somewhat  sparingly.  I  certainly  do  not  see  my  way  to  take 
away  anything  from,  or  in  any  way  to  modify,  the  somewhat  extensive  amend- 
ments the  Comptroller  has  been  good  enough  to  accord  to  the  Applicant  already. 
1  think  if  the  Comptroller  has  erred,  it  has  been  on  the  side  of  mercy  to  the  30 
Applicant,  and  I  therefore  dismiss  the  appeal,  with  three  guineas  costs. 
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In  the  High  Court  op  Justice,  Irela^nd.— Chancery  Division. 

Be/ore  The  Master  op  the  Rolls. 

February  23rd  and  24th,  1899. 

Charles  Bayer  v.  Connell  Brothers  &  Co. 

5       Trade  Mark. — Action  for    infringement, — Golonrable   imitation, — Rectifi- 
cation. 

The  Plaintiffs  a  manufacturer  ofcorsets^  had  for  twenty  years  used  a  Trade 
Mark  consisting  of  the  letters  "  C.B.^'^  and  on  29th  January  1881  registered  as 
a  Trade  Mark  the  device  of  a  corset  and  the  letters  "  C7.B."  within  a  star^  and 

10  on  12th  June  1886  registered^  as  an  old  Trade  Mark,  the  letters  and  words 
**  C,B,  Corsets^*  in  connection  with  corsets.  In  March  1896  the  Defendants 
manufactured  and  sold  corsets  contained  in  boxes  marked  "  C,B,  A  Go.,^^  the 
^  A  Go,'^  being  mtich  smaller  than  the  letters  *'  (7.J5." ;  they  also  manufactured 
and  sold  corsets  in  boxes  marked  "  G.B.D,^'*    They  refused  to  discontinue  using 

15  t?ie  said  marks,  alleging  that  they  were  the  proper  initials  of  their  fii*m  "  Connell 
**  Brothers  "  and  "  Connell  Brothers,  Dublin."  An  action  having  been  brought, 
the  Defendants  denied  infringement,  and  by  counter  claim  applied  tJiat  the 
letters  "  G,BJ*^  should  be  expunged  from  the  Trade  Mark  registered  by  the 
Plaintiff  on  29th  January  1881,  and  that  tJie  registration  of  the  alleged  Trade 

20  Mark  "  G,B,  Gorsets  '*  registered  on  12th  June  1886  should  be  set  aside  and 
expunged,  on  the  ground  that  they  were  incapable  of  registration,  and  that  the 
Register  of  Trade  Marks  should  be  rectified  accordingly.  In  March  1897 ^  on 
an  interlocutory  motion  by  the  Defendants  for  a  rectification  of  the  Register, 
the  Plaintiff  resisted,  on  tlie  ground  that  the  Irish  Gourt  had  no  jurisdiction, 

25  and  the  Master  of  the  Rolls  made  no  Order,  holding  that  there  was  no  jurisdic- 
tion in  the  Irish  Court,under  the  Patents,  Ac,  Act,  of  1888,  to  order  any  alteration 
or  rectification  of  the  Register  of  Trade  Marks,  it  being  a  special  jurisdiction 
conferred  under  the  Act  on  the  High  Goiirt  of  Justice  in  England,  No  pro* 
ceedings  were  taken  by  the  Defendants  in  England  for  a  rectification  of  the 

30  Register,  Subsequently,  in  an  action  in  Scotland,  the  Plaintiff  took  proceedings 
against  a  firm  in  Glasgow  for  selling  corsets  ivhich  had  been  supplied  to  them 
by  the  Defendants  marked  "  G,B,  A  Go,,''  and  by  a  judgment  of  the  Gourt  of 
Session,  confirmed  on  appeal  by  the  Inner  House,  obtained  an  injunction.  The 
action  in  Ireland  having  been  proceeded  with,  tlie  Defendants  abandoned  at  the 

35  trial  the  case  in  so  far  as  it  related  to  the  use  of  the  letters  "  G.B,  A  Go^''  but  they 
still  claimed  the  right  to  use  the  tnark  "  G,B,D:'  on  the  grounds  (1)  that  they 
were  the  proper  initials  of  their  firm,  "  Connell  Brothers,  Dublin" ;  (2)  that  it 
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was  different  from  the  Plaintiff's  Trade  Marks;  and  (3)  that  it  tvas  not  calcu- 
lated to  mislsady  and  that  no  purchasers  had  in  fact  been  misled  by  it, 

Eeldj  that  both  "  G.B.  A  Go^  and   "  G.B.D^    were  colourable  imitations 
of  the  Plaintiff^s  Trade  Marks^  and  calculated  to  mislead  the  public  into  the 
belief  that  corsets  so  marked  were  the  Plaintiff^s  manufacture,  a7id  that  the  5 
Plaintiff  was  entitled  to  an  injunction. 

This  was  an  action  by  Charles  Bayer,  trading  as  Charles  Bayer  A  Go.,  a 
manufacturer  of  corsets  in  London,  Portsea,  Bath,  Bristol,  and  elsewhere,  against 
the  Defendants,  Connell  Brothers  A  Co.,  corset  manufacturers,  carrying  on 
business  in  Bride  Street,  in  Dublin.  The  Plaintiff  alleged  that  he  had  been  for  10 
more  than  twenty  years  making  and  selling  corsets  of  his  own  design,  to  which 
he  gave  the  name  of  "  C.B.  Corsets,"  a  mark  invented  by  himself,  and  had  ever 
since  continued  to  manufacture  and  sell  corsets  of  various  types  and  designs,  to 
all  of  which  the  mark  "  C.B."  had  been  applied,  and  the  said  mark  had  come 
to  be  regarded  by  the  trade  and  the  public  as  an  indication  that  corsets  so  marked  1 5 
were  of  his  manufacture.  His  sales  during  the  last  seven  years  amounted  to 
about  seven  million  pair,  and  he  was  at  the  present  time  manufacturing  and 
selling  over  a  million  pair  in  the  year,  including  60,000  in  Ireland  alone,  and 
the  mark  "  C.B."  had  become  a  valuable  property.  On  the  29th  January  1881 
he  registered  as  a  Trade  Mark  the  device  of  a  corset  and  the  letters  "  C.B."  20 
within  a  star,  and  on  12th  June  1886  he  registered  the  letters  and  word 
"  C.B.  Corsets  "  as  an  old  Trade  Mark  in  connection  with  corsets,  and  he  was 
still  the  registered  owner  of  the  said  Trade  Marks.  He  had  expended  nearly 
35,000Z.  in  advertising  these  corsets,  which  were  all  sold  in  boxes  containing  his 
Trade  Marks-  In  March  1896  the  Plaintiff  ascertained  that  the  Defendants  were  25 
manufacturing  and  selling  corsets  in  boxes  marked  conspicuously  with  the 
letters  "  C.B."  followed  by  "  &  Co.,"  the  "  &  Co."  being  in  much  smaller  letters 
than  the  "  C.B."  He  instructed  his  solicitors  to  write  to  the  Defendants  complain- 
ing of  infringement,  and  requiring  them  to  discontinue  the  use  of  the  mark  and 
to  make  satisfactory  compensation.     In  reply  the  Defendants  denied  infringe-  30  j 

ment,  and  claimed  that  they  were  perfectly  justified  in  using  the  marks 
"  C.B.  &  Co.,"  and  they  refused  to  discontinue  using  same.  The  Defendants 
also  made  and  sold  corsets  in  boxes  marked  "  C.B.D.,"  and  the  Plaintiff  having 
complained  of  this  as  also  an  infringement  they  replied  that  these  letters  were 
also  the  initials  of  the  title  of  their  firm,  "  Connell  Brothers,  Dublin,"  denied  35 
that  they  constituted  any  infringement,  and  refused  to  discontinue  them.  In 
May  1896  the  Plaintiff  instituted  proceedings,  claiming  an  injunction  and 
damages.  The  Defendants,  in  addition  to  denying  infringement,  alleged  that, 
as  regarded  the  Trade  Mark  registered  on  the  29th  January  1881,  its  distinctive 
characteristic  was  the  device  of  a  corset  within  a  star,  and  that  the  letters  40 
"  C.B.,"  the  use  of  which  was  sought  to  be  restrained  in  the  action,  formed 
only  a  part,  and  not  the  essential  part,  of  said  Trade  Mark,  and  they  alleged 
that  the  said  mark  was  not  a  Trade  Mark  capable  of  registration.  As  regarded 
the  Trade  Mark  registered  on  I2th  June  1886,  the  Defendants  alleged  that  it 
was  not  an  old  Trade  Mark  in  use  prior  to  August  i3th  1875,  and  was  not  45 
capable  of  being  registered  as  such.  The  letters  "  C.B.,"  as  the  initials  of 
Defendants'  firm,  had  been  used  by  the  Defendants  in  connection  with  corsets 
prior  to  the  year  1886,  and  they  denied  that  the  mark  "  C.B.  Corsets  "  was  a 
Trade  Mark,  or  that  the  Plaintiff  was  properly  registered  as  the  proprietor  of 
same.  They  further  alleged  that  the  mark  "  C.B.  &  Co."  used  by  them  was  50 
wholly  unlike  the  alleged  Trade  Mark  of  the  Plaintiff ;  that  their  boxes,  in 
colour  and  general  get-up,  were  totally  dissimilar  to  those  of  the  Plaintiff,  and 
no  person  could  possibly  mistake  one  for  the  other  :  and  that,  as  a  matter  of 
fact,  no  person  was  ever  misled  or  deceived  t?hereby.    As  regarded  the  use  by 
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them  of  the  letters  "  C.B.D,,"  they  denied  that  it  was  any  infringement  or 
imitation  of  the  Plaintiff's  Trade  Marks  ;  it  was  simply  the  initials  of  the  title  of 
their  firm,  "  Connell  Brothers,  Dublin,"  and  was  used  by  them  only  in  connection 
with  corsets  manufactured  for  sale  in  the  home  or  Dublin  market,  and 
5  no  one  was  ever  misled  or  deceived  by  it.  On  March  2nd  1897,  the  Defendants 
applied  to  the  Master  of  the  Rolls  by  an  interlocutory  motion  for  an  Order 
"  that  the  letters  *  C.^.'  be  expunged  from  the  Trade  Mark  registered  by  the 
•*  Plaintiff  on  29th  January  1881,  and  that  the  entire  registration  of  the  alleged 
"  Trade  Mark  registered  on  12th  June  1886  should  be  set  aside  and  expunged, 
10  "  and  the  Register  of  Trade  Marks  rectified  accordingly."  The  Plaintiff,  in  his 
reply,  denied  "  that  the  Irish  Court  had  any  jurisdiction  to  expunge  or  seta«ide 
"the  registration  of  a  Trade  Mark  either  wholly  or  in  part."  The  motion 
having  been  argued  by  Counsel  on  the  question  of  the  jurisdiction  of  the  Irish 
Court  to  order  a  rectification  of  the  Register,  the  Mastbr  OP  THE  ROLLS,  on  the 
15  9th  March  1897  delivered  judgment,  holding  that  the  Court  in  Ireland  had  no 
jurisdiction  to  order  any  alteration  or  rectification  of  the  Register,  such  being  a 
special  jurisdiction  conferred  by  the  Act  of  1883  upon  the  High  Court  of  Justice 
in  England.  (S«e  14  R,P.C.  277.)  His  Lordship  accordingly  made  no  rule  on 
the  motion.  Since  the  delivery  of  this  judgment  no  step  had  been  taken  by  the 
20  Defendants  in  the  High  Court  in  England  for  a  rectification  or  alteration  of  the 
Register  in  respect  of  the  Plaintiff's  Trade  Marks  ;  and  the  case  now  came  before 
the  Court  on  the  application  of  the  Plaintiff  for  an  injunction  and  damages. 

Ronan^  Q.C.,  Matheson^  Q.C.,  and  Blood  (instructed  by  J.  and  J.  QcUloivay) 
appeared  for  the  Plaintiff  ;  Serjeant  Dodd,  Q.C.,  and  Daniel  KeJwe  (instructed 
25  by  Michael  L.  Hearn)  appeared  for  the  Defendants. 

Ronan^  Q.C.,  in  stating  the  case  for  the  Plaintiff,  referred  to  the  application 

made  by  the  Defendants  in  March  1897,  and  said  his  Lordship  had  allowed  the 

case  to  stand  over  to  enable  the  Defendants  to  apply  to  the  proper  Court  in 

England  to  have  the  Plaintiff's  Trade  Marks  expunged.    Since  that  time, 

30  however,  no  steps  had  been  taken  by  the  Defendants  in  the  matter,  and  there  had 

consequently  been  considerable  delay.    In  the  meantime,  the  Plaintiff  having 

brought  an  action  in  Scotland  against  J,  and  L,  Baird^  of  Glasgow,  who  were 

selling  corsets  supplied  to  them  by  the  Defendants  contained  in  boxes  labelled 

"  C.B.  &  Co.,"  and  the  case  having  been  fully  argued,  the  Court  bf  Session  in 

35  Edinburgh  delivered  judgment,  w^hich  was  affirmed  on  appeal  by  the  Inner 

House,  holding  that  the  use  by  the  Defendants  of  the  mark  "  C,B.  &  Co."  was 

an  infringement,  and  granting  an  interdict.     (Se<?  15  R.P.C.  615.)    The  Plaintiff 

had  been  in  business  as  a  corset  manufacturer  upwards  of  thirty  years,  and  by 

good  manufacture  and  judicious  advertising  had  become  the  largest  manufacturer 

40  of  corsets  in  the  world.    Last  year  his  business  reached  the  astounding  figure 

of  near  three  million  corsets.    He  had  expended  about  35,000?.  in  advertising. 

An  illustrated  book,  descriptive  of  the  various  styles   of  corsets  which  he 

manufactured,  cost  over  800?.  to  print,  and  each  copy  of  it  represented  an  outlay 

of  seven  shillings.    The  marks  "  C.B."  and  "  C.B.  Corsets  "  were  invariably  put 

45  both  on  the  corsets  themselves  and  on  the  boxes  containing  them,  and  were 

regarded  by  the  trade  and  the  public  as  an  indication  that  they  were  the 

Plaintiff's  manufacture.    The  Plaintiff  complained,  firstly,  that  the  Defendants 

were  selling   corsets  marked  "C.B.   &   Co.";    and  although  the  Defendants 

alleged  that  the  letters  "&  Co."  were  nearly  the  same  size  as  the  **C.B.,"  the 

50  Court  would  see,  looking  at  the  box  produced,  that  such  was  not  the  fact,  for 

the  "  &  Co."  was  printed  in  such  minute  characters  that  at  a  little  distance 

anyone  would  take  the  label  as  containing  **  C.B."  only.    As  the  Lord  President 

of  the  Inner  House  said  in  his  judgment  (15  R.P.C.  63;i),  "  They  are  putting  on 

"  the  market  corsets  about  which  I  hold  it  to  be  proved — and  this  time  by  ocular 

55  "  demonstration — ^that  on  the  boxes  in  which  they  are  offered  for  sale  the  central 

t'  and  most  prominent  mark  is  *  C,B.'     It  is  quite  true  that,  on  the  boxes  and  on 
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"  the  corsets,  a  less  cursory  glance  discovers  that  the  words  *  &  Co.'  are  added  to 
"  the  initials.  But  the  marks  '  &  Co.'  are  in  very  much  smaller  type  than  the 
"  letters  *  C.B.,'  and  have  nothing  like  co-ordinate  prominence.  I  mast  add  that, 
"  while  I  dare  say  that  no  one  thing  in  the  design  of  the  lid  of  the  Defenders'  box 
•*  is  the  same  as  on  the  lid  of  the  Pursuer's  box,  yet  the  general  effect  of  the  two  5 
^*  is  remarkably  similar,  and  tends  to  support  the  impression  produced  on  the 
*'  mind  by  the  saliency  of  the  letters  '  C.B.' "  It  was  not  necessary,  in  such  a  case 
as  the  present,  to  prove  actual  fraud,  although  (Counsel  contended)  the  circum- 
stances were  such  as  to  justify  the  suspicion  that  fraud  was  intended.  It  was 
sufficient  to  show  that  the  mark  used  by  the  Defendants  was  calculated  to  10 
mislead.  The  Plaintiff's  right  to  the  letters  "  C.B."  had  been  upheld  by  the 
Court  of  Appeal  in  Scotland,  and,  no  proceeding  having  been  taken  to  remove 
the  Plaintiff's  Trade  Marks  from  the  Register,  his  right  to  them  must  now  be 
taken  as  established.  Looking  at  the  Plaintiff's  and  the  Defendants'  boxes,  it 
was  obvious  that  the  latter  were  imitated  from  those  of  the  Plaintiff  in  order  15 
that  the  Defendants  might  get  a  share  of  the  Plaintiff's  business.  The  Plaintiff 
complained,  secondly,  that  the  Defendants  sold  corsets  in  boxes  marked 
•'  C.B.D.,"  which  the  Defendants  alleged  to  mean  "  Connell  Brothers,  Dublin  "  ; 
but  it  was  manifest  that  this  also  was  calculated  to  mislead  purchasers  by 
representing,  as  it  were,  a  "  D  "  variety  of  the  "  C.B."  corsets.  The  infringe-  20 
ment  in  the  case  of  the  use  of  the  mark  "  C.B.  &  Co."  was  obvious  by  ocular 
demonstration,  and  as  to  the  use  of  the  letters  "  C.B.D."  evidence  would  be 
given  that  it,  too,  was  calculated  to  mislead  and  deceive. 

The  Plaintiff,  Charles  Bayer,  was  examined. — He  stated  that  his  head  office 
was  at  31,  London  Wall.    He  had  large  factories  for  the  making  of  corsets,  and  25 
employed  over  4,000  hands.    His  business  was  increasing,  and  he  had  just 
finished  building  a  large  new  factory  in  London.    He  had  started  in  business  in 
1869.    The  fashionable  corsets  in  those  days  were  French  woven,  and  were 
manufactured  for  him  in  France.    He  had  put  the  letters  "  C.B."  on  them  from 
the  first.    His  show-card  of  1877  (produced)  showed  that  he  was  using  the  30 
"C.B."  mark  then.    About  the  year  1879  or  1880  the  French- woven  corsets 
lost  their  popularity,  and  sewn  corsets  began  to  be  worn  to  a  large  extent. 
Witness  opened  a  factory  for  their  manufacture  at  Bath,  still  using  the  '*  C.B." 
mark.    All  the  corsets  made  by  him,  except  about  one  or  two  per  cent.,  where  a 
special  mark  was  ordered,  were  marked  "  C.B."    In  1881  he  registered  as  a  35 
•fi^de  Mark  the  device  of  a  corset  and  the  letters  "  C.B."  within  a  star,  and  in 
1886  he  registered  the  letters  and  word  "  C.B.  Corsets  "  as  an  old  Trade  Mark 
in  connection  with  corsets.    Both  before  and  since  such  registration  he  had 
always  used  the  letters  "  C.B."    Those  letters  were  well  known  in  the  trade 
and  by  the  public  as  indicating  that  corsets  so  marked  were  his  manu&cture.  40 
In  the  year  1898  he  had  manufactured  about  three  millibn  pairs,  and  supplied 
to  Ireland  seven  or  eight  thousand  dozen.    His  total  sales  for  the  last  five  years 
amounted  to  from  seven  to  nine  millions.    He  got  orders  every  day  for  corsets 
simply  described  as  the  "  C.B."    Within  the  last  seven  years  he  had  expended 
about  35,000^.    in    advertising,  and    that   expenditure  was    increasing.    The  45 
Defendants'  n^wk,  "  C.B.  &  Co.,"  was  most  certainly  calculated  to  deceive,  and, 
in  his  opinion,  "  C.B.D."  was  also  calculated  to  mislead.    It  would  be  easy  to 
pass  off  either  of  them  as  the  "  C.B."  corsets.     Cross-examined, — He  was  aware 
that  corsets  were  sold  in  America  marked  "  C.B."  which  were  not  his  manu- 
facture.   In  New  York   "  C.B."  would  indicate  corsets  made  by  some  other  50 
firm.    Any  corsets  made  by  him  for  America  were  stamped  according  to  the 
desire  of  the  customer,  but  the  American  trade  was  a  trifling  one.    The  letters 
"  C.B."  would  not  deceive  in  America  ;  but  here  he  believed  that  any  combi- 
nation of  letters  in  which  "  C."  and  "  B."  occurred  together  would  be  calculated 
to  mislead  purchasers  into  the  belief  that  the  corsets  were  of  his  manufacture.  55 
If  the  "  C."  aud  "  B."  were  separated,  as  in  "  C.A.B.,"  they  would  still  be  liable 
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to  deceive,  but  to  a  less  extent.     Before  using  his  mark  of  a  corset  and  star  with 
the  letters  "  C.B."  he  had  been  using  the  mark  "  C.B."  by  itself. 

-ff.  Sherwoody  corset  manufacturer,  London,  maker  of    the   "  H.S."  corset, 

deposed  that  he  was  employed  by  the  Plaintiff  from  1871  to  1879,  and  the  label 

.5  used  by  the  Plaintiff  in  1871  was  similar  to  the  one  produced.    The  "  C.B." 

corsets  made  by  the  Plaintiff  were  at  the  present  day  very  well  known,  and  had 

the  largest  sale  of  any  corsets  in  the  world.    Asked  if,  in  his  opinion,  the  corset 

produced,  marked  "  C.B.  &  Co.,"  could  be  passed  off  as  a  "  C.B."  corset,  witness 

said,  "  In  my  opinion  its  manufacture  is  a  distinct  fraud,"     He  also  believed 

10  that  the  mark  *'  C.B.D."  would  tend  to  mislead  purchasers.     Cross-examined. — 

What  is  objectionable  in  the  Defendants'  label  is  the  use  of  the  letters  "  C.B."  ; 

one  seems  to  be  got  up  in  imitation  of  the  other.    I  am  speaking  against  my 

own  interests  as  a  maker  of  corsets,  but  the  "  C.B."  is  a  valuable  asset,  and  the 

use  of  it  by  the  Defendants  is,  in  my  opinion,  calculated  to  mislead  the  public. 

15       Charles  Keechy  a  traveller  for  the  Plaintiff,  was  being  examined  as  to  having 

purchased  a  corset  of  the  Defendants  in  1896,  when 

Serjeant  Dodd  said  that  an  injunction  against  the  use  by  the  Defendants  of 
the  mark  "  C.B.  &  Co."  having  practically  been  given  in  the  Scotch  Court  the 
Defendants  had  discontinued  using  that  mark,  and  there  was  no  use  in  investi- 
20  gating  that  branch  of  the  case  any  further.  The  only  matter  for  which  he  was 
now  contending  was  the  right  to  use  the  mark  "  C.B.D.,"  which  the  Defendants 
had  substituted.    Letters  had  passed  between  the  solicitors  on  the  subject. 

Rofiariy  Q.C.,  said  the  correspondence  referred  to  had  been  marked  "  without 
**  prejudice,"  and  he  had  consequently  not  mentioned  it. 
25      The  Master  of  the  Rolls  said,  after  that  admission,  there  was  no  longer 
any  necessity  to  hear  evidence  with  regard  to  the  mark  "  C.B.  &  Co.,"  and 
Counsel  should  confine  themselves  to  the  question  as  to  the  use  of  the  mark 
"O.B.D." 
Evidence  was  accordingly  taken  as  to  the  mark  "  C.B.D." 
30      Mrs.  Oeoghegariy  draper,  Henry  Street,  Dublin,  deposed  that  she  had  been 
buyer  for  Arnott  A  Co.,  and  had  a  large  experience  of  the  corset  trade.    When 
ladies  wanted  to  buy  Plaintiff's  corsets  they  asked  for  "  C.B."  corsets.    In  her 
opinion  the  corset  marked  "  C.B.D."  could  easily  be  passed  off  as  the  Plaintiff's. 
The    Defendants'  box  bearing   the  letters    "C.B.D."  agreed  in    its  general 
35  appearance  with  the  Plaintiff's  boxes. 

Mrs.  Ka^chel  Lewers,  draper,  Grafton  Street,  Dublin,  deposed  that  she  had 
known  the  "C.B."  corsets  since  1875.  The  demand  for  them  was  on  the 
increase.  The  box  marked  "C.B.D."  would  be  quite  easily  mistaken  by  a 
customer  for  the  "C.B."  box.  Cross-examined. — The  two  boxes  are  marked 
40  with  the  letters  "  C.B.,"  and  that  is  everything.  They  are  very  much  alike  in 
appearance.  Customers  wanting  the  "  C.B."  corset  would  take  the  "  C.B.D.," 
thinking  it  was  the  "  C.B.,"  with  something  added. 

Miss  F.  Q.  Bursty  outfitter,  Friday  Street,  London,  formerly  buyer  for  ten 
years  for  Mr.  Whiteleyy  deposed  that,  in  her  opinion,  the  box  labelled  "  C.B.D." 
45  could  easily  be  passed  off  for  the  "  C.B." 

Miss  Sarah  Slodderiy  buyer  for  Messrs.  Olaivey  New  Oxford  Street,  London  ; 
Miss  Harriet  Fishery  formerly  buyer  for  the  London  branch  of  Messrs.  WalpoUy 
Dublin ;  William  HugheSy  buyer  for  Messrs.  Lindsay y  Belfast ;  and  Joseph 
BoyerSy  drapars,  Earl  Street,  Dublin,  gave  similar  evidence. 
50  William  Shelton,  Dublin  agent  for  Plaintiff,  stated  that  when  customers  saw 
the  letters  "  C.B."  on  a  box  containing  corsets  they  were  satisfied  that  they 
were  Plaintiff's  manufacture. 

Serjeant  Doddy  on  behalf  of  the  Defendants,  relied  on  the  fact  that  no  evidence 

had  been  given  that  any  person  had  been  deceived  by  the  "C.B.D."  label. 

55  The  boxes  were  so  dissimilar  in  appearance  that  no  one  could  possibly  mistake 

cue  for  the  other.    The  letters  "  C.B.D."  were  the  true  initials  of  the  Defendants* 
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firm  ;  the  corsets  so  marked  were  well  known  in  Ireland  as  the  Defendants' 
manufacture,  and  were  bought  by  persons  who  had  never  heard  of  Bayer.  This 
was  an  attempt  by  the  Plaintiff  to  interfere  with  the  business  of  the  Defendants, 
whose  corsets  were  sold  almost  exclusively  in  Ireland,  and  who  never  intended 
to  represent  their  corsets  as  those  of  the  Plaintiff.  5 

Edua7^d  Comiell^  the  Defendant,  trading  as  Connell  Brothers  A  Co.,  deposed 
that  he  had  carried  on  the  manufacture  of  corsets  in  Ireland  many  years.  Prior 
to  1877  he  carried  on  the  business  in  partnership  with  Henry  James  Dunn  and 
his  brother,  William  Francis  Connell.  In  December  1877  Dunn  retired,  and 
witness  and  his  brother  continued  the  business  as  ConnMl  Brothers  &  Co.  10 
After  his  brother's  death  witness  carried  on  the  business  under  the  same  name. 
In  1894  he  first  used  the  "  C.B.D."  boxes.  He  never  had  sold  any  of  them 
outside  of  Ireland.  All  his  corsets  were  made  by  him  in  Dublin,  and  stamped 
either  "C.B.  &  Co.,''  standing  for  the  name  of  his  firm,  or  "  C.B.D.,"  indi- 
cating "  Connell  Brothers,  Dublin."  He  had  sold  corsets  in  Scotland  marked  15 
"C.B.  &  Co."  previous  to  the  action  brought  against  Baird;  but  after  the 
decision  in  that  action  he  had  discontinued  using  that  mark  and  confined 
himself  to  the  mark  "  C.B.D."  Gross-examined. — He  believed  that  the 
"  C.B.  &  Co."  and  "  C.B.D."  were  both  honest  labels.  He  had  not  adopted 
them  with  the  object  of  misleading  customers  into  the  belief  that  his  corsets  20 
were  the  Plaintiff's  manufacture.  He  had  enlarged  the  letters  "  &  Co." — only 
about  twenty  or  thirty  dozen  of  the  small  "  &  Co."  labels  having  been  sent  out. 
His  reasons  for  the  change  was  that  some  of  his  customers  in  Scotland  said  the 
**  &  Co."  was  too  small.     He  did  not  know  why  they  said  so. 

Henry  J.  Dunn,  formerly  partner  of  the  Defendant,  deposed  that,  in  his  25 
opinion,    the  "C.B.D."   label   was  not  calculated    or    likely  to  mislead  any 
purchaser. 

Bernai^d  Clarke,  draper,  Henry  Street,  Dublin,  deposed  that,  in  his  opinion, 
no  one  was  likely  to  mistake  the  Defendants'  boxes  for  those  of  the  Plaintiff. 
There   was    no    similarity  between  them.     The  "  C.B.D."   was  put  on  the  30 
Defendants'  boxes  as  a  guarantee  of  Irish  make. 

William  Henry  Kerr,  employed  by  Messrs.  Ferrier,  Pollock  &  Co.,  Dublin, 
deposed  that,   in  his  opinion,  the  label    "C.B.D."  would    not  indicate  to   a 
purchaser  that  the  corsets  were  of  the  Plaintiff's  manufacture.     Cross-examined. 
— He  did    not    think  that  the  label  "C.B.  &   Co."  was  likely   to  mislead.  35 
Purchasers,  in  his  opinion,  would  easily  distinguish  one  from  the  other. 

Kehoe,  on  behalf  of  the  Defendants. — The  mark  "  C.B.  &  Co."  had  been  given 
up,  and  the  only  mark  that  was  now  being  contested  was  the  "  C.B.D."    The 
evidence  adduced  for  the  Plaintiff  amounted  to  this — that  it  would  be  possible 
for  a  dishonest  assistant  in  a  shop  to  pass  off  a  "C.B.D."  corset  as  a  "C.B."  40 
corset.    He  submitted  that  that  was  not  sufficient.    The  question  was,  Were 
the  letters  "  C.B."  in  relation  to  corsets,  no  matter  in  what  combination  they 
might  be  used,  to  become  the  exclusive  property  of  the  Plaintiff  ?     Save  in  so 
far  as  his  Lordship  came  to  the  conclusion  from  personal  inspection  that  there 
was  a  fraudulent  imitation  calculated  to  deceive  there  was  no  evidence ;  no  45 
witness  had  proved  that  anyone  had  been  misled  by  the  label.    The  "C.B.D." 
merely  indicated  the  title  of  Defendants'  firm  ;  it  was  sworn  that  it  was  honestly 
used,  with  no  intention  to  deceive,  and  it  had  never  in  fact  misled  any  person. 
It  should  also  be  remembered  that  the  Defendants  did  not  sell  the  "  C.B.D." 
corsets  outside  of  Ireland.    He  cited  the  case  of  The  Bodega  Company  v.  Oivens,  50 
(J  R.P.C.  236,  7  R.P.C.  31,  23  L.R.I.  371. 

Blood,  in  reply,  cited  21ie  Sifiger  Manufacturing  Comjjany  v.  Loog,  L.R.  ]  8, 
CD.  395  ;  Redduway  v.  Banham,  1896  App.  Cas.  199  ;  13  R.P.C.  218. 

Porter,  M.R. — The  subject-matter  in  controversy  in  this  case  does  not  strike 
one  at  first  as  being  of  very  great  importance.    To  one  not  engaged  in  the  trade  55 
it  would  not  appear  to  possess  any  great  gravity.    Bat  a  very  large  business  is 
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carried  on  by  Bayer ^  and  I  can  well  undei^stand  that  the  matter  is  to  him  one 
of  very  considerable  importance.  It  appears  that  he  manufactures  every  year  an 
immense  number  of  corsets,  and  of  course  it  is  of  vital  consequence  to  him  that 
his  business  should  not  be  improperly  interfered  with.     He  has  sworn  that  he 

5  has  been  engaged  in  the  manufacture  of  corsets  since  1869,  and  that  very  shortly 
after  he  commenced  business  he  adopted  as  his  Trade  Mark  the  use  of  the 
letters  "  C.B.,  which  are  the  initials  of  his  own  name.  Ever  since  then  he  has 
been  hard  at  work  developing  his  business,  and  in  doing  so  he  has  expended 
enormous  sums  on  advertising.  His  evidence  is  that  within  the  last  seven  years 
10  he  has  spent  35,000Z.  in  advertising  this  particular  class  of  goods.  He  has  several 
factories  where  they  are  made,  and  has  trade  connections  both  at  home  and 
abroad,  and  therefore  it  is  a  matter  of  very  considerable  importance  to  him  that 
he  should  be  allowed  to  reap  the  fruits  of  his  own  industry  and  his  own  expen- 
diture. Connelly  of  Dublin,  about  whom  I  know  nothing  except  what  has 
15  appeared  in  the  course  of  the  case,  would  also  appear  to  be  a  respectable  trader, 
with  rights  exactly  equal  to  those  of  Bayer  in  respect  of  his  trade.  He  does 
not  appear  to  have  been  so  successful,  but  that  is  not  a  matter  that  I  am  concerned 
with.  He  is  entitled  to  carry  on  any  honest  industry,  including  that  of  making 
corsets,  and  to  develop  it  as  much  as  he  can.  But  it  is  obvious  that  when  a 
20  manufacturer  has  acquired  for  his  goods  a  trade  reputation,  which  is  a  stamp  of 
their  merit,  there  is  a  great  temptation  held  out  to  other  persons — a  temptation 
which  they  sometimes  yield  to — to  try  to  enter  into  the  fruits  of  his  industry 
and  expenditure.  Such  cases  occur  every  day.  Of  course,  if  Connell  were  at 
liberty  to  sell  corsets  produced  in  imitation  of  those  of  Bayer,  and  to  put  them 

25  on  the  market  as  Bayer^s,  he  would  be  coming  in  and  sharing  the  benefit  to  be 
derived  from  the  reputation  of  Bayer^s  goods,  and  also  participating  in  the 
profits  resulting  from  the  enormous  expenditure  in  advertising,  which  in  that 
case  would  fall  to  Cannell  just  as  well  as  to  Bayer.  That,  if  done  improperly, 
the  law  does  not  allow ;  and  the  only  question  for  decision  in  this  case  is 

30  whether  what  Connell  has  done  comes  within  what  the  law  prohibits  as  an 
unjust  attempt  on  the  property  of  another.  I  had  a  case  before  me  last  week  in 
which  a  trader  in  Cork,  in  order  to  attract  custom  by  sharing  the  reputation  of 
a  large  English  firm  who  were  selling  butter  under  the  name  of  "Maypole 
"  Butter,"  put  up  in  front  of  his  establishment  in  Cork  the  name  "  Maypole 

35  "  Dairy."  That  was  a  thing  the  law  would  not  allow  him  to  do,  and  he  had^o 
take  that  down.  But  then  he  thought  he  could  escape  the  effect  of  that,  and 
still  gain  his  object,  by  calling  his  butter  "Maypol  Butter,"  omitting  the 
final  "  e."  All  such  little  devices,  clearly  indicative  of  fraud,  the  Court  never 
for  a  moment  sanctions.    A  man  cannot,  by  misspelling  a  name  or  a  word,  or 

40  by  omitting  a  letter,  evade  the  law,  and  accordingly  that  device  also  failed.  I 
remember  another  curious  case,  a  long  time  ago,  where  a  man  commenced 
selling  ale  of  his  own  manufacture  as  '^Bass's  ale."  He  got  up  a  label  in 
colourable  imitation  of  Bass's  label  as  far  as  the  general  appearance  was  con- 
cerned ;  but  in  the  centre,  instead  of  a  triangle  in  scarlet  with  the  name  Bass 

45  on  it,  he  had  a  pointed  rugged,  but  triangular-looking  mountain,  on  which  was 
written  in  exactly  the  same  type  the  words  "  Bass  Rock."  That  would  not  do  ; 
such  devices  are  a  fraud,  and  the  Court  will  not  allow  them.  Now,  in  th^ 
present  case,  I  am  satisfied  that  Connell  adopted  a  course  very  similar  to  that. 
There  are  two  things  complained  of.    First,  the  use  of  the  letters  "  C.B.,"  in 

50  conjunction  with  the  smaller  letters  **  &  Co."  ;  and,  secondly,  there  is  a  different 
matter,  which  has  been  the  subject  of  discussion  here,  namely,  the  use  of  the 
letters  "  C.B.D."  The^e  is  one  thing  absolutely  indisputable  in  the  case,  and 
that  is — that  the  letters  "  C.B."  have  been  used  by  Bayer  for  the  length  of  time 
I  have  mentioned  ;  that  they  have  got  a  perfectly  well-known  and  established 

55  meaning  in  the  trade ;  and  that  every  person  engaged  in  the  business  on  a  large 
scale— perhaps  every  person  engaged  even  on  a  small  scale  in  the  business— 
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would  know  or  infer  from  those  letters  "  C.B."  in  connection  with  corsets  that 
they  were  the  manufacture  of  Bayer.    The  next  matter  is  that  Connelly  being 
anxious  to  develop  his  own  trade,  did  unfortunately  use  those  letters  "  C.B.," 
although  in  conjunction  with  the  smaller  letters  "  &  Co."    Now,  I  confess  that 
having  looked  at  the  box  on  which  *'  C.B.  &  Co."  appears,  I  think  it  is  absolutely  5 
impossible  for  anyone  to  come  to  any  other  conclusion  than  that  it  was  intended 
to  deceive ;  that  the  "  &  Co."  should  not  be  seen ;  and  that  the  box  should 
convey  the  impression  that  it  contained  corsets  marked  "  C.B.,"  and  therefore 
of  Bayer's  make.    If  I  had  any  doubt  upon  the  matter  it  would  be  removed  by 
the  decision  of  the  Court  in  Scotland  delivered  on  that  very  point,  an  extiuct  10 
from  which  has  been  read.     But  I  do  not  need  that  at  all,  because  the  thing 
speaks  for  itself.     It  is  impossible  that  any  person  honestly  wishing  to  represent 
those  corsets  as  those  of  Gonnell  Brothers  should  have  accidentally  stumbled 
on  the  use  of  a  device  so  identical  with  that  which  marks  the  Plaintiff's  goods. 
If  the  Defendant  wanted  to  put  in  the  words  "  &  Co."  it  would  have  been  easy  15 
for  him  to  do  so  in  larger  letters,  for  the  box  was  large  enough  to  have  enabled 
him  to  have  put  it  in  at  full  length  in  the  same  type.    The  Defendant  was  not 
bound  to  use  the  initials  of  his  firm,  *'  Gonnell  Brothers^^  which  happened  to  be 
**  C.B."    A  man  who  had  a  scrupulous  regard  for  the  rights  of  property  would 
have  said,  **  There  are  two  letters  which  I  must  avoid,  whatever  else  I  use,  and  20 
"  if  I  want  to  be  honest  I  must  avoid  using  those  letters  *  C.B.'  "    To  illustrate 
that,  Gonnell  himself  says  that  when  he  sent  over  some  of  his  boxes  to  Scotland 
some  of  his  customers — although  he  believed  that  the  box  was  not  likely  in  the 
least  degree  to  deceive — wrote  back  to  him  complaining  that  it  would  be  better 
if  the  '*  &  Co."  were  made  a  little  larger.    What  the  exact  force  of  that  was  he  25 
was  not  quite  willing  to  admit,  but  he  was  probably  the  only  person  in  Court 
that  did  not  know,  if  he  did  not  know.    So  far  as  the  mark  "C.B.  &  Co."  is 
concerned  there  is  no  question  about  it.    It  has  been  given  up  by  his  Counsel. 
I  shall  not  enter  into  the  correspondence  "  without  prejudice  "  ;  I  never  listen 
to  such  communications.     It  was  the  merest  accident  that  mention  was  made  30 
of  it,  and  there  is  no  question  whatever  of  bad  faith  in  the  matter.    The  case  has 
come  regularly  into  Court  upon  the  use  of  both  these  marks  "  C.B.  &  Co."  and* 
"  C.B.D.,"  and  upon  the  first  of  them  the  case  has  been  proved  up  to  the  hilt, 
and  the  Defendant  by  his  Counsel  has  given  up  the  case  so  far  as  refers  to  it. 
As  regards  the  use  of  the  other  mark,  "  C.B.D.,"  the  Defendant  says  the  question  is  35 
a  different  one.     It  remains  to  be  seen  whether  there  is  any  difference  in  principle 
between  the  two.    I  admit  that  if  I  had  not  in  this  case  the  evidence  of  witnesses, 
and  if  I  did  not  know  about  the  way  in  which  Gonnell  had  tried  to  treat  the 
Plaintiff  by  imitating  his  Trade  Mark  "C.B."  by  using  the  mark  "C.B.  <&  Co.," 
I  might  have  taken  some  time  to  consider  my  judgment  in  reference  to  the  use  40 
of  the  mark  "  C.B.D."    I  have  been  asked  by  Counsel  on  both  sides  to  treat 
the  case  as  if  no  evidence  had  been  given,  and  to  judge  by  my  own  eyesight. 
I  always  try  to  do  that  as  far  as  I  can  ;  but  there  are  cases  in  which  experts  will 
know  better  than  a  Judge,  and  will  draw  more  correct  inferences,  and  this  is 
one  of  those  cases  in  which  a  Judge  is  not  only  bound  to  use  his  own  sight,  and  45 
such  knowledge  as  he  may  happen  to  possess,  but  one  in  which  he  is  also  entitled 
to  receive  assistance  from  the  evidence  of  witnesses  on  both  sides.    Such 
assistance  has  been  given  me  in  this  case  by  persons  competent — some  of  them 
partioularly  competent — to  give  it.     I  have  had  the  benefit  of  that  evidence  in 
this  case ;  and  while  I  do  not  say  that  without  that  evidence  I  would  have  50 
arrived'  at  a  different  conclusion,  the  evidence,  taken  in  connection  with  what 
I  know  to  have  been  the  conduct  of  Gonnell  in  reference  to  the  other  mark, 
leads  me  to  a  conclusion  which  I  have  arrived  at  without  difficulty.    Now,  I 
confess  that  a  priori  this  mark  "  C.B.D."  would  not   strike   me  as  being 
identical  or  likely  to  be  mistaken  for  "  C.B."    There  is  a  "  D."  added.    What  55- 
does  the  "  D."  mean  ?    "  D."  is  stated  to  mean  Dablin.    Now,  suppose  that  a 
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customer  knew  that  it  means  simply  "  C.B."  corset,  Dublin,  that  is  exactly 
what  you  have  got.  But  that  is  really  not  the  ground  on  which  the  witnesses 
for  the  Plaintiff  put  it.  They  say  that  the  general  appearance  and  get-up  of 
the  whole  concern — the  box  and  everything  about  it — ^are  such  that,  though 
^  **  C.6.D."  may  mean  some  particular  class  or  grade  of  corset,  that  it  is  still  a 
"  C.B."  corset,  because  the  thing  that  catches  the  eye  of  a  purchaser  coming  into 
a  shop  to  purchase  a  corset  is  the  "  C.B."  That,  of  course,  depends  on  the 
knowledge  of  the  trade,  and  to  those  familiar  with  it  this  is  a  more  certain  instru- 
ment in  guiding  the  judgment  than  is  possessed  by  one  who  sees  these  marks 

l(f  for  the  first  time.  What  is  the  evidence  in  reference  to  this  ?  Mr.  Bay  fir  himself, 
whose  evidence,  in  so  far  as  it  is  a  matter  of  opinion,  must  be  discounted  by  the 
fact  that  he  is  the  person  chiefly  interested,  says  that  the  "  C.B.D."  would  be 
calculated  to  mislead.  But  I  pass  by  his  evidence,  and  come  to  that  of  other 
witnesses.     Mr.  Sherwood^  who  is  in  the  same  trade,  and  although  obviously  not 

15  an  unfriendly  witness,  and  gave  evidence  in  favour  of  Mr.  Bayer ^  must  neverthe- 
less be  considered  as  more  or  less  a  competitor  in  the  same  business.  He  said  that 
the  mark  "  C.B.D."  would  tend  to  mislead  purchasers.  Mr.  Keech  testified  to 
the  same  effect,  and  Mrs.  Geoghegan^  who  is  a  ladies^  outfitter  in  Henry  Street, 
Dublin,  said  that  the  corset  marked  '^  C.B.D."  could  easily  be  passed  off  as  the 

lO  Plaintiff's.  ShQ  was  the  first  witness  whom  I  have  noted  as  stating  that  the 
^'  C.B.D."  could  be  passed  off,  and  I  mention  that  because  of  the  argument  of 
Mr.  Kehoe.  Mr.  Kehoe  said  that  the  fact  that  the  article  could  be  passed  off  by 
a  fraudulent  dealer  as  the  manufacture  of  the  Plaintiff  was  not  the  true  test. 
I  think  he  is  mistaken  in  that  view  of  the  law.    Mrs.  Lewers  said  that  the  box 

25  marked  "  C.B.D."  would  be  quite  easily  mistaken  ;  that  the  two  boxes  were 
very  mucli  alike  in  their  appearance  ;  and  that  customers  wanting  the  '^  C.B." 
article  would  take  the  "  C.B.D."  thinking  it  was  the  "  C.B."  with  something 
added ;  that  the  two  boxes  were  marked  "  C.B.,"  and  that  was  everything. 
Miss  Hurst  stated  that,  in  her  opinion,  the  box  labelled  "  C.B.D."  could  easily 

30  be  passed  off  for  the  "  C.B."  Miss  Sarah  Slodden  said  that  "  C.B.D."  could 
be  most  easily  passed  off  on  customers  as  the  '^  C.B.,"  and  that  the  two  boxes 
looked  the  same.  Miss  Fisher  said  that  **  C.B.D."  was  likely  to  deceive  the 
public,  and  that  the  letters  "C.B."  meant  everything  to  a  customer.  Mr. 
Hughes^  of  Luulsay  <£•  (7w.,  Belfast,  said  that  "  C.B.D."  could  easily  be  passed. 

35  off,  and  that  the  letters  were  calculated  to  mislead.  Mr.  Joseph  Bayers  said, 
"  We  could  easily  pass  off  the  '  C.B.D.' ;  it  is  certainly  calculated  to  deceive 
'*  the  public."  That  is  the  evidence  given  on  the  part  of  the  Plaintiff,  and  the 
question  arises  whether  that  amounts  to  a  case  on  which  an  injunction  ought  to 
go  against  the  use  of  the  mark  "  C.B.D."    The  case  of  The  Singer  Gompany  v. 

40.  Loog^  which  was  adopted  by  the  House  of  Lords  in  the  case  as  to  the  Camel 
Hair  Belting,  has  been  referred  to  by  Mr.  Blood,  In  those  cases  the  test 
applied  was  whether  the  use  of  the  mark  complained  of  would  enable  a  dishonest 
person  to  pass  off  the  goods  to  the  prejudice  of  the  Plaiatiff  by  representing 
them  as  his.     It  was  held  that  that  was  enough  ;  and  in  a  case  in  which  the 

45  same  parties  were  Plaintiffs  in  1892  it  was  held  in  the  Court  of  Appeal  that  the 
proper  question  for  the  jury  was  whether  the  words  "  camel  hair  belting  "  had 
acquired  the  trade  meaning  of  belting  made  by  the  Plaintiffs ;  whether  the 
Defendant's  description  was  calculated  to  induce  purchasers  to  believe  that  the 
article  he  sold  was  made  by  the  Plaintiffs  ;  and  whether  or  not  it  would  enable 

50  dishonest  purchasers  from  the  Defendant  to  pass  off  the  belting  on  the  public 
as  being  the  manufacture  of  the  Plaintiffs.  Now,  that  is  the  evidence  given 
on  behalf  of  the  Plaintiff.  It  is  encountered  by  evidence  on  the  other  side. 
Connell  himself  said  that  he  considered  the  label  *'  C.B."  with  the  small 
"  k  Co."  a  perfectly  honest  one,  and  that  it  was  not  intended  to  imitate  Bayer* s 

55  marks.  That,  in  my  opinion,  discounts  his  evidence  very  largely,  because  it  is 
impossible  to  avoid  the  conclusion  that  there  was  not  a  deliberate  intention  to 
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"  *  Interceptor '  has  from  the  first  denoted,  both  with  the  trade  and  the  public, 
"  an  intercepting  sewer  trap  of  the  said  design.  It  is — and  has  ever  since 
"  the  said  registration  expired — been  open  to  all  persons  to  manufacture  and 
"  deal  in — and  a  great  number  of  persons  have  in  fact  manufactured  and  dealt 
"  in — intercepting  sewer  traps  of  the  said  design  under  the  name  of  *  Winser  5 
"  *  Interceptors.' " 

The  action  came  on  for  trial  before  Mr.  Justice  Byrnb. 

Asthury^  Q.C.,  and  H,  P,  Chapman  (instructed  by  Walter  Mullings)  appeared 
for  the  Plaintiffs;  Eve^  Q.C.,  and  Austen  Cartmell  (instructed  by  Paterson^ 
Snow  andBhxam,  agents  for  Hadley  and  Dain^  Birmingham)  appeared  for  the    10 
Defendants. 

Asthury^  Q.C.,  opened  the  Plaintiffs'  case,  and  called  the  following  witnesses  : — 
F,  S,  Winser;  J.  P,  Osborne^  architect ;   William  Sapcote^  builder  ;  Alexander 
Richardson^  building  material  merchant ;  Sidney  Gamhier  Par^y^  architect ; 
Nicholas  Paul  Jasper^  civil  engineer ;  Tlwmas  ElliSy  builder ;   and  Charles  15 
Phillijtps^  district  building  inspector  for  Hornsey. 

For  the  defence  were  called  : — Joseph  Edwai^d  Willcox^  civil  engineer  ;  Henry 
Rowland  Hill,  a  partner  in  the  Defendants'  firm ;  William  Henman,  architect ; 
William  SpinkSy  civil  engineer ;  William  Clifford  Tindall^  civil  engineer ; 
JoJm  Jo?inso?i  Gre/m,  director  of  Joseph  Plaice  &  Sons,  Ld, ;  Joseph  Staley,  20 
manager  for  Robinson  &  Dowler,  makers  of  sanitary  goods ;  John  Francis 
Nayl&r,  maker  of  sanitary  goods ;  F.  Smith  Butkm,  manager  to  Dtickett  & 
Sons,  Ld, ;  Edward  Farmer  Bishop,  of  BisJwp,  Pratt  A  Co,,  dealers  in  building 
materials ;  Horace  Rendall  Mansfield,  maker  of  building  materials ;  Charles 
Edward  Morris,  of  Doulton  A  Co, ;  Alfred  Crossley,  manager  of  the  Common-  25 
dale  Company  ;  and  Henry  Southend,  manager  of  the  Coatbridge  Company. 

Counsel  on  behalf  of  the  Defendants  submitted  that  the  Plaintiffs'  action 
failed — first,  because  they  were  guilty  of  misrepresentation  in  using  a  stamp 
with  the  word  "  registered  "  after  the  design  had  expired  ;  secondly,  because  the 
name  "  Winser  Interceptor  "  was  a  name  given  by  them  to  a  particular  type  of  30 
interceptor,  and  that  such  name  was  now  common  property. 

Byrne,  J, — This  is  an  action  brought  by  the  Plaintiffs  Winser  A  Co.,  Ld., 
who  carry  on  business  as  sanitary  engineers  and  drainage  experts  in 
Buckingham  Palace  Road,  for  an  injunction  to  restrain  the  Defendants 
Armstrong  &  Co.  from  passing,  or  attempting  to  pass  off,  the  Defendants'  35 
goods  as  and  for  the  goods  of  the  Plaintiff  Company  ;  and  in  particular  from 
offering  for  sale,  or  selling,  any  intercepting  sewer  traps,  not  manufactured  or 
supplied  by  the  Plaintiff  Company,  by  the  name  or  description  of  "Winser 
"  Interceptors,"  or  by  any  other  name  or  description  only  colourably  differing 
therefrom,  or  from  doing  any  act  or  thing  which  may  induce  the  beli^  that  40 
the  intercepting  sewer  traps,  or  other  articles  offered  for  sale,  or  sold,  by  the 
Defendants,  and  not  manufactured  or  supplied  by  the  Plaintiff  Company,  have 
been  or  are  in  fact  manufactured  or  supplied  by  the  Plaintiff  Company* 

It  is  important,  having  regard  to  the  course  the  case  has  taken,  and  to  some 
of  the  arguments  that  have  been  addressed  to  me,  and  to  certain  portions  of  45 
the  evidence,  to  examine  the  Statement  of  Claim,  to  see  what  the  Plaintiffs' 
complaint  really  is.    After  stating  that  they  have  acquired  a  high  reputation 
and  extensive  sale  in  the  United  Kingdom  and  abroad  for  their  articles  used 
for  sanitary  and  drainage  purposes,  they  proceed  to  aver,  amongst  other  things, 
that : — "  The  Plaintiff  Company  and  its  said  predecessors  " — ^that  was  the  firm  50 
of    Winder  &    Co. — "have    for    many    years    past    manufactured    and    sold 
"  intercepting  sewer  traps  or  interceptors  of  a  peculiar  design,  and  the  Plaintiff 
"  Company's  said  interceptors  have  a  high  reputation  amongst  architects,  sanitary 
"  engineers,  and  the  public  generally,  and  the  Plaintiff  Company  has  made  large 
"  profits  by  the  sale  of  the  said  interceptors.    The  Plaintiff  Company  has  55 
"  recently  discovered,  and  it  is  the  fact,  that  the  Defendants  are  offering  for  sale 
"  and  selling  as  Winser    Interceptors,  sewer    traps   closely  resiembting   the 
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"  Plaintiff  Company's  interceptors  in  general  design  and  appearance,  but  not 
«  manufactured  or  supplied  by  the  Plaintiff  Company."  Then  it  alleges  that 
these  acts  are  calculated  to  deceive,  and  have  deceived  the  public,  and  then 
they  proceed  to  give  the  particulars  of  the  only  case  on  which  they  rely  as 
•^  against  the  Defendants,  entitling  them  to  the  relief  they  seek.  They  say  : — 
"  In  or  about  the  month  of  September  1897,  the  Defendants  sold  or  supplied 
"  to  Mr.  Thomas  Ellis,  of  Crouch  End,  in  the  County  of  Middlesex,  builder, 
"  four  interceptors  as  '  Winser  Interceptors,'  although  none  of  them  had 
"  been   manufactured  or  supplied  by  the  Plaintiff  Company."    Now  it  is  no 

10  part  of  the  Plaintiffs'  case  that  the  term  "Winser  Interceptor"  or  trap  has 
become  known  in  itself  as  denoting  the  Plaintiffs'  goods.  The  case  is  that  the 
Plaintiffs  have  manufactured  and  sold  interceptors  or  traps  of  a  peculiar 
design  for  many  years,  and  that  the  Defendants  have  sold  traps  of  a  similar 
design,  not  manufactured  or  supplied  by  the  Plaintiff  Company  as  "  Winser 

15  "  Interceptors."  Therefore  the  complaint  is  the  sale  of  an  article  of  a  peculiar 
design  as  "  Winser  Interceptors."  There  is  no  averment  of  any  other  deceit, 
except  selling  the  interceptors  as  "  Winser's  Interceptors."  Therefore  the 
case  really  is  that  the  Defendants  and  others  must  not  sell  interceptors  of  that 
peculiar  pattern,  as  "  Winser's  Interceptors,"  although  they  may  not  in  any 

20  other  respect  be  guilty  of  representations  which  are  improper,  or  which  they 
are  not  entitled  to  make.  It  is  now  admitted,  and  it  is  clear  that  all  the  world 
may  manufacture  traps  of  the  design  in  question. 

The  question  is  whether  or  not  the  Defendants  may  describe  their  interceptors 
as  "Winser  Interceptors."     There  is  no  suggestion   of   any  other  complaint, 

25  no  suggested  immitation  of  get  up,  or  of  fraudulent  representation,  but  the 
Plaintiffs  say  that  the  Defendants  must  not  sell  traps  of  the  peculiar  design 
in  question  under  the  name  of  "  Winser  Interceptors." 

The  actual  history  of  the   "Winser"    interceptors  or  traps  is  a  somewhat 
curious  one.    On  the  23rd  November  1885,  a  member  of  the  Plaintiff's  firm — ^as 

30  it  was  then,  I  think — ^and  of  the  Plaintiff  Company  now,  for  it  is  what  is 
called  a  private  company — registered  a  design  under  the  Patents,  Designs,  and 
Trade  Marks  Act  1883,  the  number  given  being  38,573.  The  design  was 
registered  with  a  photograph  of  the  design.  It  was  registered  in  the  name 
of  Frederick  Sawyer  Winser.    Frederick  Sawyer   Winser,  by  so  registering, 

35  represented,  as  I  think  the  fact  was,  that  he  had  found  out  a  new  design  for 
an  interceptor  or  sewage  trap,  and  although  he  now,  in  the  witness  box,  seeks  to 
minimise  the  merit  of  his  design,  I  do  not  think  he  can  be  heard  to  say,  even 
if  he  desires  to  go  so  far  as  that,  that  it  was  not  a  new  design  at  the  time  he 
registered  it.     The  traps  actually  made  vary  slightly  from  the  photograph  under 

40  which  he  registered,  but  not  in  any  essential  matter  ;  and  he  has  always 
represented  to  the  world,  both  during  the  term  of  the  five  years  in  which  the 
protection  of  the  registration  was  running,  and  since,  that  the  traps  sold  by  him 
in  accordance  with  the  slightly  modified  design  were,  in  fact,  his  registered 
design.    After  the  trap  was  registered,  and  when  it  was  on  the  market,  the 

J5  Plaintiffs  gave  to  the  trap  so  registered  the  name  of  "The  Winser  Interceptor  "  or 
the  "  Winser  Trap."  It  is  common  in  the  trade  in  connection  with  the  manu- 
facture of  sanitary  articles,  as  well  as  in  many  other  trades,  to  give  to  a  new 
design  a  name.  Sometimes  the  new  design  is  made  or  invented  by  a  man  who 
is  himself  not  a  manufacturer.      The  Plaintiffs  in  the  present  case  are  not 

50  manufacturers,  in  the  sense  that  they  manufacture  for  themselves,  for  they  are 
in  the  habit  of  always  getting  their  goods  made  by  another  person  for  them ; 
but  that  does  not  disentitle  them  of  course  to  protection  for  any  goods  which 
they  sell,  and  which  are  known  as  goods  sold  by  them.  By  marking  the  goods 
80  supplied,  they  accept,  as  between  themselves  and  the  public,  the  respon- 

55  ftibility  for  the  articles  so  sold.  Now,  on  all  the  traps  so  made  of  the  design  in 
question  and  sold  by  them,  the  Plaintiffs  have  impressed  "  Registered,  No.  38,573" 
'— ^t   least,   until  some  tin^e  about  the  comniencement  of  the  present  action, 
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When  they  ceased  to  use  it  precisely  I  cannot  say.  So  far  as  the  evidence 
goes,  no  traps  were  ever  sold  by  them  before  the  commencement  of  this  action 
without  the  word  "  Registered "  and  that  number  being  put  upon  them.  It 
may  have  been  discontinued  shortly  before  action,  but  I  have  not  had  any 
.distinct  evidence  as  to  when  the  discontinuance  took  place.  They  have  given  to  5 
traps  made  in  accordance  with  the  design  in  question  this  name  of  the  "  Winser 
•*  Interceptor,"  or  trap,  and  quite  recently  one  of  such  traps  has  been  purchased 
at  Anerley  on  behalf  of  the  Defendants  bearing  the  words  "  The  Winser  Trap," 
then  '^  Registered  No."  and  then  the  number  with  the  name  and  address  of  the 
Plaintiffs.  As  a  rule,  the  Plaintiffs'  traps  are  sold  without  the  words,  "  The  10 
"  Winser  Trap,"  upon  them,  but  always  with  the  name  of  their  firm  and  with 
"Registered"  and  the  number  impressed  upon  them.  Quite  recently  the 
Plaintiffs  have  in  their  catalogues  sometimes  described  their  traps  as  '*  The 
"  Registered  Winser  Intercepting  Sewer  Trap."  I  have  looked  at  their  last 
catalogue,  page  10 — I  think  it  is  really  their  last  catalogue  but  one,  but  as  to  15 
that  I  am  not  quite  certain,  because  the  last  catalogue  is  formed  by  putting 
some  addenda  at  the  commencement  of  the  previous  one.  But  at  page  10  there 
are  the  words  "The  Registered  *  Winsers' " — in  inverted  commas — "  Intercepting 
Sewer  Trap."  At  page  2,  of  what  I  may  call  the  second  part  of  this  book,  I 
find  a  section  and  plan  of  a  disconnecting  chamber,  and  the  illustration  shows  20 
the  method  of  fixing  the  "  *  Winser '  " — in  the  singular  and  in  inverted  commas — 
"  Intercepting  Sewer  Trap."  Then  there  is  a  reference,  Table  A,  "  The  *  Winser ' 
"  Trap  " — "  Winser  "  being  in  inverted  commas.  At  page  5,  I  find,  speaking  of 
the  patent  protector  trap,  it  says : — "  The  trap  has  all  the  advantages  of  the 
"  well-known  '  Winser ' " — in  the  singular  and  in  inverted  commas — "  Inter-  25 
"  certing  Sewer  Trap."  At  page  7  I  find  another  trap  described,  which  "  Has 
"  all  the  advantages  of  the  well-known  '  Winser ' " — in  inverted  commas — 
"  Intercepting  Sewer  Traps,"  so  that  it  is  perfectly  clear  that  until  quite  a 
recent  date  the  Plaintiffs  had  spoken  of  the  trap  in  question  as  the  "  *  Winser ' " 
— in  inverted  commas — "  Intercepting  Trap."  30 

I  am  invited  by  Counsel  for  the  Plaintiffs  to  put  to  myself  this  question : 
Does  the  term  "  Winser  Interceptor  "  mean  an  interceptor  made  or  sold  by  the 
Plaintiffs  as  distinguished  from  the  interceptors  made  or  sold  by  other  persons, 
or  does  it  mean  interceptors  of  a  particular  kind  without  reference  to  any 
particular  maker  ?  35 

Now  it  becomes  necessary  to  consider  the  evidence  upon  this  matter,  and  I 
have  had  before  me  certain  witnesses,  called  from  the  classes  of  those  who 
usually  deal  or  have  to  do  with  these  matters — architects,  manufacturers  of 
sanitary  articles,  building  material  dealers,  and  builders.  If  a  man  registers  a 
new  design,  and  gives  the  article  made  in  accordance  with  that  design  a  name,  40 
that  name  describes  the  article.  In  this  particular  trade  there  are  intercepting 
traps  already  known  and  identified  by  the  name  of  the  inventor,  or  of  the 
persons  who  first  introduced  them,  such  as  Biichan's,  Beale's,  and  Weauer^s  traps, 
A  man  having  invented  a  new  design  of  trap,  and  given  it  a  name,  may  present 
that  name  to  the  public  as  part  of  what  he  does.  So  long  as  he  is  protected  45 
by  registration  he,  and  he  alone,  can  make  in  accordance  with  the  design  so 
registered,  and  the  public  are  warned  by  the  impression  of  the  word 
"Registered"  and  the  number  that  they  must  not^make  that  article,  which 
is  an  article  belonging  to  the  person  who  has  so  registered  it.  When  the 
registration  has  expired,  the  article,  whatever  it  is,  becomes  common  property,  50 
and  anybody  may  make  it.  They  must  not,  of  course,  make  the  article  and 
represent  it  to  be  an  article  of  the  Plaintiffs'  make,  or  as  being  an  article  sold 
by  the  Plaintiffs ;  in  other  words,  they  must  not,  although  they  are  entitled  to 
make  the  articles,  represent  to  the  public  that  the  goods  they  so  make  are  goods 
made  or  sold  by  the  other  persons,  formerly  the  registered  owners.  In  the  case  55 
of  the  Singer  Manu/tictaring  (hnipany  v.  Looj,  8lh  Appeal  Cases,  page  27, 
J^ord  Selborne  says :    "  The  reputation  acquired  by  machines  of  a  particular 
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"  form  or  construction  is  one  thing ;  the  reputation  of  the  Plaintiffs  as  manu- 
"  facturera  is  another.  If  the  Defendant  has  no  right  under  colour  of  the 
"  former  to  invade  the  latter,  neither  have  the  Plaintiffs  any  right  under  colour 
"  of  the  latter  to  claim  (in  effect)  a  monopoly  of  the  former." 
5  Now  upon  the  evidence  it  appears  it  is  customary  in  the  trade  for  catalogues 
to  describe  many  articles  by  numbers  and  many  articles  by  names.  If  a  man 
desiring  to  order  a  trap  of  a  particular  design  from  a  particular  manufacturer 
has  the  catalogue  of  that  manufacturer  before  him,  he  will  naturally  in  ordering 
take  the  description  that  is  given— either  a  number  or  name — ^by  the  manu- 

10  facturer.  If  he  does  not  he  has  to  describe  the  article  in  some  way  so 
that  it  shall  be  known  what  is  the  kind  of  article  he  requires.  ;  Now  I 
am  quite  satisfied  upon  the  evidence  before  me  that  the  design  in  question 
represents  a  type  or  pattern  of  trap  having  a  cascade  with  a  raking  arm,  and 
designed  in  a  contracted  form,  so  that  it  may  be  readily  used  in  manholes  and 

15  other  places  where  there  is  comparatively  little  room.  It  is  clear  beyond  all 
possibility  of  question ;  and  it  is  clear  to  my  mind  also  that  amongst  builders, 
manufacturers,  and  architects  the  term  "Winser  Trap"  denotes  a  trap  of  a 
particular  type  or  pattern,  and  there  would  not  have  been  in  the  present  case  a 
shadow  of  ground  for  complaint  had  the  Defendants  purported  to  supply 

20  "Winser"  pattern  traps,  or  "Winser"  type  traps.  Have  they  done  anything 
more  ?  That  is  the  real  question.  They  were  asked  to  supply  "  Winser " 
traps.  Mr.  Ellis^  who  gave  the  order  for  the  "Winser"  traps,  said  he 
meant  and  expected  to  get  traps  of  this  particular  kind  made  by  Messrs. 
Winser  A  Co.    Mr.  Ellis  had  been  supplied  by  Messrs.  Winser  &  Go,^  or  by 

25  other  persons  with  their  goods  previously,  and  always  with  the  word 
*' Roistered"  and  the  number,  on  the  goods  so  supplied,  and  with  the  name 
of  the  firm  upon  them.  Having  got  the  order,  Messrs.  Armstrong  Jo  Go. 
put  the  order  out  and  obtained  the  articles  they  required,  under  the  same 
description,  from  manufacturers  of  such  articles.    The  invoice  which  was  sent 

30  to  Mr.  Ellis  says,  "4  6-inch  'Winser  Interceptors,'"  and  then  it  gives  the 
price.  In  like  manner  Messrs.  Armstrong  &  Co.  ordered  so  many  "  Winser 
"  Interceptors "  to  be  made  by  a  firm  of  the  name  of  Messrs.  Robinson  Jk 
Dowler,  and  accordingly  they  got  interceptors  made  according  to  this  design, 
which  they  furnished  to  Mr.  Ellis.    Now,  was  it  intended  in  supplying  those 

35  goods,  not  marked  in  any  way  in  imitation  of  the  Plaintiffs'  goods,  to  represent 
to  Mr.  Ellis  that  the  goods  so  supplied  were  the  goods  of  the  Plaintiffs  ?  Was 
Mr.  Ellis  justified  in  assuming  that  the  goods  so  supplied  were  goods  supplied 
by  "  PFinsgr  <t  Go.^  Ld.''  ?  He,  it  is  clear,  did  not,  in  terms,  order  that 
the   goods   ne   desired   to    be    supplied    with — the  traps  of    this    particular 

40  pattern — should  be  made  by  Messrs.  Winser  &  Co,y  Ld.  When  he  received 
the  traps  he  was  not  deceived  into  thinking  that  they  were  articles  similar 
to  the  articles  which  he  had  received  before.  Now  the  Plaintiff  in  his 
evidence  says,  "  Any  builder  could  not  mistake  F.  S.  W.  4  "  (that  is  one  of  the 
Defendants'  interceptors)  "  for  F.  S.  W.  3  if  he  knew   ours."     The  Plaintiff 

45  says  that  it  would  be  impossible  for  a  builder  to  make  the  mistake,  and 
Mr.  Ellis  it  is  clear  did  not  think  they  were  the  same  things  as  he  had  before, 
but  he  says  he  did  not  know  but  that  Messrs.  Winser  A  Co.  might  manu- 
facture goods  in  a  different  way  from  those  which  he  had  seen — of  a  different 
type  in  appearance,  in  material,  and  in  finish  ;  that  is  to  say,  in  the  colour  of 

50  the  material  and  in  finish,  and  without  the  marks  which  he  had  always 
seen  upon  them.  Tha  Plaintiff,  in  answer  to  a  question  whether  the  traps 
which  the  Defendants  supplied  were  likely  to  deceive  a  purchaser,  says  :  "  Not 
"  very  like  ours — the  lines  are  very  different."  He  says :  "  If  a  trap  is  ordered 
"  as  the  '  Winser  Interceptor,'  it  would  mean  and  would  describe  a  trap  of  our 

55  "  make  of  good  quality." 

I  can  only  say,  having  carefully  listenel  to  the  evidence  which  was  given  on 
behalf  of  the  Defendants,  that  it  is  to  my  mind  absolutely  proved  that  (he  terms 
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"  Winser  Traps  '*  or  "  Winser  Interceptors,"  or  *'  Winser's  Traps  "  or  "  Winser's 
"  Interceptors,"  denote  clearly  to  persons  in  the  trade  the  particalar  type  or 
pattern  to  which  I  have  referred ;  and  although  Mr.  Ellis  and  two  or  three 
other  witnesses  say  that  to  them  it  would  also  denote  the  Plaintiffs'  goods, 
I  do  not  think  I  can  do  otherwise  than  come  to  the  conclusion  that  in  the  5 
trade  the  name  has  got  to  mean  the  type  of  machine  or  interceptor,  not 
necessarily  those  which  are  sold  by  the  Plaintiffs.  It  would  not  be  the  less  or  the 
more  a  "  Winser  Interceptor"  because  it  was  supplied  by  the  Plaintiffs.  I  have 
had  before  me  a  body  of  persons  connected  with  the  trade,  and  all  of  them 
have  given  evidence  to  this  effect,  and  some  of  them— one  in  particular —  10 
had  never  even  heard  of  the  name  of  "  Winser  <b  Co,^^  although  perfectly 
acquainted  with  the  "  Winser  Interceptor."  It  is  possible,  of  course,  that  a 
man's  goods  may  have  got  known  on  the  market  in  such  a  way  in  connection 
with  his  name  or  with  the  name  which  he  has  attached  to  the  article,  as  that 
other  people  cannot  use  the  name,  without  some  explanation,  more  or  less  15 
careful,  that  these  are  not  the  goods  which  are  made  or  sold  by  him ;  and, 
indeed,  some  names  may  become  so  attached  that  it  is  almost  impossible  to  make 
a  sufficient  distinction  if  you  use  the^name. 

I  have  come  to  the  conclusion  in  the  present  case,  upon  the  evidence  before 
me,  that  although  a  certain  number  of  persons  who  have  always  been  supplied   20 
by  the  Plaintiffs,  and  who  have  always  seen  the  word  "  Registered  "  with  the 
registered  number  upon  these  traps — ^although  a  certain  number  of   people, 
not  knowing  that  other  people  make  the  "Winser  Interceptors,"  may  think 
that  they  are  getting   Winser  &  Go^s   goods,  that   is   not    in   consequence 
of  the  use   of  the  term  **  Winser "  alone,  but  is  in  consequence  of  their   25 
only  having  been  supplied  by  persons  who  have  represented  that  they  alone  are 
the  persons  entitled  to  sell  them.    As,  I  say,  I  cannot  put  the  evidence  of  a  few 
witnesses  who  have  so  dealt  with  the  article  against  the  large  body  of  evidence 
I  have  had  from  people  in  the  trade  showing  that  the  **  Winser  Interceptor " 
is,  as  such,  known  as  an  article  of  a  specific  design,  type,  or  pattern,  and  I  30 
have  come  to   the  conclusion   that    Messrs.   Armstrong  &  Co.y  in  supplying 
'*  Winser  Interceptors,"  did  not  thereby  intend  to,  and  did  not  thereby,  in  fact, 
represent  their  goods  to  be  the  goods  of  the  Plaintiffs. 

Having  come  to  this  conclusion  it  is  not  necessary  for  me  to  express  an 
opinion  as  to  the  use  of  the  word  "  Registered  "  with  the  number  in  this  case,  35 
and  as  to  how  far  that  representation  would  have  disentitled  the  Plaintiffs  to 
the  relief  they  seek.  But  I  am  bound  to  say  that  I  think,  having  regard  to 
what  they  have  done,  they  would  have  found  it  extremely  difficult,  if  I  had 
to  determine  the  matter  on  that  alone,  to  persuade  me  that  I  ought  fo  grant  an 
injunction,  when  any  such  connection  between  the  name  "Winser  Interceptor"  40 
and  the  name  of  the  firm  may,  and  probably  has  been,  chiefly  acquired  by  reason 
of  this  wrongful  use  of  the  word  "  Registered  "  and  the  number  following. 
Under  these  circumstances  I  think  in  this  case  the  Plaintiffs  fail,  and  the  action 
must  be  dismissed  with  costs. 

I  think  it  is  fair  to  the  Plaintiffs  to  say  that  I  do  not  think  by  the  use  of  the  45 
word  "  Registered  "  and  the  number  they  had  any  deliberately-formed  intent 
to  deceive  the  public  ;  but  a  man  must  be  deemed  to  know  the  effect  of  what 
he  does,  and  must  be  deemed  to  know  what  the  reasonable  and  probable  effect 
of  his  dealing  will  be. 

Asthury^  Q.C. — I  am  much  obliged  to  your  Lordship  for  that  expression  of  50 
opinion.    I  understand  my  clients  have  given  directions  for  that  stamp  i^^  be 
discontinued. 
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In  the  High  Court  of  Justice— Chanobry  Division, 

Befof'^e  Mr.  Justice  Kbkewich. 

February  2l8t,  22nd,  and  24th,  1899. 

In  the  Matter  op  the  Trade  Mark  of  Clement  &  Cie. 

5  Trade  Mark, — Motion  to  rectify  the  Register. — Geographical  term. — 
Distinctive  words. — Whether  addition  to  mark. — Patents^  Ac.  Act^  1883^ 
sections  64  and  74. 

In  1888,  C.,  trading  as  the  Compagnie  du  Vin  de  St.  Raphael,  applied  to 
register  under  the  Patents,  Ac.  Act,  1883,  a  trade  mark  consisting  of  a  label,  on 

10  which  the  words  "  St.  Raphael  '*  occurred  both  in  the  name  of  the  company 
and  separately.  The  application  was  allowed  and  the  label  registered.  In 
1898,  a  company  applied,  by  motion,  for  an  order  to  rectify  the  Register  by 
removing  the  mark,  or  by  adding  to  the  entry  a  disclaimer  of  any  right  on  the 
part  of  G.    to    the  excliLsive   i^er   of  the  ivoids   "  St.   Raphael "  w  "  Saint 

15  "  Raphael."  The  Applicants  alleged  that  there  ivere  several  towns  in  France 
called  "  St.  Raphael,"  and  that  there  were  vineyards  at  or  near  each  of  them, 
and  that  one  of  them  was  near  a  place  called  Bagnols,  in  connection  with 
which  name  the  Respondents  had  at  one  fifne  used  the  words  "St.  Raphael," 
that  the  tvords  "  St.  Raphael  "  tvere  geographical,  and  were  therefore  not  ^^ fancy 

20  *'  ivords,^'*  but  were  at  the  tiine  of  registration  prirn^  facie  distinctive  and  open 
to  the  trade,  and  therefore  ought  to  have  been  disclaimed  under  section  74  of  tlie 
Patents,  &c.  Act,  1883.  For  the  Respondents,  it  was  alleged  that  they  had  tw 
connection  with  any  place  called  "  St.  Raphael,"  and  that  no  reference  to  any 
such  2^l<^oe  was  intended,  and  it  was  contended  that  the   words  were  not  an 

25  addition  to,  but  an  integral  part  of,  the  mark. 

Held,  that  the  ivords  "  St.  Raphael "  were  not  shewn  to  be  geographical,  and, 
further,  that  they  were  not  an  addition  to  the  mark,  but  part  of  it,  and  that  no 
disclaimer  was  required.     The  motion  was  dismissed,  with  costs. 
Re  The  Smokeless  Powder  Company's  Trade  Mark,P  R.P.G.,  109,followedm 

30  On  the  11th  of  May  1888,  Glement  et  Gie.,  trading  as  the  Gompagnie  du  Vin 
de  St.  Raphael,  made  an  application  for  the  registration  of  the  trade  mark,  a 
representation  of  which  appears  overleaf,  in  Class  3  for  medicated  wine.  The 
trade  mark  was  advertised  in  the  Trade  Marks  Journal  of  January  8th  1890,  and 
subsequently  registered  under  the  number  76,176. 

35  On  the  27th  of  April  1898,  notice  of  motion  was  given  on  behalf  of  the  SodeU 
Anonyme  du  St.  Raphael-Quinquina  for  an  order  that  the  Register  of  Trade 
Marks  might  be  rectified  by  removing  therefrom  the  said  trade  mark,  or 
alternatively  by  adding  to  the  entry  therein  of  the  said  mark  a  disclaimer  of 
any  right  on  the  part  of  Glement  et  Gie.  to  the  exclusive  use  of  the  words 

40  "  St.  Raphael "  or  "  Saint  Raphael "  or  that  such  other  order  for  the  rectification 
of  the  Register  might  be  made  as  to  the  Court  should  seem  meet, 

Q 
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In  support  of  the  motion,  an  affidavit  was  made  by  Louis  Perre,  the  general 
export  agent  of  the  Applicant,  which  alleged  that  they  and  their  predeceasorB 
had  for  some  years  carried  on  business  in  France  and  other  countries  as  manu- 
facturers of  and  dealers  in  a  specially  prepared  tonic  wine,  which  they  had,  for 
at  least  7  years,  sold  in  very  large  quantities  under  the  name  "  St.  Raphael  5 
"  Quinquina,"  and  referred  to  their  labels  and  trade  mark,  and  alleged ; — 
"  (4)  The  name  '  St.  Raphael '  is  that  of  several  towns  or  places  in  the  Republic 
"  of  France,  the  best  known  being  a  toT.vn  situate  near  Toulon  and  having  a 
"  population  of  about  5,000  inhabitants.  There  are  other  towns  of  that  name  in 
"  the  following  departments,   viz. : — the  Alpes  Maritimes,   Drome,  and    the  10 


SAINT-RAPHAEL 

TANNIN    WINE 


^ 


Strenglhening  and  digestive,  ihis  wine  is  an  invigorating  tonic, 
of  most  delicious  taste,  ami  more  efficacious  for  convalescents  and 
debililaled  persons  than  iron  or  <juinine.  It  is  a  wveruign  remedy 
cases  of  gislric  debility,  and  anemia. 

DOSE  :  half  a  wine  glass  after  the  meals. 
The  tignalure  it  rtptittd  on  iki  caftuh    ^tr/^ 
lehicM  ttvtrt  Ik*  btHU.  PrUt  IS.  6 0.,  or  30 S.  doun. 


m. 


"  Qironde  respectively.    There  are  vineyards  at  or  near  each  of  the  said  towns." 
The  Deponent  also  alleg'^d  that  the  Applicants  had  applied  for  the  registra- 
tion of  their  trade  mark,  and  that  the  Comptroller  had  refused  to  register  the 
same  on  account  of  the  resemblance  to  the  Respondents'  trade  mark.  Paragraphs 
7  and  8  of  the  affidavit  were  as  follows  :— "(7)  The  said  dement  et  de.,  who  15 
"  are  still  registered  as  proprietors  of  the  said  mark,  are  manufacturers  of  and 
dealers  in  a  wine  which  they  sell  under  the  name  of  *  Vin  de  St.   Raphael' 
(wine  from  St.  Raphael),  and  as  a  natural  French  wine.     There  was  litigation 
in  France  between  them  and  certain  other  French  merchants  in  the  year  1885, 
in  which  the' said  C4ement  et  de,  were  held  not  entitled  to  any  exclusive  20 
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"  right  to  use  the  said  name  '  St.  Raphael '  as  a  trade  mirk  on  the  ground  that 
"  it  was  a  mere  geographical  name,  descriptive  of  the  locality  where  the  wine 
"  sold  by  them  was  alleged  to  be  produced,  such  place  beinsf,  as,  I  believe,  St. 
'*  Raphael,  in  the  said  Department  of  Drome.  (8)  The  Applicants  are  advised 
5  **and  submit  that  the  words  ^St.  Raphael'  constitute  a  merely  geographical 
**  name  within  the  meaning  of  section  G4  (1)  (r)  of  the  first  above-mentioned 
**  Act,  and  that  in  their  primary  meaning  and  ordinary  signification,  they  refer 
"  to  a  name  of  a  place,  and,  further,  that,  at  all  events  in  this  particular  case, 
"  the  name  has  been  adopted  by  the  said  Clement  et  Cie,  with  reference  to  the 

10  "  locality  where  the  wine  sold  by  them  is  alleged  to  be  produced,  and  is  not  a 
"  proper  subject  for  registration  as  a  trade  mark  or  part  of  a  trade  mark." 

Affidavits  in  opposition  to  the  motion  were  made  by  Jules  Terrissc,  one  of 
the  directors  of  the  Respondent  Company,  and  by  Ernest  Jacques  Gallais,  wine 
and  spirit  merchant,  having  the  exclusive  sale  of  the  Respondent  Company's 

15  wine  in  this  country.  Paragraphs  2  and  3  of  the  affidavit  of  M,  Terrisse  were 
as  follows  : — "(2)  In  the  year  1872  we  commencad  to  produce  and  sell,  under 
"  the  name  of  *  Vin  de  Bagnols  St.  Raphael,'  a  9])ecial  wine  for  invalids  and 
"  convalescents,  which  was  a  natural  wine,  but  specially  selected  and  prepared 
"  so  as  to   develop   its   natural   therapeutic   properties.     To  the   best  of   my 

20  "  knowledge,  information,  and  belief,  no  wine  had  ever  been  sold  under  the 
**  name  of  St.  Raphael  before.  Our  place  of  business  has  always  been  and  is 
"  Valence,  in  the  Department  of  the  Drome,  with  bmnches  and  offices  elsewhere, 
**  and  the  wine  itself  has  always  been  and  is  grown  at  a  place  in  the  Depart- 
"  ment  des  Pyrenees  Orientales,  called  indifferently  Bagnols  or  Banyuls.    Our 

25  '*  wine  speedily  became  known  under  the  name  of  Si.  Raphael,  and  after  a 
"  short  time  we,  now  more  than  20  years  ago,  discontinued  the  insertion  of  the 
"  name  *  Bagnols '  in  the  title  of  the  wine,  and  have  since  always  distinguished 
**  it  simply  by  the  name  *  Vin  de  St.  Raphael '  or  '  St.  Raphael  Wine '  which 
**  was  the  name  by  which  it  had  commonly  been  called  by  the  public  from  the 

30  "  beginning.  (3)  Long  after  our  said  wine  was  named  and  introduced,  it  came 
"  to  my  knowledge  for  the  first  time  that  there  were  two  or  three  small  villages 
**  or  towns  in  Prance  called  St.  Raphael,  but  this  was  entirely  unknown  to  me 
**  and,  as  I  believe,  to  everyone  connected  with  my  company  at  the  time  when 
"  the  wine  was  named.    The  fact  of  there  being  any  place  of  the  name  was 

35  "  certainly  never  mentioned  at  any  meeting  at  which  I  was  present.  The  place 
**  where  we  were  establishing  our  business  was  not  named  St.  Raphael,  the 
**  place  where  the  wine  was  to  be  produced  was  not  named  St.  Raphael,  there 
"  was  not  (and,  to  the  best  of  my  belief,  there  is  not  now)  any  place  of  that 
••  name  in  the  Department  either  of  the  Drome  or  of  the  Pyrenees  Orientales. 

40  "  We  have  never  had  any  connection  of  any  kind  with  any  place  of  that  name 
"  and  in  fact  (as  I  firmly  believe)  none  of  us  knew  at  the  time  that  there  was 
**  such  a  place  anywhere.  We  selected  the  name  solely  as  being  a  euphoneous 
**  &ncy  name,  easily  pronouncible  {sic)  in  all  languages,  which  was  quite  unlike 
"  any  name  which  we  have  ever  heard  of  as  being  used  in  trade,  and  which 

45  **  would  therefore  effectually  distinguish  our  wine,  and  cause  it  to  be  easily 
**  recognized."  The  Deponent  also  stated  (inter  alia)  that  although  he  believed 
that  there  were  in  fact  certain  small  places  named  "  St.  Raphael,"  there  was 
no  such  place  which  had  any  reputation  for  wine,  that  the  Respondents  began 
to  send  their  wine  to  the  United  Kingdom  in  1878,  that  it  had  always  borne  the 

50  lower  of  the  two  labels  represented  in  the  trade  mark,  the  upper  label  being  added 
in  or  about  1888,  and  that  each  of  the  labels  and  the  combination  of  them  was 
known  as  indicating  their  wine,  that  they  did  not  claim  that  the  registration  of 
the  trade  mark  gave  them  any  exclusive  right  in  the  name  "  St.  Raphael "  by 
itself,  that  "  St.  Raphael  Wine  "  meant  their  wine,  that  they  considered  that  the 

55  Applicants'  trade  in  wine  called  "  St.  Raphael  Quinquina  "  was  a  fraudulent 
competition,  that  they  had  never  been  held  in  any  country  not  to  be  entitled  to 
the  name  **  St.  Raphael "  on  the  ground  that  it  was  a  mere  geographical  name 


176  REPORTS  OF  PATENT,  DESIGN,        [April  5, 1899. 


In  the  Matter  of  the  Trade  Mark  q/  Clement  A  Gie. 


descriptive  of  the  locality  where  their  wine  was  alleged  to  be  produced. 
M,  Perre  made  an  affidavit  in  reply,  in  which  he  stated  {inter  alia)  that  St. 
Raphael  wine  was  known  before  the  Respondents  commenced  to  sell  it,  and 
alleged  that  the  name  "  Bagnols  St.  Raphael,"  by  which  the  Respondents 
originally  called  their  wine,  w^as  simply  a  geographical  name  and  intended  to  5 
convey  the  idea  that  it  was  produced  in  the  district  where  the  two  places  named 
"  Bagnols "  and  "  St.  Raphael "  were  situated,  that  the  said  two  places  were 
only  a  short  distance  from  each  other,  a  map  from  the  Directory  of  "  Bottin  " 
being  exhibited,  he  also  denied  the  charges  of  unfair  competition,  and  referred 
to  price  lists  of  John  Barker  A  Go,,  Ld.y  and  W.  H,  Chaplin  A  Co.,  from  10 
which  it  would  be  found  that  there  were  five  varieties  of  wine  bearing  the 
name  "St.  Raphael."  The  motion  was  entered  in  the  non-witness  list^  and 
came  on  for  hearing  on  the  21st  of  February  1899. 

WarringUm,  Q.C.,  and  G,  F,  Bart  (instructed  by  Chappell,  Griffith,  and 
Brocvdbridge)  appeared  for  the    Applicants ;    Ingle  Joyce  (instructed  by  the  15 
Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller  ;  L.  B,  Sebastian 
(instructed  by  Frere  CholmeUy  A  Co.)  appeared  for  the  Respondents. 

Warrington,  Q.C.,  and   G,  F.  Hart  for  the  Applicants :— We  ask  that  a 
disclaimer  of  the  words  "  St.  Raphael  "  may  be  entered  on  the  Register.    These 
words  were  not  capable  of  being  registered  under  the  Act  of  1883,  but  are  words  20 
such  as  are  described  in  Fection  74.    The  Applicants  are  persons  aggrieved. 
[^Sebastian.— I  admit  that.    As  to  the  words,  we  do  not  claim  the  exclusive  right 
in  them  by  registration,  but  we  claim  the  combination  of  the  device  and  the  words. 
The  affidavits  were  then  read.]     [Ingle  Joyce,  being  asked  as  to  the  position 
taken  up  by  the  Comptroller  in  the  matter,  stated  that  he  would  object  to  a  d is-  25 
claimer  ;  it  would  be  irregular  to  put  on  the  Register  a  disclaimer  not  authorised 
by  the  Act  of  1883,  under  which  the  mark  was  registered.    The  only  section  of 
that  Act  authorising  disclaimer  was  section  74".    A  disclaimer  ought  not  to  be 
put  on  the  Register,  unless  it  ought  to  have  been  made  at  the  time  of  applica- 
tion.]    We  submit  that  the  words  "  St.  Raphael "  were  distinctive  and  common,  30 
t.e.,  open  to  the  trade.    The  first  question  is  whether  the  words  could  at  the 
time  of  registration  be  registered  as  an  essential  part  of  a  trade  mark.    The 
addition  to  the  distinctive  device  of  the  words  could  not  form  part  of  what  is 
protected  by  registration.     In  several  cases,  such  a  disclaimer  as  we  ask  for  has 
been  directed,  and  in  all  the  objection  of  the  Comptroller  would  have  been  35 
applicable.    The  words  were  open  to  the  trade  at  the  time  of  registration,  they 
were  not  fancy  words  and  could  not  be  the  subject  of  a  trade  mark,  and  were 
therefore  open  to  the  trade.     In  order  to  be  registered  under  the  Act  of  1883,  a 
word,  not  merely  added  under  section  64  (2),  must  be  a  fancy  word  or  a  word 
which  is  not  distinctive  within  the  meaning  of  section  74.    It  must  be  an  40 
essential  particular  or  must  be  non-distinctive.    Any  word  which  is  prima  facie 
distinctive  cannot,  under  that  Act,  be  on  a  mark  unless  it  is  a  fancy  word  or 
unless  it  comes  in  under  section  74.    The  words  "  St.  Raphael  "  are  not  fancy 
words,  because  they  are  geographical.    The  following  words  have  been  held  not 
to  be  fancy  words   because  geographical : — Glenlivet,  Glengowrie,  Melrose,  45 
Tower  Tea,  John  Bull,  Britannia.       [Kbkewich,  J.,  mentioned  Mazawattee, 
and  also  asked  whether  the  article  to  which  the  word  is  applied  must  not  be 
also  considered  ?]    The  Melrose  case  (Re  Van  Duzer's  Trade  Mark,  L.R.  34  Ch. 
D.  623,  4  R.P.  C.  31)  was  referred  to.    Disclaimer  of  words  not  distinctive  could 
not  berequired,  but  disclaimer  could  be  required  of  words  prima  facie  distinctive  50 
and  common  to  the  trade.     St.  Raphael  was  the  name  for  the  wine  which  the 
Respondents  had  adopted  in  conjunction  with  Bagnols,  which  was  the  place 
from  which  the  wine  originated.    The  two  together  led  people  to  believe  that 
there  was  a  geographical  connection.    The  case  is  distinguishable  from  Be 
Magnolia  Metal  Company's  Trade  Mark,  14   R.P.C.  621,   because  the   word  65 
"  Magnolia  "  was  not  primarily  a  geographical  term,  and  it  was  shewn  to  have  been 
used  in  its  primary  sense.    If,  as  we  submit,  the  words  '*  St.  Ri4)h»el  "  are  not 
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fsLUCj  words,  then,  being  distinctive,  tbey  can  only  be  entered  on  the  Register  on 
the  terms  of  section  74  {Burland  A  Go,  v.  Broxburn  Oil  Gompanny  6  R.P.C., 
481).  The  "  Eboline  "  case  {Re  Sir  Titus  Salt,  Bart.,  Sans,  <k  Co.'s  Applica- 
tion, 11  R.P.C.,  517)  was  similar  to  this.  In  tlie  Magnolia  case,  it  was  not 
5  shewn  that  the  article  was  produced  at  any  of  the  places  called  '^  Magnolia."  In 
this  case,  the  registration  will  prevent  wine  from  the  St.  Raphael  district  being 
described  as  such.  In  the  "Roadster"  case  {Thompson  v.  Miller,  13  R.P.C.,  35) 
and  the  "  Herbalin  "  case  {Humphries  v.  Taylor  Drug  Gom2)antj,  59  L.T.,  820) 
disclaimers  were  entered  on  the  Register. 

10  Sebastian,  for  the  Respondents,  referred  to  the  opening  words  of  Lindley, 
L.J.'s,  judgment  in  In  the  Matter  of  Trade  Mark  Bovril,  13  R.P.C., 
at  p.  388,  and  continued : — The  circumstances  at  the  time  of  application 
must  alone  be  considered,  and  the  question  was,  what  meaning  the  words 
would  bear  to  an  ordinary  Englishman  at  that  time?    There   was  no  con- 

15  nection  between  the  Respondents*  firm  and  any  place  called  "St.  Raphael," 
and  the  name  was  not  given  to  the  wine  with  reference  to  any  place 
of  that  name.  "  Bagnols "  was  never  used  in  connection  with  "  St. 
"  Raphael "  in  England.  There  is  no  evidence  to  shew  that  the  name 
was  used  geographically.    The  ordinary  Enu^lishman  would  not  know  of  any 

20  place  called  "  St.  Raphael."  The  cases  of  "  fancy  words  "  are  not  applicable,  as 
the  words  are  not  in  this  case  registered  by  themselves.  Geographical  names 
are  not  necessarily  excluded  {Re  Van  Dnzer'^s  Trade  Mark  and  Leafs  IVade 
Mark,  4  R.P.C.,  at  p.  39).  According  to  the  Apollinaris  Case  (8  R.P.C.,  at 
p.  149),  "  St.  Paul "  may  be  good,  why  not  "  St.  Raphael "  ?     Here  the  label 

25  registered  is  distinctive ;  section  74  does  not  apply  unless  the  words  are  an 
addition  to  a  trade  mark,  whereas  they  are  an  integral  part  of  it.  Furthermore, 
they  are  part  of  the  name  of  the  company.  If  "  St.  Raphael  "  be  geographical, 
then  the  words  are  in  the  same  position  as  the  word  "  smokeless  "  in  Re  TJie 
Smokeless  Powder  Gompajiy's  Trade  Mark,  9  R.P.C.,  109.    {Re  Beaton's  Trade 

30  Mark,  L.R.  27  Ch.  D.,  570,  was  referred  to  as  to  the  eJQEect  of  fraudulent  user.) 

Warrington,    Q.C.,    in    reply. — The    words    "  Smokeless    Powder "    were 

descriptive,  and  not  prima  facie  distinctive.    In  the  Herbalin,  Washerine,  and 

Roadster  cases,  the  words  were  no  more  an  addition  than   the  words  "St. 

"  Raphael "  here.     The  order  was  not  made  in  the  Smokeless  Powder  Case 

35  because  the  words  were  descriptive  and  were  registrable  under  section  64. 

Kbkbwich,  J. — So  much  was  made  by  Mr.  Warrington  of  the  distinctive 
character  of  the  words  "  St.  Raphael "  on  the  Respondent's  label,  that  I  thought 
it  right  again  to  study  the  evidence  which  was  read  in  the  opening  of  the  case, 
and  perhaps  before  I  had  appreciated  the  full  weight  intended  to  be  given  to  it. 

40  A  further  perusal  of  the  affidavits  has  confirmed  my  impression  that  the 
Applicants  do  not  establish  the  geographical  character  of  the  words.  I  do  not 
think  that  on  a  comparison  of  the  Applicants'  and  the  Respondents*  affidavits,  it 
can  properly  be  held  that  the  Respondents  adopted  these  words  as  intending  to 
refer  to  any  one  of  the  French  towns  called  St.  Raphael ;  and  my  opinion  is 

45  that  they  adopted  them  for  a  different  reason.  It  by  no  means  follows  that  they 
are  not  distinctive  words,  and  inasmuch  as  they  were  common — that  is,  open  to 
the  trade  on  11th  May  1888,  the  date  of  the  Respondents'  application,  it  may  be 
that  the  provision  for  disclaimer  extends  to  them  on  that  ground.  I  have 
found  great  difficulty  in  ascertaining  any  rule  by  which  the  Court  is  guided  in 

50  deciding  what  is  a  "  fancy  word  "  within  the  meaning  of  the  64th  Section  of  the 
Act  of  1883,  Sub-section  c,  and  if  the  words  "  St.  Raphael "  are  not  fancy  words, 
then  the  Applicants'  argument,  based  on  the  settled  construction  of  the  Section 
and  Sub-section  first  mentioned,  deserves  much  consideration.  I  do  not  propose 
to  say  more  on  that  point. 

55  The  Respondents  take  the  point  that  these  words  "  St.  Raphael,"  which  occur 
twice  on  their  registered  Trade  Mark,  are  not  added  words  within  the  meaning 
of  the  64th  Section  of  the  Act  1883,  sub-section  2.    The  Act  allows  the  addition 
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of  any  letters,  words,  or  figures  to  the  distinctive  device,  mark,  brand,  heading, 
or  label  sanctioned  by  the  preceding  part  of  the  section.    And  it  is  obvious 
that,  in  order  to  thoroughly  understand  what  is  a  permitted  addition,  you  must 
first  understand  the  meaning  of  the  language  describing  the  thing  to  which 
the  addition  may  be  made.    Notwithstanding  the  many  cases  which  have  been  5 
discussed  and  decided  on  this  part  of  the  Act,  I  have  not  succeeded  in  discover- 
ing any  rule  laid  down  for  my  guidance  on  this  point.     I  doubt  whether  there 
can  be  found,  and  I  certainly  have  not  found,  any  explanatory  definition  by 
which  I  could  bring  to  the  test  a  proposed  device  or  label  or  an  addition  thereto, 
and  say  whether  what  is  proposed  falls  within  the  meaning  of  the  Act.    The  10 
nearest  approach  to  a  guide  is  to  be  found  in  the  judgment  of  Mr.  Justice  Ghitty 
in  the  Smokeless  Powder  Gompamfs  case,  or,  perhaps  I  should  more  properly 
say,  in  the  judgments  of  Lord  Justice  Fry  and  Lord  Esher^  which  he  there 
quotes.    When  studying  the  Respondents'  trade  mark — and  of  course  it  has 
been  my  duty  to  do  this,  with  curiosity — I  ask  myself,  which  is  the  device  or  15 
label  and  what  are  the  added  words  ?    It  seems  to  me  that  if  I  strike  out  the 
words  "  St.  Raphael,"  I  alter  the  whole  character  of  the  label,  and  it  becomes 
something  quite  different  from  what  it  is  now,  or,  to  use  the  language  of  Lord 
Esher^  quoted  by  Mr.  Justice  Ghitty^  the  truth  is  that  the  label  does  not  consist 
of  each  particular  part  of  it,  but  consists  of  the  combination  of  them  all,  20 
including  the  words  "  St.  Raphael."     It  is  noticeable  that  on  the  upper  part  of 
the  label  the  Respondents  describe  themselves  as  "  Compagnie  du  Vin  de  St. 
"  Raphael,"  to  which  words  the  Applicants  do  not  seek  to  exliend  the  disclaimer, 
for  which  they  ask.  .  It  would  be  a  strange  result  if  the  Respondents  were 
compelled  to  disclaim  the  exclusive  use  of  the  words  written  across  the  label,   25 
or  standing  as  a  signature  on  the  lower  part  of  it,  and  yet  were  allowed  to  retain 
as  part  of  their  trade  mark  their  description  above  noticed;    and  it  is  also 
difficult  to  my  mind  to  see  why  these  latter  words  are  not  an  addition  to  the 
descriptive  device  or  label,  if  the  woi-ds  "St.  Raphael"  standing  alone  fall 
within  that  category.     In  my  opinion,  the  Respondents  are  entitled  to  the  30 
judgment  of  the  Court  on  this  ground,  and  the  summons  must  be  refused,  with 
costs. 

Sebastian. — Your  Lordship  no  doubt  intends  to  include  in  that  the  costs  of 
the  Comptroller.    He  is  not  represented  at  this  moment. 

Ebkewich,  J. — The  costs  means  the  costs  of  all  parties  served,  unless  some-  35 
thing  is  said  to  the  contrary. 
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In  the  High  Court  op  Justice.— Queen's  Bench  Division. 

Before  MR.  JUSTICE  KENNEDY. 

January  12th  and  13th,  1899. 

The  Incandescent  Gas  Light  Company,  Ld.,  and  Others  v.  Brogden. 

5      Patent.  —  Patented   article   sold    under    limited    license. — Infringement  of 
Patent — Infringement  of  limited  license, — Injunctions  granted  on  both  grounds. 

The  Plaintiffs,  who  were  owners  of  two  Patents  for  the  manufacture  of 
mantles  for  incandescent  gas  lighting,  brought  an  action  for  infringement.  The 
Defendant  admitted  the  validity  of  the  Patents,  and,  at  the  trial,  that  what 

10  were  complained  of  ivere  infringements,  but  denied  selling  them.    He  had  not 
executed  the  order  but  had  forwarded  it  to  S,,  who  had  executed  it.    The 
Defendant  received  a  commission  from  S.  on  all  orders  which  he  forwarded. 
Held,  that  this  amounted  to  an  infringement. 
The  Plaintiffs  also  sold  their  goods  under  a  limited  license  as  to  the  sale  and 

15  y^e  of  them.  The  terms  of  this  license  were  known  to  the  Defendant,  who 
disregarded  it.  The  Defendant  contended  that  he  was  not  bound  by  the  limited 
license  on  tJie  ground  that  such  conditions  were  only  binding  on  persons  wJio 
bought  from  the  Plaintiffs  direct.  He  Jiad  bought  from  dealers,  and  there  was 
no  privity  between  himself  and  the  Plaintiffs.    Breach  of  the  condition  was  not, 

20  Jie  contended,  an  infringement  of  any  patent  right,  but  was  purely  contractual 
in  its  nature,  and  that  an  injunction  was  not  the  proper  remedy. 

Held,  that  where  a  patented  article  tvas  sold  under  a  limited  license,  if  the 
terms  of  the  license  were  known  to  the  person  purchasing,  whether  the  purchaser 
bought  direct  from  the  Patentee  o^*  from  a  third  party,  the  breach  of  the  conditions 

25  imposed  by  the  limited  license  constituted  an  infringement  of  the  patent  rights 
in  the  article,  and  that  such  a  case  was  one  where  an  injunction  might  be 
granted. 

The  Incandescent  Gas  Light  ComjMmf,  Ld.,  were  the  owners  of  Letters  Patent, 
No.  15,28fi  of  1885,  granted  to  Carl  Auer  von  Welsbach,  and  No.  3592  of  1886, 

30  granted  to  Oliver  Imray,  both  of  which  were  for  inventions  for  the  manufacture 
of  mantles  for  incandescent  gas  lighting.  The  Defendant  had  traded  in  incan- 
descent goods,  including  mantles  which  were  constructed  in  infringement  of 
the  said  Letters  Patent,  at  South  Shields.  A  previous  action  had  been  brought 
against  him  by  the  Plaintiffs  in  the  Chancery  Division,  and  an  injunction  had 

35  been  obtained.  Subsequently  one  William  John  Moore  wrote  to  the  Defendant 
ordering  mantles  for  incandescent  lighting.  This  order,  the  Defendant  said,  he 
banded  on  to  A,  ^mith  Jp  Go.,  also  of  South  Shields,  who  executed  it. 
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The  Plaintiff  Company  sold  their  mantles  subject  to  a  limited  license,  which 
was  printed  on  every  box  in  which  their  mantles  were  sold,  and  of  which 
the  following  is  a  copy  : — "  The  Incandescent  Qas  Light  Company^  Ld.^  in 
^*  supplying  the  mantle  contained  in  this  box,  grant  a  limited  license  to  the 
^^  purchaser  to  use  or  sell  the  same  on  the  express  condition  that  neither  the  5 
"  purchaser  nor  any  other  person  into  whose  hands  the  same  may  come  shall 
"  use  or  sell  the  said  mantle  except  in  connection  or  for  use  with  burners 
'^  sold  or  supplied  by  the  Company,  and  any  other  sale  or  use  will  amount  to 
"  infringement  of  the  Company's  Patents.  The  Company  supply  mantles 
'*  for  the  purpose  of  renewals  at  the  nominal  price  of  Is.  3d.,  subject  to  the  10 
^'  limitations  above  set  forth."  Correspondence  had  passed  between  the 
Defendant  and  the  manager  of  the  Plaintiff  Company  as  to  the  validity  of  this 
limited  license. 

On  the  2nd  of  February  1898  the  Plaintiffs  issued  their  writ,  which  was 
amended  on  the  22nd  April  1898  by  joining  as  Plaintiffs  The  Welshach  Incan-  15 
descent  Company^  Ld.j  who  were  the  successors  in  title  to  The  Incandescent 
Oas  Lighting  Company^  Ld.     The  Statement  of  Claim,  delivered  on  30th 
April    1898,    alleged : — (1)  that  the  Plaintiffs,   The  Incandescent  Gas    Light 
Company^  Ld,^  were  up  to  3rd  March  1898,  and  since  that  date  The  Welshach 
Incandescent  Gas  Light  Com2)any  were  the  owners  of  the  Patent  No.  15,286  20 
of    1885  and    of    the    Patent  No.    3592   of    1886;    (2)   that    the  Defendant 
had  infringed  the  said  patents  in  the  manner  in  the  Particulars  of  Breaches 
appearing ;    (3)   that    Carl    Atier  von    Welshach    and    Oliver    Imray    were 
respectively  the  first  and  true  inventors  of  the  inventions  ;  (4)  that  the  Patents 
had  been  upheld  and  a  Certificate  of  Validity  had  been  granted  ;  (5)  that  the  25 
Plaintiff  Companies  sold  mantles  of  their  manufacture  only  subject  to  the 
conditions  above  set  out ;    (6)  that  the  Defendant  had  purchased  from  the 
Plaintiff  Companies  and  their  agents  mantles  of  the  Plaintiff  Companies'  manu- 
facture in  boxes  bearing  the  said  terms  and  conditions,  and  that  prior  to  the 
said  purchase  the  Defendant  was  well  aware  of  the  said  terms  and  conditions  ;  30 
(7)  that  the  Defendant,  in  breach  of   the  said  terms  and  conditions,  and  in 
infringement  of  the  Plaintiffs'  Patents,  had   used  and  sold  mantles  of  the 
Plaintiff  Companies'  manufacture  so  purchased  by  him  as  aforesaid  upon  and  in 
connection  with  burners  not  sold  or  supplied  by  the  Plaintiffs.    The  Plaintiffs 
claimed  : — (1)  an  injunction  to  restrain  the  Defendant  from  infringing  ;  (2)  an  35 
injunction  to  restrain  the    Defendant  from  using  or  selling  mantles  of  the 
Plaintiff  Company's  Patents  upon  or  in  connection  with  burners  not  sold  or 
supplied  by  the  Plaintiff  Company ;  (3)  damages  ;  or  (4)  an  account  of  profits ; 
(5)  delivery  up  of  infringing  appliances  ;  (6)  full  costs,  charges  and  expenses 
as  between  solicitor  and  client.  40 

The  breaches  complained  of  were  : — (1)  the  sale  on  the  15th  day  of  December 
1897  to  William  John  Moore,  of  14,  Palmer  Street,  Westminster,  of  mantles 
constructed  in  infringement  of  the  Plaintiffs'  Patents ;  (2)  the  sale  on  or 
about  the  6th  day  of  December  to  William  John  Moore  of  a  mantle  of 
the  Plaintiff  Company's  manufacture  together  with  and  for  the  purpose  of  use  45 
with  a  gas  burner  not  sold  or  supplied  by  the  Plaintiff  Company.  The  said 
mantle  was  sold  in  a  box  supplied  by  the  Plaintiffs,  the  terms  and  conditions 
appearing  on  the  said  box  as  aforesaid  having  been  obliterated  by  the  Defendant 
before  reselling  the  same. 

By  his  Defence,  delivered  the  31st  May  1898,  the  Defendant  (1)  admitted  50 
paragraphs  1,  3  and  4  of  the  Statement  of  Claim  ;  (2)  denied  the  allegations  in 
paragraph  2  of  the  Statement  of  Claim,  and  alleged  that  in  selling  the  mantles 
on  the  occasion  set  out  in  the  Particulars  of  Breaches  he  did  not  infringe  the 
Plaintiffs'  Patents,  and  said  that  the  terms  and  conditions  set  out  in  paragraph  5 
of  the  Statement  of  Claim  were  not  agreed  to  by  him  nor  in  any  way  brought  55 
to  his  notice  until  after  he  had  paid  for  and  received  delivery  of  the  mantles 
referred  to   in  paragraph  6  of  the  Statement  of  Claim ;  (3)   in  answer  to 
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paragraph  5  of  the  Statement  of  Claim  he  admitted  that  the  Plaintiff  Companies 

printed  terms  and  conditions  on  their  mantle  boxes,  but  did  not  admit  that  the 

terms  and  conditions  are  correctly  stated  in  paragraph  5  of  the  Statement  of 

Claim  ;  (4)  in  answer  to  paragraphs  6  and  7  of  the  Statement  of  Claim  he 

5  admitted  having  sold  mantles  manufactured  by  the  Plaintiffs,  but  said  that 

such  mantles  were  purchased  by  him  unconditionally  and  without  notice  of 

any  terms  and  conditions,  and  were  paid  for  by  him  at  the  time  of  purchase. 

The  action  was  tried  on  12th  and  13th  January  1899. 

T,  Terrell,  Q.C.,  and  Walter  (instructed  by  Faithfull  and  Owen)  appeared 

10  for  the  Plaintiffs  ;  Layman  (instructed  by  Iliffe,  Henley  and  Sweet,  agents  for 
Mahan  and  Graham  of  South  Shields)  appeared  for  the  Defendant. 

Terrell,  Q.C.,  opened  the  Plaintiffs'  case. — This  action  is  brought  to  restrain 
infringements  of  Patents  No.  15,286  of  1885  and  No.  3592  of  1886,  both  of  which 
have  reference  to  mantles  for  incandescent  gas  ligliting.    The  Statement  of 

15  Claim  discloses  two  distinct  causes  of  action  :  firstly,  ordinary  direct  infringe- 
ment ;  secondly,  infringement  of  the  limited  license  under  which  the  Plaintiffs' 
patented  articles  are  sold.  I  will  deal  with  the  latter  first.  The  mantles  which 
are  manufactured  under  these  two  patents  by  the  Plaintiffs  are  intended  to  be 
used  in  conjunction  with  a  Bunsen  burner.    The  Plaintiffs  sell  their  mantles 

20  under  certain  conditions,  viz.,  that  they  shall  only  be  used  in  connection  with 
burners  of  their  own  make.  Every  mantle  sold  by  the  Plaintiffs  is  enclosed  in 
a  separate  box,  and  every  box  has  printed  on  it  a  copy  of  these  conditions.  If 
the  purchaser  has  not  notice  of  these  conditions  he  is  not  bound  by  them,  but 
if  he  has  notice  he  is  bound.     Before  the  sale  complained  of  in  this  action  tbe 

25  Defendant  had  a  dispute  with  the  Plaintiffs  as  to  the  validity  of  these  conditions. 
Correspondence  passed  between  them,  and  the  Defendant  also  had  an  interview 
with  the  assistant  manager  of  the  Plaintiff  Company.  There  can  be  no  doubt, 
therefore,  that  he  had  notice  of  the  conditions.  The  Defendant  has  openly 
defied  the   Plaintiffs,  and  has  sold  their  mantles  with  burners  not  of  their 

30  manufacture.  He  pastes  the  Plaintiffs'  notice  over  so  as  to  hide  it  from  the 
person  to  whom  he  sells.  The  question  as  to  the  validity  of  the  limited  license 
was  settled  in  a  previous  case  of  The  Incandescent  Gas  Light  Company,  Ld.  v. 
Cantello,*  which  was  tried  by  Mr.  Justice  Wills.  [Counsel  then  read  the 
judgment  in  this  case.]     It  will  be  urged  that  the  Defendant  had  signed  no 

35  agreement  with  the  Plaintiffs,  and  therefore  is  not  bound  ;  but  under  the 
Patent  ^ct  of  1883  a  license  may  be  by  deed,  agreement,  or  word  of  mouth — so 
long  as  the  conditions  are  brought  to  the  notice  of  the  purchaser  the  license  is 
complete  and  binding.  The  question  here,  therefore,  is  whether  the  Defendant 
had  notice  or  not.     As  regards  the  other  cause  of  action — the  direct  inf ringe- 

40  ment — the  Defendant  was  enjoined  in  a  previous  action  in  the  Chancery 
Division.  Subsequently  an  order  for  mantles  was  sent  to  him  and  wagj 
executed.  The  money  was  sent  to  the  Defendant,  Svho  returned  the  order, 
stating  that  it  had  been  forwarded  to  A.  Smith  &  Co.,  who  would  execute  it, 
The  Plaintiffs  do  not  admit  that  there  is  such  a  firm  as  A.  Smith  &  Co.    The 

45  mantles  sent  in  consequence  of  this  order  were  infringements  of  the  Plaintiffs*^ 

patents.     [Counsel  was  proceeding  to  explain  the  nature  of  the  Patents  and  of  the 

infringing  articles  when  Layman,  for  the  Defendant,  stated  that  the  Defendant 

did  not  deny  that  they  were  infringements,  but  denied  that  he  had  sold  them.] 

William  John  Moore  was  then  called,  who  proved  the  sales  complained  of  in 

50  the  Particulars  of  Breaches.  Geoi^ge  Augustus  Gutch,  secretary  to  The  Welsbach 
Incandescent  Gas  Light  Company,  and  formerly  assistant  manager  to  T/ie- 
Incandescent  Gas  Light  Company,  proved  the  correspondence  which  passed 
between  the  Plaintiffs  and  the  Defendant  itf  February  1897  on  the  subject  of 
the  limited  license,  and  also  spoke  to  having  had  an  interview  with  the  Defendant 

55  on  the  same  subject  about  the  same  time. 

•  12R.P.0.  262. 
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■*•  .,■.■■■■  — — 

Layman^  in  opening  the  Defendant's  case. — As  regards  the  direct  infringe- 
ment, the  mantles  sent  to  Moore  were  sent  by  Smith.  The  order  was  sent  to 
Smithy.vfYLO  executed  it.  Notice  of  this  was  given  to  Moore,  The  sale  was  by 
Smith  and  not  by  the  Defendant.  As  regards  the  limited  license,  the  question 
is  whether  the  Defendants  have  any  right  to  impose  these  conditions.  There  is  5 
no  authority  for  it.  The  Incandescent  Gas  Light  Company,  Ld.  v.  Cantello 
did  not  settle  the  matter.  In  that  case  judgment  was  given  for  the  Defendant. 
Iq  substance  in  that  case  the  matter  was  treated  as  a  question  of  contract,  and  it 
is  a  question  of  contract  and  not  an  infringement  of  patent  rights.  The  Plaintiffs 
pursue  this  course,  not  to  protect  their  patent  rights  but  to  push  the  sale  of  their  10 
burners  for  which  there  is  no  patent.  [KENNEDY,  J. — Even  if  it  is  not  an 
infringement  the  Plaintiffs  may  be  entitled  to  an  injunction.]  The  highest 
ground  on  which  the  condition  can  be  based  is  the  ground  of  contract.  There 
is  no  evidence  that  the  Defendant  purchased  from  the  Plaintiffs  or  from  their 
agents.  If  he  only  purchased  from  a  trader,  then  there  is  no  contract  which  15 
can  form  the  basis  of  an  injunction. 

The  Defendant  was  then  called  and  gave  evidence.  He  denied  all  knowledge 
of  the  mantles  sent  by  Smith  to  Moore.  He  forwarded  the  order  to  Smith 
because  he  did  not  deal  in  the  kind  of  mantles  ordered.  Since  the  injunction 
in  the  previous  case  he  had  only  dealt  in  the  Plaintiffs'  mantles.  He  admitted  20 
the  sale  of  these  mantles  with  burners  not  of  the  Plaintiffs'  manufacture.  In 
-cross-examination  he  admitted  that  he  received  a  commission  of  5  per  cent,  on 
all  orders  he  forwarded  to  Smith;  that  his  wife  had  some  agreement  with 
Smith  contrary  to  his  wishes,  and  that  a  certain  cheque  which  was  put  in, 
made  payable  to  A.  Smith  and  Son^  had  been  endorsed  by  his  wife.  25 

Layman  summed  up  for  the  Defendant. — The  Defendant  does  not  dispute 
that  Smith's  mantles  are  infringements,  but  these  have  been  sold  by  Smith  and 
not  by  the  Defendant.  It  has  only  been  proved  that  the  Defendant  got  5  per 
cent,  for  three  mantles.  There  is  no  evidence  of  any  substantial  profit.  As 
regards  the  limited  license,  if  there  is  anything  in  it  it  amounts  to  forbidding  a  30 
person  to  use  their  mantles  with  other  people's  burners.  This  they  cannot  do, 
and  they  cannot  stop  a  dealer  from  selling  the  two  together.  They  have  no 
legal  right  to  force  these  conditions  on  to  any  person  who  has  not  entered  into 
an  agreement  with  them.  The  notice  is  immaterial.  All  that  it  shews  is  that 
the  Defendant  knew  that  the  trader  from  whom  he  bought  had  entered  into  an  35 
agreement  with  the  Plaintiffs.  It  is  entirely  a  question  of  contract,  and  the 
condition  cannot  be  binding  on  a  third  party  with  whom  there  is  no  privity  of 
contract. 

.  Ter^rdh  Q.C.,  in  reply. — As  regards  the  limited  license,  I  rely  on  the  words 
of  the  grant  of  the  Letters  Patent : — "  Know  ye,  therefore,  that  we,  of  our  40 
"  special  grace,  certain  knowledge  and  mere  motion,  do  by  these  presents,  for 
"  us,  our  heirs  and  successors,  give  and  grant  unto  the  said  Patentee  our  especial 
**  license,  full  power,  sole  privilege  and  authority,  that  the  said  Patentee  by 
"  himself,  his  agents  or  licensees,  and  no  others,  may  at  all  times  hereafter 
**  during  the  term  of  years  herein  mentioned,  make,  use,  exercise,  and  vend  the  45 
'*  said  invention  within  our  United  Kingdom  of  Great  Britain  and  Ireland  and 
"  Isle  of  Man,  in  such  manner  as  to  him  or  them  may  seem  meet,  and  that  the 
"  said  Patentee  shall  have  and  enjoy  the  whole  profit  and  advantage  from  time 
"  to  time  accruing  by  reason  of  the  said  invention  during  the  term  of  fourteen 
"  years  from  the  date  tereunder  written  of  these  presents."  50 

The  Patentee  has  the  sole  right  in  the  patented  article.  When  he  sells  it  the 
law  presumes  a  license  to  the  purchaser  to  use  it  as  he  thinks  fit.  Where  there 
is  an  implied  contract  in  law  it  may  be  superseded  by  a  special  contract.  Having 
the  sole  right  to  do  what  he  likes  with  the  article,  the  Patentee  may  impose  what 
conditions  he  pleases,  no  matter  how  unreasonable.  [Kennedy,  J. — Is  the  55 
breach  of  these  conditions  an  infringement  of  patent  rights  ?]  Relying  on  the 
words  of  the  grant  I  say  it  is.    No  one  may  use  the  invention  without  a  license. 
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If  the  Patentee  grants  a  general  license  the  purchaser  may  do  what  he  likea 
with  the  article.  If,  however,  the  Patentee  restricts  the  license,  any  use  outside 
that  license  is  an  infringement. 

As  regards  the  direct  infringement.  Previous  to  the  injunction  in  the  former 
li  case  the  Defendant  was  in  the  habit  of  dealing  in  infringing  mantles.  After 
he  was  enjoined  he  admits  that  he  handed  on  his  orders  to  Smith  and  got  5  per 
cent,  commission.  Assume  this  to  be  true,  the  grant  of  the  Letters  Patent  gives 
to  the  Patentee  the  whole  profit  and  advantage  accruing  from  the  invention. 
If  the  Defendant  is  taking  a  commission  on  an  illicit  trade  he  is  infringing  the 

10  Patentee's  rights.  In  addition,  the  other  circumstances  are  very  suspicious. 
The  Defendant's  wife  has  a  separate  business ;  she  endorses  Smith'* s  cheques 
and  stocks  Smithes  mantles.  Their  children  are  employed  in  all  the  businesses 
without  any  salary.     If  there  is  a  Smith,  they  are  in  partnership. 

Kennedy,  J. — I  have  come  to  the  conclusion  that  practically  this  is  an 

i5  undefended  case  on  both  points.  I  think  ihe  Defendant  has  taken  a  wrong 
view  of  things.  I  can  understand  that  he  has  been  actuated  by  what  he 
conceives  to  have  been  harsh  treatment.  I  am  not  passing  judgment  on  that 
one  way  or  the  other.  I  have  neither  the  duty  nor  the  opportunity  of  judging 
of  that  sufficiently,  but  he  thinks  it  rather  hard  that  the  Plaintiff  Company 

:20  should  deal  in  the  way  they  have.  At  some  time  or  other  he  has  done  something 
for  which  he  has  been  enjoined  before.  With  reference  to  the  two  specific  acts 
charged  against  him  now  I  will  take  first — because  it  is  the  more  interesting  and 
more  important — the  question  of  selling  the  mantle  with  the  burner  of  another 
person.     He  says  that  he  is  not  bound  by  the  restriction  which  I  am  satisfied 

-25  existed  when  he  bought  the  mantle,  and  to  his  knowledge  existed  on  the  box  which 
he  subsequently  sent  with  another  person's  burner  on  the  (Jth  or  7th  December 
to  Moore.  He  says  :  "  I  regard  myself  in  point  of  law  as  not  bound  by  that." 
I  think  he  is  wrong.  Mr.  Terrell  has  satisfied  me  that  a  Patentee  has  a  right 
not  merely  by  sale  without  reserve  to  give  an  unlimited  right  to  the  purchaser 

-30  to  use,  and  thereby  to  make  in  effect  a  grant  from  which  he  cannot  derogate, 
but  may  attach  to  it  conditions,  and  if  those  conditions  are  broken  then  there  is 
no  license,  because  the  license  is  bound  up  with  the  observance  of  the  conditions. 
I  think  that  the  Defendant  buying  an  article  subject  to  those  conditions  the 
conditions  formed  a  part  of  his  right  to  deal  with  it  at  all,  and  that  he  did  deal 

4J5  with  it  in  a  way  inconsistent  with  the  conditions,  because  he  sent  in  answer  to 
an  application  for  a  complete  incandescent  lamp  this  burner  of  another  person's. 
Really  the  facts  are  not  in  dispute  as  to  that,  and  the  only  question  then  is  how 
is  that  to  be  dealt  with.    No  damages  are  asked  for  I  understand. 
Terrell,  Q.C. — Yes,  we  ask  for  an  inquiry  as  to  damages. 

40  Kennedy,  J. — I  cannot  refuse  you  that  if  you  are  entitled  to  it.  The  main 
question  would  be  the  injunction.  I  do  not  know  what  this  man's  dealings 
are.  They  are  not  large  so  far  as  appears ;  but,  whether  large  or  small,  the 
question  is  whether  it  is  a  course  of  dealing.  The  position  he  takes  up  as 
regards  this  is  that  he  has  a  right  to  do  it.    He  contends  through  his  Counsel 

45  clearly  and  plainly  :  ''  I  am  entitled  to  treat  this  as  not  binding  upon  me  so  far 
"  as  it  subjected  me  if  I  acted  as  I  did  act  to  any  injunction."  It  is  a  course  of 
dealing  which  he  insists  upon  as  a  right,  and  I  must  say  that  that  right  does 
not  exist,  and  that  as  there  has  been  this  transaction  I  must  grant  the  injunction 
and  such  consequent  inquiry  as  is  asked  for,  he  being  a  dealer  and  saying  he 

50  can  do  it  by  right.  Of  course  that  is  at  the  Plaintiffs'  peril.  Any  costs  of  the 
inquiry  I  shall  reserve,  and  if  it  tarns  out  that  this  is  the  only  case  so  much  the 
worse  for  the  Plaintiffs  who  ask  for  the  inquiry  as  to  damages. 

Then  the  second  point  is  as  to  the  sale  by  Smith,     It  is  very  doubtful  of 
course,  and  there  is  a  great  deal  of  suspicion  whether  there  is  a  Smith,   Nothing 

55  can  be  more  suspicious  than  the  transaction.  *^  Smith  "  is  a  person  who  is  said 
to  have  an  address  with  a  friend  of  the  Defendant.  The  Defendant  is  inclined 
to  think  he  is  really  a  Oerman,  though  his  name  is  Smith  and  his  nationality  i& 
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not  very  clear.  Smith  visits  this  address  temporarily,  and  from  that  address 
his  letters  are  forwarded.  It  was  supplied  to  him  by  the  Defendant,  and 
lodgings  at  that  address  were  got  by  Smith,  according  to  the  Defendant,  on  the 
Defendant's  introduction.  He  uses  the  Defendant's  wife's  shop  as  a  store — ^that 
is,  for  mantles  amongst  other  things,  perhaps,  and  goods ;  he  is  not  a  person  f^ 
who  has  any  other  sort  of  abode,  but  he  is  generally  travelling  about,  and  when 
a  cheque  is  given  to  him — I  observe  he  apparently  trades  as  "  Smith  and  Son  " — 
it  is  endorsed  by  the  wife  of  the  Defendant^  and  endorsed  in  a  way  I  do  not 
quite  understand,  twice  over  at  two  different  times.  To  say  the  least,  it  is 
highly  suspicious  whether  Smith  exists  or  not ;  but  I  will  assume  for  the  10. 
purposes  of  the  case  that  Smith  is  an  individual.  It  is  clear  to  me  the  business 
is  being  carried  on  by  this  gentleman,  the  Defendant,  in  such  a  connection  with 
Smith  as  makes  him  responsible  if  Smith  supplies,  on  orders  being  sent  to  him, 
infringino:  mantles.  I  cannot  help  also  agreeing  there  is  the  gravest  suspicion, 
looking  to  the  letter  that  has  been  read  of  the  13th  October  1897,  that  he  had  a  15, 
strong  suspicion  that  anything  Smith  did  supply  would  be,  to  say  the  least,  of 
doubtful  validity — probably  infringements  ;  but  whether  that  is  so  or  not  his 
knowledge  is  not  essential.  He  did  supply  through  Smith  these  infringing 
articles,  and  it  is  of  course  his  business.  His  arrangement  with  Smith  was  that 
he  was  to  get  only  5  per  cent,  commission,  but  as  a  matter  of  fact  Smith  obeys  20- 
the  order  when  the  money  was  received,  as  I  understand  in  this  case,  for  these 
very  three  mantles  by  the  Defendant.  What  has  become  of  that  money  I  do 
not  know  ;  but  he  is  in  a  position  to  deliver  lamps  through  Smith,  to  receive 
the  money  for  them,  and  take  part  of  the  profit,  and  I  must  hold  as  that  is  the 
course  of  business,  inasmuch  as  the  infringing  character  of  these  three  mantles  25- 
is  not  in  dispute,  that  constitutes  an  infringement.  It  may  turn  out  that  Smith 
is  in  existence,  and  it  rather  makes  for  the  probability  of  it  that  the  Defendant 
seems  to  have  had  an  idea,  as  appears  from  the  correspondence  read  in  opening, 
that  if  another  person  supplied  the  mantles  in  this  sense  that  he  was  the  actual 
vendor,  of  them — perhaps  the  actual  storer  of  them  in  some  store — and  he  sent  30- 
them  out,  then  the  fact  that  the  Defendant  gave  him  the  orders  to  execute  would 
not  constitute  an  infringement,  though  he  had  procured  that  infringement.  It 
is  a  curious  view  of  the  law,  but  he  seems  to  have  thought — ^and  points  out, 
indeed,  in  some  of  his  letters  that  some  such  course  of  dealing  may  be  safely 
pursued— so  that  an  infringer  if  he  has  an  injunction  against  him  may,  without  35 
breaking  the  law,  procure  orders  to  be  executed  by  another  person.  That  rather 
makes  in  favour  of  Smith  being  in  existence,  and  he  thinks  it  is  not  a  breach  of 
the  law.  The  Defendant  is  wrong  about  that,  and  in  so  far  as  he  is  wrong 
about  that  I  shall  grant  an  injunction  also  in  this  case  to  prevent  him  doing  it 
in  future,  and  a  consequent  inquiry  as  regards  that  also,  which  the  Plaintiffs  40. 
take  at  their  peril  as  regards  costs  if  it  turns  out  to  be  fruitless.  As  this  was 
also  a  course  of  business  it  was  not,  in  my  opinion,  necessaiy  to  give  any 
further  evidence,  and  I  am  content  in  this  case  to  base  this  decision  on  the 
evidence  that  exists  of  the  transactions  mentioned  in  the  Particulars  without 
going  further.  45^ 

The  Plaintiffs  were  given  their  costs  as  between  solicitor  and  client,  and  a 
certificate  that  tjie  Particulars  of  Breaches  had  been  proved,  and  an  order  was 
made  for  delivery  up  by  Defendant  of  infringing  articles. 
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In  thb  High  Court  op  Justice.— Queen's  Bench  Division. 

Before  The  Lord  Chief  Justice  and  a  Special  Jury. 

January  18th,  19fch  and  20th,  1899. 

In  the  Court  op  Appeal. 

5  Be/are  Lords  Justices  Smith,  Collins,  and  Romer. 

March  8th  and  9th,  1899. 
A.  W.  Gamage,  Ld.  v.  H.  E.  Randall,  Ld. 

Action  to  restrain  passing  off  hy  tcse  of  name, — Name  whether  denoting 
Plaintiffh^  goods  or  only  pattern, — Verdict  for  Defendants. — Motion  for  new 
10  triaJ, — Motion  refitsed. 

The  Plaintiffs  in  an  action  to  restrain  the  Defendants  from  parsing  off 

their  cycling  shoes  as  the  Plaintiffs*  hy  the  use  of  the  name  ^^  Sho7'land,^^  called 

at  the  trial  a  number  of  witnesses  who  were  cyclists  and  wholesale  and  retail 

people  in  the  boot  and  shoe  trade  who  gave  evidence  to  the  effect  that  "  Shorland  " 

15  denoted  tlie  Plaintiffs*  sfioes.     The  Defendants  called  a  smaller  number  of  trade 

witnesses,  principally  wholesale,  who  gave  evidence  to  the  contrary.     The  Jury 

found  a  verdict  for  the  Defendants,     The  Plaintiff^  moved  for  a  new  tHal,  or 

in  the  alternative,  for  judgment  in  their  favour,  on  the  ground  that  the  verdict 

was  unreasonable  having  regard  to  the  evidence  given  and  the  way  in  which 

20  the  case  was  tried. 

The  Motion  was  refined  urith  costs. 

On  the  25th  of  April  1898,  A.  W.  Qamage,  Ld.,  commenced  an  action  against 
H,  E,  Randall,  Ld,,  for  an  injunction  to  restrain  the  Defendants,  their  servants 
and  agents,  from  passing  or  attempting  to  pass  off  shoes  for  cycling,  not  being 

25  the  goods  of  the  Plaintiff  Company,  as  or  for  the  goods  of  the  Plaintiff 
Company  by  the  use  of  the  word  "  Shorland,"  or  in  any  other  way,  and  for 
other  consequential  relief.  By  the  Statement  of  Claim  the  Plaintiffs,  who  are 
athletic  and  cycling  outfitters,  carrying  on  business  in  Holborn,  London,  and 
successors  in  business  to  A.  W.  Qamage,  stated  (4)  in  the  month  of  June  1892, 

^  A,  W,  Qamage  for  the  first  time  introduced  into  England  a  cycling  shoe,  the 
special  features  of  which  consisted  of  the  absence  of  a  top  and  the  substitution 
of  an  instep  strap  and  ankle  strap  and  buckle  for  the  usual  fastening.  Such 
features  ensured  greater  lightness  and  coolness,  and  also  fuller  play  to  the  feet 
and  ankles  than  was  formerly  obtainable  from  shoes  of  other  patterns.    They 

35  also  stated  such  shoes  having  been  worn  by  Frank  Shorland^  a  well  known 

s 
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cyclist  in  a  race  which  he  won,  Qamage  obtained  from  Shorlcind  permission  to 

call  the  shoes  after  him,  which  was  accordingly  done,  (7)  that  ever  since  the 

said  month  of  June  1892,  the    Plaintiff   Company  and  their  predecessor  in 

business  have  continuously  and  invariably  invoiced  and  sold,  both  at  home  and 

abroad,  and  both  wholesale  and  retail,  very  large  quantities  of  the  said  shoes   5 

under  the  name  of  "  Shorland,"  and  that  name  had  invariably  been  used  by 

them  and  their  predecessor  in  business  on  invoices,  circulars,  price  lists  and 

advertisements  to  distinguish  and  denote  cycling  shoes  of  the  pattern  above 

described,  manufactured  by  or  for,  and  sold  by  them  and  him.     (8)  The  word 

"  Shorland  "  had,  ever  since  the  time  when  it  was  first  used  in  connection  with   10 

the  said  cycling  shoe,  denoted  and  been  universally  understood  by  the  trade 

and  the  public,  both  at  home  and  abroad,  to  denote  cycling  shoes  of  the  pattern 

above    described,    manufactured    by  the    Plaintiff    Company   or    their  said 

predecessor  in  business,  and  no  other  cycling  shoes,  and  both  the  trade  and 

individuals  asking  for    "  Shorland  "  cycling  shoes  expect  and  intend  to  be  15 

supplied  with  cycling  shoes  manufactured  and  sold  by  the  Plaintiff  Company 

or  their  predecessor  in  business  and  no  others.     It  was  further  stated  (9)  that 

the  Plaintiff  Company  had  lately  discovered  that   the    Defendant  Company 

have  recently  sold  and  advertised  for  sale  cycling  shoes  not  manufactured  or 

supplied  by  the  Plaintiff  Company,  of  a  pattern  exactly  similar  to  that  above  20 

described  under  the  name  of  "  Shorland,"  and  as  a  consequence  the  trade  and 

individuals,  both  at  home  and  abroad,  had  been,  and  will  be,  deceived  by  the  j 

use,  by  the  Defendant  Company,  of  the  word  "  Shorland,"  into  the  belief  that 

they  were  purchasing  cycling  shoes  of  the  Plaintiff  Company's  manufacture.  j 


i 


The  Defendants  by  their  Defence  alleged  that  "  by  *  Shorland '  shoes  are  25 
"  meant  cycling  shoes  of  a  particular  pattern  (described  in  paragraph  4  of  the 
**  Statement  of  Claim),  no  matter  by  whom  made  or  sold.    This  is  well  under-  I 

"  stood,  both  by  the  trade  and  the  public,  and  the  allegations  to  the  contrary  in 
"  paragraph  8  of  the  Statement  of  Claim  are  wholly  unfounded."  They 
further  alleged  that  "  Shorland  "  shoes  had  ever  since  1892  been  manufactured  30 
and  sold  by  different  makers  and  dealers.  They  admitted  that  they  had  sold 
shoes  as  **  Shorland,"  and  claimed  that  they  were  entitled  to  do  so.  They 
denied  that  they  had  done  anything  calculated  to  deceive  any  purchaser 
of  cycling  shoes,  and  stated  that  they  had  in  no  way  deceived  any  such  i 

purchaser.  35  i 

After  the  commencement  of  this  action,  H.  E.  Randall,  Ld.  (hereinafter  *  j 

referred  to  as  Randalls)  commenced  an  action  for  libel  in  the  Queen's  Bench  | 

Division  against  A.  W.  Gamage,  Ld,  (hereinafter  called  Oamages),  the  libel 
complained  of  being  an  advertisement  issued  by  Oamages  in  relation  to  the  first 
mentioned  action.  The  first  mentioned  action  was  subsequently  transferred  to  40 
the  Queen's  Bench  Division  and  ordered  to  come  on  for  trial  with  the  libel 
action.  The  two  actions  accordingly  came  on  for  trial  on  the  18th  of  January 
1899,  before  the  LORD  Chief  Justice  and  a  Special  Jury,  the  libel  action  being 
first  in  the  list.  This  report  is  confined  to  the  proceedings  in  the  first-mentioned 
action.  45 

Blake  Odgers,  Q.C.,  Ashton  Cross,  and  Soper  (instructed  by  Ellis,  Munday  and 
Clarke)  appeared  for  Randalls^  the  Defendants.  Moulton,  Q.C.,  John  Cutler, 
Q.C.,  and  Rose  Innes  (instructed  by  Arthur  Pyke)  for  Qamages,  the  Plaintiffs. 

Blake  Odgers^  Q.C.,  for  Randalls. — The  shoe  in  question  is  a  strap  and  buckle 
shoe.  Shorland  won  a  race  in  1892  in  this  shoe,  and  so  it  came  to  be  known  as  50 
the  "  Shorland  "  shoe.  Oamages  now  claim  a  monopoly  of  this  name.  Randalls 
never  made  a  **  Shorland  "  shoe,  but  the  traveller  of  Sexton  of  Norwich  offered 
them  shoes  under  the  name  in  1897  and  two  dozen  were  ordered,  and  in  all 
Randalls  have  only  had  fourteen  dozen.  They  bought  them  as  "  Shorland," 
and  so  they  sold  them  as  "  Shorland."  Gamages  cannot  prevent  them  doing  55 
this  any  more  than  Shorland  himself.  Gamages  to  sustain  their  case  must 
show  that  anybody  who  wants  a  "Shorland  "  shoe  means  a  nhoe  of  Gama^ges^ 
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This  they  cannot  do.    "  Shorland  "  merely  means  a  shoe  of  a  particular  pattern 
There  are  plenty  of  "  Shorland  "  shoes  in  the  market.* 

Henry  Edward  Randall  was  then  called  and  deposed  that  he  had  26  shops ; 
he  had  never  heard  of  Gamages  until  the  writ  in  the  action  ;  he  understood 
5  "  Shorland  "  meant  a  shoe  of  a  particular  pattern  ;  he  had  bought  "  Shorland  " 
shoes  of  Sexton  and  of  Howlett  &  White  (he  produced  five  invoices,  one  of 
which  contained  '^  Shorland  *')  :  he  had  seen  shoes  of  the  same  pattern  in  retail 
shops,  but  could  not  say  how  they  were  ticketed. 
Francis  William  WattSy  secretary  of  the  Defendant  Company,  and  Percy 

10  Clarke^  member  of  the  firm  who  were  acting  as  solicitors  for  the  Defendants, 
having  given  evidence,  Frederick  William  Hurst^  City  manager  for  Randalls^ 
was  called,  and  deposed  as  to  the  purchase  of  two  dozen  "  Shorland  "  shoes  from 
Nelkiy  a  traveller  of  Sexton^s,  in  January  1896,  which  were  delivered  in  March, 
but  not  invoiced  as  **  Shorland."    He  said  they  were  sold  to  him  as  "  Shorland  " 

15  and  he  resold  them  as  "  Shorland."  He  further  stated  that  "  Shorland  "  meant 
pattern  in  the  trade  and  was  not  identified  with  Oamages, 

Nelkiy  a  traveller  from  Sextants  of  Norwich,  first  knew  of  **  Shorland  "  in  1895, 
it  meant  a  cycling  shoe  with  strap  and  buckle  ;  it  was  manufactured  by  Sexton  ; 
at  first  called  "  Strap  and  Buckle,"  and  at  the  beginning  of  1896  "  Shorland." 

20  He  had  heard  of  "  Shorland  "  shoes  in  other  places  besides  Sexton's.  In  cross- 
examination  he  stated  that  he  had  nothing  to  do  with  selling  to  the  public,  and 
that  he  had  no  instructions  from  Sexton  to  sell  the  shoes  as  '^  Shorland  "  and 
that  Sexton  would  not  know  he  had  sold  it  as  "  Shorland."  In  re-examination 
he  stated  that  he  had  spoken  of  the  shoe  as  "  Shorland  "  to  Sexton^  and  Sexton 

25  always  knew  what  shoe  he  meant. 

George  Ernest  White^  of  Howlett  A  Whiter  boot  and  shoe  manufacturers,  of 
Norwich,  deposed  that  his  business  was  wholesale  only.  They  had  made  a  few 
shoes  of  this  pattern  and  at  first  called  them  strap  and  buckle,  but  afterwards 
adopted  the  name  **  Shdrland  "  in  1895  or  1896,  and  it  had  got  into  general  use 

30  in  their  factory.  In  their  1897  catalogue  they  used  "  Shorland,"  but  took  it  out 
of  the  catalogue  in  1898  because  they  heard  that  Gamages  claimed  the  exclusive 
right  to  it. 

Robert  Hyslopy  managing  director  of  Freeman^  Hardy  &  Willis,  of  Leicester 
boot  and  shoe  retailers,  with  280  shops. — The  "  Shorland  "  shoe  is  a  strap  and 

35  buckle  shoe  and  passes  by  that  name  in  our  works,  and  some  of  our  managers  have 
ordered  and  still  order  them  as  "  Shorland."  We  order  them  as  strap  and  buckle 
shoes,  but  once  we  ordered  them  from  Walker,  Kempson  A  Stevens  as  "  Shor- 
"  land."    Many  people  have  offered  us  these  shoes  as  "  Shorland." 

Charles  Brigstock,  for  two  years  and  three  months  manager  of  RandalW 

40  Croydon  shop,  previously  in  the  employment  of  Freeman,  Hardy  A  Willis  at 
their  Widnes  establishment,  was  not  certain  that  he  had  sold  '*  Shorland  "  shoes 
at  Widnes,  but  had  seen  them  at  other  shoe  shops  at  Widnes  and  Liverpool,  had 
heard  that  they  were  sold  as  "  Shorland,"  but  could  not  say  that  they  were 
ticketed  "  Shorland  "  ;  had  sold  this  kind  of  shoe  at  Croydon  as  strap  and  buckle 

45  and  "  Shorland." 

Sydney  Pidlin,  retail  boot  and  shoe  dealer,  of  Ludgate  Hill. — Seven  years  ago 
he  saw  Shorland  wearing  these  shoes  and  conceited  the  idea  of  calling  them 
"  Shorland "  and  did  so,  but  gave  up  the  practice  and  substituted  "  Shorland 
"  Shape "  because    of   Gamages^  proceedings   against  Abbott  A  Sons ;    sells 

50  "  Goodwin "  shoes  more  than  "  Shorland."    "  Shorland "  means  a  pattern  in 
the  trade. 
The  jury  intimated  that  they  had  heard  nearly  enough  of  this  evidence. 
Blaice  Odgers,  Q.C.,  said  he  wished  to  call  two  country  witnesses,  who  would 
be  very  short. 

*  Some  other  portions  of  the  evidenoe  both  for  the  Plaintiffs  and  Defendants  will  be  found 
referred  to  in  the  Smnming-ap  of  the  Iiord  Chief  Justioe. 
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Walter  James  Ghubbins,  retail  shoe  dealer  of  Liverpool,  had  known  "Shorland  " 
shoes  siiice  May  1895.  "Shorland"  means  pattern,  just  like  "Wellington'* 
for  boots.  Witness  sold  them  as  "  Shorland  "  shoes  in  his  shop.  They  were 
invoiced  as  French  cut  shoes  or  strap  and  buckle  shoes,  but  witness  had  seen 
them  called  "  Shorland  "  in  Hoivlett  <t  White's  catalogue.  The  public  knew  5 
the  shoe  by  the  name  of  "Shorland."  Witness  never  ticketed  the  shoe  as 
"  Shorland  "  or  saw  it  so  ticketed  in  any  other  retail  shop. 

Henry  Charles  Smith,  boot  and  shoe  factor  of  Birmingham,  buys  from  manu- 
facturers and  sells  to  retailers.  Witness  produced  his  1898  catalogue  containing 
"  Shorland  "  pattern  ;  witness  had  received  orders  for  "  Shorland  "  shoes  and  10 
supplied  "  Shorland  "  shoes,  "  Shorland  "  means  pattern,  and  is  Dot  identified 
with  any  particular  maker.  This  was  the  understanding  of  the  trade  and 
among  purchasers. 

Blake  OdgerSj  Q.C.,  stated  that,  in  deference  to  the  intimation  of  the  jury,  he 
wished  to  reserve  the  rest  of  his  evidence.  15 

The  Lord  Chief  Justice  stated  that  when  the  time  arrived  he  would  deter- 
mine whether  this  evidence  could  be  called  or  not. 

Moulton,  Q.C.,  for  Oamages. — The  issue  is,  does  "  Shorland  "  mean  a  shoe 
supplied  by  Gamages  or  a  shoe  supplied  by  any  one  ?  What  the  manufacturers 
and  retailers  do  between  themselves  is  comparatively  unimportant ;  the  real  20 
question  is,  as  regards  the  public — Qamage  introduced  this  shoe  to  the  public 
in  1892.  He  advertised  it  as  "  Shorland  "  very  largely  and  he  has  been  vigilant  in 
asserting  his  rights  and  stopping  others  from  selling  their  shoes  as  "  Shorland." 
In  July  1896,  he  obtained  an  injunction  against  Abbott  A  SonSy  a  large  firm. 
The  matter  was  not  contested  it  is  true,  but  a  Plaintiff  could  not  compel  a  25 
Defendant  to  fight.    Immediately  after  obtaining  this  injunction  he  advertised  j 

it  largely.    In  1897  he  obtained  a  similar  injunction  against  Upsofi  &  Go.    He  i 

also  obtained  undertakings  without  legal  proceedings  not  to  use  "  Shorland  "  { 

from  Jno.  Carter  &  SonSy  Ld.^  John  Lovey  Jt  Sons,  Walker,  Kempson  <t  Stevens, 
and   George  Irons,    Gamages  cannot  object  to   people  making  shoes  of  a  30  \ 

particular  pattern,  nor  do  they  object  to  manufacturers  and  retailers  speaking  of 
"  Shorland  "  shape  and  "  Shorland  "  pattern  between  themselves,  what  they  do  j 

object  to  is  the  sale  to  the  public  of  other  people's  shoes  as  "  Shorland."  ' 

A.  W.  Gamage  and  Frank  Shorland  were  called  and  gave  evidence  in  i 

support  of  the  Plaintiffs*  case.  35 

The  following  further  witnesses  then  gave  evidence  for  Gamages. 
Ernest  Charles  Ryder,  in  the  employment  of  Lilly  Jk  Skinner,  retail  boot 
and  shoe  dealers.    Witness  had  known  "  Shorland  "  for  several  years  :  it  means 
a  shoe  of  a  particular  pattern  sold  by  Gamages,  and  so  &r  as  he  knew  that  was 
the  opinion  of  the  trade  and  the  cycling  public  ;  his  firm  sold  strap  and  buckle  40 
shoes  but  not  as  "  Shorland." 

Thomas  Penrose,  trading  as  Treadwell  Brothers,  retail  boot  and  shoe  makers, 
sold  strap  and  buckle  shoes  of  the  same  pattern,  but  never  called  them  "  Shor- 
"  land  "  because  he  considered  Gamage  was  the  first  to  use  the  name  and  there- 
fore entitled  to  it.  In  answer  to  a  question  by  The  Lord  Chief  Justice  45 
witness  said  he  thought  the  shoes  would  sell  better  as  "  Shorland  "  because  the 
word  "  Shorland  "  has  been  %  well  advertised  and  therefore  better  known ; 
but  witness  preferred  to  be  original  and  called  them  by  his  own  names. 

Herbert  Young,  of  Young  A  Co,,  athletic  outfitters,  of  Bang  William  Street,  had 
seen  "  Shorland  "  advertised  tremendously  :  always  understood  "  Shorland  "  to  50 
be  Gamages^  own  shoe  ;  sells  shoes  of  the  same  pattern  but  not  as  "  Shorland." 
Walter  Leonard  Jones,  manager  of  the  boot  and  shoe  department,  Spiers  A 
Pond,  Ld.,  sells  strap  and  buckle  shoes  and  calls  them  "  Bar "  shoes,  never 
"  Shorland  " ;  knows  "  Shorland "  as  connected  with  shoes  sold  by  Gamages. 
When  asked  for  "  Shorland  "  shoes,  says  "  we  do  not  stock  *•  Shorland  *  shoes,  55 
but  we  "  have  got  one  very  similar  which  we  call  *  Bar '  shoes." 
Stephen  Withers,  manager  of  Goy's^  Ld.;  known  "  Shorland  "  shoos  over  flv^ 
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years,  thinks ''  Shorland  ^'  and  Oamage  indissolnbly  connected  as  regards  cycling 
shoes ;  sells  shoes  of  the  same  pattern  but  not  as  ^^  Shorland.** 

Charles  Friswelly  managing  director  of  Friswell^  Ld.^  has  known  "  Shorland  '* 
shoes  since  1892:  Oamage  and  "  Shorland '*  are  indissolnbly  connected  so  far 
5  as  shoes  are  concerned  ;  quite  unnecessary  to  put  Gainage  and  "  Shorland  " 
on  the  same  shoe  ;  if  he  saw  "  Shorland  "  on  a  shoe  he  would  come  to  the 
conclusion* that  it  was  Gamages\  If  he  went  into  a  retail  shop  and  bought  a 
pair  of  shoes  called  "  Shorland  "  and  they  had  not  got  the  name  of  Gamage  on 
them  witness  would  think  they  were  Gamages*  shoes,  and  that  all  the  cycling 
10  public  would  do  the  same. 

Stroud^  cyclist. — "  Shorland,'*  as  applied  to  shoes,  means  nothing  else  than  a 
shoe  supplied  by  Gamages  ;  if  a  cycle  shoe  was  offered  to  witness  in  any  retail 
shop  in  London  or  the  proTinces  he  would  think  it  was  Gamage8\  even  though 
it  had  not  Gamages^  name  on. 
15  Robert  Laiigleg  Ede,  cyclist. — "  Shorland  '*  is  a  very  popular  shoe,  it  means 
the  strap  and  buckle  shoe  sold  by  Gamages ;  never  tried  to  buy  the  "  Shorland  " 
shoe  at  any  other  shop  but  Gamages*. 

Harry  John  Swinby^  cyclist,  has  known  *'  Shorland  "  for  five  or  six  years, 
denotes  a  shoe  sold  under  that  title  by  Gainages.    If  a  shoe  were  offered  to 
20  him  at  any  retail  shop  he  would  think  it  was  Gamages*  whether  the  name 
Gamage  was  on  it  or  not. 

William  Charles  Russelly  Secretary  of  the  Essex  Cycling  Union. — "  Shorland  *' 
is  a  strap  shoe  sold  by  Gamages  :  had  never  been  in  a  shop  and  asked  for  a 
"  Shorland  '*  shoe. 
25  Robert  Jameson^  cycling  journalist. — "  Shorland "  means  a  shoe  made  or 
supplied  by  Gamages^  and  sold  by  Gamage.  If  witness  asked  for  a  "  Shorland  " 
shoe  he  would  expect  to  get  one  of  these. 

Sidney  Lee, — "  Shorland "  means  a    shoe  sold    by   Gamage,  of    Holborn  ; 
witness  bought  one  pair  of  "  Shorland  "  shoes  and  these  at  Gamages*. 
30      Arthur  Chase,  cyclist. — "  Shorland  "  as  connected  with  cycling  shoes  means 
a  shoe  made  by  Gamages,  and,  so  far  as  he  knew,  the  same  idea  was  enter- 
tained by  others. 

Henry  Thomas  Allen,  cyclist,  agreed  with  the  last  witness,  but  stated  that  if 
a  pair  of  "  Shorland  *'  shoes  was  sold  to  him  not  stamped  Gamage  he  would  not 
35  think  they  were  Gamages'*  shoes. 

Albert  Edward  Walters,  cyclist,  had  known  "  Shorland "  since  1892 ;  it 
means  a  shoe  supplied  by  Gamages  ;  never  bought  any  "  Shorland  '*  shoes  him- 
self, but  if  he  wanted  *•  Shorland  "  shoes  he  would  go  to  Gamages  for  them,  and 
not  to  another  retailer. 
40  George  Giddins,  cycle  trainer. — **  Shorland  '*  means  a  shoe  made  by  Gamage 
under  the  name  of  *'  Shorland  " ;  had  never  bought  "  Shorland  "  shoes. 

The  Jury  intimated  that  they  had  heard  sufficient  evidence  on  this  particular 
point. 

John  Cutler,  Q.C. — ^Then  I  will  drop  that  class  of  evidence  and  come  to  the 
45  next  class — ^the  wholesale  boot  and  shoe  trade  and  factors  and  travellers. 

Charles  Marey  Mobbs,  member  of  Mobbs  Brothers,  wholesale  boot  and  shoe 

makers  at  Kettering,  had  known  "  Shorland  *^  since  1893,  denotes  a  strap  and 

buckle  shoe  of  a  particular  pattern,  supplied  through  Gamages,  manufactured 

by  or  for  them.    Plenty  of  shoes  of  the  same  pattern  supplied  by  others,  but 

50  never  as  "  Shorland." 

George  Girl  Steel,  traveller  for  Hartman,  London  Agent  for  Sexton  &  Sons. 

— "  Shorland'*  denotes  a  shoe  manu&ctured  for  or  by  Gamxn^ges.    When  cyclists 

speak  of  "  Shorland  "  they  would  mean  a  shoe  manufactured  by  Gamboges,  or 

sold  by   Gamages.     Witness  as  a  traveller    mixes  a  great  deal  with  retail 

55  traders. 

IsoAic  David  Zeffert,  manager  of  the  factory  of  Walker,  Kempson  A  Stevens, 
formerly  their  traveller. — Witness  saw  the  particular  pattern  shoe  in  1892.    In 
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1893  witness  introduced  the  same  pattern,  but  no  one  except  Gamagp.  called  it 
"  Shorland  "  until  1897.  Before  1897  we  called  it  strap  and  buckle  shoe.  In 
1897  we  sold  two  or  three  pairs  as  "  Shorland,"  and  then  we  got  a  communication 
from  a  solicitor,  and  ceased  to  do  so. 

Erne  Archer^  traveller  to  Penton  &  Son^  wholesale  boot  factors. — A  5 
"  Shorland  "  shoe  is  a  strap  and  buckle  shoe  marked  *'  Shorland  "  on  the  sole, 
and  Oamage  also.  If  witness  did  not  find  that  mark  on  the  shoe  he- would  not 
think  it  was  a  genuine  Gamage  for  a  moment.  He  had  orders  for  "  Shorland  " 
shoes,  but  could  not  take  them  as  the  people  told  him  they  wanted  chem  stamped 
with  Gamages^  name  and  also  "  Shorland."  10 

Jesse  Harrison^  agent  for  Cook^  of  Northampton,  formerly  with  Johnson^ 
Clark  A  Parker^  who  manufactured  the  shoes  for  Gamages.  They  were  made 
particularly  for  Gamages ;  every  pair  almost  from  the  very  first  had  their  stamp 
on  them.  Johnson^  Clark  <k  Parker  made  strap  and  buckle  shoes  without  any 
stamp  for  other  people.  15 

Henry  Marshall,  boot  and  shoe  manufacturer  of  Northampton,  with  two  retail 
shops  in  London,  stated  that  he  comes  into  contact  with  the  principal  buyers  in 
London  and  all  over  the  country.  "  Shorland  "  shoe  means  a  particular  shoe  of 
a  particular  pattern  supplied  by  Gamages.    Witness  manufactures  and  sells  a  ^ 

shoe  of  similar  pattern,  but  not  as  '^  Shorland."  20  [ 

Edmund  O^  Riley y  editor  of  "  "Wlieel,"  and  Walter  Groves,  editor  of  "  Cycling," 
also  gave  evidence. 

Blake  OdgerSj  Q.C.,  stated  that  he  did  not  think  it  necessary  to  call  any  further 
evidence.  ^j 

Moulton,  Q.C.,  for  Gamages. — The  Plaintiffs  put  on  their  name  as  well  as  25 
"  Shorland,"  to  associate  the  two  as  closely  as  possible.  It  is  a  common  practice  for  a 
trader  to  put  on  his  name  as  well  as  his  catch  word,  as  appears  by  most  of  the 
reproted  cases  on  the  subject.    In  the  Yorkshire  Reli^  case  Goodall,  Backhouse  A 
Co.  was  on  all  the  bottles  of  sauce,  but  an  injunction  was  granted.    It  is  a  strong 
thing  for  Gamages  that  shoes  of  a  similar  pattern  are  sold  by  others  under  other  .% 
names ;  Imt  no  one  else  uses  "  Shorland."  Gamages^  advertisements  and  energy 
had  made  the  name  popular,  and  it  does  not  help  honest  trade  that  other  people 
should  slip  in  and  get  Gamages^  business.    No  retailer  has  been  called  to  prove 
that  "  Shorland  "  has  been  openly  and  publicly  applied  to  any  cycling  shoes  except 
Gamages.     No  other  firm  has  advertised  "  Shorland  "  shoes  in  the  public  press,  35 
and  the  only  documentary  evidence  on  the  other  side  consists  of  3  catalogues,  one 
of  which  contains  "  Shorland  pattern,"  not  "  Shorland  "  simply ;  of  the  others, 
one,  Howlett  A  Whitens,  was  discontinued,  and  the  other  is  Loveg%  whom  we 
put  down.  What  goes  on  verbally  in  manufacturers'  offices  is  not  very  material ; 
the  thing  is,  what  the  public  think,  and  all  the  cyclists  who  have  been  called  40 
testify  to  ^'  Shorland  "  as  denoting  Gamages^  shoes. 

Blake  Odgers,  Q.C.,  in  reply  for  Randalls. — ^No  purchaser  who  has  been 
deceived  has  been  called,  nor  is  there  any  proof  of  any  attempt  at  deception. 
Gama^/es  cannot  claim  the  monopoly  of  ^^  Shorland "  ;  on  their  shoes  are 
^^  Gamage,  Holbom,"  as  well  as  '*  Shorland."  On  Randalls'"  shoes  there  is  45 
nothing.  This  is  sufficient  to  prevent  deception,  and  the  evidence  shows  that 
"  Shorland  "  is  not  synonymous  with  "  Gamage^''  Gamages  are  retailers,  and 
no  one  goes  into  the  shop  of  one  retailer  to  purchase  the  goods  of  another 
retailer.  The  usual  course  in  cases  like  the  present  one  is  to  write  a  letter 
before  action ;  but  no  letter  was  written  in  this  case  to  Randalls  before  the  50 
writ  was  issued. 

Lord  Russell,  CJ. — Oentlemen  of  the  Jury,  this  case  has  certainly  occupied 
an  amount  of  time  at  least  fully  equal  to  its  importance,  and  you  have  given  it 
throughout  the  hearing  such  close  attention  that  I  shall  be  able  to  shorten  the 
observations  I  have  to  make  to  you.  On  the  record  the  action  for  libel  at  the  55 
instance  of  Randalls,  Ld.,  stands  first,  and  as  regards  that  action,  I  have  only 
in  this  connection  to  make  two  observations.    The  Judge  who  tries  an  action 
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for  libel  is  merely  called  upon  to  say  whether  the  matter  charged  is  capable  of 
being  a  libel— and  in  this  case  it  has  not  been  suggested  that  this  publication 
did  not  bear  that  character— and  if  called  upon  to  decide,  and  deciding,  that 
the  matter  charged  is  capable  of  being  a  libel,  all  the  rest  is  for  the  jury.  The 
5  jury  are  to  say,  is  it  a  libel  or  not ;  if  the  plea  of  justification  is  pleaded,  is  the 
plea  of  justification  made  out ;  and  if  a  libel  in  fact  and  not  justified,  then  it  is 
for  the  jury  to  say  what  the  damages  ought  to  be.  So  that  you  see  the  Judge 
has  very  little  to  do  with  actions  for  libel. 
In  the  other  action  you  will  need  some  assistance  from  me,  because  it  is 

10  perfectly  obvious  from  the  course  that  this  case  has  taken,  and  from  the  conduct 
pursued  by  Oamages  during  the  period  of  the  manufecture  of  this  shoe,  that 
they  have  had  exaggerated  and  wholly  wrong  ideas  as  to  what  the  character  of 
their  rights  was  in  relation  to  the  use  of  such  a  name  as  that  here  in  question, 
and  it  is  equally  clear  that  their  errors  in  that  regard  were  shared,  as  I  shall 

15  presently  point  out,  by  a  number  of  persons  in  the  trade. 

Now,  the  action  which  Gamages,  Ld.y  bring  is  of  a  somewhat  unusual 
kind,  and  though,  as  I  have  said,  it  stands  second  upon  the  record,  as  the  list  is 
presented  to  us,  I  take  it  first  for  two  reasons,  because  it  naturally  comes  first 
in  the  order  of  time,  and  it  leads  up  to  the  action  for  libel,  and  because  the 

26  view  that  you  take  of  what  your  verdict  ought  to  be  in  the  action  for  libel 
would,  I  think,  to  some  extent,  be  affected  by  the  view  that  you  take  of  the 
claim  put  forward  by  Qamage,  Ld,,  in  their  action. 

Now,  I  want  to  show  you  how  they  put  it.  They  say,  in  paragraph  3,  that 
Albert  Oamage,  who  has  since  turned  his  business  into  a  Company,  had,  prior  to 

25  the  formation  of  the  Company,  established  a  world-wide  reputation,  which  the 
Plaintiff  Company  has  sustained  and  enhanced  ;  that  in  1892  he  introduced  this 
particular  kind  of  shoe.  Now,  this  is  what  they,  quite  correctly,  state  they  are  bound 
to  make  out  in  paragraph  8.  They  say  :— "  The  word  *  Shorland  '  has  ever  since  ' 
—that  is  since  1892—"  when  it  was  first  used  in  connection  with  the  said  cycling 

30  "  shoe,  denoted  and  been  universally  understood  by  the  trade,  and  the  public, 
"  both  at  home  and  abroad,  to  denote  cycling  shoes  of  the  pattern  above  described 
"  and  manufactured  by  the  Plaintiff  Company  or  their  predecessor  Mr.  Qamagey^ 
Now  that  is  therefore  what  they  have  to  make  out,  that  the  word  "  Shorland  ' 
used — mark  you,  however  used,  is  the  way  in  which  they  put  it— in  connection 

35  with  a  cyling  shoe,  is  universally  understood  by  the  trade  and  the  public  at 
home  and  abroad,  to  denote  cycling  shoes  manufactured  by  the  Plaintiff  Com- 
pany. I  am  not  laying,  or  intending  to  lay,  any  emphasis  on  the  statement: — 
"  manufactured  by  the  Plaintiff  Company,"  though,  for  reasons  which  have 
been  already,  to  some  extent,  adverted  to,  it  is  not  immaterial  that  they  are  not 

40  the  manufacturers,  but  that  they  are  the  mere  retailers  of  goods  manufactured 
for  them,  yet  they  would  still,  even  if  that  were  the  case,  have  a  right  to  coni- 
plain,  that  they  had  (if  the  fact  were  so)  so  coupled  their  name  with  thiB 
particular  shoe,  that  the  word  "Shorland"  connoted  that  it  was  Messrs. 
Qama^e's  shoe,  supplied  by  Messrs.  Gamage.    Then  they  go  on  to  say  that  the 

45  Defendant  Company  have  endeavoured  to' pass  off  (and  this  is  the  real  gist  of 
the  question)  their  goods,  as  and  for  the  goods  of  Gamage,  Ld,,  and  that 
the  use  of  the  word  "  Shorland  "  in  connection  with  cycling  shoes  is  calculated 
to  deceive  and  has  deceived  purchasers  of  cycling  shoes  into  the  belief  that  they 
were  getting  Gamages*  shoes.    The  learned  counsel  was  quite  justified  in  calling 

50  attention  to  the  fact,  which  I  had  already  noted,  and  intended  to  draw  to  your 
attention,  that  though  Gamages  have  apparently  spared  no  pains  and  expense  in 
calling  before  you  a  very  large  number  of  witnesses  they  have  not  called  a  single 
witness  who  has  ever  said  that  going  into  a  retail  shop  and  buying  shoes  of  this 
kind,  as  to  which  there  is  evidence  that  thev  have  been  sold  and  dealt  with  under 

55  the  name  of  "  Shorland,"  they  were  ever  deceived  into  the  belief  that  getting  those 
shoes  from  persons  other  than  Messrs.  Gamage  they  were  under  the  impression 
they  were  getting  Gamages'  shoes.     It  is  in  this  connection,  as  it  seems  to  me, 
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that  the  fact  that  Messrs.  Oamage  &  Go.  are  retailers  is  important ;  because  if  a 
man  is  a  retailer,  and  has  an  establishment  where  he  sells  to  the  pablic  (and  it 
is  not  alleged  that  the  business  of  Messrs.  Gamage  &  Go.  is,  or  at  all  events  is 
to  any  appreciable  extent,  a  wholesale  business),  you  would  naturally  suppose 
that  people  who  wanted  Gamages'  shoes,  or  who  wanted  "  Shorland "  shoes  5 
believing  they  were  Gamages\  would  go  to  Gamage^  for  them.  That  is  the 
natural  conclusion  one  would  arrive  at. 

Then  I  want  to  call  your  attention  still  more  closely  to  what  is  the  nature, 
and  the  sole  nature,  of  the  right  which  the  Plaintiffs  here  can  insist  upon.      It 
is  admitted  that  there  is  no  patent  in  the  shape  or  style,  or  in  any  part  of  the  10 
accessories  of  that  shoe.    That  is  admitted.     It  is  admitted  that  anyone  can 
make  that  shoe  precisely  aa  it  is  made  by  Gamages^  and  sell  it  as  a  shoe  of  the 
"  Shorland  type,"  or  of  the  "  Shorland  pattern,"  or  of    the  "  strap  and  buckle 
"  pattern,"  or  of  the  "  Shorland  kind,"  and  that  in  doing  any  one  of  those 
things  he  would  be  infringing  no  right  of  Messrs.  Gamage.    Nor  is  this  a  case  15 
in  which  there  has  been  any  registered  Trade  Mark  which  would  give  them 
any  property  as  to  which  a  Trade  Mark  has  been  infringed,  but  the  law  quite 
rightly,  and  in  the  interests  of  honest  trade,  has  said  this  :  That  if  a  man  has 
associated  his  name  with  a  particular  article  of  production,  so  that  the  one 
connotes  the  other,  no  man  shall  be  allowed  in  fraud  of  the  man  who  has  so  20 
succeeded  in  coupling  his  name  with  a  particular  production — ^that  no  man 
shall  in  fraud,  not  only  of  the  producer  (for  the  two  things  must  go  together) 
but  in  fraud  of  the  public — do  anything  that  will  have  the  effect  of  dishonestly 
passing  off  bis  goods  as  if  the;  were  the  goods  of  the  other  man.     The  cases 
upon  this  point  are  very  numerous  and  very  various.     They  are  not  even  25 
confined  to  cases  of  similarity  of  manufacture,  but  they  are  even  extended 
to  cases  where  the  labels  were  similar,  or  the  boxes  and  the  packing  were 
similar — ^the  product  being  of  course  in  the   same   class — ^and  where  there 
was  an  attempt  to  imitate  the  label,  or  the  style  of  boxes,  or  the  style  of 
packing,  and  the  rest,  but  all  turning,  and  essentially  turning,  on  the  point  of  30 
whether  the  things  that  were  so  done  were  done  with  the  object,  or  the  effect — 
because  a  man  is  assumed  in  point  of  law  to  mean  the  consequences  of  what  he 
does — of  fraudulently  passing  off  for  the  goods  of  somebody  else  what  in  fact 
are  his  own.    Therefore  the  question  I  have  to  ask  you  in  this  case  is  shortly 
this  :  Does  "  Shorland "  mean,  in  connection  with  shoes,  a  buckle  and  strap  35 
shoe  sold  by  Gamages  exclusively,  or  does  it  mean  a  shoe  of  the  type  worn  by 
Shorlandy  that  is  a  strap  and  buckle  shoe.     I  have  to  point  out  to  you  that  the 
onus  of  establishing  that  fact,  namely  that  Gamages  have  acquired  an  exclusive 
right  to  it,  and  the  proof  of  that  fact  to  your  satisfaction  rests  upon  Gamages^ 
and  if  Gamages  have  failed  to  satisfy  you  that  they  have  in  the  circumstances  40 
of  the  case  so  linked  the  name  of  "  Oamage  "  with  the  word  "  Shorland  "  in 
this  connection,  that  anybody  buying  a  '*  Shorland  "  shoe  would  think  he  was 
buying  one  of  Gamages^ — unless  they  establish  that  to  your  satisfaction  then 
you  must  in  this  action  decide  against  them.      If  on  the  other  hand  you  think 
they  have  made  that  out,  then  you  of  course  should  give  them  the  verdict.  45 

There  are  one  or  two  other  things  in  this  connection.  I  have  pointed  out 
that  Gamages  are  retailers.  They  may,  but  it  is  to  a  very  small  extent 
according  to  the  evidence  of  Mr.  Gamage^  supply  other  retailers  ;  to  some 
extent  they  do,  but  their  business  is  to  sell  direct  from  their  own  place  by 
retail  this  shoe,  amongst  the  various  other  articles  they  deal  in,  their  business  50 
not  being  that  of  boot  and  shoe  makers  or  boot  and  shoe  sellers  solely,  but  of 
cyclists'  outfitters,  dealing  with  all  the  articles  which  the  pursuit  of  that 
particular  form  of  exercise  requires.  They  carry  on  their  business  in  a  very 
intelligible  fashion.  In  order  that  there  may  be  no  mistake  about  what  the 
goods  are  they  are  sending  out  into  the  world,  and  by  the  sale  of  which  they  55 
seek  to  make  their  reputation,  the  articles  are  stamped.  The  man  who  hais 
made  them  from  the  beginning  says  that  within  about  six  months  from  the 
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time  their  making  was  started  in  1892 — ^that  witness  was  called  this  morning 
you  will  recollect — he  was  furnished  with  a  stamp,  so  that  all  the  shoes — not 
only  this  type  but,  I  have  not  the  least  doubt,  it  applies  to  these  other  types 
with  which  we  have  no  concern — are  stamped  as  the  shoe  I  have  before  me  is 
5  unquestionably  stamped,  "  Gamage^  Holborn,"  and  between  these  two  words, 
in  a  diamond  shape,  is  the  word  "  Shorland."  Then  there  is  put  inside  the 
shoe  that  which  I  fancy  has  probably  much  deceived  these  gentlemen  who 
made  affidavits,  all  of  whom  with  one  7oice  said  that  ^^  Shorland  ^'  meant  also 
"  manufactured  by  Gamcige  A  Go.y^  because  not  content  with  stamping  them  in 

10  that  way,  so  that  there  can  be  no  mistake  about  it,  they  have  also  inside,  in 
gold,  on  the  leather,  "  Specially  manufactured  by  ^.  W,  Gamage^  Ld.,  126  to 
129,  Hoi  born,  E.C."    Every  one  of  the  articles  goes  out  in  that  fashion. 

Now  this  is  the  story.     I  will  state  it  in  a  sentence  first,  and  then  I  will  call 
your  attention  briefly  to  the  evidence.    About  1892  Mr.  Gamage  saw  on  the  foot 

15  of  a  Frenchman  this  open  strap  and  buckle  shoe.  I  should  have  thought  the 
strap  and  buckle  shoe  was  a  very  old  thing  indeed.  As  far  as  I  could  make  out 
when  I  called  attention  to  it,  the  only  thing  that  differs  it  from  what  I  thought 
was  a  very  old  thing  indeed  is  this  piece  of  connecting  leather.  Whether  that 
is  completely  new  or  not  I  do  not  stop  to  enquire,  but  Mr.  Gama^fe  thought  it 

20  suggested  a  shoe  of  a  convenient  type,  allowing  for  the  play  of  the  foot  in  the 
cycle  exercise,  and  also  cool.  He  had  one  or  two  experimental  pairs  made.  He 
asked  Shorland  to  wear  them  in  one  of  his  races  and  he  did,  and  he  asked 
Shorland  might  he  call  them  after  him,  and  SJwrland  said  "  Yes."  Shorland 
was  under  the  idea  that  by  that  he  was  conferring  on  him,  Mr.  Gamage,  the 

25  exclusive  right  to  use  the  name,  and  Mr.  Gamage  thought  so  too  quite  erroneously. 
The  exclusive  right  does  not  exist  at  all.  The  point  is,  does  the  use  of  the  word 
whenever  and  however  it  is  used  operate  to  the  prejudice  of  the  producer  of  the 
shoes  and  to  the  deception  of  the  wearer  of  the  shoes.  That  is  the  point.  He 
continues  to  advertise,  but,  as  I  said  before,  I  do  not  find  in  the  advertisement 

30  any  special  prominence  at  all  given  to  the  ''  Shorland  "  as  compared  with  some 
of  the  other  shoes  that  are  there  advertised.  For  instance,  in  that  very  adver- 
tisement to  which  my  attention  has  been  called — and  if  there  is  any  other  I 
should  like  attention  called  to  it  now — certainly  in  the  ones  produced,  the 
"  Referee  "  gets  much  more  prominent  attention,  and,  indeed,  I  cannot  help 

35  thinking  there  has  been  a  good  deal  of  exaggeration  of  the  importance  attached 
to  this  case,  when  it  turns  out  according  to  the  evidence  of  this  gentleman  him- 
self, and  speaking  of  a  period  from  1892  to  1898,  the  entire  number  of  shoes  he 
appears  to  have  sold — ^and  I  presume  he  gave  the  outside  figure — was  something 
like  1,800  dozen  in  that  period  of  years.    It  is  quite  ridiculous  to  talk,  as  the 

40  learned  counsel  was  instructed  to  talk,  of  advertisement  to  the  extent  of  10,000/. 
to  make  the  name  of  '*  Shorland."  It  would  be  an  enormous  profit  that  would 
justify  any  such  thing.  That  is  the  expenditure  which  is  entirely  a  matter  for 
his  own  consideration  for  bringing  before  the  public  the  various  articles  he  deals 
in,  boots  and  shoes  of  various  kinds  and  various  makes  and  various  shapes, 

45  Now  after  that  apparently  this  shoe  gets  to  be  generally,  or,  at  all  events,  in  a 
good  many  places  known,  and  gets  to  be  generally  manufactured,  and  I  should 
have  thought  if  it  were  a  novelty  in  its  shape  it  would  soon  also  get  to  be  known, 
and,  indeed,  the  name  of  "  Shorland  "  would  suggest  that  it  was  of  the  type  of 
shoe  worn  by  Shorland  in  some  of  his  races.    Finally  in  1896  it  was  found  that 

50  Abbott  is  selling  these  shoes,  and  I  wish  to  deal  with  this  part  of  the  case  once 
for  all  in  order  to  say  what  is  properly  to  be  said  about  it.  Accordingly  Abbott 
is  attacked.  Abbott  has  a  name  of  his  own,  "  Phit-eesi "  apparently,  and  an 
action  is  brought  against  him  and  by  consent  he  agrees  to  an  injunction 
restraining  him  from  the  use  of  the  term  "  Shorland  "  ;    but  I  want  to  call 

55  attention  to  what  the  character  of  that  injunction  was  in  order  to  point  out  that 
even  if  Oamages  were  right  in  this  case  this  consent  injunction  gives  them  that 
to  which  they  have  no  legal  right  whatever.    I  have  called  attention  to  this 
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already  in  order  to  show  that  proceedings  of  this  kind,  or  assertions  of  this  kind, 
are  not  of  the  same  weight  and  character  as  if  the  matter  had  been  litigated  in 
Conrt,  each  party  standing  on  his  rights  and  fighting  it  out  nntil  the  Judge 
decided  it.  "The  Court  doth  order  that  the  Defendant "—-4 66o^^-" be  per- 
"  petually  restrained  from  selling  or  offering  or  advertising  for  sale  any  shoes  5 
"  not  being  of  the  Plaintiffs'  manufacture  under  the  name  of  '  Shorland.' "  That 
would  be  quite  right,  provided,  of  course,  Messrs.  Qamage  had  established  their 
right  to  the  exclusive  use  of  the  name.  But  then  it  goes  on  to  say,  "  or  under 
"  any  designation  of  which  the  name '  Shorland '  forms  part."  There  is  no  such 
right  at  all.  It  is  conceded  by  the  learned  counsel,  who  knows  much  more  10 
about  it  than  most  of  us  in  this  Court,  that  that  is  not  so,  that  a  man  may  call, 
whatever  Oamages*  right  upon  the  other  point  may  be,  a  shoe  of  the  "  Shorland 
"  type,"  also  of  the  "  Shorland  pattern,"  also  "  Such  as  worn  by  Shcrlund  in 
"  such  and  such  a  race,"  and  that  in  doing  that  he  infringes  no  right  whatever 
that  Oamages  have.  It  is  to  be  observed  that  in  the  other  consent  injunctions  15 
— and  they  are  all  consent  injunctions  or  consent  undertakings — the  language 
has  been  equally  wide,  far  beyond  any  legal  right  which  Qamages  would  be  in 
a  position  to  assert. 

Then  finally  comes  the  particular  matter  which  has  brought  about  this  action. 
There  are  two  manufacturers,  Sextons^  and  Howlett  &  White,  and  from  these  20 
two  manufacturers,  who  are  selling  shoes  and  offering  them  as  "  Shorland " 
shoes,  Randall  <k  Co.  buy  altogether  fourteen  dozen.  Thereupon  some 
person  representing  Gamages  is  apparently  sent  to  their  shop  to  buy  a  pair, 
and  he  requests  that  the  name  **  Shorland  "  be  put  in  the  receipted  invoice. 
He  makes  off  in  triumph  with  this  proof  of  RandalVs  guilt,  and  contrary  to  25 
what  is  proper  professional  practice,  without  any  notice  whatever,  a  writ  is 
issued  and  application  made  for  leave  to  serve  short  Notice  of  Motion.  I  say 
it  is  contrary  to  proper  professional  praclice.  I  do  not  wish  to  be  under- 
stood as  making  a  reflection  upon  the  solicitors  who  represent  Oamages.  For 
all  I  know  to  the  contrary,  they  may  have  been  ordered  to  take  that  course.  If  30 
they  were  not  ordered  to  take  that  course,  or  if  they  did  not  represent  to  their 
clients  that  it  was  a  course  not  properly  to  be  pursued,  and  if  they,  being  requested 
to  take  that  course,  did  not  remonstrate  against  it — if  they  did  neither  of  those 
things,  then  I  think  they  were  wrong,  because  what  was  the  state  of  the  case  ? 
So  far  as  appears,  Randalls  did  not  care  a  dump  about  this  wretched  business  of  35 
a  few  pairs  of  shoes  that  they  were  dealing  in.  They  did  not  care  a  dump  about 
it,  and  you  can  hardly  doubt  that  if  an  application  had  been  made  to  them,  and 
they  had  explained  that  they  had  bought  them  as  "  Shorlands,"  and  that  they 
had  sold  them  as  what  they  had  bought  them,  and  had  pointed  to  the  trade  list 
of  one  of  these  persons — ^there  is  a  second  trade  list  in  which  the  name  appears  40 
— ^then  it  would  have  been  in  the  highest  degree  absurd  and  ridiculous  under 
such  circumstances  for  Qamages  to  have  published  any  advertisement  which 
was  capable  of  the  construction,  that  Mr.  Randall  or  the  Company  that  he 
represents,  were  dishonestly,  under  such  circumstances,  trying  to  pass  off  their, 
Messrs.  Randalls\  goods  as  if  they  were  the  goods  of  ld!essrs.  Oamage.    ...  45 

Now,  about  the  evidence.    Do  you,  or  do  you  not,  wish  me  to  go  through 
that? 

?7w  Foreman. — I  do  not  think  it  is  necessary  my  Lord. 

Lord  Russell,  (7.J. — ^Very  well.  It  seems  to  me  that  the  evidence  may  be 
fairly  summarised  in  this  way,  that  on  the  part  of  Randall  &  Co,,  Mr.  Randall  50 
himself,  several  of  his  travellers  and  agents,  his  managers  of  several  shops  in 
London,  and  the  manager  of  one  in  Croydon,  all  deny  that  they  understood  that 
Oamage  and  "  Shorland  "  were  the  same  thing.  In  point  of  fact,  some  of  them 
say  that  they  never  heard  of  Oamage  in  connection  with  "  Shorland  "  at  all.  They 
call  further  a  number  of  persons  in  the  trade,  including  Mr.  White  of  Howlett  55 
d:  White,  and  Mr.  Robert  Hyslop  of  Leicester,  whose  evidence  seemed  to  me  to 
be  important,  Mr.  Brigstock,  Mr.  Sydney  Pullin  of  Ludgate  Hill,  who  keeps  a 
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boot  shop,  the  man  who  advertised  these.  He  used  the  word  advertised ;  it 
probably  is  not  strictly  correct,  but  he  says  that  he  himself,  years  ago,  conceived 
the  idea  of  calling  this  particular  kind  of  shoe  '^  The  Shorland,'*  and  that  he  so 
advertised  it  in  his  own  club  books,  and  sold  it  under  that  name.  He  continued 
5  so  to  do  it  until  he  heard  that  there  were  legal  proceedings  taken  against  some- 
body or  other,  whereupon  he  called  it  the  "  Shorland  "  shape, "  Shorland"  type  or 
pattern,  and  so  on,  and  sold  it  just  as  he  was  doing  before.  He  is  the  gentleman 
who  used  the  phrase  which  contained  a  certain  amount  of  truth  and  philosophy 
in  it,  that  there  is  a  great  deal  that  can  be  done  by  cheek.  Mr.  GubbinSy  the 
10  Liverpool  dealer,  spoke  to  its  being  widely  sold  to  his  knowledge  there  as  a 
*'  Shorland  **  shoe.  Mr.  Smith  produces  his  catalogue,  where  it  is  described  as 
a  **  Shorland  "  type.    These  are  samples  of  the  witnesses. 

Then  comes  Mr.  Oamage  who  tells  you  how  he  became  acquainted  with  it,  as 

I  have  already  told  you.    .    .    .    Then  he  called  Mr.  Shorland^  who  gave 

15  permission  to  have  the  boot  called  after  his  name,  and  Mr.  Shorland  was  under 

the  impression  which  Mr.  Qamcige  also  was  under,  that  that  gave  him  then  and 

there  tiie  right  to  use  that  name,  and  gave  him  that  right  exclusively.    Mr. 

Gamage  does  not  put  it  too  thinly  because  he  says :  "  I  claim  the  right  to 

"prevent  the  use  of  the  word  'Shorland'  in  any  connection  with  cycling  shoes." 

20  That  is  what  he  puts  forward.    His  learned  counsel,  Mr.  Moulton,  of  course, 

knowing  what  the  legal  position  of  matters  is,  does  not  support  him  or  seek  to 

put  the  case  so  high  as  that.    Then  there  is  Thomas  Penrose.    He  says  it  is  a 

8hoe  of  a  particular  pattern  ;  a  strap  and  a  buckle  shoe.    That  was  almost  the 

invariable  answer  that  all  the  witnesses  made  ;  and  then  the  learned  counsel 

25  pnt :    Do  you  mean  sold  by  anybody  or  somebody  ?    Then  this  gentleman 

said  :   "  That  as  Mr.  Gamage  got  the  name  '  Shorland,'  I  think  he  had  a  right 

"  to  it,  and  I  therefore  did  not  use  the  word  *  Shorland.' "    Then  Mr.  Young^ 

an  athletic  outfitter,  says  it  means  Mr.  Gamxige's  own  shoes  ;  I  thought  they 

were  the  manufacturers  ;  I  was  once  asked  to  put  '*  Shorland  "  on  and  I  did, 

30  but  I  intended  to  put  "  The  Shorland  pattern."    JoneSy  of  Spiers  <t  Pond^ 

and  WUherSy  of  GoySy  Ld,y  athletic  outfitters,  who  has  known  the  shoe  for  five 

years  ;  known  it  as  a  strap  or  buckle  shoe.    Then  he  is  asked  :  "  Made  by  any 

"  particular  firm  or  exclusively  made  for  Mr.  Gamage  ? — I  think  that  Mr.  Gamage 

"  has  a  right  to  the  name."    So  Mr.  Stroud  ;  so  Langley  Ede ;  so  Swinley  ;  so 

35  Charles  RusselL    By  the  way,  I  may  say  that  some  eight,  I  think,  of  these 

gentlemen  are  not  coming  here  with  their  minds  open  for  the  first  time.    That 

is  no  reason  at  all  for  not  considering  their  evidence  as  evidence  of  weight ; 

but  they  had  committed  themselves  months  ago  to  affidavits  in  this  matter. 

JeffersoHy  the  cycling  journalist,  Walters,  Sydney  Lee,  Arthur  Gliasey  Henry 

40  Thomas  Allen. 

With  regard  to  one  or  two  of  these  witnesses,  I  think  it  is  right  to  call 
attention  to  something  they  did  say.    For  instance,  Mr.  AlleUy  who  is  a  pro- 
fessional cyclist,  says  if  he  saw  the  shoes  without  the  stamp,  he  would  not 
think  that  they  were  Gamages\  and  Walters  says :  "  If  I  wanted  Gamages^ 
45  **  shoes,  I  should  go  to  Gamxige  and  not  to  a  retailer."    At  the  same  time  all 
these  gentlemen  say  that  they  think  it  means  a  shoe  sold  by,  or  manufactured 
by,  or,  at  all  events,  coming  from  Mr.  Gamage,    ZefferVs  evidence  was  strong 
in  the  same  direction.     Zefferty  you  recollect,  was  traveller  and  agent  for 
WalkeTy  Kempson  &  Stevens.    Erne  Archer  of  Penton  <t  Sons ;  he  lays  great 
50  stress  upon  the  presence  of  the  mark.    ^'  I  say  without  the  mark  I  would  not 
'*  for  a  moment  suppose  them  to  be  Gamages'y^  at  the  same  time  he  also,  like 
the  rest,  asserts  that  he  connects  "  Shorland  "  with  Gamages'*  shoes.    Harrison, 
the  agent  in  London  of  Mr.  Cooke  of  Northampton,  also  connected  the  word 
"  Shorland  "  with  the  Gamage  shoes.    Then  Edmund  O'Reilly y  the  Editor  of 
55  "  Wheel  and  Wheeling,"  thought  they  were  manufactured  by  Mr.  Gamage  ; 
he  had  never  bought  them.    Then  came  the  Solicitor  who  gave  his  evidence 
about  the  notice  of  motion.    I  really  do  not  know  whether  I  need  trouble  you 
bj  going,  as  you  do  not  desire  that  I  should,  into  the  matter  in  further  detail. 
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The  first  point  is,  have  Oamages  made  out  to  your  satisfaction  that  "  Shorland  " 
means  a  buckle  and  strap  shoe  sold  by  Oamage  &  Go,  exclusively  so  that  (pray 
understand)  the  person  who  sold  the  shoe  under  the  name  of  "  Shorland  "  would 
be  passing  ofE  as  Oamages'  what  was  not  Oamages*  but  his  own,  and  so  that  a 
person  buying  would  believe  that  he  was  getting  Oamages^  and  not  the  shoe  5 
of  the  man  who  sold  it  to  him  ?  Again,  I  think  it  is  important  to  call  your 
attention  in  this  connection  to  the  fact  that  Gama^e  is  a  retailer.  The  question 
is  whether,  putting  the  case  in  a  concrete  sense,  if  a  man  goes  into  a  shop  which 
is  not  Oamages\  whether  it  is  at  Liverpool,  or  at  Birmingham,  or  in  London,  and 
says,  "  Give  me  a  pair  of  *  Shorland '  shoes,"  and  shoes  of  this  type  were  produced  10 
with  no  stamp  of  Oamages*  name  upon  it,  do  you  think  that  that  man  under- 
stands or  believes  that  he  is  getting  a  shoe  that  (fame  from  Oamages*  shop  ?  If 
you  think  that  that  is  made  out,  say  so  and  give  your  verdict  for  Oamages  on 
that  point.  If  you  think  it  is  not  made  out,  and  it  is  for  the  Plaintiffs  to  make 
it  out,  then  your  verdict  on  that  point  must  be  for  Randall  &  Co.  [His  15 
Lordship  then  dealt  further  with  the  libel  action.] 

The  jury  returned  a  verdict  for  the  Defendants  Randalls. 

Oam^es  moved  for  a  new  trial  or  in  the  alternative  for  judgment  in  their 
favour.    The  same  Counsel  appeared  as  in  the  Court  below. 

MoultoUj  Q.C.,  and  John  Cutler^  Q.C.,  for  Oamages. — On  account  of  its  being  20 
tried  with  the  libel  action,  this  case  was  tried  in  a  way  that  would  puzzle  any 
jury,  and  we  were  hampered  by  the  prejudice  arising  from  the  libel  action,  the  libel 
being  one  which  we  could  not  in  fact  justify.    In  this  action  the  Defendants' 
evidence  was  taken  first,  and  that  evidence  really  came  to  this,  that  there  was  no 
sufficient  proof  of  any  use  of  "Shorland"  for  shoes  by  any  others  except  25 
Oamages  so  far  as  the  public  were  concerned,  the  evidence  being  confined  to 
transactions  by  wholesale  people  except  in  two  cases,  the  witness  Pullin,  who 
changed  from  "  Shorland"  to  " Shorland  shape"  when  his  attention  was  drawn 
to  the  matter,  and  Ouhhins  of  Liverpool.    What  we  say  is  that  the  jury  were 
not  entitled  to  treat  Oamages^  evidence  as  counteracted  by  the  evidence  of  these  30 
two  witnesses.     Oamages''  evidence  was  drawn  from  four  classes,  the  cycling 
public,  retail  boot  and  shoe  dealers,  wholesale  people,  and  cycling  journalists, 
and  all  the  witnesses  went  straight  to  the  point  that  to  the  public  "  Shorland  " 
meant  ^"^  Oamage.'*^    No  witnesses  from  the  public  were  called  by  Randalls, 
although  they  had  the  opportunity  of  so  doing  at  the  close  of  the  case.    Evidence  35 
of  actual  deception  is  not  necessary,  nor  is  it  a  case  in  which  such  evidence 
could  be  expected  because  the  sale  of  '*  Shorland  "  shoes  by  Randalls  was  bo 
small.    To  show  that  it  is  immaterial  that  the  name  has  been  used  by  wholesale 
people  among  themselves,  we  rely  on  the  judgment  of  James,  L.J.,  in  Ford  v. 
Foster,  L.R.  7,  Ch.  at  p.  624,  where  he  says  :  "  It  is  in  evidence  that  the  shape  40 
"  itself  became  from  the  first  very  }K)pular  and  that  a  great  number  of  persons 
"  used  the  shape  as  they  lawfully  might,  and  to  some  extent  it  appears  that  as 
"  between  the  shirtmaker  and  his  cutters  as  between  persons  engaged  in  the 
"  trade  in  regard  to  whom  the  use  of  the  word  would  not  be  calculated  to  deceive 
"  the  word  '  Eureka '  was  used.    A  man  might  say,  '  I  want  one  hundred  45 
"  dozen  *  Eureka's,'  or  he  might  say  I  want  100  dozen  Ford's,  that  is  to  say, 
"  betweeif  them,  that  signified  so  many  dozen  shirts  made  after  the  pattern  of 
"  Mr.  Ford's  shirts,  which  was  perfectly  lawful,  but  at  the  time  when  the 
"  Defendants  began  their  operations,  it  does  not  appear  to  me  that  there  was 
"  any  use  of  the  word  *  Eureka '  as  between  any  seller  and  any  ordinary  buyer,  50 
"  or  that  there  was  anything  whatever  which  tended  to  show  that  the  word 
"  *  Eureka '  meant  at  that  time  anything  but  the  shirt  manufactured  by  the 
*'  PlaintifiE  himself."    We  also  rely  upon  MilUngton  v.  Fox  (3  M.  &  C.  338),  and 
the  judgment  of  Romer,  J.,  in  Singer  v.  Spence  (10  R.P.C.  297).    In  that  case 
"  Singer  "  was  often  used  to  denote  a  pattern,  but  nevertheless  an  injunction  55 
was  granted.    Our  case  is  really  stronger  than  that  case.    It  was  a  difficult  task 
to  put  upon  any  jury  to  weigh  the  complex  considerations  arising  in  this  case, 
and  therefore  we  press  for  a  new  trial.    In  Jones  v.  Spencer  (77  L,T,  538)  Lord 
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HerscheU  said,  referring  to  the  rule  that  the  verdict  of  the  jury  should  not  be 
set  aside  unless  it  was  unreasonable,  "  If  we  think  the  verdict  wrong  in  this 
*'  sense  that  one  would  not  have  given  the  verdict  one's  self,  still  if  one  sees 
**  that  the  question  waa  properly  submitted  to  the  jury  that  is  not  enough 
5  "  ground  for  granting  a  new  trial.  But  if  one  comes  to  the  conclusion  that  the 
"  verdict  is  not  one  which  one  would  have  given,  and  is  wrong  in  that  sense,  I 
"  think  that  one  is  perfectly  justified  in  saying  that  there  shall  be  a  new  trial 
"  if  one  sees  that  the  real  question  that  had  to  be  determined  was  not  so  put 
"  before  the  jury  as  to  reasonably  satisfy  the  tribunal  that  has  to  determine  tiie 

10  "  question,  whether  there  shall  be  a  new  trial  or  not,  that  the  mind  of  the  jury 
"  was  BO  applied  to  the  question  to  be  determined,  that  they  did  determine 
"  the  case  upon  the  answer  to  that  question."  In  our  case  the  jury  could  not 
possibly  have  seen  that  the  real  issue  was  what  the  term  "  Shorland  "  meant 
between  retailers  and  the  public. 

15       ROMBR,  LJ^. — A  retailer  may  get  a  right  of  the  kind  contended  for,  but  still 
it  is  a  circumstance  to  bear  in  mind  that  Oamages  are  retailers,  and  also  that 
the  shoe  is  called  *'  Shorland  "  because  it  was  worn  by  Shorland.    A  jury 
might  well  take  these  circumstances  into  consideration. 
Counsel  for  Randalls  were  not  called  upon. 

20  Lord  Smith,  LJ. — This  is  an  application  for  a  new  trial  by  the  Plaintiffs, 
and  it  has  been  argued  by  the  learned  Counsel  for  them.  There  was  an  action 
originally  brought  by  Randalls,  the  Defendants  in  this  action,  against 
Oamages  for  libel,  which  libel  arose  out  of  an  advertisement  by  Qamages  in 
relation  to  the  ^'  Shorland  "  shoe.     Gamages  had  commenced  an  action  in  the 

25  Chancery  Division  to  obtain  an  injunction  against  Randalls  for  selling 
"  Shorland "  shoes.  That  action  was  transferred  into  the  Queen's  Bench 
Division,  and  the  libel  action  and  the  action  for  an  injunction  both  came  on 
together.  That  is  complained  of  by  Mr.  Moiilton  on  behalf  of  his  client  in 
moving  for  a  new  trial,  and  I  will  deal  with  that  in  a  moment.    As  regards  the 

30  libel  action,  I  need  say  nothing.  The  result  was  that  Randalls  obtained  a 
verdict  against  Gamages  for  libel  with  damages  to  the  amount  of  some  £350. 
As  regards  the  action  by  Gamages  against  Randalls,  Gamages  did  not  succeed, 
and  the  jury  found  a  verdict  for  the  Defendants.  The  cause  of  action  which 
Gamages  had — I  am  speaking  of  the  injunction  action — against  Randalls  was 

35  that  Randalls  had  been  selling  shoes  to  the  publi  c  in  such  a  manner  as  to  represent 
to  the  purchasers,  when  Randalls  was  selling  their  shoes  to  the  purchasers,  that 
they  were  buying  Gamages^  shoes  ;  and  if  Gamages  had  made  out  that  issue, 
namely,  that  Randall  had  been  doing  this,  and  that  they  had  been  getting  rid 
of  their  goods  to  the  public  who  were  buying  their  goods  in  the  belief  that  they 

40  were  purchasing  Gamages'*  goods,  they  would  have  had  a  good  cause  of  action 
in  this  case.  The  great  point  in  this  case  was  whether  Gamages  had  made  out 
that  issue  or  not.  Gamages  had  no  exclusive  right  to  the  name  '^  Shorland,**  but 
undoubtedly  in  1892  Mr.  Gamage  had  applied  the  name  of  "  Shorland,"  who  I 
believe  was  and  is  a  celebrated  cyclist,  to  a  shoe  with  a  strap  and  buckle,  which 

45  I  hold  in  my  hand.  He  advertised  that  shoe  largely,  he  sold  that  shoe  largely, 
and  on  the  sole  of  that  shoe  had  always  been  stamped,  '*  Gamage, '  Shorland,* 
"  Holbom."  Now,  what  the  Defendants  had  done  was  this.  They  had  sold  a 
shoe  with  no  stamp  upon  it  under  the  name  of  ''  Shorland  '* ;  and  what 
Gamages  had  to  make  out  was  that  the  Defendants,  by  selling  a  shoe  under  the 

50  name  of  "  Shorland,"  represented  to  the  public  buying  that  shoe  that  it  was 
Gamages^  shoe  that  they  were  selling  and  that  the  public  thought  when  they 
were  buying  Randalls'  shoe  they  were  buying  Gajnages*  shoe  ;  in  other  words, 
that  the  name  '*  Shorland  **  represented  to  the  public  that  it  was  a  shoe  made 
by  Gamages.    That  was  the  sole  issue  which  had  to  go  to  the  jury.    Then  the 

55  case  came  to  trial  before  the  Lord  Chief  Justice  and  a  special  jury,  and  inas- 
much as  so  much  has  been  made  of  the  position  which  Gamages  were  in  as 
regards  this  injunctioD  aQtion  coming  on  together  with  the  libel  action^  I  will 
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simply  point  out  that  there  is  absolutely  nothing  in  that  suggestion  of  the 
learned  Counsel ;  because  the  Lord  Chief  Justice,  as  I  shall  show  in  a  moment, 
took  the  greatest  pains  to  sever  these  two  actions,  the  one  from  the  other^  and 
what  is  more,  he  actually  put  to  the  jury  the  injunction  action  first,  because  he 
said  that  was  the  most  important  action.     It  is  true  he  began  with  a  few  lines,  5 
saying  that  there  was  a  libel  action,  and  he  told  them  all  he  had  to  do — ^if  there 
was  any  evidence  of  it  being  a  libel  he  must  leave  it  to  the  jury,  and  they  were 
masters  of  the  situation,  to  say  whether  it  was  a  libel  or  not,  secondly,  if  the 
libel  was  justified  it  was  for  the  jury  to  say — not  for  him — whether  or  not  the 
libel  was  made  out  to  be  true,  and,  thirdly,  if  that  was  not  made  out,  damages.   10 
That  occupies  one  short  page  in  the  document  I  have  before  me  containing  the 
summing  up  of  the  Lord  Chief  Justice.    How  does  he  begin  about  the  second 
action  ?    He  says,  "  In  the  other  action,  you  will  need  some  assistance  from  me 
"  because  it  is  perfectly  obvious  from  the  course  that  this  case  has  taken,  and 
"  from  the  conduct  pursued  by  Messrs.  Oamage  during  the  period  of  manufacture  15 
"  of  this  shoe,  that  they  have  exaggerated  and  wholly  wrong  ideas  as  to  what  the 
"  character  of  their  rights  were  in  relation  to  the  use  of  such  a  name  as  that 
"  here  in  question,  and   it   is  equally  clear   that  their   errors  in  that  regard 
"  were  shared,  as  I   shall   presently   point  out,  by  a  number  of   persons  in 
"  the   trade."     That   was   alluding   to   the    evidence   which   was    given    by  20 
Oamage  and  other  persons,  that  Mr.  GamageYndA  an  exclusive  right  to  the  word 
"  Shorland."    Then  the  Lord  Chief  Justice  goes  on  : — ^**  Now,  the  action  which 
"  Messrs.  Qamage  bring  is  of  a  somewhat  unusual  kind  and  although,  as  I  have 
''  said,  it  stands  second  upon  the  record  as  the  list  is  presented  to  us,  I  take  it  first 
**  for  two  reasons,  because  it  naturally  comes  first  in  the  order  of  time  and  it  25 
"  leads  to  the  action  for  libel,  and  because  also  the  view  that  you  take  of  what 
*•  your  verdict  ought  to  be  in  the  action  for  libel  would,  I  think,  to  some  extent 
*'  be  affected  by  the  view  that  you  take  of  the  claim  put  forward  by  Messrs. 
"  Gamage^   Ld.,  in  their  action."      Therefore  he  begins  with  a  very   slight 
sketch  of  the  libel  action,  then  he  deals  with  this  action  as  regards  the  injunction,  30 
and  then  he  goes  with  the  greatest  care  and  deliberation  through  the  questions 
applicable  to  the  injunction  action,  and  when  he  comes  to  the  point  as  to 
whether  or  not  he  should  go  on  reading  the  evidence  the  jury  said  it  was  in 
their  minds  ;  they  did  not  wish  him  to  read  the  evidence  throughout  at  length, 
and   in  the   end  the  Lord   Chief   Justice  left  this  question    as  regards   the  35 
injunction  action  to  the  jury.     He  had  not  down  to  this  point  further  touched 
on  the  libel  action  at  all,  but  he  finishes  up  the  injunction  action  and  he  says 
this  : — "  The  first  point  is,  have  Gamage  Jt  Co,  made  out  to  your  satisfaction 
"  that '  Shorland  '  means  a  buckle  and  strap  shoe  sold  by  Gamage  A  Co,  exclu- 
"  sively,  so  that  (pray  understand)  the  person  who  sold  the  shoe  under  the  name  of  40 
"  *  Shorland '  would  be  passing  off  as  Gamages*  what  was  not  Gamage^  but  his 
"  own,  and  so  that  a  person  buying  would  believe  that  he  was  getting  Carnages' 
"  and  not  the  shoe  of  the  man  who  sold  it  to  him."    Nothing  could  be  more 
perfect  than  that  direction  or  more  clear,  and  to  tell  me  that  a  special  jury  did 
not  understand  what  they  had  to  decide  in  this  case  as  regards  the  injunction  45 
action,  is  simply  to  tell  me  what  in  my  judgment  is  not  the  fact.     The  Lord 
Chief  Justice  emphasises  it,  because  he  says,  "  Again,  I  think  it  is  important 
"  to  call  your  attention  in  this  connection  to  the  fact  that  Gamage  is  a  retailer. 
"  The  question  is,  putting  the  case  in  a  concrete  sense  :  If  a  man  goes  into  a 
"  shop  which  is  not  Qamages\  whether  it  is  at  Liverpool,  or  Birmingham,  or  in  50 
**  London,  and  says,  *  Give  me  a  pair  of  **  Shorland  "  shoes,'  and  this  type  were 
"  produced  with  no  stamp  of  Carnages'  name  upon  it,  do  you  think  that  that 
"  man  understands  or  believes  that  he  is  getting  a  shoe  that  came  from  Carnages^ 
"  shop  ?  "    That  is  right  enough,  I  can  see  not  even  a  criticism  which  can  be 
made  on  that  direction  to  the  jury,  and  that  is  the  direction  which  went  into  55 
the  jury  box,  and  that  is  the  issue  which  the  jury  had  to  determine.    Then,  to 
finish  the  summing  up,  the  learned  judge  goes  on  afterwards  with  the  question 
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of  libel,  wholly  dissevered  from  the  question  of  the  injunction  action,  and  the 
jury  returned  a  verdict  for  the  Defendants  in  the  injunction  action,  in  other 
words,  that  Qamages  had  not  made  out  that  "  Shorland  "  meant  a  shoe  made  by 
Oamages^  or  that  the  shoes  sold  under  the  name  of  "  Shorland  "  indicated  shoes 
5  sold  by  Gatnages,  and  they  found  a  verdict  for  the  Defendant. 

Now  the  Plaintiffs  come  and  say,  "  We  must  have  a  new  trial."     Mr.  Moulton 
to-day  sought  to  show  (Mr.  Cutler  did  not)  that  the  jury  had  not  applied  their 
minds  to  the  real  question  in  this  case.    All  I  can  say  is,  I  do  not  know  how  the 
learned  judge  could  have  left  a  case  more  pointedly  to  the  jury  than  the  Lord 
10  Chief   Justice  did,  and  if  this  jury  did   not  understand  what  they   had  to 
decide,  I  do  not  believe  a  special  jury  from  the  earliest  time  down  to  the  present 
have  ever  understood  what  they  had  to  decide.    Therefore,  we  start  with  this — 
an  absolutely  clear  direction — ^a  clear-as-crystal  direction — to  a  special   jury, 
and  it  is  said  that  they  did  not  understand  what  they  had  to  do.     The  only 
15  ground- work   upon  which  this  suggestion  can  be  made  is,  because  they  found 
against  Gamages.    That  is  not  the  point  at  all.    I  will  just  read  a  passage  out  of 
Lord  Halshury^s  judgment  in  this  case  of  Jones  v.  Spencer  which  has  been  cited, 
in  which  it  had  been  argued  that  the  House  of  Lords  in  the  Metroj^olitan 
Railivay  Company  v.  Wright  had  laid  down  some  new  rule  as  regards  granting 
20  new  trials.     He  repudiates  that,  and  he  repudiated  that  anything  which  ever 
had  been  said  in  the  House  of  Lords  in  the  Metropolitan  Railivay  Company  v. 
Wright  had  that  effect ;  and  so  the  Lord  Chancellor  goes  back  to  Raphael  v. 
Verelat,  in  2,  William  Blackstone,  page  987,  and  he  says,  "  Now  more  than  a 
**  century  ago.  Chief  Justice  De  Grey  said  in  substance  very  much  what  I  said 
25  "  in  Metropolitan   Railway  Company  v.   Wright,    He  says, '  This  verdict  is 
"'not  against  the  evidence.    The  Court  will  not  set  it  aside  merely  because 
"  *  they  might  have  given  it  the  other  way.'     If  there  is  a  question  of  fact  left 
"  to  the  jury,  and  they  have  reasonably  answered  it,  their  verdict  cannot  be 
"  disturbed." 
30       I  have  done  with  the  direction,  and  I  have  done  with  the  question  left  to  the 
jury.      Now  about  the  evidence.      I  quite  agree  that  the  Plaintiffs  called 
numerically  more  witnesses  than  Randalls,  but  it  has  often  been  pointed  out, 
that  evidence  is  to  be  weighed  and  not  counted.    There  was  a  very  large  body 
of  evidence  called  by  Randalls,  and  there  was  a  very  large  body  of  evidence 
35  called  by  Gamages,  and,  to  put  in  the  shortest  form  the  conflict  between  the 
two  sides,  it  was  simply  this  ;  one  side  said  that  the  "  Shorland  "  shoe  meant  a 
shoe  made  by  Gamage.    The  other  side  said  :  Nothing  of  the  sort ;  "  Shorland  " 
denotes  the  type  and  the  pattern  of  the  shoe,  and  the  shape  of  the  shoe  ;  it  does 
not  mean  Gamages*.    Now  then,  what  are  the  jury  to  do  when  they  have  got 
40  this  conflict  of  a  large  body  of  testimony  on  the  one  side  and  the  other  ?     Mr. 
Moulton  says  :  "Oh,  Randalls  did  not  call  the  right  class  of  witnesses  ;  I  am 
"  the  person  who  called  the  right  class  of  witnesses ;   I  called  cyclists ;  they 
"  know  more  about  it  than  anybody  else  ;   I  called  cyclist  newspaper  writers  ; 
"  they  know  more  about  it  than  anybody  else " ;  and  he  says  also,  "  I  called 
45  "  retailers ;  they  know  more  about  it  then  anybody  else,  and  therefore,  my 
**  evidence  is  to  be  preferred  to  that  of  the  other  side."    Now,  the  other  side 
called  a  large  body  of  persons  who  were  dealing  in  the  exact  kind  of  shoe  in 
thousands  upon  thousands.    "  Oh,"  says  Mr.  Moulton,  "  but  they  are  wholesale 
**  dealers ;  they  are  not  worth  having  ;  they  will  not  know  whether  '  Shorland ' 
50  "  means  Gamages^  or  not ;  their  evidence  is  not  to  be  taken  into  account  at  all." 
I  entirely  disagree  with  him  ;  but  if   he  were  well  founded,  Randalls  were 
proceeding  to  call  retailers  when  the  jury  had  come  to  the  conclusion  that 
they  had  heard  quite  enough  of  this  evidence  on  the  one  side  as  to  whether  the 
word  "  Shorland "  meant  Gamages'  shoes  or  not.    Randalls  went  on  a  step 
55  further,  and  that  evening  called  two  witnesses,  1  think  one  came  from  Liverpool, 
and  one  from  Birmingham,  retailers,  and  they  undoubtedly  gave  cogent  evidence 
on  behalf  of  Randalls^    Now  it  is  said  that  the  evidence  on  the  other  side 
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outweighs  it,  I  want  to  call  attention  now  to  two  witnesses  who  were  called  by 
Oamages,  I  cannot  shut  my  eyes  to  the  fact  that  they  may  have  had  a  very 
serious  effect  upon  what  the  case  was.  Oamages  were  saying  that  the  word 
"  Shorland "  meant  Qamage — "  their  shoe  made  by  them."  I  will  just  call 
attention  to  the  two  witnesses ;  first,  there  is  a  witness  named  Allen^  who  was  5 
called  by  Oamage.  Allen  is  a  professional  cyclist,  and  a  man  who  is  supposed 
to  know  more  about  it  than  anybody  else.  He  agrees  with  the  last  witness. 
He  says,  "  If  sold  without  stamp  "  (that  is  the  stamp  which  Oamages  put  on 
all  their  shoes  as  I  have  already  mentioned),  "would  not  think  they  were 
"  Oamages* y  Well  that  is  a  good  piece  of  evidence,  I  should  say,  on  behalf  of  10 
Randalls^  and  a  very  bad  piece  of  evidence  on  behalf  of  Oamages.  The  next 
witness,  Walter^  says  in  answer  to  the  Lord  Chief  Justice,  "  If  I  wanted 
"  Oamages*  shoe,  I  should  go  to  Oamage^  and  not  to  a  retailer,"  and  another 
witness  who  was  called  on  behalf  of  Oamages^  Mr.  Arthur^  said,  "  without  the 
"  mark  I  would  not  for  a  moment  suppose  it  was  Mr.  Oamage* s^  Here  are  15 
three  of  Oamages^  own  witnesses — ^two  especially — saying  that  if  the  shoe  was 
sold  in  the  way  in  which  Randalls  were  selling  this  shoe,  namely  under  the 
name  of  "  Shorland,"  but  without  the  brand  or  mark  on  the  sole,  they  would 
not  suppose  for  a  moment  it  was  Oamages*. 

Well,  it  seems  to  me  it  is  impossible  for  this  Court,  adopting  any  rule  which  20 
is  in  vogue  for  granting  new  trials,  to  say  that  this  case  comes  witiliin  any  rule 
as  being  against  the  weight  of  evidence.  This  jury  had  to  decide  between 
these  two  conflicting  cases ;  they  had  an  ample  and  clear  direction  on  the 
subject ;  the  right  question  was  left  to  them,  and  in  my  opinion,  the  application 
fails.  25 

Collins,  L.J. — I  am  of  the  same  opinion.  This  case  relates  to  a  trade  name, 
and  for  some  reason,  I  do  not  quite  know  why,  cases  of  that  class  are  always 
considered  as  the  proper  subject  matter  for  all  sorts  of  refined  and  subtle 
arguments,  chiefly  relating  to  facts,  addressed  to  the  Court ;  but  in  the  last 
resort  this  case  is  the  most  simple  common-place,  common  law  action,  resting  30 
upon  one  single  simple  issue  of  fact ;  and  I  cannot  help  thinking  that  it  is 
because  a  large  part  of  the  litigation  in  this  subject  matter  is  conducted  before 
Judges,  who  are  themselves  judges  of  fact  as  well  as  of  law;  and  who,  in 
giving  their  judgments,  properly  balance  the  facts  and  pronounce  opinions  on 
the  facts,  and  do  not  absolutely  distinguish  them  from  the  propositions  of  law,  35 
it  is  for  that  reason  that  we  have  cited  to  us  numerous  opinions  of  learned 
Judges  which,  when  analysed,  are  opinions  upon  fact,  and  are  statements  of  the 
grounds  which  have  led  them  to  adopt  a  particular  conclusion  of  fact.  This 
case  being  tried  in  the  Common  Law  Division  is  disencumbered  from  considera- 
tions of  that  kind.  We  have  to  do  two  things.  We  have  to  see  whether  the  40 
proper  issue  has  been  left  to  the  jury,  and  we  have  to  see  whether  there  has 
been  a  proper  direction  upon  that  issue,  and  when  we  have  got  that,  then  the 
only  remaining  question  is  whether  there  is  evidence  reasonably  sufficient  to  sup- 
port the  finding.  Well,  here  we  have  got  the  issue  of  fact  properly  eliminated, 
and  put  in  terms  absolutely  unexceptionable,  as  it  appears  to  me,  by  the  learned  45 
Judge  ;  we  have  got  an  adequate  direction  upon  that,  and  we  fall  back  on  the 
question  whether  or  not  the  evidence  is  reasonably  capable  of  supporting  the 
finding.  Now,  at  the  bottom  of  this  case  lies,  as  I  have  said,  the  simple  issue 
of  fact,  which  has  been  properly  asserted  as  a  fact  in  the  pleadings  for  the 
Plaintiffs.  It  is  this.  The  Plaintiffs  say,  "  The  word  *  Shorland '  has  ever  since  50 
*'  the  time  when  it  was  first  used  in  connection  with  the  said  cycling  shoe 
"  denoted  and  been  universally  understood  by  the  trade  and  the  public  both  at 
"  home  and  abroad  to  denote  cycling  shoes  of  the  pattern  above  described 
"  manufactured  by  the  Plaintiff  Company  or  their  said  predecessor  in  business 
**  and  no  other  cycling  shoes,  and  both  the  trade  and  individuals  asking  for  55 
"  *  Shorland*  cycling  shoes  expect  and  intend  to  be  supplied  with  cycling  riioes 
"  manufectured  and  sold  by  the  Plaintiff  Company  or  their  said  predecessor  in 
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"  business  and  no  others."  Well,  there  is  a  mistake  in  that  assertion  of  fact 
because  it  is  not  pretended  that  these  shoes  are  manufactured  by  the  Plaintiff 
Company,  but  they  are  said  to  be  sold  by  them  and  exclusively  sold  by  them. 
Now  that  is  the  foundation  of  the  Plaintiffs'  case,  and  that  is  a  simple  issue  of 
5  fact.  It  is  no  use  affirming  before  us  that  the  Plaintiffs  have  spent  a  very  large 
sum  of  money  in  advertising.  They  may  have  thrown  their  bread  on  the 
waters  and  it  may  not  have  returned  to  them  yet ;  hereafter  possibly  it  may. 
Advertising  is  simply  a  method  by  which  the  Plaintiffs  hope  that  they  will 
succeed  in  identifying  their  name  with  the  name  of  the  shoe  in  such  a  way 

10  that  when  a  person  asks  for  a  "  Shorland  "  shoe  he  expects  and  intends  to  get 
a  shoe  coming  from  Gamages'  shop.  That  is  the  purpose  of  the  advertising. 
It  is  not  ad  rem  at  all  unless  it  has  succeeded  in  producing  that  effect.  Some 
people  may  read  an  advertisement — the  uninstructed  amateurs — and  see  the 
name  of  the  shoe  and  take  very  little  notice  whatever  of  the  name  of  the  seller 

15  or  maker  at  the  top,  and  may  ask  for  the  shoe  without  knowing  that  any 
particular  maker  has  or  claims  a  monopoly  in  the  right  to  sell  it.  If  the 
advertisement  only  produces  that  effect  on  the  mind  of  the  person  who  reads 
it,  it  does  not  take  Gamages  a  step  towards  the  result  which  they  wish  to  reach, 
namely,  the  identification  of  their  name  with  the  shoe.     It  is  only  a  stepping- 

20  stone  towards  the  result  which  they  may  or  may  not  accomplish.  That  result 
must  be  proved  by  the  evidence  of  peraons  conversant  with  and  dealing  in 
matters  of  this  character,  the  persons  who  buy  and  the  persons  who  sell  this 
class  of  shoe.  Well,  we  have  had  an  argument  from  Mr.  MouHon  mainly  based 
upon  passages  taken  from  judgments  on  this  matter.    We  have  had  the  illustra- 

25  tion  of  the  "  Eureka  "  shirt  and  so  on.  It  is  not  impossible  that  a  Judge  may 
find  in  the  result  that  a  particular  name,  such  as  "  Eureka,"  is  identified  with  a 
particular  maker,  although  there  may  be  instances  of  people  referring  to  it  by 
the  name  "  Eureka  "  without  identifying  it  with  the  man  who  claims  to  have 
made  it  or  sold  it.    He  has  cited  a  passage  in  which  a  learned  Judge  points  that 

30  out,  but  that  has  no  bearing  on  the  discussion  now  before  us.  it  is  simply  the 
question  whether  that  issue,  which  I  have  read  from  the  Plaintiffs'  own 
pleadings,  ought  to  have  been  on  the  evidence  supported  and  which  could  not 
reasonably  on  the  evidence  have  been  decided  as  it  was.  When  we  get  to  the 
evidence  we  find  a  number  of  witnesses  who  unquestionably  hai  the  very  best 

35  means  of  knowing  what  the  meaning  of  this  word  "  Shorland  "  was  in  the  trade, 
and  among  persons  who  bought  and  sold  it,  and  who  have  given  a  large  body 
of  evidence,  and  might  have  probably  given  quite  as  much  more  if  the  jury 
had  allowed  it,  to  the  effect  that  on  asking  for  the  "  Shorland "  shoe  the 
public  are  not  to  be  taken  to  demand  and  expect  one  of  Gamages*  shoes.    The 

40  Plaintiffs,  on  the  other  hand,  called  a  larj^er  number  of  witnesses,  who  say  that 
the  public  ought  to  have  that  expectation.  The  jury  have  found  that  they  ought 
not  to  have  it,  and  have  not ;  and  I  have  no  doubt  that  one  factor  in  the  grounds 
of  the  jury's  opinion  was,  that  it  was  obvious,  as  was  pointed  out  by  the  learned 
Lord  Chief  Justice  in  the  summing  up,  that  the  Plaintiffs  based  their  case  on 

45  an  utterly  hopeless  foundation.  It  was  said  and  believed,  and  no  doubt  they 
would  like  to  establish,  that  they  have  a  monopoly  in  the  word  "  Shorland." 
They  had  nothing  of  the  kind.  They  could  only  succeed  by  having  the  issue, 
which  was  properly  defined  by  the  Lord  Chief  Justice,  found  in  their  favour. 
In  my  judgment  there  was  abundant  evidence  to  support  the  finding  of  the 

50  jury.  I  am  not  at  all  sure  whether  I  should  not  have  felt  bound  to  have  arrived 
at  the  same  conclusion  of  fact  myself  if  I  had  heard  the  evidence. 

ROMBR,  LJ. — I  agree.  The  jury  were  entitled  to  take,  and  I  see  no  reason- 
able doubt  that  they  did  take  into  consideration  all  the  important  circumstances 
of  the  case.    To  some  of  those  circumstances  I  called  the  attention  of  Mr. 

55  MoiMon  in  the  course  of  his  argument,  and  I  will  not  now  repeat  them.  The 
ca^e  occupied  a  considerable  time  in  its  trial,  and  the  jury  had  an  ample  oppor- 
tunity of  understanding  the  points  in  dispute,  which,  after  all,  as  pointed  out 

If 
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by  the  Lords  JuBtices,  were  not  difficult  or  complex,  and  of  thoroughly  appre- 
ciating the  evidence  bearing  on  those  points.  The  question  before  us  is  not  to 
what  conclusion  we  might  have  come  had  we  heard  the  case  and  seen  and  heard 
the  witnesses,  and  had  to  decide  the  questions  of  fact  which  arose.  The  question 
is  whether  the  finding  Qf  the  jury  should  be  set  aside  and  a  new  trial  be  5 
ordered,  or  judgment  be  entered  for  the  Plaintiffs.  I  cannot  see  my  way  to  do 
either  consistently  with  the  principles  upon  which  this  Court  acts,  for  these 
short  reasons.  '  In  the  first  place,  the  jury  were  rightly  directed  by  the  Lord 
Chief  Justice.  I  think  the  points  which  had  to  be  decided  by  the  jury  were 
fairly  and  properly  put  before  them,  and  I  have  no  reason  to  believe  that  10 
they  did  not  fully  and  duly  appreciate  them.  Lastly,  it  appears  to  me 
impossible  to  say  that  the  jury  could  not  reasonably  on  the  whole  of  the 
evidence  have  come  to  the  conclusion  that  they  did. 


In  the  Privy  Council 

Present:  LORD  HoBHOUSB,   LORD  Macnaghton,  LORD    Davby,  and   Sir  15 

William  Couch. 

January  27th  and  February  25th,  1899. 

In  the  Matter  op  Thornycropt's  Patent. 

Patent — Petition  for  prolongation. — Invention  not  sufficiently  meritorious. 
— Failure  to  prove  inadequate  remuneration.  20 

Tlie  beneficial  owners  of  a  patent  for  improvements  in  steam  generators 
ai>plied  for  a  prolongation.  The  invention  was  admittedly  useful.  The 
accounts  sliowed  a  profit  on  the  foreign  patents  and  also  on  boilers  fitted  to  boats 
not  constructed  by  the  Petitioners,  but  a  loss  on  boilers  fitted  to  boats  constructed 
by  the  Petitio7iers.  In  the  case  of  these  latter,  tJie  profit  or  loss  had  been  arrived  25 
at  by  taking  the  2)rofit  or  loss  on  the  boats,  including  the  boilers,  and  dividing 
it  between  the  boilers  and  the  boat  exclusive  of  the  boilers  in  proportion  to  their 
relative  cost. 

Held,  that  the  invention,  thou^gh  useful,  was  not  especially  meritorious^  and 
that  the  Petitioners  had  failed  to  prove  that  sufficient  remuneration  had  not  or  30 
could  not  have  been  made,  and  that,  therefore,  the  Judicial  Committee  would 
advise  Her  Majesty  that  the  prayer  of  the  petition  should  be  refused. 

On  the  31st  day  of  January  1885,  Letters  Patent  (No.  1404  of  1885)  were 
giranted  to  John  Isaac  Thornycroft  for  an  invention  for  **  Improvements 
in  *' steam  generators.**  Patents  were  also  taken  out  in  Spain,  France,  35 
Bnssia,  Austria,  the  United  States,  Italy,  New  Zealand,  New  South  Wales, 
C^ermany,  Finland,  Canada,  Denmark,  and  Belgium.  The  legal  interest  in 
th@  English  Letters  Patent  and  also  in  the  foreign  Patents,  with  the  exception 
4jf  the  French  Patents,  was  vested  in  John  Isaac  Thornycroft.     The  legal 
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interest  in  the  French  patent  was  vested  in  one  David  Tiueddle.  The  beneficial, 
interest  in  all  the  Patents  was  vested  in  the  Petitioners,  John  Isaac  Thomycroft 
and  John  Dondldsmi^  who  carried  on  business  at  Chiswick  as  partners 
nnder  the  style  of  John  I.  Thomycroft  d-  Co. 
5  The  accounts  presented  by  the  Petitioners  showed  a  loss  on  the  British  patent 
of  £6,204  11^.  and  a  profit  on  the  foreign  patents  of  £5,826  58.  4d.,  resulting  in 
a  total  loss  of  £378  5«.  8d.  To  this  it  was  proposed  to  |add  the  sum  of 
£33,255  15s,  9d.  which  represented  the  loss  on  the  hull  and  engines  of  a  vessel 
called  the  "  Speedy,"  which  was  a  special  contract  undertaken  for  the  purpose  of 

10  proving  the  suitability  of  boilers  made  under  the  patent  for  gun-boats,  cruisers, 
and  other  large  vessels.  The  accounts  also  showed  that,  whereas  a  loss  of 
£6,494  7s.  had  resulted  on  the  construction  of  boilers  fitted  to  vessels  built  by 
the  firm,  the  Petitioners  had  made  a  profit  of  £3,178  10s.  on  boilers  constructed 
for  boats  not  built  by  the  firm. 

15  The  petition  now  came  on  for  hearing.  Moulton^  Q.C.,  and  Graham 
(instructed  by  Tatham  and  Lousada)  appeared  for  the  Petitioners;  ^iv  Richard 
Webster^  A.G.,  and  Sutton  appeared  for  the  Crown. 

Moultony  Q.C.,  explained  the  invention,  and  then  called  witnesses,  including 
John  Isaac  Thomycroft^  one  of  the  Petitioners,  Professor  Capper^  who  spoke  to 

20  the  novelty  and  utility  of  the  invention  and  to  the  prejudice  that  had  existed 
against  water  tijbe  boilers,  and  David  Tweddte^  who  explained  the  accounts. 

Moultan^  Q.C. — This  boiler  was  the  first  successful  water  tube  boiler.  Many 
attempts  had  previously  been  made,  but  none  were  successful.  After  14  years  it 
has  not  been  surpassed  for  certain  purposes.    Some  others  are  lighter,  but  for  acom- 

25  bination  of  lightness  and  economy  it  is  still  the  best.  It  has  shown  other  people 
the  road  to  success,  but  being  the  first  it  had  to  contand  with  all  the  prejudice 
against  water  tube  boilers.  Subsequent  types  have  reaped  the  benefit  of  this. 
Ow^ing  to  this  prejudice,  orders  had  to  be  accepted  at  an  unremunerative  price. 
Under  the  foreign  patents  many  licenses  have  been  granted,  and  there  is  a  profit 

30  from  these  foreign  patents  of  £5,826  5s.  4rf.  On  the  other  hand,  there  is  a  loss  on 
the  British  patent  of  £6,204  lis.  This  sum  does  not  include  the  loss  on  the 
"  Speedy  "  apart  from  the  boilers.  This  vessel  was  built  as  an  advertisement, 
and  it  is  an  open  question  whether  the  loss  on  the  vessel,  apart  from  the  boilers, 
amounting  to  £33,255  15s.  9^.,  can  fairly  be  charged  against  the  patent.    In  the 

35  accounts  presented,  it  is  put  separately  so  as  to  avoid  confusion.  Apart, 
however,  from  this  sum  there  is  a  loss  on  the  British  patent,  which  is  greater 
than  the  profit  on  the  foreign  patents.  There  is  a  profit  of  £3,178  10s.  on  boilers 
supplied  for  boats  built  by  other  shipbuilders.  [Lord  Davby. — If  it  is  possible 
to  estimate  the  price  of  boilers  to  be  fitted  to  boats  built  by  other  firms  so  as  to 

40  show  a  profit,  is  it  not  also  possible  to  do  so  with  boilers  fitted  to  ships  built  by 
the  firm  itself  ?]  Most  of  the  boilers  were  made  for  the  firm's  own  ships  ;  of 
those  made  for  other  firms,  some  show  a  loss,  just  as  some  of  those  built  for 
their  own  ships  show  a  profit.  It  is  urged  that  the  method  of  arriving  at  the 
loss  on  the  boilers  is  not  correct  because,  in  the  Admiralty  tenders,  the  price  of 

4i  the  baila»iB«atiiiimted.  Bnt  where  the  total  price  quoted  is  wrong,  and  there  is  a 
loss  on  the  whole  contract,  is  it  fair  to  say  that  the  whole  loss  is  on  the  ship 
apart  from  the  boilers  ?  I  ask  your  Lordships  to  say  that  this  is  a  fair  case  for  an 
extension. 

Sir  Richard  Webster^  A.G. — ^The  accounts  here  are  set  out  quite  honestly  and 

50  straightforwardly.  The  invention  is  certainly  one  of  considerable  merit,  and  if 
your  Loidsiiipfi  think  that  the  invention  is  sufficiently  meritorious  to  bear  the 
total  loss  on  the  "  Speedy  "  there  has  been  undoubtedly  a  great  loss.  [Lord 
HOBHOUSB. — Do  you  admit  that  the  "Speedy"  was  an  experimental  casePj 
Yes.    The  question  is  whether  the  boilers  can  fairly  be  saddled  with  the  total 

55  loss  on  the  vessel.  According  to  the  Admiralty  estimate,  the  loss  on  the 
"  Speedy  "  boilers  was  £688.  The  evidence  as  to  merit  would  have  been  more 
satisfactory  had  an  Admiralty  expert  been  called.    It  seems  strange  that  the 
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boilers  made  for  ships  built  by  other  firms  show  a  profit,  while  those  made  for 
their  own  ships  show  a  loss.  This  seems  to  show  that  it  is  somewhat  hard  on 
the  boilers  to  have  to  bear  the  whole  of  this  proportionate  loss.  It  also  seems 
to  point  to  the  fact  that  the  method  of  arriving  at  the  profit  or  loss  on  the  boilers 
is  not  satisfactory.  5 

Lord  Davby. — This  is  an  application  for  an  extension  of  the  term  of  certain 
Letters  Patent,  dated  the  31st  January  1885,  and  granted  to  John  Isaac 
Tliurnycrofty  for  "  Improvements  in  steam  generators."  The  invention  has 
reference  to  what  are  known  as  water  tube  boilers,  and  consists  of  the  combina- 
tion of  various  parts,  all  or  most  of  which  were  admittedly  not  new  at  the  date  10 
of  the  Letters  Patent.  It  is  no  doubt  a  useful  invention,  particularly  in  marine 
engines,  and  has  been  applied  with  success  both  in  this  country  and  abroad.  It 
has  been  used  in  vessels  of  the  Royal  Navy  in  which  high  speed  is  required 
with  small  weight  of  boilers  and  of  fuel  to  be  carried  in  the  vessel.  But  the 
evidence  has  not  satisfied  their  Lordships  that  the  invention  is  one  of  such  15 
striking  or  unusual  merit  as  would  justify  them  in  recommending  an  extension 
of  the  term  of  the  patent.  The  only  evidence  on  this  point,  in  addition  to  that 
of  the  Patentee  himself,  is  that  of  Professor  Capper^  who  speaks  of  th3  boiler  as 
the  best  of  its  kind  for  certain  purposes.  He  is  no  doubt  a  gentleman  of  com- 
petent skill  and  knowledge,  but  his  evidence  on  a  point  of  this  kind  has  not  the  20 
same  authority  as  that  of  a  naval  architect  or  constructor  might  have  had. 

The  evidence  as  to  the  remuneration  of  the  Patentee  is  also  unsatisfactory. 
In  the  opinion  of  their  Lordships,  the  Petitioners  fail  to  give  any  suflScient 
explanation  why  they  have  not  or  might  not  have  received  adequate  remunera- 
tion for  the  invention.  The  Petitioners  have  received  a  net  profit  of  £5,826  25 
5s.  4d.  on  their  foreign  patents.  They  have  also  made  a  profit  of  £3,178  10.^. 
during  the  years  from  1888  to  1895  inclusive  on  boilers  made  by  them  in  this 
country  for  boats  not  built  by  them,  being  at  the  rate  of  about  16  per  cent,  on 
the  expenditure.  But  they  state  that  they  have  lost  £6494  7s.  in  fitting  the 
patented  boilers  on  boats  built  by  themselves  under  contract.  They  have  built  30 
between  30  and  40  boats  fitted  with  the  patented  boilers  from  the  year  1885  to  the 
3^ear  1896  at  an  expense  of  £480,686.  In  particular  they  state  that  in  the  year 
1891  they  lost  a  sum  of  £38,226  8s.  9c?,  on  a  vessel  called  the  **  Speedy,"  which 
they  built  for  the  British  Admiralty,  and  they  attribute  £4,970  13s.  of  the  loss  to 
the  boilers.  In  this  and  other  cases  the  Petitioners  have  taken  the  percentage  35 
of  loss  on  the  boat  including  the  boilers,  and  divided  it  pro  rata  between  the 
actual  cost  of  the  boilers  and  that  of  the  boat  exclusive  of  the  boilers.  It 
appears,  however,  on  cross-examination,  that  the  tenders  for  the  "  Speedy,"  as 
well  as  for  some  other  vessels,  contained  separate  prices  for  the  boilers,  and  for 
the  boat,  and  the  difference  between  the  contract  price  and  the  actual  cost  of  the  40 
boilers  of  the  "  Speedy "  was  £688  only.  Their  Lordships  think  that  the 
proportion  of  loss  attributed  to  the  boilers  is  ascertained  on  a  fallacious  principle, 
but  in  the  circumstances  of  this  case  they  do  not  find  it  necessary  to  dwell 
on  these  details.  No  explanation  whatever  has  been  offered  why  this  large 
loss — nearly  10  per  cent,  on  the  amount  expended — was  incurred  in  building  45 
boats  fitted  with  the  patent  boilers  for  themselves,  while  a  handsome  profit  was 
made  on  supplying  the  boilers  for  boats  built  by  other  builders.  In  the  absence 
of  any  explanation,  the  facts  proved  are  consistent  with  the  existence  of  some 
error  of  judgment,  miscalculation,  or  other  defect  in  the  Petitioners'  mode  of 
carrying  on  their  business  of  boat  building,  and  their  Lordships  cannot  accept  50 
the  evidence  as  proof  that  no  profit  was  or  could  have  been  made  in  working  the 
patented  invention. 

They  will,  therefore,  humbly  advise  Her  Majesty  that  the  prayer  of  the 
petition  be  refused. 
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In  the  High  Court  op  Justicb.— Chancery  Divisk..:. 

Before  Mr.  Justice  NoRTk.— Pebniary  24th,  18.  d. 

Freeman  Brothers  v,  Sharpe  Brothers  f'^  Co.,  Ld. 

Action  to  restrain  passing  off  hy  use  of  a  word.—Stich  word  registered  as 
5  part  of  a  trade  mark.—  Word  originally  med  hy  Defendants  to  denote  patented 
articles  made  hy  them  under  license  from  the  Plaintiffs.— Motion  to  rectify  the 
Register  of  Trade  Marks. 

The  Plaintiffs  in  1893  granted  a  sole  license  to  manufacture  closets  under  a 
patent  to  S.y  who  afterwards  transferred  his  husiness  to  a  Limited  Company. 

10  The  license  terminated  in  1898.  In  the  five  years  S.  and  his  su^ccessors  manu- 
fachired  closets  under  the  licensCj  some  of  which  were  sold  hy  the  Plaintiffs  and 
some  hy  S.  and  his  successors.  The  former  were  sold  as  "  Turrit'^  and  the 
latter  as  « Capstan."  The  word  "  Capstan"  with  the  device  of  a  capstan^  was 
roistered  as  a  trade  wxirk  hy  8.  hy  arrangement  with  the  Plaintiffs.    The 

15  registration  was  for  the  whole  of  CUiss  16,  hut  the  trade  mark  was  only  t^ed 
on  closets  made  under  the  license  until  a  few  months  after  the  determination  of 
the  license,  when  the  Company  hegan  to  sell  closets  of  a  slightly  different 
pattern  as  "  Capstan  No.  2."  The  Plaintiffs  thereupon  hrought  an  action  to 
restrain  the  Company  from  selling  any  closets  of  their  manufacture  under  the 

20  title  of  "  Capstan"  and  from  in  any  other  manner  passing  off  their  goods  as 
gdods  constructed  under  the  license  of  the  Plaintiffs.  The  Plaintiffs  moved  for 
an  interlocutory  injunction,  and  also  moved  to  expunge  the  trade  mark  from  the 
Register  on  the  ground  that  "  Capstan  "  was  the  name  of  a  patented  article,  and 
on  the  ground  that  the  Company  were  no  longer  able  to  manufacture  "  Capstan  " 

25  closets,  and  thei^efore  iheir  goodwill  in  such  closets  having  determined  tlie  trade 
mark  had  determined  also. 
Held,  that  hoth  motions  failed  and  must  be  refused. 

In  1892  a  Patent  (No.  22,036  of  1892)  was  granted  to  William  James  Freeman 

and  iStJunn  Freeman  for  improvements  in  the  construction  of  water  closets. 

30  On  the  23rd  of  November  1893,  a  sole  license  was  granted  by  the  Patentees 

girho  traded  as  Freeman  Brothers)  to  Edmund  Sharpe  (who  traded  as  Sharpe 
rothers  A  Co.)  to  manufacture  and  sell  the  patented  closets,  and  all  closets 
sold  under  the  patent  from  that  time  until  the  termination  of  the  license 
which  took  place  in  the  month  of  June  1898,  were  manufactured  by  Sharpe 
35  Brothers  &  Go,,  which  firm  was  subsequently  turned  into  a  Limited  Companv. 
Those  which  were  manufactured  for  the  purpose  of  being  sold  by  Freeman 
Brothers  were  marked  "  Turrit,"  which  was  part  of  a  registered  trade  mark  of 
Freeman  Brothers.  As  to  those  sold  by  Sharpe  Brothers  A  Co.,  it  was  arranged 
during  the  negotiations  for  the  license  that  they  should  be  sold  under  the  name 
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of  "  Capstan."  It  was  further  arranged  that  this  word  should  be  registered  by 
Sharpe  Brothers  &  Co.  as  a  trade  mark,  and  accordingly  on  the  17th  of 
November  1893,  Shaipe  Brothers  &  Go.  registered,  under  No.  176,482  as  a  trade 
mark  for  porcelain  and  earthenware  goods  included  in  Class  16,  the  device  of  a 
capstan  with  the  word  "  Capstan  "  underneath.  Freeman  Brothers  alleged  that  it  5 
was  aiTanged  that  this  trade  mark  should  be  used  only  upon  closets  manu- 
facture.! according  to  their  patent,  but  Sharj)e  Brothers  <t  Co.  denied  that  there 
was  any  b.-.ch  arrangement.  It  appeared,  however,  that  as  a  matter  of  fact  the 
trade  mark  never  was  used  except  in  respect  of  such  closets.  On  the  determi- 
nation of  tho  license.  Freeman  Brothers  took  over  Sliarpe  Bro(h&i*s  &  Co.'s  10 
stock  of  "  Caps  pn "  closets,  five  in  number.  Two  or  three  months  after  the 
determination  of  the  license,  Sharpe  Brothef^s  A  Co.  began  to  sell  a  closet  of  a 
slightly  different  j.  Utern  under  the  name  of  "  Capstan  No.  2."  Thereupon 
Freeman  Brothers  commenced  an  action  against  them  for  an  injunction  to 
restrain  them  from  selling  any  closets  of  their  manufacture  under  the  title  of  15 
"  Capstan,"  and  from  in  any  other  manner  passing  off  goods  of  their  manufacture 
as  or  for  the  goods  constructed  under  the  license  of  the  Plaintiffs.  The 
Plaintiffs  gave  notice  of  motion  for  an  interlocutory  injunction  and  also  notice 
of  a  motion  to  rectify  the  Register  of  Trade  Marks  by  expunging  trade  mark 
No.  176,482.  20 

The  motions  came  on  for  hearing  before  Mr.  Justice  NORTH  on  the  24th 
February  1899. 

John  Cutler^  Q.C.,  and  A.  J.  Walter  (instructed  by  Campbell  and  Parry) 
appeared  for  the  Plaintiffs;  Moulton,  Q.C.,  and  Sebastian  (instructed  by 
And7'ew  Wood  and  Purvis)  appeared  for  the  Defendants.  Affidavits  were  filed  25 
on  both  sides.  The  Plaintiffs*  trade  witnesses  deposed  to  the  effect  that  in  the 
trade  both  "  Capstan  "  and  **  Turrit "  denoted  closets  made  under  the  Plaintiffs* 
patent  irrespective  of  the  maker.  The  Defendants'  trade  witnesses  deposed  to 
the  effect  that  "  Capstan  "  meant  a  closet  made  by  Sharpe  Brothers  &  Co.^  and 
that  such  closets  were  bought  on  their  reputation.  30 

John  Cutler,  Q.C.,  for  the  Plaintiffs.— From  1893  to  1898  the  word  «  Capstan  " 
denoted  a  closet  made  under  Fi^eemans*  patent,  and  nothing  else,  and  the 
Plaintiffs  derived  a  profit  from  every  "  Capstan  "  closet  sold.  They  sold  some 
themselves  on  which  they  got  the  whole  profit,  and  they  got  a  royalty  on  every 
closet  manufactured  by  the  Defendants.  Any  one  ordering  a  "  Capstan  "  closet  35 
meant  a  closet  of  a  particular  kind,  namely,  a  closet  made  under  Freemans* 
patent,  and  it  was  immaterial  whether  they  knew  or  not  who  manufactured 
them.  The  Defendants  now  claim  to  sell  as  ^'  Capstan  "  that  which  is  not  a 
"  Capstan"  closet,  thus  they  are  defrauding  the  public  and  invading  the  Plaintiffs* 
rights.  The  addition  of  "  No.  2  "  to  the  word  "  Capstan  "  is  not  sufficient  to  dis-  40 
tinguish  the  closets  which  the  Defendants  now  sell  from  those  which  they 
formerly  sold.  They  have  no  right  to  sell  as  a  "Capstan"  any  closet  not 
manufactured  under  the  patent. 

As  to  the  motion  to  rectify,  ^^  Capstan  *'  is  the  name  under  which  a  patented 
article  has  been  sold  for  five  years.    It  is  immaterial  that  there  was  another  45 
name  as  well.    The  trade  mark  was  registered  for  the  purpose  of  being  used 
on  this  patented  article,  as  was.  shewn  by  the  fact  that  for  five  years  it  has  been 
used  for  that  and  nothing  else.    A  sole  licensee  cannot  by  registration  acquire 
the  monopoly  of  the  name  of  a  patented  article  any  more  than  the  patentee  can. 
The  mark  ought  to  be  expunged  on  this  ground ;  but  there  is  also  another  50 
ground.    A  trade  mark  determines  under  Section  70  of  the  Act  of  1883  with 
the  goodwill  of  the  business  concerned  in  the  goods  for  which  it  is  registered. 
Here  tho  mark  was  registered  for  the  whole  class,  but  only  used  for  the  patented 
closets.    In  so  far  as  it  was  registered  for  the  whole  class  the  registration  is 
bad  as  being  too  wide,  and  if  it  is  confined  to  the  closets,  for  use  on  which  it  55 
was  registered,  then  the  Defendants  cannot  and  have  not,  since  June  1898,  made 
or  sold  any  of  such  closets,  and  therefore  their  goodwill  is  gone. 
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MouUariy  Q.C.,  and  Sebastian  for  the  Defendants. — "  Capstan  "  is  not  the  name 
of  any  goods,  but  merely  denotes  that  the  goods  are  made  by  the  Defendants. 
The  function  of  a  trade  mark  is  to  indicate  the  origin  of  goods  and  not  their 
nature.  There  is  no  proof  of  any  understanding  by  the  Defendants  not  to  use 
5  the  trade  mark  on  any  other  goods  except  the  patented  closets.  The  Plaintiffs 
have  only  sold  "  Capstan  "  closets  as  merchants,  all  closets  which  they  so  sold 
having  been  taken  from  the  Defendants.  It  would  be  a  fraud  for  the  Plaintiffs 
to  use  "  Capstan  *'  on  any  closets  not  manufactured  by  the  Defendants,  and  they 
would  be  restrained  from  so  doing.      The  question  is  really  between  the 

10  Defendants  and  the  public,  and  not  between  the  Defendants  and  the  Plaintiffs. 
The  Defendants  have  taken  sufficient  precaution  to  prevent  any  confusion  by 
sending  out  circulars.  The  Defendants'  goodwill  is  not  solely  in  closets 
made  under  the  patent,  but  in  closets  generally,  and  it  is  immaterial  that  the 
Defendants  have  altered  their  pattern.    The  trade  mark  was  registered  with 

15  the  consent  of  the  Plaintiffs  and  for  the  whole  class,  and  the  Defendants  are 
entitled  to  use  it  on  any  goods  in  that  class  that  they  like.    We  submit  that 
both  motions  should  be  refused. 
John  CutUr^  Q.C.,  replied. 
North,  J. — I  think  the  case  is  a  very  simple  one,  and  that  the  Plaintiffs'  case 

20  fails  altogether. 

The  Plaintiffs  are  the  owners  of  a  patent  under  which  one  of  the  many 
patterns  of  closets  are  made.  About  1893  they  did  not  wish  to  manufacture 
these  closets  themselves,  but  they  made  an  arrangement  with  the  Defendants 
by  which  the  Defendants  were  to  have  an  exclusive  license  to  make  them  ;  and 

25  they  also  were  to  make  and  supply  to  the  Plaintiffs  such  as  the  Plaintiffs  wanted. 
Then  an  arrangement  was  come  to  as  to  the  name  to  be  used.  The  Plaintiffs  had 
a  trade  mark  with  what  they  called  a  "  Turrit "  ship  on  it,  and  they  proposed  that 
they  should  use  the  name  "Turrit"  upon  what  I  will  call  for  shortness  all  patented 
articles  made  by  the  Defendants,  but  supplied  by  them  to  the  Plaintiffs  for  sale 

30  by  the  Plaintiffs.  The  word  "  Turrit  "  was  to  be  devoted  to  that  purpose  ;  the 
same  articles  which  the  Defendants  were  to  make,  not  for  sale  or  delivery  to 
the  Plaintiffs  with  the  word  "Turrit"  on,  were  to  be  disposed  of  by  the 
Defendants  to  customers  of  their  own ;  and  the  arrangement  there  was  made, 
that  when  all  the  Plaintiffs'  articles  were  to  have  "  Turrit "  on  those  which 

35  were  not  the  Plaintiffs'  articles  were  to  have  the  name  "Capstan"  on;  and 
I  will  take  Mr.  Cutler* s  definition  of  what  that  meant,  because  he  read  it  from 
the  affidavit,  that  "Capstan"  meant  from  the  first  closets  made  according  to 
Freeman's  patent  manufactured  by  the  Defendants,  and  sold  by  them  to  the 
pnblic.    Therefore  the  use  of  the  word  "  Capstan,"  which  was  registered  as  a 

40  trade  mark  was  intended  by  the  Defendants  and  Plaintiffs  to  be  addressed 
to  an  article  made  according  to  the  patent — not  all  articles,  but  articles 
manufactured  and  sold  by  the  Defendants  to  the  public. 

Down  to  the  middle  of  the  year  1898  that  course  of  business  went  on,  but  at 
that  time  the  license  was  put  an  end  to.     During  the  five  years  for  which  it 

45  lasted  there  was  never  an  article  with  "  Capstan  "  on  sold  by  the  Plaintiffs 
except  such  as  they  took  from  the  Defendants,  because  they  had  none  of  their 
own  with  "  Capstan  "  on.  They  took  some  from  the  Defendants  in  order  that 
they  might  re-sell  them  again,  and  they  never  from  first  to  last  supplied  articles 
with  "  Capstan "  on  except  what  they  got  from  the  Defendants  in  that  way. 

50  On  the  other  hand  what  they  have  sold  have  had  "  Turrit "  on,  which  was  their 
own  mark — the  name  selected  by  them  to  be  put  upon  the  goods,  and  always 
put  on.  The  article  itself  is  not  described  in  any  way  as  Freemans\  or 
Freemans'  patent,  or  anything  of  the  kind.  The  only  way  it  is  known  is  by 
the  name  "  Capstan,"  pointing  distinctly  to  its  being  made  and  sold  as  their 

55  own  manufacture  by  the  Defendants.  It  seems  to  me  that  that  is  a  perfectly 
good  trade  mark.  It  is  a  trade  mark  which  was  registered  by  the  Defendants 
}n  Class  16,  for  porcelain  and  earthenware  goods  included  in  Class  16.    That  is 

U  2 
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the  desoription  of  it  in  the  Trade  Marks  Journal ;  and  it  is  true  that  for  many 
years  they  only  used  it  in  connection  with  closets  that  were  made  in  accordance 
with  the  Plaintiffs*  patent.  Since  the  summer  of  1898  it  has  not  been  open  to 
them  any  longer  to  continue  that  manufacture,  the  license  being  withdrawn, 
and  since  that  time  they  have  not  discontinued  the  sale  of  closets,  but  they  5 
have  continued  to  sell  closets  as  before,  only  of  a  different  kind.  To  a  person 
who  does  not  know  much  about  such  things,  looking  at  the  pictures,  one  does  not 
notice  any  very  great  difference ;  but  the  parties  who  are  concerned  in  the 
business  do  know  the  difference  between  them;  and  there  is  no  complaint 
made  by  the  Plaintiffs — and  this  is  conclusive  on  the  point — ^that  what  has  been  10 
done  by  the  Defendants  since  the  license  was  withdrawn  was  in  any  way  a 
breach  of,  or  an  infringement  of,  the  patent  which  they  had  worked  under 
license  down  to  that  time.  It  took  a  month  or  two  to  find  an  article  that  they 
were  satisfied  with.  There  was  a  discontinuance  of  the  use  of  the  name  for  a 
short  time,  as  they  had  not  the  articles  to  put  it  upon,  but  from  the  time  15 
when  they  had  they  have  ever  since  continued  to  use  this  name  on  the  articles 
manufactured  by  them,  and  from  1893  until  the  present  time  there  has  never 
been  any  complaint  of  any  sort  made  by  the  Plaintiffs  of  their  doing  so.  In 
my  opinion  they  have  not  done  what  is  imputed  to  them.  They  have  not 
adopted  the  name  of  the  article  as  a  trade  mark.  The  trade  mark  is  not  the  20 
name  of  the  article  that  is  dealt  with,  but  the  trade  mark  shows  the  origin  from 
which  the  article  comes.  It  has  always  been  used  for  that  purpose.  Under 
those  circumstances  it  seems  to  me  that  there  is  no  case  whatever  for  saying 
that  the  Defendants  have  done  what  they  are  not  justified  in  doing.  Though 
no  doubt  there  are  some  decisions  that  say  that  the  registration  in  a  particular  25 
class  does  not  give  you  necessarily  the  right  to  the  trade  mark  for  everything 
in  the  class,  but  only  to  such  of  the  articles  in  respect  of  which  you  use  it,  yet 
here  it  is  not  suggested  that  the  Defendants'  use  of  this  word  for  their  new 
article  is  in  any  way  a  departure  from  their  rights  under  the  registration. 
There  is  this  to  be  said  for  the  Defendants  also,  that  shows  they  have  acted  30 
from  their  point  of  view  very  honestly  in  the  matter :  they  have  sent  out  to 
every  person  with  whom  they  have  had  to  do  notices,  by  circular  and  other- 
wise, that  the  article  they  are  selling  is  no  longer  in  the  same  form  as  the  old 
one  was,  and  they  have  marked  the  distinction  between  the  article  formerly 
sold  by  them  and  the  article  sold  by  them  now  by  adding  to  the  trade  mark  35 
the  phrase  ^^  No.  2,'*  indicating  at  once  that  there  is  some  change,  and  it  is  a 
warning  to  persons  to  look  out  for  the  difference.  Under  those  circumstances 
they  seem  to  have  acted  not  only  within  their  legal  rights,  but  honestly  in  the 
matter. 

Then  as  regards  the  rectification  of  the  Register  it  is  put  on  two  grounds.  I  40 
do  not  see  how  there  can  be  possibly  any  right  to  rectify  the  Register  when  we 
find  that  the  trade  mark  was  put  upon  it  quite  properly  at  the  first,  and  has 
continued  to  be  properly  on  the  Register  down  to  the  last  for  the  reasons  I  have 
just  indicated.  As  regards  the  argument  upon  section  70  of  the  Patents, 
Designs,  and  Trade  Marks  Act  of  1883,  I  confess  I  cannot  deal  with  that  45 
because  I  fail  altogether  to  understand  it.  In  my  opinion  both  applications  fail 
and  must  be  dismissed. 

Moulton^  Q.C. — Dismissed  with  costs — both  motions  ? 

North,  J. — No,  the  application  to  rectify  is  dismissed  with  costs.    The  other 
is  only  an  interlocutory  motion.  50 

MoultoTiy  Q.C. — Those  costs  will  be  reserved  ? 

North,  J.^No,  I  make  no  order  about  costs.    The  usual  rule  applies. 
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In  the  Court  of  Appeal. 

Be/ore  Thb  Lord  Chief  Justice  of  England  and  Lords  Justices 

A.  L.  Smith  and  Collins. 

•   February  22nd,  1899. 

The  Pneumatic  Ttre  Company,  Ld.  v.  The  Puncture  Proof 

v»  Pneumatic  Tyre  Company,  Ld. 


PaUnL — Action  for  infringement. — Inquiry  as  to  damages. — Measure  of 
damages. 

An  is^guiry  as  to  damages  having  been  ordered  on  a  judgment  by  consent 

10  in  an  action  for  i'nftiMgement  of  a  patent  relating  to  bicycle  tyreSy  and  the 
Master  having  made  his  oertifioate,  the  Defendants  moved  to  reduce  the 
damages  found  by  the  Master.  They  contended  that  the  evidence  showed  that 
the  damages  ought  not  to  be  assessed  on  tJie  basis  that  the  orders  given  to 
them  for  tyres  would  have  gone  to  the  Plaintiffs^  inasmuch  as  the  infringing 

15  tyres  had  been  Inmght  for  second-grade  bicycles^  and  that  the  INaintiffs* 
tyres  would  not  have  been  fitted  to  sxkch  machines^  but  that  the  Plaintiffs 
were  only  entitled  to  damc^es  on  the  basis  that  the  order's  would  have  gone 
to  the  licensees  of  the  Plaintiffs^  from  whom  the  Plaintiffs  would  have  been 
entitled  to  royalties. 

SO      Held  by  WILLS,  J.^  that  the  contention  of  the  Defendants  was  correcty  and  that 
the  damages  must  be  reduced  accordingly. 
The  Plaintiffs  appealed. 

Held,  by  the  Court  of  Appeal^  that  the  proper  measure  of  damages  was  the 
actual  loss  caused  to  the  Plaintiffs^  and  that  the  sum  awarded  by  Wills,  J.^ 

25  correctly  represented  this  loss.    The  appeal  was  dismissed  with  costs. 

On  the  6th  of  May  1896,  T?ie  PneumcUic  Tyre  Company^  Ld.j  commenced 
an  action  against  The  Puncture  Proof  Pneumatic  Tyre  Company^  Ld.^  for 
infringement  of  the  Patent  (No.  14,563  of  1890)  granted  to  Carles  Kingston 
Welch  for  *' Improvements  in  rubber  tyres  and  metal  rims  for  felloes 
30  ^  of  wheels  for  cycles  and  other  light  vehicles,*'  claiming  the  usual  relief  and 
costs  as  between  solicitor  and  client.  The  Dunlop  Pneumatic  Tyre  Company ^ 
Ld.f  were  subsequently  added  as  Plaintiffs. 
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On    the    27th    of    February    1897,    it    was    by   consent  ordered    that    the 
Defendants   should    be    perpetually  restrained    from   infringing  the    Patent, 
ani  the  following  inquiry   was    ordered,   that   is    to   say,  an    inquiry  as   to 
what  damages  (if  any)  had  been  sustained  by  the  Plaintiffs  by  reason  of  the 
infrmgement    by    the    Defendants    of    the     Patent,    and,    after    an    order  5 
for  delivery    up  of    infringing    tyres,    it  was  ordered    that  the  Defendants 
should  pay   to   the   Plaintiffs  their  costs  of  the  action  up  to  and  including 
judgment,  such  costs  to  be  taxed  as  between  solicitor  and  client,  and  the  costs 
of  the  inquiry  were  reserved  with  liberty  to  apply.     By  the  certificate  of  the 
Master,  dated  the  22nd  of  April  1898,  it  was  certified  that  damages  amounting  l(i 
to  the  sum  of  1100/.  had  been  sustained  by  the  Plaintiffs  by  reason  of  the 
infringement  by  the  Defendants  of  the  said  Letters  Patent.     The  Defendants 
moved  to  vary  this  certificate  on  the  ground  that  the  damages  thereby  found  to 
have  been  sustained  by  the  Plaintiffs  had  not  been  assessed  upon  the  true 
measure  of  damages,  and  that  the  amount  of  damages  found  by  the  said  report  15 
might  be  reduced  from  the  sum  of  1100/.  to  nil,  or,  in  the  alternative,  to  the 
sum  of  267/.  5^.  Od, ;  or  that  such  further  or  other  order  might  be  made  as  to  the 
Court  might  seem  proper.    The  above-mentioned  amount  of  267/.  58.  Od.  was 
arrive!  at  by  computing  the  damages  at  half-a-crown  per  infringing  tyre,  and  50/. 
in  addition.    On  the  21st  October  1897,  and  before  the  inquiry  was  actually  20 
begun,  the  Defendants   expressed   their  willingness   to   pay  this  amount  in 
settlement.    The  motion  was  by  consent  heard  by  WILLS,  «/.,  alone  on  the 
14th  of  May  1898,  when  the  learned  Judge  found  that  as  the  Plaintiffs' "  Dunlop  " 
tyres,  on  which  they  made  a  profit  of  about  1/.  a  tyre,  could  not  have  been  sold 
for  the  purposes  for  which  the  Defendants'  infringing  tyres  had  been  sold,  the  25 
damages  sustained  by  the  Plaintiffs  was  the  amount  of  royalty  the  Plaintiffs 
would  have  received  from  tyres  of  a  similar  class  had  they  been  manufactured 
by  the  Plaintiffs'  licensees.    He,  therefore,  fixed  the  damage  at  1738  half-crowns, 
plus  50/.,  in  consideration  of  the  inconvenience  caused  to  the  Plaintiffs,  or 
267/.  bs,  Qd.,  and  gave  judgment  for  that  sum,  but,  under  the  circumstances,  30 
without  costs.* 

The  Plaintiffs  appealed. 

J.  F,  Moulton,  Q.C.,  A.  J.  Walter,  and  J.  A.  Bucknill  (instructed  by  J.  B, 
and'  F,  Purchase)  appeared  for  the  Appellants ;  H,  Terrell,  Q.C.,  and  W.  M. 
Oann  (instructed  hj  A.  W.  Osmond)  appeared  for  the  Respondents.  35 

Moulton,  Q.C.,  and  Walter,  for  the  Appellants. — The  Respondents  here  admit 
having  sold  1738  infringing  tyres,  and  the  question  is  solely  a  question  of  the 
amount  of  damages  to  which  the  Appellants  are  entitled.  The  profits  which 
the  Appellants  make  is  about  1/.  per  tyre.  The  Master  assessed  the  damages  at 
1100/.  This  figures  out  at  about  12^.  per  tyre.  The  principle  he  acted  on  was  40 
to  take  the  difference  between  the  cost  and  selling  price  of  1738  tyres,  and 
deduct  20  per  cent,  to  allow  for  the  fact  that  the  Appellants  might  not  have  sold 
all  the  1738  tyres.  We  are  quite  content  with  this  amount.  Wills,  J.,  however, 
on  appeal  reduced  the  amount  to  267/.  5^.  Oc?.,  allowing  the  Appellants  damages 
at  the  rate  of  2^.  6c/.  per  tyre  and  50/.  added.  This  is  the  amount  the  Appellants  45 
Would  have  got  had  the  tyres  been  supplied  by  their  licensees.  Tyres  of  this 
particular  sort  could  not  be  aupplied  by  licensees,  as  the  Appellants  have  never 
and  do  not  intend  to  grant  a  license  for  this  particular  form  of  tyre.  The  effect 
of  the  judgment  of  Wills,  J.,  is  to  put  the  infringer  into  the  position  of  a 
licensee.  A  man  cannot  infringe  and  then  say  that,  because  the  Patentee  allows  50 
others  to  manufacture  lawfully  at  2s.  M,  per  tyre,  he  is  therefore  only  liable  for 
the  same  amount.    The  Master  proceeded  rightly.    The  putting  of  1738  tyres  of 
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the  special  type,  which  the  Appellants  have  always  reserved  for  themselves,  on 
the  market  is  a  very  great  damage,  and  the  Respondents  cannot  come  afterwards 
and  say  that  they  could  have  bought  other  tyres,  not  of  the  same  type,  on  which 
the  Appellants  would  have  got  &.  6rf.  We  agree  that  a  reduction  should  be 
5  made  to  allow  for  the  possibility  of  our  not  having  sold  all  these  tyres.  They 
say  that  these  tyres  were  used  for  second  grade  machines,  but  there  is  no 
evidence  that  the  Appellants*  tyres  are  not  used  for  second  grade  machines. 

S?HB  Lord  Chief  Justice. — The  proper  measure  is  the  amount  by  which 
e  Appellants  have  been  damnified.]     No.    The  measure  is  the  amount  the 

10  Respondents  would  have  had  to  pay  for  a  license  to  do  this  lawfully.  [THE 
Lord  Chief  Justice. — But  you  say  you  would  not  grant  a  license  for  this 
form  of  tyre.]  The  Court  would  assess  a  reasonable  amount.  Af  t«r  being  a  wrong- 
doer you  cannot  be  put  into  the  position  of  a  right-doer.  This  is  what  WillSy  J., 
has  done  here.    If  a  Patentee  sells  an  article  for  5Z.  and  an  infringer  sells  it 

15  for  10s.  he  would  be  able  to  say  you  have  suffered  no  damage,  because  my 
customers  would  not  have  paid  your  price.  [Smith,  LJ, — What  have  you 
lost  ?]  We  have  lost  what  we  would  have  got  had  they  come  to  us  and  paid 
for  a  license  to  do  this  lawfully.  [Smith,  A.  J.— But  they  would  not  have  come.] 
They  have  done  the  wrong  and  are  too  late,  and  therefore  they  must  pay  the 

20  Patentees  a  reasonable  price.  Where  the  sales  of  the  Patentee  are  not  injured 
by  the  sales  of  the  infringer  damages  are  not  given,  but  a  fair  sum  representing 
what  would  have  been  required  from  the  infringer  for  a  license.  If  they  had 
not  sold  these  tyres,  but  only  manufactured,  the  Appellants  would  be  entitled 
to  the  amount  they  would  have  paid  for  leave.     If  the  Patentees  were  not 

25  willing  to  give  leave  they  are  entitled  to  the  profit  they  would  have  made  if 
they  had  supplied  the  tyres.  The  learned  Judge  has  taken  what  is  often  a 
useful  means  of  assessing  the  damage  as  a  rule  of  law.  [Collins,  LJ, — Is  the 
measure  of  damage  different  where  the  Patentee  grants  licenses  ?]  Yes,  if 
there  is  a  commercial  price  for  the  identical  article.    Had  it  not  been  for  the 

30  Respondents  we  should  have  sold  all  these  tyres,  because  they  could  not  have 
got  this  type  elsewhere.  This  case  is  covered  by  Boyd  v.  Tootal  Broadhurst 
Company^  11  R.P.C.  143.  [Counsel  also  referred  to  The  United  Horseshoe 
Nail  Company  v.  Stewart^  3  R.P.C.  143,  and  The  American  Braided  Wire 
Company  v.  Thomson,  7  R.P.C.  152,  L.R.  44  CD.  274.] 

35       Counsel  for  the  Respondents  were  not  called  upon. 

Lord  Russell,  CJ, — This  case  comes  before  the  Court  upon  an  appeal  from 
the  judgment  of  Mr.  Justice  Wills^  which  judgment  was  in  its  turn  given 
upon  an  appeal  from  the  decision  of  Master  Wilberforce,  The  question  in 
the  case    is    one    which    relates    entirely    to    the    quantum  of    damage    to 

40  which  the  Plaintiffs  are  entitled  in  the  circumstances  of  the  case,  and  the 
peculiarity  of  the  way  in  which  it  is  now  presented  to  the  Court  is,  that  at  the 
inquiry  before  the  Master,  when  witnesses  were  examined,  the  ai^^ment  of  the 
Plaintiffs*  Counsel  and  the  evidence  which  the  Plaintiffs*  Counsel  adduced  were 
directed  to  proving  that,  by  reason  of  the  acts  of  infringement  of  the  Defendants, 

45  the  sale  of  the  Plaintiffs*  tyres  had  been  damaged  to  the  extent  of  1738  tyres. 
Before  the  learned  Judge  the  same  arguments  were  presented,  and  the  learned 
Judge  took  a  different  view  from  that  taken  by  the  Master,  not  merely  as  to  the 
amount,  but  as  to  the  principle  on  which  the  amount  of  damages  was  to  be 
computed.    When  the  case  is  presented  to  us  to-day  the  learned  Counsel  for  the 

50  Plaintiffs  took  grounds  and  presented  a  view,  which  I  shall  presently  consider, 
as  to  the  true  measure  of  the  damage,  not  presented  either  to  the  Master  or,  as 
far  as  I  can  see,  to  the  learned  Judge. 

The  facts  of  the  case  are  these  : — The  Plaintiffs  are,  amongst  other  patents 
which  they  possess,  the  proprietors  of  a  patent  known  as  the  Welch  Patent. 

55  Several    forms   of   tyres   are    made  under    this    Patent   by    Licensees,    but 


.  ^212 REPORTS  OJ?  PATENT,  DESIGN,      [April  .26, 18dd. . . 

The  Pneumatic  Tyre  Company y  Ld.  v.  The  Puncture  Proof  Pneumatic 

Tyre  Company^  Ld, 

the  distinctiTe  feature  of  the  tyre  which  the  Plaintiffs  have  always  reserved 
to  themselves  is  the  presence  of  continuous  wires  on  each  of  the  edges. 
It  is  conceded  that  the  Defendants  infringed  that  Patent,  and  that  they 
infringed  that  patent  by  selling  tyres  which  were  used  in  combination 
with  certain  other  Patents,  with  some  of  which,  at  least,  the  Plaintiffs  have  no  5 
connection.  In  that  state  of  things  the  matter  comes  before  the  Master  to  assess 
the  damage,  and  I  will  first  consider  what  is  the  true  principle  upon 
which  in  such  a  case  the  damage  is  to  be  assessed.  No  doubt  the  Defendants 
are  to  be  treated  as  wrongdoers.  They  have  done  something  which  they  are 
not  entitled  to  do ;  but  before  the  Plaintiffs  are  entitled  to  recover,  even  as  10 
against  a  wrongdoer,  they  have  to  prove  damage  to  themselves.  All  that  can 
be  said  in  the  case  of  a  man  who  is  a  wrongdoer  is  that  when  the  damages  come 
to  be  considered  juries,  and  courts  where  they  are  performing  the  functions  of 
juries,  deal  with  them,  and  commonly  and  usually  deal  with  them,  with  a  more 
or  less  liberal  hand  ;  but  still  the  question  that  must  be  proposed  to  a  jury  or  to  15 
a  Judge  is, — what  is  the  damage  which  in  such  a  case  as  this  the  Plaintiffs 
have  sustained  ?  It  seems  to  me  that,  applying  that  principle  to  the  facts  of  this 
case,  the  Plaintiffs  are  entitled  to  be  compensated  for  the  injury  that 
they  have  suffered  by  reason  of  what  the  Defendants  have  done,  and 
wrongfully  done ;  and  in  such  a  case  as  this,  or  a  case  somewhat  like  this,  20 
the  damage  would  be  properly  divisable  under  these  two  heads  :  What  injury 
has  been  done  to  the  Plaintiffs  by  reason  of  their  article  being  shoved  out 
of  the  market,  or,  to  use  the  expression,  I  think,  of  Lord  Watsony  "  sliouldered 
**  out  of  the  market "  ? — ^to  what  extent  has  their  trade  been  injured  ? — and  if 
the  case  were  one  in  which  the  infringing  articles  were  put  forward  under  25 
circumstances  in  which  it  might  affect  the  reputation  and  character  of  the 
Plaintiffs'  business  that  would  also,  in  my  opinion,  be  a  proper  subject  to  be 
considered ;  but  in  the  present  case  no  allegation  of  damage  under  that  head  has 
been  presented  or  suggested. 

It  has  been  said  that  the  principle  pught  to  be  the  principle  of  what  the  30 
Defendants  would  have  had  to  pay  for  permission  to  do  the  thing  which 
unauthorisedly  and  wrongfully  they  did.    For  the  purposes  of  this  case  it 
seems  to  me  to  be  enough  to  dispose  of  that  argument  by  saying  that  that 
suggestion  can  have  no  place  in  this  inquiry,  because,  as  was  stated  before  the 
Master,  and  repeated  by  the  learned  Counsel  here,  this  is  not  a  case  in  which  35 
the  Plaintiffs  ever  have  granted,  or,  so  far  as   their  present  intentions  are 
concerned,  now  intend  to  grant,  licenses  at  all ;  and  certainly  it  would  be  an 
inquiry  impossible  to  embark  upon  with  any  hope  of  success,  even  if  it  were 
an  inquiry  justified  by  the  facts,  as  to  what  figure  the  Plaintiffs  might  have 
been  di3posed  to  fix  in  order  to  give  to  the  Defendants  liberty  and  license  to  40 
manufacture  these  1738  tyres. 

I  should  like  to  say  in  connection  with  the  class  of  cases  that  have  been  so 
much  referred  to,  that  it  is  quite  conceivable  that  in  cases  where  there  is  a 
commercial  known  standard  of  license  for  the  manufacture  of  a  particular 
article — and  particularly  in  the  case  where  the  Patentee  is  not  himself  a  45 
manufacturer,  but  makes  his  profit  simply  by  the  granting  of  licenses — the 
measure  of  damage  may  in  such  cases  be  the  cost  of  the  license.  It  may  be  ; 
but  I  think,  upon  an  examination  of  all  tiiese  cases,  it  will  be  found  theit 
underlying  the  measure  of  damage  there  is  the  assumption  that,  if  it  had  not 
been  that  the  particular  Defendant  manufactured  the  particular  things,  then  50 
that  those  particular  things  would  have  been  manufactured  by  the  Plaintiff 
or  his  licensees. 

.1  pass,  therefore,  from  that  general  statement  to  apply  the  principle  which  I 
have  enunciated  to  the  facts  of  this  case,  and  to  endeavour  to  discover  what 
is  the  extent  of  injury  which  the  Plaintiffs  in  this  case  have  sustained  by  reason  55 
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of  the  wrongful  acts  of  the  Defendants.  Before  the  Master,  as  I  have  already 
said,  the  case  "was  put  upon  two  grounds ;  first,  upon  the  general  assumption 
that  if  the  Defendants  had  not  wrongfully  manufactured  the  1738  tyres  the 
Plaintiffs  would  have  done  so ;  and,  next,  by  putting  before  the  Master  the 
5  cost  of  production,  comparing  the  cost  with  the  selling  price,  and  claiming 
as  a  result  that  the  riamage  would  be  the  difference  between  the  cost 
and  the  selling  price  multiplied  by  1738.  That  was  the  Plaintiffs*  case. 
Now,  how  was  that  case  met.  I  do  not  stop  to  point  out  that  the  evidence  on 
the  part  of  the  Plaintiffs  on  those  heads  was  of  a  rather  loose  kind,  for  whereas 
10  the  manufacture  in  question  occurred  in  1896 — between  the  months  of  March 
and  November — the  Plaintiffs  appear  to  have  given  no  evidence  of  the  ruling 
cost  and  prices  in  that  year,  but  only  in  different  years. 

I  pass  from  that,  and  I  come  to  the  evidence  given  on  the  part  of  the 
Defendants,  and  notably  the  evidence  of  Mr.  Timherlake.    As  to  this  witness, 
15  two  things  are  to  be  borne  in  mind.    The  learned  Judge,  when  the  matter  came 
before  him  on  appeal,  had  this  evidence  pressed  upon  him,  and  he  was  obviously 
struck  by  it ;  and  as  he  had  not  had  the  opportunity,  which  the  Master  alone 
possessed,  of  seeing  the  witnesses,  and  observing  their  demeanour,  and  judging 
of  the  amount  of  credibility  to  be  given  to  their  testimony,  he  took  the  precaution 
20  of  writing  to  the  Master,  and  asking  the  Master  whether  or  not  he  might  treat 
Mr.  Thomas  Timherlake  as  a  reliable  witness,  and  the  Master  replied  that  he 
wasl  the  Master  saw  the  witness,  and  had  no  reason  to  doubt  he  was  a  reliable 
witness.    What  was  his  evidence?    He  says  he  is  a  cycle  manufacturer  at 
Maidenhead,  and  has  been    39  years    in    business.    ^^  Between    March    and 
25  *'  November  I  purchased  a  number   of    '  Auto '  tyres  from    the  Defendant 
**  Company.     They    were    cheap    tyres — ^about    11.    per    pair    loss    than    the 
"  Plaintiffs'."    Now  these  tyres,  which  he  calls  "  Auto  "  tyres,  are  admitted  to 
have  the  characteristics,  as  I  gather,  of  the  patent  known  by  that  name  '*  Auto,'' 
but  also  to  have  constituted  an  infringement  of  the  Plaintiffs'  "  Welch  "  patent, 
30  because  that  tyre  also  had  the  two  continuous  wires  round  the  rim.    Then  he 
goes  on  : — ^**  I  bought  them  for  second  grade  machines.    Plaintiffs'  tyres  are 
*'  not  as  a  rule  used  in  the  trade  for  second  grade  machines.    I  never  use  them 
"  for  those  myself.    I    use    the  '  Auto,'    the  *  Beeston,'  the  *  Woqdley,'  the 
"  *  Turner,'  and  '  Scott's  Standard.'    Those  are  all  cheap  tyres — cheaper  than 
35  "  Plaintiflb',    If  I  could  not  have  got  '  Auto '  tyres  I  should  not  have  bought 
"  Plaintiffs'  tyres  for  the  same  machines — the  second  grade.    The  difference  in 
'*  price  makes  them  prohibitory.    I  have  bought  '  Beeston  '  tyres ;  they  were 
**  formerly  fitted  with  endless  wire — but  not  latterly.    '  Scott's  Standard  '  is  an 
"  endless  wire  with  screw  nipple."    Then  he  is  cross-examined  : — "  I  make 
40  ^  200  to  250  machines  in  the  year,  and  sell  other  makers'  machines  as  well. 
'*  I  paid  1^.  17«.  &d,  a  pair  for  the  '  Auto '  tyres  ;  for  *  Beeston  '  I  paid  388.  6rf. 
**  and  42^;.  a  pair.    I  have  not  receipts  for  *•  Beeston '  bought  direct.    Rims  of 
"  *  Turner '  tyres  are  similar  to  Plaintiffs' ;  so  are  *  Scott's  Standard.'  Second  grade 
*^  machines  are  under  15/. ;  first  grade  from  15/.  to  30/.    I  charge  1/.  more  for 
45  "  *  Dunlop '  tyres."     Now  this    evidence    of    Timherlake^  who    had    bought 
about  200  out  of  the  1738,  was  accepted  as  typical  of  the  evidence  which  each 
of  the  other  persons  to  whom  these  tyres  were  sold  by  the  Defendants  would 
give  if  they  had  been  called  as  witnesses  and  examined  in  extenso.    I  under- 
stand from  the  learned  Counsel  for  the  Defendants  that  those  witnesses  were 
50  in  attendance,  and  that  for  convenience  it  was  to  be  taken  as  assumed  that  each 
one  of  the  persons  who  had  used  these  tyres  in  combination  .with,  other  parts  of 
the  machines  sold  as  bicycles  would  have  given  evidence  to  the  same  effect.    I 
do  not  pause  at  this  moment  to  say  more  than  this — that  it  is  impossible  not 
.  .  to  jsee'tbat,  if  that  is  reliable  evidence,  it  is  evidence  which  goes  strongly  to 
55  show  that  the  Plaintiffs'  mode  of  calculating  their  damages — namely,  on  the 
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principle  that  they  would  have  sold  these  1738  tyres  if  the  Defendants  had 
not — cannot  be  relied  on. 

Now,  the  Master  hears  that  evidence,  and  the  learned  Counsel  who  have  so 
ably  addressed  us  were  quite  justified  in  reminding  us  that  this  question  that 
has  come  before  us  from  the  Master  and  also  from  the  Judge  is  very  much  as  if  5 
it  were  a  question  on  motion  for  a  new  trial  after  a  verdict  given  by  the  jury, 
where  the  question  would  be,  not  whether  the  verdict  given  is  that  which  the 
learned  Judges  hearing  the  appeal  would  give,  but  whether  there  is  evidence 
upon  which  a  jury  could  reasonably  act  in  arriving  at  the  conclusion  at  which 
they  did  arrive  ;  and  I  propose  to  test  the  present  case  by  no  other  test  than  10 
that.    The  learned  Master  proceeds,  as  I  gather — I  think  I  correctly  render  his 
judgment,  and  the  ground  upon  which  it  was  based — thus, — ^he  first  of  all  con- 
,  siders  the  difference  between  the  cost  and  the  selling  price  of  tyres  made  under 
the  Welch  Patent  with  these  continuous  wires.     He  deals  with  the  suggestion 
that  a  license  might  have  been  obtained  for — I  will  not  say  the  same — but  a  some-  1 .5 
what  similar  but  inferior  combination  of  tyre  at  2.s.  &d,j  and  he  points  out  that, 
in  his  judgment,  that  is  not  applicable,  because  he  does  not  think  that  a  license 
could  have  been  obtained,  according  to  the  evidence,  for  the  use  of  this  particular 
contrivance  at  that  price.    Whether  he  was  right  or  not  on  that  I  will  see  in  a 
moment.    The  learned  Judge  takes  apparently  a  somewhat  different  view,  and  20 
my  own  impression  is  that  in  that  respect  the  Master  took  the  right  view — ^that 
for  this  particular  thing  a  license  could  not  have  been  obtained.     He  tjien 
proceeds  to  consider  the  point  made  by  the  Defendants,  which  is  to  this  effect — 
that  the  tyres  sold  by  the  Defendants  did  not  consist  simply  of  the  use  of  the 
"  Welch  "  Patent,  but  also  combined  with  it  a  distinctive  feature  of  the  Patent  25 
known  as  the  '^  Auto  ^'  Patent ;  and  therefore,  say  the  Defendants,  that  again  is  a     ' 
circumstance  which  goes  to  show  that  the  particular  tyres  we  sold  could  not 
have  been  sold  by  the  Plaintiffs,  and  therefore  they  cannot  have  been  damnified 
in  the  manner  or  to  the  extent  which  they  allege.    The  Master  dismisses  that, 
and  I  do  not  think  he  was  quite  right  in  doing  so  if  he  arrived  at  the  conclusion  30 
that  it  was  a  matter  of  any  substance,  as  to  which  he  expresses  no  opinion  ;  but 
he  dismisses  it  by  saying  *^  that,  in  my  judgment,  is  entirely  immaterial,  inasmuch 
"  as  it  is  admitted  that  the  Defendants  were  infringers  of  the  Plaintiffs'  Patent." 
Finally,  he  comes  more  closely  to  the  actual  principle  on  which  he  proceeds. 
He  arrives  at  the  conclusion  that  the  sale  of  the  Plaintiffs'  was  damaged,  in  35 
fact,  by  there  being  put  upon  the  market  these  1738  infringements  of  the 
Plaintiffs'  Patent,  and  he  proceeds  to  consider  how  far  the  damage  extended. 
Now,  speaki'^g  with  all  deference  to  the  learned  Master  who  disposed  of  the 
question,  it  seems  to  me  that  the  principle  there  applied  was  the  correct  principle 
applicable  in  the  circumstances  of  the  case.    I  think  that  the  correct  principle  40 
is  to  endeavour  to  ascertain  how  far  the  sale  of  the  Plaintiffs'  tyres  was  interfered 
with  by  the  unauthorised  manufacture  and  sale  of  the  1738  tyres  on  the  part  of 
the  Defendants.    Having  enumerated,  therefore,  the  principle  on  which  he 
proceeds,  he  then  tries  to  put  the  matter  into  figures,  and  the  way  in  which  he 
does  that  is  admitted  not  to  be  accurate — whether  the  result  would  be  the  same  45 
I  have  not  stopped  to  examine — because  what  he  does  is  this.    The  proper  mode 
clearly  would  have  been  to  have  made  up  his  mind  to  what  extent — ^to  what 
number  of  bicycles — so  far  as  he  could  judge,  had  the  Plaintiffs'  sale  been 
intei^ered  with ;  and,  having  arrived  at  that  figure,  then  he  would  multiply 
whatever  the  difference  between  the  cost  and  the  selling  price  would  be  by  the  50 
figure  00  arrived  at.    That  would  have  been  the  correct  principle.    What  ho 
appears  to  have  done  is  this.    He  deducted  20  per  cent,  from  the  difference 
between  the  cost  and  the  selling  price,  with  the  result  that  it  works  oat  at 
something  like  12s.  a  tyre.    In  other  words,  he  arrives  at  the  conclusion  that 
by  far  the  greater  number  of  these  1738  tyres  would  have  been  sold  and  55 
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manu&ctnred  by  the  Plaintiffs  if  it  had  not  been  for  the  wrongfal  and 
nnaathoriaed  manofactnre  and  sale  by  the  Defendants. 

The  question  I  have  now  to  consider  is  :  Was  that  conclusion  justified  by  the 
evidence ;  that  is  to  saj,  is  that  a  result  at  which  he  could  reasonably  arrive 
5  acting  upon  the  evidence  ?  I  confess  I  do  not  think  he  could.  I  see  no  ground 
for  thinking  that  if  Timberlake^s  evidence  is  true  any  very  considerable  number 
of  those  1738  tyres  would  have  been  manufactured  by  the  Plaintiffs  at  all.  On 
the  contrary,  I  arrive  at  the  conclusion  that  a  very  insignificant  number  of  them 
would  have  been  manufactured  by  the  Plaintiffs,    and  I  arrive  at  that  for 

10  the  reason  that  I  accept — ^as  the  learned  Judge  did,  and  as  the  Master  did — the 
evidence  of  Timherlake  as  being  correct  and  reliable  evidence,  showing  that 
these  tyres  were  applied  to  an  inferior  grade  of  machines,  and  they  were  not 
applied  under  circumstances  in  which  the  higher-priced  Dunlop  tyres  would 
have  been  applied. 

15       Then  the  matter  comes  before  the  learned  Judge,  and  with  the  greater  part 
of  his  judgment  I  find  myself  in  entire  agreement.    He  begins  by  saying : — 
*'  If  it  is  proved  that  the  necessary  consequence  of  an  infringer's  act  is  to  damage 
the  reputation  of  the  patented  article  or  process,  or  to  interfere  with  its 
general  and  extended  consumption  or  use,  very  substantial  damages  might  be 

20  "  recovered."  I  have  already  pointed  out  that  that  question  is  not  here  raised. 
Then  he  says — after  pointing  out  that  there  is  no  evidence  of  that  kind-r>that 
what  is  here  suggested  is  that  the  1738  tyres  to  which  the  Plaintiffs'  patent  has 
been  improperly  applied,  which  have  been  sold  by  the  Defendants,  would  have 
been  sold  by  the  Plaintiffs  if  it  had  not  been  so  improperly  applied*     But  he 

25  arrives  at  the  conclusion— relying  largely  on  the  evidence  of  Timherlake — that 
this  is  not  so.  He  then  proceeds  to  say  that  the  Plaintiffs  are  entitled  to 
damages ;  that  it  is  fair  to  assume  that  it  would  have  affected  their  business — 
to  some  degree,  at  all  events ;  and  that  they  were  entitled,  to  some  extent,  to 
damages.    Then  he  proceeds  to  consider  it,  and  says  : — *'  But  the  Defendants 

30  '*  admitted  that,  if  they  had  not  succeeded  in  selling  the  tyres  they  improperly 
^'  sold,  their  customers  would  very  likely  have  bought  in  the  place  of  machines 
''  which  used  these  tyres  other  machines  fitted  with  other  tyres  made  by  licensees 
^^  of  the  Plaintiffs  in  which  the  Plaintiffs'  patent  was  made  use  of,  though  in  a 
''  form  and  to  an  extent  which  made  the  tyres  inferior  to  the  high-priced 

35  **  Dnnlop  tyres,  and  which  were,  like  the  Defendants'  tyres,  largely  used  for 
*'  the  manui^ture  of  second  grade  bicycles,  and  that  upon  such  tyres  the 
*'  Plaintiffs  would  get  a  royalty  of  2^.  (d.  apiece."  I  confess  I  see  nothing  in 
the  evidence  which  justifies  that  view  in  point  of  fact ;  in  my  judgment,  that 
is  not  the  true  measure  of  damages.    1  think  that  the  true  measure  of  damages 

40  in  the  circumstances  of  the  case,  and  the  true  principle  upon  which  the  damages 
are  to  be  measured,  was  that  stated  by  the  Master  ;  but  1  think  that,  in  applying 
that  measure  of  damages,  he  has  arrived  at  figures  which  are  quite  unsupported 
and  quite  unwarranted  on  the  face  of  the  evidence  that  was  given  before  him. 
What,  then,  is  the  Court  under  such  circumstances  to  do  ?    Upon  the  principle — 

45  which  I  think  erroneous — on  which  Mr.  Justice  TTiVfo  arrived  at  the  computation 
of  damage — he  has  given  them  267/.  be.  Od. — I  do  not  think  the  Court,  in  a  case 
of  this  kind,  is  called  upon  to  scrutinise  too  closely  and  too  accurately  how  that 
extent  of  damage  is  made  out  I  agree  that  there  ought  to  be  with  a  liberal 
hand  damages  dealt  as  against  a  wrongdoer  under  circumstances  of  this  kind  ; 

50  but  the  essential  principle  must  never  be  lost  sight  of — that  it  is  not  an  action  to 
punish  the  Defendants.  It  is  an  action  to  compensate  the  Plaintiffs.  That  is 
the  object  of  the  action.    That  states  the  case. 

On  the  whole,  I  have  arrived  at  the  conclusion  that,  though  I  think  the 
principle  on  which  the  learned  Judge  proceeded  was  not  right,  yet,  looking  at 

55  the  matter,  as  one  in  this  connection  must  do,  without  any  reliable  and  accurate 


216  REPORTS  OF  PATENT,  DESIGN,      [April  26, 1899- 

The  Pneumatic  Tyre  Oompany^  Ld,  v.  TJie  Puncture  Proof  PneumcUic 

Tyre  Company^  Ld. 

guide,  the  fignre  he  has  named  probably  fairly — and  perhaps  liberally — repre- 
sents the  damage  to  the  Plaintiffs,  and  I  do  not  see  any  reason  to  disturb  that 
finding.    If  it  errs  at  all  it  seems  to  me  to  err  on  the  side  of  liberality. 

Smith,  L.J. — I  am  entirely  of  the  same  opinion.  My  Lord  has  covered 
the  whole  of  this  case  ;  I  agree  in  all  that  he  has  said  ;  and  I  certainly  come  to  5 
the  conclusion  that  the  measure  of  200^.  odd  which  my  brother  Wills  has 
allowed  to  the  Plaintiffs  is  certainly  not  unfavourable  to  them,  having  regard  to 
what  the  Plaintiffs  have  proved  to  be  their  measure  of  damage  in  all  the 
circumstances  of  the  case. 

COLLIKS,  L.J. — I  am  of  the  same  opinion.    When  one  sees  how  my  brother  10 
Wills  came  to  allow  the  amount  which  he  did  allow  I  do  not  think  it  involves  any 
erroneous  principle  on  his  part,  because  I  think  that  he  is  applying  the  principle 
which  my  Lord  has  laid  down  as  the  true  principle,  and  that  appears  from  the 
opening  sentences  of  his  judgment.    He  says  : — "  They  have  to  show,  therefore, 
^'  that  they  have  sustained  pecuniary  loss,  and,  as  far  as  the  nature  of  the  case  15 
'^  may  permit,  the  amount  of  that  loss.'*    Then,  having  laid  down  that  principle, 
and  having  excluded  the  measure  which  the  Master  in  fact  adopted — as  he 
does^-on  the  evidence,  he  goes  on  to  say  that  the  Defendants,  while  setting  up 
successf  ally  that  the  evidence  did  not  establish  the  measure  which  the  Maister 
adopted,  admit  that  the  Plaintiffs  may  have  suffered  damage  to  the  extent  20 
which,  would  be  represented  by  the  2s,  6d.  apiece.    He  says  this: — "The 
*'  Defendants  admitted  that  if  they  had  not  succeeded  in  selling  the  tyre  they 
^^  improperly  sold  their  customers  would  very  likely  have  bought  in  the  plaoeaf 
"  machines  which  used  these  tyres  other  machines  fitted  with  other  tyres  made 
"  by  licensees  of  the  Plaintiffs  in  which  the  Plaintiffs*  patent  was  made  use  of,  85 
'^  though  in  a  form  and  to  an  extent  which  made  the  tyres  inferior  to  the  high- 
"  priced  Dunlop  tyres.'*    Looking  for  some  measure  of  damage  as  against  the 
Defendants,  who  had  themselves  admitted  this,  and  rather  by  way  of  indulgence 
to  the  Plaintiffs,  he  takes  against  the  Defendants  an  admission  which  they  have 
made  that  in  actual  money  the  Plaintiffs  may  be  taken  to  have  lost  that  amount,  30 
and  that  is  the  reason — ^he  is  not  seeking  to  apply  that  as  the  principle  upon 
which  damages  should  be  assessed,  but  rather  as  giving  them  the  benefit  of 
something  the  Defendants  were  ready  to  admit  is  due. 

Lord  Russell,  CJ.—l  think  probably  my  brother  Collins  is  right.  The 
learned  Judge  certainly  states  correctly  the  principle  upon  which  he  intends  to  35 
proceed.  Probably  the  explanation  of  tbe  way  in  which  he  does  proceed  is  as 
Lord  Justice  COLLINS  stated — ^that  he  has  taken  that  as  an  admission  against 
themselves  on  the  part  of  the  Defendants.  What  I  was  desiring  to  point  oat 
was,  that  I  think  he  was  in  error,  in  fact,  in  assuming  that  a  license  would  have 
been  given  for  the  manufacture  of  these  tyres. 

The  appeal  was  dismissed  with  costs. 
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IH  THE  Court  of  Appeal. 

Before  The  Master  of  the  Rolls  and  Lords  Justices  Rigby  and 

Vaughan  Williams. 


February  16th  and  27th,  1899. 

5      The  Royal  Baking  Powder  Company  v.  Wright,  Crossley  &  Co. 

Trade  libel.  —  Alleged  untrue  statement.  —  Alleged  malice. — Appeal  by 
Defendants,  —  Admissibility  of  evidence  to  explain  meaning  of  docu)nent. — 
Construction  of  document. — Appeal  allowed. 

In  lS97y  two  Trade  Marks^  registered  by  the  R.  Company ^  of  New  York^  were 

10  exptinged  from  the  Register  of  Trade  Marks  by  the  order  of  the  Courts  at  the 
instance  of  W.y  C.  &  Co.^  Both  Trade  Marks  were  labels  containing  prominently 
the  UH)rds  "  Royal  Baking  Poivder.'^  Shortly  afto^wards  W.y  C.  &  Co.  issued 
a  circular  referring  to  tJie  said  order ^  which  circular^  and  the  statements  of 
travellers  and  agents  of  TT.,  C.  A  Co.y  were  alleged  by  the  R.  Company  to  be 

15  an  intimation  thcU  the  R,  Company  were  not  entitled  to  sell  baking  potvder  as 
"  Royal  Baking  Powder ^'^  and  that  tT.,  C.  A  Co.  intended  to  proceed  against 
persons  using  the  labels  to  stop  the  use  of  those  words.  The  R.  Company 
comtnenced  an  action  to  restrain  TT.,  0.  A  Co.  from  representing  that  tJie 
Plaintiffs  were  not  entitled  to  sell  their  Royal  Baking  Potvder  in  the  United 

20  Kingdom^  and  from  maliciously  threatening  the  customers  of  the  Plaintiffs 
unth  legal  proceedings  in  respect  of  their  sales  of  the  Plaintiffs^  said  baking 
powder.  It  was  held  at  the  trials  that  the  circular  represented  what  was  not  true 
unthregard  to  the  Plaintiffs^  Baking  Powder  and  trade^  and  was  issued  not  in  good 
faith  in  support  of  a  claim  or  right  really  m,ade  or  intended  to  be  exercised  by  the 

25  Defendants^  but  malicumsly^  and  had  caused  special  and  substantial  damage  to. 
the  Plaintiff^.  An  injunction  was  granted  in  the  terms  of  the  first  part  of  the 
writ^  and  an  inquiry  as  to  damages  was  also  granted^  unth  costs  up  to  and 
including  judgment ;  the  costs  of  the  inquiry  were  reserved.  The  Defendants 
appealed. 
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Heldy  on  appeal^  that  there  being  no  circumstances  to  suggest  that  the  circular 
had  a  secondary  meaning  evidence  to  explain  its  meaning  was  inadmissible^ 
and  that  the  circular  did  not  mean  that  the  Defendants  intended  to  proceed 
against  persons  selling  the  Plaintiff's^  Bakiyig  Powder  under  the  name  "  Royal 
"  Baking  Powder^''  and  that  the  circular  was  not  in  any  respect  untrue.  The  5 
appeal  was  allowed  laith  costs  in  both  Courts^  the  costs  of  the  inquiry  to  be  costs 
in  the  action. 

On  the  6th  of  August  1887,  The  Royal  Baking  Powder  Company^  of  106,  Wall 
Street,  New  York,  U.S. A.,  registered  a  Trade  Mark  under  No.  66,683,  for  baking 
powder,  in  Class  42 ;  nine  years'  user  before  the  13th  of  August  1875,  was  10 
claimed  for  such  Trade  Mark.    On  the  6th  of  February  1888,  the  same  Com- 
pany registered  a  Trade  Mark  under  No.  66,684,  for  baking  powder,  in  Class  42,  no 
prior  use  being  claimed  for  the  same.     Both  Trade  Marks  contained  prominently 
the  words  "Royal  Baking  Powder.'**    On  the  12th  February  1897,  Wright, 
Crossley  A  Co,  gave  notice  of  a  motion  to  rectify  the  Register  by  expunging  15 
the  said  Trade  Marks,  on  a  variety  of  grounds.    On  the  motion  coming  on  for 
hearing  on  the  9th  of  April  1897,  before  ROMER,  J.,  The  Royal  Baking  Powdsr 
Company  did  not  appear,  and  an  order  was  made  expunging  the  two  Trade 
Marks  {In  the  Matter  of  tlie  Trade  Marks  of  the  Royal  Baking  Powder  Com- 
pany, 14  R.P.C.  425).    On  the  20th  of  April  1897,  Wright,  Crossley  A  Co.  20 
issued  a  circular,  which  was  headed  in  red  type,  "  Manufacturers  of  the 
*'  Original  Royal  Baking  Powder,  *  Lion '  Brand,"  and  ran  as  follows  : — 

"  Royal  .Baking  Powder, 

"  Dear  Sir, — We  beg  to  call  your  attention  to  the  following  order  of  the 
"  Chancery  Court  of  the  High  Court  of  Justice,  made  by  Mr,  Justice  Romer  25 
«  on  the  9th  of  April  1897  :— 

**  In  the  High  Court  of  Justice. — Chancery  Division. 

«  *  Mr.  Justice  ROMBR.    (Friday,  9th  day  of  April  1897.) 

"  *  Mr.  Carrington,  Registrar.    P.  320. 

"  '  In  the  Matter  of  the  Registered  Trade  Marks  numbered  66,683  and  66,684  30 
"  *  of  The  Royal  Baking  Powder  Company,  106,  Wall  Street,  New 

"  '  York,  U.S.A.,  and 

• 

"  <  In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883-1888. 

*'  '  Upon  motion  this  day  made  unto  this  Court  by  Counsel  for  Messieurs 
"  *  Wright,  Crossley  &  Co.,  of  17,  North  John  Street,  in  the  City  of  Liverpool,  35 
^^ '  and  upon  reading  affidavits,  &c. : 

"  '  This  Court  doth  order  that  the  Register  of  Trade  Marks  be  rectified  by 
<*  *  expunging  therefrom  Trade  Marks  Nos.  66,683  and  66,684,  both  in  Class 
"  '  No.  42.  And  it  is  ordered  that  notice  of  this  order  be  given  to  the  Comp- 
**  *  troller-Qeneral  of  Patents,  Designs,  and  Trade  Marks  by  serving  a  copy  of  40 
"  '  this  order  upon  the  said  Comptroller,  or  by  leaving  the  same  with  a  clerk 
** '  at  the  office  of  the  said  Comptroller,  and  at  the  same  time  producing  the 
"  '  duplicate  of  this  order  passed  and  entered.' 

"  We  are  compelled  to  give  notice  to  the  trade  generally  that  it  is  our  inten* 
**  tion  to  proceed  against  anybody  selling  any  American  baking  powder  in  tins  45 


*  These  Trade  Marks  will  be  found  in  U  B.P.O.,  at  pages  425  and  426. 
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^  bearing  either  of  the  labels  which  have  been  strack  off  the  Roister  by  the 
^  Court  The  labels  will  be  found  on  pages  452  and  453  of  the  Trade  Marks 
"  Journal,  No,  524. 
"  We  should  be  much  obliged  if  you  will  assist  us  in  our  eflEorts  to  protect 
5  **  British  traders  by  bringing  to  our  notice  any  instance  of  the  sale  of  American 
'^  baking  powder  in  tins  bearing  either  of  the  above  labels." 

On  the  12th  of  May  1897,  TJie  Royal  Baking  Powder  Company  commenced 
an  action  against  Wright,  Grossley  &  Go,  for  an  injunction  to  restrain  the 
Defendants,  their  servants  and  agents,  from  maliciously  representing  that  the 

10  Plaintiffs  were  not  entitled  to  sell  their  "  Royal  Baking  Powder"  in  the  United 
Kingdom  of  Great  Britain  and  Ireland,  and  from  maliciously  threatening  the 
customers  of  the  Plaintiffs  with  legal  proceedings  in  respect  of  their  sales  of 
the  Plaintiffs'  said  baking  powder.  On  the  same  day  the  Plaintiffs,  by  leave, 
gave  notice  of  motion  for  an  interlocutory  injunction  in  the  terms  of  the  writ. 

15  The  motion  was  ordered  to  be  placed  in  the  witness -list,  with  leave  to  cross- 
examine  the  persons  who  had  made  affidavits,  and  to  adduce  further  evidence. 
It  was  heard  on  the  26th,  27th,  and  28th  of  April  1898,  by  Romer,  J.,  who  held 
that  the  circular  represented  what  was  not  true  with  regard  to  the  Plaintiffs' 
baking  powder  and  trade,  and  was  not  issued  in  good  faith  in  support  of  a  claim 

20  or  right  really  made  or  intended  to  be  exercised  by  the  Defendants,  but 
maliciously,  and  had  caused  special  and  substantial  damage  to  the  Plaintiffs. 
An  injunction  was  granted  in  the  terms  of  the  first  part  of  the  writ,  and  an 
inquiry  as  to  damages  was  also  granted,  with  costs  up  to  and  including  judgment, 
the  costs  of  the  inquiry  being  reserved.*    The  Defendants  appealed. 

25  Neville,  Q.C.,  and  L.  B,  Sebastian  (instructed  by  Field,  Roscoe  A  Go.,  agents 
for  Batesons,  Warr  and  Wimshurst,  of  Liverpool)  appeared  for  the  Appellants  ; 
Warmington,  Q.C.,  Levett,  Q.C.,  and  *S'.  Dickinson  (instructed  by  Janson,  Gohb 
and  Pearson)  appeared  for  the  Respondents. 

Neville,  Q.C.,  opened  the  Appellants'  case,  stating  the  facts,  and  continued. — 

30  In  such  an  action  as  this  malice  must  be  shown  ;  White  v.  Mellin  L.R.,  (1895), 
A.C.  154,  and  Halsey  v.  Brotherhood,  L.R.  19,  Ch.  D.  386.  [Vaughan 
Williams,  LJ^, — In  an  action  for  slander  of  title  it  must  be  shown  that  the 
statement  is  false  and  also  malicious.]  We  could  have  taken  proceedings  in 
respect  of  the  label  actually  used.    A  representation  that  a  thing  is  a  Trade 

35  Mark  is  sufficient  to  constitute  an  offence  under  section  105  of  the  Patents,  &c. 
Act,  1883,  without  the  use  of  the  word  "  Registered " ;  Lewis  v.  Ooodbody, 
67  L.T.  194.  We  did  actually  proceed  under  that  section  in  respect  of 
the  label  which  the  Plaintiffs  used.  But,  in  any  case,  it  is  sufficient  now 
for  the  Defendants  to  show  that  their  conduct  was  reasonable.    They  were  not 

40  bound  to  point  out  to  the  Plaintiffs  how  the  labels  could  be  set  riffht.  The 
inference  of  malice  ought  not  to  be  drawn  against  the  Defendants.  What  was  in 
thecircular  wascorrect.  Also  we  submit  that  there  was  no  evidence  of  damage.  The 
circular  never  stopped  any  sale  which  the  Plaintiffs  might  legally  have  made.  On 
the  second  mark  in  the  '*  Trade  Marks  Journal  "  it  is  true  that  the  words  "  Trade 

45  *^Mark  Registered"  do  not  occur;  but  this  mark  was  never  used,  and  the 
matter  is  of  little  importance,  but  proceedings  were  in  fact  contemplatedlunder 
the  Merchandise  Marks  Act,  1887.  [v  AUGHAN  Williams,  L.J.— You  do  not 
here  allege  an  exclusive  title  in  yourselves  in  setting  up  that  the  occasion  was 
privileged.]     The    Defendants    have    a    right    to    defend   their    trade,    and 

50  have  a  right  to  set  up  that  the  occasion  was  privileged.  There  was  nothing 
untrue  in  the  circular  ;  there  was  no  inuendo.  The  Plaintiffs  to  succeed  must 
show  damage — White  v.  Mellin — ^and  as  to  the  second  label,  at  any  rate,  there 
could  be  no  damage.     [The  judgment  was  then  read.] 


♦  15  R.P.O.  677. 


220  REPORTS  OF  PATENT,  DESIGN,      [April  26, 1899. 

The  Royal  Baking  Powder  Company  v.  Wrighfy  Crossley  <k  Co, 

Sebastian  followed  on  the  same  Bide. 

Warmington^  Q.C.,  and  Levetty  Q.G.,  for  the  Respondents. — ^The  question  is, 
what  the  Defendants  intended  the  recipients  of  the  circalar  to  understand  ?  No 
one  thought  that  it  was  aimed  at  the  word  ^^  Registered."  To  the  trade  the  word 
"  Original  '*  would  import  that  any  other  Royal  Baking  Powder  was  spurious.  .*> 
This  is  not  a  case  of  two  persons  each  bond  fide  claiming  an  exdusiye  right ; 
actual  mala  fides  is  shown  here.  The  natural  meaning  of  the  circular  is  untrue. 
The  question  is,  what  meaning  would  be  put  on  it  by  a  trader  ?  [Yauohan 
Williams,  LJ. — Can  you,  if  not  alleging  an  inuendo,  go  into  outside  matters  ?] 
We  rely  both  on  the  natural  construction  and  on  inuendo.  It  is  untrue  that  10 
the  Defendants  intended  to  take  any  proceedings  on  the  second  label.  The 
Defendants  in  the  circular  deliberately  refrain  from  referring  to  the  words 
"  Trade  Mark  Registered."  Its  terms  are  very  different  from  their  letter  to  us. 
They  knew  that  no  tins  were  being  sold  under  the  second  label.  That  label 
was  not  and  could  not  be  attacked  under  the  Merchandise  Marks  Act.  The  15 
question  is,  what  effect  the  circular  had  in  the  minds  of  the  trade  ?  [LlNDLBY, 
Jf.-R. — Dairies  v.  Hartley^  3  Exch.  200,  shows  that  you  must  lay  a  foundation 
for  a  question  of  that  nature.]  I  submit  that  the  question  is,  what  meaning  a 
man  in  the  trade  would  attach  to  it  ?  [LlNDLBY,  MM. — That  question  may 
arise  under  some  circumstances.]  The  evidence  proved  malice.  [  Vaughan  20 
Williams,  £.</. — You  must  show  that  the  statement  was  not  publidied  with  a 
view  of  asserting  their  own  title.]  Yes ;  what  they  did  was  not  done  to  protect 
themselves.  [LlNDLBY,  M.R. — Before  you  go  into  the  evidence  you  must  first 
show  that  the  circular  was  capable  of  two  meanings.]  We  submit  that  it  is. 
Romer^  J.,  has  held  that  it  meant  what  we  contend  it  meant.  2f> 

Counsel  for  the  Appellants  were  not  called  on  to  reply. 

LlNDLBY,  MM, — I  have  had  time  to  consider  this  matter,  and  I  believe  I  have 
read  everything  in  the  case,  and  a  greater  mass  of  rubbish  I  have  seldom  read. 
It  is  an  action  for  what  is  called  a  trade  libel.  The  libel  is  contained  in  this 
blue  circular.  The  first  question  is  :  "  What  is  its  meaning  ?  "  If  its  meaning  is  .'M) 
plain  and  unambiguous  no  evidence  to  explain  it  is  admissible.  But  there  may 
be  expressions  in  it,  however  plain  apparently,  which  have  under  certain 
circumstances,  a  second  meaning.  If  you  want  to  put  that  second  meaning  to 
it  you  must  lay  a  ground  for  it,  and  show  what  the  circumstances  are  which 
you  suggest  give  it  a  second  meaning.  I  cannot  find  a  trace  of  anything  of  the  35 
kind  in  the  evidence  at  all.    It  merely  rests  upon  this  circular. 

In  order  to  understand  the  circular  we  must  understand  who  the  parties  are. 
The  Plaintiffs  are  an  American  Company,  and  they  make  and  sell  in  this  country 
Royal  Baking  Powder.  The  Defendants  are  merchants  in  Liverpool,  I  think, 
who  sell,  amongst  other  things,  baking  powder,  and  they  call  their's  "The  40 
"  Original  Royal  Baking  Powder,  *  Lion '  Brand."  The  Plaintiffs,  the  American 
Company,  call  their's  tiie  "Royal  Baking  Powder."  An  observation  has  been 
made  on  the  use  of  the  word  "  Royal "  by  the  American  Company,  but  I  pass 
over  that.  It  appears  that  the  American  Company  had  registered  two  Trade 
Marks  for  their  "  Royal  Baking  Powder."  One  was  the  mark  numbered  66,683,  45 
and  the  other  was  the  mark  numbered  66,684.  The  last-mentioned  mark  never 
WBS  used  at  all.  I  shall  have  something  to  say  about  it  by-and-bye,  but  I  pass 
it  over  for  the  present.  The  registered  Trade  Mark  under  which  alone  they 
sold  their  "  Royal  Baking  Powder  "  was  66,683,  and  that  was  the  label  which 
was  on  the  tin  that  we  had  handed  up  the  other  day,  and  which  contains  the  50 
words  "Trade,"  "Mark,"  and  "Registered,"  and  "Royal."  The  word 
"  Registered "  was  not  on  the  Trade  Mark  in  the  official  list  of  marks  in  the 
"  Trade  Marks  Journal."    It  was  put  on  in  use  to  show  that  it  was  registered. 

Now,  the  Defendants  had  succeeded  in  striking  off  from  the  Register  both 
these  marks — the  one  which  was  being  used  by  the  Plaintiff  Company  and  the  55 
one  which  they  had  registered,  but  which,  according  to  the  evidence,  they  had 
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never  used  in  this  country.  Under  those  circumstances  the  Defendants  issue 
this  circular.  They  head  it  in  red  ink,  "  Manufacturers  of  the  Original  Royal 
"  Baking  Powder,  '  Lion '  Brand,"  and  they  give  some  prices.  Then  they  put 
their  own  address,  and  .then  they  put  in  black-faced  type,  "  Royal  Baking 
5  "  Powder."  Then  they  say  this  : — "  Dear  Sir, — We  beg  to  call  your  attention 
''  to  the  following  Order  of  the  Chancery  Court  of  the  High  Court  of  Justice 
"  made  by  Mr.  Justice  Eomer  on  the  9th  April  1897."  Then  they  set  that  out 
verbatim,  and  there  is  nothing  to  quarrel  with  there.  Then  they  say  : — "We 
*'  are  compelled  to  give  notice  to  the  trade  generally  that  it  is  our  intention  to 

10  "  proceed  against  anybody  selling  any  American  baking  powder  in  tins  bearing 
"  either  of  the  labels  which  have  been  struck  oflE  the  Register  by  the  Court. 
"  The  labels  will  be  found  on  pages  452  and  453  of  the  '  Trade  Marks  Journal,* 
"  No.  524.  We  should  be  much  obliged  if  you  would  assist  us  in  our  efforts  to 
"  protect  British  traders  by  bringing  to  our  notice  any  instance  of  the  sale  of 

15  "  American  baking  powder  in  tins  bearing  either  of  the  above  labels.  Yours 
"  faithfully,  Wright,  Crossley  d-  Co.'' 

Now,  what  is  the  true  construction  of  that  document  ?  Is  there  any  ambiguity 
about  it  at  all  ?  The  Plaintiffs  put  upon  it  a  meaning  which,  in  my  judgment, 
it  does  not  bear  at  all.     They  say  that  this  conveys  an  intimation  to  anybody  into 

20  whose  hands  it  may  come  that  they  deny  and  dispute  the  right  of  the  Plaintiffs 
to  sell  "Royal  Baking  Powder"  in  this  country.  My  answer  is  that  it  means 
nothing  of  the  kind,  and  that  you  cannot  get  that  out  of  it.  You  may  get  that 
out  of  it  by  putting  in  evidence  which  is  inadmissible,  but  you  cannot  get 
it  out  of  the  document  itself.     The  document  itself  is  perfectly  plain  and 

25  unambiguous,  and  it  is  that,  "  We  intend  to  proceed  against  anybody  selling 
*'  any  American  baking  powder  in  tins  bearing  either  of  the  labels  which  have 
*'  been  struck  off  the  Register."  Now,  as  regards  the  only  label  which  was  in  use, 
there  is  no  doubt  that  they  did  intend  and  did  take  proceedings  against  people 
under  the  Trade  Marks  Act.  I  think  it  was  section  105,  and  there  is  no  doubt  about 

30  their  bona  fides  with  regard  to  that.  As  regards  the  label  which  was  never  used  by 
the  Plaintiffs,  of  course  they  never  did  it ;  but  then  it  is  said  that  it  is  an  untrue 
statement,  because  that  second  label  did  not  contain  any  word  which  would 
denote  that  the  words  upon  it  were  still  on  the  Register  of  Trade  Marks.  A 
great  deal  is  made  of  that.     There  is  evidence  to  show — and   evidence   not 

35  altogether  untrustworthy  :  I  do  not  think  it  is  at  all  untrustworthy— that  the 
Defendants  did  intend  if  they^  could  to  stop  that  if  it  was  used.  They  thought 
that  they  might  possibly  stop  it  under  the  Merchandise  Marks  Act.  1  do\not 
say  whether  they  could  or  not ;  I  have  not  studied  the  Act  with  sufficient  care 
to  say.     But  to  say  that  there  is  any  libel  in  this,  or  anything  untrue  in  this, 

40  appears  to  me  contrary  to  the  fact. 

Now,  in  order  to  substantiate  an  action  for  defamation  of  title  you  must  make 
out  that  the  libel  is  false,  and  that  it  is  malicious  in  this  sense — that  the  man  was 
not  saying  what  he  did  in  defence  of  his  own  right,  or,  as  he  believed,  in  defence 
of  his  own  right — for  he  might  make  a  mistake.    The  cases  go  to  that.     I  cannot 

45  see  any  ground  whatever  for  saying  that  there  is  any  false  statement  at  all  on 

this  document.     It  appears  to  me  to  state  nothing  more  than  was  absolutely 

true.    There  is  not  a  line  to  show  that  it  was  false.     If  that  is  so  there  is  an  end 

of  the  action. 

The  case  has  been  conducted  in  a  most  extraordinary  way  by  introducing 

50  evidence  of  what  this  man  and  the  other  understood  by  this  circular.  That 
evidence  is  absolutely  inadmissible.  The  leading  case  upon  this  point  is  the 
one  that  I  have  referred  to  during  the  argument,  which  is  a  very  useful  one  ta 
remember,  namely,  Daines  v.  Hartley^  in  3  Exchequer,  page  200.  It  came 
before  the  Court  of  Exchequer  because,  I  think.  Chief  Baron  Pollock  excluded 

55  the  question  from  a  witness,  "What  did  you  understand  by  the  words"  ?  and 
there  is  a  very  useful  judgment,  delivered  by  the  Chief  Baron  after  the  Court 
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had  taken  time  to  consider,  which  I  will  read.     He  says  : — "  We  are  of  opinion 

"  that  the  question  could  not  so  be  put.    There  can  be  no  doubt  that  words  may 

"  be  explained  by  bystanders  to  import  something  very  different  from  their 

"  obvious  meaning.     The  bystanders  may  perceive  that  what  is  uttered  is  uttered 

"  in  an  ironical  sense,  and  therefore  that  it  may  mean  directly  the  reverse  of  what  5 

"  it  professes  to  mean.     Something  may  have  previously  passed  which  gives  a 

"  peculiar  character  and  meaning  to  some  expression ;   and  some  word  which 

*'  ordinarily  or  popularly  is  used  in  one  sense  may,  from  something  that  has  gone 

•'  before,  be  restricted  and  confined  to  a  particular  sense,  or  may  mean  something 

"  different  from  that  which  it  ordinarily  and  usually  does  mean.     But  the  proper  10 

"  course  for  a  Counsel  who  proposes  so  to  get  rid  of  the  plain  and  obvious  meaning 

"  of  words  imputed  to  a  Defendant  as  spoken  of  the  Plaintiff  is  to  ask  the  witness, 

"  not '  What  do  you  understand  by  those  words '  ?  but  '  Was  there  anything  to 

**  '  prevent  those  words  from  conveying  the  meaning  which  ordinarily  they  would 

"  *  convey '  ?  because,  if  there  was,  evidence  of  that  may  be  given,  and  then  the  15 

^'  question  may  be  put.    When  you  have  laid  the  foundation  for  it  the  question 

'*  then  may  be  put,  *  What  did  you  understand  by  them '  ?    when  it  appears 

*'  that  something  occurred  by  which  the  witness  understood  the  words  in  a  sense 

^*  different  from  their  ordinary  meaning.     I  believe  we  may  say  that,  generally, 

"  no  question  ought  to  be  put  in  such  a  form  as  possibly  to  lead  to  an  illegal  20 

*'  answer.    Now,  taken  by  itself,  and  without  more,  the  understanding  of  a  person 

"  who  hears  an  expression  is  not  the  legal  mode  by  which  it  is  to  be  explained. 

"  If  words  are  uttered  or  printed,  the  ordinary  sense  of  those  words  is  to  betaken 

"  to  be  the  meaning  of  the  speaker  ;  but  no  doubt  a  foundation  may  be  laid  by  | 

"  showing  something  else  which  has  occurred  ;  some  other  matter  may  be  intro-  25 

**  duced  ;  and  then,  when  that  has  been  done,  the  witness  may  be  asked,  with  j 

**  reference  to  that  other  matter,  what  was  the  sense  in  which  he  understood  the  ; 

*'  words.     But  the  mere  question, '  What  did  you  understand  with  reference  to  j 

"  '  such  an  expression  '  ?  we  think  is  not  the  correct  mode  of  putting  the  question.  ] 

**  The  rule,  therefore,  for  a  new  trial  must  be  discharged."  30  ,    | 

On  looking  through  this  evidence  it  appears  to  me  that  that  principle  has  been  i 

violated  over  and  over  again,  and  I  come  back  to  the  meaning  of  this  libel.  j 

I  cannot  help  thinking  that  Mr.  Justice  Romor  went  astray  here  by  attending  ! 

too  much  to  the  evidence  and  too  little  to  the  language  of  the  circular.    The 
language  of  the  circular  appears  to  me  to  be  plain  and  unambiguous,  and  not  to  35 
bear  the  meaning  which  the  Plaintiffs  seek  to  attribute  to  it. 

For  these  reasons  I  am  of  opinion  that  the  appeal  ought  to  be  allowed,  and 
judgment  entered  for  the  Defendants,  with  costs  here  and  below. 

RiGBY,  L,J. — I  am  of  opinion  that  the  first  thing  to  do  in  a  case  of  this  kind 
is  to  find  out  what  according  to  the  language  used,  taken  in  its  ordinary  sense,  40 
is  the  meaning  of  the  document  that  is  relied  upon  as  a  libel ;  and  unless  you 
can  get  some  ambiguity  which  would  entitle  the  Judge  to  say  and  justify  him 
in  saying,  "  Oh,  this  is  a  question  for  the  jury,"  evidence  ought  not  to  be  gone 
into  at  all.  Of  course  I  do  not  mean  such  evidence  as  his  Lordship  has  been 
referring  to — who  the  people  were,  and  that  sort  of  thing — but  evidence  as  to  45 
the  meaning  of  the  words  contained  in  the  libel.  I  agree  with  the  MASTER  OP 
THE  Rolls  that  at  that  first  stage  it  would  have  been  right  for  the  Judge  to  say, 
*'  I  have  read  this.  I  know  what  it  means ;  it  is  perfectly  plain.  I  will 
^'  not  allow  a  line  of  evidence  as  to  its  meaning  to  be  read." 

It  is  not  necessary  to  go  through  it ;  the  first  line  in  red  ink — "  Manufacturers  50 
"  of  the  Original  Royal  Baking  Powder,  *  Lion '  Brand  '* — appears  to  me  to 
contain  upon  the  face  of  it  an  admission  that  there  may  be  other  brands  of 
Royal  Baking  Powder,  and  that  they  are  not  claiming,  and  do  not  intend  to 
claim,  every  brand  ;  but  they  state  as  a  fact  that  they  are  the  manufacturers  of 
the  original,  and  they  put  forward  what  appears  to  me  a  claim  to  the  **  *  Lion  *  55 
'^^  Brand."    Then  comes  language — the  addresses  and  so  on — which  is  imma- 
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terial.  Then  "Royal  Baking  Powder."  Five  hundred  witnesses  might  be 
brought  to  say  that  they,  who  had  never  bought  any  other  Royal  Baking  Powder 
as  far  as  appears,  when,  through  the  accustomed  source,  "  Royal  Baking  Powder  " 
was  presented  to  them  by  a  person  who  sold  the  American  baking  powder 

5  would  take  it  to  be  American.  No  doubt  that  is  common  to  all  sorts  of  cases, 
and  I  have  no  doubt  that  as  many  witnesses  might  be  brought  by  Wright^ 
Crossley  <{•  Co,  to  show  that  people  who  sold  their  "  Royal  Baking  Powder  " 
also  found  people  who  understood  it  to  be  their's  because  of  their  past  dealings. 
But  that  is  not  the  sort  of  evidence  to  show  that  in  the  trade  the  American 

10  Company  had  a  monopoly  of  the  use  of  '*  Royal  Baking  Powder,"  as  indeed 
they  would  if  the  meaning  in  the  trade  was  that  it  was  the  American  Royal 
Baking  Powder.  Nothing  of  the  kind.  Now,  his  Lordship  has  pointed  out 
that  they  put  forward  a  copy  of  the  Order  which  they  had  obtained-^striking 
these  two  Trade  Marks  from  the  Trade  Marks  Register.     Then  the  circular 

15  says: — "  We  are  compelled  to  give  notice  to  the  trade  generally  that  it  is  our 
"  intention  to  proceed  against  anybody  selling  any  American  baking  powder  in 
"  tins  bearing  either  of  the  labels."  Can  that  by  any  ingenuity  be  turned  into 
a  statement  that  they  intend  to  interfere  with  the  American  baking  powder  if 
it  is  sold  as  "  Roj^al  Baking  Powder  "  ?     I  cannot  conceive  any  ingenuity  that 

20  would  suffice  to  change  the  plain  meaning  of  the  words.  It  is  not  even  "  sell 
*'  Royal  Baking  Powder."  It  is  "  American  baking  powder,"  not  American 
baking  powder  generally,  but  only  in  the  tins,  and  in  the  tins  bearing  either  of 
the  labels  struck  off  the  Register  by  the  Court.  There  is  a  difference — it  is  an 
immaterial   difference — between  the  actual  label  that  was  struck  off  by  the 

25  Court  and  the  label  used  in  practice  down  to  that  time.  That  difference  consists 
in  this — that  the  word  "  Registered  "  is  not  in  the  "  Trade  Marks  Journal,"  but 
the  other  words,  "  Trade,"  "  Mark,"  "  Royal,"  in  inverted  commas,  were  ;  and 
those  words  would,  in  my  judgment,  enable  them  to  found  a  prosecution  under 
section  105  of  the  Patents,  Designs  and  Trade  Mai'ks  Act  without  the  word 

30  "  Registered."  There  I  can  see  no  sort  of  ambiguity  at  all,  and  it  cannot  be 
said  that  they  did  not  intend  honestly  to  carry  out  that  threat,  because  as  a 
matter  of  fact  they  did  carry  out  the  threat  successfully. 

The  other  Trade  Mark,  which  never  was  used,  stands  on  a  totally  different 
footing.     It  cannot  be  said  that  that  was  not  an  honest  suggestion  that  they 

35  intended  to  proceed  from  anything  that  they  did  afterwards,  because  the 
opportunity  never  was  given  them  ;  and  there  is  evidence — which  also,  I  think, 
is  trustworthy  evidence — that  they  did  intend  to  make  use  of  the  Merchandise 
Marks  Act ;  they  actually  prepared  a  summons  with  regard  to  the  other  one  ;  and 
if  the  label  which  never  was  used  was  used  they  had  a  fjond  fide  intention  of 

40  attacking  that  also — I  will  not  say  on  good  grounds — but  certainly  not,  in  my 
judgment,  on  illusory  grounds.  I  will  not  say  whether  that  would  have 
succeeded — it  is  not  my  business  to  do  so.  Then  it  is  pointed  out  that  there 
are  provisions  in  the  Merchandise  Marks  Act  to  prevent  the  introduction  of 
goods  into  this  country  from  foreign  countries  without  some  sort  of  notice  that 

45  they  came  from  foreign  countries.  When  you  have  got  "  Royal  Baking  Powder" 
coupled  with  what  of  itself  would  be  of  great  importance  coming  from  America 
— coupled  with  the  use  of  the  English  language,  or,  if  you  like  to  call  it,»the 
American  language,  for  it  is  equally  one  or  the  other — the  word  "  Royal "  (I  am 
not  prepared  to  say  that  it  is  idle  when  it  comes  to  a  question  of  what  is  the 

50  origin  of  those  words),  in  fact  I  should  suppose  people  might  very  well  under- 
stand that  the  goods  came  from  some  part  of  Her  Majesty's  dominions.  The 
United  States  have  nothing  to  do  one  way  or  the  other  with  the  word  "  Royal." 
That  is,  in  my  mind,  the  plain  meaning  of  the  section.  I  can  see  nothing  which 
can  by  any  contrivance  be  said  to  be  ambiguous,  and  I  think  it  was  the  duty  of 

55  the  Judge  to  come  to  that  construction,  which  of  course  we  hold  to  be  the  right 
one  here,  and  which  I  am  bound  to  say  is  the  one  warranted  by  the  evidence. 
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Yaughan  Williams,  LJ. — I  am  of  the  same  opinion.  The  Plaintiffs  in  this 
action  claim  an  injunction  to  restrain  the  Defendants,  their  servants  and  agents, 
from  maliciously  representing  that  the  Plaintiffs  are  not  entitled  to  sell  their 
"  Royal  Baking  Powder  "  in  the  United  Kingdom  of  Great  Britain  and  Ireland, 
and  from  maliciously  threatening  the  customers  of  the  Plaintiffs  with  legal  .^ 
proceedings  in  respect  of  their  sales  of  the  Plaintiffs'  said  baking  powder. 

In  my  judgment  the  circular  issued  by  the  Defendants  cannot,  properly 
construed,  bear  the  meaning  that  is  imputed  to  it  by  the  Plaintiffs.  In  my 
judgment  it  is  perfectly  plain  that  the  circular  issued  by  the  Defendants  means 
nothing  of  the  sort.  It  does  not  represent  in  any  way  that  the  Plaintiffs  are  10 
not  entitled  to  sell  their  "  Royal  Baking  Pow^der "  in  the  United  Kingdom. 
That  being  so,  in  my  judgment  Mr.  Justice  Romer  should  have  stopped  the 
action  there,  and  should  not  have  gone  on  to  hear  that  evidence  which  induced 
him  to  come  to  the  conclusion  that  the  circular  could  bear  this  meaning.  When 
one  looks  at  the  judgment  of  Mr.  Justice  Romer  one  sees  that  he  did  hear  15 
evidence  at  length,  and  that  it  was  upon  this  evidence,  and  not  upon  the 
construction  of  the  words  of  the  circular,  that  he  arrived  at  the  conclusion  that 
he  did  arrive  at.  I  do  not  propose  to  go  over  the  ground  again.  I  entirely 
agree  with  what  has  been  said  by  the  Mastbr  OF  THE  Rolls  and  Lord  Justice 
RiGBY,  that  there  was  no  foundation  laid  here  by  any  evidence  which  would  20 
have  entitled  the  Plaintiffs  to  ask  witnesses  what  they  understood  by  the  terms 
of  this  circular. 

But  I  do  wish  to  say  one  word  upon  a  matter  that  was  pressed  upon  us  a  good 
deal  by  Mr.  Levott,  That  is,  he  wanted  to  eke  out  his  case  by  extracting  from 
affidavits,  either  of  the  Defendants  or  of  the  Defendants'  witnesses,  that  the  25 
Defendants  themselves  admitted  that  they  meant  or  intended  a  particular 
meaning,  and  that  meaning  the  meaning  which  is  mentioned  in  the  writ  when 
they  issued  this  circular.  I  venture  to  say  that  in  all  actions  of  defamation, 
properly  speaking,  and  also  in  actions  on  the  case  in  the  nature  of  slander  of 
title,  the  meaning  of  the  writer  of  the  libel  complained  of  is  quite  immaterial.  30 
The  question  is,  not  what  the  writer  meant,  but  what  he  conveyed  to  those 
who  heard  or  read  according  as  it  is  a  case  of  slander  or  libel. 

The  Master  of  the  Rolls. — The  appeal  will  be  allowed,  and  the  judgment 
be  entered  for  the  Defendants,  with  costs  here  and  below. 

Neville^  Q.C, — The  Plaintiffs  proceeded  with  an  inquiry  as  to  damages.     Your  35 
Lordships  will  make  those  costs  hi  the  action. 

The  Master  of  the  Rolls.— Yes. 
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Be/ore  Mr.  Justice  Kennedy. 


July  lltli,  and  December  19th  and  2l0t,  1898. 


Adams  v.  Stevens. 


5      Patent.  —  Action   for    infringement.  —  Novelty. — Subject-matter.  —  Discon- 
formity. 

This  actiofi  was  for  the  infringement  of  a  patent  relating  to  variolic  methods 

of  opening  and  closing  fanlights^  skylights^  ventilators  and  analogous  articles. 

Tlie  Defendant  denied  infringement,  and  alleged  the  invalidity  of  the  patent  on 

10  ^^  grounds  of  want  of  novelty,  utility  and  subfect-muttery  and  also  of  dis- 

conformity. 

Held,  that  the  Plaintijff^s  Letters  Patent  were  invalid  on  the  ground  of  want 
of  novelty,  want  of  subject-matter  and  disconformity.  The  action  was 
dismissed  with  costs. 

15  On  the  22nd  of  December  1884,  Letters  Patent  (No.  16,817  of  1884)  were 
granted  to  Robert  Adams  for  "  Improvements  in  the  method  of  opening  and 
'*  closing  fanlights,  skylights,  ventilators  and  analogous  articles,  and  in  the 
"  fittings  and  appliances  in  connection  therewith.''  The  Specification,  so  far  as 
material  for  this  report,  was  as  follows  : —  / 

20  '*  The  object  of  my  invention  is  to  effect  improvements  in  opening  and  closing 
^^  fanlights,  skylights,  ventilators  and  analogous  articles,  and  in  the  fittings  and 
^'  appliances  in  connection  therewith. 

"  And  in  order  that  my  said  invention  may  be  particularly  described  and 
"  ascertained,  reference  is  hereby  made  to  the  accompanying  drawings,  in  which 
25  "  similar  letters  of  reference  indicate  corresponding  parts. 

"  Pig.  1  is  a  sectional  elevation  shewing  one  method  of  applying  my  invention 
'*  to  a  fanlight  which  opens  at  the  top.  a  is  the  fanlight,  d  is  a  slotted  bar  or 
*^  link  having  a  ratchet  on  one  side  of  the  slot.  A  spring  latch  c  is  fitted  to  the 
"  rack,  the  latch  being  mortised  into  the  side  of  the  fanlight,    rf  is  a  lever,  to 
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"  which  a  cord,  chain,  or  rod  may  be  applied.    When  the  cord  is  pulled  the 
"  pawl  e  of  the  latch  is  disengaged  from  the  rack,  as  shewn  by  dotted  lines  in 
"  Fig.  3,  which  is  an  enlarged  view  of  the  lever  b,  shewn  in  Fig.  1,  and  of  the 
"  inside  of  the  lock.    The  pawl  may  be  otherwise  actuated,  and  may  be  used 
"  without  a  spring.    In  Fig.  2  the  foregoing  arrangement  is  modified  to  suit  a  0 
"  fanlight  opening  below.    In  this  arrangement  the  rack  h^  is  fixed  to  the  fan- 
"  light  a,  and  the  link  b  carries  a  spring  pawl  and  lever  (?  which  takes  into  the 
"  rack  b\  and  may  be  released  by  a  spring,  chain,  cord  or  rod.    The  fanlight 
"  shewn  in  Fig.  1  is  readily  closed  by  simply  pushing  or  pulling  the  same 
"  upwards,  and  that  shewn  in  Fig.  2  is  opened  in  a  similar  manner.    Instead  of  lU 
"  the  slotted  end  of  the  link  being  formed  with  internal  ratchet  teeth,  the  Imk 
"  may  be  a  solid  bar  with  ratchet  teeth  on  one  of  its  edges.    Or  it  may  be  formed 
"  with  a  plain  slot,  without  a  rack,  having  an  eccentric  grip  fitted  thereto,  or 
"  it  may  be  a  plain  bar  fitted  with  an  external  clip  in  order  to  slide  freely,  when 
"  desired,  and  to  jamb  or  grip  the  bar  in  any  part  of  its  length,  or  it  may  be  10 
"  perforated  for  receiving  a  pin  or  pins  for  the  same  purpose,  as  shewn  in 
**  Fig.  3*.    It  may  also  be  worked  by  hand.    The  position  of  the  lever  d  may  be 
"  varied,  as  shewn  by  dotted  lines  in  Fig.  1. 

"  The  arrangement  shewn  in  Fig.  2  may  also  be  modified  by  having  an 
"  extension  &»,  of  the  arm  or  lever  &,  as  shewn  by  dotted  lines,  and  a  cord  or 
"  chain  cP  will  serve  for  opening  and  closing  the  same.  The  method  of  actuating 
«  the  pawls  may  also  be  varied  to  suit  their  position  and  the  necessities  arising 
"  from  the  position  of  the  fanlight,  e  e  are  latches  for  securing  the  fanlights, 
"  when  closed. 

•'  I  do  not  confine  myself  to  the  positions  shewn  in  the  drawings  or  to  the  25 
"  position  of  the  hinges,  as  the  fanlights  may  be  otherwise  hung,  as,  for  instance, 
"  on  pivots  at  or  near  their  centres  of  gravity,  or  otherwise  ;  and  the  slot  plate 
**  may  be  fixed  to  the  frame,  and  the  lever  attached  to  the  fanlight,  and  the 
"  stays  may  be  so  modified  and  arranged  that  the  whole  or  any  part  thereof 
"  may  be  hidden  from  view.  ^ 

"  Another  modification  of  my  invention  consists  in  applying  springs  to 
"  fanlights  in  such  a  manner,  that  such  springs  are  at  their  greatest  tension,  and 
"  therefor  exert  their  greatest  power,  when  the  fanlights  are  open  to  the  farthest 
«  extent.  One  method  of  effecting  this  object  is  by  fitting  a  spiral  spring 
"  surrounding  or  otherwise  connected  with  a  rod  as  shewn  in  Fig.  4.  a  is  the  35 
"  fanlight.  ^  is  a  pillar  staple  or  arm  to  which  the  pivoted  rod  &*  is  fitted, 
"/is  a  rod,  upon  or  surrounding  which  the  spiral  spring  g  is  fitted.  As  the 
"  fanlight  a  is  opened  to  a  greater  or  less  extent,  the  spring  g  is  compressed  to 
"  a  similar  extent,  and  thus  any  increase  in  the  leverage  of  the  fanlight  is 
"  compensated  by  the  increased  power  of  the  spring  to  resist  the  same 40 

"  Fig.  16  shews  the  application  of  what  I  term  the  folding  stay  to  fanlights. 
**  ^  is  a  rod,  the  lower  end  of  which  is  screw  threaded,  a  nut  in  the  regulator  q 
"  fits  the  thread  of  the  rod  p  and  thereby  regulates  the  opening  and  closing  of 
**  the  fanlight.  A  pin  in  the  end  of  the  lever  b  travels  in  the  slot  a}  fitted  to 
"  the  fanlight  a.  45 

"  The  construction  of  the  regulator  q  is  shewn  in  Figs.  17  and  18,  which 
"  illustrate  two  modifications  thereof.  In  Fig.  17  r  is  the  revolving  nut,  which 
"  is  operated  by  the  bevel  wheels  s  s^  (shewn  in  dotted  lines)  the  wheel  s^  being 
"  turned  by  the  handle  t.  In  Fig.  18  the  nut  r^  is  recessed  in  the  body  of  the 
"  regulator.  The  inside  of  the  nut  has  a  screw  thread  to  fit  the  screw  on  the  50 
"  rod  j»,  and  the  outside  of  the  nut  has  a  worm  into  which  the  worm  on  the 
"  spindle  gears.  The  handle  t  is  sometimes  made  to  fold,  as  shewn  in  Fig.  18, 
*^  with  a  hinge  at  t\ 
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'^  In  some  cases  the  nnt  s  is  provided  with  holes  into  which  a  pin  is  placed 
"  through  the  hole  s*  (Fig.  17) ;  the  nut  being  formed  as  shewn  in  Fig.  38. 
"  This  prevents  the  accidental  descent  of  a  heavy  fanlight  supported  by  a 
"  screwed  rod,  by  stopping  the  revolution  of  the  nut  s.  In  Fig.  o9  a  ratchet  is 
5  '^  shewn  on  the  outside  of  the  nut  for  the  same  purpose,  a  spring  pawl  being 
"  fitted  to  prevent  its  running  back.  A  wedge  at  r*  (Fig.  17)  is  sometimes 
**  used  for  the  same  purpose,  or  a  set  screw  r\  .  .  .  . 

"  The  several  parts  of  apparatus   hereinbefore  described  are  more  or  less 
"  interchangeable. 

10  '^  My  said  invention  in  some  one  or  more  part«  thereof,  is  or  are  applicable  to 
'^  skylights  built  at  any  angle,  trap  doors,  cellar  flaps,  ventilators  and  other 
*^  articles  of  an  analogous  nature ;  and  where  gearing  is  dispensed  with,  and  to 
'*  prevent  the  sudden  slamming  of  the  fanlight  by  the  action  of  the  spring  stay 
*'  or  other  movement,  I  sometimes  use  a  pnenmatic,  hydraulic,  or  mercurial 

15  ^  check,  consisting  of  a  piston  working  in  a  cylinder,  or  other  appliance  as 
"  described  in  my  Specification  No.  12,644**." 

There  were  16  Claims,  of    which    the    following    are    material    for    this 
report : — 

1.  The  method  of  opening  and  closing  fanlights  by  means  of  the  slotted 

20  lever  ft,  fitted  witE  ratchet,  pin,  or  eccentric  grip  appliances  and  spring  or  other 
pawl,  or  eccentric  operating  substantially  as  hereinbefore  described  with 
reference  to,  and  shewn  in.  Figs.  1  and  3  of  the  drawings.  2.  The  method  of 
opening  and  closing  fanlights  by  means  of  the  lever  6,  serrated  or  other  rack  ¥ 
and  spring  pawl  d*,  and  with  or  without  the  extended  arm  ft*,  severally  operating 

25  substantially  as  hereinbefore  described  and  shewn  in  Fig.  2  of  the  drawings. 
10.  The  manufacture  and  use  of  the  bevel  gear  form  of  regulators,  for  controlling 
the  motion  of  the  rod  j»,  operating  substantially  as  hereinbefore  described  and 
shewn  in  Figs,  16  and  17  of  the  drawings.  11.  The  manufacture  and  use  of  the 
modified  form  of  regulator  operating  substantially  as  hereinbefore  described  and 

30  shewn  in  Fig.  18  of  the  drawings.  12.  The  method  and  means  whereby  a  pair 
of  fanlights  may  be  simultaneously  regulated  with  one  rod  p  and  regulator, 
substantially  as  hereinbefore  described  and  shewn  in  Figs.  19  and  20  of  the 
drawings.  13.  The  method  and  means  whereby  a  pair  of  levers  may  be  operated 
by  one  cross  head,  such  levers  being  attached  to  a  pair  of  fanlights  and  thereby 

35  simultsineously  regulating  the  same,  substantially  as  hereinbefore  described  and 
diewn  in  Fig.  21  of  the  drawings.  14.  For  the  purpose  of  regulating  the  position 
of  the  rod  p  and  consequently  that  of  the  fanlight  or  fanlights,  the  manufacture 
and  use  of  the  rack  u  with  its  appurtenances  operating  substantially  as  herein- 
before described  and  shewn  in  Figs.  22  and  23  of  the  drawings.    15.  The 

40  application  and  use  of  any  one  and  the  combination  of  any  two  or  more  of  the 
several  parts,  and  the  interchangeable  application  or  combination  of  such  parts, 
for  the  purposes  substantially  as  hereinbefore  described  and  shewn  on  the 
drawings.  16.  The  general  arrangement  and  combination  of  the  several  and 
respective  parts,  together  forming  my  improvements  in  the  method  of  opening  ' 

4o  and  closing  fanlights,  skylights,  ventilators  and  analogous  articles,  and  in  the 
fittings  and  appliances  in  connection  therewith,  substantially  as  hereinbefore 
described  and  shewn  on  the  drawings. 

The  alleged  infringement  was  in  respect  of  Claim  10,  as  shewn  in  Figs.  16 
and  17,  which  will  be  found  post  p.  228. 

50  On  the  18th  November  1897,  the  Patentee  commenced  an  action  for  infringe- 
ment of  this  patent.  The  Statement  of  Claim  alleged  infringement,  and 
claimed  (1)  an  injunction  ;  (2)  damages,  or  an  account  of  profits ;  (3)  delivery 
up  or  destruction  of  all  infringing  articles ;  (4)  costs. 
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The  Particulars  of  Breaches  complained  of  were  that  the  Defendant  had,  at 
divers  times  prior  to  the  iSBQing  of  the  ■writ,  used  and  fitted  fittings  and 
applianceB  mannfactnred  in  accordance  with,  or  only  colourably  differing  from, 
the  invention  descrihed  in  the  Plaintiff's  Patent,  and  iu  particular  the 
application  of  such  fittings  to  certain  schools  at  or  near  Northam,  in  the  County  5 
of  Hanta  were  complained  of. 

By  his  Defence,  the  Defendant  alleged  (1)  that  he  had  not  infrii^ed  the 
Plaintiff's  Patent ;  (2)  that  Robert  Adams  was  not  the  first  and  true  inventor  of 
the  alleged  invention  ;  (3)  that  the  alleged  invention  was  not  new  [  (4)  that  the 
alleged  invention  was  not  useful;  (5)  that  the  alleged  invention  was  not  the  10 
proper  sabject-matter  of  valid  Letters  Patent ;  (6)  that  the  final  Specification 
of  the  Letters  Patent  claimed  an  invention  larger  than  and  different  to  the 
invention  described  in  the  Provisional  Specification. 


The  Particulars  of  Objections  repeated  paragraphs  1  and  2  of  the  Defence. 
As  to  paragraph  3  of   the  Defence,  the  Defendant  alleged  that  the  devices  15 
claimed    had    been    published    prior    to   the   date  of   the    Plaintiff's    Patent 
in  the  following  manner ; — (A)  As  to  Claims  1  and  2 — (i)  in  the  PlaiutifTs  trade 
circular  and  price  list  issued  by  him  prior  to  the  date  of  the  Patent,  especially 
the  part  relating  to  "the  ratchet,"  with  description  and  descriptive  drawings 
Nos.  106  and  116  i  (ii)  in  the  following  Specifications— Banfrs,  No.  2(322  of  1878,  20 
and  Skerrett,  No.  313  of  1881,  the  whole  of  these  Speciflcationa  were  relied  on; 
(iii)  the  Plaintiff's  arrangements  were  old  and  well-known  devices  in  common 
general  use,  and  were  applied  for  fastening  and  guiding  looking  glasses  and 
other  swinging  articles  prior  to  the  date  of  the  f^tent.     (B)  As  to  Claim  3 — 
(i)  in  the  Specification  of  BHttain,  No.  3531  of  1880,  Fip.  17,  32,  56, 57  and  58,  25 
and  the  letterpress  relating  thereto ;  (ii)  in  a  trade  circular  and  price  list  issued 
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by  the  Plaintiff  prior  to  the  date  of  the  Specification,  the  part  headed  "  The  Sink 
"  Motion,"  and  Figs.  114, 117,  and  the  descriptive  matter  relating  thereto,  were 
especially  relied  on.  (C)  As  to  Claim  4 — (i)  in  the  Specification  of  Brittairiy 
No.  35.51  of  1880,  Figs.  17,  32,  56  and  58,  and  the  letterpress  relating  thereto  ; 
5  (ii)  the  said  device  was  well  known  and  in  common  general  use  in  connection 
with  spring  hinges  for  closing  doors  and  the  like.  (D)  As  to  Claim  5 — (i)  in 
the  tnide  circular  and  price  list  issued  by  the  Plaintiff  in  or  about  the  year  1882, 
the  part  headed  the  "  Folding  Stay,"  and  the  descriptive  matter  and  drawings 
Nos.  16, 118  and  84,  were  especially  relied  on ;  (ii)  the  arrangement  claimed 

10  was  merely  a  particular  application  of  an  ordinary  bell  crank  lever,  which  was 
well  known  at  the  date  of  the  PlaiAiff's  Patent.  (E)  As  to  Claim  6 — (i)  in 
the  Specification  of  h^orty  No.  2455  of  1882  ;  in  the  Specification  of  White, 
No.  1190  of  1866  ;  (ii)  spring  rollers,  as  described  and  claimed  by  the  Plaintiff's 
Specification,  were  old  and  well-known  appliances  at  the  date  of  the  Patent  in 

15  common  general  use  for  spring  blinds  awnings  and  the  like.  (F)  As  to 
Claims  7  and  8 — in  the  Specification  of  WhiiCy  No.  1190  of  1866  ;  gussets  formed 
of  folding  or  fiexible  material  were  of  common  public  knowledge  at  the  date  of 
the  Patent.  (6)  As  to  Claim  9 — (i)  in  the  trade  circular  and  price  list  issued  by 
the  Plaintiff,  referred  to  under  subsection  (D),  the  part  headed  "  Folding  Stay  " 

20  and  Figs.  61,  118  and  84,  and  the  descriptive  matter  relating  thereto,  were 
especially  relied  on  ;  (ii)  in  the  following  Specifications,  (a)  Bruce,  No.  4990  of 
1880  ;  (b)  Pearce,  No.  4353  of  1882  ;  (iii)  the  device  claimed  was  old  and  well 
known,  and  formed  part  of  the  common  general  knowledge  of  the  trade. 
(H)  As  to  Claims  10  and  11 — (i)  in  the  following  Specifications  : — (a)  Haley, 

25  No.  8768  of  1840  ;  (b)  Carter,  No.  432  of  1867  ;  (6')  nmmns.  No.  2782  of  1871  ; 
(d)  Ryan,  No.  2165  of  1877  ;  (e)  McCullum,  No.  733  of  1879  ;  (/)  Atidrews, 
No.  1644  of  1880  ;  {g)  Holt,  No.  2437  of  1880 ;  {h)  Pearce,  No.  4353  of  1882 ; 
(i)  Tosh  and  Preston,  No.  4164  of  1884  ;  (ii)  in  the  official  catalogue  of  the 
Building  and  Manufacturing   Exhibition,  held  at  Bingley  Hall,  Birmingham, 

30  April  17th  to  May  6th,  1882  ;  (iii)  by  the  public  exhibition  of  fanlight 
openers  similar  to  those  shewn  in  Figs.  16  and  17  in  the  Plaintiff's 
Specification  at  the  above-mentioned  Exhibition ;  (iv)  by  the  publication  in 
the  Ironmonger  for  April  5th  1879  of  an  advertisement  by  the  Plaintiff  and 
of  a  notice  entitled,   "  New   Sash  Fastener  and  Fanlight  Opener,"  in  which 

35  the  said  device  was  described ;  (v)  by  the  publication  of  the  said 
devices  in  Lajrton*s  "  Price  Book  for  Architects,  Builders,  Engineers  and 
"  Contractors,"  for  the  year  1881,  at  page  xxx. ;  (vi)  by  the  erection  of  fanlight 
openers  similar  to  the  arrangements  claimed  (a)  at  the  "  Yorkshire  Grey  " 
public-house,  Gray's  Inn  Road,  London,  (6)  at  Anderton's  Hotel,  Fleet  Street, 

40  London ;  (vii)  the  said  devices  were  well  known  at  the  date  of  the  Plaintiff's 
Specification  as  applied  to  music  stools,  screw  presses,  screw  jacks,  and  in  all 
kinds  of  machinery  in  which  a  rising  and  falling  endless  screw  passing  through 
a  swivelling  nut  was  employed  for  transmitting  a  rectilinear  movement ;  (viii) 
the  arrangement  as  applied  to  screw  jacks  is  shewn  in  the  illustration  Fig,  4732, 

45  on  page  2067  of  KnighVs  "  Practical  Dictionary  of  Mechanics,"  published  before 
1879,  and  was  described  in  Spon^s  "  Dictionary  of  Engineering,"  Division  V.,  on 
page  1835,  published  in  1869 ;  (ix)  by  the  use  of  similar  devices  for  the  past 
35  years  in  conservatories  at  (a)  Beau  Manor  Park,  Loughborough,  in  the  County 
of  Leicester,  (b)  the  Rev.  Oarew's,  at  Shrewsbury  ;  (x)  by  the  manufacture  and 

50  sale  for  the  past  20  years  of  greenhouse  openers,  similar  to  those  claimed  by  the 
Plaintiff,  by  Hope  and  Son,  of  Lionel  Street,  Birmingham.  (I)  As  to  Claims  12 
and  13 — (i)  in  the  Specification  of  Bruce,  No.  4990  of  1880 ;  (ii)  in  the  official 
catalogue  of  the  Building  and  Manufacturing  Exhibition,  held  at  Bingley  Hall, 
in  April  and  May  1882,  the  descriptive  matter  and  drawing  on  page  101  are 

55  especially  relied  on,    (J)  As  to  Claim  14 — (i)  in  the  Specification  of  Bestell^ 
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No.  2174  of  1853.  (K)  As  to  Claims  15  and  16— all  the  prior  publications 
hereinbefore  set  out,  and  also  the  following  Specifications  (i)  Oray^  No.  10,861 
of  1845,  (ii)  Restell,  No.  2174  of  1853.  4.  The  inventions  claimed  in  all  the 
claims  of  the  Plaintiff's  Specification  were  not  the  proper  subject  of  Letters 
Patent.  In  addition  to  all  the  prior  publications  set  out  in  paragraph  3,  the  5 
Defendant  alleged  that  each  and  every  one  of  the  devices  described  and  claimed 
by  the  Plaintiff  was  merely  an  application  of  old  and  well-known  mechanical 
devices  in  obvious  ways  to  purposes  analogous  to  those  for  which  those  devices 
had  been  previously  used,  and  that  none  of  the  claims  disclosed  any  patentable 
improvement  upon  pre-existing  common  public  knowledge.  5.  The  devices  10 
claimed  in  Claims  1  and  2  of  the  PlaintifiPs  Complete  Specification  were  not 
foreshadowed  in  the  Provisional  Specification. 

The  action  was  tried  before  Mr.  Justice  Kennedy  on  July  11th  and  December 
19th  1898,  and  judgment  was  delivered  on  December  21st  1898. 

MouUon,  Q.C.,  and  Graham  (instructed  by  Greerwp  and  Son)  appeared  for  the  15 
Plaintiff ;  Walter  and  Gray  (instructed  by  O.  Capron^  agent  for  E.  O.  Newey^ 
Birmingham)  appeared  for  the  Defendant. 

Moulton^  Q.C.,  for  the  Plaintiff. — The  claim  which  has  been  infringed  is 
Claim  10.  It  is  a  very  simple  claim,  and  the  actual  infringement  is  also  very 
simple,  though  the  defences  may  be  more  complicated.  The  patent  is  for  a  20 
number  of  devices  which  are  each  separate  inventions  in  themselves.  Although 
the  devices  are  necessarily  of  a  simple  character,  yet  if  they  are  suited  to  the 
purpose  to  which  they  are  applied  they  may  be  useful  and  novel  inventions. 
[The  device  claimed  in  Claim  10  was  then  explained.]  There  is  no  question 
here  of  infringement,  the  point  is  the  validity  of  the  patent.  25 

The  Plaintiff  and  Thomas  Moy^  Patent  Agent,  were  then  called  as  witnesses 
for  the  Plaintiff,  and  Dugald  Clerk  for  the  Defendant. 

Walter,  for  the  Defendant. — I  am  relieved  from  calling  evidence  as  to  the 
prior  users,  because  the  Plaintiff  has    admitted  the  use  of  the  particular 
mechanism  produced  by  us.    This  previous  mechanism  anticipates  Claims  10  30 
and  11.    The  only  difference  is  one  of  speed,  which  is  merely  a  question  of  the 
adjustment  and  pitch  of  the  screw.    Claim  10  is  anticipated  by  Bruce  and  also 
by  Pearce,  and  Claims  12  and  13  by  Bruce.    They  are  merely  a  workman's 
alternative  devices,  and  the  law  is  clear  that  in  such  cases  there  is  no  novelty, 
or,  in  other  words,  subject-matter.    Claim  15  is  peculiar.    Taken  in  its  ordinary  35 
meaning  it  is,  "  Any  one  of  the  several  parte  among  the  figures."  There  is  Fig.  3, 
which  is  anticipated  by  Banks  and  SIcerrett,    Fig.  29  is  anticipated  by  Banks, 
and  Fig.  32,  which  is  indistinguishable  from  Andrews.    Claim  16  is  not  so  wide,  it 
claims  any  combination  of  the  several  parts,  but  it  is  very  similar.    Claims  1 
and  2  are  also  bad,  because  of  disconf  ormity.    There  is  no  suggestion  as  to  these  40 
in  the  Provisional  Specification. 

Graham,  in  reply. — The  proper  way  to  read  Claim  15  is  not  that  suggested 
by  the  Defendant.  The  Patentee  intended  to  claim  each  figure  down  to  Fig.  23  : 
by  Claim  15  he  meant :  I  have  claimed  all  the  specific  claims,  and  now  claim 
them  in  combination,  e.g.,  he  claims  Fig.  17  and  claims  it  in  combination  with,  say,  45 
Fig.  4.  He  had  no  intention  to  claim  the  drawings  after  Fig.  23.  Fig.  29  is  a 
pulley  to  raise  a  weight.  He  never  intended  to  claim  this  separately,  but 
meant  to  claim  it  in  combination  with  Fig.  17.  [Kennedy,  J. — ^Then  he 
intended  to  claim  the  separate  use  of  Fig.  3.]  I  think  he  did,  but  only  when 
used  in  combination  with  Fig.  1.  As  regards  anticipation,  the  Defendant's  50 
witness  stated  that  if  Fig.  3  were  put  into  its  place  in  Kg.  1  that  it  would  not 
be  anticipated.  I  submit  there  is  no  claim  for  Fig.  3,  except  when  used  for 
opening  and  closing  fanlights.    SkerretVs  Specification  carries  the  question  no 
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further.  As  regards  Bruce'^s  Specification,  the  PJaintiflE  only  describes  a  new, 
convenient  and  economical  way  of  making  a  crosshead  ;  if,  in  fact,  the  method  is 
new  and  required  inventive  faculty  at  the  date  of  the  Specification,  the  claim  . 
is  good.  The  test  is  the  result,  and  this  method  has  driven  the  others  out 
5  of  the  market.  [Kennedy,  J. — ^The  words  of  Claim  13  do  not  bear  out 
your  meaning.]  It  is  not  well  worded,  but  it  should  not  be  construed  too 
hardly.  In  the  description  in  the  body  of  the  Specification  you  find  it 
referred  to  in  detail.  The  question  of  disconformity  arises  on  the  evidence.  As 
regards  the  prior  user  it  is  a  question  of  the  benefit  derived  from  the  increase 
10  of  speed. 

Kennedy,  J. — ^This  is  an  action  brought  by  Mr.  G,  W,  R,  \Adams^  an 
engineer,  against  Mr.  Harry  StevenSy  to  recover  damages  for  the  infringement 
of  a  Patent,  and  for  an  injunction  and  other  relief,  in  respect  of  the  alleged 
infringement.    The  Patent  consists  of  improvements  in  the  method  of  opening 

\fi  and  closing  fanlights,  skylights,  ventilators  and  analogous  articles,  and  in  the 
fittings  and  appliances  in  connection  therewith.  The  Provisional  Specification 
is  dat^d  the  22nd  December  1884,  and  the  Complete  Specification  the  22nd 
September  1885.  The  Defendant,  in  his  Defence,  denies  the  alleged  infringe- 
ment, denies  the  Plaintiff  was  the  first  and  true  inventor,  denies  the  novelty  and 

20  the  usefulness  of  the  alleged  invention,  denies  that  it  is  the  proper  subject  of 
valid  Letters  Patent,  and  alleges  disconformity  between  the  provisional  and  the 
final  Specifications. 

I  am  of  opinion  that  the  Plaintiff  is  not  entitled  to  succeed  in  his  action.  I 
think  upon  the  evidence  before  me    the   arrangement  called  the  regulator 

25  numbered  R.A.1  for  the  alleged  infringement  of  which  by  the  Defenc^mt  in 
his  construction  according  to  the  model  R.A.2,  the  Plaintiff  sues  the  Defendant, 
is  not  new.  It  seems  to  me  that  in  all  its  essentials  the  alleged  invention  had  been 
published  by  the  Plaintiff  himself  at  Birmingham  in  the  Bingley  Hall  in  April 
and  May  1882,  and  in  the  erection  by  the  Plaintiff  of  fanlight  openers  at  the 

30  Yorkshire  Grey  public-house,  and  at  Anderton's  Hotel.  Indeed  it  appears  to 
me  that  the  principle  of  the  regulator  was  one  in  common  use  prior  to  the  date 
of  the  PJaintiff 's  Patent,  as  I  understand  the  facts,  and  that  there  is  really  nothing 
in  the  Plaintiff's  application  of  that  principle  which  deserves  the  name  of 
invention.    The  distinction  which  he  seeks,  as  I  understand  his  case,  to  draw 

Itt  between  that  which  he  exhibited  before,  namely,  R.A.4,  and  the  present 
construction  R.A.1,  is  first  that  the  present  construction  has  adjusting  bearings 
which  the  old  had  not ;  secondly,  that  the  speed  with  which  the  new  construc- 
tion works  is  much  greater  than  the  speed  at  which  the  old  construction  worked  ; 
and,  thirdly,  that  the  new  construction  is  a  worm  working  on  a  worm,  whereas 

10  the  old  construction  was  a  worm  working  on  a  worm  wheel.  It  appears  to  me 
that  there  is  no  substance  in  these  alleged  points  of  difference.  I  can  see  no 
invention  as  regards  the  adjustment  referred  to  nor  any  distinction  between 
worm  and  worm  and  worm  and  wheel.  The  question  of  speed  is  a  question  of 
pitch  as  appears  to  have  been  long  recognised  and  acted  upon  in  constructions 

45  of  a  similar  kind.  I  accept  as  correct  Mr.  Dicgald  Clerk's  evidence  upon  these 
points. 

It  appears  to  me  further  that  the  validity  of  the  Plaintiff^s  patent  has  been 
successfully  objected  to  on  other  grounds.  Upon  the  evidence  before  me 
Claims  10, 12  and  13  are  claims  which  in  my  judgment  are  claims  for  contriv- 
50  ances  that  had  already  been  the  subject  of  Letters  Patent.  The  subject-matter 
of  Claim  10  was  anticipated  by  Pearce ;  and  the  subject-matter  of  Claims  12 
and  13  by  Bruce.  Claim  15  is,  in  my  judgment,  also  an  invalid  claim.  It 
claims  far  too  much.  It  claims  not  merely  the  combination  of  the  parts  or  any 
two  or  more  of  the  parts  thereinbefore  described  and  shewn  in  the  drawings, 
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but  the  application  and  use  of  any  one  of  them.  Sisveral  of  these  parts,  such, 
for  example,  as  a  ratchet  and  pawl  arrangement;  a  slotted  lever,  and  an  eccentric 
grip  appliance,  appear  to  me  on  the  evidence  not  to  be  in  any  shape  inventions 
of  Adams, 

Lastly,  I  do  not  think,  if  it  were  necessary  to  decide  the  point,  that  the  5 
Plaintiff  has  successfully  met  the  case  of  disconformity  put  forward  by  the 
Defendant.  An  essential  portion  of  the  combination  claimed  in  Claims  1  and  2, 
Figs.  1,  2  and  3,  is  the  ratchet  and  pawl  device.  There  is  no  trace  of  this  in  the 
Provisional  Specification.  The  essential  point  in  the  Provisional  Specification 
is  the  use  of  a  spring  in  various  ways  therein  described.  Of  the  ratchet  and  10 
pawl  device  there  is  no  express  mention,  and  I  cannot  find  it  implied,  as  the 
Plaintiff  suggests  that  I  ought  to  do,  in  the  closing  lines  of  page  1  of  the 
Provisional  Specification,  and  the  top  lines  o^  page  2. 

I  therefore  give  judgment  for  the  Defendant  with  costs. 


A  certificate  was  granted  that  all  the  Particulars  of  Objections  which  were  15 
mentioned  and  gone  into  were  reasonable  and  proper. 
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In   the   High   Court   of   Justice.— Qubbn's   Bench   Division. 
Before  Mr.  Justice  Kennedy  and  Mr.  Justice  Grantham. 

•   March  20th,  1899. 

In  the  Court  op  Appeal. 
5  Be/ore  LORDS  Justices  A.  L.   Smith,  Collins,  and   Romer. 

April  11th  and  12th,  1899. 
The  Queen  v.  The  Comptroller-General  op  Patents. 

Ex  parte  TOMLINSON. 

Patent — Opposition    to   grant. — Persons    entitled    to    he  heard    before   the 

10  Comptroller-Oeneral. — Aj)plication  for  mandamus. — Rule  absolute  refused. — 
Appeal  dismissed. — Patents,  Ac.  Act,  1883,  sections  4,  5,  7i,  18,  25,  26,  69,  90, 
and  95. — Patents,  Ac.  Act,  1888,  section  4, 

M.  having  applied  for  a  patent,  T.  gave  notice  of  opposition  to  the  grant  on 
the  ground  that  the  alleged  invention  had  been  patented  in  this  country  on 

15  applications  of  prior  dute.  At  the  hearing  before  the  Gomptroller-Qeneral  an 
objection  was  taken  that  the  Opponent  had  )U)  interest  in  the  prior  Patents,  and 
was  therefore  not  entitled  to  be  heard.  After  a  hearing  the  Comptroller 
aj/plied  to  the  Law  Officer  for  his  direction  under  section  95  of  the  Patents, 
Ac.  Act,  1883,  and  the  Law  Officer  gave  a   direction  that,  if   the  Opponent 

20  had  no  interest,  he  might  not  to  be  heard.  2\  obtained  a  rule  nisi  for 
a  mandamus  against  the  Go^nptroller-General  directing  him  to  hear  and 
determine  the  matter  of  T.^s  opposition.  On  a  subsequent  day,  the  matter 
having  been  argued,  held  by  Kennedy,  J.,  and  Grantham,  J.,  that  the 
question  uhether  T.  wa^  entitled  to  be  heard  was  under  the  Patents,  Ac.  Act, 

25  1888, sections  11  and  95,  a  question  to  be  determined  by  the  Law  Officer,  and  that 
the  rule  mu^t  be  refused. 

T.  appealed. 
Q^Held,  on  Appeal,  that  the  direction  of  the  Law  Officer  having  been  taken  by 
the  Comptroller  under  section  95  of  the  Patents,  Ac.  Act,  1883,  no  mandamus 

30  could  be  granted  agairist  the  Comptroller ;  that  under  section  11  of  the  Act  the 
Law  Officer  is  the  final  autlwrity  to  decide  whether  a  person  ie  entitled  to  be 
heard^  whether  be/ore  the  Oomj)troller  or  tJ^  Law  O^cer^  in  opposition  to  the 
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grant  of  a  Patent ;  and  that  according  to  tlie  proper  construction  of  that  section 
a  member  of  the  public  haviyig  no  interest  is  not  entitled  to  oppose  the  grant  of  a 
Patent  on  the  ground  that  the  invention  has  been  jiatented  in  this  country  on  an 
application  of  prior  date. 

Per  Smith,  L./.,  that  under  section  18^  subsection  (4)y  the  Lata  Officer  is  also  5 
the  final  authority  to  decide  tvhether  a  pe7''son  is  entitled  to  be  heard  before  the 
Gomptroller  or  the  Law  Officer  in  opijosition  to  a  request  for  leave  to  ame'nd  a 
sjjecification. 

On  the  11th  of  June  1898,  Felix  Meyer  applied  for  Letters  Patent  for  an 
alleged  invention  for  *'  Improvements  in  power  looms  for  two  or  more  cloths  10 
"  simultaneously."    The  application  was  numbered  13,158  of  1898.    John  Dania 
l^omlinson  gave  notice  of  opposition  to  the  grant  of  patent  on  the  ground  that 
the  invention  had  been  patented  in  this  country  on  certain  applications  of  prior 
date.    The  Opponent  was  requested  to  inform  the  Comptroller-General  of  the 
Patent  Office  what  interest  he  possessed  in  the  prior  Patents  upon  which  he  15 
based  his  opposition.     In  reply  thereto   the  Opponent  made  a  J)eclaration, 
which  it  is  not  necessary  for  the  purposes  of  this  Report  to  refer  to.     On  the 
matter  coming  on  for  hearing  before  the  Comptroller-General  on  January  10th 
1899,  Catpmael  (Patent  Agent)  for  the  Applicant  took  the  preliminary  objection 
that  the  Opponent  had  no  interest  in  the  prior  Patents  and  had  no  locus  standi.  20 
Imray  (Patent  Agent)  for  the  Opponent  contended  that  it  was  not  necessary 
that  the  Opponent  should  have  an  interest.     On  the  16th  of  February  1899,  the 
Comptroller-General  gave  his  decision  that  the  Opponent  was  not  entitled  to  be 
heard,  holding  that  he  was  bound  by  Stewart's  Application,  13  R.P.C.  627,  and 
that  there  were  no  special  circumstances  disclosing  an  interest,  and  that  the  25 
opposition  failed. 

On  the  3rd  of  March  1899,  on  the  application  of  the  Opponent  to  Gr  A.NTHAM,  J., 
and  Kbnnkdy,  /.,  a  day  was  appointed  for  the  Comptroller-General  to  show 
cause  why  a  writ  of  mandamus  should  not  issue  directed  to  him  commanding 
him  to  hear  and  determine  the  matter  of  the  opposition  of  Tomlinson  to  the  30 
grant  of  the  said  Patent. 

The  Comptroller-General  in  an  affidavit  made  by  him  slated  {inter  alia) 
"  (2)  the  practice  of  the  Patent  Office  is  regulated  by  the  decisions  of  the  Law 
"  Officers  as  from  time  to  time  delivered  upon  Appeals  from  the  Comptroller, 
**  and  in  special  cases  by  directions  given  by  the  Law  Officers,  pursuant  to  35 
*'  section  95  of  the  Patents,  Designs  and  Trade  Marks  Act,  1883.  (3)  From  the 
"  time  of  the  decision  of  Lord  Herschell,  sitting  as  Solicitor- General  in  1884,  in 
"  Glossop's  case  (Griffin's  Patent  Cases,  page  285),  it  has  been  at  various  times 
"  laid  down  by  the  Law  Officers  that  persons  who  admitted  that  they  had  no 
"  interest  in  the  alleged  anticipating  Letters  Patent  are  not  entitled  to  be  heard  40 
"  as  opponents  under  section  11 ;  since  the  case  of  Re  Stewa7%  13  P.O.R.  627, 
"  the  Comptroller  has  declined  to  hear  opponents  when  it  was  admitted,  or  he 
**  was  satisfied,  that  the  opponent  had  no  such  interest.  (5)  In  the  case  of 
"  Felix  Meyer's  application  for  Letters  Patent,  dated  11th  June  1898,  No.  13,153, 
"  and  John  Dania  I'omlinson's  opposition  thereto,  based  on  two  prior  patents,  45 
"  No.  4782  of  1879  and  No.  7843  of  18^7  respectively,  I  gave  notice  of  the 
"  opposition  to  the  Applicant  on  the  7th  of  November  1898,  who  acknowledged 
**  the  receipt  of  the  same  on  the  9th  of  that  mouth.  Subsequently  I  appointed 
"  a  hearing  for  the  10th  of  January  1899,  on  which  date  I  heard  Mr.  Edward 
**  Ca^'pmael  and  Mr.  John  Imray,  Patent  Agents  acting  on  behalf  of  the  50 
"  Applicant  and  the  Opponent  respectively.  Mr.  Garpma^l  took  the  objection 
**  that  the  Opponent  had  no  locus  standi  to  oppose,  and  the  question  was  very 
"  fully  argued  before  me  by  the  two  Patent  Agents.  Subsequent  to  the  hearing 
"  I  applied  to  the  Law  Officer  under  section  95  of  the  Act  as  to  whether  or  not 
^*  in  this  case  I  should  refuse  to  hear  the  Opponent  on  the  ground  of  prior  5& 
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*'  patenting  if,  in  fact,  the  Opponent  had  not  any  interest  in  either  of  such 
*'  patents.  I  was  directed  by  the  Law  Officer  to  decline  to  hear  the  Opponent 
•*  if  it  was  conceded  by  him  that  he  had  no  snch  interest.  Accordingly  on  the 
"  16th  of  February  1899 — ^the  Opponent  having  failed  to  show  that  he  had  any 
f)  "  such  interest — I  gave  my  decision  to  the  effect  that  the  Opponent  had  no 
'^  right  to  be  heard  in  opposition  to  the  grant  of  the  patent,  and  decided  to  seal 
"  the  patent." 

On  the  matter  coming  again  before  ORA.NTHA.M,  J.,  and  Kennedy,  J.,  the 
Attorney-General  (Sir  Richard  Webster^  Q.C.)  and  H.  Sutton  (instructed  by 

li)  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller-General ; 

W.  F.  Hamilton  (instructed  by  Wilson^  Bristowa  and  Garpmael)  appeared  for 

the  Applicant  for  the  Patent ;  Macmorran^  Q.C.,  and  Parkyn  (instructed  by 

Radford  a  fid  Frankland)  appeared  for  the  Opponent. 

The  Attorney 'General  for  the  Comptroller-General. — ^There  will  be  a  question 

15  here  whether  a  mandamus  will  lie,  as  the  Comptroller  is  acting  under  the 
direction  of  the  Law  Officer.  I  submit  also  that  the  class  of  persons  entitled  to 
oppose  the  grant  of  a  Patent  is  the  same  whether  the  matter  is  before  the 
Comptroller  or  the  Law  Officer.  It  is  not  clear  whether  tUe  Opponent  claims 
to  be  a  person  interested.    [^Macmorran^  Q.C. — I  admit  that  the  matter  comes  on 

20  Oil  the  assumption  that  my  client  has  no  interest.]  My  objection  to  the  juris- 
diction is  not  merely  a  preliminary  one ;  1  submit  that  the  point  whether  the 
Opponent  is  entitled  lo  be  heard  is  one  to  be  decided  by  the  Law  Officer. 
[The  Rule  nisi  was  read.]  The  question  arises  under  section  11  of  the  Patents, 
Ac.  Act,  1883.     The  amendment  of  this  section  by  the  Act  of  1888  narrowed  the 

25  grounds  of  opposition,  and  made  the  third  ground  still  more  a  personal  one. 
In  subsection  3  the  words  are  not  '*  entitled  to  be  heard  before  the  Law  Officer," 
but  "  entitled  to  be  heard  in  opposition  to  the  grant."  In  the  present  case  the 
Comptroller  did  apply  to  the  Law  Officer  and  did  get  a  direction.  First,  I 
submit  that  this  is  a  matter  to  be  decided  by  the  Law  Officer  ;  and,  secondly, 

30  that  there  is  no  ground  for  contending  that  the  class  of  persons  entitled  to  be 
heard  before  the  Comptroller  is  ditl'erent  from  or  wider  than  the  class  of 
persons  entitled  to  be  heard  before  the  Law  Officer.  It  is  not  intended  that 
there  should  be  a  general  inquiry  into  novelty  under  the  section.  It  would  be 
absurd  that  any  one  of  the  public  could  force  the  Comptroller  to  exercise  a 

35  jurisdiction  of  stopping  a  Patent  for  want  of  novelty  which  otherwise  he  could 
not  exercise  in  the  clearest  case  of  want  of  novelty.  This  consideration  leads 
to  the  conclusion  that  private  rights  only  are  intended  to  be  dealt  with  under 
the  section.  The  first  class  mentioned  in  the  section  are  persons  from  whom 
the  Patent  has  been  taken  ;  the  third  class,  as  the  section  originally  stood,  might 

40  have  founded  the  contention  now  set  up,  but  the  section  is  now  so  far  repealed  ; 
the  words  substituted  protect  the  true  inventor  from  having  his  invention  taken 
and  put  into  the  Complete  Specification  of  a  prior  applicant.  The  limit  in 
practice  put  on  the  section  is  that  persons  coming  on  the  second  ground  must 
show   some  interest.    Re   Olossop  (Griffin's  P.C.  285)   decided  that  a  person 

45  appearing  before  the  Law  Officer  on  an  appeal  against  a  grant  must  have  an 
interest.  The  reason  of  the  decision  is  the  annoyance  to  applicants  that  might 
otherwise  occur.  Also  the  materials  for  an  inquirj  as  to  novelty  are  inadequate. 
Heath  and  Frosfs  Patent  (Griffin's  P.O.  290)  and  Re  Hookham  (Griffin's  L.O.C. 
32)  also  support  my  contention.    A  slight  interest  is  eufficient,  e.g,  where  the 

50  Opponent  is  a  person  who  has  been  manufacturing  under  an  expired  Patent. 
If  no  interest  is  required  any  patent  agent  might  search  and  enter  an  opposition. 
StewarVs  Application^  13  R.P.C.  627,  is  a  decision  of  the  Law  Officer  on  the 
point. 
Hamilton  for  the  Patentee  adopted  the  above  arguments, 

55      Grantham,  J.,  asked  how  the  Opponent  could  get  over  the  words  "  in  the 
"  opinion  of  the  Law  Officer  ?  " 
J4(yyfwyrrany  Q.C,  for  the  Opponent. — ^The  matter  has  not  come  before  the 
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Law  OfiBcer,  and  cannot  come  before  him  except  on  an  appeal.  Except  Stewart's 
AppUcition  the  cases  cited  apply  only  to  appeals.  The  only  question  which 
the  Comptroller  has  decided  is  whether  the  Opponent  is  a  person  entitled  to  be 
heard.  The  Law  Officer  can  only  give  directions  which  are  consistent  with  the 
statute.  If  I  can  show  that  his  direction  was  wrong,  the  Opponent  is  entitled  5 
to  a  mandamus.  Before  the  Act  of  1888  novelty  must  have  been  gone  into  and 
it  must  be  gone  into  where  the  Opponent  has  an  interest.  [KENNEDY,  J. — 
Stewards  case  was  not  the  first  expression  of  opinion,  see  Re  OlossopJ]  That 
was  an  appeal ;  I  admit  that  I  cannot  go  behind  the  opinion  of  the  Law  Officer 
on  an  appeal.  Where  "  any  person  "  is  intended  in  the  Act  to  be  limited,  there  10 
is  an  express  limitation,  see  sections  4,  22,  25,  26,  subsection  (2)  e,  47  and  62. 
The  opportunity  of  opposing  is  given  in  the  public  interest.  As  to  whether 
mandamus  will  lie,  The  Queen  v.  The  Registrar  of  Joint  Stock  Companies^  L.R., 
2L,  Q.B.D.,  131,  shows  that  a  mandamus  will  lie  to  enforce  a  statutory  duty. 
The  direction  under  section  95  must  not  be  contrary  to  the  statute.  15 

SuttoHj  in  reply  to  Kennedy,  J.,  stated  that  no  special  direction  had  been 
given  before  Stewart's  case,  and  that  the  practice  before  that  decision  was  to 
hear  persons  who  were  not  interested. 

Qranthah,  /. — This  case  has  been  argued  very  ably  by  Mr.  Macmorran 
and  also  by  the  Attorney  General,  and  it  has  brought  to  light  no  doubt  a  very  2{) 
difficult  question  of  construction  of  part  of  a  section  of  an  Act  of  Parliament. 
I  do  not  say  what  we  should  have  done  if  it  came  before  us  de  novo  and  we  were 
not  hampered  by  what  has  been  held  to  be,  and  stated  in  fact  to  be,  the  view  of 
successive  Law  Officers,  and  the  Attorney -General  also.    The  Attorney-General 
has  no  more  power,  I  presume,  than  the  Solicitor-General  in  these  cases,  because  25 
they  are  each  of  them  spoken  of  as  the  Law  Officer,  whether  a  particular  case 
be  determined  by  the  Solicitor-General    or   the  Attorney-General ;   but    it  is 
quite  manifest  that  they  have  for  some  fifteen  years,  at  any  rate  since  the  year 
1884,  decided  in  a  certain  way  as  to  what  their  view  of  the  intention  of  this  Act 
was.    I  think,  reading  the  language  of  Lord  HersdielVs  judgment,  as  Solicitor-  30 
General,  it  must  have  been  the  view  of  the  Law  Officers  of  the  Crown  that  that 
construction  was  the  right  one,  even  before  he  declared  it  to  be  his  view  in  the 
strong  language  which  he  did.     It  appears  to  me  that  this  question  of  Patents  is 
in  a  somewhat  peculiar  position.     Rightly  or  wrongly — rightly,   I    have  no 
doubt — it  has  been  allowetl  for  many  years  to  be  a  question  wnich  was  to  be  35 
determined  ultimately  by  the  Law  Officers.     The  Law  Officers  in  England  have 
been  for  many  years  looked  upon  as  judges  in  these  cases,  and  various  Acts  of 
Parliament  have  been  framed  upon  that  assumption.    We  have  had  a  good  many 
sections  referred  to  here  in  which  is  manifest  that  the  Law  Officer  was  to  be  the 
ultimate  deciding  authority  ;  but  by  the  9th  Section,  in  the  same  way  as  in  the  40 
11th,  apparently  any  question  of  dispute  is  to  be  referred  to  him.     It  is  said  in 
subsection  1  that  *  Where  a  Complete  Specification  is  left  after  the  Provisional 
*'  Specification,  the  Comptroller  shall  refer  both  specifications  to  an  examiner 
"  for  the  purpose  of  ascertaining  whether  the  Complete  Specification  has  been 
"  prepared  in  the  prescribed  manner,"  &c.,  &c.     Then  subsection  3  says  :  "  The  45 
"  Law  Officer  shall,  if  required,  hear  the  Applicant  and  the  Comptroller,  and 
"  may  make  an  order  determining  whether  and  subject  to  what  conditions,  if 
**  any,  the  Complete  Specification. shall  be  accepted,"  clearly  therefore  giving 
power  to  the  Law  Officer  to  determine,  and  it  seems  to  me  to  finally  determine, 
under  what  conditions,  if  any,  the  Complete  Specification  shall  be  accepted.  5O 
Then  subsection  5  is  :  ''  Reports  of  examiners  shall  not  in  any  case  be  published 
"  or  be  open  to  public  inspection,  and  shall  not  be  liable  to  production  or  inspec- 
"  tion  in  any  legal  proceeding,  other  than  an  appeal  to  the  Law  Officer  under 
"  this  Act,  unless  the  Court  or  Officer  having  power  to  order  discovery  in  such 
"  legal  proceeding  shall  certify  that  such  production  or  inspection  is  desirable  fil* 
"  in  the  interests  of  justice,  and  ought  to  be  allowed."     You  cannot,  therefore, 
go  behind  what  h^s  been  done  to  find  out  what  the  examiner  has  e^tid.    Then 
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comee  this  11th  section  as  to  which,  unquestionably,  it  is  very  difficult  to  say 
that  Mr.  Macmorran  is  not  right,  reading  the  language  and  giving  the  language 
its  ordinary  acceptation  as  to  the  meaning  of  it :  ''  Any  person  may,  at  any 
"  time,  within  two    months    from    the    date    of    the    advertisement  of    the 
5  "  acceptance  of  a  Complete  Specification  give  notice  at  the  Patent  Office  of 
**  opposition  to    the   grant   of  the   Patent  on  the  ground  of   the  Applicant 
*'  having  obtained  the  invention  from  him,  or  from  a  person  of  whom  he  is  the 
**  legal  representative,  or  on  the  ground  that  the  invention  haB  been  patented  in 
"  this  country  on  an  application  of  prior  date."     It  is  very  difficult  to  say  it 
10  was  intended  to  limit  that  to  persons  who  were  interested,  but  it  does  seem  to 
me  as  if  the  legislature  had  taken  the  view  that  we  are  taking  now  of  the  power 
of  the  Attorney-General  to  determine  who  should  be  heard,  and  that  it  was 
limited  to  persons  interested,  because,  after  this  Act  was  passed  in  1883,  the 
Solici  tor-JSeneral  laid  down  what  was  to  be  the  rule  of  procedure  in  the  strongest 
15  possible  language,  and  it  being  known  therefore  by  those  who  were  interested 
in  patent  questions,  and  those  who  prepared  anl  drafted  this  Act  of  Parliament, 
what  the  view  was  that  the  Solicitor-General  or  the  Law  Officers  for  the  time 
being  held  as  to  the  construction  of  this  section,  namely,  that  it  was  to  be 
limited  to  those  who  were  interested  in  the  Patents,  an  important  part  of  the 
20  section  is  struck  out,  and  after  the  two  first  limitationp,  which  admittedly  refer 
to  persons  who  are  interested  in  it,  then  this  limitation,  which  is,  we  will  say 
at  the  present  moment,  doubtful  as  to  whether  it  is  limited  to  persons  interested 
in  it  or  not,  is  added — a  very  important  pai-t  which  clearly  limits  it  again  to 
persons  who  are  interested  ;  it  is  this  :  "  Or  on  the  ground  that  the  Complete 
25  "  Specification  describes  or  claims  an  invention  other  than  that  described  in  the 
"  Provisional  Specification,  and  that  such  other  invention  forms  the  subject  of 
"  an  application  made  by  the  Opponent  in  the  interval  between  the  leaving  of 
"  the  Provisional  Specification  and  the  leaving  of  the  Complete  Specification." 
Therefore  unless  the  construction  which  the  Attorney-General  has  put  upon 
30  this  section  is  right,  you  have,  first  of  all  two  limitations  of  the  person  who  is 
to  apply  of  the  same  character,  namely  that  he  is  interested  ;  then  you  have  no 
limitation  at  all,  but  it  may  be  a  man  in  the  street  who  may  oppose,  and  then 
again  you  come  back  to  a  limitation  not  exactly  of  the  same  nature  as  the  two 
first,  namely,  a  person  who  is  interested.    Under  these  circumstances,  it  does 
'AH  seem  to  me  that  the  legislature,  when  the  Act  was  amended  in  1888,  amended  it 
advisedly  on  the  assumption  that  the  construction  of  the  Law   Officers  was 
correct  with  regard  to  this  interpretation. 

Then  when  we  look  to  section  1)5,  that  cle.irly  shows  that  the  Comptroller  may 
in  any  case  of  doubt  or  difficulty  arising  in  the  administration  of  any  of  the 
40  provisions  of  this  Act  apply  to  the  Law  Officers  for  directions:     Is  not  this  a 
case  of  "  doubt  or  difficulty  ?"     Is  it  not  "  in  the  administration  of  any  of  the 
"  provisions  ?"    Is  it  not  one  of  the  provisions  of  this  Act  ?     It  is  a  case  of 
doubt  or  difficulty  because  the  Comptroller  applied  to  the  Attorney-General  and 
stated  it  was  a  case  of  doubt  or  difficulty,  and  asked  him  for  directions.    He 
45  has  given  his  directions.  What  right  hive  we  therefore  to  say  that  the  Attorney- 
General  is  to  have  no  power  to  give  directions,  and  that  we  are  to  over-ride  the 
directions  which  he  has  given  and  to  declare  that  the  Comptroller-General  shall 
hear  this  particular  application  when  the  Attorney-General  thinks  he  ought  not 
to  do  so  ?    Upon  these  gi'ounds  I  am  clearly  of  opinion  that  this  is  not  a  case  in 
50  which  we  ought  to  grant  a  mandamus,  because,  by  so  doing,  we  should  be  taking 
it  out  of  the  power  of  the  Attorney-Geneml  to  give  directions,  which  by  the 
statute  are  placed  in  his  hands.    For  these  reasons  we  refuse  this  application. 

KbNNEDY,  J. — I  am  also  of  opinion  that  this  rule  must  be  discharged  and 

that  we  should  not,  in  our  judicial  discretion,  m  ike  it  absolute.     I  agree  with 

55  what  my   brother  Grantham  has  said  that  if  we,  unfettered  by  any  other 

provisions  of  this  Act,  had  to  construe  this  section  and  had  to  deal  with  the 

Comptroller — and  I  think  Mr.  Macmorran  has  produced  authority  that  we 
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should  have  the  right  to  direct  the  Comptroller  by  mandamus,  apart  from  certain 
considerations  to  which  I  will  refer  in  a  moment  — I  am  inclined  to  think  that  a 
good  deal  at  any  rate  is  to  be  said  by  those  who  have  obtained  this  rule,  on  the 
question  of  the  construction  of  this  11th  section.  The  construction  contended 
for  has,  in  fact,  so  far  as  regrards  the  parties  being  heard  before  the  Comptroller,  5 
been  the  construction  actid  on  in  fact,  until  some  three  years  ago,  but  I  refrain 
from  expressing  any  opinion  decidedly  one  way  or  the  other,  because  it  is  not 
necessary  and  it  seems  to  me  that  we  ought  not  to  grant  a  mandamus,  because 
by  the  terms  of  the  Act  itself,  section  95,  the  Comptroller  is  entitled  to  take,  in 
matters  of  administration  and  of  doubt  or  difficulty,  the  opinion  of  the  Law  10 
Officer.  In  cases  of  doubt  or  difficulty  arising  in  the.  administration  of  any  of 
the  provisions  of  this  Act,  he  may  apply  to  either  of  the  Law  Officers  for 
directions.  Well,  he  has  applied  to  the  Jjaw  Officer  for  directions.  It  is 
impossible  to  say  that  the  construction  of  this  section — ^as  to  which  various  Law 
Officers  have  given  an  opinion,  if  it  differed  from  one's  own,  but  which  is  clearly  15 
held  to  have  been  a  subject  of  discussion  more  than  once  by  various  Law 
Officers — is  not  a  question  of  doubt  or  difficulty.  He  has  applied  for  directions 
and  he  has  got  directions,  and  he  has  acted  on  those  directions.  That  being  so, 
it  appears  to  me  that  we  ouii^ht  not  to  grant  a  mandamus  him  to  do  that  which  the 
Applicants  for  this  rule  wish  him  to  do,  to  hear  a  person  who  is  not  entitled  in  20 
the  view  of  the  I^aw  Officers  to  be  heard  according  to  this  construction  of  section 
11 — to  hear  him  and  therefore  have  this  direction  set  at  naught,  a  direction 
which  it  was  clearly  intended  by  the  Act  the  Comptroller  should  follow.  The 
Law  Officer  has  been  made  the  person  to  decide.  The  legislature  has  placed 
that  confidence  in  the  Law  Officer  and  reposed  in  him  powers  which  are  25 
exercised  by  responsible  officers,  and  they  are  powers  I  think  with  *which  we 
ought  not  to  interfere. 

Sutton, — The  rule  will  be  discharged  with  costs  ? 
Grantham,  /.—Yes. 

Macmorran^  Q.C. — With  regard  to  the  costs  I  should  like  to  take  your  Lord-  30 
ships'  direction  as  to  the  position  of  Meyer.  This  was  a  question  which  was 
raised  between  us  and  the  Comptroller  alone,  so  that  the  objection  was,  as  I 
understand,  not  raised  by  Meyer  s  representative  before  the  Comptroller.  I  do 
not  think  we  ought  to  have  to  pav  two  sets  of  costs.  We  protested  against  notice 
being  given  to  Meyer ^  and  I  do  not  think  we  ought  to  pay  two  sets  of  costs.  35 

Kennedy,  /. — You  did  give  him  notice  ? 
Macmorran,  Q.C. — We  had  to  by  the  rule. 
Grantham,  J. — I  am  afi'aid  we  cannot  make  this  an  exception. 
Tomlinson  appealed. 

C.  A.  Russell^  Q.C,  and  Parky n  (instructed  by  liadford  and  Franklatid)  40 
appeared  for  the  Appellant ;  the  Attorney -General  (Sir  Richard  Webster^  Q.C.) 
and  Siittfm  (instructed  by  the  Solicitor  to  tfie  Board  of  Trade)  appeared  for  the 
Comptroller-General ;   W.  F.  Hamilton  (iubtructed  by  Wilson,  Bristows  and 
Carpma^l)  appeared  for  F.  Meyer,  the  Applicant  for  the  Patent. 

Rtissell,  Q.C,  for  the  Appellant,  stated  the  facts,  and  continued. — In  section  11  45 
of  the  Patents,  &c.  Act,  1883,  the  first  and  third  grounds  of  objection  are  cases 
in  which  no  Patent  has  previously  been  granted  for  the  same  invention,  and  the 
right  to  oppose  is  limited  to  certain  classes  of  persons ;  but  the  second  case 
assumes  that  a  Patent  for  the  same  invention  has  already  been  granted,  and  any 
person  may  oppose.     It  is  a  matter  in  which  the  public  are  interested,  and  no  50 
interest  in  the  previous  Patent  is  necessary.    One  cannot  read  into  the  section 
words  to  limit  the  persons  who  may  oppose.     In  Re  Glossop  Lord  Hei'schell  was 
only  dealing  with  the  hearing  before  himself,  although  he  expressed  an  opinion 
as  to  the  persons  who  were  entitled  to  be  heard  before  the  Comptroller.    The 
Law  Officer  may  decide  who  may  be  heard  before  him,  but  the  Comptroller  is  55 
bound  to  hear  a  person  who  has  given  a  notice  under  section  11,  whether 
interested  in  a  prior  Patent  or  not,  and  this  was  the  practice  until  the  decision 
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in  StewarVs  case,  13  R.P.C.  G27.  Section  95  relates  only  to  questions  of 
administration,  not  of  construction  of  the  Act.  It  is  not  unreasonable  that 
there  should  be  differences  in  the  hearing  before  the  Comptroller  and  that  on 
appeal  to  the  Law  Officer.  The  Law  Officer  may  administer  an  oath  (Patents, 
5  &c.  Act,  1883,  section  38),  and  m  ly  order  croB.^-examination  (Rule  IX.  of  the  Law 
Officers'  Rules).  The  Act  contemplates,  therefore,  a  difference  in  procedure.  The 
word  "  interestei  "  is  not  in  the  section.  Only  cases  where  the  invention  has 
clearly  been  patented  before  are  intended  to  be  dealt  with  under  the  section. 
In  section  18  of  the  Act  the  language  is  similar.     [COLLTNS,  £./.,  referred  to 

10  section  90.]  That  section  contains  an  express  limitation  to  persons  aggrieved. 
[ROMBR,  L,J. — Suppose  that  one  person  opposed  every  application  ?]  One  must 
go  by  the  words  of  the  Act.  [Smith,  Z/.J.,  referred  to  the  words  "any  person 
"  interested  "  in  section  22  as  possibly  supporting  the  Appellant's  contention.] 
Under  section  25  any  person  may  oppose  an  extension  of  a  Patent.     [SMITH, 

15  L.J.y  referred  to  section  2G.]  Sections  4,  69  and  .90  also  support  my  contention 
that  where  a  limitation  of  the  words  "  any  person  "  is  intended  it  is  expressed. 
[ROMER,  L.J,,  referred  to  15  &  16  Vict.  c.  S\  s.  30.  Under  that  Act  it  was 
necessary  that  the  opposer  of  a  grant  should  have  an  interest.]  Now  the  words 
as  to  interest  are  omitted,  and  the  only  limitations  on  the  persons  opposing  are 

20  the  three  grounds  of  opposition  which  can  be  relied  on.  [The  judgments  were 
then  read.] 

The  Atturney-Oeneral  for  the  Comptroller.— This  is  an  attempt  to  ^Qi  an 
examination  as  to  novelty  at  the  instance  of  any  person.  Although  the 
Comptroller  may  know  that  a  Patent  is  bad  he  cannot  stop  it  himself.    The 

25  previous  state  of  the  law  must  be  considered.  It  cannot  have  been  intended 
that  different  classes  of  persons  can  oppose  before  the  Comptroller  and  the 
Law  Officer.  The  Law  Officer  has  by  the  section  to  decide  who  is  entitled  to 
be  heard  in  opposition  to  the  grant ;  the  section  does  not  say  on  the  appeal. 
For  the  purposes  of  the  Act  the  Law  Officer  is  the  judicial  authority.     Under 

30  the  Act  of  1852  the  Opponent  had  to  have  some  interest ;  the  alteration  of  the 
Act  has  not  enlarged  the  class,  but  has  narrowed  the  grounds  of  opposition. 
Before  the  amendment  of  section  11  of  the  Act  of  1883  the  Comptroller  was 
able  to  act  on  the  report  of  an  examiner,  but  the  words  giving  this  independent 
right  were  repealed.    There  are  in  all  four  grounds  of  opposition  in  the  section. 

35  The  first,  second  and  foarth  are  certainly  personal,  and  1  submit  that  the 
third  is  also.  The  decision  in  Re  Glossop's  Patent  has  always  been  acted  on 
as  to  the  hearing  before  the  Law  Officer.  Heath  and  FrosVs  Parent  (Griffin, 
P.C.  288)  and  Hookliam's  Patent  (Griffin,  L.O.C.  32)  followed  that  case.  In 
Stewart's  Ajjplication  I   followed  the  previous  decisions,  and  held  that  the 

40  words  "  entitled  to  be  heard  in  opposition  to  the  grant  "  were  meant  to  apply 
to  the  persons  who  are  to  be  allowed  to  oppose  the  grant.  The  Law  Officer  was 
substituted  for  the  Lord  Chancellor  as  the  final  court  of  appeal  as  to  the  rights 
of  a  person  under  the  Act.  It  was  held  in  Van  Gelder's  Patent,  6  R.P.C.  22, 
that  no  prohibition  could  go  against  the  Law  Officer.     In  section  i  of  the  Act 

45  of  1883  "  any  person  "  includes  aliens  ;  it  is  cut  down  by  the  provisions  of 
section  5  (see  also  section  7).  Subsection  (2)  of  section  18  is  limited  by  sub- 
section (4).  [Collins,  Z/.J.,  mentioned  BelVs  Patent  (Griffin,  L.O.C.  10).] 
Section  95  is  meant  to  put  the  Law  Officer  in  the  position  of  being  the  final 
judicial  authority  in  questions  of  administration  of  the  Act.     [The  affidavit  of 

50  the  Comptroller-General  was  read.]  If  the  contention  of  the  Appellant  be 
correct  it  would  reduce  the  words  in  subsection  3  to  a  nullity ;  it  would  be 
monstrous  to  hear  an  appeal  without  hearing  both  parties  who  were  before  the 
Comptroller.  The  words  of  section  11  do  not  indicate  the  persons  who  may 
oppose  but  the  grounds  of  opposition. 

55  Biisselly  Q.C.,  in  reply. — It  is  said  that  general  inquiries  into  novelty  would  be 
let  in  ;  but  the  Act  allows  one  ground  only.  The  grsmfc  can  only  be  refused 
when  the  invention  is  practically  identical  with  a  prior  Patent.    The  Act  of 
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1852  speaks  of  persons  ''interested  in  opposing  the  grant,"  not  "interested 
"  under  a  prior  Patent."  The  Act  of  1883  does  not  leave  the  Law  Officer 
without  guidance  in  the  matter.  Any  person  may  give  a  notice  to  oppose,  and 
that  sets  the  Comptroller  in  motion,  and  he  must  give  notice  of  the  opposition 
to  the  Applicant  and  decide  on  the  case  subject  to  an  appeal.  The  form  of  the  5 
notice  of  opposition  is  prescribed  by  the  Rules  {see  Patent  Rules,  1890,  r.  36). 
It  would  be  very  clumsy  to  control  the  words  of  subsection  (1)  of  section  11  by 
the  words  of  subsection  (3),  which  relates  to  appeals.  It  is  not  a  necessary  or 
likely  result  of  my  contention  that  difterent  persons  would  be  heard  before  the 
Comptroller  and  the  Law  Officer.  I  submit  that  the  Law  Officers  have  wrongly  10 
construed  the  Act.  In  Heath  and  Fi'osfs  Patent  Sir  Edn^ard  Clafkey  S.-6., 
evidently  thought  that  any  person  had  a  right  to  appear  before  the  Comptroller  ; 
he  heard  the  appeal.  Section  1)5  is  merely  a  piece  of  machinery  in  the  adminis- 
tration of  the  Act ;  if  a  direction  is  given  it  is  a  private  matter  and  is  not  argued, 
and  cannot  affect  the  power  of  the  Court  to  construe  the  Act.  As  to  the  proper  15 
construction  of  the  Act,  the  decisions  of  the  Law  Officers  are  not  binding. 

Smith,  L./.— This  is  an  appeal  from  the  Queen's  Bench  Division  consisting 
of  my  brothers  Grantham  and  Kennedy,  and  they  discharged  a  rule  nisi 
which  had  boon  obtained  by  a  Mr.  Tomlinson  to  compel  the  Comptroller  of 
Patents,  Designs  and  Trade  Marks  to  hear  the  opposition  which  Tomlinson  20 
had  made  to  a  Patent  which  had  been  applied  for  by  a  Mr.  Meyer  for  improve- 
ments in  power  looms. 

There  are  two  facts  in  this  case  which  are  not  disputed,  and  upon  which  this 
case  must  be  determined.  One  is  that  Tomlinson  had  no  interest  in  the 
subject-matter  of  the  Patent  with  regard  to  which  he  sought  to  make  an  25 
application  to  the  Comptroller.  He  was  nothing  more  nor  less  than,  as  has 
been  designated  in  this  Court,  one  of  the  public — a  man  in  the  street.  He  had 
nothing  whatever  to  do  with  the  Patent,  nor  was  he  interested  therein.  The 
next  fact  which  is  undisputed  in  this  case  is  that  the  Comptroller  was  in  doubt 
as  to  whether  or  not  Tomlinso^i^  as  one  of  the  public,  had  a  locus standiio qojuq  30 
in  and  oppose  Meyers'*  application,  he  being  not  interested  in  any  shape  or  way, 
as  I  have  already  said,  in  this  Patent  or  in  any  prior  Patents  relating  to  power 
looms.  The  Comptroller  in  these  circumstances  took  occasion  to  bring  into 
play  the  provisions  of  section  95  of  this  Act,  which  enacts  that  "  The  Comptroller 
'*  may,  in  any  case  of  doubt  or  difficulty  arising  in  the  administration  of  any  35 
"  of  the  provisions  of  this  Act,  apply  to  either  of  the  Law  Officers  for  directions 
"  in  the  matter."  Now  those  are  the  two  facts  which  are  undisputed,  and  upon 
which  alone  our  decision  must  be  given. 

I  wish  to  say  a  word  about  the  position  of  the  Attorney-General,  because  in 
my  judgment  it  is  of  importance  in  this  case.     Everybody  knows  that  the  40 
Attorney- General  is  at  the  head  of  the  Bar  of  England.    We  know  that  he  is  a 
very  high  functionary  and  what  is  more  he  has  judicial  functions  to  perform 
which  from  the  earliest  times  have  been  left  to  the  entire  discretion  of  the 
Attorney-General  of  England.     Let  me  state  one  or  two  of  them  to  emphasize 
what  I  am  saying.     A  man  is  tried  for  his  life  ;  he  is  convicted.     You  cannot  45 
have  a  more  serious  matter  than  such  a  trial  as  that.     He  is  convicted  and  he 
says  that  there  was  an  error  on  the  record.     He  cannot  take  advantage  of  that 
error  on  the  record  unless  he  gets  the  fiat  of  the   Attorney-General.     The 
Attorney-General  is  in  supreme  command  as  regards  the  withholding  or  the 
granting  of  that   fiat  and  no   Court  in  this  kingdom  has  any  jurisdiction  50 
over    the   Attorney-General.      Why   is   that  ?     It  is    because  the  Attorney- 
General  is  given  high  judicial  functions,  and  it  is  known  that  a  man  in  his 
position  never  will  prostitute  those  functions.     Therefore  I  take  perhaps  the 
highest  case  which  can  be  stated  to  show  the  position  of  the  Attorney-General, 
namely  that  he  has  to  grant  his  fiat  when  a  fiat  is  necessary  in  order  that  the  55 
condemned  criminal  under  sentence  of  death  may  bring  error  on  the  record. 
That  is  one  matter. 
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Now  let  me  take  another  case  in  which  the  Attorney-General  is  pre-eminent. 
Who  can  enter  a  nolle  prosequi  excepting  the  fiat  of  the  Attorney-General  is 
obtained  ?  I  do  not  mean  to  say  that  when  some  trivial  case  is  before  some 
inferior  court  or  before  a  Recorder  the  prosecution  may  not  ask  the  judge  to  be 
5  allowed  to  withdraw  the  prosecution,  and  the  judge  when  he  has  read  the 
depositions  may  say,  "  I  agree  with  you  that  there  is  no  case."  But  apart  from 
that  who  can  enter  a  Jiolle  prosequi  ?  In  a  prosecution  by  one  man  against 
another  for  a  crime  the  Attorney-General  can,  if  he  thinks  fit,  enter  a  nolle 
prosequi  and  nobody  can  say  anything  to  him  as  to  whether  he  enters  a  nolle 

10  prosequi  or  not.  He  is  supreme  in  that  matter.  I  can  mention  many 
other  cases.  There  is  one  in  my  mind  now,  though  it  has  fallen  into 
desuetude  of  late  years,  which  I  am  very  sorry  for,  and  that  is  in  regard  to 
crimii^al  informations.  No  more  advantageous  procedure  exists  in  this  country 
for  curbing  attacks  on  high  officers  of  State  in  this  country.    The  Attorney- 

15  General  could,  ex  officio  file  an  information.  He  had  to  ask  no  leave  at  all,  but 
the  Attorney-General  proprio  motu,  if  he  considered  it  w^as  a  proper  case  for  a 
criminal  information,  could  file  it,  and  I  believe — and  I  have  no  doubt  I  am 
stating  what  the  law  is — nobody  could  set  aside  that  criminal  information  which 
he  had  moved  for  ex  officio  and  obtained,  but  it  must  bo  fought  out  to  the  bitter 

20  end.  There  are  many  other  instances  1  could  relate  to  be  found  in  recent 
statutes  and  in  the  older  statutes.  There  is  one  which  I  have  in  my  mind — the 
Newspaper  Libel  Act.  I  believe  actions  cannot  be  brought  against  newspapers 
now  without  the  fiat  of  the  Attorney-General  being  obtained.  I  am  not  certain 
about  that,  but  that  is  my  recollection.     I  only  state  these  matters  to  show  the 

25  high  judicial  functions  which  the  Attorney-General  has  to  perform. 

Having  said  that,  I  now  come  to  these  two  Acts  : — the  Patents,  Designs  and 
Trade  Marks  Act  of  1883  and  the  amending  Act  of  1888.  What  do  we 
find  ?  Throughout  this  Act  what  I  will  call  the  ultimate  Court  of  Appeal  in 
matters  relating  to  Patents  and  ti)  the  oppositions  to  Patents  is  vested  in  the 

30  Law  Officers  of  the  Crown.  The  Solicitor-General  is  the  iociim  tenens  of 
the  Attorney- General  if  the  Attorney-General  is  not  there,  or  for  what  I  know 
he  has  co-ordinate  jurisdiction  with  the  Attorney-General.  I  approach  the 
consideration  of  this  case  with  these  remarks,  that  the  last  court  of  resort,  if  I 
may  so  call  it  in  these  cases,  is  the  Attorney-General  as  the  Law  Officer  of  the 

35  Crown.  Now  we  are  asked  to  grant  in  our  discretion  a  writ,  in  reality  over- 
ruling what  the  Attorney-General  has  done  in  the  present  case. 

Before  I  come  to  the  facts  of  this  case  I  will  refer  to  Van  Gelder^s  case, 
in  which  it  will  be  found  in  the  judgment  of  the  Court  of  Appeal,  and  also 
in  the  judgment  of  Mr.  Justice  Field  and  Mr.  Justice  Wills  in  the  Court  below, 

40  what  is  the  position  of  the  Attorney  -  General  in  these  matters  which  are 
delegated  to  him  by  the  different  statutes  and  I  believe  in  some  cases  by  the 
common  law  of  the  realm.  I  see  there  is  one  line  in  Lord  Justice  Bowen^s 
judgment  which  I  ought  ti»  read,  "At  Common  Law,  the  Attorney-General  is, 
"  when  he  is  exercising  his  functions  as  an  officer  of  the  Crown,  in  no  case  that 

■45  **  I  know  of  a  Court  in  the  ordinary  sense."  Of  course  he  is  not,  and  he  is  not 
overhaulable  by  the  old  Court  of  Queen's  Bench  or  by  the  Queen's  Bench 
Division  now,  or  by  an  appeal  to  this  Court. 

Now,  in  limifie^  what  is  the  first  matter  which  arises  in  this  case  ?  Tomlinson 
goes  to  the  Comptroller  and  he  says :  "  I  am  one  of  the  public,  I  have  no 

50  '*  interest  in  the  matter,  but  I  wish  to  oppose  Meyer'*s  Patent."  "  Then,"  says 
the  Comptroller,  "  I  do  rot  think  you  come  within  the  statute  at  all."  Is  there 
any  provision  in  this  Act  when  the  Comptroller  is  in  that  position  with  regard 
to  whom  he  can  go  to  ascertain  what  is  to  be  done  in  the  matter  ?  It  seems  to 
me  section  95  was  inserted  for  that  very  purpose  because  section  95  enacts  that 

55  "  The  Comptroller  may  apply  in  any  case  of  doubt  or  difficulty  arising 
"  in  the  administration  of  any  of  the  provisions  of  this  Act."  Why  is  not  the 
hearing  or  the  non-hearing  of  Mr.  Tomlinson  a  proceeding  "  arising  in  the 
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"  administration  of  the  provisions  of  this  Act  ?"     The  Comptroller  is  to  hear 
opponents  to  Patents  —opponents  to  the  person  who  is  applying  for  a  Patent. 
He  is  administering  the  Act,  and  here  comes  a  gentleman,  whom  I  will  call, 
without  any  disrespect,  a  man  in  the  street,  who  says,  "  I  wish  to  oppose  Meyer^s 
"  Patent."    What  does  the  Comptroller  do  ?     He  at  once  brings  in  aid  that  5 
section  95,  which  undoubtedly  was  inserted  to  enable  the  Comptroller  to  do 
what  he   has  done.      He  goe^  to  the  Attorney-General,  and  he  says  to  the 
Attorney-General,  "  Here  is  Tomlinson^  a  man  in  the  street,  who  is  applying  to 
"  oppose  Meyer's  Patent ;  has  he  a  locus  standi ;  what  ought  I  to  do  in  the 
"  matter  ?  "    The  Attorney-General  hears  what  Mr.    Tomlinson  says  in  the  10 
matter,  and  says,  "  If  he  is  a  man  in  the  street,  if  he  has  no  interest  in  Meyer's 
"  Patent,  or  in  any  matter  relating  to  what  Meyer's  patent  refers  to,  in  my 
"  opinion  you  ought  not  to  hear  him."     And  yet  the  prerogative  writ  of  the 
old  Court  of  Queen's  Bench  is  now  asked  for,  to  compel  the  Comptroller  to  do 
that  which  the  Attorney-General  says  he  ought  not  to  do.    You  have  only  in  15 
order  to  clinch  the  case  on  that  point  lo  ask  yourself,  is  that  a  case  in  which  the 
discretion  of  this  Court — because  mandamus  is  undoubtedly  a  discretionary 
writ  and  not  a  right — ought  to  be  exercised  in  circumstances  of  this  sort  by 
saying  "  We  will  order  you,  the  Comptroller,  to  do  that  which  the  ultimate 
"  tribunal,  if  I  may  so  call  it,  namely  the  Attorney -General,  says  you  are  not  to  do."  20 
It  seems  to  me  that  is  quite  a  sufficient  ground  upon  which  to  discharge  this  rule. 
But  there  is  another  ground  upon  which,  in  my  judgment,  this  rule  ought  to 
be  discharged.    The  question  has  been  much  debated  as  to  what  is  the  meaning 
of  section  11  and  section  18.     I  will  take  those  together  because  the  same  con- 
siderations I  believe  substantially  apply,  but  I  will  take  section  11  first  to  25 
emphasize  what  I  mean.     I  am  not  going  to  say  that  there  are  not  two  possible 
constructions  which  may  be  placed  upon  section  11,  because  I  think  there  are, 
but  I  have  to  say  what  in  my  judgment  is  the  true  construction  of  section  11, 
and  I  say  first  of  all  that  without  any  of  the  decisions  of  the  law  officers  such 
as  that  of  Sir  Farrer  Herschelt^  in  the  year  1884,  which  he  gave  one  year  after  30 
this  Act  was  passed,  when  he  was  Solicitor-General  of  England — I   say   that 
apart  from  that^my  opinion  is  that  the  true  construction  is  that  one  of  the 
public  having  no  interest  whatever  in  the  subject-matter  of  the  Patent  is  not 
entitled  as  of  right  to  be  heard  before  the  Comptroller  of  Patents,  and  I  will 
give  my  reasons  why.     It  is  quite  true  that  section  11  commences  with  the  35 
words  '*  any  person  "  ;    and  if  it  had  remained  there,  "  any  person  "  would 
have  meant  every  person— every  person  whatever,  whether  interested  or  not 
interested ;    but  that  is  by  no  means  the  whole  of   this  section,  because  the 
section  says  :  "  Any  person  may  at  any  time  within  two  months  from  the  date 
"  of  the  advertisement  of  the  acceptance  of  a  complete  specification  give  notice  40 
"  at  the  Patent  Office  of   opposition  to  the  grant  of   the  patent."     If  it  had 
stopped  there,  I  think  it  might  have  been  said  that  *'  any  person  "  might  do 
that ;    but  now  a  light  is  thrown  by  the  three  subsections  appearing  in  this 
section  which  I  must  read  as  a  whole.     He  may  give  notice  "  of  opposition  to 
"  the  grant  of  the  Patent  on  the  ground  of  the  applicant  having  obtained  the  45 
"  invention  from  him  " — that  is,  Meyer  having  obtained  the  invention  from 
Tomlinson — "  or  from  a  person  of  whom  he  is  the  legal  representative  " — that 
is  one,  and  that  clearly  points  to  a  person  having  an  interest  in  the  Patent, 
because  he  says  he  has  been  defrauded  of  his  Patent,  and  that  the  Patent  had 
been  taken  from  him  or  filched  from  him,  and  therefore,  of  course,  he  has  an  50 
interest  in  the  Patent.     But  that  will  not  do  for  Mr.  Tomlinson  in  the  present 
case,  because  if  it  had  rested  there,  it  is  quite  clear  that  "  any  person  "  in  this 
section  would  be  any  person  who  has  had  his  invention  taken  from  him ;  that 
means  a  person  who  has  an  interest  and  has  been  defrauded — I  will  not  say 
defrauded,  but  that  has  had  that  interest  taken  away  from  him.    That  therefore  55 
clearly  cuts  down  that  expression  "  any  person  "  at  the  commencement  of  that 
section.    That  is  manifest.    Now,  these  are  the  words  upon  which  Tomlinson 
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relies ;  "  or  on  the  ground  that  the  invention  has  been  patented  in  this  country 
"  on    an  application   of  prior  date."     He  says,  therefore,    although   the  first 
ground  cuts  down  the  phrase  "  any  person  "  to  an  application  by  an  interested 
person,  this  is  all  at  large — that,  as  regards  this,  *'  any  person  "  must  be  read  as  if 
5  it  was  a  person  having  any  interest  or  not,  as  the  case  may  be.     I  do  not  read 
it  so.     I  will  finish  this  before  I  go  back  to  what  I  was  saying  :  "  or  on  the 
ground  of  an  examiner  having  reported  to  the  Comptroller  that  the  specifica- 
tion appears  to  him  to  comprise  the  same  invention  as  is  comprised  in  a 
**  specification  bearing  the  same  or  a  similar  title  and  accompanying  a  previous 

10  "  application  but  on  no  other  ground."  The  third  ground  throws  no  light 
on  this  section  at  all  as  to  th*^  words  "  any  person,"  and  for  this  reason  that 
the  third  ground  applies  to  a  motion  pi^ojjrio  motu  hy  the  Comptroller  when 
the  exaoiiner  has  certified  something  to  him.  But  the  legislature  did  not  stop 
there.  The  legislature  in  the  year  1888  cut  that  third  ground  out  of 
!  15  section   11,  and  it  substituted  instead  "  or  on  the  ground  that  the  Complete 

"  Specification  describes  or  claims  an  invention  other  than  that  described  in  the 
I  "  Provisional  Specification,  and  that  such  other  invention  forms  the  subject  of 

i  "  an  application  made  by  the  opponent  in  the  interval  between  the  leaving  of 

I  "  the  Provisional  Specification  and  the  leaving  of  the  Complete  Specification," 

20  clearly  therefore  bringing  in  again  the  interest  of  the  person  who  is  to  make  the 
application.  Therefore  in  these  two  grounds  as  they  now  stand  in  this  Act, 
ground  1  and  ground  3,  beyond  all  doubt  by  the  very  phraseology  of  the 
section,  the  words  "  any  person  "  in  the  first  line  of  section  11  are  cut  down  to 
a  person   interested.     It  is  said  tha*:  because  there  is  this  second  ground  in 

25  section  11,  subsection  1,  which  contains  the  words  :  "  or  on  the  ground  that 
"  the  invention  has  been  patented  in  this  country  on  an  application  of  prior 
*'  date,"  it  means,  or  on  the  ground  that  the  invention  has  been  patented  by  any- 
body, so  as  to  let  in  one  of  the  public  to  take  proceedings  and  to  be  heard 
before  the  Comptroller.     In  my  judgment  that  is  not  the  true  meaning  of  this 

30  ground  inserted  as  it  is  between  the  first  and  third  grounds ;  and  I  think  the 
Attorney-General  gives  the  true  construction  of  these  words  when  he  says  that  it 
is  on  the  ground  that  the  invention  has  been  patented  by  the  opponent  in  this 
country  on  an  application  of  prior  date.  Therefore  if  that  stood  alone,  I  should 
say  that  the  true  construction  of  this  section  11  was  not  to  give  a  right  to  the 

35  public,  or,  as  it  is  called,  the  man  in  the  street,  to  come  in  and  oppose  any 
application  for  a  Patent,  but  it  is  to  be  a  person  having  an  interest  in 
the  subject-matter  of  the  Patent  who  brings  himself  within  this  section  11. 
Then  section  11  goes  on  :  "  Where  such  notice  is  given,  the  Comptroller  shall 
•*  give  notice  of  the  opposition  to  the  Applicant,  and  shall,  on  the  expiration  of 

40  *'  those  twor months  after  hearing  the  Applicant"  (that  is,  the  patentee)  "and 
"  the  person  so  giving  notice,  if  desirous  of  being  heard,  decide  on  the  case, 
"  but  subject  to  appeal  to  the  Law  Officer."  That  does  not  carry  the  case  any 
further  as  regards  the  words  "  any  person."  Then  "  the  Law  Officer  shall,  if 
**  required,  hear  the  applicant  and  any  person  so  giving  notice  and  being,  in 

45  "  the  opinion  of  the  Law  Officer,  entitled  to  be  heard  in  opposition  to  the  grant, 
"  and  shall  determine  whether  the  grant  ought  or  ought  not  to  be  made."  It 
seems  to  me  that  authority  is  given  to  the  Law  Officer  as  the  determinicg 
authority  to  say  whether  or  not  the  opponent  is  a  per8J)n  who  ought  to  oppose 
the  grant,  and  it  would  be  idle  to  say  that  it  is  open  to  the  Court  of  Queen^s 

50  Bench  to  grant  a  mandamus  to  the  Comptroller  to  hear  a  person  when  the 
Attorney-General  is  himself  of  opinion  that  the  person  applying  for  the 
mandamus  is  not  the  proper  person  to  oppose  the  grant.  It  seems  to  me  that  on 
this  section  the  true  construction,  apart  from  the  first  point  which  I  have  taken, 
and  which  I  have  said  is  in  my  judgment  fatal  to  this  application,  is  that  one  of 

55  the  public  cannot  intervene  under  this  section. 

Then  I  come  to  section  18.    There  again  in  subsection  4  we  have,  **  The  Law 
"  Officer  shall,  if  required,  hear  the  person  making  the  request  and  the  person 
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*•  BO  giving  notice,  and  being  in  the  opinion  of  the  Law  Officer  entitled  to  be 
"  heard  in  opposition  to  the  request,  and  shall  determine  whether  and  subject 
"  to  what  conditions,  if  any,  the  amendment  ought  to  be  allowed."  There 
again  the  Attorney-General  is  the  ultimate  tribunal  to  decide  whether  he  is  a 
person  who  ought  to  be  allowed  to  oppose.  It  seems  to  me  on  these  two  Acts  5 
read  together,  the  Act  of  1883  and  the  Act  of  1888,  that  the  contention  of  Mr. 
Tomlinson  in  this  case  is  ill  founded. 

But  there  is  another  fact  which  I  must  call  attention  to  myself,  because  it 
impresses  me,  and  I  do  not  think  I  am  transgressing  any  of  the  rules  which 
relate  to  the  interpretation  of  statutes.     No  one  is  more  jealous  than  I  am  of  10 
allowing  anything  that  has  been    said   in    the    House  of   Commons   to    be 
brought  into  a   Court  of  Law  and    to    have    it    said,   somebody   said    this 
or  somebody  said  that  or  something  else  was  done,  because  we  have  to  construe 
the  Act.     But  in  this  case  there  is  a  peculiar  matter  relating  to  the  case.     No 
one  who  ever  knew  Lord  Herschell  would  not  know  that  he  being  Solicitor-   15 
General  when  this  Act  of  1883  was  passed  was  the  man  of  all  men  in  this  world 
who  knew  the  ins  and  outs  of  this  Act,  and  there  was  never  a  man  who  worked 
harder  and  who  brought  more  consummate  knowledge  to  bear  upon  that  which 
he  had  to  perform.    What  do  you  find  ?    You  find  in  the  very  next  year  to  the 
year  in  which  this  Act  was  passed  Sir  Farrer  Herschell^  the  Solicitor-General  20 
of  England,  sitting  in  the  position  of  Law  Officer  and  adjudicating  on  this  very 
point.    We  find  him  as  Law  Officer  making  this  statement  on  the  very  point 
on  which  we  are  now  asked  to  hold  contrary  to  what  he  then  said,  in  his 
opinion   was  the  meaning  of  this  Act.     Sir  Farrer  Herschell  said,  "  I  shall 
"  hesitate  very  much  before  I  say  that  any  member  of  the  public  can  come  in  25 
"  and  oppose  a  Patent  and  raise  an  enquiry  and  cause  an  appeal  of  this  sort  who 
"  has  no  interest  in  it,  and  who  simply  says  '  Do  not  ask  me  what  my  interest 
"  *  is,  because  I  have  none,  except  that  I  am  going  to  show  you  that  this  Patent 
^^  ^  is  the  same  as  that.*    Because  ihat  system  might  be  used  so  as  to  cause  a  vast 
"  amount  of  annoyance  and   expense  of  a   most  objectionable  character  to  30 
"  patentees.     I  know  it  was  intended  to  prevent  that,  and  I  say  I  should  hesitate 
*'  very  much  before  I  permitted   it,  and,  therefore,  I  think  your  case  to  be 
"  heard  had  better  be  rested  not  on  that  ground  but  on  the  special  ground,"  &c. 
I   have    given  my   own  construction  of    this  section  independently  of   that 
case,    but    if    I    wanted    fortification,    that    which    fell     from     Sir    Farrer  35 
Herschell  in   the   year   1884,    to   my    mind,   is    most   pertinent,    and    I    do 
not    think    as    1    have    already    said,    I   am  transgressing  the    rules    as    to 
construing    statutes    when    I    read    such    a    statement    from    such    a    man 
sitting  judicially  as  he  was,  in  the  very  year  after  this  Act  of  1883  was  passed, 
as  Solicitor-General.    There  are  also  other  opinions  of  the  Law  Officers.    There  40 
is  one  I  will  refer  to  of  the  present  Law  Officer— I  am  talking  of  Sir  Richard 
Webster^  in  a  case  which  is  reported  in  the  Patent  Office  Reports,  in  which  the 
Attorney-General  undoubtedly  took  great  pains  and  care  to  go  into  this  question, 
and,  as  the  ultimate  Court,  he  decided  this  question,  not  deciding  this  merely 
as  Attorney-General,  but  as  the  tribunal  appointed  by  the  Act  as  the  Court  to  45 
ultimately  decide  the  matter,  and  he  came  to  the  same  conclusion  as  that  which 
1  have  arrived  at,  and  which  has  been  the  course  of  practice  for  some  15  or  16 
years.     For  these  reasons,  I   think  the  rule  nisi  tor  a  mandamus  must  be 
discharged,  and  the  appeal  must  be  dismissed. 

Collins,  L.J. — I  am  entirely  of  the  same  opinion  ;  but,  having  regard  to  the  50 
importance  of  the  question,  I  will  add  a  few  words.  I  think,  when  one  comes 
to  read  the  section  as  a  whole,  that  some  limitation  must  be  placed  on  the 
general  words  "  any  person  "  at  the  beginning  of  the  11th  section  ;  and  when 
we  get  down  to  the  third  subsection  it  seems  obvious  that  there  is  such  a 
limitation,  and  that  the  only  person  whose  opinion  is  final  on  the  matter,  as  to  55 
what  it  is,  is  the  Law  Officer.  "The  Law  Officer  shall,  if  required, 
<*  hear  the    Applicant   and  any    person  so  giving  notice  and    being,    in    the 
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"  opinion  of  the  Law  Officer,  entitled  to  be  heard  in  opposition  to  the 
"  grant."  ^  Now  that  section  involves  this — that  it  is  not  every  person 
who  priwid/oc/e  falls  under  one  of  the  categories  named  in  the  11th  section, 
that  is  ipso  facto  entitled  to  be  heard  on  proof  of  the  conditiorft  named  in  the 
5  section.  There  is  something  more — something  in  the  status  of  the  person 
himself,  namely,  whether  he  is  a  person  entitled  to  be  heard.  That  cannot 
mean  a  person  who  has  failed  to  make  good  one  of  the  conditions  imposed  in 
the  11th  section,  because  that  involves  a  right  on  his  part  to  be  heard  on  proof 
of  his  fulfilling  that  condition.    That  is  not  what  is  meant.     It  is  something 

10  going  to  the  right  of  the  person  to  be  heard  at  all.  Who  is  to  pronounce 
upon  that?  The  Attorney-General,  the  Law  Officer  of  the  Crown,  is  to 
determine,  because  it  is  only  a  person  who,  in  the  opinion  of  the  Law  Officer, 
is  entitled  to  be  heard  in  opposition  to  the  grant  that  can  be  heard  before  the 
Iaw  Officer.     It  is  suggested  that,  although  that  is  true  as  to  the  hearing  before 

15  the  Law  Officer,  it  does  not  apply  to  the  hearing  before  the  Comptroller.  I 
cannot  think  that  the  legislature  could  have  intended  anything  so  anomalous 
as  that.  The  question  which  the  Law  Officer  has  to  decide  is  whether  he  is 
entitled  to  be  heard  "  in  opposition  to  the  grant."  The  grant  is  made  by  the 
Comptroller,  and  therefore  the   discretion,  or,  rather,  the  informed  opinion 

20  which  the  Attorney-General  is  exercising,  is  as  to  the  status  or  as  to  the  right 
of  this  individual  to  be  heard  in  opposition  to  the  grant.  It  may  not  come 
before  the  Attorney -General  for  decision  until  it  comes  before  him  on  appeal, 
but  the  point  decided  is  just  the  same  as  if  it  were  on  the  application  to  the 
Comptroller. 

25  Now  I  think  that  is  very  much  fortified  by  an  observation  made  by  the 
Attorney-General,  which  struck  me  as  having  very  great  weight,  and  that  arises 
from  the  alteration  that  has  been  made  by  the  subsequent  Act  in  the  terms  of 
the  earlier  Act.  By  the  earlier  Act  one  of  the  considerations  which  might 
govern  the  decision  of  the  Comptroller  was  "  on  the  ground  of  an  examiner 

30  I'  having  reported  to  the  Comptroller  that  the  specification  appears  to  him  to 
'*  comprise  the  same  invention  as  is  comprised  in  the  specification  bearing  the 
"  same  or  a  similar  title  and  accompanying  a  previous  application."  Now  that 
empowered  the  Comptroller,  upon  information  given  to  him  by  a  competent 
officer  specially  qualified  to  give  it,  and  absolutely  neutral  by  reason  of  the  fact 

35  that  he  was  an  officer — it  empowered  the  Comptroller,  on  information  given  to 
him  by  such  an  officer  of  a  prior  specification  for  the  same  invention,  to  act 
upon  it  and  to  entertain  the  opposition.  That  section  has  been  repealed  ;  but 
it  is  said  that,  although  that  provision  has  been  struck  out  and  the  Comptroller 
is  not  entitled  now  to  act  upon  information  of  a  prior  specification  for  the  same 

40  invention  coming  to  him  from  a  specially  competent  person  absolutely  neutral 
in  the  matter,  he  is  bound  to  entertain  an  application  coming  from  a  person  not 
specially  trained  and  not  necessarily  neutral,  and  who,  ex  hypothesis  has  no 
interest  whatever  in  the  matter.  It  would  be  an  extraordinary  thing  to  cut  off 
from  the  Comptroller  the  right  to  act  upon  an  informed  opinion  of  a  thoroughly 

45  neutral  person  and  to  oblige  him  to  act  upon  the  informed  opinion  of  a  non- 
neutral  person.  That  seems  to  me  to  point  strongly  to  an  intention  on  the  part 
of  the  legislature  that  there  should  be  underlying  all  these  applications  some 
personal  right  in  the  person  claiming  to  oppose,  and  that  of  that  right  the 
Attorney-General  is  the  arbiter. 

^  Then,  as  to  this  particular  case,  I  quite  agree  with  all  that  my  Lord  has  said — 
that  in  this  particular  case,  as  to  this  discretionary  writ  of  mandamus,  the  case 
is  concluded  by  this  fact :  that  it  is  not  an  application  to  review  the  discretion 
of  the  Comptroller  himself  in  refusing  to  hear  this  person,  but  the  Comptroller, 
on  the  facts  before  us,  applied,  as  he  was  entitled  to  apply  by  the  95th  section, 

55  "  in  a  case  of  doubt  or  difficulty  arising  in  the  administration  of  any  of  the 
"  provisions  of  this  Act "  to  the  Law  Officer  for  directions  in  the  matter,  and  it 
was  not  until  he  got  the  direction  of  the  only  person  entitled  to  give  it  to  him, 


246  REPORTS  OP  PATENT,  DESIGN,       i[May  17, 1899. 


The  Queen  v.  The  Gomptroller-Oeneral  of  Patents.    Ex  parte  Tomlinson. 


namely,  the  Attorney-General,  that  he  ought  not  to  hear  this  person,  that  he 
did  not  hear  him.  Well,  in  view  of  that  direction  given  by  the  person  charged 
with  the  duty  to  give  it  to  the  Comptroller,  and  acted  upon  by  the  Comptroller, 
I  think  it  would  be  quite  impossible  for  us  to  issue  a  writ  of  mandamus  to 
compel  the  Comptroller  to  hear  him.  5 

For  these  reasons,  and  for  the  reasons  given  by  my  Lord,  I  am  clearly  of 
opinion  that  this  appeal  must  be  dismissed. 

ROMBR,  L.J.—1  also  think  that  this  appeal  must  be  dismissed,  I  will  just  add  a 
few  words  on  the  question  of  the  construction  of  section  11.  I  will  go  so  far  as  to  say 
that  when  that  section  11  is  first  read,  and  somewhat  hastily,  I  think  the  first  10 
impression  of  most  persons  would  be  that  the  phrase  "  any  person  "  in  section  11  is 
unlimited  in  its  scope  so  far  as  concerns  the  ground  of  opposition  that  the  invention 
had  been  patented  in  this  country  on  an  application  of  prior  date.  But  on  further 
consideration,  and  on  consideration  of  the  matter  carefully,  I  have  also  come  to 
the  conclusion  that  the  prima  facie  impression  would  be  erroneous,  and  is  15 
erroneous,  and  for  the  reasons  which  have  been  pointed  out  by  the  Lords 
Justices.     Those  words  in  section  11,  subsection  3,  which  point  out  that  the 
Law  Officer  is  entitled  on  appeals  before  hira  to  decide  who  ought  to  be  heard 
in  opposition  to  the  giant  show,  to  my  mind,  this  very  clearly — that  it  was  riot 
every  person  who  was  intended  to  have  the  right  of  being  heard  in  opposition  20 
to  the  grant.    And  those  words  "  in  opposition  to  the  grant "  are  important. 
They  do  not  say — an^i  I  do  not  think  they  mean — entitled  to  be  heard  before 
the  Law  Officer  on  appeal.    They  are  more  general,  and  I  think  they  point  to 
this — that  it  is  not  every  person  who  has  a  right  on  any  of  the  grounds  stated  in 
section  11,  subsection  1,  to  be  heard  in  opposition  to  the  grant  generally  ;  and  25 
if  they  are  not  entitled  to  be  heard  in  opposition  to  the  grant  generally  they 
cannot  be  entitled  to  be  heard  even  before  the  Comptroller.  The  only  diffic^ilty, 
of  course,  would  be  this  that  it  might  be  said,  the  Law  Officer  is  the  person  who 
is  to  determine  whether  or  not  any  opponent  ought  to  be  heard  in  opposition 
to  the  grant,  but  that  difficulty  is  met  by  this.     Under  section  95,  there  is  a  30 
provision  that  the  Comptroller  may,  in  administering  this  Act,  apply,  in  cases 
of  doubt  or  difficulty  to  the  Law  Officer  for  his  direction.     That  enables  him 
directly  a  matter  comes  before  him,  like  a  question  of  opposition  to  a  grant,  to 
go,  at  once,  as  the  Comptroller  did  in  this  case,  to  the  Law  Officer  and  get  his 
direction.     So  that  that  difficulty  is  removed.     In  this  case  that  course  was  35 
adopted.     I  need  add  nothing  to  what  the  Lords  Justices  have  said,  as  to  the 
decision  of  the  Law  Officer  in  a  case  like  this  being  final.     It  is  almost  impos- 
sible to  suppose  that  the-  opposite  construction  of  section  11  could  have  been 
intended.     It  could  not  have  been  intended  by  the  legislature  that,  before  the 
objection  could  be  taken  before  the  Law  Officer  on  appeal,  that  the  opponent  40 
was  not  entitled  to  be  heard,  you  must  go  through  the  form  of  going  before  the 
Comptroller  and  getting  a  decision  from  him  merely  to  have  an  appeal  before 
the  Law  Officer  and  for  him  to  say  :  "  This  opponent  ought  never  to  have  been 
"  heard."    That  could  not  have  been  the  intention.     It  is  equally  difficult,  to 
my  mind,  to  suppose  that  the  legislature  intended  that,  on  appeal  to  the  Law  45 
Officer,  different  persons  should  be  heard,  or  that  there  should  be  a  different 
right  of  being  heard  than  it  is  when  before  the  Comptroller  especially  seeing 
that  the  appeal  was,  of  necessity,  a  far  more  important  hearing  than  that  before 
the  Comptroller. 

I  also  wish  to  add  this  that  the  construction  which  we  are  putting  upon  this  50 
section  is,  to  my  mind,  in  every  respect,  ihe  more  reasonable  and  more  con- 
venient one.  The  inconveniences  which  would  follow  if  the  construction 
contended  for  by  the  Appellant  was  adopted,  have  been  already  pointed  out  in 
the  course  of  the  argument,  and  I  need  not  refer  to  them.  They  will  occur  to 
everybody  who  has  to  consider  this  Act,  and  its  application,  and  how  it  is  to  be  55 
worked  in  cases  of  these  applications. 

I  also  desire  to  add  this,  that  it  must  be  remembered  that  there  is  no  hardship 
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in  the  construction  we  are  adopting,  for  the  sealing  of  a  Patent  prejudices  no 
man  in  this  respect.  It  does  not  establish  the  validity  of  the  Patent  against 
anybody.  It  leaves  it  open  to  everybody  to  show  if  he  is  attacked  upon  a 
Patent,  that  the  Patent  is  upon  any  proper  and  sufficient  grounds  one  which 
5  is  invalid.  Also,  there  are  provisions  under  which  persons  who  are  more 
directly  interested  can  apply  for  revocation  of  a  Patent,  if  improperly  granted. 
For  these  reasons,  I  also  agree  that  the  appeal  must  be  dismissed  and  with 
costs. 

HamiU<m. — I  appear  for  Meyer^  who  was  a  party  to  the  rule,  and  who  was 
10  also  a  party  to  this  appeal.     Costs  are  asked  against  him  by  the  notice  of  appeal. 
I  ask  that  costs  may  be  given  to  him. 
Smith,  L.J.— Very  well. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  North. 
15  April  11th,  1899. 

The  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  Another  v,  Nbal. 

Patent. — Action  for  infringement. — Interlocutory  motion. — Repairs  or  manu- 
facture.— Customer  alleged  to  he  Plaintiffs''  a^ent. — Injunction  granted. 

The  specification  of  a  patent  claimed  (inter  alia)  a  rubber  or  elastic  tyre 
20  having  the  form  of  a  saddle  or  arch  in  section  lined  with  canvas^  in  combina- 
tion with  two  ivires  or  sufficiently  inelastic  cores  for  securing  tlie  same  to  the 
rims  or  tyreSy  substantially  as  therein  described.    A  tyre  manufactured  by  the 
owners  of  the  patent,  being  worn,  was  taken  to  N.,  who  substituted  for  the  old 
canvas  and  rubber  new  canvas  and  rubber^  but  used  the  old  wires.     The  owjiers 
25  of  the  patent,  which  had  been  established',  brought  an  action  against  N.  for 
infringement,  and  moved  for  an  interlocutory  injunction.    It  was  contended 
for  the  Defendant  that  he  had  only  executed  fair  repairs,  and  also  that  the 
customer  was  the  agent  of  the  Plaintiffs  in  ordering  the  work  to  be  executed. 
Held,  that  the  customer  was  only  the  agent  of  the  Plaintiffs  to  the  extent  of 
30  being  deputed  to  ascertain  what  course  the  Defendant  would  take;  that  the 
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to  do  so  ;  here  the  agent  had  no  authority  to  give  any  permission,  but  only  to 
find  out  what  was  being  done. 

North,  J. — As  regards  Kelly  v,  Batchelar^  I  think  this  case  is  distinct  from 
that.    I  do  not  recollect  what  the  facts  of  that  case  are  now  ;   I  take  them 
dimply  from  the  statement  contained  in  the  Report.     I  find  that  the  conclusion  5 
I  came  to  there  was,  that  the  person  who  directed  the  ladder  to  be  made  had 
authority  to  give  such  instructions.     In  the  present  case  I  do  not  see  that  there 
was  any  such  authority.    As  to  what  the  agent  was  told  I  will  take  the  words 
<?f  the  affidavit  itself  :  "  The  Plaintiff  Company  informed  me  that  the  Defendant 
*'  was  making  infringing  tyres  under  the  guise  of  repairing  old  tyres,  and  asked  10 
"  me  to  see  if  it  was  so.    Accordingly  I  took  the  old  and  worn-out  cycle  cover 
*'  to  him,  and  he  pointed  out  how  he  was  going  to  what  he  called  repair  same, 
"  and  brousrht  me  specimens  of  the  indiarubber  strips  he  intended  putting  on, 
**  and  told  me  what  the  extra  cost  would  be  if  I  chose  the  best  of  them."    Then, 
that  being  so,  it  was  an  employment  of  an  agent  for  the  purpose  of  seeing  what  15 
the  Defendant  would  do  under  given  cirpumstauces.     He  does  not  say  that  he 
knew  that  he  was  an  agent  for  the  Plaintiffs,  or  that  he  acted  on  that  view  at  all. 
No  doubt  he  did  not  know  anything  of  the  kind.    He  would  not  have  been 
nearly  so  candid  with  the  agent,  as  in  fact  he  was,  if  he  had  known  or  suspected 
that  he  was  the  agent  of  the  Plaintiffs.    Under  these  circumstances  it  seems  to  20 
me  this  is  not  a  case  in  which  Kelly  v.  Batchelar  applies,  and  therefore  I  do  not 
follow  that  case. 

Then,  as  regards  the  thing  which  was  done,  I  feel  a  little  difficulty  about  it 
because  of  this — that  I  do  not  find  anywhere  any  suggestion  that  the  Defendant 
ever  did  anything  of  the  sort  before  or  since.  There  is  no  threat  or  intention  25 
suggested  on  his  part  of  continuing  to  infringe  in  the  future,  whereas  no 
injunction  which  I  can  grant  now  could  prevent  his  completing  and  delivering 
and  receiving  payment  for  the  article  which  actually  has  been  dealt  with  in 
this  particular  case  ;  but,  looking  at  the  fact  that  he  is  employed  in  the  way  of 
his  trade  in  that  way,  and  no  questions  are  asked  about  it,  I  think  that  when  a  30 
man  accepts  an  order,  and  points  out  the  way  in  which  he  is  going  to  do  it,  it  may 
be  taken  to  be  an  expression  of  his  view  that  he  did  it  in  the  course  of  his  trade, 
and  that  he  will  do  it  again  if  anybody  else  comes  to  him  on  a  future  occasion 
and  gives  a  similar  order.  Under  these  circumstances  I  think  the  Plaintiffs  are 
entitled  to.  an  injunction.  I  do  not  think  that  the  Defendant  is  justified  in  35 
saying  that  the  mere  fact  that  these  wires  had  been  used  in  an  article  made  by 
the  Plaintiffs  is  a  license  to  use  them  for  any  article  of  any  kind  with  which 
they  could  be  used.  It  seems  to  me  that  the  only  license  or  authority  given  by 
the  sale  is  that  they  shall  be  used  till  they  are  worn  out.  Any  simple  repairs, 
I  think,  may  be  done  by  a  person  without  any  license  from  the  manufacturer ;  40 
but  when  he  takes  the  whole  thing  and  sells  what  is  a  new  tyre  with  merely 
the  old  wires  in  it,  in  my  opinion  there  has  been  no  license  to  use  those  old 
wires  for  the  purpose  of  putting  them  into  and  making  up  precisely  the  same 
oombination  which  is  the  subject  of  the  Letters  Patent.  As  to  the  injunction 
I  think  it  will  do  in  the  terms  in  which  it  is  asked  for.  45 
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In  thb  Court  of  Appeal. 

Before  The  Master  op  the  Rolls,  Lord  Justice  Rigby,  and 

Lord  Justice  Vaughan  Williams. 

February  28th,  March  1st,  2nd,  4th,  6th,  7th,  8th,  and  April  13th  and  22nd,  1899. 

5        The  Castner-Kellner  Alkali  Company,  Ld.  v.  The  Commercial 

Development  Corporation,  Ld. 

Patent. — Action  for  in/ringe^nent. —  Validity.  —  Subject-matter.  —  Diacon- 
formity. — Patent  upheld  at   trial  and  injunction  granted. — Appeal. — Patent 
Iield  iniKdid. — Appeal  alloived. — Certificate  as  to  Particulars  of  Objections. — 
10  Costs  of  copies  of  shorthand  notes. 

« 

TTiis  was  an  action  to  restrain  infringement  and  threats  of  infringement 
of  a  patent  for  an  improved  electrolytic  apparatus  for  prodiunng  caustic 
soda  or  caustic  potash  from  suitable  salts  by  a  continuous  process. 
The  Defence  denied  infringement  and  alleged  that  the  patent  was  invalid^ 

15  for  the  reasons  that  the  invention  was  not  new,  not  useful,  and  not  the 
proper  subject-matte?*  for  Letters  Patent,  and  also  for  the  reason  that  the 
Complete  Specification  described  and  claimed  inventions  not  comprised  within 
the  Provisional  Specification.  Held  at  the  trial,  that  there  was  sufficient 
invention  to  form  subject-matter  /or  Letters  Patent,  that  there  was  no  dis^ 

20  conformity  between  the  Provisional  and  the  Complete  Specifications,  and  that 
the  Defendants  had  infringed.  A  perpetual  injunction  was  granted  to  the 
Plaintiffs,  together  with  the  costs  of  the  action.     The  Defendants  ajjpealed. 

Held  on  Appeal,  by  The  Master  op  the  Rolls  and  Rigby,  L.J.,  that  the 
patent  was  invalid  on  the  ground  of  discanformity,  and  by  RiGBY,  LJ^.,  for 

25  want  of  subject-matter  also.  Held  by  Vaughan  Williams,  L.J.,  that  the  patent 
was  valid  and  liad  beeri  infringed.     I'he  appeal  was  allowed  with  costs. 

On  the  23rd  of  October  1894,  a  patent  (No.  20,259  of  1894)  was  granted  to 
Carl  Kellner,  of  Vienna,  for  "  ImprovementB  in  electrolytic  apparatus  for 
'*  decomposing  metallic  salts.^^ 

30  The  Complete  Specification  was  as  follows  : — '*  This  invention  has  reference 
^  to  an  apparatus  for  the  electrolyBis  of  alkaline  salts  with  the  aid  of  a 
"  stationary  mercury  cathode,  in  which  the  amalgam  formed  by  electrolytic 
"  action,  has  its  location  changed  from  the  decomposing  chamber,  in  which  it 
^  is  produced,  to  a  combining  chamber,  in  which  it  is  decomposed  and  the 

35  **  cation  combined  with  water,  an  acid,  or  other  body,  by  the  shifting  of 
"  a  partition  which  is  adapted  to  be  moved  to  and  fro  in  the  mercury  and 
**  serves  to  separate  the  two  aforesaid  chambers  from  each  other.  The  partition 
^  is  in  this  cape  made  in  the  form  of  a  bell  closed  at  its  lower  edge  by  a  mercury 
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"  seal  and  enclosing  the  decomposing  chamber,  so  that  the  amalgam  formed  in 
**  the  latter  is  caused  by  the  shifting  of  the  bell  to  have  its  location  alternately 
"  on  one  side  and  on  the  other  side  of  the  bell  without  itself  changing  or  moving 
*'  its  position,  and  is  thas  caused  to  gain  access  to  and  become  situated  in  the 
•*  combining  chamber,,  whilst  the  mercury  on  the  other  side  of  the  partition,  5 
"  which  was  previously  situated  in  the  combining  chamber,  effects  in  the 
"  decomposing  chamber  the  amalgamation  of  the  metal  that  is  being  separated 
"  by  the  electrolytic  decomposition  of  the  electrolyte.  In  this  way,  a  con- 
"  siderable  output  can  be  obtained  from  the  apparatus  with  a  comparatively 
"  small  quantity  of  mercury,  because  both  operations  can  take  place  10 
"  simultaneously  and  uninterruptedly. 

"  In  the  drawings  filed  with  my  Provisional  Specification,  Fig.  1  is  a  vertical 
**  section  taken  through  one  cell  of  an  apparatus  constructed  according  to  this 
*'  invention  ;  Fig.  2  is  a  longitudinal  section,  to  a  smaller  scale,  taken  through 
"  the  whole  apparatus  ;  Fig.  3  is  a  horizontal  section  on  the  line  y — y  of  Fig.  2  ;  15 
"  and  Figs.  4  and  5  are  sections  through  the  bell  showing  two  different  forms 
"  of  construction  of  the  latter.  In  the  accompanying  drawings,  Fig.  6  is  a 
"  longitudinal  vertical  section  illustrating  a  modified  construction  of  the 
"  apparatus  shown  in  Fig.  2.  Fig.  7  is  a  vertical  section,  and  Fig.  8  a  horizontal 
"  section,  taken  in  different  planes,  showing  a  further  modified  construction  of  20 
"  the  said  apparatus.  Fig.  9  is  a  vertical  section  through  a  cell  of  the  apparatus, 
"  similar  to  that  shown  in  Fig.  1,  but  provided  with  a  short  circuited  secondary 
*'  electrode  for  the  purpose  of  rapidly  removing  the  alkaline  metal  from  the 
><  amalgam  that  has  been  formed. 

**  The  apparatus  shown  in  Figs.  1,  2  and  3  comprises  a  vessel  A  for  the  25 
•*  reception  of  the  electrolyte  to  be  decomposed,  and  a  trough  B  inserted  or 
**  suspended  in  the  vessel  A,  this  trough  having  in  its  bottom  openings  b  which 
"  are  surrounded  by  projecting  borders  b^  that  serve  to  prevent  the  escape, 
"  through  the  said  openings,  of  the  layer  of  mercury  C  which  serves  as  a  cathode 
"  and  covers  the  bottom  of  the  trough.    The  anodes  D  are  arranged  in  the  30 
"  electrolytic  space  of  the  vessel  A,  horizontally  or  vertically,  and  in  the  latter 
"  case  may,  as  shown,  also  project  through  the  openings  b  into  the  trough  B. 
"  Each  of  the  trough  openings  is  covered  over  by  a  bell  E  of  non  conducting 
"  material,  such  for  example,  as  glass,  stoneware,  porcelain,  or  ebonite,  which 
"  dips  at  its  lower  free  edge  into  the  mercury  and  is  of  greater  width  than  the  35 
"  opening  &,  so  that  it  can  be  moved  to  and  fro  through  a  certain  distance  over 
"  this  opening,  the  extent  of  this  movement  being  limited  by  the  upwardly 
"  projecting  border  bK    The  bell  thus  encloses  the  decomposing  chamber  com- 
"  municating  with  the  vessel  A,  and  forms  an  electrically  non-conducting 
'^  partition  between  the  decomposing  chamber  and  the  combining  chamber  of  40 
"  the  trough  B  which  is  charged  above  the  mercury  cathode  C,  which  constitutes 
"  the  seal,  with  water,  acid  or  other  substance  with  which  it  is  desired  to  cause 
"  the  cation,  previously  taken  up  by  the  mercury  cathode,  to  combine.    In  order 
"  that  the  mercury  shall  not  become  displaced  by  the  lower  end  of  the  bell  E 
**  sliding  over  the  bottom  of  the  trough  B  when  the  bell  is  being  moved,  slots  45 
"  or  notches  e  or  b*  are  provided  respectively  in  the  lower  edge  of  the  bell,  (as 
**  in  Figs.  1  and  4),  or  in  the  bottom  of  the  trough,  as  in  Fig.  5.    A  gas  exit 
"  pipe  F  leads  from  the  decomposing  chamber  to  the  exterior  of  the  vessel  A. 
"  The  anode  D  and  the  mercury  cathode  C  are  connected  to  the  terminals  of  a 
"  suitable  source  of  electricity.  50 

*^  In  an  apparatus  of  large  size,  such  as  is  intended  to  be  employed  on  an 
*^  industrial  scale,  the  whole  of  the  bells  E  are  preferably  united  to  form  a  cover 
**  which  is  provided  with  partitions  and  is  adapted  to  be  moved  to  and  fro"  in 
"  the  trough  B,  the  spaces  E'  between  every  two  bells  being  arranged  to 
'*  communicate  by  means  of  lateral  openings  with  the  trough  B,  as  shown  in  55 
*'  Fig.  2.  The  gas  exit  pipes  F  are  then  arranged  in  such  a  manner  that  the 
*'  generated  gas  is  led  through  all  the  bells  ia  succession  and  is  drawq  off  froia 
''  the  last  bell. 
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"  The  manner  of  working  the  apparatus  is  as  follows  : — The  electrolyte,  for 
'*  instance  a  solution  of  common  salt,  within  the  vessel  A  and  the  decomposing 
spaces  or  chambers,  becomes  decomposed  by  the  electrolytic  action  which 
takes  place  under  the  bells  E,  the  liberated  chlorine  gas  being  led  off  through 
the  pipe  F,  whilst  the  metallic  sodium  forms  an  amalgam  with  the  mercury 
"  cathode  C  which  is  situated  within  the  bells  E  on  one  side  of  the  anodes  D, 
"  viz,  on  the  right  hand  side  in  Fig.  1.  If  now  the  bells  be  shifted  to  the  left, 
"  into  the  position  shown  in  dotted  lines  in  Fig.  1,  the  stationary  mercury 
'^  cathode  together  with  amalgam  becomes  thereby  situated  in  the  combining 

10  *•  chamber  of  the  trough  B  which  is  charged,  it  may  be  for  instance  with  water. 
'*  The  sodium  separates  out  from  the  amalgam  and  combines  with  the  water  to 
"  form  sodic  hydrate.  At  the  same  iime,  by  the  shifting  of  the  bells,  that 
"  portion  of  the  mercury  which  was  previously  situated  outside  the  left  hand 
"  side  portioijLS  of  the  bells,  that  is  to  say,  in  the  combining  chamber,  will  now 

15  "  be  located  in  the  decomposing  chamber,  and  acts  as  the  cathode  to  again 
^'  produce  an  amalgam  with  the  sodium  which  is  continually  being  separated 
"  in  the  said  decomposing  chamber.  If  the  bells,  after  a  suitable  interval  of 
"  time,  be  shifted  back  into  the  position  shown  in  full  lines  i.e.  to  the  right 
*'  hand,  the  mercury  on  the  left  hand  side  of  the  anodes,  together  with  the 

20  **  amalgam  formed  thereon,  again  becomes  situated  in  the  combining  chamber 
"  of  the  trough,  and  consequently  within  the  sphere  of  action  of  the  water  in 
"  such  chamber,  whilst  on  the  oth»T  hand  the  mercury  situated  on  the  right 
^'  hand  side  of  the  anodes,  and  the  amalgam  portion  of  which  has  been  acted 
"  upon  in  the  meantime  by  water  to  remove  the  sodium  therefrom,  becomes 

25  ^*  again  situated  in  the  decomposing  chambers  for  the  purpose  of  forming  fresh 
'*  amalgam.  It  will  thus  be  seen  that  by  the  to  and  fro  movement  of  the  bells, 
^*  the  transposition  of  the  amalgam  formed  in  the  decomposing  chambers  to  the 
*^  combining  chamber,  and  the  practically  continuous  formation  of  caustic  soda 
"  in  the  latter,  are  caused  to  take  pjace  alternately  on  the  one  side  and  on  the 

30  "  other  side  of  the  anodes,  whilst  the  mercury  cathode  itself  remains  at  rest." 

[The    Provisional    Specification/  was    verbatim  the  same  as  the  Complete 

Specification  down  to  this  point,  except  that  in  lieu  of  "  in  the  drawings  filed 

"  with  my  Provisional  Specification,"  it  read  "  in  the  accompanying  drawings," 

and  it  did  not  contain  any  reference  to  or  description  of  Figures  6,  7,  8,  and  9.] 

35  "  It  is  obvious  that  the  arrangement  of  apparatus  hereinbefore  described  can 
**  be  modified  by  causing  the  generation  of  chlorine  to  take  place  outside,  and 
^  the  decomposition  of  the  amalgam  to  take  place  inside  the  bells  E.  In  this 
"  case,  the  decomposing  and  forming  chambers  are  merely  interchanged. 
**  Fig.  6  illustrates  a  construction  of  apparatus   of   this  kind,   in  which  the 

40  "  vessel  A  contains  the  mercury  cathode  C  and  the  solution  of  common  salt 
"  to  be  decomposed,  whilst  the  bells  E  that  dip  into  the  mercury,  are  charged 
"  with  water  with  which  the  sodium  that  becomes  separated  from  the  amalgam 
'*  on  the  shifting  of  the  bells,  combines  to  form  sodic  hydrate.  The  vessel  A  is 
"  provided  with  a  cover  A*  that  is  adapted  to  close  gas-tight,  and  from  which 

45  '*  leads  a  pipe  F  that  serves  to  carry  off  the  chlorine  gas  generated  in  the  said 
"  vessel.  The  cover  is  provided  at  a  suitable  place  with  an  opening  which  is 
**  closed  by  means  of  a  movable  cover  A*  that  preferably  dips  into  a  sealing 
'^  liquid  for  the  purpose  of  making  a  gas-tight  joint  at  this  part.  Through  the 
*'  cover  A*  there  passes  a  pipe  H  which  serves  for  discharging  the  hydrogen  that 

50  "  forms  in  the  bells  E  and  is  supplied  to  the  pipe  H  by  connecting  pipes  H*. 
"  The  bells  are  rigidly  connected  together,  and,  as  in  the  previous  case,  are  so 
"  arranged  that  they  can  be  moved  to-and-fro  in  the  vessel  A,  this  movement 
•*  being  shared  by  the  pipe  H  and  the  sliding  cover  A^.  The  positive  terminal 
**  wire  leading  to  the  source  of  electricity,  is    electrically    connected   by  a 

55  "  conductor  that  is  inserted  in  a  tight  manner  in  a  glass  tube  I  capable  of  move- 
**  ment  in  a  stuffing-box  in  the  wall  of  the  vessel  to  the  upper  part  of  each  of 
"  the  bells  E,  such  upper  part  being  made  of  electrically  conducting  material 
•*  whilst  the  lower  part  of  each  bell,  which  dips  in  the  mercury,  is  either  made 
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"  of,  or  covered  with  a  non-conducting  material,  the  upper  part  of  the  bell  thus 
"  constitutes  the  anode.  The  negative  terminal  wire  is  connected  to  the  mercury. 
"  Instead  of  being  slidden  along  rectilinearly,  the  bell  E,  or  the  vessel  A,  or  the 
"  bottom  of  the  latter,  may  have  a  rotary  motion  imparted  to  it.  An  arrangement 
"  of  apparatus  of  this  kind  is  shown  in  Figs.  7  and  8.  Here  the  vessel  A,  5 
"  which  contains  the  mercury  cathode  C,  is  constructed  in  the  form  of  a  disc 
**  provided  with  an  upwardly  projecting  edge  and  the  hub  of  which  is  fixed  on  a 
"  vertical  shaft  K  that  is  rotated  by  suitable  means.  The  decomposing  and 
"  combining  chambers  are  formed  by  means  of  fixed  radially  arranged  bells  E 
"  which  are  connected  together  so  as  to  form  a  cover  provided  with  partitions,  10 
"  as  in  the  arrangement  shown  in  Fig.  1.  The  decomposing  and  combining 
"  chambers  follow  each  other  in  succession  and  are  respectively  provided  with 
"  thetshlorine  discharge  pipe  F,  and  with  pipes  H  for  discharging  the  hydrogen. 
**  A  number  of  such  disc-shaped  vessels  A  with  radially  arranged  ^  bells  E  may 
"  be  mounted  one  above  the  other  upon  one  and  the  same  shaft.  Also  the  disc  15 
'*  shaped  vessels  A  may  be  fixed,  and  the  bells  E  be  mounted  on  the  shaft  K  so 
"  as  to  rotate  therewith,  which  is  equivalent  to  the  mere  reversal  of  the 
*'  apparatus  described  with  reference  to  Figs.  7  and  8,  and  requires  no  further 
"  description.  The  manner  of  operation  is  the  same  as  before  described,  in  all 
"  cases.  If  it  be  desired  that  the  alkaline  metal  shall  be  rapidly  removed  from  20 
"  the  amalgam  formed,  then  in  the  case  of  apparatus  of  the  kind  herein 
"  described,  there  may  be  employed  the  method  specified  in  Claim  7  of  the 
"  Specification  of  my  British  Patent  No.  17169  of  A.D.  1892,  whereby  the  heat 
"  liberated  in  the  formation  of  amalgam  is  converted  into  electrical  energy. 
"  For  this  purpose,  into  the  trough  B  of  the  apparatus  (Fig.  9)  or  into  the  25 
"  bells  E  (Fig.  6),  or  into  the  combining  cells  of  the  bells  E  (Fig.  7),  that 
^'  is  to  say,  always  in  the  chamber  in  which  the  separation  of  the  sodium  is  to 
"  take  place,  there  is  suspended  a  third  electrode  G  which  is  electrically 
"*  connected  in  any  suitable  way,  to  one  .of  the  terminal  wires,  viz.  that 
*•  extending  from  the  mercury  cathode  (Figs.  6  and  9),  thereby  forming  a  30 
'*  short-circuited  secondary  element  composed  of  the  mercury  cathode  C  and  the 
^^  electrode  G,  which  element  effects  the  rapid  separation  or  removal  of  the 
*'  alkaline  metal  from  the  amalgam.  Each  third  electrode  G  may  be  carried 
"  either  by  the  corresponding  bell  E,  or  by  the  bottom  of  the  vessel  A,  through 
"  any  suitable  connection  which  should  be  of  non-conducting  material,  or  be  35 
**  covered  with  such  material. 

^'  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 
**  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 
**  I  claim  is  : — (1)  An  apparatus  for  the  electrolysis  of  metallic  salts  with  the 
'*  aid  of  a  stationary  mercury  cathode,  in  which  partitions  or  bells  capable  of  40 
*^  being  moved  to  and  fro,  and  dipping  into  the  said  mercury  cathode,  are 
'*  arranged  to  separate  the  decomposing  and  combining  spaces  or  chambers,  from 
"  each  other  and  by  their  to  and  fro  movement,  to  cause  the  mercury  cathode  to 
**  be  located  alternately  within  the  sphere  of  action  of  the  electrolyte  and  of  the 
"  substance  to  be  combined  with  the  cation  produced,  substantially  as  herein-  45 
"  before  described  with  reference  to  and  illustrated  by  Figs.  1  and  2  of  the 
**  drawings  referred  to.  (2)  The  modification  of  the  apparatus  specified  in 
**  the  pipes  H  H^  for  carrying  off  hydrogen,  and  are  arranged  in  a  closed  vessel 
"  A  which  contains  the  mercury  cathode  and  is  provided  with  a  pipe  F  for 
."  carrying  off  chlorine,  substautially  as  hereinbefore  described  with  reference  50 
*'  to  and  illustrated  by  Fig.  6  of  the  accompanying  drawings.  (3)  The 
'^  modification  of  the  apparatus  specified  in  Claim  I,  in  which  one  or  more 
"  vessels  A  is  or  are  mounted  on  a  vertical  shaft  so  as  to  be  capable  of  rotating 
"  relatively  to  the  fixed  partitions  or  bells  that  dip  into  the  mercury  cathode 
"  carried  by  the  said  vessel  or  vessels,  or  in  which  the  said  partitions  or  bells  55 
*'  are  capable  of  rotating  in  a  fixed  vessel  or  vessels,  substantially  as  hereinbefore 
"  described  with  reference  to  and  illustrated  by  Figs.  7  and  8  of  the 
^<  accompanying  drawings.     (4)   In   apparatus   of  the  kind  specified  in  the 
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"  preceding  claims,  the  arrangement  of  a  third  electrode  G  in  the  combining- 
"  chamber  or  in  each  each  chamber,  the  aaid  electrode  G,  or  each  of  them  vhen 
"  there  are  more  than  one,  forming  with  the  mercury  cathode  a  short  circuited 
"  secondary  element,  for  the  purpose  of  rapidly  removing  the  alkaline  metal 
5  "  from  the  amalgam  Bubatantially  as  hereinbefore  deecribed  with  reference  to 
'"and  illnatrated  by  Fig.  9  of  the  accompanying  drawings.  (5)  In  apparatus 
"of  the  kind  specified  in  the  precediug  claims,  the  arrangement  of  elote  ot 
"  notches  e  or  6"  in  the  edges  of  the  partitions  or  bells,  or  in  the  bottom  of  the 
"  vessel  that  contains  the  mercury  cathode,  for  the  purpose  of  obviating 
10  "  displacement  of  the  mercury  when  moving  the  partitions  or  bells  relatively  to 
"  the  vessel,  SQbetantially  as  hereinbefore  described  with  reference  to  and 
"  illustrated  by  Figs.  4  and  5  of  the  drawings  herein  referred  to." 


The  Defendants'  apparatus  complained  of  in  this  action  was  made 
according    to  the   Specification  of   Patent  No.    21,509    of    1896,    granted    to 

15  John  Gttstav  Adolph  Rhodin,  for  "An  improved  electrolyser  or  electrolytic 
"  apparatus." 

The  Complete  Specification  of  the  patent  is  as  follows  : — "  My  invention 
"  relates  to  an  improved  electrolyser  or  apparatus  for  use  in  electrolysis  and 
"  my  object  is  to  construct  a  cheap  simple  and  efficient  form  of  apparatus. 

21  "  In  constructing  my  improved  apparatus  I  employ  a  cylindrical  or  other 
"  suitably  shaped  vessel  of  earthenware  or  other  suitable  material  with  a  Sat 
"  base  and  open  top.  On  the  inside  of  the  bottom  I  form  radial  of  other  ribs 
"or  projections.  Inside  and  concentric  with  this  vessel  I  iit  a  second  vessel  of 
"  earthenware  or  other  eaitable  material  in  the  bottom  of  which  are  formed  a 

Sit  "  series  of  tubes  or  hollow  projections  in  which  are  fitted  a  corresponding  series 
"  of  carbon  rods  all  in  metallic  contact  with  the  positive  pole  of  a  dynamo  or 
"  other  source  of  electricity.  The  tubes  on  the  bottom  of  the  second  vessel 
"  project  into  a  layer  of  mercury  covering  the  bottom  of  the  first  vessel  and  in 
"metallic   contact   with  the  negative  pole  of  a  dynamo  or  other  source  of 

30  "electricity.  A  qaantity  of  water  or  other  suitable  liquid  is  placed  on  the 
"  mercury  in  the  first  vessel  and  in  the  interior  of  the  second  vessel  is  placed 
"  a  suitable  electrolyte  such  as  a  solution  of  Chloride  of  Sodium  or  Nitrate  of 
"  Sodium  or  dilute  Sulphuric  Acid  etc.  The  second  vessel  is  closed  by  a  cover 
"  which  is  fastened  to  it  and  may  bo  provided  with  an  outlet  pipe  or  passage 

35  "  through  which  gases  liberated  during  the  electrolysis  might  escape. 
"  The  second  vessel  is  fitted  and  provided  with  means  whereby  it  may  be 
"  rotated. 

"  In  the  accompanying  Sheet  of  Drawings — Figure  1  is  a  transverse  vertical 
"  section  of  the  improved  apparatus.    Fig.  2  is  a  plan  of  the  under  side  of  the 
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"  inner  vessel,  and  Fig.  3  a  plan  of  the  bottom  of  the  outer  vessel.     In  the 
"  Drawings, — a  designates  the  outer  cylindrical  or  other  suitably  shaped  vessel 
"  which  I  prefer  to  make  of  iron  and  b  is  the  inner  concentric  vessel  which  I 
"  prefer  to  make  of  earthenware.    The  bottom  of  the  vessel  a,  as  shown  in  plan 
"  in  Fig.  3,  is  provided  with  radial  or  other  ribs  or  projections  c  (Figs.  1  and  3)  5 
**  and  the  bottom  of  the  vessel  b  as  shown  in  Fig.  2,  opens  out  into  a  series  of 
"  hollow  projections  or  tubes /of  any  suitable  section.    The  top  of  the  vessel  b 
"  is  closed  by  a  suitably  shaped  lid  or  cover  which  may  be  made  in  one  piece 
**  with  the  vessel,  as  shown  in  Fig.  1,  or  may  be  a  separate  part  secured  thereto. 
"  Through  holes  in  this  lid  1  fit  a  series  of  carbon  rods  or  other  suitably  shaped  10 
"  carbons  or  anodes  of  other  material  g  which  fit  closely  into  these  holes  and 
"  project  into  the  above  mentioned  hollow  projections  /  yet  without  coming  in 
"  contact  with  a  layer  of  mercury  d  which  seals  the  openings  of  the  hollow 
"  projections  when  the  apparatus  is  put  together.    These  carbons  or  anodes  are 
"  put   in  metallic  contact  with   one  another  by  suitable  means  such  as  for  15 
"  instance  by  casting  a  layer  of  lead  h  into  an  annular  space  formed  by  the  lid 
"  and  into  which  the  ends  of  the  carbons  or  anodes  project.    The  combined 
"  anodes  might  conveniently  be  brought  into  metallic  contact  with  a  ring  of 
**  metal  I  which  surrounds  a  tube  q  into  which  the  lid  of  the  vessel  b  may  be 
"  suitably  prolonged.    The  metal  ring  I  may  then  by  means  of  a  metallic  brush  20 
"  m  be  put  in  contact  with  the  positive  pole  of  a  dynamo  or  other  source  of 
"  an  electric  current.    The  above  mentioned  hollow  projections  or  tubes  / 
"  project  in  a  layer  of  mercury  d  which  seals  the  inner  part  of  the  vessel  b 
"  from  connection  with  tliat  part  of  the  outer  vessel  a  which  is  not  occupied  by 
"  the  inner  vessel  b.    On  the  top  of  the  mercury  and  filling  this  last  mentioned  25 
"  part  of  the  vessel  a  is  a  layer  of  water  or  other  suitable  liquid  j).    The  inside 
"  of  the  second  vessel  b  is  filled  with  a  solution  of  an  electrolyte  generally  one 
"  with  a  metallic  kation  forming  the  layer  n.    The  second  vessel  b  is  further 
*'  provided  with  means  for  slowly  rotating  it,  such  as  for  instance,  a  pulley  t 
"  fixed  round  the  tube  q  and  provided  with  a  collar  running  in  a  bearing  8  30 
"  supported  by  an  arm  w  or  the  like,  which  also  prevents  the  second  vessel  b 
"  from  touching  the  bottom  of  the  first  vessel  a.    The  tube  q  may  be  connected 
"  with  a  system  of  gas  conducting  tubes  by  means  of  a  liquid  seal  or  joint  k. 
*'  When  the  first  vessel  a  is  made  of  iron,  which  is  the  preferred  material,  the 
"  layer  of  mercury  is  made  into  a  kathode  simply  by  connecting  the  vessel  a  35 
"  with  the  negative  pole  of  the  above  mentioned  source  of  electric  current. 

*'  In  operation,  when  the  electric  current  is  flowing,  the  second  vessel  b  is 
"  slowly  rotated  during  which  operation  the  projections/  agitate  the  layer  of 
"  mercury  d  which  however,  is  prevented  from  revolving  by  the  ribs  or 
*'  projections  c.  The  amalgam  formed  at  the  bottom  of  the  projections /is  then  40 
"  mixed  up  with  the  main  bulk  of  the  mercury  principally  by  these  projections 
"  sliding  over  the  mercurial  surface  and  by  the  diffusing  action  between  the 
"  mercury  and  the  amalgam  and  by  the  internal  movement  set  up  by  the 
"  movement  of  the  projections.  The  amalgam  is  thus  brought  into  contact 
"  and  re-a'jtion  with  the  supernatant  water  or  other  liquid  p  whereby  a  45 
"  commercial  product  is  formed  and  more  or  less  depolarization  is  caused  and 
"  the  mercury  is  enabled  to  dissolve  more  of  the  kation  and  so  on  in  a  contin- 
**  uous  process.  The  anion  separated  out  inside  the  vessel  b  may,  whatever  be 
"  its  state  of  aggregation  act  upon  a  substance  floating  on  or  mixed  with  or 
"  dissolved  in  the  electrolyte  n  and  if  it  be  a  gas  it  may  eventually  be  conducted  50 
"  through  the  pipe  q  and  a  system  of  tubes  into  other  chemical  apparatus  or 
"  if  of  no  value  may  be  allowed  to  escape. 

"  The  apparatus  as  described,  may  as  a  consequence  of  its  construction,  have 
**  heat  applied  to  it  with  advantage  either  internally  or  externally  either  with 
*'  the  object  of  diminishing  electrical  resistance  or  facilitating  certain  chemical  55 
"  re-actions  or  for  distilling  certain  chemical  compounds  out  of  the  vessel  J, 
"  into  a  system  of  condensers. 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
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"  iavention  and  in  what  manner  the  eame  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — (1)  An  apparatus  for  electrolyBing  Bolutions  of  salts  with 
"  utilisation  of  a  mercury  kathode  consisting  of  the  particnlar  electrolytic  cell  b 
"  capable  of  rotation,  the  bottom  of  which  is  provided  with  tubes/dipping  into 
5  "  the  mercury  contnined  in  an  outer  vnsael  a  so  that  on  rotating  the  electrolytic 
"  cell  the  amalgam  formed  within  the  said  tubes  ib  mixed  with  the  mercury  and 
"  brought  into  better  contact  wilh  the  water  or  other  liquid  contained  in  the 
"outer vessel  the  bottom  ot  which  is  for  this  purpose  provided  with  ribs  c, 
"  (2)    An  apparatus  for   the  electrolysis   of   electrolytes,   with    preferably    a 

10  "  metallic  kation,  eolnble  in  mercury,  the  utilization  of  a  mercury  kathode 
"  which  extends  considerably  outside  the  electrolytic  cell  and  through  which 
"  the  kalion  is  diffused  by  ordinary  diffusion  as  well  as  by  the  contact  surface 
"  formed  by  the  electrolyte  being  continuously  removed  from  one  part  of  the 
"  mercnhal  surface  to  another  by  rotating  the  vessel  containing  the  electrolyte 

15  "  bodily  and  further  by  providing  means  of  simultaneously  extracting  the 
"  kation  from  the  amalgam  all  substantially  as  described.  (3)  In  an  electro- 
"  lytic  apparatus,  the  combination  with  the  outer  vessel  a  havinp  ribs  c  and 
"  adapted  to  contain  a  mercury  kathode  in  metallic  contact  with  the  negative 
"  pole  of  a  dynamo   or  equivalent  source  of  electricity,  of  the  inner  vessel  b 

2U  "  provided  with  the  tubes/ and  fitted  so  as  to  be  capable  of  rotation  and  carrying 


"  carbon  rods  or  other  suitable  anodes  in  metallic  contact  with  the  positive  pole 
"of  the  dynamo  or  equivalent,  all  arranged  and  operating  substantially  in  the 
"  manner  and  for  the  purposes  herein  described  with  reference  to  the 
"accompanying  Drawing.     (4)   The  combination  with    the    outer    vessel  a 

25  "formed  of  iron  or  other  suitable  material  capable  of  resisting  heat,  of  the 
"  inner  vessel  b  constructed  as  a  still  and  sealed  hermetically  whereby 
"heat  can  be  applied  to  the  apparatus  to  facililate  and  expedite  the 
"process  of  distilling  acid  compounds  formed  at  the  anode,  substantially  as 
"  herein  set  forth." 

30  This  action  was  commenced  by  the  PiaintiflE  Company  on  the  9th  of  December 
1897  for  infringement  of  Kellner's  Patent,  of  which  they  were  owners.  The 
Defendants'  apparatus,  which  was  used  under  lihixlin's  Patent,  may  be  shortly 
described  as  follows  ;— It  consisted  of  a  set  of  cells  containing  a  solution  of  salt 
in  which  were  carbon  electrodes ;  these  cells  dipped  into  a  circular  pan  of 

35  mercury  which  acted  as  the  cathode  filling  np  the  intervals  between  the  cells 
containing  salt  over  which  water  was  placed.  On  passing  an  electric  current 
through  the  salt  solution  sodium  was  deposited  on  the  mercury  cathode  forming 
an  amalgam  with  the  mercury  and  as  the  cells  were  given  a  continuous  rotation 
the  amalgam  bo  formed  was  brought  into  contact  with  the  overlying  water  and 

40  formed  caustic  soda  by  the  action  of  the  water  and  sodium.  To  insure  circu- 
lation of  the  mercury  ribs  were  placed  on  the  bottom  of  the  pan  causing  the 
mercary  to  flow  outwardly  along  its  surface. 

The  Statement   of    Claim  asked   for  the  usual    relief,  and  the  Particulars 
of    Breaches    alleged    that    the     I'efendanta    had    infringed    the     Plaintiflfs' 

12  patent    by    using    certain    apparatus    made    according   to    the    Specification 
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of  Letters  Patent  No.  21,509  of  1896,  granted  to  Rliodin;  and  also  that 
the  Defendants  had  threatened  to  infringe  the  Plaintiffs^  Letters  Patent 
by  a  prospectus  dated  the  30th  of  October  1897,  and  issued  by  them,  and  by  a 
telegram  dated  the  8th  of  November  1897,  and  ^ent  by  the  Defendants'  solicitors 
to  the  Plaintiffs'  solicitors  :  the  said  infringements  and  threats  to  infringe  were  5 
infringements  and  threats  to  Infringe  the  first  and  fifth  claims  of  the  Plaintiffs' 
Specification. 

The  telegram  referred  to  in  the  Particulars  of  Breaches,  admitted  that  the 
Defendants  intended  to  use  the  apparatus  described  in  Rhodin's  Specification  for 
manufacturing  alkali  in  the  United  Kingdom.  10 

The  Defence  denied  infringement,  and  alleged  that  the  Plaintiffs'  patent  was 
invalid. 

The  Particulars  of  Objections  contained  the  following  allegations  : — (1)  That 
having  regard  to  the  public  knowledge,  the  alleged  invention  was  not  new  or 
the  proper  subject-matter  of  Letters  Patent ;  (2)  that  the  alleged  invention  had  15 
been  published  within  the  realm  before  the  date  of  the  patent  in  the  manner 
following  :— (A)  By  the  Specifications  of  Letters  Patent  No.  20,768  of  1890, 
granted  to  d.  J.  AtJnns  and  E.  Applegarth ;  (B)  by  the  Specifications  of 
Letters  Patent  No.  21,859  of  1891,  granted  to  Hermite  and  Duhosc  ;  (0)  by  the 
Provisional  Specification  No.  4349  of  1882,  granted  to  A.  L.  Not/;  (D)  by  the  20 
Specification  of  a  United  States  Patent  No.  271,906  of  1882,  granted  to  A.  L.  Nolf; 
(E)  by  the  Specifications  of  Letters  Patent  No.  7426  of  1886,  granted  to  Camille 
Petic ;  (F)  by  the  Specification  of  Letters  Patent  No.  16,046,  of  1892,  granted 
to  Hamilton  Young  Castner ;  (G)  by  the  Specification  of  Letters  Patent  No. 
14,910  of  1893,  granted  to  Peter  Jensen  ;  (H)  by  the  Specification  of  Letters  25 
Patent  No.  13,499  of  1894,  granted  to  Alf  Sinding  Larsen.  (3)  That  the 
Specification  ef  the  alleged  invention  did  not  sufficiently  distinguish  which  of 
matters  described  were  claimed  to  be  invented  and  which  were  admitted  to  be 
old  ;  (4)  that  the  Specification  of  the  alleged  invention  did  not  sufficiently 
describe  in  what  manner  the  invention  was  to  be  performed  and  in  other  30 
respects  was  insufficient,  ambiguous,  and  contained  false  suggestions ;  (5)  that 
the  alleged  invention  consisted  merely  in  the  obvious  use  and  adaptation  of  devices 
old  and  well  known  at  the  date  of  the  patent,  and  did  not  involve  invention  ; 
(6)  that  the  Complete  Specification  described  and  claimed  inventions  not 
comprised  within  the  Provisional  Specification  ;  (7)  that  the  alleged  invention  35 
was  not  useful  ;  (8)  that  the  patent  was  void  by  reason  that  the  invention 
claimed  formed  the  subject  of  a  prior  grant  to  Alf  Sinding  Larsen  and 
numbered  No.  13,499  of  1894. 

The  following  further  Particulars  of  Objections  were  delivered  pursuant  to 
an  order  dated  the  22nd  of  April  1898,  in  which  the  Defendants  were  ordered  to  40 
give  further  particulars  of  paragraphs  numbered  2,  4,  and  6  in  their  Particulars 
of  Objections  : — "  (1)  As  to  paragraph  2 — The  Defendants  rely  upon  the  whole 
**'  of  each  of  the  Specifications  therein  mentioned  as  anticipating  ah  the  claims  of 
"  the  Plaintiffs'  Specification.  (2)  As  to  paragraph  6 — The  Complete  Specifica- 
'^  tion  therein  mentioned  describes  on  page  4,  lines  54  to  56,  and  page  5,  lines  1  45 
"  to  57,  and  illustrates  by  Figures  6,  7,  8,  and  9,  and  claims  in  claims  numbered 
"  2,  3,  and  4  inventions  or  apparatus  which  are  not  comprised  in  the  Provisional 
"  Specification."  The  Defendants  omitted  to  give  further  particulars  of 
paragraph  4. 

The  Plaintiffs  by  their  Reply  joined  issue.  50 

The  Specification  of  Castner's  patent  (No.  16,046  of  1892),  which  was  the 
property  of  the  Plaintiffs,  described  an  apparatus  in  which  there  was  only  one 
cell.  This  cell  was  divided  into  two  compartments  by  a  central  partition  which 
did  not  reach  to  the  bottom  of  the  cell,  but  dipped  into  the  mercury  covering 
the  bottom,  the  mercury  thus  forming  an  Effectual  seal  between  the  two  chambers.  55 
In  one  compartment  was  situated  the  solution  of  salt  to  be  decomposed  ;  in  the 
other  there  was  water.  In  the  mercury  there  was  a  rotating  paddle  fixed  to  a 
shaft  which  passed  through  the  centre  of  the  partition  ;  this  paddle  kept  the 
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mercury  continually  flowing  from  one  chamber  to  the  other  and  back  again. 
The  anode  was  situated  in  the  decomposing  or  salt  chamber,  and  the  current 
thence  passed  through  th# solution  to  the  mercury  at  the  bottom,  then  left  the 
mercury  in  the  combining  or  water  chamber,  and  passed  through  the  liquid  to 
5  a  second  cathode  fixed  in  that  chamber.  Thus  the  current  traversed  each 
compartment,  depositing  sodium  in  the  one  and  setting  it  free  in  the  other.  It 
was  important  that  there  should  always  be  some  sodium  in  the  mercury  of  the 
combining  chamber,  as  otherwise  the  mercury  would  itself  be  oxidized,  and  the 
Specification  directed  that  the   strength  of  the  amalgam  should  always  be 

10  maintained  at  *2  per  cent. 

The  action  was  tried  before  Mr.  Justice  BiGHAM,  sitting  as  an  additional 
Judge  of  the  Chancery  Division,  who,  on  the  3rd  of  August  1898,  held  that 
the  Plaintiffs'  Letters  Patent  were  valid,  and  had  been  infringed  by  the 
Defendants.* 

15       The  Defendants  appealed. 

On  the  hearing  of  the  Appeal  there  appeared  for  the  Appellants  T.  Terrelh,  Q.C., 
Astbury^  Q.C.,  McGonlcey  and  J.  H,  Oray  (instructed  by  Brooke  Freemariy  and 
Bailey y  agents  for  Wrighty  Becket  Jt  Co.y  of  Liverpool)  ;  and  for  the  Respondents 
MouUon,  Q.C.,  Boxisfieldy  Q.C.,  J.  C.  Graham,  A.  J.  Walter,  and  Lord  Robert 

20   Gecil  (instructed  by  Baker,  Blaker,  and  Hawes). 

T.  Terrell,  Q.C.,  for  Appellants. — This  is  an  appeal  from  a  judgment  of  Mr. 
Justice  Bigham  finding  that  Defendants  have  infringed  Letters  Patent  of  Kellner, 
20,259  of  1894,  owned  by  the  Plaintiffs.  The  subject  to  which  this  case  relates 
is  the  manufacture  of  caustic  soda,  which  is  a  compound  of  sodium  and  oxygen. 

25  This  is  made  from  common  salt  (chloride  of  sodium).  The  caustic  soda  used  to  be 
made  by  a  chemical  process.  Many  years  ago  it  was  discovered  that  an  electric 
current  could  be  made  to  decompose  metallic  salts  in  solution.  In  this  process 
the  metal  is  given  off  at  one  pole  called  the  cathode,  and  the  gas  at  tlie  other 
pole  called  the  anode.    In  applying  this  method  to  chloride  of  sodium,  however, 

30  there  was  the  objection  that  sodium  could  not  be  produced,  as  it  immediately 
decomposed  the  water  and  formed  caustic  soda.  This  being  mixed  with  the 
salt  already  present  in  the  solution  was  useless  as  a  commercial  product.  The 
next  step  was  the  discovery  of  Sir  Htunphry  Davy  that  if  a  mercury  cathode 
was  employed  an  amalgam  of  mercury  and  sodium  was  formed  which  was  not 

35  so  Readily  decomposed  by  the  water. 

Many  attempts  were  made  to  utilise  this  discovery  commercially.  In  all 
these  mercury  is  alternately  caused  to  absorb  sodium,  and  then  submit  the 
sodium  to  the  action  of  water  so  as  to  form  caustic  soda.  Atkins  and  Apple- 
garth  in  1890,  Letters  Patent  No.  20,768,  caused  the  mercury  to  drip  on  the  outside 

40  of  a  porous  diaphragm,  on  the  other  side  of  which  was  a  solution  of  salt,  and  at 
the  same  time  causing  an  electric  current  to  pass  from  the  mercury  to  a  carbon 
anode  in  the  salt  solution.  The  mercury  cathode  thus  charged  with  sodium 
fell  into  water,  where  the  sodium  was  given  up  to  the  water  forming  the  caustic 
soda.    The  mercury  of  course  was  then  pumped  up  for  further  use,  trickling 

45  down  again  on  the  outside  of  the  porous  partition.  Hermite  and  Dubosc  in 
1891,  Ijctters  Patent  No.  21,959,  also  used  a  similar  device.  Both  these  processes 
involved  the  use  of  an  immense  quantity  of  mercury  compared  to  the  amount 
of  caustic  soda  produced.  Jensen  in  1893,  Letters  Patent  14,910,  shewed  a 
somewhat  different  method,  in  that  he  drove  the  mercury  round  by  a  paddle 

50  from  the  vessel  containing  the  salt  solution  to  a  vessel  of  water.  The 
last  of  the  prior  Specifications  is  that  of  Gastner  (16,046  of  1892).  This  is  a 
continuous  process.  A  partition  goes  the  full  width  of  the  cell,  and  reaches 
nearly  to  the  bottom,  dividing  the  cell  into  two  equal  parts,  when  mercury  is  put 
in  to  a  slightly  higher  level  than  the  bottom  of  the  partition.    A  solution  of 

55  salt  is  put  in  one  of  these  parts  and  water  in  the  other.  A  paddle  is  used  to 
transfer  the  mercury  from  below  the  salt  solution  to  below  the  water.    On 


*  See  15  R.P.C.  G57. 
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passing  a  current,  therefore,  and  turning  the  paddle  the  process  of  forming 
caustic  soda  goes  on  continuously.  ^ 

Kellner's  Provisional  Specification  describes  a  bell  containing  the  salt  solution 
to  be  electrolysed  dipping  under  the  mercury  and  surrounded  with  water. 
Thier  bell  is  given  a  reciprocating  action  exposing  a  patch  of  mercury  alternately  5 
to  the  salt  solution  and  the  water.  But  in  the  Complete  Specification,  in  Figs. 
7  and  8,  he  has  abandoned  this  to-and-fro  movement,  which,  I  submit,  was  his 
sole  invention,  and  has  returned  to  Castner^s  idea  of  rotating  the  mercury, 
which  he  here  does  by  rotating  the  vessel  containing  it.  I  submit  that  this  only 
differs  in  immaterial  respects  from  Castner^s  invention,  and  therefore  the  Patent  10 
is  invalid. 

If  the  Patent  is  valid  for  anything  it  can  only  be  for  a  stationary  cathode 
such  as  is  shewn   in  the  Provisional   Specification ;    but  then  we  have  not 
infringed,  for  our  apparatus  by  means  of  the  rotating  cells  and  the  ribs  agitates 
the  n^ercury  during  the  whole  time  it  is  working.     [Counsel  then  read  the  15 
judgment  of  Mr.  Justice  Bigham  and  the  evidence  given  in  the  Court  below.] 

Asthuryy  Q.C.,  followed. — This  Patent  of  Kellner's  is  a  mere  paper  Patent ; 
it  has  never  been  worked,  and  the  Plaintiffs  do  not  use  this  but  Castner*s 
patent,  although  they  have  erected  works  since  the  date  of  this  Patent.  At  the 
date  of  Kellner  the  whole  process  for  making  caustic  soda  was  well  known.  20 
Cast  tier  has  shewn  everything.  He  was  the  first  to  shew  the  process  carried 
out  in  one  vessel,  and  he  had  a  rotary  movement  of  the  mercury  produced  by 
the  use  of  a  paddle. 

In  the  Defendants^  apparatus  there  are  ribs  to  make  the  mercury  stationary 
in  a  sense  I  admit,  but  this  is  not  having  the  mercury  as  a  stationary  cathode ;  25 
it  would  be  a  stationary  cathode  if  the  mercury  were  carried  round  with  the 
bells.  That  the  mercury  should  be  stationary  in  respect  to  the  vessel  containing 
it  is  of  not  the  slightest  importance,  but  the  mercury  must  move  in  relation  to 
the  cells  containing  the  electrolyte.  In  the  apparatus  of  the  Defendants*  the 
mercury  is  being  moved  all  the  time  radially,  and  at  the  edges  it  is  also  moved  30 
round. 

In  KelJner*s  Provisional  Specification  he  certainly  has  his  mercury  stationary, 
and  this  is  the  real  subject-matter  of  his  Patent,  if  there  is  any.    He  there 
encloses  the  mercury  between  four  walls,  and  charges  and  discharges  alternately 
patches  of  the  superficial  layer  of  the  mercury.    As  a  matter  of  fact  this  would  35 
not  work,  as  the  mercury  would  for  a  time  become  too  rich  in  sodium  while  in 
the  decomposing  chamber  and  some  of  the  sodium  would  get  wasted,  and  also 
it  would  cause  a  back  electromotive  force  to  be  produced  in  the  combining 
chamber  during  the  formation  of  caustic  soda.    But,  looking  at  Figs.  7  and  8, 
the  mercury  is  not  even  stationary  in  regard  to  the  vessel  containing  it,  for  the  40 
cells  cause  the  mercury  to  travel  less  quickly  than  the  bottom.    What  the 
Patentee  has  really  done  in  Figs.  7   and  8  is  to  take  Castnet^^s  paddle  and 
substitute  an  obvious  equivalent  for  it.    A  machine  in  order  to  give  subject- 
matter  for  a  valid  patent  must  produce  a  new  result,  or  produce  an  old  result  in 
a  better  way,  or  overcome  some  diflBculty  which  had  not  previously  been  over-  45 
come,  and  I  submit  that  this  machine  has  done  none  of  these  things.    The 
state  of  the  art  was  such  that  it  was  only  left  to  invent  new  details.    When 
Kellner  took  out  his  Provisional  he  had  invented  the  use  of  a  square  box.     If 
there  was  any  advantage  in  this  it  might  be  good  subject-matter;  it  is  not 
alleged  that  we  have  taken  this  but  something  quite  different,  which  is  like  50 
Castnery  and  which  is  not  in  Kellner's  Provisional  Specification. 

Moiilton^  Q.C.,  for  Kespondents. — In  this  case  the  infringement  depends  on  a 
document--the  Specification  of  Rhodin — ^as  the  Defendants  have  given  an 
admission  to  that  effect.  Before  going  into  the  question  of  infringement 
however  I  must  deal  to  some  extent  with  the  prior  knowledge.  The  use  of  a  55 
mercury  cathode  had  long  been  known.  As  to  the  proportional  amount  of 
sodium  in  the  mercury  that  is  a  matter  of  detail  depending  on  the  difference  in 
the  machines  for  it  was  known  that  the  more  sodium  there  is  present  in  the 
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mercury  the  harder  it  is  to  introduce  a  further  amount  and  the  easier  it  is  to 
discharge  it,  so  that  it  is  a  matter  of  compromise.  Before  the  date  of  Castner 
the  mercury  had  been  run  off  into  another  vessel.  Castner  took  a  vessel  which 
he  divided  into  two,  keeping,  however,  the  amalgam  continuous  in  the  two  parts 
5  and  transferring  it  from  one  to  the  other  by  means  of  a  paddle.  Kellner  obtained 
his  result  by  moving  one  part  of  the  cell  relatively  to  the  other.  It  was  a  striking 
novelty  to  move  about  in  the  middle  of  a  fluid  an  electrolytic  cell  which  contained 
another  fluid.  He  gave  to  the  public  a  means  of  obtaining  a  movement  by 
means  of  moving  rigid  parts  instead  of  moving  a  fluid  which  in  some  cases,  as 

10  where  the  apparatus  is  large,  may  be  of  the  highest  importance.  [The  Provisional 
Specification  was  then  read.]  I  say  that  the  Defendants  have  taken  all  that  is 
shewn  in  this  Provisional  Specification.  Stationary  cathode  here  means  that 
without  moving  the  cathode  you  get  the  effective  motion  of  one  part  of  the  cell 
relatively  to  the  other  without  the  need  of  employing  fluid  motion.     It  is 

15  competent  to  an  inventor  to  amplify  his  invention  between  the  times  of  fili'xg 
his  Provisional  and  Complete  Specifications  provided  that  the  principle  is  the 
same  in  both.  {Woodward  v.  Sansum^  4  R.P.C.  174.)  It  occurred  to  the 
inventor  that  the  movement  of  the  bell  might  be  in  any  direction  and  to  any 
extent  and  that  he  might  have  any  number  of  bells.    All  this  is  in  perfect 

20  accordance  with  his  invention.  Again  it  would  have  been  an  infringement  of 
this  Provisional  to  have  kept  the  top  still  and  moved  the  bottom.  This  the 
Patentee  recognized  as  a  probable  imitation  of  his  invention  and  so  to  avoid  any 
difflculty  he  has  in  his  Complete  Specification  described  and  claimed  it. 
Figures  7  and  8  only  differ  in  appearance  from  what  is  shewn  in  the  original 

25  figures  in  that  all  these  variations,  which  must  each  be  admitted  to  be  legitimate 

variations,  are  combined  in  one  apparatus.    But  I  submit  that  the  principle  of 

the  apparatus  shewn  in  these   figures  is  identical  with  that  described  in  the 

Provisional  Specification  and  that  there  is  no  disconformity. 

Kellner  has  left  out  one  of  Castner^s  electrodes,  but  the  main  distinction 

30  between  the  two  is  that  in  Castner  it  is  all  one  solid  cell,  in  Kellner  there  are 
two  portions  of  the  cell  movable  in  respect  to  one  another.  It  was  novel  and 
required  invention  to  devise  a  method  of  practically  using  an  electrolytic  cell 
having  a  revolving  bottom.  It  is  no  objection  to  the  patent  that  there  is  inven- 
tion between  the  Provisional  and  Complete  Specifications  as  long  as  it  is  a 

35  development  of  the  same  idea  as  is  shewn  in  the  Provisional. 

As  regards  infringement  the  Defendants'  bell  dips  into  the  mercury  just  as 
Kellner^s  does.  Perhaps  the  Defendants'  apparatus  does  produce  churning  of 
the  mercury,  but  that  makes  no  difference  to  the  fact  of  his  using  our  machine, 
and  the  absence  or  presence  of  an  annulus  of  water  is  merely  a  question  of  the 

40  size  of  the  containing  vessel.  The  relative  size  of  the  two  chambers  also  is 
merely  a  question  of  what  strength  of  current  is  to  be  used. 

Bousfield^  Q-C.,  followed. — In  Kellner' s  Provisional  Specification  the  invention 
is  described  as  using  a  layer  of  mercury  over  which  is  moved  a  bell  containing 
a  solution  of  the  salt  to  be  decomposed ;  by  the  motion  of  the  bell  the  mercury 

45  is  alternately  brought  into  contact  with  the  salt  solution  and  with  the  water 
surrounding  the  bell.  Castner  did  not  move  any  part  of  his  cell ;  he  had  a 
stirrer  shaped  like  a  screw  propeller.  This  would  to  a  certain  extent  move  the 
mercury  round,  but  its  main  object  was  to  stir  up  the  mercury  so  as  to  keep  it 
at  a  uniform  richness  in  sodium.    Kellner  is  not  by  his  Provisional  Specification 

50  limited  to  a  particular  form  of  moving  bell  and  it  cannot  be  said  to  be  an  unfair 
development  of  a  moving  bell  to  move  the  bottom  and  keep  the  bell  still. 
Objection  is  made  that  the  Plaintiffs  do  not  use  Kellner's  apparatus,  but  there  is 
nothing  in  this  objection,  we  use  a  rocking  apparatus  which  is  more  convenient 
in  our  works. 

55  Terrell^  Q.C.,  in  reply. — I  submit  that  Kellner^s  Figures  7  and  8  are  substan- 
tially the  same  as  what  Castner  does.  It  is  for  the  Plaintiffs  to  shew  that  the 
change  made  has  produced  some  improvement.  Even  if  Kellner  has  reduced 
the  mercury,  which  previously  was  stirred,  to  a  state  of  stillness,  be  cannot  have 
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a  patent  for  this  anlees  it  can  be  shewn  that  he  has  thereby  obtained  an 
advantage  and  that  it  required  invention  to  make  the  change  {Morgan  v. 
WindoveVy  7  R.P.C.  134)  and  this  the  Plaintiffs  have  failed  to  shew.  Rhadin 
does  not  keep  his  mercury  quiet,  but  churns  it  up  as  Gartner  did,  so  that  if 
we  use  either  of  these  processes  it  is  Castner's.  5 

LiNDLBY,  MM. — This  is  an  action  for  the  infringement  of  a  patent,  but  it  is 
brought  under  very  unusual  circumstances.  In  the  first  place  the  Plaintiffs' 
Patent,  that  is  Kellner^s  of  1894,  has  never  been  used  for  any  commercial 
purpose,  nor,  indeed,  at  all,  except  perhaps  by  way  of  experiment.  Its  non-user 
is  not  explained  by  the  fact  that  although  new  and  useful  when  obtained,  it  has  10 
been  superseded  by  a  later  invention,  for  such  is  not  the  case.  The  Patent  sued 
upon  has  not  been  used  because  a  prior  Patent  belonging  to  the  Plaintiffs  had 
been  found  to  answer  their  purpose  belter  ;  but  this  prior  Patent  is  not  relied 
upon  by  the  Plaintiffs  in  this  action. 

In  the  next  place,  the  Defendants  have  not  yet  begun  work,  so  that  no  15 
infringement  in  fact  by  what  they  actually  do  can  be  proved.    They  have 
however  constructed  some  apparatus,  according  to  the  Specification  of  another 
Patent  (RJwdin^s  of  1896)  and  they  have  admitted  that  they  intend  to  use  this 
apparatus.    But  it  is  obvious  that  if  in  practice  it  were  found  desirable  to  depart 
from  some  of  the  directions  contained  in  that  Specification,  such  departure  might  20 
have  a  very  material  bearing  upon  the  question  whether  the  Defendants  really 
infringed  the  Plaintiffs'  Patent.    I  make  this  observation  because  RhodMs 
Specification  refers  to  the  slow  rotation  of  one  of  its  component  parts,  whereas 
it  seems  plain  that  much  better  results  are  obtained  by  a  quick  rotation  of  the 
same  part.    If  the  Defendants'  apparatus  were  at  work  I  am  satisfied  by  the  25 
evidence  that  the  part  to  which  I  am  referring  would  be  rapidly  and  not  slowly 
rotated.    But  if  this  were  so  the  effects  produced  would  be  so  different  that  the 
question  of  infringement  would,  in  my  opinion,  assume  a  totally  different  aspect. 
Again,  when  the  Defendants  begin  to  work  they  may  find  it  better  to  keep  what 
are  called  their  bells  stationary,  and  to  rotate  the  trays  or  troughs  in  which  they  30 
stand.    They  are  under  no  obligation  to  work  precisely  as  told  by  Rhodin,    But 
if  such  a  modification  were  made  the  question  of  infringement  would  be  totally 
different  from  what  it  is  if  we  are  to  assume  that  the  Defendants  intend  to  make 
no  departure  from  the  directions  contained  in  RJuxiin^s  Specification. 

Again,  in  the  Court  below,  when  comparing  the  processes  described  in  Kellner*8  35 
and  Rhodin^s  Specifications,  Mr.  Terrell  made  a  very  important  admission  in 
favour  of  the  Plaintiffs.    He  admitted  that  "  if  there  is  no  distinction  between 
"  a  rotary  movement  and  the  to-and-fro  movement  described  in  Fig.  1 "  (of 
Kellfter^s  Specification)  "  then  there  is  no  other  practical  distinction  between  my 
"  apparatus  and  theirs."    This  admission,  was  naturally  referred  to  by  Mr.  40 
Justice  Bigliam^  and  it  is  very  important,  as  the  Plaintiffs'  Patent  is  for  an 
apparatus  and  not  merely  for  a  method  of  making  soda.    But  to  treat  this 
admission  as  an  a*  I  mission  by  the  Defendants  that  their  apparatus,  as  they  will 
use  it,  will  necess£irily  amount  to  an  infringement  of  the  Plaintiffs'  Patent,  even 
if  it  is  valid,  appears  to  me  to  be  pushing  the  admission  much  farther  than  is  45 
just  to  the  learned  Counsel  who  made  it,  or  to  his  clients  who  would  suffer  the 
consequences  of  it. 

I  pass  now  to  consider  the  first  point  which  arises  in  this  case,  and  that  is  the 
nature  of  Kellner's  invention  as  disclosed  in  his  Provisional  Specification.  The 
invention  is  for  an  improved  apparatus.  1  he  real  nature  of  that  invention  is  in  50 
my  opinion  quite  clear.  It  is  an  apparatus  for  moving  an  open-mouthed  vessel 
containing  an  electrified  solution  of  salt  over  a  stationary  layer  of  mewjury 
covered  with  fresh  water.  The  vessel  is  to  be  moved  in  such  a  way  that  the 
electrified  salt  solution  shall  be  in  contact  with  part  of  the  mercury  for  a  time, 
and  then  be  shifted  to  another  part,  whilst  the  mercury  first  acted  upon  by  the  55 
salt  water  and  converted  into  an  amalgam  of  mercury  and  sodium,  shall  be 
brought  into  contact  with  fresh  water,  so  as  to  decompose  the  amalgam  into 
mercory  and  soda  in  solution.    That  was  Kellner^s  invention,  and  so  far  as  I  can 
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judge  it  was  novel  and  useful.  Kellner  shewed  in  his  Provisional  Specification 
one  mode  of  carrying  it  out,  viz. :  by  a  to-and-fro  motion  of  the  vessel  or  bell 
containing  the  salt  solution.  But  it  was  quite  competent  for  him  to  point  out 
in  his  Complete  Specification  any  better  method  of  presenting  the  mercury  first 
5  to  the  salt  water  and  then  to  the  fresh,  provided  he  kept  the  mercury  as  quiescent 
as  possible.  This  last  point,  however,  was  one  of  the  essential  features  of  his 
invention.  The  importance  of  having  a  stationary  mercury  cathode,  the  shifting 
of  the  bell,  and  the  non-sh  f ting  of  the  amalgam  formed  in  it,  the  care  taken  to 
make  openings  in  the  lower  ends  of  the  bells  so  as  not  to  displace  the  mercury, 
10  ai^d  ^^  description  shewing  how  to  work  the  apparatus  whilst  the  mercury 
cathode  itself  remains  at  rest,  all  shew  that  the  great  aim  of  the  inventor  was  to 
keep  the  mercury  as  quiet  as  possible  consistently  with  moving  the  bells  of  salt 
water  over  its  surface.  This  was  very  important  in  order  to  distinguish  Kellner* 8 
invention  from  Castner^s  prior  invention,  in  which  the  mercury  was  moved 
15  rapidly  from  the  mouth  of  one  compartment  containing  salt  water  to  the  mouth 
of  theother  containing  fresh  water. 

I  have  carefully  studied  Kellner'^s  Specification,  and  also  the  evidence  of  the 
experts  called  on  both  sides,  and  notwithstanding  what  is  said  about  there  being 
no  practical  difference  between  moving  a  bell  throagh  mercury,  and  moving 
lO  mercury  under  a  bell,  I  am  satisfied  that  any  process  by  which  the  mercury  is 
intentionally  moved  or  disturbed,  otherwise  than  to  the  least  possible  extent  by 
moving  bells  of  salt  water  over  it,  is  outside  and  not  fairly  within  Kellner^s  real 
invention  as  disclosed  in  his  Provisional  Specification.     Here  I  differ  from  Mr. 
Justice  Bigham.    I  do  not  attach  importance  to  Fig.  6  in  the  Complete  Specifi- 
2U  cation,  and  in  which  the  positions  of  the  salt  water  and  fresh  water  are  reversed, 
that  is  a  modification  consistent  with  the  real   invention  described  in  the 
Provisional  Specification.     Further  I  am  not  prepared  to  hold  (especially  having 
regard  to  the  admission  made  by  Mr.  Terrell  as  already  mentioned)  that  the 
mere  substitution  of  a  rotary  motion  for  a  to-and-fro  motion  of  the  bells  would 
3()  not  be  equally  within  Kellner's  invention  as   described   in    his  Provisional 
Specification  provided  always  care  were  taken  to  keep  the  mercury  still.    But 
the  claim  No.  3  and  Figs.  7  and  8  to  which  it  refers  is,  in  my  opinion,  an  entire 
departure  from  the  essential  feature  of  his  invention  as  originally  described. 
Here  the  mercury  is  intentionally  not  kept  as  still  as  possible,  but  may  be  moved 
*J^  and  disturbed  to  any  extent.    This  is  quite  inconsistent  with  the  original  idea. 
An  invention  for  an  apparatus  for  keeping  the  mercury  still  is  not  an  invention 
for  an  apparatus  for  keeping  the  mercury  moving.    Claim  No.  3  covers  both 
inventions,  and  is  such  a  departure  from,  and  such  an  extension  of,  Kellner^s 
real  invention  as  to  render  the  patent  sued  upon  invalid  as  it  stands.    Very 
40  possibly  the  defect  can  be  cured  by  a  disclaimer,  but  whether  when  so  cured, 
the  patent  will  be  infringed  by  the  Defendants  it  would  be  quite  improper  now 
to  decide.    If  I  am  right  in  thinking  that  the  Defendants'  apparatus  cannot  be 
worked  with  advantage  unless  the  mercury  is  kept  in  rapid  motion  and  not  kept 
as  still  as  possible,  the  Plaintiffs  will  be  well  advised  to  reconsider  their  position 
45  before  they  commence  a  fresh  acaon  on  an  amended  Specification. 

In  my  opinion  the  judgment  ought  to  be  reversed,  and  be  entered  for  the 
Defendants  with  costs,  and  the  Plaintiffs  must  pay  the  costs  of  the  Appeal. 

RiGBY,  LJ. — I  propose  in  this  judgment  to  deal  exclusively  with  the  question 

of  the  validity  of  the  Patent  sued  xx^on— Kellner' 8  of  1894,  No.  20,259.    If,  as 

50  in  my  opinion  is  the  case,  that  Patent  could  be  shewn  to  be  invalid,  it  would  be 

an  academic  question  whether,  on  the  supposition  of  its  being  valid,  there  would 

be  an  infringement,  and  I  do  not  propose  to  enter  into  that  question  at  all. 

The  grounds  alleged  for  holding  the  Patent  invalid  are  disconformity  and 
want  of  subject-matter.  I  shall  deal  mainly  with  the  first  of  these,  which 
55  depends  upon  a  comparison  of  the  Provisional  and  Complete  Specifications, 
according  to  the  true  construction  of  each.  This  construction  is  entirely  for  the 
Court.  Experts,  however  eminent,  have  nothing  to  do  with  it,  though  their 
evidence  may  be  valuable  in  explaining  the  meaning  of  the  technical  terms,  the 
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Btate  of  invention  at  the  date  of  the  patent,  and  the  working  of  the  apparatus 
described.    The  main  point  for  consideration  will  be  the  meaning  of  the  words 
"  stationary  mercury  cathode,"  with  the  aid  of  which  the  apparatus  to  which 
the  invention  has  reference  is  to  be  worked.     I  shall  in  the  first  place,  for  the 
sake  of  greater  clearness,  refer  mainly  to  the  Provisional  Specification,  though  ^ 
it  is  in  substance  repeated  in  the  Complete  Specification.      The  phrase  that 
I  am  dealing  with  occurs  in  page  1,  line  6,  and  the  question  to  be  answered  is  : 
Do  the  words  "stationary  mercury  cathode,"    when    paraphrased,  mean    a 
stationary  cathode  composed    of   mercury,  otherwise  a   stationary  mercurial 
cathode,  or  a  cathode  composed  of  stationary  mercury  ?    I  have  come  to  the  10 
conclasion  that  the  first  is  the  true  meaning,  differing  in  this  respect  from  Mr. 
Justice  Bigliam,  who   has  adopted    the    second.    The  difference  is  crucial, 
because  the  second  meaning  is  the  only  one  which  renders  it  possible,  however 
difficult,  to  take  the  further  steps  which  Mr.  Justice  Bigham  has  taken  of 
interpreting  in  a  manner  different  from  its  ordinary  meaning,  which  I  take  to  15 
be  "  stationary  "  with  reference  to  surrounding  unmoving  objects,  and  attributing 
to  it  a  very  different  and  exceptional  statement  of  "  stationary  "  with  reference 
to  the  containing  vessel.    The  grounds  for  adopting  this  exceptional  interpreta- 
tion of  the  word  "  stationary  "  are  not  stated  in  the  judgment.     I  find  nothing 
either  in  the  Provisional  or  the  Complete  Specifications  to  justify  it,  or  even  to  20 
suggest  it.     It  seems  to  me  to  have  had  its  origin  in  the  argument  of  Mr. 
Moultan.      Mr.    Moultmi    compared    the    rotary   mercury  to    a    steel    sheet 
or  plate,  but  I  do  not  think  that  he  anywhere  referred  to  the  text  of  either  the 
Provisional  or  the  Complete  Specifications  to  justify  the  use  of  "  stationary  "  in 
this  case.    Lord  Kelvin  adopted  Mr.  Moulton*s  language  in  his  answer  to  certain  25 
questions  ;  but,  of  course,  he  cannot  be  taken  as  giving  an  opinion  on  construc- 
tion, that  being  outside  his  province. 

I  think  I  have  said  enough  about  this  exceptional  meaning  of  the  word 
"stationary,"  and  if  the  true  meaning  of  the  phrase  "stationary  mercury 
"  cathode  "  is — as  I  think  it  is — stationary  cathode  of  mercury,  the  exceptional  30 
meaning  is  not  only  unwarranted  but  impossible.  I  go  back,  therefore,  to  "the 
alternative  meanings  of  the  phrase  to  inquire  which  is  the  true  one.  If  I  may 
make  use  of  the  hyphen  to  mark  the  different  meanings,  we  have  to  choose 
between  "stationary  mercury -cathode,"  with  a  hyphen,  and  "stationary- 
" mercury,"  with  a  hyphen,  "cathode,"  the  hyphen  then  being  between  35 
stationary  and  mercury.  Suppose,  then,  that  we  had  to  deal  with  the  phrase 
"  stationary  mercury  cathode  "  independently  of  any  history  or  any  context,  it 
seems  to  me  that  the  prima  facie  construction  would  be  that  which  would  treat 
both  the  words  "  stationary  "  and  "  mercury  "  as  qualifying  the  word  "  cathode  " ; 
so  that  the  whole  phrase  would  naturally  and  primarily  mean  a  stationary  40  j 

cathode  of  mercury,  though  it  might,  by  the  aid  of  a  history  or  a  context,  be  j 

capable  of  meaning  "  a  cathode  of  stationary  mercury."    The  first,  of  course,  | 

would  exclude  altogether  the  idea  of  a  cathode  deliberately  made  to  move,  i 

whether  by  rotation  or  otherwise.    The  second  might  not  do  so  as  decisively,  ! 

and  might  even,  if  assisted  by  a  strong  history  or  context,  permit  of  the  move-  45 
ment  of  the  cathode.  One  thing,  however,  appears  to  me  plain — ^that  you  must 
choose  once  for  all  which  meaning  the  words  are  to  bear,  and  apply  the  meaning 
so  chosen  consistently  throughout.  So  far  I  have  stated  the  case  independently 
of  any  history  or  context ;  but  if  we  have  regard  to  the  history  of  the  words 
"  mercury  cathode,"  and  the  way  in  which  they  are  used  in  the  context  of  the  50 
Provisional  and  Complete  Specifications,  the  meaning  that  I  suggest  as  the 
natural  meaning  of  the  words  can,  I  think,  be  demonstrated  to  be  the  real  and 
only  meaning. 

The  uncontradicted  evidence  shews  that  the  previous  history  of  the  branch  of 
invention  with  which  we  are  concerned  consisted  of  a  series  of  attempts  to  55 
apply  to  the  manufacture  of  caustic  soda  on  a  commercial  scale  the  well-known 
discovery  of  Sir  Humphry  Darry — that  by  the  use  of  a  cathode  composed  of 
mercury,  sodium  released  at  the  cathode  by  electrolysis  would  form  an  amalgam 
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with  the  mercury,  and  thereby  be  protected  from  the  immediate  operation  of 
the  oxygen  contained  in  the  electrolyte,  so  as  to  give  an  opportunity  of  dis- 
charging the  sodium  by  contact  with  water  or  otherwise  at  a  later  stage.  The 
cathode  composed  of  mercury  is  for  present  purposes  an  essential  element  of 
5  every  apparatus  which  is  intended  to  give  practical  etfoct  to  Davy's  discovery. 
•It  is  referred  to  in  different  words  of  description  used  indifferently  to  identify 
the  same  thing.  Sometimes  it  is  called  the  ^^  mercurial  cathode,"  as  in  Atkins^ 
and  Applegarth's  Pateut  of  1890,  the  earliest  to  which  our  attention  has  been 
called.     (See  and  compare  their  Complete  Specification,  page  3,  line  27,  where 

10  the  phrase  used  is  "  cathode  composed  of  mercury,"  with  line  44  of  the  same 
page,  where  the  phrase  is  "  moving  mercurial  cathode  "  ;  and  page  5,  line  32, 
where  the  phrase  is  '*  flowing  mercurial  cathode,"  and  line  40,  where  the  phrase 
is  "  flowing  mercurial  cathode.")  This  use  of  the  adjective  "  mercurial,"  as 
meaning  composed  of  mercury,  is  the  most  obvious  and  direct  way  of  describing 

15  the  nature  of  the  cathode  itself,  whether  it  be  moving  as  in  Atkins  and  Apple- 
garth  or  stationary  as  in  Kellner  of  1894.  But  in  place  of  the  words  *'  mercurial 
"cathode"  the  words  "mercury  cathode"  are  often  used.  These  words, 
standing  alone,  cannot  have  a  different  meaning  from  "  mercurial  cathode." 
The  noun  substantive  "  mercury  "  is  used  in  an  adjectival  sense,  meaning 

20  composed  or  made  of  mercury.  The  instances  of  this  use  of  language  are 
almost  innumerable.  A  very  plain  and  instructive  case  is  to  be  found  in  the 
Provisional  and  Complete  Specifications  of  Kellner's  Patent  of  1892,  where  the 
words  "  mercury  cathode  "  are  used  as  the  equivalent  of  "  mercurial  cathode," 
whether  written  as  they  are  once  on  each  Specification  with  a  hyphen  joining 

25  the  words,  apparently  for  emphasis,  and  with  reference  to  the  figures  in  the 
Complete  and  Provisional  Specifications,  or  without  the  hyphen  in  very  many 
places.  It  is  not,  however,  necessary  to  continue  further  this  historic 
inquiry,  because  it  may  be  shewn  from  the  context,  both  of  the  Provisional 
and  of  the  Complete  Specifications  of  Kellner's  1894,  that  this  is  the  meaning 

30  of  "  mercury  cathode  "  as  therein  used. 

First  of  all,  the  immediate  context — by  which  I  mean  lines  5  to  19  of  the 
Provisional  Specification,  page  1 — seems  to  be  framed  intentionally  to  negative 
any  deliberate  moving  of  the  cathode  itself.  The  amalgam  is  to  have  its  location 
changed  by  the  shifting,  not  of  the  mercyry  forming  the  catiiode,  but  of  a 

35  partition  adapted  to  travel  to  and  fro  in  the  mercury.  Again,  the  amalgam  is 
caused  by  the  shifting,  not  of  the  cathode,  but  of  the  bell  or  partition  to  have 
its  location  alternately  on  one  side  and  on  the  other  side  of  the  bell  without  its 
changing  or  moving  its  position.  I  do  not  know  how  language  could  more 
clearly    express    what  prima  facie   was    already  expressed    by  the    words 

40  "stationary  mercury  cathode" — that  the  object  in  view  was  to  leave  the 
cathode,  and  therefore  the  mercury  of  which  it  is  composed,  unmoved  in 
space,  though  its  location  and  situation  with  reference  to  the  partition  or  bell 
waa  to  be  altered  by  the  movement  of  the  latter. 

Secondly,  all  the  explanations  added  with  reference  to  drawings  shew,  in  my 

45  judgment,  an  anxious  desire  to  exclude  any  notion  of  an  intentionally  moving 
cathode.  Thirdly,  incidentally  the  words  "  mercury  cathode  "  are  used  several 
times  over  in  the  Provisional  Specification  outside  the  principal  phrase 
"  stationary  mercury  cathode,"  which  has  to  be  construed  (see  page  2,  lines 3,  5, 
12  and  48).    In  each  of  these  cases  the  words  can  mean  nothing  else  than 

50  "  mercury  cathode,"  and  it  would  be  a  very  unwarrantable  construction  in  my 
judgment,  to  treat  the  phrase  differently  in  one  instance  only  by  breaking  it  up 
and  attaching  the  word  "  mercury  "  to  the  preceding  word  "  stationary  "  instead 
of  allowing  it  to  perform  the  function  of  qualifying  as  though  it  were  an 
adjective,  the  word  "  cathode  "  which  it  must  necessarily  perform  in  all  other 

55  cases  in  which  it  is  used  in  the  documents.  I  must  refer  more  in  detail  to  what 
appears  to  me  a  very  important  passage  in  the  Provisional  Specification,  namely 
that  which  is  contained  in  lines  44  to  48  inclusive  of  page  2.  "  It  will  thus  be 
"  seen  that  by  the  to-and-fro  motion  of  the  bells  the  transposing  of  the  amalgam 


266  REPORTS  OP  PATENT,  DESIGN,       [May  25, 1899. 


J%a  Cdstner-Kellner  Alkali  Company^  Ld,  v.  ne  Commercial  Development 

Corporation^  Ld. 

''  formed  in  the  decomposing  chamber  to  the  combining  chamber,  and  the 
"  practically  continuous  formation  of  caustic  soda  in  the  latter  are  caused  to 
"  take  place  alternately  on  one  side  and  on  the  other  side  of  the  anodes,  whilst 
"  the  mercury  cathode  itself  remains  at  rest."     Here  we  have  a  paraphrase  of 
the  words  "  stationary  mercury  cathode  "  which  excludes  altogether  the  idea  of  5 
the  cathode  moving.     It  is  to  remain  at  rest.     I  cannot  understand  how  a  cathode* 
can  remain  at  rest  whilst  it  is  being  rotated,  even  though  it  should  move  like  a 
plate  which  would  never  be  the  case.    The  all  important  words  "  remaining  at 
"  rest "  are  reproduced  with  the  rest  of  the  passage  last  above  quoted  in  the 
Complete  Specification,  page  4,  lines  48  to  53.     To  sum  up  this  part  of  the  10 
argument,  as  the  Patentee  begins  so  he  ends  ;  whatever  else  takes  place  there  is 
to  be  no  movement  intentionally  of  the  cathode,  and  to  my  mind  he  says  plainly 
enough,  "  moving  mercurial  cathodes  have  been  known  before  ;  I  have  made  an 
"  invention  which  leaves  the  mercurial  cathode  substantially  at  rest  and  depends 
"  entirely  upon  the  motion  of  the  cells."    So  far  as  I  followed  Mr.  Moulton^s  15 
elaborate  argument,  including  the  summing  up  of  it,  "  You  move  one  part  of 
"  your  complex  cell  relative  to  the  other,  no  longer  leaving  it  a  rigid  thing  all 
"  in  one,  but  making  it  in  two  parts,  not  only  capable  of  relative  movement,  but 
"  on  whose  relative  movement  everything  depends."    This  passage  I  take  to  be 
a  fair  statement,  so  far  as  it  goes,  of  the  invention  the  nature  of  which  is  shewn  20 
in  the  Provisional  Specification.    "  Complex  cell  "  in  the  passage  quoted  must 
mean  a  combined  cell  made  up  of  a  salt  water  cell,  and  a  pure  water  cell,  other- 
wise a  charging  and  discharging  cell,  rigidly  connected.    You  do  away  with  this 
rigid  connection,  thereby  obtaining  a  charging  cell  (salt  water  cell)  capable  of 
moving  relatively  to  the  discharging  cell  (pure  water  cell)  and  it  is  on  the  relative  25 
movement  of  these  disconnected  cells  that  everything  depends.    Nothing  is  said 
there  about  having  a  stationary  cathode,  and  that  must  be  added  to  make  the 
passage,  not  inaccurate  as  far  as  it  goes,  complete.    So  far  as  the  construction  of 
the  Provisional  Specification  is  concerned  more  need  not  be  said. 

The  next  question  is  as  to  the  meaning  of  the  Complete  Specification.    The  30 
Provisional  is  substantially  repeated  therein.     The    material    additions    are 
comparatively  short,  but  important.     Beginning  at  page  5,  line  24,  we  read 
"  instead  of  being  slidden  along  rectilinearly,  the  bell  E  (the  salt  water  cell)  or 
"  the  vessel  A  (the  pure  water  cell^  or  the  bottom  of  the  latter  may  have  a  rotary 
^'  motion  imparted  to  it.    An  arrangement  of  apparatus  of  this  kind  is  shewn  in  35 
"  Figs.  7  and  8.     Here  the  vessel  A  which  contains  the  mercury  cathode  C  " 
(observe  in  passing  that  this  must  mean  here  the  cathode  composed  of  mercury, 
otherwise  mercurial  cathode)  "  is  constructed  in  the  form  of  a  disc  with  an 
"  upwardly  projecting  edge,  and  the  hub  of  which  is  fixed  to  the  vertical 
^'  shaft  K  that  is  rotated  by  suitable  means.    The  decomposing  and  combining  40 
"  chambers  are  formed  of  fixed  radially  arranged  bells  E,  which  are  connected 
"  together  so  as  to  form  a  cover  provided  with  partitions  as  in  the  arrange- 
"  ment  shewn  in  Fig.  1.    The  decomposing  and  combining  chambers  follow 
*'  each  other  in   succession  and  are  respectively  provided  with  the  chlorine 
"  discharge  pipe  F  and  with  pipes  H  for  discharging  the  hydrogen."     Claim  3  45 
is  as  follows  : — "  The  modification  of  the  apparatus  specified  in  Claim  1  in  which 
*'  one  or  more  vessels  A  is  or  are  mounted  on  a  vertical  shaft  so  as  to  be  capable 
"  of  rotating  relatively  to  the  fixed  partitions  or  bells  that  dip  into  the  mercury 
"  cathode  carried  by  the  said  vessel  or  vessels,  or  in  which  the  said  partitions  or 
^^  bells  are  capable  of  rotating  in  a  fixed  vessel  substantially  as  hereinbefore  50 
"  described  with  reference  to  and  illustrated  by  Figs.  7  and  8  of  the  accompanying 
"  drawings."    If  this  claim  cannot  be  treated  as  a  development  of  the  invention 
described  so  minutely  in  the  Provisional,  the  objection  on.  the  ground  of  discon- 
f ormity  must  prevail.    Of  course  I  take  the  strongest  case  against  the  Patent, 
which  seems  to  me  to  be  that  of  the  rotating  bottom.     Here  the  task  of  a  55 
comparison  is  materially  facilitated  by  a  model  used  by  the  Plaintiffs.    It  shows 
how  Figs.  7  and  8  can  be  illustrated  in  the  simplest  way  when  there  are  only 
two  cells  in  the  chambers,  one  the  salt  water  and  the  other  the  pure  water  cell. 
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The  multiplication  of  the  cells  would  in  no  way  affect  the  principle.    That 

model,  in  fact,  is  a  cylinder,  closed  at  the  top,  and  open  at  the  bottom.    In  each 

semicircle  of  the  top  is  a  hole  near  the  circumference  admitting  a  pipe.     One 

pipe  is  to  carry  off  the  chlorine,  and  the  other  to  carry  off  the  hydrogen.    The 

5  only  importance  of  these  holes  is  to  emphasize  the  fact,  which  otherwise 

sufficiently  appears,  that  the  cylinder  in  the  modification  I  am  dealing  with  is 

to  remain  absolutely  stationary.    The  cylinder  is  divided  by  a  fixed  partition, 

including  the  plane  which  divides  the  cylinder  vertically  into  equal  partp.    The 

partition  dips,  when  the  apparatus  is  being  used,  into  the  mercury  at  the  bottom, 

10  so  as  to  form  a  seal  between  the  salt  water  cell,  which  occupies  one  half  of  the 

cylinder  and  the  pure  water  cell  which  occupies  the  other.     The  partition  being 

rigidly   fixed   to  the  stationary  cylinder  is  itself  stationary  throughout  the 

operating  of  the  apparatus.     To  avoid  repetition,  I  note  that  this  model  would 

serve  equally  well  for  Castner's  Patent,  Fig.  1,  with  the  substitution  of  a 

\b  movable  bottom  for  Castner's  paddles  or  stirrers.     Now,  first  we  find  that  there 

is  substituted  for  the  stationary  mercurial  cathode  a  rotating  mercurial  cathode, 

and  thereby  the  distinguishing  feature  of  the  invention,  the  nature  of  which  is 

described  in  the  Provisional,  is  thrown  over  and  got  rid  of.    As  a  necessary 

consequence,  all  the  other  indications  in  the  Provisional  of  the  nature  of  the 

20  invention  are  also  dismissed  and  got  rid  of.    There  is  no  longer  any  shifting  of 

the  partition  according  to  KeUner^s  invention,  but  the  old  mode  of  keeping  the 

partition  still  and  moving  the  mercurial  cathode  from  one  cell  to  the  other  part 

or  under  the  partition  is  resorted  to.    To  go  to  Mr.  Moulton^s  summing-up  of 

the  case  as  consisting  of  a  relative  movement  of  the  cells  upon  which  every- 

25  thing  depends,  there  is  not,  and  cannot  be,  any  such  relative  movement  of  the 

cells,  for  they  do  not  move  at  all,  and  even  if  they  were  made  to  rotate  there 

would  be  no  relative  motion,  as  they  are  rigidly  connected  with  the  cylinder. 

To  sum  up,  I  think  it  accurate  to  say,  not  only  that  this  so-called  modification 
contains  no  single  feature  of  the  invention  described  in  the  Provisional,  but 
30  that  it  expressly  contradicts  every  single  thing  which  in  the  Provisional  is  relied 
upon  as  characteristic  of  the  invention  described.    Yet  Mr.  Moulton  paradoxi- 
cally says :  "  The  difficulty  in  7  and  8  is  this.     He  has  gone  and  shewn  in  7 
"  and  8  the  most  developed  form  ;  that  is,  he  has  put  in  one  mechanism  all  the 
"  separate  developments,  which  were  all  legitimate,  as  I  think  I  can  shew  your 
35  "  Lordship."     He  is  constrained  to  make  the  important  admission  in  the  fol- 
lowing words  : — "  But  when  they  are  all  put  together  I  quite  agree  you  are 
"  startled  into  saying,  Is  that  a  fair  development  of  the  original  ?  "     He  found 
it  more  easy  to  put  that  question  than  to  answer  it  consistently  with  his  case. 
In  my  judgment,  it  is  not  only  startling  but  quite  inadmissible  to  say  that 
40  the  ultimate  development  of  an  invention  which  must  rely  for  its  validity  upon 
an  inventive  departure  from  the  pre-existing  state  of  things  can  be  to  bring 
you  back  to  precisely  that  pre-existing  state  of  things,  as  is  done  by  the  claim 
in  Figs.  7  and  8  when  the  bottom  of  the  chamber  is  rotated.    Mr.  Moulton  did 
not  attempt  to  grapple  with  any  of  these  difficulties.    Indeed,  it  very  soon 
45  became  plain  that  he  had  no  intention  of  grappling  with  them.    Taking  the 
model  representing  one  form  of  Figs.  7  and  8,  he  said  : — "  Slice  off  the  top  ; 
"  throw  it  away  ;  cut  in  two  the  fixed  cells  rigidly  connected  with  one  another ; 
"  throw  one  of  them  away."    Having  thus  arrived  at  a  purely  imaginary  cell, 
without  any  of  the  characteristics  of  Figs.  7  and  8,  which  differentiated  the 
50  apparatus  constructed  according  to  those  figures  from  an  apparatus  constructed 
according  to  the  Provisional  Specification,  it  may  be  that  he  then  shews  the 
imaginary  cell  to  be  within  the  scope  of  the  Provisional  Specification.   Whether 
he  does  or  not  is  a  matter  of  not  the  slightest  importance.    We  have  to  deal 
with  the  apparatus  exactly  described  and  claimed  with  reference  to  Figs.  7 
55  and  8,  not  with  any  imaginary  modification  of  it. 

My  conclusion  is  that  the  actual  modification  of  apparatus  shewn  in  Figs.  7 
and  8,  at  any  rate  when  the  bottom  containing  mercury  is  made  to  revolvo 
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under  the  cells  rigidly  connected  with  one  another,  is  not  a  legitimate  develop- 
ment, with  or  without  invention,  of  any  invention  the  nature  of  which  is  shewn 
by  the  Provisional  Specification,  and  that  the  Patent,  therefore,  is  void  for 
disconformity.    This  is  the  main  ground  for  my  decision  as  to  the  invalidity  of 
the  Patent ;  but,  going  further  than  the  Master  of  the  Rolls  has  done,  I  will^add  5 
a  few  words  upon  the  question  of  subject-matter.    Even  if  it  could  be  shewn 
that  the  objection  of  disconformity  failed  there  would  remain  that  of  want  of 
subject-matter.    Now,  comparing  Figs.   7  and  8   of   Kellner  with  Fig.  1  of 
CastneY's  Patent,  we  find  in  that  modification  of  7  and  8  which  has  already 
T3een  dealt  with,  namely,  the  case  in  which  the  cells  remain  still  and  the  bottom   10 
alone  is  made  to  rotate,  an  exact  correspondence  between  Castner  and  Kellner 
up  to  the  point  where  the  question  arises  how  to  move  the  mercury  cathode. 
Castner  effects  this  by  a  stirrer  with  the  helical  blades  mounted  on  a  rotating 
shaft  passing  down  the  partition.     All  that  Kelltier  does  is  to  substitute  for  this 
rotating  stirrer  the  rotation  of  the  bottom  of  the  vessel  containing  mercury.  1 5 
There  is  no  clear  evidence  of  any  advantage  over  Castner  in  this  arrangement. 
Mr.  Sivinhurne  at  first  thought  that  it  must  require  less  mercury  than  Castner^s 
plan,  and  so  bring  about  a  saving ;  but  afterwards  he  gave  up  this  point  and 
admitted  that  Castneys  plan  was  at  least  as  good  in  this  respect  as  Kellner^, 
He  could  suggest  no  advantage  in  any  other  respect  of  Kellner's  over  Castner.  20 
Lord  Kelvin  thought  that  Kellner's  had  an  advantage  over  Castner  in  that  it 
did  not  stir  the  mercury  so  much ;  but  though  from  one  point  of  view  this 
might  be  an  advantage,  it  is  plain  that  from  another — that  is,  Castner^ s  point  of 
view — the  stirring  was  a  useful  object  to  be  obtained.    Lord  Kelvin,  however, 
made  a  great  distinction  between  the  apparatus  shewn  in  the  figures  of  the  25 
Provisional  Specification  and  that  shewn  in  Figs.  7  and  8  of  the  Complete 
Specification.     He  said  that  the  forms  shewn  in  Figs.  7  and  8  are  decidedly  less 
advantageous  than  those  shewn  in  the  earlier  figures.    Again,  he  said  tha^t  the 
modifications  in  Figs.  7  and  8  are  not  desirable  modifications,  but  modifications 
introduced  into  the  Patent  to  prevent  soujeone  from  infringing  by  an  inferior  30 
way  of  carrying  out  the  general  method  that  he  describes.     I  am  of  opinion 
that  this  is  the  true  view  of  the  reason  for  introducing  Figs.  7  and  8  into  the 
Complete  Specification,  and  that  there  was  no  real  intention  of  using  those 
modifications  commercially.    Further,  the  modification  introduced  by   those 
figures  of  moving  the  bottom  of  the  vessel,  so  far  from  being  shewn  to  be  an  35 
important    improvement   in   practice  of   former   apparatus    has    never   been 
used  at  all,  and  there  is  no  evidence  from  experience  or  even  experiment 
that  it  will  practically  work  at  all  as  a  commercial  success.    After  the  Plaintiffs 
had  become  the  owners  of  the  Castner  Patent  they  expended  a  considerable 
sum  in  setting  up  plant  for  the  purpose  of  working  according  to  Castner^s  40 
method,  thus  shewing  plainly  their  preference  of  that  method  over  any  modifi- 
cation of  Kellner  of  1894.    After  all,  however,  it  is  not  a  question  of  advantage 
gained,  but  of  substantial  invention  shewn,  that  can  alone  afford  the  answer  to 
the  question  whether  there  is  sufficient  subject-matter  for  a  patent  {Morgan  v. 
Windover,  7  R.P.C.  131).     Here,  having  regard  to  the  evidence  of  Mr.  Swinburne  45 
to  the  effect  thai  rotating  the  bottom  of  the  vessel  is  a  mechanical  equivalent 
for  the  rotating  stirrer  of  Castner,  and  to  the  evident  fact  that  any  workman 
told  to  make  the  bottom  rotate  would,  without  any  instructions  or  any  special   ~ 
mechanical  skill,  be  able  at  once  to  do  it — I  am  now  quoting  the  words  of  Lord 
Herschell  in  7  Patent  Cases,  137  and  138 — there  is  not,  in  my  judgment,  any  50 
such  exercise  of  the  inventive  faculty  as  alone  could  found  the  claim  for  a 
Patent.    In  my  judgment,  the  Kellner  Patent  is  void  for  want  of  subject-matter 
so  far  as  concerns  the  particular  modification  of  apparatus  which  has  been  dealt 
with  and  the  Claim  No.  3  founded  thereon,  and  therefore  the  whole  Patent  is 
void  on  this  ground  also.     In  arriving  at  this  conclusion  I  have  not  forgotten  55 
that  an  attempt  was  made  to  shew  substantial  invention  by  reference  to  the 
alleged  difference  in  the  mode  of  application  of  the  electric  current.    As  I 
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understood  this  arfrument,  it  was  suggested  that  Kellner  sends  the  current 
only  through  one  cell,  with  or  without  an  independent  current  in  the  other 
cell,  whilst  Castner  sends  a  large  part  of  the  current  through  both  cells. 
However  this  may  be  in  some  of  the  modifications  described,  it  is  reasonably 
5  plain  that  Kelhier  does  not  confine  himself  to  the  method  of  sending  the 
current  through  one  cell,  or  exclude  a  claim  for  sending  it,  or  part  of  it,  through 
both  cells.  The  only  passage  in  the  Provisional  Specification  dealing  with  the 
question  of  the  current  is  at  page  2,  lines  12  and  13  :  "  The  anode  D  and  the 
"  mercury  cathode  C  are  connected  to  the  terminals  of  a  suitable  source  of 

10  '*  electricity."  This  passage  is  reproduced  verbatim  in  the  Complete  Specifica- 
tion, page  4,  lines  16  and  17. 

Now,  Fig.  1  shews  only  one  current  passing  from  the  positive  terminal  through 
the  anode  D  into  the  electrolyte  of  salt  water  contained  in  the  bell  E,  which  it 
decomposes  in  its  passage,  thence  into  the  mercury  cathode  C  within  the  bell, 

15  thence  under  the  lip  of  the  bell  into  the  mercury  cathode  outside  the  bell  to 
the  point  marked  C  in  the  pure  water  cell,  and  so  to  the  negative  terminal. 

Vaughan  Williams,  L.J, — I  have  the  misfortune  to  dijffer  from  the  other 
members  of  the  Court,  and  as  I  do  not  think  that  the  Kellner  Patent  is  bad  for 
d  isconf ormity,  I  regret  to  say  that  I  shall  necessarily  have  to  go  into  the  whole 

20  question  both  of  the  merits  of  the  Kellner  Patent  and  of  the  alleged  infringe- 
ment of  the  Kellner  Patent  by  the  RluxUn  Patent. 

In  order  to  deal  with  this  case  it  is  necessary  to  make  some  comparison  of  the 
Plaintiffs'  Patent  and  prior  Letters  Patent,  and  in  particular  a  prior  Patent  taken 
out  by  one  Castner,    Now  the  idea  of  the  Castner  Patent  seems  to  have  been 

25  to  have  a  single  rigid  vessel  divided  into  two  compartments  by  a  vertical  partition 
extending  not  quite  to  the  bottom  of  the  vessel,  and  then  to  fill  up  the  bottom 
of  the  vessel  with  mercury,  coming  just  above  the  lower  edge  of  the  partition  so 
as  to  seal  each  compartment  and  to  use  one  section  for  an  electrolyte  of  salt  and 
water,  and  the  other  for  pure  water,  and  for  this  purpose  to  pass  a  main  electric 

30  current  through  the  liquid  in  both  sections  but  to  divide  the  current  entering 
into  the  pure  water  so  that  the  proportion  of  amperes  passing  through  the  salt 
and  water  in  the  decomposing  chamber  should  be  100  amperes  as  against  90 
passing  through  the  pure  water  in  the  combining  chamber,  the  reason  for  the 
difference  being  that  under  an  equal  current  the  discharge  of  sodium  in  the 

35  combining  chamber  would  be  more  rapid  than  the  charging  of  the  mercury  with 
sodium  in  the  decomposing  chamber,  which  would  be  apt  to  produce  oxidization 
of  the  mercury  in  the  combining  chamber  as  soon  as  it  was  discharged  of  all  the 
sodiam.  Then  Castner  introduced  into  the  centre  of  the  vessel  containing  the 
mercury  a  vertical  revolving  shaft  fitted   with   horizontal    arms    or  paddles 

40  submerged  in  the  mercury  extending  nearly,  but  not  quite,  to  the  outside  circum- 
ference of  the  containing  vessel.  These  paddles  were  clear  of  the  surface  of  the 
mercury  and  of  the  bottom  of  the  containing  vessel,  and  were  placed  at  an 
obtuse  angle  to  the  bottom  of  the  vessel.  The  object  of  the  paddles  was  two-fold 
— first  to  make  the  mercury  flow  round  and  round  the  bottom  of  the  containing 

45  vessel,  so  that  the  mercury  should  keep  changing  its  location  relatively  to  the 
two  sections  above,  so  that  the  whole  of  the  mercury  would  alternately  find  its 
location  under  the  salt  and  water  section,  and  under  the  pure  water  section,  and 
thus  alternately  be  charged  with  sodium  and  discharged  of  it.  Secondly,  the 
object  of  the  paddles  was  to  churn  up  the  mercury  and  the  sodium  amalgam 

50  deposited  thereon,  and  thus  maintain  an  average  strength  of  sodium  throughout 
the  mercury  of  at  least  "2  per  cent.  The  necessity  for  maintaining  this  minimum 
average  of  sodium  throughout  the  mercury  arose  from  the  use  of  a  continuous 
electric  current  running  through  the  two  chambers,  because  if  the  sodium  were 
not  thus  intermixed  with  the  mercury,  the  "  pure  water  electrolyte  "  might 

55  discharge  the  mercury  in  the  pure  water  chamber  of  all  the  sodium  deposited  on 
the  surface  of  the  mercury,  and  the  pure  water  electrolyte,  which  will  not 
oxidize  the  mercury  as  long  as  sodium  is  present,  would  then  begin  in  the 
absence  of  sodium  to  oxidize  the  mercury.     Moreover,  the  maintenance  of  the 
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average  of  sodium  throughout  the  mercury  counteracts  in  the  decomposing 
chamber  the  tendency  which  sodium  on  the  surface  of  the  mercury  has  to  re- 
combine  with  the  salt  and  water. 

The  main  features  therefore  seem  to  have  been  (1)  A  single  chamber  divided 
into  two  sections,  one  for  salt  and  water,  and  one  for  pure  water,  by  a  partition  5 
not  extending  quite  to  the  bottom  of  the  vessel,  and  sealed  by  the  mercury  at 
the  bottom  of  the  vessel.  (2)  A  continuous  electric  current  passing  through  both 
chambers.  (3)  The  adjustment  of  the  proportion  of  amperes  passing  through 
the  chambers  respectively  by  a  division  of  the  continuous  current,  (4)  The 
change  in  the  location  of  the  mercury  relatively  to  the  two  chambers  by  the  flow  10 
of  the  mercury  round  and  round  the  containing  vessel  produced  by  the  propul- 
sion of  paddles  attached  to  a  central  revolving  shaft.  (5)  The  maintenance  of 
an  average  minimum  of  '2  per  cent,  of  sodium  throughout  the  mercury  by  the 
churning  produced  by  the  propelling  paddles. 

The  idea  of  Kellner  seems  to  have  been  this.     He  had  a  large  dish  with  15 
mercury  at  the  bottom.     On  the  top  of  this  mercury  he  had  movable  cells  with 
the  lower  edge  just  dipping  into  the  mercury  so  as  to  seal  the  bottom  of  the  cell 
and  prevent  any  liquid  which  might  be  placed  inside  the  cell  running  out  at  the 
bottom.    These  .cells  he  filled  with  salt  and  water.     The  whole  of  the  vessel 
outside  these  cells  he  filled  with  pure  water  so  that  the  whole  of  the  mercury   20 
which  was  not  covered  by  the  salt  and  water  contained  in  the  movable  cells  was 
covered  with  pure  water ;  he  electrolised  the  salt  and  water  by  a  current  passing 
through  the  salt  and  water  to  the  cathode  formed  by  the  mercury.     This  current 
was  not  continuous,  that  is  to  say  did  not,  as  in  the  case  of  Castner^s  Patent,  pass 
on  through  the  pure  water.     He  then,  by  shifting  the  bells  containing  the  salt  25 
and  water  electrolyte  about  on  the  surface  of  the  mercury,  caused  patches  of  the 
mercury  to  be  alternately  covered  by  the  salt  and  water  electrolyte,  and  the  pure 
water  respectively,  thus  charging  with  sodium  the  patch  of  mercury  covered  by 
the  salt  and  water  electrolyte,  and  discharging  of  sodium  the  same  patch  of 
mercury  when  subjected  to  the  pure  water  by  the  shifting  on  of  the  cell  contain-  30 
ing  the  salt  and  water  to  the  adjoining  patch,  which  prior  to  the  shifting  had 
been  covered  by  pure  water,  and  thus  leaving  behind  under  the  action  of  pure 
water  the  patch  which  prior  to  the  shifting  had  been  covered  with  salt  and  water. 
In  order  that  the  shiftiug  of  the  cells  should  not  by  reason  of  the  dipping  of  the 
lower  edge  or  lips  of  the  cell  into  the  mercury  carry  with  it  the  patch  of  mercury  35 
which  was  under  the  cell  at  the  time  of  the  shifting  of  the  cell,  Kellner  made  in 
the  lower  edge  of  the  cell  a  series  of  notches  or  openings  or  serrations.    The 
mercury  in  Kellner's  apparatus  had  no  fluid  motion,  or  at  least  was  intended  to 
have  none  relatively  to  the  vessel  containing  it.    The  Kellner  apparatus  had  no 
continuous  electric  fluid,  not  even  an  adjusted  continuous  current  passing  through  40 
the  pure  water  cell. 

In  Kellner's  Provisional  Specification  the  motion  of  the  cell  containing  the 
salt  and  water  electrolyte  was  a  to-and-fro  motion.  In  the  Complete  Specifica- 
tion he  made  several  additions  which  his  Counsel  called  "  developments  of  the 
"  invention,  identified  by  the  Provisional  Specification,"  but  which  the  opposing  45 
Counsel  contended  were  "departures  from  the  Provisional  Specification  amount- 
"  ing  to  disconformity."  These  were  the  substitution  for  the  to-and-fro 
movement  of  a  rotary  movement  of  the  cells  on  the  top  of  the  mercury,  and  also 
the  substitution  as  an  alternative  method  of  the  rotation  of  the  dish  containing 
the  mercury  instead  of  the  movement,  whether  to-and-fro  or  rotary,  of  the  cells  50 
on  top  of  the  mercury.  The  other  addition  made  in  the  Complete  Specification 
was  the  addition  of  a  short-circuited  current  in  the  pure  water  cell  "  starting  from 
"  the  mercury  amalgam  acting  as  an  anode."  This  the  Defendants  relied  upon 
as  another  instance  of  "  disconformity,"  and  also  relied  on  it  on  the  question  of 
utility,  alleging  that  the  apparatus  would  not  act  without  it,  whereas  the  PlaintiflBs  55 
say  that  the  "short-circuited  current  "  was  only  to  be  used  in  case  it  was  desired 
that  the  alkaline  metal  should  be  rapidly  removed  from  the  amalgam  formed. 
I  am  not  going  at  this  point  to  discuss  the  question  of  "  disconformity  or  utility," 
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but  I  am  only  trying  to  define  the  idea  of  the  ^^//n<?r  invention.    The  principal 
features  seem  to  me  to  be  (1)  the  substitution  of  non-circp\ating  mercury  for 
flowing  mercury.     (2)  The  subjection  of  the  surface  patch  t;  of  this  still  mercury 
alternately  to  salt  and  water  electrolyte  and  pure  water  respectively.     (3)  The 
5  maintenance  as  far  as  possible  of  the  mercury  in  a  still  condition  free  from 
agitation.     The  Rhodin  apparatus  as  exhibited  before  the  Court,  and  made  in 
accordance  with  or  at  least  consistently  with  the  Rhaiin  Patent,  is  an  apparatus 
which  adopts  the  non-flowing  mercury    cathode,  and  rotates    over    it  cells 
containing  the  **  salt  and  water  electrolyte "  but    differs  from  the  Kellner 
10  apparatus  by  reason  of  the  bottom  of  the  mercury  dish  being  provided  with  ribs, 
more  or  less  radiating  from  the  centre  of  the  mercury  dish,  the  object  of  which 
is  two-fold,  one  to  prevent  the  fluid  circulation  of  the  mercury  in  the  dish,  the 
other  being  the  agitation  of  the  mercury  by  its  projection  towards  the  circum- 
ference of  the  mercury  dish  and  its  return  towards  the  apices  of  the  angles 
15  made  by  these  radial  ribs.     The  Rhodin  model  is  provided  with  an  annular 
space  extending  beyond  the  circumference  of  the  inner  rotary  vessel  constituted 
by  the  radial  salt  and  water  chambers.    The  object  of  the  agitation  is   the 
churning  of  the  mercury  and  the  maintenance  of  an  average  strength  of  sodium 
throughout  the  mercury,  not,  apparently,  the  maintenance  of    a  minimum 
20  percentage  of  sodium  throughout  the  mercury  merely  for  the  purpose  of  prevent- 
ing the  pure  water  oxidising  the  mercury,  but  for  the  regulation  and  adjustment 
of  the  electric  current  and  the  sodium  amalgam.     In  short,  the  idea  of  the 
Hhodifi  Patent  seems  to  have  been  to  adopt  the  Kelhier  idea  so  far  as  it  related  to 
the  movement  of  the  salt  electrolyte  in  a  rigid  vessel  over  the  top  of  a  stationary 
25  mercury  cathode,  but  to  modify  it  so  as  to  enable  the  use  of  a  stronger  electric 
current  than  that  which  could  be  used  with  the  Kellnei*  iny^niion.    The  Kellner 
invention  was  based  on  the  deposit  of  the  sodium  on  the  still  surface  of  the 
mercury,  which  rendered  the  sodium  particularly  liable  to  be  returned  to  the 
salt  and  water  by  the  counter-electro-force,  and  made  it  impossible  to  have. in 
30  the  combining  chamber  any   electric  current,  except  a  secondary    current, 
dependent  for  its  operation  on  the  continued  presence  of  the  sodium,  because 
any  current  in  the  combining  chamber  which  was  independent  of  the  presence 
of  the  sodium  would  begin  as  soon  as  the  mercury  in  the  combining  chamber 
was  discharged  of  its  sodium  immediately  to  oxidise  the  mercury.    Rhodin^  in 
35  order  to  use  a  stronger  electric  current  in  the  decomposing  chamber,  churned  the 
mercury  amalgam  and  thus  counteracted  the  tendency  of  the  sodium  to  return 
from  the  surface  of  the  mercury  into  the  salt  electrolyte,  and  he  overcame  the 
difficulty  of  the  disparity  in  time  between  the  charging  of  the  mercury  with 
sodium  in  the  decomposing  chamber,  and  the  discharging  the  mercury  of  sodium 
40  in  the  combining  chamber  by  increasing  the  area  of  pure  water,  to  the  influence 
of  which  the  mercury  would  be  subject  in  the  combining  chamber,  and  in  the 
witness  box  Rhodin^  notwithstanding  the  statement  in  his  Specification  that  the 
vessels  should  be  slowly  rotated,  stated  that  to  attain  this  result  of  subjecting 
the  m.ercury  in  the  combining  chamber  as  much  as  possible  to  the  action  of  the 
45  water,  it  was  desirable  to  rotate  the  inner  vessel  at  a  considerable  speed  for  the 
purpose  of  driving  the  mercury  out  towards  the  annulus  in  the  periphery,  and 
back  towards  the  centre  by  the  combined  action  of  centrifugal  force  and  the 
obBtruction  of  the  radial  ribs  at  the  bottom  of  the  vessel.    This  increase  of  the 
pure  water  surface  enabled  RJwd^in  to  dispense  with  the  unequal  continuous 
50  current  through  both  chambers  which  Castner  found  necessary. 

Having  thus  described  in  general  terms  what  I  gather  from  the  evidence  to 
be  the  nature  of  the  inventions  of  Caslner^  Kellner,  and  Rhodin  respectively, 
I  will  now  try  and  deal  with  the  defences  set  up  in  this  action  seriatim ;  but 
there  is  one  question  which  affects  all  the  defences,  and  I  will  deal  with  that 
55  first — that  is,  the  meaning  of  the  words  "  stationary  mercury  cathode."  Now, 
I  think  that  the  view  taken  by  Mr.  Justice  Bigham  in  this  case  as  to  the 
meaning  of  the  words  in  the  Provisional  Specification  in  the  Kellner  Patent, 
"  stationary  mercury  cathode,"  is  right.    I  think  that,  if  one  looks  at  the  history 
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of  the  progress  of  electrolysis  of  alkaline  salts  as  a  mode  of  manufacture  of 
caustic  soda  it  is  clear  that,  prior  to  the  Kellner  Patent,  inventors  had  always 
tried  to  get  over  the  difficulty  arising  from  the  necessity  of  quickly  taking  away 
the  mercury  when  charged  with  the  sodium  deposited  by  electrolysis  by  causing 
the  mercury  thus  charged  to  flow  in  the  vessel  containing  it ;  the  earlier  inven-  5 
tions  caused  the  mercury  to  flow  when  charged  into  a  separate  vessel  or  chamber, 
when  it  was  discharged  of  the  sodium  by  contact  of  the  amalgam  with  pure 
water,  sometimes  assisted  by  an  electrical  current  passing -through  the  second 
as  well  as  the  first  chamber,  and  sometimes  with  the  current  passing  only 
through  the  salt  and  water  in  the  first  chamber.  Castner  made  the  mercury  10 
flow  in  a  single  vessel  underneath  two  rigid  chambers,  part  and  parcel  of  the 
same  vessel. 

The  idea  of  Kellner  was  to  dispense  with  the  flowing  mercury  and  to  substi- 
tute for  it  stationary — that  is,  non-circulating — mercury  over  which  he  moved 
a  rigid  chamber  or  cell  containing  salt  and  water,  and  sealed  by  the  dipping  of  15 
the  lower  edge  of  the  chamber  into  the  mercury.  I  read  the  word  "  stationary  " 
as  qualifying  the  word  "mercury,"  and  the  words  "stationary  mercury" 
qualifying  the  word  "cathode,"  The  flow  of  the  mercury  in  the  Kellner 
process,  in  so  far  as  it  did  flow  by  the  dragging  of  the  mercury  consequent 
upon  the  dipping  of  the  edges  of  the  superincumbent  moving  chamber  into  the  20 
mercury,  was  not  intended  to  be,  and  was  not  theoretically,  a  part  of  the 
process.  The  very  object  of  the  openings  in  the  lips  which  dipped  into  the 
mercury  was  to  reduce  as  far  as  possible  the  dragging,  and  the  flow  consequent 
upon  the  dragging. 

In  short,  I  think  that  the  words  "  stationary  mercury  cathode  "  can  well  bear  25 
the  meaning  adopted  by  Mr.  Justice  Bigham,  and  that  the  prior  history  of  the 
development  of  the  process  strongly  points  to  the  conclusion  that  Kellner  did 
use  the  words  in  this  sense.  Now,  assuming  this  to  be  the  correct  view  of  the 
meaning  of  these  words,  let  me  consider  the  various  defences  which  have  been 
set  up  by  the  Defendants.  These  are  : — (1)  Denial  of  infringement.  (2)  Denial  30 
of  the  validity  of  the  patent  on  the  grounds  of  (A)  want  of  novelty  by  reason  of 
the  anticipations  set  forth  in  Particulars  ;  (B)  want  of  subject-matter ;  (C)  want 
of  utility  ;  (D)  want  of  invention  ;  and  (E)  disconformity. 

The  defences  of  disconformity  and  of  denial  of  infringement  are  so  closely 
connected   in  this  case  that  I  will  consider  them  together.     It  is  said  that  35 
the  Comflete  Specification  departs  from  the  Provisional,  first,  because  Figs.  7 
and  8  introduce  the  rotary  instead  of  the  to-and-fro  movement.     It  seems  to 
me  that  there  is  nothing  in  this,  because  if  the  invention  of  Kellner  consists 
of  moving  about  a  rigid  body  over  statioDary  mercury  in  the  sense  in  which 
I  read  those  words,  it  seems  to  me  to  be  a  legitimate  development  to  say  40 
that,  in  addition  to  movement  by  the  to-and-fro  method,  the  movement  of  the 
chamber  over  the  stationary  mercury  may  be  attained  by  the  rotary  movement 
of  the  chamber  over  the  stationary  mercury  or  by  the  rotation  of  the  mercury 
dish  under  the  chambers.     In   either  case   there   is  no  flow  of  the  mercury 
relatively  to  the  dish  containing  it.     It  seems  to  me  that,  if  once  you  construe  -45 
the  words  "  stationary  mercury  cathode  "  in  the  sense  in  which  I  have  indicated, 
there  is  an  end  of  the  only  serious  question  of  disconformity.     It  does  not  seem 
to  me  to  be  really  arguable  that  the  substitution  of  the  rotary  for  the  to-and-fro 
movement  of  the  cells  over  the  non-flowing  mercury  is  any  departure  at  all 
from  the  principle  of  the  invention  as  defined  by  the  Provisional  Specification.  50 
The  difficulty  only  arises  in  the  case  of  the  rotation  of  the  bottom  under  the 
cells.     In  such  case,  no  doubt,  the  mercury  is  in  a  sense  not  stationary,  but  it 
would  be  stationary  in  relation  to  the  vessel  containing  it.     It  would  not  flow 
in  it.     The  importance  of  the  distinction  between  the  mercury  itself  flowing 
and  its  flowing  as  in  the  case  of  the  Castner  Patent,  to  my  mind,  is  that  if  the  55 
mercury  flows  impelled  by  stirrers  or  a  pump,  as  it  does  in  Castner's  Patent,  it 
is  not  possible  to  adopt  the  patch-to-patch  system.     The  sodium  is  churned,  and 
there  is  a  necessity  either  for  the  through  current  adjusted  by  division  or  an 
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increase  in  the  water  area,  so  as  to  get  over  the  inequality  of  charging  of  the 
sodium  in  the  decomposing  chamber  and  the  discharging  of  the  sodium  in  the 
combining  chamber.  I  think  that  the  conclusion  of  Mr.  Justice  Bigham  is 
right,  and  that  there  is  no  disconformity  even  in  the  case  of  the  rotation  of  the 
5  bottom  dish,  because  the  mercury  even  in  this  case  is  stationary  relatively  to 
the  dish  containing  it. 

As  to  the  suggested  disconformity  by  reason  of  the  claim  in  respect  of  the 
third  electrode  in  the  combining  chamber,  I  think  there  is  nothing  in  it,  be'^ause 
it  is  limited  by  the  words  at  the  beginning  of  Claim  4,  "  In  apparatus  of  the 

10  "  kind  specified  in  the  preceding  claims."  I  further  think  that,  assuming,  as  I 
do,  that  Claim  3  is  not  bad  for  disconf ormitj^ — assuming,  that  is,  that  there  is  no 
distinction  between  the  rotary  movement  and  the  to-and-fro  movement,  the 
infringement  by  the  Defendants  of  the  Kellner  Patent  is  clearly  established, 
even  apart  from  the  important  admission  of  the  leading  Counsel  for  the 

15  Defendants,  an  admission  which,  for  my  own  part,  I  think  he  was  right  in 
niaking.  Indeed,  if  it  were  not  for  the  denial  of  Bhodin,  I  should  have  thought 
it  tolerably  clear  that  Rhodin^s  Patent  was  framed  by  someone  with  Kellner's 
and  Castner's  Patents  before  him,  seeking  to  extract  the  best  portions  of  both. 
The  Defendants  have  adopted  the  principle  of  the  stationary  as  distinguished 

20  from  the  flowing  mercury.  The  Defendants  have,  it  is  true,  adopted  this 
principle  for  the  purpose  of  an  apparatus  which  is  not  based  on  the  system  of 
submitting  surface  patches  of  mercury  alternately  to  salt  and  pure  water,  which 
is  a  system  which  can  only  be  worked  with  a  weak  electric  current,  but  have 
applied  Kellner* s  principle  of  stationary  mercury  to  an  apparatus  based  on  the 

25  system  of  churning  the  mercury,  which  has  undoubtedly  two  great  advantages — 
(1)  it  makes  it  possible  to  use  a  strong  electric  current  in  the  decomposing 
chamber  ;  (2)  it  remedies  the  inequality  of  the  charging  in  the  decomposing 
chamber  as  compared  with  the  discharging  in  the  combining  chamber  by  the 
increase  of  the  action  of  the  pure  water  on  the  mercury  amalgam,  effected 

30  partly  by  the  increase  of  the  water  area  and  partly  by  the  combined  effect  of 
centrifugal  force  and  the  agitation  caused  by  the  radial  ribs.  The  total  com- 
bination in  the  Rhodin  apparatus  seems  to  me  very  different  from  the  total 
combination  in  the  Kellner  apparatus.  The  result  is  arrived  at  by  the  applica- 
tion in  part,  at  all  events,  of  very  different  principles  ;  but  if  Kellner's  Patent 

35  claims,  as  I  think  it  does,  the  use  of  stationary  mercury  relatively  to  the  vessel 

containing  it  and  dividing  chambers,  one  of  which  is  rotary,  I  think  that  there 

is  a  clear  infringement,  and  not  the  less  so  because  Rhodin  may  have  improved 

upon  Kellner^ 8  apparatus  by  applying  it  to  a  novel  and  more  effective  apparatus. 

I  will  next  deal  with  the  defence  of  anticipation.    The  only  anticipation 

40  which  was  seriously  urged  was  the  Castner  process.  It  is  said  that  the  Kellner 
Patent  was  anticipated  by  the  Castner  because  the  movement  of  the  chambers 
above  the  mercury  is  a  mere  mechanical  equivalent  for  the  flow  of  the  mercury 
under  the  chambers.  I  think  not,  having  regard  to  the  object  in  view.  Castner 
wanted  to  produce  churning  of   the  mercury ;   Kellner  wished  to  avoid  it. 

45  Castner^s  process  did  produce  churning ;  Kellner^s,  to  a  large  extent,  avoided 

^it,  and  was  intended  so  to  do.    Then  it  was  said  that  Castner's  double  chamber 

was  an  anticipation  of  Kellner" s  double  chamber.     Here,  again,  I  think  not. 

Castner*8  double  chamber  was  fixed,  and  a  part  of  a  single  structure.     Kellner*s 

was  detached  and  movable,  being,  in  fact,  one  of  two  rigid  structures. 

50  Then  as  to  the  defences  of  want  of  invention,  want  of  utility,  and  want  of 
subject-matter,  which  more  or  less  hang  together,  I  think  they  all  fail.  I  think 
there  is  sufficient  ingenuity  to  constitute  an  invention  entitled  to  a  Patent.  I 
think  that  the  invention  is  not  only  ingenious  but  useful.  It  offers  a  useful 
alternative  method  of  producing  caustic  soda  by  the  electrolytic  mercury  process. 

55  It  offers  a  method  of  producing  caustic  soda  with  a  low  electric  current  by 
dealing  with  surface  patches  of  sufiBciently  still  mercury.  This  I  consider  a 
distinctly  new  method.    It  is  urged  that  this  is  not  what  is  put  forward  by 
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Kellner  as  the  advantage  of  his  apparatus,  but  that  what  he  puts  forward  as  the 
advantage  is  that  a  considerable  output  can  be  obtained  from  the  apparatus  with 
a  comparatively  small  quantity  of  mercury,  because  both  operations  can  take 
place  simultaneously  and  uninterruptedly.  Now,  that  the  output  can  be  obtained 
with  a  comparativsly  small  quantity  of  mercury  is  generally  true,  and  indeed  I  5 
think  that  the  erilence  shews  that  the  output  can  generally  be  obtained  with  a 
smaller  quantity  df  mercury  than  that  necessary  for  the  Castner  process,  but  the 
reason  given  by  Kellnsr  is  not  the  true  reason,  for  in  Castner's  process  the 
operation  takes  place  simultaneously  and  uninterruptedly  jubt  as  much  as  in 
Kellner's,  But  I  do  not  think  this  inaccuracy  of  any  importance.  Kellner  is  10 
not  summarising  the  action  of  his  apparatus ;  he  is  mentioning  some  of  the 
advantages  of  his  process.  He  was  under  no  obligation  to  specify  any  advantage 
his  apparatus  possessed  in  comparison  with  existing  apparatus,  and  I  do  not 
think  that  a  mistake  in  the  statement  of  the  advantages  of  his  apparatus  debars 
him  from  relying  on  its  true  utility  if  such  it  possesses.  15 

The  real  difficulty  which  I  have  about  utility  is  of  a  different  kind.  The 
Kelbier  apparatus  has  never  been  worked.  The  Plaintiffs  themselves  do  not 
work  it,  possibly  because  they  have  their  doubts  whether  an  apparatus  neces- 
sarily worked  with  a  low  electric  current  can  be  worked  commercially  at  a  profit ; 
no  evidence  was  offered  by  the  Plaintiffs  to  shew  the  output  to  be  expected  from  20 
the  Kellner  apparatus,  nor  the  expense  of  working  it.  Moreover,  it  seems 
almost  an  abuse  of  the  Statute  of  Monopolies  to  use  Letters  Patent  for  an  inven- 
tion which  the  Patentee  or  his  atsignees  do  not  care  to  use  in  actual  manufacture 
to  prevent  the  user  of  a  machine  which  on  the  evidence  seems  likely  to  prove  a 
very  effective  machine.  On  the  other  hand,  the  Defendants'  machine  has  only  25 
been  tried  experimentally. 

The  result  of  this  state  of  things  is  that  the  whole  case  is  very  difficult  to  deal 
with.  The  Court  has  to  deal  with  two  documents  rather  than  two  processes  in 
actual  use  commercially,  and  I  have  come  to  the  conclusion  that  the  Plaintiffs' 
apparatus  is  proved  by  the  evidence  to  have  sufficient  utility  as  affording  30 
theoretically  a  novel  alternative  mode  of  producing  caustic  soda  by  an  electro- 
lytic mercurial  process.  I  therefore,  for  the  reasons  which  I  have  given,  think 
the  judgment  of  Mr.  Justice  Bigham  right. 

LiNDLKY,  M,R. — The  appeal  will  be  allowed  in  the  usual  way. 

Terrelly  Q.C.,  afeked  for  a  certificate  that  the  Particulars  of  Objections  were  35 
reasonable  and  proper.  He  submitted  he  was  entitled  to  a  certificate  as  to  all 
the  Particulars  with  the  exception  of  two,  paragraphs  2E  and  paragraph  8.  2E 
was  not  used.  All  the  others  had  been  brought  to  the  knowledge  of  the  Court 
md  given  in  evidence  for  the  purpose  of  shewing  the  state  of  the  art  at  that 
time.    They  could  only  be  put  in  as  anticipations.  40 

LiNDLBY,  M.R, — As  part  of  your  evidence  they  are  reasonable  enough,  but  as 
part  of  the  Objections  it  is  quite  another  matter. 

Terrell^  Q.C. — If  your  Lordships  allow  it  to  me  as  part  of  my  evidence  I  have 
nothing  more  to  say. 

LiNDLBY,  M.R, — That  is  for  the  Taxing  Master.     You  are  asking  us  to  certify  45 
that  the  Objections  are  reasonable.     I  do  not  say  that  the  information  is  unreason- 
able.    I  can  understand  this,  that  the  Court  might  express  an  opinion  that  these 
Specifications  were  properly  in  evidence,  and  that  the  Taxing  Master  ought  to 
allow  them,  but  that  is  a  totally  different  thing  to  certifying. 

Terrelly  Q  C. — If  your  Lordships  will  say  you  think  the  Taxing  Master  ought  50 
to  allow  them,  I  am  not  going  to  occupy  the  time  of  the  Court  with  a  discussion. 
Your  Lordships  know  all  about  it,  and  can  say,  but  if  we  leave  it  to  the  Taxing 
Master  simply — 

Vaughan  Williams,  L.J. — You  do  not  expect  us  to  give  such  a  direction  to 
the  Taxing  Master.     Why  are  not  you  content  with  the  fact  that  already,  apai't  55 
from  anything  we  are  going  to  say,  each  one  of  us  has  referred  to  the  history  of 
the  development  of  this  process  ? 
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Terrell^  Q.C. — When  we  get  before  the  Taxing  Master  the  other  side  will  say  : 
You  know  the  Court  can  certify  Objections  to  be  proper  ;  they  have  refused  to 
certify  these,  and  therefore  you  must  disallow  them  all. 
LiNDLET,  M,R. — Speaking  for  mysalf  I  do  not  hesitate  to  say  I  think  that  it 
5  was  a  reasonable  and  proper  thing  for  you  to  do  to  put  these  in  evidence,  but  I 
shrink  very  much  from  certifying  that  the  Objections  were  reasonable.  That  is 
quite  another  business.  That  depends  on  the  statutory  authority.  To  my  mind 
it  is  a  matter  more  or  less  of  discretion. 

RiGBT,  L.J, — I  am  inclined  to  think,  from  the  terms  of  the  Act  of  Parlia- 
10  ment,  that  a  mere  expression  of  opinion  from  us  might  not  be  enough. 

LiNDLBY,  M,R, — Personally  I  am  prepared  to  give  a  certificate  under  the 
Act  as  to  (1)  and  (6),  but  no  more.  So  far  ps  I  can  see  I  think  your  are  entitled 
to  that ;  but  as  to  the  rest  it  is  all  evidence,  not  objections. 

RiGBY,  LJ, — The  great  difficulty  is  that  the  statute  provides  that  on  taxa- 
15  tion   of  costs   regard  shall  be  had   to   the   Particulars,  and  that  (taking  the 
Defendant)  the  Defendant  shall  not  be  allowed  costs  in  respect  of  any  Particular 
delivered  by  him  unless  the  same  is  certified. 
j  LiNDLBY,  M,R, — The  "  same  "  there  means  the  Particular.     The  Particular  is 

the  Particular  of  the  Objection.     This  raises  a  very  important  question,  with 
20  which  we  are  not  so  familiar  as  Judges  of  first  instance.    There  are  a  great 
many  decisions  on  this,  and  I  should  like  to  look  into  them.     The  best  course 
will  be  for  us  to  listen  to  your  application,  and  adjourn  it  to  look  into  the 
authorities  and  inquire. 
Astburi/y  Q.C,  referred  to  Adamant  Stone^  Ac.  Company  v.  CorjJ07^ation  of 
25  Lir&rpfwly  14  R.P.C.  11 ;  and  Osmonds  v.  Balmoral  Cycle  Company,  15  R.P.C. 
505. 

Oraham, — ^We  had  better  hand  your  Lordships  up  a  list  of  authorities,  I 
think. 
LiNDLBY,  MM, — Yes,  both  of  you  hand  up  a  list  and  we  will  make  inquiries. 
30  This  is  rather  a  big  question. 

Terrell,  Q.C. — When  the  case  was  tried  in  the  Court  below  we  were  ordered 
to  pay  the  costs  to  the  solicitor,  he  undertaking  to  return  them.     There  will  be 
^  an  order  to  return  ? 
LiNDLBY,  Jf./^.— Yes. 
35       Terrell,  Q.C. — Then,   my  Lords,  unless  you  have  a  rule  that  in   no  cases 
whatever  will  you  allow  the  costs  of  shorthand  notes,  I  submit  this  is  a  case  of 
such  complexity  and  difficulty  that  it  would  have  been  impossible  to  do  withoflt 
them. 

RiGBY,  LJ. — Did  you  get  the  notes  of  Mr.  Justice  BiyJiam,  or  did  he  rely  on 
40  the  shorthand  notes  ? 

Terrelly  Q.C. — Mr.  Justice  Bigham,  I  am  told,  relied  absolutely  upon  the 
shorthand  notes. 

LiNDLBY,  MM, — I  want  to  see  if  he  did.    W«  will  look  into  that  and  see. 
Graham. — My  Lords,  my  clients  ask  for  the  personal  undertaking  of  the 
45  solicitors  to  repay  the  costs,  in  case  we  go  to  the  House  of  Lords  and  succeed. 
I  am  told,  my  Lords,  that  we  shall  be  more  secure  if  we  have  the  undertaking 
of  the  solicitors.     I  do  not  want  to  say  more  than  that. 
Terrell,  Q.C. — There  is  no  pretence  for  saying  that  here. 

LiNDLBY,  MM, — We  will  settle  that  when  we  settle  the  other  matters ;  it 
50  will  not  do  for  us  not  to  be  consistent  in  these  matters.     My  impression  is  that 
we  have  said  already  more  than  once  that  it  is  not  a  matter  of  course. 

LiNDLBY,  M,R.  [delivering  the  judgment  of  the  Court]. — The  Appeal  in  this 
case  having  been  allowed  with  costs,  we  have  to  consider  whether  the  costs  of 
the  shorthand  writer's  transcript  of  the  evidence  should  be  allowed,  and  what 
55  certificate  we  ought  to  give  under  section  29,  clause  G,  of  the  Patent  Act,  1883, 
relating  to  Particulars  of  Objections.  As  regards  the  shorthand  writer's  transcript 
of  the  evidence,  it  was  taken  and  referred  to  day  by  day  in  the  Court  below, 
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and  three  copies  of  it  were  really  necessary  to  enable  the  Court  to  follow  the 
arguments.  The  costs  incurred  by  the  Appellants  in  obtaining  not  only  those 
copies,  but  also  such  other  copies  as  were  reasonably  required  for  the  purposes 
of  their  appeal  ought,  therefore,  to  be  allowed  them. 

As  regards  the  Particulars  of  Objections,  the  Defendants  raised  eight  objections  5 
to  the  Plaintiffs'  Patent,  and  the  second — which  was  want  of  novelty — was 
followed  by  a  list  of  Specifications  said  to  be  anticipations.    They  were  not 
anticipations,  and  the  second  objection  was  not  proved.     But  a  knowledge  of 
the  patents    enumerated  in    the  list,  with  one    exception  {Petic\  was   really 
necessary  to  enable  the  Court  to  understand  the  subject-matter  to  which  the  10 
Patents  related  and  the  state  of  knowledge  which  persons  cognizant  with  that 
subject  had  at  the  date  of  the  Patent.    We  felt  a  difficulty,  however,  in  adopting 
the  ordinary  form  of  Order,  owing  to  the  objection  for  want  of  novelty.     The 
Particulars  to  which  the  Act  refers  are  not  confined  to  the  objections,  but  include 
whatever  is  stated  will  bo  relied  upon  by  the  party  delivering  them.     The  15 
Specifications  enumerated  under  the  second  objection  are  Particulars  within  the 
meaning  of  the  section  quite  as  much  as  the  objection  itself,  and  as  they  (with 
the  exception  of  Petic's)  were  all  reasonably  and  properly  mentioned  in  the 
Defendants'  Particulars  of  Objections,  we  cannot  properly  decline  to  certify  in 
the  usual  form  that  the  costs  of  the  Defendants'  Particulars  ought  to  beallow^ed   20 
except  as  regards  Petic\  Specification  mentioned  in  No.  2. 

We  do  not  think  it  necessary  to  except  Nos.  3  and  l  considering  the  difficulty 
of  distinguishing  the  costs,  if  any,  occasioned  by  them  from  the  costs  occasioned 
by  the  other  Particulars,  which  were  all  reasonable  and  proper.  Having  regard 
to  the  language  of  section  29,  and  to  our  own  limited  experience  in  granting  25 
certificates  under  it,  we  have  thought  it  right  to  consult  our  colleagues  and  one 
of  the  most  experienced  Taxing  Masters  as  to  the  practice  in  these  cases.  We  are 
informed  that  certificates  under  section  29  are  always  granted  so  as  to  secure  to 
the  party  delivering  the  Particulars  the  costs  of  everything  reasonably  and 
properlj'  inserted  in  them,  although  he  may  fail  to  prove  the  specific  objection  30 
under  which  the  detailed  Particulars  may  be  ranged.     The  practice  has  grown  I 

up  owing  to  the  difficulty  of  doing  justice  as  regards  costs  in  any  other  way. 

We  were  also  asked  to  stay  execution  unless  the  Defendants'  solicitor  gave  . 
his  personal  undertaking  to  repay  the  costs  in  the  event  of  our  decision  being 
reversed  in  the  House   of  Lords.     But  ever  since  Tlie  Attorney -Gener fit  v.  ••^5 
Emerson^  L.R.  24  Q.B.  D.,  page  50,  this  Court  has  said  that  it  will  not  make  any 
such  Order  without  some  reason  to  justify  it^  and  at  present  there  is  none  in 
this  case.    That  disposes  of  the  whole  case. 

Lord  Robert  Cecil. — Then  would  your  Lordship  allow  us  to  make  an  applica- 
tion on  affidavit  ?  40 

The  Master  op  the  Rolls. — We  do  not  "allow"  it ;  we  cannot  help  it. 
You  will  do  that  at  your  own  risk. 
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In  the  High  Court  op  Justice.— Chancery  iDivision. 

Before  Mr.  Justice  Cozens  Hardy.— March  2;ir(l  and  24th,  1899. 

Waterson  v,  W.  A.  Lloyd's  Cycle  Fittings,  Ld. 

Patent, — A ction  for  infringemen t. —  Validity. — Suhject-fnatter. — Novelty. — 
5  Patent  JieUl  invalid. — Action  dismissed. 

In  1898^  Letters  Patent  were  granted  to  M.fur  an  imjrroved  pedal  for  bicycles 
and  other  machines  ;  the2)edal  described  ivas  adjustable  so  as  to  adajd  its  ividth  to 
the  required  breadth  of  tread.  The  Complete  Specification  ivas  accepted  on  tlie  23rd 
of  September  1893.    llie patent  subseq a ently  becatne  vested  in  W.    On  the  25th  of 

10  Septembe-r  1893,  W.  applied  for  Letters  Patent,  which  were  also  granted,  for  a 
new  and  improved  width  adjusting  pedal  for  bicycles  and  veloci2)edes.  W. 
commenced  an  action  against  a  company  for  infringement  of  these  two  jjatents, 
and  of  a  third  patent,  subsequently  abandoned.  In  the  course  of  the  trial  it 
was  culmitted  by  one  of  the  Plaintijfs  expert  witnesses  that  the  alleged  infring 

15  ing pedal  did  not  infringe  M.'s  patent.  As  regards  W.^s patent,  the  Defe7idants 
disputed  its  validity  on  the  ground  of  want  of  novelty  fjy  reason  of  anticijjation 
by  the  Sjjecijications  nf  M.'s  patent  and  of  several  earlier  patents. 

Held,  that,  having  regard  to  the  alleged  anticipations  and  especially  to  M.^s 
Specijication,  there  was  not  sufficient  inventiun  to  sujtport  W.''s  patent,  atid 

20  that  it  was  invalid  for  want  of  novelty.     The  actioji  was  dismissed  ivith  costs. 

On  the  3rd  of  May  1893,  Letters  Patent  (No.  8850  of  1893)  were  granted  to 
Geo7^ge  Peet  Main  for  an  invention  of  an  "  Improved  pedal  for  bicycles  and 
other  machines."  The  Complete  Specification,  which  was  accepted  on  the 
23rd  of  September  1893,  was  as  follows  : — 

25  Description  of  the  Drawings. 

"  Figure  1  shows  a  plan  of  an  expansion  pedal.  Figure  2  a  side  view,  and 
"  Figure  3,  an  outer  end  view.  Fiach  pedal  is  constructed  on  the  ordinary  lines 
"  with  the  following  additions.  The  pedal  axle  and  side  plates  are  made  some- 
*'  what  longer  than  usual,  the  outer  end  of  the  axle  has  a  screw  thread  1  formed 

30  *'  on  it,  from  the  collar  to  the  end  which  passes  through  and  revolves  in  the 
"  usual  ball  bearing  2  at  the  centre  of  the  outer  pedal  plate  3.  The  plate  3 
"  is  slotted  near  each  end  to  allow  the  prolonged  parallel  ends  of  the  side 
'*  plates  4  to  slide  therein.  Each  side  plate  is  slotted  as  shown  at  Figure  2, 
"  in  each  outer  slot  a  clamping  screw  5  provided  with  a  washer  slides,  the  end 

35  "  of  each  screw  engages  with  an  angle  plate  6  projecting  from  and  rivetted  to 
'*  the  outer  pedal  plate  3.  At  Figures  1  and  2  the  pedal  is  shown  expanded, 
"  but  if  a  narrower  tread  of  pedal  is  required  upon  the  clamping  screws  5  being 
"  loosened,  the  requisite  adjustment  as  to  breadth  of  tread  may  be  made  by 
"  means  of  the  screw  threaded  nut  7  of  the  ball  bearing  2,  when  adjusted  the 

40  '*  nut  7  may  be  clamped  by  the  outer  lock  nut  8.  By  the  above  means  the 
"  width  of  the  petal  may  be  readily  adjusted  to  the  breadth  of  tread  required 
**  without  changing  the  pedals.  Or  the  pedals  may  be  employed  o^  either  a 
"  racing  or  a  road  machine."     The  Patentee  claimed  : — "  The  construction  and 


278 


REPORTS  OP  PATENT,  DESIGN,       [May  25, 1899. 


Waterson  v.  W.  A.  Lloyd* s  Cycle  Fittings^  Ld. 


'*  employment  of  expansion  pedals  for  bicycles  and  other  machines  substan- 
"  tially  as  described  and  illustrated  in  the  drawings  annexed." 


FIC.I 


On  the  25th  of  September  1893,  Letters  Patent  (No.  17,940  of    1893)   was 
granted  to  Henry  Waterson  for  an  invention  of  "  A  new  and  improved  width 
"  adjusting  pedal  for  bicycles  and  velocipedes."    The  Complete  Specification,  5 
so  far  as  material  for  the  purposes  of  this  report,  was  as  follows  : — 

*'  This  invention  relates  to  improvements  in  cycle  pedals,  and  has  for  its 
"  object,  a  width-adjusting  pedal,  or  a  pedal  capable  of  having  its  breadth 
"  regulated  to  the  width  of  the  tread  of  the  boot  or  shoe  of  a  rider,  and  this  I 
"  accomplish  by  providing  and  fitting  to  the  primary  and  fixed  framing  of  the  10 
"  pedal,  a  supplementary  and  movable  end  framing,  which  is  capable  of  having 
*'  a  variable  and  sliding  adjustment  relative  to  the  oflf-side  pedal  plate  of  the 
"  fixed  framing,  and  which  said  supplementary  framing  forms  an  end  in 
"  common  with  the  pedal  itself.  Figure  1  of  the  accompanying  drawings 
"represents  partly  in  topside  plan  and  partly  in . horizontal  section,  a  width-  15 
"  adjusting  rat-trap  pedal  constructed  according  to,  or  provided  with  improve- 
"  ments  made  according  to  my  invention.  The  said  view  shows  the  parts  in 
"  the  relative  positions  which  they  assume  when  the  said  pedal  is  at  its 
'*  normal  width,  or  otherwise,  when  the  supplementary  framing,  which 
"  constitutes  an  adjustable  end,  is  collapsed  or  closed.  Figure  2  represents  a  side  20 
"  elevation  of  Figure  1,  showing  the  full  arrangement  and  disposition  of  the  parts. 
"  Figure  3  shows  a  cross  section  of  Figure  2  upon  the  dotted  lines  A  B,  and 
"  looking  towards  the  movable  end  part  of  the  said  width-adjusting  pedal. 
"  Figure  4  represents  a  like  topside  and  sectional  view  as  Figure  1,  but  with 
"  the  supplementary  and  width-adjusting  framing  part  distended  or  drawn  out,  25 
"  so  that  the  distance  between  the  inner  fixed  end  pedal  plate  of  the  fixed 
"  framing  and  the  pedal  plate  of  the  movable  frame  is  adjusted,  according  to  the 
"  breadth  of  the  shoe  of  a  rider.  Figure  5  represents  a  side  elevation  of 
*'  Figure  4.  Figure  6  represents  a  plan  of  the  movable  or  extension  part 
"  separately.  Figure  7  is  an  edge  view  of  the  same.  Figure  8  is  a  plan  of  the  30 
"  fixed  part  of  the  said  pedal  separately.  In  Figures  1  to  8,  a  is  the  inner 
**  and  fixed  pedal,  having  a  covered  centre  or  hub  &,  (wherethrough  the 
"  spindle  h^^  passes)  and  ball-bearing  head  ends  ^^,  and  fixed  pedal-plate 
**  ends  c,  6-^,  the  latter  r^,  being  set  down  or  the  top  edges  of  the  same  disposed 
"  at  a  lower  plane  than  the  toothed  tops  d^^  of  the  sides  d,  e  is  a  U-shaped  35 
"  supplementary  extension  framing,  composed  of  an  end  bar  or  pedal  plate  c*, 
^^  and  side  plates  ^,  of  an  inside   breadth  equal  to  the  out-side  cross  width 
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**  of  the  pedal,  and  which  work  upon  the  sides,  whilst  stops  r*,  of  the  fixed 

"  end  c^,  take  and  work  within  guide  and  limiting  slots  e^,  formed  within 

'*  the  sides  e^  of  the  supplementary  frame  e^  which  sides  have  near  their  ends, 

"  clamping  pins  /,  directed  through  them  and  through  slots  c?^,  made  longitu- 

5  "  dinally  within  the  sides  d^  of  the  fixed  part  of  the  pedal  a.    Now  the  end  «*, 

"  of    the  extension  part  ^,  has  an   ear  or   lip  c^^  which  is  slightly  inclined 

"  outwardly,  and  forms  with  the  one  c\  at  the  fixed  end,  leads  for  the  shoe,  and 

"stays  to  prevenr.the  same  from  slipping  off  the  pedals.     It  may  be  also 

"  observed  that  the  end  plate  e\  has  a  middle  clearance  or  hole  (^^  to  admit  of  the 

10  **  outer  end  &^  of    the    covered  centre  of   the   fixed  framing  to  extend  out- 

"  wardly  through,  to  allow  of  the  extension  end  of  the  pedal  being  collapsed 

"  or  closed  as  in  Figures  1  and  2.    The  shanks  /',  of  the  pins  or  bolts/,  are 

"  square,  so  as  to  admit  of  the  movable  part  being  readily  clamped  to  the  fixed 

"  part  and  with  interposed  washers /^  between  the  nuts  /^  and  framing. 

15       "  Now  assuming  that  the  breadth  of  the  pedal  requires  to  be  regulated  to  the 

"  breadth  of  a  shoe,  and  that  the  parts  of  the  pedal  are  in  the  positions  as  repre- 

"  sented  in  Figure  1,  loosen  the  nuts  /*,  when  the  supplementary  frame  or 

"  extension  part  is  capable  of  being  drawn  out  as  in  Figure  4,  and  the  distance 

"  between  the  fixed  sides  r,  of  the  fixed  pedal  frame  a,  and  the  side  e^  of  the 

20  "  extension  frame  <?,    adjusted   by    horizontally    sliding    the    same    into    an 

"  adjusted  position  such  as  in  Figure  4.    Then  by  screwing  up  the  nuts  /», 

"  the  movable  frame  is  affixedly  clamped  to  the  fixed  frame,  thereby  forming 

"  a  pedal  with  an   extended   breadth,  or  a  pedal  with  an  adjusted  breadth. 

"  It  will  be  seen  that  the  outer  pedal  plate  end  r»,  leaves  a  perfect  clearance 

25  "for  the  foot  by  the  top  edges  of  the  pedal   plates  coming  above  the  top 

"  of  the  outer  head  h Figure  15  represents  in  full  plan,  a  further  form 

'*  of  my  invention  applied  to  a  rubber  pedal.     Figure  16  represents  the  movable 

"  end  of  the  same.     In  this  arrangement,  the  extension,  or  movable  and  supple- 

"  mentary  end  part,  is  carried  by  or  secured  in  position  through  the  medium  of 

30  "  a  clip,  which  embraces  the  tubular  middle  member  through  which  the  spindle 

"  passes,    d  is  an  ordinary  fixed  frame,  g  are  rubber  treads,  ^  is  a  tubular  body 

"  part,  having  fitted  to  it,  a  clip  e^,  carrying  an  outwardly  extending  member  ^, 

"  terminated  by  an  outwardly  directed  ear  or  guard  e^.    To  regulate  or  adjust 

"  the  breadth  of  the  pedal,  loosen  the  screws  e^,  of  the  clip,  and  then  slide  the 

35  "  said  clip  upon  the  tubular  member  or  covered  centre  h.    Then  turn  the  screws, 

"  when  the  clip  is  drawn  tight,  the  movable  end  part  secured  and  the  necessary 

"  adjustment  made.    Figure  17  represents  a  side  elevation,  partly  in  section,  of 

"  a  rubbar  pedal  (with  the  fixed  part  broken  away)  provided  with  an  adjustable 

"  end  constructed  according  to  a  still  further  modification  of  my  invention, 

40  "  which  is  equally  applicable  to  rat-trap  pedals,     h  is  the  tubular  body  member 

*'  or  covered  centre,  through  which  the  spindle  /,  whose  outer  end  is  inside 

"  screwed,  passes,  whilst  directed  up  the  said  screwed  end,  and  through  the 

"  lock-nut y,  is  a  screwed  stalk  or  stem  ^^  having  loosely  fitted  to  its  end,  a  homed 

"  end  plate  e,  whilst  coming  between  the  said  horned  plate  and  the  nut  g,  is  a 

45  "  supplementary  screwed  lock  nut  ^,  which  when  screwed  home,  affixes  the 

"  extensible  stalk  ^*,  in  any  adjusted  position.     By  my  invention  the  nests  of 

"  balls  constituting  the  bearings  are  uninterfered  with,  as  the  supplementary  and 

"  adjustable  ends  are  independent  of  the  said  bearings.  Having  now  particularly 

"  described  and  ascertained  the  nature  of   my  said  invention,  and  in  what 

50  "  manner  the  same  is  to  be  performed,  I  declare  that  what  I  claim  is  : — First : — 

*'  In  cycle  pedals,  employing  in  conjunction  with  a  fixed  framing  having  sides 

"  and  ends,  and  provided  with  bearings,  a  supplementary  and  adjustable  loose 

"  end,  substantially  as  and  for  the    purpose    as    described    and    set    forth. 

"  Secondly  : — A  cycle  pedal,  consisting  of  fixed  and  movable  frame  parts,  and 

55  "  with  the  supplementary  movable  and  adjustable  part  fitted  and  affixed  to  the 

'*  fixed  frame  part  by  the  means  and  in  the  way  substantially  as  described  and 

"  set  forth  in  Figures  1  to  8.    Thirdly  : — In  breadth-adjusting  pedals  for  veloci- 

"  pedes,  fitting  or  providing  the  supplementary  extension  part  with  pegs  or 

"  stalkSy  which  take  through  tubular  sockets  or  sleeves  carried  by  an  end  of  the 
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"  fixed  framing  common  with  the  bearings,  and  which  are  affixed  by  clamping 

"  screws  or  equivalent  devices,  substantially  as  described  and  set  forth   in 
"  Figures  0  and  10,     Fourthly : — In  bread th-adjuating  pedals  for  velocipedes, 
"  fitting  or  providing  the  supplementary  extension  part  with  pegs,  stalks,  or 
"  their  equivalents,  which  take  through  holes  in  an  end  plate  of  the  fixed  5 
"  framing,  and  are  atSxed  thereto  by  eyed  bolts,  pins  or  similar  clamping 
"  expedients,  substantially  as  described  and  set  forth  in  Figure  11.     Fifthly  : — 
"  In  breadth- adjusting  pedals  for  velocipedes,  fitting  or  providing  the  fixed  part 
"  with  a  supplementary  sliding  and  adjustable  extension  plate,  having  an  upright 
"  fiange  or  peilal  plate  side  at  its  outer  end,  and  which  extension  plat o  is  clamped   10 
"  in  position  by  the  means  and  in  the  way  substantially  as  described  and  set 
"  forth  in  Figures  12, 13  and  14,  whereby  a  breadth-adjusting  pedal  is  produced 
"  and  at  the  same  time  a  counterpoised  or  self  rightin<?  pedal.     Sixthly  : — In 
"  breadth-adjusting  pedals,  fitting  or  mounting  the  supplementary  or  loose  end 
"  to  or  upon  the  pedal  by  the  means  and  in  the  way  substantially  as  described   15 
"  and  set  forth  in  Figures  15  and  Ifi,     Seventhly  :— In  breadth-adjusting  pedals, 
"  fitting  the  supplementary  or  loose  end  to  the  pedal  by  the  means  and  in  the 
"  way  substantially  as  described  and  set  forth  in  Figure  17.     Eightly  : — The 
"  improvements  in  the  construction,  arrangement  and  combination  of  the  parts 
"  of  pedals  substantially  as  and  for  the  purpose  described  and  set  forth  in  the  20 
"  several  figures  of  the  drawings." 


FIC.4 


On  the  27th  November  1897,  H.  Watermn  commenced  an  action  against 
W.  A.  Lloyd's  Cycle  Fittings,  Ld.,  for  infringement  of  these  two  Patents,  and 
also  of  another  Patent  granted  to  Walersun  in  1897,  claiming  the  naual  relief. 

The  Plaintiff  by  his  Statement  of  Claim  alleged  that  he  was  the  l^pil  and  2.5 
duly  registered  owner  of  the  two  first-mentioned  Patents,  and  that  they  were 
valid  and  subsisting,  and  that  the  Defendants  had  infringed  the  same  in  the 
manner  set  out    in   the  Particulars  of    Breaches  delivered   therewith.    The 
Particulars  alleged  in  particular  infringement  by  the  manufacture,  sale  and  use    ■ 
of  pedals  constructed  in  accordance  with  the  invention  patented  by  the  Patent  30 
No.  17,940  of  1893,  as  defined  by  the  1st,  7th  and  8th  claiming  clauses  of  the 
Specification. 

The  Defendants  by  their  Defence  alleged  that  (1)  they  had  not  infringed  the 
Patents  mentioned  in  the  Statement  of  Claim  or  either  of  them  ;  (2)  that  the 
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said  Q  P.  Main  was  not  the  first  and  true  inventor  of  the  alleged  invention 
forming  the  subject-matter  of  the  Patent  No.  8856  of  1893,  nor  was  the  Plaintiff 
the  first  and  true  inventor  of  the  alleged  invention  forming  the  subject-matter 
of  the  Patent  No.  17,940  of  1893  ;  (3)  that  the  said  alleged  inventions  were  not 
5  useful ;  (4)  that  the  said  alleged  inventions  were  not  new  ;  (5)  that  the  said 
alleged  inventions  were  not,  nor  was  either  of  them,  the  subject-matter  of 
Letters  Patent ;  (6)  that  the  Complete  Specification  of  the  Patent  No.  17,940  of 
1893  described  and  claimed-  an  invention  larger  than  and  different  to  the 
invention  described  in  the  Provisional  Specification  of  the  said  patent.    The 

10  Particulars  of  Objections,  after  repeating  paragraphs  1  and  2  of  the  Defence, 
alleged  (3)  that  the  said  alleged  inventions  were  not,  nor  was  either  of  them, 
new  (a)  as  to  Letters  Patent  No.  8856  of  1893  and  No.  17,940  of  1893 ;  the 
alleged  inventions  which  form  the  subject-matter  of  those  Letters  Patent 
had  been  published  in  this  realm  prior  to  the  date  of  either  the  said  Letters 

15  Patent  in  the  following  Specifications  : — (1)  Gnitwell,  No.  4562  of  1878  ;  (2) 
Garrood,  No.  4964  of  1880  ;  (3)  Haddon,  No.  4802  of  1883  ;  (4)  Hadley  (United 
States  Specification),  No.  313,323,  deposited  in  the  Patent  Office  Library  on  or 
about  the  month  of  August,  1885  ;  (5)  Pearce  and  Higgett^  No.  6635  of  1885  ; 
(6)  Welch,  No.  13,986  of  1886  ;  (7)  Palmer ,  No.  15,982  of  1887  ;  (8)  Skinner, 

20  No.  5946  of  1888 ;  (9)  Truman,  No.  8804  of  1892  ;  (10)  Retford,  No.  13,761  of 
1892  ;  (11)  Palmer,  No.  *^1,792  of  1892  (in  each  case  the  whole  Specification  was 
relied  on)  ;  {h)  as  to  Letters  Patent  No.  17,940  of  1893,  the  Defendants  would,  in 
addition  to  the  above-mentioned  Specifications,  rely  on  the  following  Specification 
as  anticipating  all  the  claims  of  the  said  Letters  Patent,  viz. :  Main,  No.  8856  of 

25  1893,  the  whole  was  relied  on  ;  (4)  that  the  said  alleged  inventions  were  not,  nor 
was  either  of  them,  the  proper  subject-matter  of  Letters  Patent.  The  Defendants 
would  rely  in  support  of  this  objection  upon  all  the  prior  Specifications  set  out 
in  paragraph  3  thereof,  and  would  also  allege  that  neither  of  the  said  inventions 
forming  the  subject-matter  of  the  said  Letters  Patent  No.  8856  of  1893  and 

30  No.  17,940  of  1893  disclosed  any  patentable  improvement  upon  pre-existing 
common  public  knowledge,  and  that  it  required  no  invention  to  adapt  adjustable 
sliding  extension  pieces  to  the  pedals  of  bicyles  or  other  velocipedes ;  (5)  that  the 
Complete  Specification  of  Letters  Patent  No.  17,940  of  1893  described  and  claimed 
an  invention  larger  than  and  different  to  the  invention  described  in  the  Pro- 

35  visional  Specification  of  the  said  Letters  Patent.     In  support  of  this  objection 

the  Defendants  would  rely  on  Figure  17  and  the  letterpress  relating  thereto, 

and  claimed  in  the  Complete  Specification  of  Letters   Patent  No.  17,940  of 

1893. 

Moulton,  Q.C.,  and  J.  W,  Gordon  (instructed  by  War^d,  Bowie  Jc  Co.,  agents 

40  for  Lane,  Glutterlmck,  and  Tomlinson,  of  Birmingham)  appeared  for  the 
Plaintiff ;  -4.  J.  Walter  and  J.  H.  Gray  (instructed  by  Douglas,  Norman  & 
Go.,  agents  for  A.  L.  Grockford,  of  Birmingham)  appeared  for  the  Defendants. 

Moulton,  Q.C.,  opened  the  Plaintiff's  case,  after  which  Messrs.  P.  L,  RenouJ 
and  G.  C.  Marks  were  called  as  witnesses  on  behalf  of  the  Plaintiff. 

45  Moulton,  Q.C.,  summed  up  the  Plaintiff's  case. — There  is  evidence  of  the 
great  utility  of  the  invention.  The  anticipations  alleged  are  paper  antici- 
pations ;  one  has  not,  therefore,  to  consider  whether  if  a  certain  thing 
were  in  use  something  of  the  Plaintiff's  invention  might  be  learnt  from  it,  but 
whether  it  has  been  described.    Anticipation  is  a  question  of  fact.     Different 

50  considerations  arise  where  there  have  been  users  which  might  suggest  altera- 
tions. The  invention  must  be  found  suggested  as  if  it  were  there  in  words. 
There  is  no  evidence  of  user  of  the  alleged  anticipations,  and  no  prior  user  of 
them  was  alleged.  The  Courts  have  never  allowed  paper  anticipations  to  be 
widened  ;  they  are  not  part  of  the  common  knowledge  of  the  trade.     As  to  the 

55  force  of  such  anticipations  I  rely  on  Otto  v.  Linford,  46  L.T.N.S.  44.  This 
invention  is  not  suggested  by  spring  clamps  or  adjustable  toe-clips.  It  is  much 
easier  to  adjust  the  latter.  The  fact  that  CrutivcU  will  do  if  tarned  round  so 
as  to  widen  instead  of  lengthen  is  not  fatal  to  validity.  The  turning  round 
may    be  patentable.    Ours   is  not  an    obvious  analogous  user.    Morgan    v. 
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W'indover,  7  R.P.C.  lol,  was  a  case  of  actual  user,  the  only  alteration  being  the 
application  to  the  front  of  the  carriage  of  a  spring  which  had  been  used  for  the 
back.  The  article  had  been  sold  complete  as  a  carriage  spring  for  the  back  of 
a  carriage.  But  in  the  present  case  nothing  has  been  done  to  suggest  our  uae. 
[Fawcett  Y.  Homa?i,  13  R.P.C.  398,  was  referred  to.]  The  Plaintiff's  invention  > 
was  a  pedal  extensible  sideways  without  interfering  with  the  bearings. 

Walter  for  the  Defendants  elected  not  to  call  evidence,  and  was  not  called  on 
to  argue. 

Cozens  Hardy,  J. — In  this  case  Mr.  Waterson  claims  an  injunction  in 
respect  of  two  patents,  which  may  be  called  Main^s  Patent  and   WatersoiVs   10 
Patent,  and  he  says  the  Defendants  are  manufacturing  pedals  in  accordance 
with  the  invention.     I  may  at  once  put  aside  and  disregard  MairCs  Patent, 
except  collaterally  and  for  a    secondary  purpose,  for   this  reason — that  the 
witness  called  by  the  Plaintiff  this  morning,  Mr.  Marks,  himself  said  that 
what  the   Defendants  are   making  and  selling  is  not  within  Main's  Patent.   15 
Main's  Patent  therefore  is,  so  far  as  infringement  is  concerned,  out  of  the  way, 
and  the  question  resolves  itself  into  this  :  aye  or  no,  has  there  been  an  infringe- 
ment of  Wate7*son'8y  and  is  Waterson' h  a  valid  Patent  ?     The  evidence  which  I 
have  had  satisfies  me  of  this.     I  treat  these  prior  specifications  as  merely  books, 
as  merely  so  many  pages,  if  you  like,  of  an  encyclopsedia ;    but  they  show  20 
beyond  all  doubt  that  from  1878  downwards  there  were  many  well-known 
modes  of  making  adjustable  toe-pieces  to  pedals,  in  some  instances  worked  by 
means  of  a  screw,  in   others  worked  by  means  of  a  slot;   but  in   various 
modes  the  idea  of  making  the  front  part   of  the  rectangular  pedal  adjust- 
able and  extensible  was  familiar  to  all  persons  concerned  with  these  matters,  and  ?5 
I  think  it  is  sufficiently  plain  that  there  is  no  substantial  difference  between 
the  mode   used  of  adjusting  the  front  side  or  toe-piece  of  these  pedals  and 
the  mode  used   by  the  Defendants  in  adjusting   the   sides   of   their  pedals. 
But  then  it  is  said  that,  although  there  may  have  been  many  instances  in  which 
the  idea  of  an  adjustable  toe-piece  was  made  public,  this  idea  of  adjustable  side-  30 
piece  was  novel,  and  Waterson  was  the  man  who  discovered  it.     Now,  unfortu- 
nately. Main's  Specification  is  prior  to  Waterson's.    Main  gave  the  idea  of  an 
adjustable  side-piece.    That  was,  I  think,  in  the  words  of  his  Specification,  the 
very   essence  of  his  idea.     The  very   first  words  of  his  Provisional    Specifil- 
cation   show   that :    "  An    improved    pedal   that   can    be  adjusted    to    either  35 
"  narrow  or  wide  tread  by   means    of    two  screws,  two    angle    plates,    and 
"  two    slots."     So    that    before    Waterson   came  on  the   field    the  idea  of  a 
pedal  adjustable  to  wide  or  narrow  tread  was  made  known,  and,  given  that 
idea,  it  does  seem  to  me  that  there  was  not  such  an  amount  of  invention  required 
as  is  necessary  to  support  the  Patent.    Given  the  idea  of  side  adjustment,  given  40 
also  the  knowledge  of  front  adjustments  of  various  kinds,  I  do  not  think  it  was 
a  good  subject-matter  for  a  Patent ;  or,  perhaps,  a  better  way  of  putting  it  is 
that  I  do  not  think  there  was  any  sufficient  novelty  in  merely  applying  to  the 
side  of  the  pedal  that  which  was  familiar  and  well  known  in  connection  with 
the  toe-piece.  .  45 

I  do  not  think  it  is  necessary  for  me  to  go  through  these  Provisional  and 
Complete  Specifications.  It  is  true,  I  think,  that  they  most  of  them  relate  to 
toe-pieces ;  but  I  am  bound  to  say  I  am  not  satisfied  that  one  or  two  of  them 
do  not  indicate  also,  in  a  sufficient  manner  to  destroy  Waterson's  Patent,  the 
possibility  and  the  advantage  of  a  lateral  movement  by  screws  or  by  slots.  For  50 
all  these  reasons  I  think  that  the  Plaintiff  has  failed  in  this  action,  and  the 
action  must  be  dismissed  with  costs. 
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Be/ore  Mr.  Justice  Btrnb. 


February  11th,  13th,  14th,  and  15th,  and  March  2 1st,  1899. 


Payton  &  Co.,  Ld.  v.  Snblling,  Lampard,  &    Co.,  Ld. 


5      Action     to     restrain    passing    off, — Oet-up    of    coffee    tins. — Injunction 
granted. 

The  Plaintiffs  in  an  action  for  passing  off  sold  their  coffee  in  circular 
tins  sun^ounded  by  paper  labels.  The  predominant  colour  of  the  label  for  one 
quality  was  redy  for  another  quality  blue,  and  for  another  quality  green. 

10  There  were  three  sizes  of  the  tins  of  each  colour.      The  Plaintiffs  subsequently 

adopted  enamelled  tins  in  red  and  blue  displaying  a  reproduction  of  the  labels 

for  the  two  larger  sizes  of  the  two  higher  qualities.     The  smaller  tins  of  these 

q^ialities    and  all  of  the   lowest  quality  were  still  used  with  paper  labels. 

The  brand  ^^RoyaV^  appeared  on  the  back  and  front  of  all  the  Plaintiffs*  tins. 

15  TTie  Defendants  sold  coffee  in  circular  red,  blue,  and  green  tins,  all  of  which 
were  enamelled,  resembling  in  general  appearance,  but  differing  in  details 
from  the  Plaintiffs*  tins.  The  brand  "  Flag  "  appeared  upon  the  back  and 
front  of  all  the  Defendants*  tins,  and  their  trade  mark  "  Flag  "  in  tricolour 
was  on  the  front  of  each  tin.    The  names  and  addresses  of  the  Plaintiff^  and 

20  Defendants  were  not  placed  upon  their  respective  tins. 

Held,  that  the  Plaintiffs  were  entitled  to  an  injunction  to  restrain  tlie  use  of 
the  tins  complained  of 

On  the  17th  of  December  1897,  Payton  A  Co.,  Ld.,  commenced  an  action 
against  Snelling,  Lampard,  A  Go,,  Ld.,  claiming  an  injunction  to  restrain  the 

25  Defendants,  their  servants  and  agents,  from  in  any  manner  passing  off,  or 
enabling  or  assisting  others  to  pass  off,  any  coffee  or  similar  goods  not  being 
the  Plaintiffs*  goods,  and  from  selling  or  offering  or  exposing  or  adyertlsing  for 
Bale  or  procuring  to  be  sold  any  such  goods  as  aforesaid  in  tins  or  canisters 
or  other  similar  receptacles  so  printed,  painted,  enamelled,  coloured,  labelled, 

30  or  otherwise  prepared  or  got  up  as  by  colourable  imitation  of  the  Plaintiffs*  tins 

or  canisters  or  otherwise  to  be  calculated  to  represent  or  lead  to  the  belief 

that  the  goods  therein  contained  are  the  Plaintiffs'  goods.    Damages,  or  an 

account  of  profits,  and  other  consequential  relief,  yrere  also  claimed. 

The  Statement  of  Claim  alleged  : — "  (1)  The  Plaintiffs  carry  on,  and  have 

35  **  for  many  years  last  past  carried  on,  at  Tower  Hill  Warehouses,  Tower  Hill, 
^  in  the  (Mty  of  London,  and  elsewhere,  an  extensive  and  inoreasing  business 
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"  as  wholesale  merchants  of  tea,  coflPee,  cocoa,  and  similar  goods,  and  one  of 
"  the   most  important  articles  in  which  the  Plaintiffs  deal  is  French  coffee. 
"  (2)  In  the  year  of  1895,  the    Plaintiffs  designed  and  adopted   an  entirely 
"  new  and  distinctive  method  of  putting  up  their  French  coffee,  and  offering 
"  for  sale  and  selling  the  same,  that  is  to  say,  they  put  up  the  same  and  offered  5 
"  it  for  sale  and  sold  it  in  cylindrical  tins  in  three  sizes  containing  respectively 
*'  1  pound,  ^  pound,  and  \  pound.    They  also  distinguished  three  qualities  of 
"  their  said  coffee  by  the  colours  of  labels,  viz.,  red,  blue,  and  green.     One 
"  quality  was  put  up  in  tins  bearing  a  red  label  and  in  three  sizes,  another 
"  quality  in  tins  bearing  a  blue  label  and  in  three  sizes,  and  the  third  quality   10 
"  in  tins  bearing  a  green  label  and  in  three  sizes  as  aforesaid.    The  said  labels 
**  were  specially  designed  by  the  Plaintiffs'  managing  director,  and  were  very 
"  distinctive,  the  colour  of  the  ground  of  the  several  labels  being  as  above 
"  stated,  with  the  price  of  the  coffee  displayed  on  a  conspicuous  gilt  device  in 
"  the  centre  of  each  side  with  the  name  of  the  brand  of  the  coffee  on  each  15 
"  side  above  the  gill  device,  and  with  the  word  *  coffee '  on  one  side  below 
"  the  device,  and  on  the  other  side  in  a  similar  position  the  words  '  French 
"  coffee  *  with  a  statement  that  the  article  was  sold  as  a  mixture.    All  the 
"  conspicuous    lettering   was    in    white.      (3)  The  Plaintiffs  put  their    said 
"  French  coffee  on  the  market  in  their  said  range  of  tins  labelled  as  aforesaid  in  20 
"  the  autumn  of  the  said  year  1895,  and  such  tins  so  labelled  were  at  once 
"  recognised  both  by  the  trade  and  the  public  as  very  special  in  character,  and 
"  as  very  effectually  distinguishing  the  Plaintiffs'  said  French  coffee  from  all 
"  other  brands,  and  the  appearance  of  the  said  tins  speedily  became  very  well 
"  known  and  generally  recognised,  and  the  sale  of  the  Plaintiffs'  coffee  therein  25 
"  contained  rapidly  grew  and  increased.     (4)  In  the  year  1896  the  Plaintiffs 
"  determined  to  have  their  said  tins  in  some  cases  enamelled  with  a  repro- 
"  duct' on  of  their  said  labels  instead  of  affixing  their  said  labels  to  the  tins  as 
'*  previously,  and  they  accordingly  caused  a  quantity  of  tins  (though  not  in  all 
"  the  varieties)  to  be  enamelled  in  manner  aforesaid,  and  they  began  to  put  30 
"  their  said  French  coffee  on  the  market  in  tins  enamelled  as  aforesaid  as  an 
"  alternative  for  the  previous  labelled  tins  in  the  autumn  of  the  said  year  1896. 
"  The  Plaintiffs'  said  tins  so  enamelled  were  as  nearly  as  possible  reproductions 
"  of  the  previous  labelled  tins,  and  have  always  been  regarded  by  the  trade  and 
"  the  public  as  identical   with  the   Plaintiffs'   said    labelled  tins,   the  only  35 
'*  differences   being   that  the   device  of   the  labels  is  enamelled  on  the  tins 
"  instead  of  printed  on  the  adhesive  labels.     (5)  The  design  and  appearance 
"  of  the  Plaintiffs'  said  tins,  whether  labelled  or  enamelled,  has  always  been 
**  entirely  distinctive,  and  has  been  universally  recognised  as  such,  and  anyone 
"  who  sees  one  of  such  tins,  at  once  recognises  it  as  one  of  the  Plaintiffs'  tins,  40 
"  and  anyone  who  purchases  one  of  such  tins  intends  and  expects  to  receive 
"the    Plaintiffs'   said    French    coffee    therein.      (6)  The    Plaintiffs'   recently 
"  discovered  (as  the  fact  is)    that  the   Defendants,  who  carry  on  business 
"  at     St.    George's    House,    Eastcheap,    in    the     said     City    of    London,    as 
"  wholesale     tea    dealers,    were     offering    for    sale    and     selling     French  45 
"  coffee  not    being  the   Plaintiffs'  coffee  in  cylindrical    tins  so   got    up    as 
"  to    closely    imitate    the    Plaintiffs'    said    tins,   such    tins    being    in    some 
"  cases  labelled  and  in  other  cases  enamelled.    The  Defendants  are  putting  up 
"  their  said  French  coffee  in  three  qualities  and  in  tins  of  three  sizes,  making 
"  a  range  of  nine  varieties,  corresponding  with  the    Plaintiffs'  said  range.  50 
"  The  Defendants'  three  qualities,  like  the  Plaintiffs'  said  three  qualities,  are 
"  distinguished  by  the  colour  of  the  ground  of  the  design,  viz.,  red,  blue,  and 
"  green  ;  one  quality  is  put  up  in  red  tins  in  three  sizes,  another  quality  in  blue 
"  tins  in  three  sizes,  and  the  third  quality  in  green  tins  in  three  sizes.     In  the 
"  centre  of  each  side  of  the  Defendants'  tins  is  a  conspicuous  gilt  device,  with,   55 
"  on  one  side,  the  price  of  the  coffee,  and,  on  the  other  side,  a  flag  ;  the  name 
"  of  the  brand  of  the  coffee  appears  on  each  side  above  the  gilt  device.     Below 
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•*  the  device  there  appears,  on  one  side,  the  words  '  French  CofEee  '  alone,  and 
'^  on  the  other  side,  the  same  words  with  a  statement  that  the  article  is  sold  as 
"  a  mixture.  All  the  conspicuous  lettering  is  in  white.  (7)  The  Defendants* 
'^  said  range  of  nine  tins  bears  so  close  a  resemblance  to  the  Plaintiffs'  said 
5  "  range  of  nine  tins  in  style,  arrangement,  colouring,  and  general  appearance 
*^  that  the  same  is  calculated  to,  and  will,  and  must  deceive.  The  name  of  the 
"  brand  is  different,  and  the  flag  device  on  one  side  of  the  Defendants'  said  tins 
"  differs  from  the  Plaintiffs'  corresponding  device,  but  such  .distinctions  are 
*'  wholly  insufficient  to  counteract  the  effect  produced  by  the  close  general 

10  "  resemblance  of  the  two  sets  of  tins.  When  the  Plaintiffs'  said  tins  were  first 
*'  placed  on  the  market  no  tins  at  all  resembling  them  had  ever  been  used  for 
'*  the  sale  of  coffee,  and  although  attempts  have  very  recently. been  made  by 
'*  other  firms  to  imitate  the  attractive  get  np  of  the  Plaintiffs'  said  tins  such 
"  attempts  have  been  promptly  suppressed." 

15  The  Defendants  by  their  Statement  of  Defence  alleged  as  follows: — "The 
"  Defendant  Company  deny  that  the  Plaintiffs  recently  discovered,  or  that 
"  the  fact  is,  that  the  Defendant  Company  were  offering  for  sale  or  selling 
"  French  coffee,  not  being  the  Plaintiffs'  cf»ffee,  in  cylindrical  tins,  so  got  np 
"  as  to  imitate  the  Plaintiffs'  said  tins.     It  is  true  that  the  Defendant  Company 

20  *•  in  the  ordinary  course  of  their  business,  and  in  common  with  the  trade 
"  generally,  have  from  time  to  time  sold  and  are  continuing  to  sell  French 
"  coffee  in  cylindrical  tins,  made  up  in  three  sizes  of  one  pound,  half-pound, 
"  and  quarter-pound,  with  labels  or  enamelled  reproductions  of  labels  in  three 
"  colours  in  each  size,  uidelicety  red,   blue,  and  green,  to  distinguish  three 

25  *'  different  qualities.  The  shape,  size,  and  character  of  the  said  tins  and  the 
*'  predominant  colours  thereof  or  of  the  labels  thereon  are  common  to  the  trade. 
*'  The  description  of  the  Defendant  Company's  tins  or  labels  in  paragraph  6  of 
"  the  Statement  of  Claim  is  not  (save  as  aforesaid)  admitted.  The  device, 
"  brand,  and  lettering  on  the  said  tins  and  labels  are  in  all   cases  wholly 

30  "  different  from  those  on  the  Plaintiffs.  Save  as  hereinbefore  stated  the  Defen- 
"  dant  Company's  tins  bear  no  resemblance  to  the  tins  of  the  Plaintiffs,  nor  are 
"  they  calculated  to,  nor  can  they,  nor  do  they  deceive  anyone.  There  are 
"  many  distinctions  between  the  two  sets  of  tins  which  render  it  impossible  to 
"  mistake  one  for  the  other  ;   in  particular,  the  brand,  the  device,  the  lettering, 

35  "  the  price,  and  the  lids  are  all  conspicuously  different,  and,  to  some  extent 
"  also,  the  ground  colours.  Whatever  slight  resemblance,  if  any,  there  may  be 
**  in  the  two  sets  of  tins  is  the  result  of  coincidence  and  not  design." 

A  further  description  of  the  Plaintiffs'  and  Defendants'  tins  will  be  found  in 
the  judgment  of  the  learned  Judge,  and  it  should  be  stated  that  the  word 

40  "  Royal,"  as  the  brand  of  the  coffee,  appeared  on  the  back  as  well  as  the  front 
of  the  Plaintiffs'  tins,  and  the  word  **  Flag  "  appeared  in  the  same  manner  on 
the  Defendants'  tins,  and  that  neither  the  Plaintiffs'  nor  the  Defendants'  tins 
bore  their  names  or  addresses. 
The  action  came  on  for  trial  before  Mr.  Justice  Byrnb,  in  February,  1899. 

45       Warmington^  Q.C.,  Evsy  Q.C.,  Astlmry,  Q.C.,  and  Sebastian  (instructed  by 

./.  Seymour  Salaman)    appeared    for  the  Plaintiffs;    Swinfen    Eady^  Q.C., 

Birrelly  Q.C.,  and  Micklem  (instructed  by  E.  Flux  and  Leadbitter)  appeared 

for  the  Defendants. 

Evcy  Q.C.,  having  opened  the  Plaintiffs'  case,  Daniel  Pearman,  Managing 

50  Director  of  the  Plaintiffs,  was  called,  aod  also  a  number  of  trade  witnesses, 
to  speak  to  the  probability  of  deception  by  the  Defendants'  tins,  including 
R,  C.  JarviSy  of  Birmingham,  Jos.  B,  Boyle^  of  Birmingham,  A.  Q, 
Morrison^  of  Birmingham,  and  F.  G,  Bell,  Manager  of  Crosse  and  Blccckwelly 
Ld.,  also  SamL   Welder,  Grocer,  of  Sutton  Vallance,  Kent,  who  deposed  to 

55  having  himself  confused  the  Plaintiffs'  and  Defendants'  tins. 

Astbtiry,  Q.C.,  summed  up  the  Plaintiffs'  case.     The  Plaintiffs'  tins  were 
proved  to  be  novel,  and  there  could  be  no  doubt  the  Defendants  had  copied  the 
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Plaintiffs'  tins.  It  was  unnecessary  to  prove  actual  deception ;  it  was  sufficient 
if  what  the  Defendants  were  doing  was  calculated  to  deceiye,  and  this  he 
submitted  was  established  as  the  necessary  result  of  the  similarity  of  the 
general  appearance  of  the  Defendants'  range  of  tins  to  the  Plaintiffs*  range 
of  tins.  5 

Sivinfen  Eady^  Q.C.,  for  the  Defendants. — The  Defendants  did  not  copy 
the  Plaintiffs,  as  they  and  their  predecessors  in  business  had  for  many  years 
used  different  xjoloured  labels  and  a  range  of  colours  to  distinguish  their  goods. 
Cylindrical  tins  were  common  to  the  trade,  and  for  coffee  they  were  usually 
made  in  three  sizes.  The  Defendants  had  no  intention  whatever  to  deceive,  10 
and  trade  evidence  would  be  called  to  shew  that  there  was  not  the  slightest 
probability  of  deception. 

After  Okas.  John  Ashy  a  Director  of  the  Defendant  Company,  had  been  called 
as  a  witness,  Ernest  Stanley  Green  was  called  and  deposed  that  his  firm, 
Cressillian  A  Co.^  of  Fenchurch  St.,  had  used  red,  green,  and  blue  tins  for  15 
coffee  in  three  sizes  each  for  nine  years.  There  were  no  prices  on  these  tins. 
Thos,  Watson  Pegg^  a  member  of  the  firm  of  White  A  Pike  who  made  the 
Defendants'  tins,  was  also  called.  Walter  Gibbs,  of  Pall  Mall,  Hugh  Jos. 
Menziesy  of  Tottenham  Court  Road,  Thomas  James  Wald^n,  of  West  Kensington, 
C^ias.  Westley  Nowland,  of  Offham,  and  Hedley  Smith,  of  the  Tower  Tea  20 
Company y  were  called  as  trade  witnesses,  and  deposed  that  the  Defendanta'  tins 
could  not  be  passed  off  as  the  Plaintiffs'. 

Birrelly  Q.C.,  summed  up  the  Defendants'  case.  The  only  resemblances 
between  the  Plaintiffs'  and  Defendants'  tins  consisted  in  matters  common  to  the 
trade.  The  Plaintiffs  admitted  that  they  could  not  claim  the  different  elements  25 
of  colour,  shape,  enamel,  &c.,  but  they  claimed  the  combination  of  the  whole. 
What  really  distinguished  the  Plaintiffs'  goods  was  the  name  "Royal,"  and 
there  was  no  imitation  of  it  by  the  Defendants.  Although  there  was  a  general 
resemblance  between  the  tins,  there  were  marked  differences.  It  was  admitted 
that  neither  wholesale  nor  retail  traders  would  be  deceived,  and  the  Plaintiffs'  iW 
case  rested  upon  a  hypothetical  member  of  the  public  who  was  deceived  by 
dishonest  shopmen,  but  the  Defendants  could  not  be  held  responsible  for  lying 
or  sleight  of  hand,  without  which,  he  submitted,  deception  was  impossible. 

War?7vington,  Q.C ,  replied. 

Byrne,  J.— Towards  the  end  of  1895  the  Plaintiffs,  who  are  wholesale  35 
merchants  dealing  in  tea,  coffee,  and  similar  goods,  began  to  sell  a  mixture  of 
coffee  and  chicory  (commonly  called  "  French  coffee  "  in  the  trade)  in  tins  with 
distinctive  paper  labels  on  them.    They  had  previously  sold  "  French  Coffee  " 
in  tins,  but  the  new  labels  were  entirely  fresh  and  original.    They  selected 
a  range  of  three  colours — ^red,  blue,  and  green — for  the  predominant  ground  40 
colours  of  the  labels,  and  they  made  use  of  three  sizes  of  tins  in  each  ground 
colour,  such  tins  holding  1  lb.,  ^  lb.,  and  ^  lb.  respectively.     The  price  of  the 
coffee  sold  in  the  red  tins  was  Is.  4rf.,  8d.,  and  4rf.,  in  the  blue  tins  1«.,  6d.,  and 
3rf.,  and  in  the  green  tins  lOt/.,  5d.,  and  2^^.     In  the  beginning  of  the  year  1897 
they  began  for  the  first  time  to  use  tins  enamelled  in  colours,  being  repro-  45 
ductions  in  design  and  colour  of  their  previously  used  paper  label  covered  tins. 
They  were  the  first  wholesale  dealers  in  "French  Coffee"  to  use  enamelled  tins, 
and  the  effect  was  undoubtedly  striking  and  attractive.    I  say  wholesale  dealers 
because  there  is  evidence  that  one  retail  dealer  used  enamelled  tins  before,  but 
to  what  extent  I  do  not  know.    The  red  enamelled  tins  were  first  put  on  the  50 
market  and  some  months  afterwards  the  blue.    The  green  paper  label  has 
always  been  used  by  the  Plaintiffs  for  their  third  quality  of  "  French  Coffee." 
The  enamelled  tins  as  first  used  by  the  Plaintiffs  have  always  been,  and  still 
are,  used  by  them,  although  they  have  also  used  tins  with  certain  variations  of 
design.    I  may  dispose  of  any  question  in  reference  to  these  variations  by  55 
saying  that  in  my  judgment  the  Plaintiffs  have  not  disentitled  themselves  to 
relief  in  respect  of  their  original  enamelled  tins  by  reason  of  their  having  used 
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the  other  tins  I  have  meutioned.  In  the  year  1897,  after  the  Plaintiffs'  red  and 
blue  enamelled  tins  had  been  made  use  of,  the  Defendants  put  on  the  market 
"French  Coffee"  in  enamelled  tins  in  red,  blue,  and  green,  in  respect  of  which 
the  Plaintiffs  complain. 
5  The  Defendants'  tins  have  the  same  range  of  ground  colours  as  the  Plaintiffs', 
namely,  red,  blue,  and  green.  They  are  sold  in  the  same  sizes,  namely,  1  lb., 
^  lb.,  and  J  lb. ;  the  prices,  however,  not  corresponding  with  the  Plaintiffs' 
prices.  The  Defendants  had  for  some  yearjs  previously  used  red,  blue,  and 
green  paper  labels  for  a  particular  kind  of  "  French  Coffee,"  which  they  called 

10  "  Le  May's  Coffee,"  but  such  labels  are  wholly  and  entirely  distinct,  except  as 
to  range  of  ground  colours,  in  design,  appearance,  and  lettering  from  the  new 
designs  adopted  by  them  in  1897. 

As  in  all  other  cases  of  get  up,  there  are  undoubtedly  here  many  points  as 
well  of  distinction  as  of  resemblance  between  the  Plaintiffs' tins  and  those  of  the 

15  Defendants' ;  and  as  is  also  usual,  if  not  invariably  so,  a  great  part  of  the 
evidence  and  of  the  arguments  has  been  addressed  to  pointing  out  the  respective 
distinctions  and  resemblances.  The  issue  I  have  to  try  is  one  of  pure  fact, 
namely,  whether  or  not  what  the  Defendants  have  done  and  claim  to  continue 
to  do  is  calculated  to  deceive  the  unwary  purchaser  from  the  retail  dealer  into 

20  believing  that  when  purchasing  the  Defendants'  goods  he  is  in  fact  purchasing 
the  goods  of  the  Plaintiffs.  It  is  admitted  that  prior  to  the  use  by  the  Defen- 
dants of  their  enamelled  tins,  their  manager  had  seen  and  known  of  the 
Plaintiffs'  blue  enamelled  tin.  Mr.  Ash  admits  that,  amongst  other  samples 
which  he  had  received  at  his  own  request  from  a  Mr.  Wilson  who  had  executed 

25  orders  for  the  Plaintiffs,  he  received  one  of  the  Plaintiffs'  blue  enamelled  tins. 
Mr.  Ash  also  admits  that  he  received  certain  red  and  green  tins  at  the  same 
time,  but  he  swears  that  there  was  only  one  "  Royal "  or  Plaintiffs'  tin  amongst 
the  samples,  namely,  the  blue  one.  He  is  certain  about  it  because  he  thought 
it  was  a  very  well  got-up  tin.     I  cannot  say  that  I  was  satisfied  with  the  way  in 

30  which  either  Mr.  Afih  or  Mr.  Pegg  (the  London  manager  of  Messrs.  White  A 
PikCy  who  actually  executed  the  work  for  the  Defendants)  gave  their  evidence, 
but  as  between  the  two  witnesses  where  they  differ  I  prefer  the  evidence  of 
Mr.  Pegg,  Mr.  Ash  represents  that  from  the  first  he  always  intended  to  use  the 
three  colours — ^red,  blue,  and  green — for  the  different  qualities  of  "French 

35  "  Coffee  "  which  he  proposed  to  sell  in  enamelled  tins.  Mr.  Pegg,  on  the  other 
hand,  says  that  the  first  instructions  were  that  the  tins  were  to  be  red,  white, 
and  blue.  They  both  agree  that  originally  the  coffee  tins  were  to  bear  the  word 
**  Tricolor,"  and  Mr.  Pegg  says  that  the  use  of  a  green  tin  instead  of  white  was 
first  suggested  by  his  firm.     One   thing  is  quite  certain  :    the  result  of  the 

40  instructions  given  to  Mr.  Pegg  for  a  design  was  that  he  caused  a  memorandum 
to  be  made  by  his  clerk  for  the  instruction  of  his  firm  showing  what  was 
wanted.  This  memorandum  was  produced  and  shows  what  was  intended,  so 
far  as  design  was  concerned.  On  the  front  was  to  be  the  word  "  The "  and 
"  Tricolor " ;  then  in  a  circle  "  J  s, ",  the  price  marked  on  the  Plaintiffs'  blue 

45  tin  ;  underneath,  the  words  **  French  Coffee  "  ;  on  the  back  the  words  "  The 
"  Tricolor."  Then  the  design  of  a  tricoloured  flag  and  the  words  "  French 
"  Coffee  "  ;  beneath  that  the  words  "  Prepared  in  England  "  were  to  follow  in 
small  type,  and  beneath  that  again  the  words  "  Sold  as  a  mixture  of  chicory  and 
"  coffee  "  was  to  appear.     The  price  of  the  thi'ee  kinds  of  coffee  were  to  be 

50  1«.,  Is.  6d.,  and  Is,  4rf.,  judging  from  the  same  memorandum,  which  is  exhibit 
102.  A  sketch  or  sample  was  prepared  in  accordance  with  the  instructions 
forwarded  by  Mr.  Pegg  to  the  works  of  Messrs.  White  A  Pike,  I  take  the 
sketch  so  furnished  and  observe  that  it  has  a  predominant  blue  ground  and 
corresponds  with  the  Plaintiffs'  blue  tins  in  this  respect.  Taking  the  sketch 
55  and  examining  it  with  what  has  been  called  the  front  of  the  Plaintiffs',  or 
"  Royal ",  tin,  I  find  that  it  has  the  words  "The"  and  "  Tricolor  "  exactly  where 
the  words  **  The"  and  "  Royal  "  were,  and  are,  on  the  Plaintiffs'  tin.    It  has  a 
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circular  medallion,  corresponding  in  general  circular  form  and  in  position  with 
the  circular  medallion  on  the  Plaintiffs'  tin  ;  it  has  the  price  Is.  in  the  centre  of 
that  medallion ;   it  has  the  words  "  French  Coffee  "  immediately  beneath ;  it 
has  gold  and  white  ornamentation  outside  the  medallion,  but  the  rim  of  the 
medallion  appears  in  red  in  the  sketch  instead  of  in  white  as  in  the  PLiintiffs\  5 
The  reverse  of  the  sketch  has  the  words  "The"  and  "Tricolor"  instead  of 
"  The  "  and  "  Royal "  ;  it  has  a  shield  of  yellow  surrounded  with  gold  and  with 
a  tricolour  flag  in  the  centre  of  it ;    and  it  has  the  words  "  French  Coffee  " 
beneath  in  the  place  of  the  word  "  Coffee "  in  the  "  Royal ".    The  shield  is 
different  in  shape  from  that  on  the  Plaintiffs'  tin,  but  I  have  no  doubt  in  my  10 
own  mind  that  tJie  designer  of  this  tricolour  sketch  had  the  blue  "  rtoyal "  tin, 
if  not  actually  before  his  eyes  while  in  the  act  of  preparing  it,  at  least  in  his 
mind.    The  striking  fact  in  connection  with  this  matter  is  that  on  the  front 
face  oP  the  sketch  there  was  a  round  medallion  in  a  position  corresponding  with 
the  round  medallion  upon  the  front  of  the  Plaintiffs'  tin,  and  that  the  price  Is.  15 
is  marked  upon  it  in  a  style  closely  resambling  the  manner  in  which  it  is 
marked  on  the  Plaintiffs'  round  medallion.     Note  the  form  of  the  figures  with 
what,  for  want  of  a  better  term,  I  may  call  excrescences,  and  the  club-shaped 
form  of  the  stroke,  and  note  also  the  change  afterwards  effected.     I  do  not 
think  that  too  much  stress  should  be  laid  upon  the  fact   that  a  designer  or  20 
trader,  about  to  adopt  a  new  design,  tries  to  find  out,  and  looks  at  the  designs 
used  by  other  traders  in  the  same  class  of  articles.     In  fact,  if  it  is  done  fairly, 
and  with  a  view  to  avoid  confusion  or  imitation,  it  is  a  reasonable  and  a  sensible 
thing  to  do  ;  but  if  the  evidence  leads,  as  it  leads  me  in  the  present  case,  to  the 
conclusion  that  the  first  design  is  being  made  use  of  as  a  foundation  for  the  25 
new  one,  it  is  apt  to  lead  to  a  strong  inference  that  what  is  desired  is  likely  to 
be  obtained,  namely,  an  illegitimate  advantage  from  an  approximate  resemblance 
to  the  original  design  and  effect.     It  is,  as  the  Master  of  the  Rolls  said  in  a 
recent  case,  a  dangerous  thing  to  do. 

The  result  of  farther  instructions  from  Mr.  Pegg^  after  consultation  with  30 
Ash^  was  that  the  artist  was  directed  to  make  certain  changes  in  the  design, 
which  it  is  clear  were  intended,  besides  substituting  "  Flag  "  for  "  Tricolor," 
in  some  most  obvious  points  to  remove  or  obscure  resemblance  between  the 
Plaintiffs'  and  the  Defendants'  tins  without  losing  the  general  effect.  Avoiding 
t>o  much  detail,  which  would  render  my  judgment  of  intolerable  length,  I  35 
think  that  the  ultimate  design  was,  after  much  consultation  between  Mr.  Ash 
jind  Mr.  Pegg,  finally  settled  in  a  form  intended  to  embody  as  much  of  the 
Plaintiffs'  effect  and  design  as  was  thought  could  be  safely  done.  It  is  impossible 
to  believe  that  Mr.  Ash  could  have  failed  to  have  noticed  the  remarkable  general 
resemblance  between  the  tins  he  proposed  to  use  and  the  tins  of  the  Plaintiffs.  40 
Still  the  question  remains :  have  the  Defendants,  in  abandoning  their  old  design, 
and  in  usin^ir  an  enamelled  tin,  so  generally  similar  to  the  handsome  and 
effective  general  design  and  colour  of  the  Plaintiffs,  done  so  without  incurring 
the  legal  result  following  from  a  too  close  imitation  : — Have  they  overstepped 
the  line  ?     I  think  they  have.  45 

The  range  of  predominant  ground  colours — red,  blue,  and  green — was  used 
by  the  Defendants  themselves  or  their  predecessors,  as  well  as  by,  certainly,  one 
other  firm  of  coffee  merchants  or  dealers  for  denoting  different  qualities  of 
"  French  Coffee,"  prior  to  the  use  by  the  Plaintiffs  of  their  red,  blue,  and  green 
labels.  In  like  manner,  the  marking  of  prices  outside  the  tins  was  used  as  well  50 
by  the  Defendants  as  others.  Item  by  item  there  are  many  distinctions  which 
can  be,  and  have  been,  pointed  to  between  the  Plaintiffs'  and  the  Defendants' 
tins,  as,  for  instance,  the  difference  in  the  conspicuously  marked  names,  as  to 
which  I  shall  have  a  word  to  say  later  on  ;  the  difference  in  shape  of  shields ; 
the  difference  occasioned  by  the  flag  device  in  the  Defendants'  shield  ;  the  55 
absence  of  the  crown  in  the  Defendants'  design  ;  the  difference  in  colour  and 
structure  of  the  tops  of  the  tins ;  the  absence  of  the  gold  band  round  the  upper 
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and  lower  margins  of  the  closed  tins ;  the  different  kinds  of  type  used  ;  the 
different  styles  of  marking  the  prices;  and  the  absence  in  the  Defendants' 
design  of  the  medallion  and  of  the  central  gold  band  which  appears  in  the 
Plaintiffs. 
5  On  the  other  hand,  I  find,  taking  the  red  tins  as  an  example,  a  prevailing 
effect  of  a  mixture  or  contrast  of  white,  gold,  and  red.  I  find  white  letters  on 
a  red  ground ;  I  find  the  word  "The"  alone,  with  a  fancy  name,  in  conspicuous 
white  letters  on  a  red  ground  ;  I  find  a  shield  in  gold  with  the  price  marked  on 
it,  with  white  lettering  beneath  in  corresponding  positions  ;  and  I  find  gold 

10  bands  down  each  side  of  the  tins.    As  a  question  of  eyesight  alone,  I  find, 

notwithstanding  all  the  distinctions,  such  a  general  effect  produced,  especially 

upon  what  has  been  called  the  back  or  reverse  side  of  the  tins,  and  such  a 

general  resemblance  in  design,  as,  in  my  judgment,  is  calculated  to  deceive. 

So  far  as  evidence  beyond  evidence  of  eyesisjrht  goes,  I  have,  in  the  present 

15  case,  besides  the  ordinary  and  customary  conflict  between  trade  witnesses,  a 
particular  instance  of  deception  to  which  I  attach  considerable  importance.  It 
is  not  a  matter  of  opinion  at  all.  but  matter  of  deception  by  eyesight  on  the 
part  of  a  retail  dealer  who  was  certainly  less  liable  to  deception* than  an 
ordinary  customer  or  member  of  the  ordinary  public.     I  mean  that  referred  to 

20  in  the  evidence  of  Mr.  Walder^  a  straight-forward  witness,  and  one  whom  I  see 
no  reason  to  disbelieve. 

I  think  also  that  Mr.  Bell^  one  of  the  managers  of  Grosse  and  BlackwelVsy 
was  right  when  he  comes  to  the  conclusion,  as  the  result  of  his  business 
experience,  without  the  knowledge  that  I  have  acquired  otherwise  in  the  course 

25  of  the  case,  that  the  similarity  between  the  Plaintiffs'  tins  and  the  Defendants' 
was  not  accidental  but  intentional.  Mr.  SteMs  evidence  is  also  to  be  relied  on. 
His  is  the  evidence  of  a  designer,  and  he  mistook,  without  close  examination, 
the  Defendants'  tin  for  one  which  he  printed  for  the  Plaintiffs'.  Mr.  Green^ 
a  Defendants'  witness,  was  deceived  when  in  the  box  by  the  resemblance — it  is 

30  true  on  a  hasty  glance,  but  a  hasty  glance  is  that  which  a  casual  purchaser  givea. 
One  thing  has  impressed  me  very  much  in  the  present  case.  I  am  conscious 
that  I  personally  see  differences  much  more  readily  than  some  others  do,  and  I 
have  felt  difficulty  in  some  similar  cases  to  the  present,  because  the  suggestion 
of  differences  has  become  so  much  impressed  upon  me  in  the  course  of  a  case. 

35  But  in  this  case,  a  precisely  contrary  effect  has  been  produced ;  the  resemblances 
have  forced  themselves  more  and  more  upon  me,  and  the  differences  have  not 
acquired  a  new  significance  upon  further  acquaintance.  I  know  and  feel  the 
importance  of  the  use  of  a  different  name,  but  I  have  also  considered  the  very 
remarkable  leading  characteristics  apart  from  the  name.      I  have  had  cases 

40  before  in  which,  notwithstanding  very  strong  resemblances,  I  have  thought 
the  distinctive  name  sufficient  to  distinguish  the  goods,  and  I  have  been  much 
exercised  by  this  difference  and  by  the  characteristic  flag  device  of  the 
Defendants'.  I  desire  to  say  that  I  express  no  opinion  as  to  the  conclusion  I 
might  have  come  to  had  the  reverse  side  of  these  tins  been  precisely  similar 

45  or  substantially  similar  with  the  flag  design  on  the  other  side  of  the  tin. 
Nevertheless,  I  have  to  say,  as  a  Judge  of  fact,  what  I  find,  and  I  am  unable  to 
come  to  any  other  conclusion  than  that  at  which  I  have  arrived.  I  may 
mention  also  that  no  similar  label,  as  to  central  device  with  the  name  above 
and  the  words  below,  has  been  produced,  notwithstanding  the  very  large 

50  number  of  exhibits  which  were  produced  in  the  case. 

I  may  be  forgiven,  perhaps,  if  I  add  one  thing,  an  observation  which  I  made 
in  the  course  of  the  case.  These  cases,  I  think,  grow  more  and  more  difficult 
than  they  used  to  be.  Imitations  are  now  frequently  the  work  of  an  artist, 
and  not  the  work  of  a  mere  copyist  or  plagiarist.      I  think,  moreover,  that 

55  persons  about  to  adopt  a  new  design  are  in  the  habit  of  endeavouring  to  secure 
as  much  as  they  possibly  can,  but  it  has  been  borne  in  upon  me  more  than 
once  that^  if  traders  would  only  agree  upon  some  respectable  body  of  men  ii^ 
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their  trade,  of  whom  a  certain  number  of  representatives  should  be  chosen,  to 
say,  when  a  new  design  is  sought  to  be  adopted,  whether  it  was  in  accordance 
with  fair  and  honest  trading  to  adopt  the  second  design ;  I  think  many 
hundreds,  if  not  thousands,  a  year  might  be  saved  in  litigation  if  the  parties 
would  agree  to  abide  by  such  a  determination.  The  only  conclusion  I  can  come  5 
to  in  the  present  case  is,  as  I  have  said,  that  the  Defendants  have  gone  beyond 
what  they  are  entitled  to  do,  and  the  Plaintiffs  are  entitled  tq  an  injunction  to 
restrain  the  use  of  the  tins  complained  of. 

I  have  made  no  special  observation  with  reference  to  the  green  tins.  1 
do  not  think  there  is  sufficient  in  the  fact  that  the  Plaintiffs  continue  to  use  10 
only  the  paper  label  and  the  Defendants  use  enamelled  tins,  to  make  a 
distinction  on  that  ground  ;  nor  have  I  dwelt  upon  another  point,  which  is, 
that  to  my  sight  the  blue  tins  are  not  quite  as  offensive  as  the  red,  although  I 
think  they  do  offend. 

Some  discussion  took  place  as  to  the  form  of  the  judgment,  the  Plaintiffs  15 
claiming,  and  the  Defendants  resisting,  an  order  for  an  account  of  proffts.  The 
Plaintiffs  in  support  of  their  contention  relied  on  Lever  v.  OoodwWy  4  R.P.C. 
492,  and  Sfixlehner  v.  ApolUnaris  Co,y  14  R.P.C.  645,  and  Byrnb,  J.,  decided  this 
point  in  favour  of  the  Plaintiffs.  The  judgment,  as  drawn  up,  was  as 
follows :—  20 

"  This  Court  being  of  opinion  that  the  Defendants'  tins,  being  the  tins 
"  marked  DP  20  to  DP  28  inclusive,  in  the  said  admissions  referred  to,  are  so 
'*  prepared  or  got  up  as  by  colourable  imitation  of  the  Plaintiffs*  tins,  being  the 
"  tins  marked  DP  10,  DP  11,  DP  3,  DP  12,  DP  13,  DP  6,  DP  15,  DP  16,  and 
"  DP  17  in  the  said  admissions  referred  to,  to  be  calculated  to  deceive.  This  25 
"  Court  doth  order  that  the  Defendants,  Snelling^  LamjHirdy  A  Go.^  Ld.^  their 
"  servants  and  agents,  be  perpetually  restrained  from  selling  or  offering,  or 
"  exposing  or  advertizing  for  sale,  or  procuring  to  be  sold,  any  coffee  or  similar 
'*  goods  not  being  the  Plaintiffs'  goods  in  tins  corresponding  to  any  of  the 
"  Defendants'  tins  aforesaid,  or  in  any  other  tins  or  canisters,  or  other  similar  30 
*'  receptacles  so  printed,  painted,  enamelled,  coloured,  labelled,  or  otherwise 
"  prepared  or  got  up,  as  by  colourable  imitation  of  the  Plaintiffs'  tins  aforesaid, 
"  or  any  of  them  or  otherwise  to  be  calculated  to  represent,  or  lead  to  the  belief, 
'*  that  the  goods  therein  contained  are  the  Plaintiffs'  goods.  And  it  is  ordered 
"  that  the  said  Defendants  do  deliver  up  upon  oath  to  the  Plaintiffs,  Payton  35 
"  A  Co,j  Ld.,  all  tins  corresponding  to  the  Defendants'  tins  aforesaid,  or  any 
**  of  them  in  their  possession  or  power,  or  under  their  control,  unless  the 
^^  Defendants  forthwith  alter  such  tins  so  as  not  to  commit  a  breach  of  this 
^*'  injunction.  And  it  is  ordered  that  the  following  account  be  taken,  that  is  to 
**  say  : — An  account  of  all  profits  made  by  the  Defendants  by  the  sale  of  any  40 
''  coffee  or  similar  goods  not  being  the  goods  of  the  Plaintiffs  in  any  tins 
'*  corresponding  to  any  of  the  said  tins  marked  DP  20  to  DP  28  inclusive. 
*  And  it  is  ordered  that  the  Defendants,  SnelUng,  Lampard,  A  Go,,  Ld.,  do 
**  pay  to  the  Plaintiffs  Payton  A  Go.,  Ld.,  their  costs  of  this  action  up  to 
^*  and  including  this  judgment.    The  costs  of  the  said  account  are  reserved."         45 
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In   the   High   Court  op   Justice.— CHANCBRy   Division 

Be/ore  Mr.  Justice  Byrne. 

November  lltb,  12tli,  14th,  15th,  16th,  17th,  21st,  22nd,  23rd,  25th,  26th,  28th 

and  29th,  1898,  and  March  9th,  1899. 

5  The  Tubbless  Pneumatic  Tyre  and  Capon  Heaton,  Ld.  ik  The  Trench 

Tubeless  Tyre  Company,  Ld.  and  Others. 

Patent. — Action  for  infringempnt. — Disconformity, — Insufficiency  of  direc^ 
lions. — Utility. — Patent  held  invalid, — Action  dismissed. 

In  1892  Letters  Patent  were  granted  to  8.  for  *'  Improvements  in  pneumatic 

10  *'  tyres  for  velocipedes  and  other  vehicles,'''  In  the  Provisional  Specification  the 
Patentee  stated  that  lie  preferred  to  employ  an  endless  band  made  of  caoutchouc 
and  cloth  and  moulded  in  the  form  of  a  tubular  ring  ;  after  describing  enlarge- 
ments  at  the  edge  of  the  lower  margin  and  at  a  convenient  distance  from  the  edge 
of  the  upper  margin  and  stating  that  tJiese  enlargements  lay  in  a  recess  at  the 

15  bottom  of  tlie  rim,  the  Specification  continued  as  follows : — "  When  the  tyre  is 
«*  inflated^  the  upper  margin  is  pressed  against  the  lower  margin^  an  air-tight 
^^^  joint  resulting.  The  enlarged  parts  engage  with  the.  shoulders  at  the  bottom 
"  of  the  rim,  and  thereby  limit  the  expansion  of  the  tubular  band.^^  It  also 
stated  "  Instead,  however,  of  using  a  single  band,  two  bands  may  be  employed. 

20  "  Tlie  outer  band  would  then  have  enlarged  edge^  for  engaging  with  the  shoulders 
**  at  the  bottom  of  the  rim  ;  tJie  inner  band  lying  between  the  enlarged  edges  and 
"  having  late7vd  flaps,  projecting  over  the  margins  of  the  outer  band.'^  The 
Complete  Specification  included  a  form  of  tyre  in  which  the  lateral  flaps  of  the 
secoyid  band  lay  underneath  the  margins  of  the  first  band,  and  also  a  form  of 

25  'y^  '^  ivhich  tJie  second  band  iva-s  omitted,  but  the  margins  of  tJie  one  band  did 
not  7neet ;  the  Specification  stated  that  the  band  in  this  form  had  each  of  its 
margins  forced  by  the  direct  pressure  of  the  compressed  air  against  the  bottom  of 
the  rim,  and  that  the  head  of  the  spokes  lay  under  the  margins,  and  that  no  air 
could  escape  past  the  holes  in  the  rim.    In  1897  the  owners  of  S.^s  Patent  brought 

30  ^^  action  for  infnngement  of  the  same  against  a  company,  who  set  up  numerous 
defences,  irujluding  disconformity,  i cant  of  utility,  insufficiency  of  descri2Jtion^ 
and  anticipation  by  th^e  publication  of  a  letter  by  B.  in  a  cycling  j^aper  in  1890, 
In  this  letter  B.  suggested  a  tyre  in  one  piece  consisting  alternately  of  rubber, 
canvas,  and  rubber,  all  vulcanised,  together,  and  stated  that  he  harl  taken  out  a 

35  Patent  for  apian  whereby  the  completely  moulded  tyre,  made  as  above,  should 
be  cut  longituiinally  on  the  under  side  and  provided  unth  a  non-return  valve 
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througlwut  the  whole  length  and  then  the  edges  made  up  with  canvas^  and  in 
that  way  lie  would  he  able  to  get  at  the  insids  and  patch  the  hole  in  case  of 
puncture.  The  application  for  this  Patent  was  not  2^^oceeded  luith.  The 
Plaintiffs  contended  that  S.  was  the  first  inventor  of  a  dMachahU  circumferen- 
tially  air-sealed  tyre.  No  tyres  had  been  made  under  S.^s  Patent  until  1896^  5 
and  the  tyres  that  had  been  made  by  the  Plaintiffs  during  and  since  that  year 
were  alleged  by  the  Defendants  to  have  certain  features  not  disclosed  by  S.^8 
Patent,  and  to  owe  their  pj^acticability  to  those  features  and  to  the  employment 
of  soft  soap  to  produce  an  initial  seal,  soft  soap  not  being  at  the  date  of  the 
invention  known  for  tliat  purpose  in  connection  with  tyres.  10 

Held',  that  the  Patent  was  bad  on  account  of  disconformity  and  want  of 
utility ;  on  account  of  disconformity,  because  the  Complete  Specification  included 
the  form  of  tyre  in  which  there  was  no  overlapping  of  mibber  on  rubber,  but  a 
seal  tvas  stated  to  be  obtained  by  the  pressure  of  each  of  the  margins  of  the  tyre 
against  the  metal  rim ;  and  on  account  of  want  of  utility,  because  the  patented  15 
invention  would  not  work  except  with  the  aid  of  subsequent  discoi^ery  and 
invention. 

On  the  12th  of  February  1892,  Letters  Patent  (No.  2782  of  1892)  were 
granted  to  James  William  Smallman  for  an  invention  of  "  Improvements  in 
*•  pneumatic  tyres  for  velocipedes  and  other  vehicles."  20 

The  Provisional  Specification  was  as  follows : — "  This  invention  consists  of 
"  improvements  in  pneumatic  tyres  for  velocipedes  and  other  vehicles.  In 
"  carrying  out  my  invention,  I  prefer  to  employ  an  endless  band  made  of 
"  caoutchouc  and  cloth  and  moulded  in  the  form  of  a  tubular  ring  ;  one  margin 
"  of  the  band  lying  over  the  other.  The  edge  of  the  lower  margin  is  enlarged  ;  25 
"  a  corresponding  enlargement  being  located  at  a  convenient  distance  from  the 
**  edge  of  the  upper  margin.  When  the  tyre  is  in  the  rim,  the  enlarged  parts 
"  lie  close  together  in  a  recess  in  the  bottom  of  the  rim  ;  the  valve  for  effecting 
"  inflation  and  releasing  the  compressed  air  being  secured  to  the  upper  margin, 
"  and  projecting  through  a  hole  in  the  rim.  When  the  tyre  is  inflated,  the  30 
"  upper  margin  is  pressed  against  the  lower  margin;  an  air-tight  joint  resulting. 
"  The  enlarged  parts  engage  with  the  shoulders  at  the  bottom  of  the  rim  and 
"  thereby  limit  the  expansion  of  the  tubular  band.  The  band  may  be  lined 
"  with  a  puncture -closing  substance.  The  surfaces  of  the  margins  which  are  in 
"  contact  may  also  be  lined  with  unvulcanized  or  spongy  caoutchouc.  Instead,  35 
"  however,  of  using  a  single  band,  two  bands  may  be  employed.  The  outer 
"  band  would  then  have  enlarged  edges  for  engaging  with  the  shoulders  at  the 
"  bottom  of  the  rim ;  the  inner  band  lying  between  the  enlarged  edges  and 
"  having  lateral  flaps  projecting  over  the  margins  of  the  outer  band.  The  valve 
**  would  be  secured  to  the  inner  band."  40 

The  Completed  Specification  was  as  follows: — "  This  invention  consists  of 
"  improvements  in  pneumatic  tyres  for  velocipedes  and  other  vehicles.  In  the 
"  accompanying  drawings,  Fig.  1  is  a  transverse  section  through  the  tyre  and 
"  rim.  In  Fig.  2,  the  valve-tube  is  included.  Fig.  3  shows  the  tyre  in  a 
"  modified  rim.  Figs.  4  and  5  represent  a  modification  in  which  two  bands  are  45 
"  used.  Figs.  6  and  7  illustrate  another  arrangement  of  the  bands.  Figs.  8  and  9 
"  show  a  further  modification  of  the  tyre.  In  carrying  out  my  invention,  I 
"  prefer  to  employ  an  endless  band  ABC  stretched  on  the  rim  and  made  of 
"  caoutchouc  and  cloth  or  canvas.  This  band  may  be  moulded  in  the  form  of  a 
"  tubular  ring.  One  margin  B  lies  over  the  other  margin  C.  The  edge  of  the  50 
"  margin  C  is  enlarged ;  a  corresponding  enlargement  being  located  at  a 
♦*  convenient  distance  from  the  ed^e  of  the  margin  B,    When  the  tyre  ia  in 
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«  th!  wJZ  ^l^t  ^  ^•'"^  ^\  *^®  enlarged  parts  lie  close  together  in  a  recess  in 
'«  Jnfl,H^i  1  the  rim;  the  valve-tube  D  (containing  the  valve  for  eflfecting 
«  J^°^*'«°?i»'^,  releasing  the  compressed  air)  being  secured  to  the  margin  B.    In 

5  "  mL?n«  of  thT- ^  ^  w^:'^^'*^"  shoulders  are  made  by  bending%ver  the 
«  S^^«?  fK  ""^    ^^^"^  ^^^  ^y''®  i«  inflated,  the  margin  B  is  pressed 

"  Xafl  R^  '"^'■^A''  ^'  ""^  ^''■■"8^*  J°^°*  resulting.  The  enlarged  parts  of  the 
»  n^T?^  *^  P  ^""f^S^®  "^"^  ^'^e  shoulders  of  the  rim  F  or  G,  and  thereby 

«  r.TnctnroV3°'"'''*'*l  the  tubular  band  ABC.  In  Fig.  2,  the  tyre  has  been 
10  «  on^nS  tl'  KiP^^fu''  ^  ^^"""^  <'^^^'  *«  ^Pe'-t'^'-e  N.  The  band  4n  be  easily 
"  KfJ-ot  1  ^  K^*"^^  *''^.  P'**^^  *«  b«  applied-  The  tyre  may  be  inflated 
'•  ™f^h  «!^  ^Hf,.^^T^^,  *^^  pressure  of  the  compressed  air  tends  to  hold  the 
«« i^^«,t!^'  •    I?-®     ."*^  ?"*/  ^  ^'"^"^  ^I'h  a  puncture-closing  substance  E,  as 

"  mav^l!?. »  r '^',-  *  ^1^  ''•    7^^  ^""'^^^^  «*  ^^^  "^'•^^"^  ^^^^^  ^re  in  contact 
1-1  «  Hinti?  K      i"®A   ^'*^  unvulcanized  or  spongy  caoutchouc.     Instead  of  using 

«  LnH^i  TT  *i?  K  "^  ^,  ^'  *^^  '^'^^'^^  A  H  K  and  L  M  may  be  employed.    The 
^1^     -^^^  enlargements  for  engaging  with  the  shoulders  of  the  rim  G, 
as  shown  in  f  igs  4  and  5.    The  rim  F  (Figs.  1  and  2)  may,  however,  be  used 
If  preferred.     The  band  L  M  lies  between  the  margins  of  the  band  A  H  K  • 

"   ni.l  n'"^    r^P-      i""^  ^^  projecting  over  the  margins  H  and  K.     The  valvel 

«  „°  containing  the  valve  is  secured  to  the  band  L  M.    The  pressure  of  the 

«  ^hf  mZ??  *i?  ?r®'  *^^  ^*P  ^  ^»'''^°«*  *h«  °^*''«i'^  H  and  the  flap  M  against 
"  an!i  n^  ^/-  .1  ^  enlargements  of  the  band  A  H  K  engaging  with  the  rim 
"  H^  nn^ili^'f  ..  expansion  of  the  tyre.  In  Figs.  6  and  7,  the  flaps  L  and  M 
21  «  iL  ™o  •  i?-  T  *'^*''®  """  J  "^"^^er  the  margins  H  and  K.  Consequently, 
«  A  Ith^lw  'I  *°f  ^"^  ^^'"'*  *^^  fl^P  L  and  the  margin  K  against  the  flap  m! 
^^  Although  I  prefer  to  make  the  tyre  as  illustrated  in  Figs.  1  to  3  or  4  to  ifyet 

..  LI  ■        "^^^^^  to  the  precise  construction  shown  in  those  figures, 

^^  because  various  modifications  may  be  effected  without  departing  from  the 

m  «  r„  *'i''®  •    °'^'  .\^^ent!on.    For  instance,  a  tubular  band  A  P  Q  may  be  arranged 

30  i;  in  the  rim  as  illustrated  in  Figs.  8  and  9 ;  this  band  liaving  each  of  its  margins 

«.  Lff^^  f  I^^-  ^  *^^  "^"^^^  pressure  of  the  compressed  air  against  the 
«  ^ottom  of  the  rim  G.  The  heads  of  the  spokes  R  lie  under  the  margins  P  and 
^^  y,  so  that  no  air  can  escape  past  the  holes  in  the  rim.    The  valve-tube  may  be 

H5  «  rr<.ll  ^tf,^"''^  \  ^^  *^^  ^^'^«  "^^J"  ^^  mounted  in  a  metal  valve-tube 
.W  ^^  or  casing  attached  to  the  rim  ;  an  inflator  with  a  flexible  connecting  tube  being 

«  r  y     a  valve-tube  of  caoutchouc  containing  a  valve  and  furnished  with 

^^  an  annular  flap  may  be  cemented  in  a  nozzle  in  the  rim.  Moreover,  the  band 
^^  may  be  wired  on  the  rim.     Or,  it  may  be  secured  by  spaced  fastenings,  and 

-in  ..  It^A  '^f  ^'"^  ™*y  interlock.  Or,  the  edges  of  the  band  may  be  laced  together, 
«  *°^,  the  cloth  or  canvas  may  be  on  the  bias  so  as  to  cause  the  tyre  to  tighten 
^^  on  the  rim  while  being  inflated.  My  present  invention  dispenses  with  the 
„  separate  air-tube,  so  troublesome  to  repair,  of  other  pneumatic  t%'res.  Having 
^^  now  particularly  described  and  ascertained  the  nature  of  this 'invention  and 

i^i  '.  il  ,,  1  ™*'^°®'"  the  same  is  to  be  performed,  I  claim:-l.  A  pneumatic  tyre 
« A  yf'^P'Pedes  and  other  vehicles  constructed  substantially  as  herein 
described,  i.  A  pneumatic  tyre  for  velocipedes  and  other  vehicles  substan- 
^  tially  as  described  with  reference  to  Figs.  1  to  3  of  the  accompanying 
„  drawings.  3.  A  tyre  for  velocipedes  and  other  vehicles  consisting  of  a  band 
„  engaging  with  the  rim  and  containing  compressed  air  kept  in  the  band  by  the 

ou  ^^  P^'essnre  of  that  air  on  the  margins  of  the  band,  substantially  as  herein 
^  aescribed.  4.  A  pneumatic  tyre  consisting  of  a  band,  one  margin  whereof  lies 
„  ^^^\  the  other  margin  in  order  to  form  an  air-tight  joint  and  allow  access  to 
^   lie  interior  of  the  tyre,  substantially  as  herein  described.    5.  In  a  pneumatic 

-is  «  ollf  .*'®°^!ft^'^8  ,of  a  band  having  one  margin  lying  over  the  other  margin, 

00  ^  securing  the  valve-tube  and  valve  to  the  upper  margin.     6.  In  a  pneumatic 
tyre  consisting  of  a  band  ABC,  the  combination,  with  the  margin  B,  of  the 

3  D  2 
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margin  C,  substantially  as  and  for  the  purposes  herein  set  forth.  7.  In  a 
pneumatic  tyre,  the  combination,  with  a  band  ABC  having  margins  adapted 
to  make  an  air-tight  joint,  of  a  rim  having  shoulders  with  which  the  band 
engages,  substantially  as  and  for  the  purposes  herein  set  forth.  8.  In  a 
pneumatic  tyre,  the  combination,  with  a  band  ABC,  having  margins  B  5 
and  C,  and  a  valve-tube  D  and  valve  secured  to  the  margin  B,  of  a  rim  having 
shoulders  with  which  the  band  engages,  substantially  as  and  for  the  purposes 
herein  set  forth,  9.  A  pneumatic  tyre  for  velocipedes  and  other  vehicles 
substantially  as  described  with  reference  to  Figs.  4  to  7  of  the  accompanying 
drawings.  10.  A  pneumatic  tyre  consisting  of  two  bands,  the  margins  or 
flaps  of  one  band  lying  over  the  flaps  or  margins  of  the  other  band  in  order  to 
form  air-tight  joints  and  allow  access  to  the  interior  of  the  tyre,  substantially 


10 


"  as  herein  described.  11.  In  a  pneumatic  tyre  consisting  of  two  bands,  the 
*  margins  or  flaps  of  one  band  lying  over  the  flaps  or  margins  of  the  other  band, 
"  securing  the  valve-tube  to  the  inner  band.  12.  In  a  pneumatic  tyre,  the  15 
"  combination,  with  a  band  A  H  K,  of  a  band  L  M,  substantially  as  and  for  the 
"  purposes  herein  set  forth.  13.  In  a  pneumatic  tyre,  the  combination,  with 
"  bands  A  H  K  and  L  M,  of  a  rim  having  shoulders  with  which  the  band 
"  A  H  K  engages,  substantially  as  and  for  the  purposes  herein  set  forth.  14. 
"  In  a  pneumatic  tyre,  the  combination,  with  a  band  A  H  K,  a  band  L  M,  and  20 
"  a  valve-tube  D  and  valve  secured  to  the  band  L  M,  of  a  rim  having  shoulders 
'*  with  which  the  band  A  H  K  engages,  substantially  as  and  for  the  purposes 
"  herein  set  forth.  15.  A  pneumatic  tyre  for  velocipedes  and  other  vehicles 
"  substantially  as  described  with  reference  to  Figs.  8  and  9  of  the  accompanying 
"  drawings.  16.  In  a  pneumatic  tyre,  the  combination,  with  a  band  A  P  Q  25 
"  having  margins  P  and  Q  which  form  air-tight  joints  against  the  bottom  of  the 
"  rim,  of  a  rim  having  shoulders  wherewith  the  band  engages,  substantially  as 
"  and  for  the  purposes  herein  set  forth." 

On  the  23rd  of  March  1897,  The  Tubeless  Pneumatic  Tyre  and  Capon  Heaton^ 
Ld.  (then  the  registered  owners  of  the  Patent)  commepced  an  action  against  3Q 
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The  Trench  Tubeless  Tyre  Company^  Ld.^  and  Lord  Robert  Montagu,  Sidney 
Pattisson,  Frederick  Hill,  James  D,  Grosbie,  John  R,  Eyre,  and  John  Toivnsend 
Trench  for  infringement  of  the  Patent,  and  also  of  Letters  Patent  No.  4889*  of 
1891,  granted  to  George  Henry  Weddennan,  claiming  the  usual  relief.  By 
f)  amendments  at  a  later  stage  the  parts  of  the  pleadings  relating  to  Wedderman^s 
Patent  were  struck  out. 

The  Plaintiffs  by  their  amended  Statement  of  Claim  alleged  that  they  were 
the  assignees  and  registered  legal  owners  of  the  Patent  for  an  invention  of 
"  Improvements  in  pneumatic  tyres  for  velocipedes  and  other  vehicles,"  whereof 

10  J.  W,  Smallman  was  the  true  and  first  inventor,  and  that  the  Defendant 
Company  and  the  other  Defendants  (who  were  directors  of  the  Defendant 
Company)  had  infringed,  and,  unless  restrained  by  injunction,  intended  to 
infringe  the  same.  By  their  amended  Particulars  of  Breaches  they  alleged  (1)  that 
the  Defendant  Company  was  formed  for  the  purpose  of  manufacturing  and  selling 

15  a  tyre  for  cycles  called  the  "  Trench  Tubeless  Tyre,'*  drawinjrs  of  which  were 
contained  in  the  Defendant  Company's  prospectus  dated  the  22nd  March  1897  ; 
that  tyres  constructed  according  to  the  said  drawings  would  infringe  the 
Patent,  and  the  Defendant  Company  threatened  and  intended  to  make  and  sell 
tyres  so  constructed  ;  that  the  other  Defendants  were  directors  of  the  Defendant 

20  Company,  and  as  such  threatened  and  intended  to  commit  or  take  part  in  the 
infringement  by  the  Defendant  Company  ;  that  the  "  Trench  Tubeless  Tyre  " 
infringed,  or  would  infringe,  all  the  claiming  clauses  of  the  Specification 
of  the  Patent ;  (2)  that  the  Defendant  Company  and  the  other  Defendants,  as 
directora  thereof,  had  made  and  sold,  or  otherwise  for  profit  dealt  in,  "  Trench 

25  "  Tubeless  Tyres "  constructed  according  to  the  drawings  aforesaid,  and  had 
thereby  infringed  the  Patent ;  but  until  the  Plaintiff  Company  had  obtained 
discovery  in  this  action  it  was,  and  would  be,  unable  to  give  particulars  of  such 
manufacture,  sales,  or  dealings.  The  Plaintiff  Company  claimed  to  recover 
from  the  Defendants  full  compensation  in  respect  of  all  their  infringements 

30  aforesaid. 

The  Defendant  Company  and  the  Defendants  Lord  Robert  Montagu,  F. 
Hill,  and  J.  D.  Crosbie  by  their  Amended  Defence  (1)  denied  infringement ; 
(2)  alleged  that  the  Patent  was  invalid  for  the  reasons  in  the  Particulars  of 
Objections  delivered  therewith  appearing.     The  Defendant  Sidney  Pattisson  by 

35  his  Defence,  in  addition  to  the  above  Defences,  alleged  that  he  retired  from  the 
directorate  of  the  Defendant  Company  on  the  29th  April  1897,  before  the 
Company  began  to  do  any  work.  The  Defendants  Eyre  and  Trench  were  not 
served  with  the  writ  in  the  action. 

The  amended  Particulars  of  Objections  delivered  by  the  Defendant  Company 

40  and  the  Defendants  joined  in  the  same  Defence  alleged  (1)  that  the  alleged 
invention  was  not  new — this  objection  applied  to  all  the  claims;  the  prior 
publications,  the  whole  of  which  were  relied  upon  as  anticipating  the  novelty 
of  all  the  claims  in  the  Specification  of  the  Patent,  were  (a)  Thomas,  No.  4'J50 
of  1889  ;  {b)  Bartlett,  No.  16,783  of  1890  ;  (c)  folding,  No.  19,990  of  1890 ; 

45  {d)  Scott,  No.  4108  of  1891 ;  {e)  a  letter  by  Mr.  J.  Boothroyd,  published  in  the 
"Cyclist"  of  the  3rd  December  1890,  Vol.  11,  No.  581 ;  (2)  that  the  said  alleged 
invention  had,  prior  to  the  date  of  the  grant  to  the  said  James  W.  Smallman, 
formed  the  subject  of  prior  grants  ])y  the  Crown  to  one  James  William  Oalky, 
Frank  Thomas  Lighton,  and  Cornelias  Mundy  in  Letters  Patent  No.  15,344  of 

50  1891,  20,730  of  1891,  and  238G  of  1892  respectively,  and  by  reason  of  sich  prior 
grants  the  Crown  was  unable  to  make  any  valid  grant  of  a  Patent  in  respect  of 
the  invention  forming  the  subject-matter  of  each  and  every  of  the  claims  in  the 
Patent,  and  the  Patent  was  by  reason  thereof  invalid ;  (3)  that  the  alleged 
invention  was  not  the   proper  subject-matter    of  valid  Letters   Patent — this 

55  objection  applied  to  all  the  claims;  (4)  that  the  alleged  invention  was  not 
useful — this  objection  applied  to  all  the  claims ;  (5)  that  the  final  Specification 
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did  not  sufficiently  describe  or  ascertain  the  nature  of  the  alleged  invention, 
nor  the  manner  in  which  the  mime  was  to  be  performed  ;  the  Defendants 
proposed  to  allege  thereunder  that  no  practical  directions  were  contained  in  the 
Specification  enabling  the  invention  to  be  put  into  practice,  and  that  the 
Patent  was  therefore  invalid  ;  ((5)  that  the  final  Specification  of  the  Patent  5 
described  and  claimed  an  invention  larger  than,  and  different  to,  the  invention 
the  nature  of  which  was  described  in  the  Provisional  Specification.  The 
Defendants  raised  this  defence  against  Fig.  3,  and  the  claims  relating  thereto, 
and  against  all  claims  and  figures  relating  to  the  parts  in  the  Complete  Specifi- 
cation from  page  2,  line  18,  to  page  2,  line  41.*  10 

The  Particulars  of  Objections  delivered   by   the  Defendant  Pattisson  were 
identical  w^ith  the  above. 

The  most  important  parts  of  Bootliroyd^s  letter  referred  to  in  the  Particulars 
of  Objections  will  be  found  quoted  in  the  judgment. 

T,  Terrell,  Q.C.,  AMhury,  Q.C.,  and  \V.  Coldridfje  (instructed  by  Field,  15 
Hoscoe  &  C(K,  agents  for  S?nifh,  Pin  sent  <L-  Co.,  of  Birmingham)  appeared*  for 
the  Plaintifl's ;  MonUon,  Q.C.,  Boifsfield,  Q.C.,  .4.  J.  Walter,  and  J.  A. 
Bncknill  (instructed  by  Phillips  and  Boyle)  appeared  for  the  Defendants  other 
than  the  Defendant  *V.  Pattisson;  (L  E.  S.  Fryer  (instructed  by  Gardner  and 
Hovenden)  appeared  for  the  Defendant  S.  Pattisson.  20 

Terrell,  Q.C.,  opened  the  Plaintilfs'  case. — The  subject-matter  of  the  Patent 
is  with  reference  to  pneumatic  tyres,  which  were  first  brought  into  practical 
use  by  Dunlop  in  1868.  The  pneumatic  tyre  was  in  the  first  place  composed  of  a 
layer  of  india-rubber  inside,  then  a  1  lyer  of  canvas,  and  another  layer  of  india- 
rubber  outside.  The  canvas  was  used  to  resist  expansion.  Originally  the  tyre  25 
was  a  complete  circle,  like  a  Lose  pipe.  It  rested  in  a  concave  rim,  and  was 
attached  to  it  by  strips  of  canvas.  The  drawback  of  this  was  the  difficulty  of 
mending  punctures.  It  was  suggested,  to  cure  that  evil,  that  the  tyre  should 
consist  of  an  inner  tube,  formed  of  india-rubber,  and  an  outer  cover,  which 
should  resist  the  expansion  of  the  inner  tube.  This  allowed  of  the  outer  cover  30 
being  taken  off  for  the  purpose  of  mending  a  puncture.  At  first  the  outer  cover 
was  fastened  to  the  rim  by  strips  of  canvas  solutioned  round  the  iron  of  the 
rim.  This  was  found  to  be  a  clumsy  contrivance,  and  various  other  devices 
were  brought  forward,  in  all  of  which  there  was  an  inner  tube  and  an  outer 
cover.  First,  there  was  \Velch\s  Patent.  He  retained  the  inner  tube  and  had  35 
an  outer  cover  with  a  continuous  wire  in  each  edge  of  it.  The  function  of  the 
inner  tube  was  to  hold  the  air  ;  the  function  of  the  cover  was  to  prevent  the 
inner  tube  from  bursting  by  reason  of  its  fragibility  or  capacity  for  expansion. 
Another  of  the  principal  schemes  was  the  Clincher,  having  still  the  inner  tube, 
but  having  the  cover  kept  in  its  place  by  having  thickened  edges  on  it  to  engage  40 
in  the  inturned  edges  of  the  rim.  Smallman  came  to  the  conclusion  that  the 
best  way  of  repairing  a  pneumatic  tyre  was  to  repair,  not  the  inner  tube,  but 
the  outer  cover ;  then  he  realised  that  the  inner  tube  became  useless  altogether, 
provided  that  you  could  make  a  tight  junction  between  the  outer  covering  and 
the  rim  of  the  wheel.  If  you  could  do  that  the  tyre  could  be  composed  of  a  45 
band  and  the  inner  tube  could  be  dispensed  with.  Smallman  made  his  tyre 
of  a  flat  band  capable  of  being  formed  into  a  semicircle.  He  had  an  internal 
groove  in  the  rim,  and  the  edge  of  the  band  engaged  with  the  rim  and  so 
nooked  the  tyre  on  to  the  rim.  That  was  not  necessarily  air-tight,  so  he  intro- 
duced a  flap  of  uncurved  india-rubber,  which  rested  inside  against  the  other  50 
ei\gi.\  and  as  the  tyre  was  blown  up  the  air  began  to  press  on  the  flap,  and  an 
air-tight  connection  was  made.     There  is  a  continuous  valve  which  all  round 


*  That  is,  from  the  words  ^'insteal  of  usin^r  a  single  band"  to  the  words  '^ while  being 
inflated." 


Vol.  XVI.,  No.  15.]      AND  TRADE  MARK  CASES.  29*? 

The  Tubeless  Pneumatic  Tyre  and  Capon  Heaton,  Ld,  v.  The  Trench 

Tubeless  Tyre  Comjjany,  Ld.  and  Others, 


prevents  the  air  from  escaping.  Dealing  with  Smallman's  Specifications,  I  will 
first  refer  to  the  Provisional,  as  the  issue  of  disconformity  is  raised.  [It  was 
then  read.]  Figs.  1  and  '6  are  the  exact  thing  described  in  the  Provisional 
Specification.  In  Fig.  4  another  band  is  introduced  ;  in  the  Provisional  Specifi- 
5  cation  it  is  said  that  two  bands  may  be  employed.  In  Figs.  6  and  7  there  are 
still  two  bands  ;  in  the  latter  the  second  band  is  underneath.  In  Fig.  9 
the  rim  itself  is  substituted  for  the  inner  band,  performing  its  functions 
as  well  as  those  of  a  rigid  rim.  I  do  not  say  that  Figs.  7  and  9  are 
within   the   actnal    words    of  the    Provisional  Specification.     The   Complete 

10  Specification  may  contain  an  invention  not  described  in  the  Provisional 
Specification  if  it  be  a  natural  development  of  what  was  in  the  latter. 
[The  Complete  Specification  was  then  read.]  The  Patentee  says  you  may  have 
wires  or  hooks  or  any  way  of  holding  on  to  the  rim,  but  you  must  have  his 
sealing,  and  he  describes  some  of  the  ways  in  which  the  sealing  may  be  done. 

15  [Byrne,  /. — If  in  Fig.  9  we  have  wires  at  the  bottom  instead  of  the  projecting 
pieces  of  india-rubber,  what  would  be  the  difference  between  that  and  the 
old  outer  cover  ?]  That  never  made  a  seal.  In  Fig.  9  there  is  a  seal  all 
round.  Nobody  until  SmaUmaii's  Patent  realised  the  possibility  of  this.  It  is 
the  pressure  of  P  and  Q  against  the  rim  which  prevents  the  air  from  escaping. 

20  The  invention  is  the  continuous  valve  maintained  by  air  pressure  in  the  com- 
bination which  is  set  out ;  it  is  a  detachable  circumferentially  air-sealed  tyre. 
We  allege  that  Claims  1,  3,  and  7  are  infringed.  Claim  1  is  a  general  claim  for 
the  principle  of  operation,  and  the  way  in  which  the  Patentee  shows  how  to 
carry  it  out.     The  Defendants  have  threatened  to  infringe  by  issuing  a  pro- 

25  spectus  showing  what  they  intend  to  do.  The  Defendants  have  taken  the  rim 
with  the  hooked  on  edges,  they  have  dispensed  with  the  inner  tube,  they  have 
put  on  their  rim  an  outer  band  with  tongues  ;  as  far  as  air  sealing  is  concerned 
it  is  near  to  Fig.  4.  [A  specimen  of  the  Defendants'  tyre  was  handed  in.] 
The  combination  described  in  Claim  7  is  actually  taken  ;  also  they  are  within 

30  the  very  words  of  Claim  3.  As  to  the  Objections,  one  is  that  the  invention  was 
published  in  Boothroyd's  letter,  but  he  himself  says  that  he  abandoned  the 
suggestion  he  made.  The  letter  was  written  on  December  3rd,  1890,  before 
the  publication  of  either  Welch's  or  BartletVs  invention.  [The  letter  was  then 
read.] 

35  The  following  witnesses  were  called  for  the  Plaintiffs,  viz..  Sir  Fredk,  J. 
Bramwelly  and  Messrs.  Dugald  Glej%  M.  A.  Adam,  J.  Swinburne,  and 
H.  Heaton.  During  the  cross-examination  of  Sir  Fredk.  J,  Bramivell,  Moulton, 
Q.C.,  proposed  to  put  questions  to  the  witness  on  Fleuss'  Specification,  No. 
20,145  of  1895.     Terrell,  Q.C.,  objected.    Moulton,  Q.C.,  contended  that  he  was 

40  entitled  to  shew  that  the  details  of  the  exhibit  F.J.B.  1,  which  did  not  appear  in 
Smallman,  were  details  which  were  published  (whether  such  publication  were 
in  a  Specification  or  other  document  was  immaterial)  in  1896,  and  that  such 
publication  was  known  to  the  Plaintiffs ;  his  case  was  that  Smallman's  direc- 
tions were  insufficient,  and    that   the  exhibit  was  made    according    to    the 

45  directions  of  the  document  published  in  1896.  Also,  he  submitted  that  he  was 
entitled  to  shew  that  the  Plaintiffs  purchased  Fleiiss'  Patent  containing  those 
directions  for  a  large  sum.  He  submitted  that  he  was  entitled  to  prove  that 
exhibit  F.J.B.  1,  put  in  by  the  Plaintiffs  as  an  example  of  the  invention  patented 
in  Smailman's  patent,  was  made  in  exact  accordance  with  the  directions  con- 

50  tained  in  a  document,  namely,  the  Specification  of  Letters  Patent,  No.  20,145 
of  1895,  which  was  published  in  May  1896,  and,  further,  that  it  was  made  in 
accordance  with  the  directions  in  the  Specification  of  Fleuss'*  Patent,  which  was 
purchased  by  the  Plaintiffs.  Terrell,  Q.C.,  admitted  that  the  Defendants  had 
sold  tyres  like  F.J.B.  1  from  1896  onwards.     BYRNE,  /.,  held  that  the  evidence 

55  was  not  admissible. 

In  the  course  of  the  cross-examination  of  Mr.  H,  Heaton,  Moulton,  Q.C., 
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submitted  that  having  shewn  that  the  witness  had  been  representing  to  the 
public  that  Fleuss  was  the  real  inventor,  he  was  entitled  to  shew  what  Fleuss 
disclosed  in  his  Specification.  Byrne,  J„  held  that  the  evidence  was  inadmissible, 
and  he  mentioned  Hinks  v.  71ie  Safety  Lighting  Company,  L.R.  4  CD.  (»07. 

Astbury,  Q.G.,  summed  up  the  PlaintifitV  case. — There  are  the  two  issues  of  5 
validity  and  infringement  in  this  case,  and  under  the  first  head  there  are  six 
Objections  taken  raising  the  points  whether  Smallman  was  the  first  and  true 
inventor,  whether  there  was  disconformit5%  whether  there  was  sufficient  descrip- 
tion,  whether  there   w^as  utility,  and  the  questions  of  anticipation  and  prior 
grant.     The  Patent,  if  good  at  all,  is  a  pioneer  Patent ;    it  is  the  first  of  its  kind  10 
subject  to  the  question  of  prior  grant.     The  questions  of  first  and  true  inventor 
and  of  novelty  are  pi-actically  the  same.     I  will  deal  first  with  sufficiency  of 
description.     Questions   whether   the  advertisements   of   the    Company   have 
been  accurate  are  irrelevant ;  and  it  is  also  quite  irrelevant  to  try  the  question 
what  Flnfss^  Specification   is.      What   the   reasons   were   which   induced  the  J 5 
Syndicate  to  buy  both  patents  or  to  call  their  tyres  Fleuss  tyres  is  immaterial. 
The  leading  feature  of  the  invention  is  that  it  is  a  detachable  circnmferentially 
air-sealed  tyre.     The  Patentee  was  only  bound  to  shew  one  mode  of  doing  this. 
Oar  evidence  is  that  the  directions  were  sufficient.     The  question  is  what  was 
the   invention.      The    Bartldt  tyre,  as  pointed  out  by  Lindley,  M.R.,  w^as  a  20 
combination  of  two  old  forms  of  tyre.     Bomrr,  J.,  pointed  out  in  considering 
in  Thf  Pneumatic  Tyre  Company,  Ld.  v.  The  Tubeless  Pneumatic  Tyre  dr.,  Ld. 
whether  D.C.  10  was  an  infringement  of  Bartlett,  there  was  great  invention  in 
a  man  thinking  of  the  idea  of  getting  rid  of  the  air-tube  if  he  was  able  to  put 
it  into  practice.     Althougli  it  might  seem  a  small  thing  to  take  the  air-tube  25 
out  of  BartletVs  tyre,  it  never  occurred  to  anyone  to  do  it.     The  invention  is 
t-iking  the  air-tube  out.  provided  that  the  necessary  alterations  are  made  to  keep 
the  a'.r  in.     There  may  be  many  ways  of  doing  it;   if  the  inventor  shevvs  the 
means  of  doing  it  that  is  sufficient.     As  to  w^hether  the  canvas  is  to  be  cut 
on  the  bias,  the   Specification  seows  that  it   must  be  extensible.     The  same  30 
objection  w'ouhi  be  applicable  to  Bartlett.     The  fact  that  you  have  to  experi- 
ment to  get  the  best  result  does  not  invalidate  a  Patent.     Fleuss  may  have  made 
improvements,  one  suggested  is  the  separate  flat  ring  and  the  other  the  use  of 
soft  soap.     Smallman  says  that  you  have  to  stretch  the  tyre,  that  the  tw^o  pieces 
must  lie  tight  together,  ^nd  you  must  have  the  contact  with  soft  rubber.     It  is  35 
suggested  that  because  he  did  not  tell  you  to  lubricate  the  edges  his  Patent  is  bad. 
Supposing  some  one  had  taken  out  a  Patent  for  lubricating  his  edges,  it  would 
have  been  absurd.     Unless  doing  that  to  Smallman\s  tyre  is  an  invention,  it 
does  not  affect  the  Patent.     He  had  only  to  shew  how  to  put  it  into  operation, 
and  if  it  will  operate  at  all  it  is  useful.    There  is  sufficient  utility  if  the  tyres,  40 
blown  up  dry,  will  last  for  an  hour.    If  the  invention  is  an  air-seal,  the  question 
how  long  it  will  seal  is  irrelevant.     Referring  now  to  the  cases.  Baron  Parke, 
in  Neilson  v.  Harford,  1  Web.  P.O.  at  p.  317,  directed  the  jury  that  if  experi- 
ments were  necessary  to  enable  the  invention  to  be  used  at  all,  the  Patent  was 
void,  but  if  it  was  only  necessary  to  experiment  in  order  to  get  the  full  benefit  45 
of  the  invention,  then  it  was  valid.     In  J^Jdison  and  Swan  Electric  Lighting 
Company  v.  Holland,  6  R.P.C.  213,  there  were  no  directions  given  how  to 
carbonise  the  filament,  bnt  the  judgments  of  the  Court  of  Appeal  shew  that 
the  test  is  whether  a  reasonably  competent  person  could  perform  it.     There  is 
also  the  judgment  of  Lord  Hatherley  in  The  British  Dynamite  Company  v.  60 
Krrbs,  13  R.P.C.  at  p.  VH  on  this  point.     As  to  how  the  (/ourt  ought  to  treat  a 
Specification  to  which  these  objections  are  made,  I  refer  to  Otto  v.  Linford, 
4()  L.T.  39,  and  Whitphnuse\s  Patent,  1  Web.  P.C.  p.  473,  and  as  to  the  mode  of 
construction  of  a  Patent  to  Plimpton  v.  Spiller,  L.R.  6  CD.  412.     [Byrnb,  J., 
mentioned  Hinks  v.  T'he  Safety  Lighting  Company,  L.R.  4  CD.  (507.]     As  to  55 
utility,:the  cases  are^summed  up  inFrost  on  Patents,  pp.  143  and  144.  Slight  utility 
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is  sufficient,  Badiadu*  Anilin  and  Soda  Fabrik  v.  Levinstein^  L.R.  12  App. 
Gas.  710  ;  4  R.P.C.  451).  The  question  here  is — can  an  article  constructed  according 
to  this  Specification  be  made  to  hold  wind  as  a  tyre  ?  Whether  it  will  hold  long 
enough  to  obtain  a  large  sale  is  irrelevant.  The  question  whether  tyres  were 
,*)  lubricated  before  has  no  influence,  as  this  is  the  first  tyre  of  the  kind  having  an 
air-seal.  [BYRNE,  «7. — If  you  cannot  produce  an  air-seal  within  the  Patent 
without  the  use  of  a  lubricant  is  not  that  sufficient  to  invalidate  it  ?]  1  submit 
not,  but,  in  fact,  it  can  be  done.  It  was  common  knowledge  to  lubricate 
rubber  in  order  to  get  an  air-seal.     Large  quantities  of  tyres  have  been  made, 

10  and  the  fact  that  they  were  not  made  under  the  Patent  for  some  years  is  not  of 
much  weight,  unless  the  whole  circumstances  are  known.  [Byrne,  «/.,  referred 
to  a  passage  in  the  judgment  in  Hinks  v.  The  Safety  Lighting  Company,'] 
That  has  been  extended  since,  it  need  not  be  a  workman  who  does  it,  it  is 
sufficient  if  it  can  be  done  by  a  skilled  person  conversant  with  the  trade.     I  do 

15  not  deny  that  if  you  put  on  separately  a  soft  rubber  ring  made  on  the  flat,  that 
will  give  a  better  and  more  certain  initial  seal,  but  the  question  is  whether  that  is 
fairly  doing  it  according  to  Small  man.  We  have  got  tyres  made  without  the  rings. 
Our  model  of  Fig.  4  works  perfectly.  [^Bonsfield^  Q.C. — That  is  not  made  of  canvas 
but  of  fabric]     The  evidence  is  that  thousands  of  Fleuss  tyres  had  been  made 

2<'  of  canvas  before  the  new  material  was  known.  Then  as  to  disconformity,  in 
the  Provisional  Specification  there  is  a  clear  description  of  the  invention  of 
a  detachable  air-sealed  tyre,  and  of  two  ways  of  doing  it.  The  objection  is  that 
Figs.  G  and  8  are  only  elaborated  in  the  Complete  Specification.  The  greatest 
authority  on  this  point  is  the  case  on  the  Welch  tyre.   There  was  no  mention  in 

25  WelrJi's  Provisional  Specification  of  a  pneumatic  tyre.  You  may  have  any 
legitimate  development  either  in  form,  mode  of  working,  or  mode  of  carrying 
out,  but  it  must  not  be  a  new  invention.  The  cases  are  collected  in  Frost  on 
Patents,  p.  108.  I  quote  particularly  Gadd  v.  T'he  Mayor  of  MancJiester^ 
9  R.P.C,  at  p.  .526.     Fig.  9  of  Sniallman  is  the  same  invention,  which  is  not 

30  merely  putting  two  pieces  of  rubber  one  over  the  other.  It  is  having  the  air- 
seal  in  a  detachable  tyre.  I  refer  also  to  Cassel  Gold  Extracting  Comjjany^  Ld, 
V.  The  Cyan  ids  Gold  Recovery  Syndicate^  12  R.P.C.  257.  Passing  to  the 
question  of  anticipation,  Lighton  and  Galley  are  not  prior  publications  at  all. 
They  can  only  be  put  as  prior  grants.      This  objection  has  never  prevailed. 

35  Stnallman  is  good,  unless  the  Crown  had  put  it  out  of  its  power  to  give  him 
a  monopoly  for  his  claims.  Lighton's  and  Galley's  claims  are  quite  different, 
and  Lighton  would  be  unworkable.  Thomas  is  not  like  oure.  Bartlett  and 
Scott  have  the  inner  tube.  Even  if  our  invention  consists  in  taking  the  inner 
tube  out  of    Wcdderman,  it  would  be  a  good  invention.     A  prior  document,  in 

40  order  to  be  an  anticipation,  and  especially  if  it  is  a  mere  paper  anticipation, 
must  contain  all  the  specific  directions  which  are  necessary  to  be  contained  in 
a  Specification  itself  in  order  for  it  to  be  valid.  What  Boothroyd  wrote  of  was 
not  detachable.  How  the  tyre  is  to  be  fastened  on  the  rim  and  what  the  non- 
return valve  is  to  be  are  not  mentioned.     The  question  is  what  he  would  be 

45  taken  to  have  meant  in  18D  J  when  the  detachability  of  the  tyre  had  not  been 
thought  of.  Hilh  v.  Evans,  4  D,  F.  &  J.  288,  and  Belts  v.  Menzies,  10  H.L.C,  154, 
are  the  leading  authorities,  but  I  refer  especially  to  Savage  v.  Harris^  13  R.P.C. 
364.  In  Lewis  and  Stirckler's  Patent,  11  R.P.C.  24,  the  actual  pictures  and  words 
of  the  claims  had  been  published,  but  Romer,  J.,  said  that  he  was  not  satisfied 

5(J  that  there  had  been  a  sullicient  disclosure.  The  Defendants  here  are  trying  to 
make  out  anticipation  by  building  up  a  mosaic  contrary  to  Von  Heyden  v. 
Neastadtj  50  L.J.Ch.  at  p.  128.  With  regard  to  infringement,  Smallman  is  a 
pioneer  patent.  Romer,  J.,  in  The  Dunlop  Pneumatic  Tyre  Company,  Ld,  v. 
Tlie  Tuheless  Pneumatic  Tyre  dc  Ld.,  15  R.P.C.  74,  considered  it  was  a  great 

55  step  to  do  without  a  complete  tube.  The  question  is  whether  the  Defendants 
have  taken  the  underlying  principle  of  the  invention,  Incandescent  Oas  Light 
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Company  v.  De  Mare  Incandescent  Gas  Light  System^  13  R.P.C.  301,  and 
Moore  v.  Thomson^  7  R.P.C.  327.  The  Defendants  have  the  initial  air-seal 
produced  by  the  contact  of  two  pieces  of  rubber  in  tension. 

Moultony  Q.O.,  opened  the  Defendants'  case. — This  is  a  paper  Patent.    The 
natural  way  for  this  case  to  have  come  up  would  have  been  if  Smalbnan  had  5 
been  trying  to  stop  FleusSy  and  then  Flenss  would  have  shewn  that  Smallman'^s 
Patent  lay  unused  for  four  years,  until  Fleuss,  by  his  experiments,  made  his 
tyre  ;  that  Fleuss  immediately  was  largely  used  ;  and  that  the  tyres  of  this  type, 
which  have  been  made,  have  had  the  features  of  Fleuss,    But  as  it  is  the  owners 
of  Fleuss  have  bought  Smallman,    The  scope  of  Sfnallman's  Patent  should  not  10 
differ  whether  the  action  be  against  owners  of  Fleuss  or  the  present  Defendants. 
The  case  rnises  seriously  anticipation,  disconformity,  non-utility,  insufficiency  of 
Specification,  and  non-infringement.     First  of  all,  one  has  to  consider  what  is 
the  invention,  and  preparatory  to  the  question  of  construction  one  has  to  put 
oneself  in  the  position  of  people  with  the  knowledge  of  the  time.      The  first  15 
pneumatic  tyre  was  the  Dunlop^  which  was  bound  by  solutioning  canvas  wrapped 
round  the  rim,  or  between  the  tube  and  the  rim,  in  a  way  difficult  to  detach. 
The  difficulty  was  to  repair  the  tyre,  and  there  was  several  attempts  to  get  over 
it.    The  Welch,  or  wired-on  tyre,  and  the  Clincher,  which  was  held  by  the  air- 
lock, were  both  patented  in  1890.    Then  there  were  suggestions  of  covers  which  20 
were  hooked  or  laced,  or  had  interlocking  fastenings.    All  these  were  known 
at  the  date  of  Smallman,    I  now  come  to  the  Boothroyd  letter,  which  will  be 
of  great  importance,   not  only   for  the   purposes  of    public  knowledge  and 
anticipation,  but  also  on  the  question  of  the  interpretation   of  Smallman^s 
Specification.     It  puts  the  PlaintiflFs  in  a  dilemma,  and,  if  one  interpretation  25 
is  adopted,  the  Patent  will  be  invalid.  The  Boothroyd  tyre,  which  is  a  single  tube 
tyre,  is  well-known.     The  letter  shews  the  stage  of  developments  at  the  date  at 
which  it  was  written.     [The  letter  was  then  read.]     The  Dunlop  tyre  consisted 
of  three  parts,  the  inner  tube  and  the  canvas  cover  with  the  thick  tread  of  india- 
rubber  outside  it.    Boothr^oyd  suggested  that  these  could  be  reduced  to  two,  30 
that  you  might  have  a  cover  all  in  one  put  over  the  inner  tube  and  fastened  by 
lacing.    This  comes  before  the  lacing  patents,  and  was  the  first  publication  of 
the  idea  of  the  loose  cover.     It  might  be  laced  or  cemented.     He  goes  on  to  the 
suggestion  of  a  single-tube  tyre.     If  you  have  a  way  of  repairing  it,  it  is  the 
simplest  of  tyres.     He  proposes  to  cut  the  tube  all  round  on  the  under-side  and  35 
provide  it  with  a  non-return  valve,  which  would  be  a  flap  throughout  the  whole 
length.    This  gave  the  air-tightness,  and  by  solutioning  a  strip  of  canvas  to  the 
edges  he  got  the  strength.     It  was  a  step  which  shewed  great  ingenuity,  and 
the  advantage  was  that  the  measure  of  the  difficulty  of  repairing  was  simply 
the  re-solutioning  on  of  the  canvas.   Anyone  would  see  that  you  could  substitute  40 
lacing  or  hooking  for  the  solutioning.    What  is  described  would  be  understood 
to  be  a  slit  tube  rendered  air-tight  by  the  longitudinal  valve,  and  rendered 
capable  of  bearing  the  pressure  by  the  edges  being  united  by  something  capable 
of  resisting  tension.     It  would  require  no  invention  to  tie  the  edges  by  other 
means  than  the  piece  of  canvas.  In  the  period  between  Boothroyd  and  Smallman  45 
there  were  Wedd^rman  and  Mackintosh.     Wedderman  had  an  inner  tube  and  a 
cover  with  heels  hooking  into  recesses  at  the  side  of  the  rim.    Then  Smallman 
filed  his  Provisional  Specification,  and  one  must  consider  what  it  was.     [The 
Provisional  Specification  was  then  read.]     The  Patentee  says  that  he  prefers  an 
endless  band  of  caoutchouc  and  cloth  moulded  in  the  form  of  a  tubular  ring,  50 
one  margin  of  the  band  lying  over  the  other.    That  is  as  in  Boothroyd.    He  gets 
air-tightness  by  one  margin  lying  over  the  other  as  in  Boothroyd  ;  he  gets  strength 
by  holding  together  the  margins,  by  letting  them  engage  in  the  shoulders 
of  the  rim.     He  uses  Boothroyd's  tube  and  the  Wedderman  or  the  Clincher 
method  of  holding  the  edges  together.    I  do  not  say  that  Smallman^s  was  not  55 
an  improvement  on  Boothroyd  in  the  way  of  holding  together ;  but  it  was  only 


Vol.  XVI.,  No.  15.]      AND  TRADE  MARK  OASES.  301 

The  Tubeless  Pneumatic  Tt/re  and  Capon  Heaton^  Ld,  v.  Tlie  Trench 

Tubeiess  Tyre  Company^  Ld,  and  Others, 


using  two  pieces  of  common  knowledge  and  putting  them  together.  Then  he 
goes  to  the  one  he  does  not  prefer.  In  the  former,  one  edge  only  was  enlarged ; 
now  there  are  enlargements  at  each  edge.  The  valve  is  not  a  flap  cemented  to 
one  side,  but  it  is  in  the  shape  of  a  T,  with  flaps  over  both  edges,  and  with  the 
5  thickened  part  of  the  inner  band  lying  between  the  two  margins.-  He  has  the 
Boothruyd  longitudinal  non-return  valve,  but  in  a  less  simple  form.  What  he 
invented  was  the  combination  of  the  Boothroyd  tube  with  the  Weddennan 
fastening.  I  now  come  to  the  Complete  Specification.  Fair  development  is 
allowed,  but  it  must  not  go  beyond  carrying  out  the  invention.     It  is  arguable 

10  that  Fig.  3  is  a  fair  development.  But  in  Figs.  6  and  7  he  has  a  completely 
different  construction.  In  substance  he  only  puts  an  india-rubber  bottom  to 
the  rim,  leaving  out  the  central  band.  He  has  no  longitudinal  valve  at  all. 
What  he  described  in  his  Provisional  Specification  is  satisfied  by  Fig.  1  and 
Fig.  4.     He  tries  to  sweep  in  every  attempt  to  use  no  inner  tube.     Figs.  8  and  9 

15  have  nothing  to  do  with  the  Provisional  Specification.  In  Figs.  G  and  7  the 
use  of  the  band  was  a  sham.  In  Figs.  8  and  9  he  throws  off  the  mask  of  the 
second  band.  There  is  in  these  Figures  no  distinction  between  the  means  of 
getting  air-tightness  and  resistance  to  expansion.  He  has  no  valve,  he  trusts  to 
the  Clincher  action  for  resistance  to  pressure  and  to  the  jam  being  sufficient  to 

20  make  it  air-tight.  He  also  says  that  the  tyre  may  be  wired  on,  whereas  his  sole 
invention  was  that  he  had  chosen  a  particular  method  of  holding  on.  He  claims 
wiring  the  cover  on.  If  he  claims  every  method  of  fixing  Boothroyd's  tyre  his 
Patent  is  bad.  The  method  of  spaced  fastenings,  or  that  of  interlocking,  is 
contrary  to  the  Clincher  method  of  holding  on,  which  he  had  in  his  Provisional 

25  Specification.  If  he  claims  the  dispensing  with  the  inner  tube,  he  goes  beyond 
the  Provisional  Specification,  and  he  is  anticipated  by  Boothroyd,  Nuttall  v. 
HargreaveSy  8  R.P.C.,  at  p.  454,  is  an  illustration  of  my  argument,  see  especially 
the  judgment  of  Bowen^  L.J.  The  application  of  laced  edges  to  the  Boothroyd 
tube  is  not  within  the  Provisional  Specification,  there  the  margins  were  free. 

30  In  that  form  the  only  novelty  would  be  the  lacing,  and  that  was  not  in  the 
Provisional  Specification.  The  latter  only  claimed  the  combination  of  the 
Clincher  mode  of  fastening  with  the  split  tube.  Where  a  man  first  invents  a 
device  like  Boothroyd's  tube  he  is  allowed  to  claim  very  broadly,  but  it  is 
dift'erent  where  the  state  of  knowledge  is  such  as  it  was  at  the  date  oiSmallifian, 

35  It  is  doubtful  whether  Fig.  3  is  described  in  the  Provisional  Specification.  But 
at  all  events,  in  Figs.  G  and  8,  and  in  mentioning  the  wiring  on,  the  interlocking, 
the  lacing  and  the  space  fastening,  he  has  departed  from  the  combination  which 
was  his  invention.  On  the  question  of  infringement,  the  Trench  tyre  is  not  in 
its  nature  the  same  as  Smallman,    Trench  gets  the  air-tightness  and  the  strength 

40  by  one  device ;  there  is  not  the  separation  of  function  which  was  the  essence  of 
Boothroyd  and  of  Smallman.  There  was  no  transverse  pressing  of  the  margins 
together  in  either  of  them.  Trench  depends  wholly  on  it,  and  his  is  an 
independent  invention  ;  he  has  a  mechanical  air  seal.  In  Trench  the  margins 
do  not  lie  one  over  the  other.   Smallman  gets  his  initial  seal  by  circumferential 

45  air-tightness.  Trench  has  a  joint,  whereas  Smallman  has  a  valve.  As  to 
anticipation  by  Lighten^  he  dispensed  with  a  tube,  having  a  cover  which  was 
wired  on  the  rim.  If  Smallman  be  interpreted  as  covering  cases  where  a 
wired  on  tyre  is  used  without  a  tube,  Lighton  would  be  an  infringement  of  it; 
but  Lighton  is  prior.    With  regard  to  non  utility  and  insufficiency  of  description, 

50  I  submit  that  Smallman  has  not  given  such  directions  as  would  enable  the 
public  to  make  a  useful  tyre  without  further  experiment.  The  public  must  be 
able  to  use  every  form  that  he  has  claimed.  According  to  Mr.  Dagald  Clerk's 
report,  the  things  that  Flcms  invented  were  necessary  to  make  it  a  practical 
tyre.     It  is  admitted  that  until  the  Flemss  tyre  came  out,  that  is  from  1893  to 

55  1896,  not  a  single  tyre  was  made  according  to  Smallman^  and  all  the  tyres 
since  1896  have  got  the  peculiarities  which  \Fleuss  introduced.     I  am  not  in  a 
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position  to  shew  what  Fleuss  claimed,  but  the  inference  from  the  evidence  is 
that  he  claimed  the  flat  ring  put  on  separately  and  the  lubrication,  and  these 
are  not  found  in  Smallman,  They  are  the  features  that  made  the  tyre 
practicable.  Coming  now  to  Smallman'a  Complete  Specification  it  says  that 
the  band  may  be  moulded  in  the  form  of  a  tubular  ring ;  he  never  met  the  5 
difficulties  of  doing  it  with  a  flat  band.  The  reference  to  unvulcanised  or  spongy 
caoutchouc  shews  that  careful  attention  was  not  given  to  practical  details,  spongy 
caoutchouc  would  be  unsuitable,  and  unvulcanised  rubber  would  stick  together 
and  make  a  joint.  x\l though  the  expression  "  stretched  on  the  rim  "  is  used, 
Smallman  does  not  give  any  specific  directions  as  to  the  initial  seal.  In  10 
Figs.  6  and  7  he  only  uses  the  second  band  on  the  bottom  of  the  rim,  and  he 
afterwards  discards  it.  Nobody  has  ever  made  a  practical  tyre  from  Figs.  6 
and  7.  If  the  tyre  is  to  be  stretched  on  and  to  be  air-tight  when  it  is  on, 
directions  for  doing  this  are  not  given.  It  is  not  practicable.  There  is 
insufficiency  of  direclions  unless  they  lead  to  normal  success  in  getting  a  15 
practicable  article.  It  is  true  that  Lord  HerscheUy  in  the  Badische  Anilin 
case,  said  that  commercial  success  is  not  essential ;  but  although  patentable 
utility  is  not  tested  by  commercial  utility,  you  must  not  have  uncertainty 
of  result.  There  are  no  directions,  even  as  to  stretching,  in  reference 
to  Figs.  6,  7,  8  and  9.  Wedderman  without  an  inner  tube  would  not  20 
work,  and  Smallman  gives  no  directions  to  make  it  work.  No  tyre  like  Fig.  8 
or  9  has  been  produced  in  a  rim  wuth  the  spokes  going  through.  Smallman 
relies  on  the  tyres  shewn  in  these  figures  being  air-tight  in  spite  of  the  spokes  ; 
but  they  would  not  work.  I  submit  that  no  sufficient  directions  are  given  as  to 
Figs.  6,  7,  8  and  9.  Then  it  is  said  that  we  do  not  get  success  because  we  do  not  25 
lubricate,  but  lubrication  was  never  used  for  tyres,  and,  if  necessary,  Smallman 
ought  to  have  said  that  it  was.  No  one  would  at  that  time  have  thought  of  lubri- 
cating ;  most  lubricants  would  rot  the  rubber.  The  success  of  the  Fleuss  was  due 
to  the  idea  of  using  soft  soap.  The  public  ought  not  to  have  to  experiment  as  to 
the  causes  of  failure.  Even  with  a  lubricant  Wedderman  without  an  inner  tube  30 
would  not  succeed.  Gandy  v.  Reddaivay,  2  R.P.C.  49  shews  that  if  a  special 
lubricant  was  necessary,  the  Patentee  ought  to  give  a  practical  one.  Then  if  the 
tyre  is  wired  on  the  rim,  there  are  no  directions  to  enable  one  to  get  an  initial 
seal.  I  submit  that  in  this  case  there  is  substantial  insufficiency.  The 
Patentee  says  that  the  canvas  may  be  on  the  bias,  this  implies  that  it  may  be  on  35 
the  straight,  but  if  so  it  would  not  work.  As  to  Hill  v.  Evans^  Lord  Wais&n 
has  pointed  out  that  the  issue  whether  knowledge  is  sufficiently  published  so  as 
to  put  the  public  in  possession  of  an  invention  and  prevent  it  being  patented  is 
different  from  the  issue  whether  a  Patentee  has  sufficiently  discharged  the 
burden  of  giving  to  the  world  sufficient  directions.  What  may  be  sufficient  in  40 
the  former  case  may  not  be  in  the  latter.  The  Patentee  has  told  it  sufficiently 
if  he  has  told  it  to  the  class  of  people  to  whom  it  is  addressed.  It  must  be  an 
effective  publication. 

The  following  witnesses  were  called  for  the  Defendants : — Messrs.  W.  W, 
Beaumont,  E,  E.  Phillips,  (7.  H,  Gray,  B.  Hopkinson,  F.   E.  Sprang,  and  45 
T.  W.  Cox. 

Mmilton,  Q.C.,  summed  up  the  Defendants'  case. — Dealing  with  the  points 
as  to  which  there  is  no  substantial  contest,  I  submit  they  afford  a  perfect 
defence.  There  is  practical  agreement  as  to  the  meaning  of  the  publication  by 
Boothruyd.  [The  letter  was  then  quoted.]  The  object  was  to  provide  for  easy  50 
repair  of  a  puncture.  The  tube  is  slit  on  the  under  side  all  round,  he  puts  a 
non-return  valve,  which  all  the  witnesses  agree  must  be  a  long  slit  valve,  and 
the  cut  edges  are  made  up  with  canvas,  giving  the  strength,  whilst  the  valve 
gives  the  air-seal.  [The  evidence  of  Sir  Frederick  Brafnwell  and  Messrs.  Swin- 
burne  and  Beaumont  was  referred  to.]  The  exhibits  F.J.B.  11  and  W.W.B.  1  55 
are  fair  representations  of  Boothroyd.    It  would  require  no  invention  to  take 
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the  alternative  of  lacing  with  eye-holes  instead  of  the  canvas  solutioned  on. 
Any  method  of  attaching  the  edges  together  would  not  be  subject-matter  for 
Letters  Patent,  unless  there  was  some  ingenuity  in  the  way  itself.  Boothi^ryd 
published  a  construction,  he  may  not  have  actually  faced  the  difficulty  of  the 
5  initial  seal,  but  neither  did  Smallman.  Boothroyd  would  be  a  little  better 
as  to  practicability  than  Smallman.  Boothroyd  published  the  construction 
of  tyre  now  called  the  tubeless.  Vorwerk  v.  Evans,  7  R.P.C.  265, 
enunciated  the  doctrine  that  even  if  a  man  publishes  a  thing  so  that 
the  world  cannot  use  it,  but  publishes  it  clearly  without  the  further  explanation 

10  necessary  to  enable  it  to  be  used,  he  may  have  increased  the  knowledge  of  the 
world  so  as  to  leave  nothing  to  be  done  which  is  patentable,  or  so  as  very  much 
to  restrict  a  subsequent  Patent.  In  considering  the  scope  of  Smallman,  it  is  to 
be  remembered  that  both  his  devices  had  been  published.  Then  Smallmah's 
Provisional  Specification  was  for  the  use  of  the  Clincher  fastening  with  Booth- 
lb  royd^H  tube,  and  there  was  a  second  less  simple  form  where  there  was  a  second 
piece  not  fastened  to  either  margin.  The  special  combination  may  have  been 
patentable,  but  after  Boothroyd  the  particular  combination  only  could  be 
claimed.  Coming  to  the  Complete  Specification,  the  meaning  of  the  passage 
commencing  '*for  instance  a  tubular  band   A.P.Q.,"  is  clear,  and  all  these 

20  constructions  are  explicitly  claimed,  for  Claim  1  would  cover  them.  Figs.  6,  7, 
8  and  9  are  specifically  claimed.  Claim  16  puts  forward  a  thing  having  an  air- 
seal  between  the  margins  and  the  rim.  It  is  practically  uncontroverted  that 
Figs.  8  and  9  were  impracticable  without  further  invention.  Smallman ^i^noi 
realize  the  difficulty  as  to  the  spoke-holes.     The  danger  in  the  Clinclier  is  that  the 

25  pull  turns  up  the  toes  or  lips  and  then  the  trye  comes  off.  Smallman  did  not 
know  that  and  hence  made  a  blunder.  The  Plaintiffs'  model  of  these  figures  has 
a  special  variation.  With  spoke-holes  in  the  rim  this  always  fails  ;  in  fact  it  fails 
whether  there  are  spoke-holes  or  not.  Figs.  8  and  9  are  clearly  stated  by 
Smallman  to  work  with  spoke-holes.     It  is  not  open  to  say  that  they  could  be 

JO  brazed  up.  What  Smallman  relied  on  was  the  seal.  II  cannot  be  said  that  what 
are  indicated  as  the  best  methods  must  be  taken ;  it  must  be  shewn  that  all 
will  do.  As  to  infringement  the  seal  in  Trench  is  a  mechanical  seal,  initially, 
and  none  of  the  witnesses  say  that  it  alters  its  character.  It  is  produced  by  the 
nip  of  the  rim.     If  there  is  a  mechanical  seal  in  Smallman  it  is  produced  by 

35  circumferential  tension.  The  four  uncontested  points  are,  I  submit,  that 
Boothrayd  was  a  publication  of  this  tubeless  tyre,  the  meaning  of  Smallman's 
Provisional  Specification,  that  Figs.  8  and  9  will  not  work,  for  we  have  shewn 
that  they  will  not,  and  the  Defendants  have  not  made  a  tyre  in  accordance  with 
them  that  will  work,  and,  fourthly,  that  in  our  tyre  there  is  a  mechanical  seal. 

40  Also  I  submit  that  Boothroyd  is  an  anticipation,  for  Smallman  says  the  edges 
may  be  laced  together  and  that  difference  between  Smallman  and  Boothroyd 
was  a  piece  of  common  knowledge.  But  if  Smallman  is  restricted  to  what  his 
Provisional  Specification  covered,  then  the  Defendants  do  not  infringe.  Then 
there  is  disconformity.     Figs.  1  and  4  are  what  is  described  in  the  Provisional 

45  Specification,  Fig.  3  is  doubtful.  Then  Fig.  6  is  the  same  really  as  Fig.  8,  and  in 
the  latter  there  are  neither  overlapping  edges  nor  central  band.  In  Figs.  1  and  4 
there  was  no  need  of  air-tight  contact  between  the  tyre  and  the  rim.  That  was 
effected  by  the  projecting  margins  or  the  central  band.  In  the  Provisional 
Specification  and  in  the  legitimate  part  of  the  Complete  Specification  there  is  a 

50  complete  rubber  tube  with  a  non-return  valve.  In  Figs.  8  and  9  there  is  neither 
a  rubber  tube  nor  a  non-return  valve,  but  a  tube  partly  of  metal  partly  of  rubber, 
and  the  Patentee  relies  on  exceptional  fitting.  It  is  a  change  of  nature.  His 
device  was  one  which  rendered  a  perfect  fit  unnecessary.  In  the  Provisional 
Specification  he  kept  the  air  in  by  the  pressure  of  overlapping  lips  on  to  the 

55  mai^ins  of  the  tyre.  Here  he  does  it  by  a  perfect  fit  betw^een  the  eds^es  of  the 
tyre  and  the  rim.     There  is  not  a  non-return  valve  in  Fig.  G.     The  words 
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non-retnrn  valve  are  not  used  in  the  Provisional  Specification,  but  that  is  what  is 
indicated.     In  Figs.  8  and  9  the  essence  is  that  there  Fhould  be  no  play.     After 
Boothroyd  the  genus  characterised  by  one  tubular  tyre  split  up  with  a  non-return 
valve  was  known.     After  that  there  could  only  be  patented  a  special  combina- 
tion.    The  Boothroyd  tube  held  by   the  Clincher  fastening  was  Smallman's  5 
species.     He  might  vary  it  in  the  overlap,  but  there  must  be  identity  of  invention. 
He  goes  even  beyond  Fig.  8,  for  he  takes  the  Welch  and  other  modes  of  fastening 
on,  and   if   I  am  right  in  construing  the  Provisional   Specification,  he   has 
gone  beyond  the   invention  contained  in   it.     It  is  said  that    any    tubeless 
detachable    tyre    is  within  Smallman,  but  the    first    was    Bwth7'oydj    and  10 
even    if    Smallman    had    been    the    first,    he    could    not    have    claimed  all 
tubeless  detachable  tyres  ;  if  it  were  the  first  of  the  class,  the  whole  class  could 
not  be  claimed.     One  cannot  claim  hy  i\xnQ,\\on,  Automatic  Weighing  Machine 
Company  v.  Knight,  6  R.P.C.  297.  This  is  an  a  fortiori  cdiB^^  because  the  tubeless 
construction  had  been  shewn  by  Boothroyd.     He  means  to  claim  a  Boothroyd   If) 
tube,  however  fixed.     There  is  nothing  of  Claim  16  in  the  Provisional  Specifi- 
cation.   Claim  1  is  very  wide.    Also  Figs.  8  and  9  are  bad  for  want  of  subject^ 
matter.     They  are  only  Wedderman  with  the  inner  tube  left  out.     The  Patentee 
merely  abandons  a  security  and  tries  to  make  up  by  perfect  fitting.     I  now  come 
to  insufficiency.     There  is  no  reference  to  initial  seal,  excepting  in  the  one  word  20 
"  stretched."    An  exaggerated  importance  is  attempted  to  be  given  to  that  word. 
It  only  comes  in  after  the  words  "  I  prefer  ",  and  stretching  on  the  rim  is  not 
important  in  reference  to  what  he  is  there  speaking  of.     It  is  the  stretching  of 
the  lip  B  over  the  other  margin  that  is  important.     The  Patentee  did  not  tell 
enough  of  the  necessity  of  the  initial  seal,  he  had  not  himself  appreciated  its  2.'» 
importance.     The  duty  of  the  Patentee  was  to  tell  the  public  how  to  do  it 
without  experiment.     It  is  admitted  that  no  tyres  were  made  for  four  years. 
Fleuss  was  put  forward  by  the  Company  as  the  great  inventor.     The  success  of   _ 
Flenss  was  chiefly  due  to  the  joint-making  material,  although  the  special  form  of 
the  lip  was  also  of  importance.     No  one  would  have  thought  of  using  water  or  )M) 
oil  to  lubricate.     If  lubrication  was  necessary,  Smallman  ought  to  have  told  the 
public  that  it  was.     The  Fleuss  tyre  need  not  be  stret<;hed  on  the  rim,  this 
would  be  an  insufficient  description  of  it.     One  margin  must  be  stretched  over 
the  other.     Also  the  lip,  for  practical  success,  must  be  of  pure  rubber.    Simj)son 
V.  Holliday,  L.R.  1,  H.L.  315,  shews  that  if  a  patentee  gives  two  alternatives,  he  ^5 
must  shew  that  either  will  do.     Smallman  claimed  with  or  without  spoke- 
holes,  he  has  not  sorted  out  what  will  do  from  what  will  not  do.     He  tells 
nothing  of  lubrication  or  of  this  special  form  of  the  lip.     Smallman  uses  the 
word  "  may  "  constantly  in  the  Specification,  he  wanted  to  make  it  as  wide  as 
possible.    As  to  the  Badische  Anil  in  case.  Lord  Halshury  points  out  that  40 
commercial  success  may  be  of  importance.    A  tyre  must  be  a  practicable  tyre, 
one  holding  on  for  a  few  minutes  is  useless.     [Byrne,  J. — The  subject-matter 
must  be  looked  at.]     Yes,  that  is  supported  by  Lord  Halsbury^s  dictum.     If 
the  invention  is  said  to  be  doing  without  the  inner  tube  and  yet  having  a 
practicable  tyre,  then  if  it  is  not  practicable  there  was  no  invention.    Utility  is  45 
a  question  of  substance.     Gandy  v.  Reddaway,  2  R.P.C.  49,  well  illustrates  the 
present  invention.     In  NeilsonY.  Harford,  I  Web.  P.C.  317,  puts  the  question  as 
to  sufficiency  very  clearly.     As  to  the  question  of  infringement,  none  of  the 
tyres  Smallman  claimed  holds  the  air  in  by  keeping  the  margins  mechanically 
pressed  together,  as  we  do.     I  refer  to  Bailey  v.  Roberton,  L.R.  3  App.  Cas.  1055,  50 
on  the  questi  n  of  disconformity. 

Fryer  for  the  Defendant  Pattisson  asked  for  the  action  to  be  dismissed  with 
costs.     [Terrell,  Q.C.,  referred  to  Betfs  v.  De  Vitre,  3  Ch.  429.]     [BYRNE,  /., 
pointed  out  that  this  Defendant  had,  by  his  defence,  put  the  validity  of  the 
patent  in  issue.]     Then  I  rely  on  the  evidence,  and  I  adopt  the  arguments  of  55 
the  other  Defendants 
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Terrelly  Q.C.,  in  reply  : — The  serious  point  of  this  case  is  what  is  Boothroyd  ? 
On  the  decision  of  this  question  the  issues  of  anticipation,  infringement, 
invention,  subject  matter,  and  disconformity  all  hang.  It  is  said  that  to 
hold  the  Patent  valid  the  Provisional  Specification  must  be  read  so  narrowly, 
5  that  there  is  disconformity  when  one  comes  to  the  Complete  Specification.  A 
Boothroyd  tyre  has  not  been  produced,  only  a  section.  Boothroyd  gives  no 
sufficient  information  to  enable  it  to  be  put  into  practice.  All  the  criticism  of 
Smallman  applies  much  more  strongly  to  Boothroyd.  A  non  return  valve 
might  mean  many  things,  some  of  which  would  not  work.    Also  the  part  as  to 

10  holding  the  edges  by  the  strip  of  canvas  is  vague  and  would  not  work.  The 
object  is  to  repair  punctures  by  the  roadside,  but  the  solution  would  take  a 
long  time  to  dry.  On  the  importance  to  be  given  to  Boothroyd  I  refer  to  Betts 
V.  Menzies^  10  H.L.C.  117,  especially  Lord  Westlury^n  judgment  at  p.  154. 
The  section  relied  on  as  Boothroyd  was  only  said  by  Sir  Frederick  Brarmvell  to 

15  be  within  Boothroyd^  it  does  not  follow  that  Boothroyd  describes  it.  I  also 
cite  Hill^  V.  Evans,  4  D.F.  and  J.  288,  at  p.  300,  and  Frost  on  Patents,  p.  138. 
[The  evidence  as  to  Boothroyd's  valve  was  then  referred  to.]  The  evidence 
shews  that  there  are  many  kinds  of  valves  and  some  would  not  work,  and  that 
is  fatal  to  Boothroyd  as  an  anticipation.    As  to  disconformity,  the  chief  recent  case 

20  on  this  subject  is  The  Pneumatic  Tyre  Company,  Ld,  v.  The  East  London  Rubber 
Company,  14  R.P.C.  77  and  573  ;  where  in  the  Provisional  Specification  there 
was  nothing  referring  to  pneumatic  tyres,  but  the  invention  became  subsequently 
applicable  to  them  and  was  applied  to  them  in  the  Complete  Specification,  and 
the  Court  of  Appeal  supported  it.     In  this  case,  if  Boothroyd  gave  nothing  but 

25  an  idea,  disconformity  fails.  This  invention  is  that  of  a  detachable  circum- 
ferentially  air-sealed  tyre,  and  if  so,  the  Patentee  was  entitled  in  the  Complete 
Specification  to  give  the  different  modes  of  holding  it  on.  The  evidence  is 
that  the  modes  of  fastening  were  known  to  be  equivalents.  The  modes  of 
fastening  are  within  the  Provisional  Specification,  and  it  was  only  proper  that 

30  the  Patentee  should  tell  the  public  the  various  ways.  Also  it  is  said  that  there 
is  disconformity  in  Figs.  8  and  9  because,  after  Boothroyd,  the  Patentee  was  only 
entitled  to  one  form  of  val  ve.  But  if  Boothroyd  did  not  disclose  this  invention, 
then  the  inventor  was  bound  in  the  Complete  Specification  to  tell  the  public  all 
the  circumferential  valves  which  he  had  discovered.     It  is  admitted  that  Fig.  4, 

35  which  has  two  valves,  is  within  the  Provisional  Specification.  Then  in  Fig.  7  the 
Patentee  states  that  it  is  immaterial  whether  M  is  over  K,  or  K  over  M.  Then  it 
occursto  him  that  the  rim  will  doas  well  as  M,  if  it  is  made  carefully.  If  the  inven- 
tion is  the  detachable  circumferentially  air-sealed  valve  then  there  is  such  a  valve 
in  Fig.  V^.     Then  Lighion  cannot  by  reason  of  its  date  be  relied  on  as  a  prior 

40  publication  or  anticipation,  but  only  as  a  prior  grant.  The  same  remarks  apply 
to  Galley,  Looking  at  Lighton's  claim,  it  is  absurd  to  say  that  there  was  a 
prior  grant.  There  is  no  case  where  an  unpublished  Specification  has  been 
held  to  affect  a  Patent  on  the  ground  of  prior  grant  or  the  question  of  first  and 
true  inventor.    I  now  come  to  Boothroyd  as  an  alleged  anticipation.    There  is 

45  not  a  single  figure  or  claim  which  he  anticipates.  The  word  detachable  is  used 
to  distinguish  the  new  class  of  tyre  from  the  old  Dunlop  or  hose-pipe  tyres 
which  you  had  to  cut  into  in  order  to  repair  a  puncture.  Boothroyd  was  not 
detachable  in  that  sense.  Then  Fig.  14  of  Thomas  is  not  an  anticipation,  there 
is  no  air-sealed  tyre  at  all.     Wedderman  is  not  pleaded  as  an  anticipation. 

50  \_BotisJield,  Q.C. — Merely  leaving  out  the  inner  tube  is  not  a  patentable  inven- 
tion, and  Smallman  has  not  sufficiently  described  the  specific  modes  of  doing 
it,  which  might  be  patentable.]  The  dispensing  with  the  inner  tube  of  Wedder- 
man may  be  good  subject-matter.  Then  there  is  the  question  of  utility, 
especially  of  Figs,  8  and  9.     It  is  said  that  there  would  be  a  leak  through  the 

55  spoke-holes ;  also  that  when  you  pump  up  the  flap  goes  down  and  not  up,  this 
was  not  put  to  our  witnesses.    The  Court  is  entitled,  in  construing  a  Specification, 
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to  correct  manifest  errors,  and  the  Court  will  not  upset  a  Patent  because 
the  theory  is  wrong,  if  the  Patent  will  work.  Even  if  the  patentee  was  wrong 
as  to  the  spoke- holes,  the  obvious  thing  would  be  to  cover  them  up.  But  the 
Defendants  have  not  established  their  case  as  to  this.  The  burden  is  on  them. 
This  Patent  does  not  claim  a  combination  of  a  tyre  and  a  rim,  it  claims  a  tyre.  5 
But  assuming  that  it  did  and  that  the  Specification  is  wrong  in  saying  that  a  seal 
over  the  spoke- holes  is  obtained,  that  would  not  invalidate  the  Patent,  Otttf  v. 
Linford,  4()  L.T.N. S.  41.  The  necessity  of  trial,  as  distinguished  from  further 
invention,  does  not  invalidate  a  Patent.  Simpson  \,  Holliday  was  a  case  of  a 
bad  claim.  A  mere  misconception  as  to  an  advantage  what  the  patentee  thought  10 
that  he  got  does  not  make  the  Patent  bad,  if  he  got  a  useful  tyre.  [Fryer 
referred  to  the  report  of  Lord  Westbiiry^s  speech,  5  N.R.  34L]  I  submit  that 
on  the  evidence  the  spoke-holes  do  not  let  out  the  air,  and  the  point  was  only 
taken  late  in  the  case.  I  go  now^  to  the  question  of  insufficiency.  The  use  of 
soft  Boap  was  never  required  of  course  for  a  tyre  before,  but  in  such  things  as  15 
non-return  valves  it  was  known  that  the  use  of  such  a  lubricant  was  an 
advantage.  The  evidence  shews  that  it  would  be  known  that  the  heel  should 
be  hard  and  the  tongue  should  be  as  elastic  as  possible  and  should  be  stretched 
on  the  rim.  [The  evidence  as  to  insufficiency  was  referred  to.]  The  evidence 
shews  that  the  alleged  defects  in  the  Specification  are  such  as  an  india-rubber  20 
maker  could  fill  in  from  common  knowledge.  Commercial  utility  is  not 
requisite,  there  may  be  utility  if  the  patentee  provides  a  choice  for  the  public, 
Badisch^  Anilin  and  Soda  Fahrik  v.  Levinstein,  4  R.P.C.  449,  L.R.  12  App, 
Cas.  at  712.  If  the  tyre  only  held  up  for  ten  minutes  there  might  be  sufficient 
utility,  it  might  enable  a  race  to  be  won.  A  small  amount  of  utility  is  25 
sufficient,  Edison  &  Sitrm  Electric  Light  Co,  v.  HoUafid,  6  R.P.C.  243.  As  to 
infringement,  there  is  an  air-supported  seal  both  in  Smallman  and  Trenrh, 
There  is  in  each  case  an  initial  mechanical  seal  due  to  elasticity. 

Judgment  was  reserved  and  delivered  on  March  9th,  1899. 

Byrne,  /.—The  Plaintiffs  are  the  owners  of  a  Patent  dated  12th  February  30 
1892,  granted  to  James  W,  Smallman,  They  sue  in  respect  of  alleged  infringe- 
ments by  the  Defendants, in  manufacturing  and  selling  what  are  known  as  the 
"  Trench  Tubeless  Tyres."  The  Defendants  deny  infringement,  and  raise 
various  objections  to  the  validity  of  the  Patent  upon  which  the  Plaintiffs  rely, 
the  main  objections  being  upon  the  ground  of*  disconformity,  want  of  utility,  35 
and  insufficiency  of  description. 

Smallman^s  Patent  is  for  improvements  in  pneumatic  tyres  for  velocipedes 
and  other  vehicles.  The  result  of  the  leading  invention  is  described  by  the 
Plaintiffs'  scientific  witnesses  as  being  the  production  of  a  "  detachable  circum- 
"  ferential  air-sealed  tyre."  40 

Before  proceeding  to  examine  the  Smallman  Specification,  I  propose  to 
consider  wd)at  was  common  know^ledge  w-ith  reference  to  pneumatic  tyres  at 
that  date.  The  progress  of  invention  had  led  from  the  more  elementary  and 
clumsy  forms  to  a  stage  where  the  inner  tube  of  flexible  caoutchouc  or  india- 
rubber  was  protected  by  a  single  outer  cover  composed  of  canvas  and  rubber  45 
vulcanised  together  :  such  outer  cover  being  attached  to  the  rim  of  the  wheel 
upon  inflation  of  the  inner  tube,  the  expansion  of  the  inner  tube  being  at  the 
same  time  confined  or  limited  by  the  outer  tube.  The  outer  tube  was  locked 
into  the  rim  of  the  w^heel  by  means  of  various  mechanical  devices,  such  as  the 
application  of  circumferential  wires  (as  in  the  case  of  WelcKs  invention)  or  UQ 
the  application  of  hooking,  or  what  is  known  as  the  ^^  Clincher^'  action. 
But  apart  from  the  uses  of  the  Welch  and  Clincher  actions,  persons  interested 
in  pneumatic  tyres — for  cycles  especially — had  been  turning  their  attention 
towards  solving  the  problem  of  how  to  get  rid  of  the  inner  tube  altogether  and 
to  produce  a  pneumatic  tyre,  which  should  consist  of  one  tube  only,  air-tight  .55 
when  inflated  and  easily  detachable  when  empty,  and,  amongst  other  persons, 
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Mr.  J,  H.  Boothroyd  commanicated  to  the  "  Cyclist  "  (a  newspaper  devoted  to 

cycling  subjects)  a  letter  which  was  published  in  the  issue  of  the  3rd  December 

1890.     That  letter  is  extremely  important  as  part  of  the  history  of  the  progress 

of  the  problem  I  have  referred  to,  as  well  as  in  the  ascertainment  of  what  was 

5  common  knowledge  at  th?  date  of  Smalbnan's  Specification,  and  I  think  that 

it  is  convenient  at  this  point  to  refer  to  it.     Mr.  Boothroyd  commences  his  letter 

by  pointing  out  what  he  considers  to  be  the  most  important  question  of  the  day 

affecting  cycle  construction.     He  said  it  was  that  of  tyres.     He  goes  on  : — 

"  Until  it  is  settled  riders  do  not  know  what  to  order  nor  manufacturers  what 

i  10  "  to  provide.     I  hope  the  present  letter  may  help  to  a  solution  of  this  difficult 

'  '*  problem,  at  all  events  for  the  coming  st>ason.    At  present  the  competition  is 

i  "  practically  between  the  pneumatic  and  the  cushion.     The  objections  to  the 

"  puoumatic  as  at  present  made  are,  from  the  purchaser's  point  of  view,  the 

"  gre:\t  extra  cost,  delay  in  delivery,  liability  to  get  out  order,  and  difficulty  of 

15  "  ropiiir."  I  ought  to  pause  there  for  the  purpose  of  saying  that  the  cushion  tyre, 

as  I  understand  it,  was  a  solid  tyre  with  what  I  may  call  a  hollow  bore  of 

!  limited  diameter.     *'  From  the  cycle  manufacturers'  point  of  view  the  objections 

"  are  the  same,  with  the  additional  and  the  very  great  one  that  the  tyres  cannot 

!  "  be  stocked  in  the  usual  manner,  but  that  wheels  must  be  sent  to  the  Pneumatic 

20  "  Company,  entailing  delay  in  execution  of  orders,  cost  of  carriage,  danger  of 
"  damage  in  transit,"  &c.  Then  h^  goes  on  to  speak  of  the  cushion  tyre,  saying 
that  it  is  free  from  most  of  these  objections  ;  but  there  are  certain  objections 
that  he  refers  to.  He  says  : — "  In  view  of  the  above  considerations  the  problem 
"  has  been  how  to  make  a  pneumatic  or  inflated  air  tyre  which  shall  be  freo 

25  "  from  the  foregoing  objections,  and  this  problem,  I  think,  I  may  almost  claim 

.    "  to  have  solved."     Then  he  goes  on  to  state  briefly  as  possible  the  processes  by 

which  he  has  reached  it : — "  The  pneumatic  tyre  as  hitherto  made  is  a  '  built  up  ' 

**  one,  and  I  have  long  been  of  opinion  that,  even  if  it  must  be  so  made,  it  is 

**  unnecessarily   complex  in   design.     It  consists    of    three   separate  parts  in 

30  "  addition  to  the  filling  apparatus,  and  two  of  these  might,  in  my  opinion,  be 
"  amalgamated,  to  the  great  simplification  of  the  tyre.  If  the  canvas  and  outer 
"  rubber  were  vulcanised  together  in  one  piece,  the  canvas  overlapping  the 
"  rubber  and  the  edges  fitted  with  some  eyelet  holes,  the  outer  covering  could 
"  be  laced  round  the  sacred  inner  tube,  or,  if  preferred,  the  canvas  overlap 

35  "  might  be  cemented  round  the  outside  of  rim  as  at  present.  In  either  case  the 
"  repair  of  a  puncture  would  be  a  comparatively  easy  matter.  But  I  have  long 
"  thought  that  it  should  be  possible  to  make  the  tyre  in  one  piece,  consisting 
"  alternately  of  rubber,  canvas,  and  rubber  as  at  present,  but  all  vulcanised 
'•  together "  ;  that  is  to  say,  to  have  one  tube  instead  of  two  tubes.     "  The 

40  "  difficulty  was  to  provide  for  repair  of  such  a  tyre,  and  after  considerable  study 
"  of  the  matter  I  took  out  a  Patent  for  a  plan  whereby  the  complete  moulded 
**  tyre,  made  as  above,  should  be  cut  longitudinally  on  the  under  side,  and 
"  provided  with  a  non-return  valve  throughout  the  whole  length,  and  then  the 
"  edges  made  up  with  canvas.     In  this  way  I  should  be  able  to  get  at  the 

45  **  inside,  and  patch  the  hole  in  case  of  puncture."  Then  he  passes  on  to  say 
what  he  proposed  to  do,  and  the  steps  he  took  to  carry  it  out.  But  then  his 
attention  was  taken  off  from  this,  and  he  pointed  out  that  he  thought  he  had 
found  something  which  was  much  more  advantageous,  viz.,  a  means  of  repairing 
the  tyre  from  without  by  injecting  some  mending  fluid  into  the  tyre,  aud  so 

50  producing  what  he  also  calls  a  non-return  valve  by  means,  as  I  understand,  of 
making  what  I  may,  perhaps,  describe  as  a  nail-headed  sort  of  plug  with  the 
head  of  the  nail  inside,  so  that  the  air  should  press  on  the  head  of  the  nail. 
There  I  pause  to  say  that  I  think  Boothi^oyd  had  got  in  theory  the  idea  of 
producing  a  detachable  circumferentially  air-sealed  tyre.    The  Patent  which  he 

55  actually  took  out,  and  which  he  refers  to,  never  appi^ars  to  have  gone  beyond 
the  provisional  stage  ;  but  we  have  a  very  clear  description  in  general  terms  of 

3  « 
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what  he  meant.  He  has,  I  think,  given  to  the  world  such  a  description  of  a 
detachable  tyre  consisting  of  a  single  tube  as  would  have  enabled  any  person 
acquainted  with  tyre-making,  as  then  understood,  to  make  one.  He  intended 
that  it  should  be  a  detachable  circumferentially  air-sealed  iyre  ;  but  he  has  not 
given  such  a  description  as  will  enable  me  to  judge  whether  or  not  he  had  5 
discovered  how  to  secure  such  a  true  air  seal  or  joint  as  is  necessary  for  a 
pneumatic  tyre. 

I  think  that  all  the  witnesses  are  agreed  as  to  Boothroyd's  meaning,  and  that 
(apart  from  the  employment  of  what  I  may  be  allowed  to  call  automatic  as 
distinguished  from  cementing  or  other  quasi-permanent  operation),  he  had  in  10 
theory  already  solved  the  problem  I  have  referred  to.  The  non-return  valve 
referred  to  by  Boothroyd^  it  is  clear  to  my  mind,  meant  a  continuous  band  of 
india-rubber,  or  of  material  of  which  the  chief  component  should  be  india- 
rubber,  which  should  overlap  both  edges  of  the  split  continuous  tube  to  which 
he  refers.  15 

To  produce  an  air-tight  joint  all  round  the  circumference  of  an  overlapping 
continuous  tubular  band  it  is  necessary  that  there  should  be  an  initial  seal 
enduring  for  a  sufficient  period  to  enable  internal  air  pressure  to  operate  upon 
the  overlapping  edges  in  some  way,  and  it  is  further  necessary  that  there  should 
be  some  provision  for  continuing  or  creating  afresh  or  preserving  the  Rir  seal  20 
after  pressure  has  been  induced.  In  other  words,  it  is  necessary  to  make  an 
air-tight  tube  before  you  can  induce  air  pressure  to  operate  from  within,  so  as  to 
overcome  air  pressure  from  without,  and,  having  induced  sufficient  air  pressure 
for  the  purpose  of  inflation,  means  must  be  employed  to  preserve  the  seal  and 
to  keep  the  tube  air-tight  when  inflated.  Without  the  use  of  an  automatic  25 
attachment  to  the  rim  Boothroyd's  discovery,  even  if  complete,  was  not,  I 
think,  of  sufficient  -practical  value  as  a  workable  commercial  article  for  everyday 
use  to  make  it  so  important  as  it  would  otherwise  have  been. 

To  impose  upon  an  ordinary  rider  when  brought  to  a  halt  at  the  roadside  by 
a  punctured  tyre  the  necessity  of  unlacing,  or  uncementing  and  stripping  off  30 
canvas,  perhaps  of  uncementing  tyre  from  rim,  and  then  of  repairing  and  re- 
cementing,  would  really  be  to  ask  him  to  do  what,  even  for  an  expert,  would 
properly  be  a  workshop  job.  At  all  events,  Boothroyd  thought  so  well  of 
another  invention  he  had  made  for  repairing  punctures  from  the  outside  by 
means  of  the  injection  of  solution  that  he  was  led  from  any  practical  develop-  35 
ment  of  his  original  idea. 

To  properly  consider  the  true  meaning  of  the  Smallman  Specification,  I  must 
attribute  to  the  Patentee  at  least  knowledge  of  what  Boothroyd  had  disclosed, 
plus  the  automatic  "  Welch''''  and  "  Clincher'''  methods  of  attaching  the  tyre  to 
the  rim.     So  far  as  I  know,  the  only  machines  made  under  Smallman's  Specifi*  40 
cation  are  those  which  have  been  made  for  the  purposes  of  the  present  action. 
The  actual  tyres  used — 1  do  not  want  any  misunderstanding  as  to  tliat — are 
made  with  a  separate  band  fastened  so  as  to  make  a  tubular  band,  and  they  are 
all  used  with  soft  soap  for  purposes  which  I  shall  presently  refer  to.     They 
are,  in  fact,  made  in  accordance  with  what  was  subsequently  added  to  what  45 
was  known  by  Smallman,    That  is  to  say,  the  fact  that  the  only  machines 
made  under  Smallman's  Specification  are  those  made  for  the  purposes  of  the 
action  is,  of  course,  taken  alone,  a  very  slight  argument  against  either  the 
utility  or  originality  of  the  invention  ;  but  it  cannot  be  disregarded  in  a  ease 
like  the  present,  where  the  invention  purports  to  give  exactly  that  which  the  50 
cycling  world  was  looking  for.     It   is  not  the   case  of  a  discovery  in  some 
unexpected  or  unconsidered  direction.     I  do  not  propose  to  deal  with  certain 
minor  issues  discussed  before  me  in  reference  to  the  method  of  packing  canvas 
in  rubber  to  harden  different  portions  of  what  I  may  call  the  hooking  apparatus, 
the  difference  between  ordinary  india-rubber  canvas  and  canvas  cut  on  the  bias,  55 
between  india-rubber  canvas  and  doth  composed  of  cross  canyas  lines,  not  woven 
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but  laid  on  or  in  the  india-rubber,  further  than  by  saying  that  I  am  not 
persuaded  that  in  these  respects  the  Plaintiffs,  in  the  model  tyres  they  have 
produced,  have  gone  outside  or  beyond  what  could  be  done  in  reasonably 
carrying  out  the  directions  contained  in  the  Smallmrin  Specification,  and  I 
5  shall  endeavour  to  consider  Smallnvui's  Specification  fairly  in  view  of  the 
endence  of  what  was  common  knowledge  when  it  was  taken  out, 

I  now  proceed,  first  of  all,  to  consider  the  Provisional  Specification  of 
Smallman.  His  invention,  he  says,  consists  of  "  Improvements  in  pneumatic 
**  tyres  for  velocipedes  and  other  vehicles.     In  carrying  out  my  invention,  I 

10  *'  prefer  to  employ  an  endless  band  made  of  caoutchouc  and  cloth,  and  moulded 
"  in  the  form  of  a  tubular  ring,  one  m  irgin  of  the  band  lying  over  the  other. 
*'  The  edge  of  the  lower  margin  is  enlarged ;  a  corresponding  enlargement  being 
"  located  at  a  convenient  distance  from  the  edge  of  the  upper  margin.  When 
*'  the  tyre  is  in  the  rim  the  enlarged  parts  lie  close  together  in  a   recess  in  the 

15  "  bottom  of  the  rim,  the  valve  for  effecting  inflation  and  releasing  the  com- 
"  pressed  air  being  secured  to  the  upper  margin  and  projecting  through  a  hole 
"  in  the  rim.  When  the  tyre  is  inflated  the  upper  margin  is  pressed  against  the 
"  lower  margin,  an  air-tight  joint  resulting.  The  enlarged  parts  engage  with 
*'  the  shoulders  at  the  bottom  of  the  rim,  and  thereby  limit  the  expansion  of 

20  "  the  tubular  band."  Then  he  says  : — "  The  band  may  be  lined  with  a 
"  puncture-closing  substance.  The  surfaces  <.f  the  margins  which  are  in 
"  contact  may  also  be  lined  with  unvulcanised  or  spongy  caoutchouc."  Pausing 
there  for  a  moment,  he  is  clearly  describing  a  tyre  in  which  the  edges  or 
margins  of  the  band  used  are  to  lie  one  over  the  other.    There  is  to  be  contact  of 

25  rubber  or  rubber  cloth  with  rubber  or  rubber  cloth.  Then  he  proceeds  : — 
*'  Instead,  however,  of  using  a  single  band,  two  bands  may  be  employed.  The 
*'  outer  band  would  then  have  enlarged  edges  for  engaging  with  the  shoulders 
"  at  the  bottom  of  the  rim  ;  the  inner  band  lying  between  the  enlarged  edges 
"  and  having  lateral  flaps  projecting  over  the  margins  of  the  outer  band.     The 

30  "  valve  would  be  secured  to  the  inner  band."  Even  without  any  drawing  at 
all,  I  do  not  think  there  would  be  much  difficulty  in  understauding  what  the 
inventor  meant  by  this  Provisional  Specification ;  he  meant  to  produce  a  tyre 
which,  when  in  use,  should  be  a  complete  india-rubber  band.  He  meant  that 
the  seal  should  be  produced  by  the  overlapping  margins  or  edges  of  the  band  or 

35  bands  by  the  pressure  of  air  induced  within.  I  now  come  to  the  Complete 
Specification.  I  find  the  first  portion  of  the  description  corresponds  exactly 
with  the  words  of  the  Provisional  Specification  :  "  In  carrying  out  my  invention, 
"  I  prefer  to  employ  an  endless  band  ABC  stretched  on  the  rim,  and  made  of 
"  caoutchouc  and  cloth  or  canvas.    This  band  may  be  moulded  in  the  form  of 

40  "  a  tubular  ring — one  margin  " — which  he  represents — "  B  lies  over  the  other 
"  margin  C.  The  edge  of  the  margin  C  is  enlarged ;  a  corresponding  enlargement 
•'  being  located  at  a  convenient  distance  from  the  edge  of  the  margin  B.  When 
"  the  tyre  is  in  the  rim  F  (Figs.  1  and  2),  the  enlarged  parts  lie  close  together 
"  in  a  recess  in  the  bottom  of  the  rim  ;  the  valve  tube  D  (containing  the  valve 

45  "  for  effecting  inflation  and  releasing  the  compressed  air)  being  secured  to  the 
"  margin  B.  In  the  modified  rim  6  (Fig.  3)  the  shoulders  are  made  by  bending 
"  over  the  margins  of  the  rim."  I  do  not  think  I  need  trouble  much  about  the 
shape  of  the  shoulders.  They  must  be  so  constructed  as  to  permit  of  the 
enlarged  parts  of  the  bands  lying  close  together  at  the  bottom  of  the  rim,  and 

50  so  constructed  as  to  hook  or  catch  in  what  I  may  describe  as  the  recesses  of  the 
rim.  "  When  the  tyre  is  inflated,  the  margin  B  " — that  is  the  upper  margin  of 
the  rubber  substance — "  is  pressed  against  the  margin  C ;  an  air-tight  joint 
"  resulting.  The  enlarged  parts  of  the  margins  B  and  C  engage  with  the 
"  shoulders  of  the  rim  Fx  or  6,  and  thereby  limit  the  expansion  of  the  tubular 

55  "  band  A  B  C." 

I  have  got  in  Pig.  1  what  I  conceive  to  be  an  exact  representation  of  what 
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he  describes  as  his  method  of  using  a  single  band  in  the  Provisional  Specifica- 
tion, and  it  is  clear  that  the  air-tight  joint  which  he  expected  to  be  effected  was 
to  be  effect<^d  by  the  contact  of  the  two  portions  of  rubber.    It  is  true  that  upon 
intiation  without  the  rim  these  would  have  come  apart ;  that  is  to  say,  the  office 
of  the  rim  appears  to  me  to  have  been  considered  to  prevent  such  expansion  of  5 
the  tubular  band  as  w^ould  have  allowed  the  air  to  have  come  in  and  so  prevent 
the  air  seal  being  created  by  pressing  together  the  two  india-rubber  surfaces. 
Well,  then  he  proceeds  to  describe  Fig.  2,  which  I  need  not  deal  with — there  is 
nothing  material  about  that.     Fig.  3  he  describes,  which  is  very  much  the  same 
as  Fig.  1,  and,  I  think,  it  would  be  applying  a  far  too  narrow  construction  to  it  10 
to  say  that,  in  strictness,  the  thickened  surfaces,  the  enlarged  surfaces  of  the 
band,  do  not  come  close  together  in  the  bottom  of  the  rim.     Substantially, 
nothing  turns  on  Fi^?.  3,  and  I  think  that  that  is  fairly  within  the  description. 
Then,  in  Fig.  4,  which  ho  describes,  he  proceeds  to  describe  the  use  of  two 
bands,  as  he  had  mentioned  in  his  Provisional  Specification.     Here  again  you  15 
have  two  rubber  surfaces,  one  imposed  upon  the  other,  so  that  the  edges  of  the 
inner  band  lie  over  the  edges  of  the  outer  band,  and  the  intention  is  that  that 
shall  operate  in  some  way  by  the  pressure  of  air  creating  an  air  seal  upon  these 
margins — the  overlapping  margins  of  the  one  rubber  band  which  overlies  the 
other.     Fig.  5  nothing   turns  upon — that   is  the  same  thing.      Now,  taking  20 
Smallman's  Provisional  Specification,  I  am  of  opinion  that  he  has  sufficiently 
and  clearly  described  in  general  terms  the  forms  of  tyre  represented  in  the 
drawings  to  the  Complete  Specification  Figs.  1,  2,  3,  4,  and  5.    I  do  not  find 
any  description  answering  to  Figs.  G  and  7,  or  8  and  9.     But,  in  reference  to 
the  question  of  disconformity,  which   has  been  raised,  I  do  not  think  that  25 
Figs.  G  and  7  represent  anything  but  a  fair  alternative  arrangement  or  develop- 
ment -ivhich  is  within  the  scope  of  the  Provisional  Specification ;  there  is  a 
difficulty  about  it,  but,  I  think,  it  is  fair  and  reasonable  to  put  that  construction 
upon  it.     Figs.  8  and  9  present  the  real  difficulty  ;  one  margin  of  the  single 
band,  which  is  there  given,  does  not  lie  over  the  other,  nor  do  the  enlarged  30 
parts  lie  close  together  in  a  recess  at  the  bottom  of  the  rim.    There  is  no  contact 
of  rubber    with    rubber.      The   Provisional    Specification   contemplates    two 
methods  of  producing  an  air-tight  joint.     In  the  one  cise,  where  one  band  is 
used,  the  joint  is  to   be  produced  by  the  introduced  air  pressing  the  upper 
margin  of  the  band  upon  the  lower ;  in  the  other  case  where  two  bands  (which  35 
are  clearly  to  be  bands  of  caoutchouc  and  cloth)  are  employed,  the  joint  is  to  be 
proiuced   by  the  pressure  of  one  band  upon  the  other.     But  the  Drawings 
8  and  9,  and  the  description  of  them  in  the  Complete  Specification,  contemplate 
an  air-tight  joint  produced  by  the  introduced  air  pressing  the  separ<\ted  margins 
of  the  single  b-xnd  directly  against  the  rims.  The  way  the  Patentee  describes  it  is  40 
this:—"  Although  I  prefer  to  make  the  tyre  as  illustrated  in  Figs.  1  to  3  or  4  to  7, 
*'  yet  I  do  not  limit  myself  to  the  precise  constructions  shewn  in  those  figures, 
"  because  various  modifications  may  be  effected  without  departing  from  the 
"  nature  of  my  invention.     For  instance,  a  tubular  band  A  P  Q  may  be  arranged 
"  in  the  rim,  as  illustrated  in  Figs.  8  and  9  ;  this  band  having  each  of  its  margins  45 
"  P  and  Q  forced  by  the  direct  pressure  of  the  compressed  air  against  the 
"  bottona  of  the  rim  G.     The  heads  of  the  spokes  R  lie  under  the  margins  P 
'*  and  Oj  so  that  no  air  can  escape  past  the   holes   in  the  rim."     Now,   the 
Piaintiffs  say  the  true    result   of  the  invention  described  and  intended  by 
SinaUman  was  the  production  of  an  air-sealed  circumferential  detachable  tyre.  50 
It  is  not  a  Patent  for  that  of  course.    A  Patent  taken  out  simply  for  that,  in 
whatever  form  it  might  be  constructed,  would  undoubtedly  be   bad.    What 
f'ppears  to  me  the  fact  is  that  it  is  a  Patent  for  the  construction  of  such  a  tyre  by 
particular  means,  and  those  particular  means  include  producing  the  initial  and 
the  subsequent  seal  by  means  of  air  pressure  operating  upon  india-rubber  on  55 
india-rubber.     It  contemplates  a  complete  tube  when  made.     It  does  not,  so  far 
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as  I  can  understand  it,  contemplate  that  there  should  be,  when  inflated,  a  tube 
which  should  have  a  continuous  india-rubber  tubular-shaped  band,  but  not  making 
a  complete  band.  With  every  desire  to  give  full  effect  to  the  real  meaning  of  the 
inventor  I  cannot  find  in  the  Provisional  Specification  any  suggestion  of  the  pro- 
5  duction  of  an  air-tight  joint  by  means  of  the  pressure  of  the  margin  of  a  single  band 
directly  upon  the  metal  rim,  nor  do  I  find  any  intimation  that  the  invention  is 
intended  to  apply  to  the  case  of  an  incomplete  rubber  cloth  tube.  I  have  come 
to  the  conclusion  that,  in  the  present  case,  the  inventor  has  in  his  Complete 
Specification  claimed    something    outside    of    and   beyond    his   invention    as 

10  described  in  his  Provisional  Specification  ;  not  being  an  alternative  form  or  a 
simple  development  or  improvement  within  the  meaning  of  the  Provisional 
Specification.  I  think,  therefore,  that  the  Objection  on  the  ground  of  discon- 
formity  must  prevail.  But  I  think  it  right  to  deal  with  one  other  point  in  the 
case,  and  I  may  say  at  once  that  I  am  conscious  of  some  delay  having  occurred 

15  in  this  case,  and  in  consequence  of  my  anxiety — taking  the  view  I  have  in 
reference  to  the  Objections  on  the  ground  of  disconformity  and  on  the  other 
ground  which  I  am  a430ut  to  mention — I  have  taken  a  good  deal  more  time  in 
the  consideration  of  this  case,  knowing  how  comparatively  seldom  those  prevail 
that  I  should  otherwise  have  done. 

20  Assuming  that  the  view  I  have  expressed  as  to  disconformity  is  not  correct,  I 
come  next  to  the  objections  that  the  alleged  invention  is  not  useful,  and  that 
the  Specification  does  not  shew  how  the  invention  can  be  put  in  practice  ;  in 
other  words,  whether  or  not  tyres  made  in  accordance  with  the  Specification 
will  work.    The  invention  must  be  useful ;  that  is  to  say,  useful  for  the  purpose 

25  for  which  it  is  designed,  in  the  present  case,  as  a  tyre  for  a  wheel,  and  I  pause 
to  say  that  the  subject-matter,  of  course,  is  in  reference  to  bicycle  wheels  in  the 
main,  but  it  is  meant  to  apply  to  other  vehicles.  In  considering  what  is  meant 
by  useful  in  this  sense,  keeping  fully  in  mind  what  has  been  so  often  stated, 
that  a  very  small  amount  of  utility  is  sufficient,  you  must  have  utility  in  the 

30  sense  of  the  article  being  useful  for  the  purpose  for  which  the  inventor  designed 
it.  In  this  case  Smallman^  the  inventor,  intended  improvements  in  pneumatic 
tyres  for  velocipedes  and  other  vehicles.  To  my  mind  that  must  mean  for  use 
as  tyres  of  a  wheel.  I  put  out  of  mind  altogether  any  notion  of  commercial 
utility  in  considering  this  matter,  but  these  two  Objections  taken  together — 

35  want  of  utility  and  insufficiency,  raise  the  question  :  Is  this  a  practical  tyre 
which  will  work  for  the  purpose  for  which  it  is  designed  ?  I  do  not  think  that 
it  would  be  sufficient  to  say  :  We  have  produced  something  which,  although  it 
will  noc  work  at  all  for  riding  purposes,  is  a  thing  which  presents  all  the 
appearance  of  an  easily  detachable  circumferential  tyre ;  that  is  to  say,  produced 

40  an  article  which,  if  it  would  work,  would  be  an  easily  detachable  circumferential 
air-sealed  tyre  of  the  description  mentioned. 

The  form  of  tyre  now  actually  sold  by  the  Plaintiff  Company  is  one  which 
may  or  may  not  be  an  infringement  of  Smallman^s  Patent,  assuming  that  Patent 
to  be  good,  but  it  is  one  which  presents  certain  clear  differences.     The  edges  or 

45  margins  of  the  tyre  are  moulded  separately  from  the  rest  of  the  tyre  and  are 
fastened  on,  thus  enabling  the  margins  to  be  made  to  lie  very  flat,  and  soft  soap, 
or  some  equivalent  for  soft  soap,  is  used  to  enable  an  effectual  seal  to  be 
produced.  With  these  additions  an  undoubtedly  useful  and  practical  tyre  can 
be  male.  Without  the  use  of  water  or  soft  soap  the  result  of  the  evidence, 
50  including  the  fair  inferences  to  be  drawn  from  what  has  or  has  not  been  done 
before  and  since  action,  leads  me  to  the  conclusion  that  no  tyre  useful  at  the 
date  of  the  grant  for  any  of  the  purposes  for  which  a  tyre  can  be  used  is 
described  by  Smallman,  I  pause  for  one  moment  to  say  that  I.  have  not  very 
minutely  investigated  the  actual  Fleuss  tyre,  but  I  think  I  was  right  in  stating 
55  that  this  is  used  with  soft  soap  as  well  as  with  the  other  differences  I  have 
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mentioned.     I  am  of  opinion  that  the  value  of  the  use  of  water  or  of  soft  soip 
as  assisting  to  give  the  initial  seal  requisite  for  the  effectual  use  of  a  tyre  such  as 
that  patented  by  Smallman^  and  for  assistinj:  and  continuing  that  seal,  was  not 
known  until  some  years  after  his  Patent.     It  is  established  that  the  use  of  water 
and  of  glycerine  and  other  somewhat  inaccurately  called  lubricants,  but  which  5 
I  should  prefer  to  call  non-destru  tive  adherents — adherents  easily  removable — 
my  own  definition,  as  I  have  originally  put  it,  is  not,  perhaps,  very  accurate — 
were  known  in  connection  with  india-rul3bor  goods,  but  although  soft  soap  had 
been  actually  used  for  dressing  india-rubber  surfaces  of  edges  of  tyres  it  was 
never  used  in  any  way  to  impart  adherent  qualities  or  qualities  likely  to  assist  10 
initial  or  continuous  seal.     It  was  always  carefully  wiped  off.     I  believe  that 
until  some  years  after  Smallma7i's  Specification  it  had  not  occurred  to  anyone 
that  the  use  of  waiter  or  soft  soap  might  give  to  pneumatic  tyres  the  seal  which 
was  necessary.     It  is  common  ground   that,   whether  the  application  of  air 
pressure  to  effect  (he  ultimate  seal  of  tyre  to  rim  is  to  be  applied  in  accordance  15 
with  Boothroyd,  Smatltnan^  Trench^  or  Fleuss,  an  initial   seal   is  necessary. 
Until  the  initial  seal  is  effected,  unless  possibly  under  extravagant,  and  as  far  as 
I  know  undiscovered  conditions,  it  is  impossible  by  pumping  into  a  split  tyre 
to  seal  it  throughout  its  circumference.     For  this  initial  seal  no  great  length  of 
endurance  is  necessary.     It  must  remain  until  the  pressure  of  introduced  air  20 
can  operate  over  the  whole  circumference  of  the  closed  tube,  but  then  the  air 
pressure  (other  essential  conditions  being  complied  with)  will  effectuate  and 
retain  the  seal  until  gradual  or  intentional  deflation  or  until  puncture  of  the  tyre. 
No  tyre  has  been  produced  before  me  and  purporting  to  be  made  in  pursuance 
of  Smallman*8  Specification  which  has  been  ridden,  unless  the  edges  were  first  25 
treated  with  water  or  soft  soap.     It  is  true  that  the  Defendants  have  not  pro- 
duced any  tyre  purporting  to  be  made  in  accordance  with  SmaUman'*s  Figs.  8 
and  9,  which  is  not  open  to  observation,  but  the  evidence  adduced  on  their 
behalf  for  what  it  is  worth  is  to  the  effect  that  they  have  not  been  able  to  make 
any  such  tyres.  30 

It  has  been  said  that  the  burden  is  primarily  upon  the  Defendants  to  shew 
that  the  tyres  will  not  work,  but  some  evidence  having  been  given  to  that 
effect,  and  the  Plaintiffs  having  elected  to  answer  by  offering  a  specimen  of 
tyre  made  in  accordance  with  Figs  8  and  9,  and  evidence  having  been  given  on 
their  behalf  of  the  tyre  which  they  say  may  be  effectually  used,  I  have  to  35 
consider  this  as  well  as  all  other  facts  given  in  evidence  in  coming  to  a 
conclusion.  Figs.  8  and  9  shew  a  tyre  upon  a  rim  through  which  the  spokes 
penetrate,  and  the  Specification  expressly  claims  that  the  tyre  will  prevent  any 
escape  of  air  past  the  spokes.  The  tyre  produced  by  the  Plaintiffs  to  exemplify 
Figs.  8  and  9  is  one  of  a  very  special  construction — it  is  not  even  an  ordinary  40 
hollow  rim — having  an  intermediate  cover  between  the  inner  and  outer  cover  of 
the  rim,  so  that,  quite  apart  from  any  construction  or  arrangement  of  the  tyre, 
no  air  can  escape  past  the  spokes  which  could  penetrate  that  part  of  the  rim. 
next  the  tyre. 

The  inventor  clearly  claims  that  his  tyre,  constructed  according  to  Figs.  8  45 
and  9,  will  work  where  a  rim  is  employed  through  which  the  spokes  penetrate. 
Giving  the  utmost  benefit  of  any  possible  doubt  on  the  subject  to  the  Plaintiffs, 
I  do  not  think  it  can  be  that  such  a  tyre  is  capable  of  being  practically  used  as 
applied  to  the  wheels  of  any  vehicle,  even  for  a  temporary  purpose.  I  think 
the  utmost  that  can  be  said  is  that  it  is  capable  of  partial  inflation  for  a  short  50 
time,  but  not  capable  of  being  put  to  any  practical  use. 

I  can  quite  understand  that  an  invention  may  be  held  useful  when  applied 
to  a  subject-matter  not  known  at  the  date  of  the  invention,  if  the  original 
description  permits  such  an  application  ;  but  I  cannot  think  that  an  inventor 
having  patented  something  which  he  says  will  work  in  relation  to  one  form  of  55 
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object,  or  with  one  set  of  constituents,  can  be  allowed  to  say  it  is  true  my 
invention  will  not  so  work,  but  it  will  work  when  altered  by  a  subsequently 
discovered  material  or  device. 

Again,  though  partial  and  very  transitory  inflation  may  be  obtained  without 
5  the  use  of  water  or  soft  soap,  I  am  satisfied  that  no  practical  tyre  can  be  pro- 
duced for  actual  use  on  vehicles,  that  is  to  say,  on  vehicles  of  any  kind, 
including  cycles,  made  in  accordance  with  SmaJlman^s  Specification.  If  a  man 
patents  a  new  engine,  perfect  in  all  its  parts,  which  will  not  work  until  some 
new  lubricant,  subsequently  discovered,  is  applied  to  its  bearings,  I  cannot 

10  bring  myself  to  think  that  he  produced  an  invention  of  utility  in  the  sense  in 
which  the  word  is  used  in  Patent  Law.  His  invention  may  operate  as  an 
anticipation,  and  it  may  well  be  that  there  is  no  such  invention  required  in  the 
application  of  a  new  lubricant  to  his  engine  as  to  enable  a  Patent  to  be  taken 
out  for  the  use  of  such  lubricant  to  his  engine,  yet  that  does  not,  to  my  mind, 

15  give  the  attribute  of  utility  to  his  invention  so  as  to  relate  back  to  the  date  of 
his  Patent.  I  might  give  other  illustrations,  but  it  does  not  occur  to  me  they 
would  be  useful  Upon  an  examination  of  the  whole  evidence,  not  the  less 
careful  because  of  a  consideration  so  much  urged  upon  me  of  how  rarely  such 
an  objection  prevails,  I  have  come  to  the  conclusion  that  the  patented  invention 

20  would  n  t  work  at  the  time  of  the  grant  of  Letters  Patent,  and  would  not  now 
Tvork  except  in  consequence  of  subsequent  discovery  and  invention.  I  do  not 
consider  that  the  application  of  water  or  of  soft  soap  can  be  considered  as  being 
one  of  those  things  which  any  workman  would  do  at  once  on  finding  that  he 
had  not  an  efficient  seal. 

25  It  is  not  necessary  for  me  to  express  an  opinion  on  the  question  of  infringe- 
ment in  view  of  what  I  have  said  in  respect  of  the  objections  I  have  dealt 
with,  but  I  ought  to  say  that  I  certainly  express  no  opinion  by  inference  that 
I  think  that,  assuming  validity,  there  has  been  an  infringement. 

Terrell y  Q.C. — I  think  I  am  entitled  to  ask  your  Lordship  to  give  judgment 

30  on  infringement.  Your  Lordship  has  given  two  reasons  why  this  Patent  is  bad. 
One  reason  is  that  Figs.  8  and  9  disconform  ;  the  other  reason  is  that  the  whole 
Specification  is  insufficient  by  not  giving  the  particulars  which  enable  it  to  be 
worked.  As  regards  the  latter  reason  we  might  take  the  course  of  appealing ; 
as  regards  the  first  reason,  we  might  take  the  course  of  disclaiming,  and  then 

35  we  should  have  to  come  to  a  Court  again  to  fisht  all  over  again  at  great  expense 
this  question  of  infringement.  If  your  Lordship's  judgment  were  against  us  on 
infringement  we  might  accept  that,  or  we  might  appeal  that,  and  we  might 
appeal  that  question  only  ;  but  it  is  obviously  scarcely  worth  while  to  appeal 
as  to  Figs.  8  and  9,  when  they  are  so  easily  got  rid  of  by  disclaimer,  and  then 

40  to  be  left  in  the  same  position  that  we  should  have  to  fight  all  over  again  the 
question  of  infringement. 

Byrne,  J. — If  I  were  to  decide  the  question  of  infringement  now,  you  would 
have  exactly  the  same  right  of  appeal  as  you  have  now,  neither  more  nor  less  ; 
but  with  reference  to  the  suggestion  which  you  have  made,  that  you  might 

45  disclaim,  and  then  the  whole  thing  would  have  to  be  tried  over  again,  that 
might  be  exactly  the  same  result  even  if  I  did  give  an  opinion  about  infringe- 
ment hostile  to  you. 

TerrelU  Q.C. — No  ;  because  if  your  Lordship  gave  a  judgment  hostile  to  us 
on  infringement  we  should  appeal  that  part  of  the  judgment.     In  the  case 

50  of  Deeley  v.  Perkes  (13  R.P.C.  581),  which  was  a  petition  for  revocation,  the 

House  of  Lords  said  that  a  patent  ought  not  to  be  revoked  on  a  ground  of 

objection  to  a  particular  claim  without  giving  the  patentee  the  opportunity  of 

disclaiming  the  claim.     The  same  principle  applies  here. 

Byrne,  J. — No.    Can  you  give  me  any  precedent  where,  when  a  Patent'has 

55  been  held  invalid,  the  Court  has  gone  on  to  say,  "  although  the  Patent  is  invalid, 
"  this  would  be  an  infringement  if  it  were  valid  ?  " 
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Terrell^  Q.C. — Elias  v.  Grovesend  Tin  Plate  Company^  tried  before  Lord 
Justice  A,  L.  Smith  at  Cardiff  Assizes,  and  then  sent  up  here 'again  for  further 
consideration.  Not  only  did  the  Judge  decide  that  the  Patent  was  invalid  on 
the  ground  of  want  of  subject-matter,  and  two  or  three  other  grounds,  but  he 
decided  the  question  of  infringement,  and' not  only  that,  but  the  Court  of  5 
Appeal  decided  all  questions,  and  thought  it  necessary  to  decide  all  questions. 
Your  Lordship  will  find  it  in  7  Patent  Office  Reports  455. 

Byrne,  J. — I  w-ill  not  now  finally  determine  what  I  will  do.  I  will  take  a 
little  time,  and  I  will  intimate  whether  I  will  give  judgment  on  the  point  or 
not,  but  I  should  like  to  be  assisted  as  to  this  by  you,  Mr.  Walter.  10 

Walter. — I  say  without  hesitation  this  application  is  absolutely  unprecedented. 
I  ask  your  Lordship  for  judgment  for  the  Defendants  with  costs.  Your  Lord- 
ship has  found  proved  the  Particulars  of  Objections,  pai-agraphs  4,  5,  and  6,  and 
I  ask  for  a  certificate  of  the  proof  of  those.  Then  with  regard  to  the  other 
Particulars  of  Objections,  those  were  matters  which  I  submit  were  properly  15 
brought  before  your  Lordship,  although  your  Lordship  has  not  given  a  decision 
specially  upon  them.  I  ask  for  a  certificate  that  all  the  Particulars  of  Objections, 
other  than  4,  5,  and  G  which  your  Lordship  has  found  proved,  are  reasonable. 

Byrne,  J. — Is  there  any  objection  to  that  ? 

Terrell,  Q.C. — A  great  part  of  the  evidence  in  this  case  was  taken  on  the  20 
question  of  infringement,  upon  which  I  may  or  may  not  be  right — I  do  not 
know  at  present  what  your  Lordship's  view  is.  Supposing  I  am  right,  am  I  to 
be  ordered  to  pay  all  the  costs  of  an  issue  upon  which  I  am  right  ?  But  if  my 
friend  is  right  in  his  view  that  I  am  not  entitled  to  ask  your  Lordship  for 
judgment  on  the  other  points,  then  he  must  be  satisfied  to  take  the  costs  of  the  25 
points  upon  which  he  has  succeeded,  and  the  general  costs  of  the  action  of 
course,  but  he  asks  your  Lordship  to  order  me  to  pay  costs  upon  issues  which 
are  undecided.     I  ask  your  Lordship  to  consider  this  point  with  the  other. 

Byrne,  J. — I  will  state  what  1  will  do  in  reference  to  this  at  the  same  time 
as  I  state  what  I  will  do  with  reference  to  the  other  point.  30 

Fryer. — I  appear,  my  Lord,  for  one  of  the  Defendants  who  severed  his 
defence.  At  the  time  when  the  action  was  commenced  he  was  one  of  the 
directors  of  the  Defendant  Company,  but  he  left  the  Board  within  a  month  of 
the  commencement  of  the  action,  and  severed  his  defence.  Then  when  the 
trial  was  over  I  applied  to  your  Lordship  for  costs  in  any  event.  My  learned  35 
friend  properly  said  that  he  was  entitled  to  retain  my  Defendant  as  security  for 
costs,  and  your  Lordship  held  that  that  was  the  correct  view.  Although  I  have 
not  the  shorthand  notes  before  me,  my  recollection  is  that  your  Lordship  said 
I  must  stand  or  fall  with  the  other  Defendants. 

Byrne,/. — I  think  that  seems  to  be  right.  .  40 

Byrne,  J.  [later  in  the  day] — I  have  had  time  to  think  the  matter  over.  I 
do  not  propose  to  give  judgment  on  the  issue  of  infringement,  and  I  allow 
the  Particulars  that  were  asked  for. 
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IK  THE  Court?  ob*  Aw^al* 

Be/ore  LORDS  Justices  Smith,  Rigby,  and  Vaughan  William^. 

May  30th,  1899. 

Herbert  William  Wilson  and  Wilson  Brothers  Bobbin  Company, 
5  Ld.  v.  Wilson  &  Co.  (Barnslby),  Ld. 

Action /or  infringement  of  Patent. — Leave  obtained  to  amend  Particulars  of 
Objections. — Leave  to  re-amend  Particulars  of  Objections. — Terms  of  Order* 

.   In  an  actiofi  for  an  infringement  of  a  Patent  the  Defendants^  on  the  28th  of 
July  1898y  delivered  Particulars  of  Objections  with   their  Defence.     On  the 

10  2Srd.of  January  1899y  they  obtained  an  Order  to  amend  their  Particulars^  the 
costs  of  the  amendment  to  be  the  Plaintiffs*  in  any  event;  the  Plaintiffs  to  Imve 
six  weeks  to  elect  to  discontimtre ;  if  they  discontinued  the  Defendants  were  to  be 
at  liberty  to  tax  their  costs  up  to  and  includifig  tJie  28th  of  July  1898,  and  the 
Plaintiffs  were  to  be  at  libei^ty  to  tax  tJieir  costs  subsequently  to  that  date.     On 

15  the  80th  of  January  1899,  tJie  Defendants  delivered,  their  amended  Particulars^ 
and  on  the  12th  of  April  1899,  tits  Plaintiffs  delivered  their  reply  unth  notice  of 
trial.  On  the  9th  of  May  1899,  the  Defendants  obtai7ied  an  Order  from  tJw  Master 
to  re-amend-  their  Particulars  of  Objections  on  terfns  similar  to  those  of  the 
previotM  Order,  except  that  in  the  event  of  discontin  uance  the  Defendants  were 

20  to  be  at  liberty  to  ta^  their  costs  up  to  the  30th  of  January  1899,  and  tlie  Plaintiffs 
to  tax  their  costs  subsequently  to  that  date.  This  Order  having  been  confirmed 
by  the  Judge  in  Chambers,  the  Plaintiffs  appealed  to  the  Court  Of  Appeal^  on. 
the  ground  that  tliey  ought  to  have  their  costs  subsequent  to  the  28th  of  July  1898 j 
instead  of  only  subsequent  to  the  30th  of  January  1899. 

25  Held,  that  the  Order  appealed  from  was  right,  and  that  tJie  appeal  should  be 
dismissed  with  costs. 

Ehrlich  v.  Ihlee,  4  R.P.C.  115,  distinguished.    WooUey  v.  Broad,  9  R.P.C.  429, 
followed. 

In  an  action  for  infringement  of  a  Patent  commenced  on  the  7th  of  June 
30  1898,  Particnlarg  of  Objections  challenging  the  validity  of  the  Patent  were 
delivered  by  the  Defendants  with  their  Defence  on  the  28th  of  July  1898.  On 
the  30th  of  January  1899,  the  Defendants  delivered  amended  Particulars  of 
Objections  pursuant  to  an  Order  dated  the  23rd  of  January  1899,  which  was  as 
follows  :— "  That  the  Defendants  be  at  liberty  to  amend  their  Particulars  of 
35  *^  Objections  as  advised  within  seven  days^  the  costs  of  and  occasioned  by  such 
^*  amendment  to  be  the  Plaintiffs'  in  any  event.  The  Plaintiffs  to  be  entitled 
'*  to  elect  to  discontinue  the  action  within  six  weeks  from  the  date  of  this 
*'  Order  on  giving  notice  to  the  Defendants,  in  which  event  the  Defettdante  are 
'^  to  be  at  liberty  to  tax  their  costs  up  to  and  including  the  28th  of  July  1898, 

2f 
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"  and  the  Plaintiffs  are  to  be  at  liberty  to  tax  their  costs  of  this  action  snbse- 
"  quently  to  that  date,  and  the  Master  is  to  set  ofE  the  Plaintijffs'  costs  against 
*'  the  Defendants',  and  certify  the  balance  payable  by  either  party."  On  the 
12th  of  April  1899,  the  Plaintiffs  delivered  their  reply  with  notice  of  trial. 
On  the  9th  of  May  1899,  the  Defendants  obtained  from  Master  Wilberforce  an  5 
Order  to  re-amend  their  Particulars  of  Objections,  which  was  as  follows  : — 
"  That  the  Defendants  be  at  liberty  to  re-amend  their  Particulars  of  Objections 
"  as  advised  within  seven  days,  the  costs  of  and  occasioned  by  such  re- 
"  amendment  to  be  the  Plaintiffs'  in  any  event.  The  Plaintiffs  to  be  entitled 
"  to  elect  to  discontinue  the  action  within  six  weeks  from  the  date  of  this  10 
"  Order  on  giving  notice  to  the  Defendants,  in  which  event  the  Defendants  are 
"  to  be  at  liberty  to  tax  their  costs  up  to  and  including  the  30th  of  January  1899, 
"  and  the  Plaintiffs  are  to  be  at  liberty  to  tax  their  costs  of  this  action  subse- 
"  quently  to  that  date,  and  the  Master  is  to  set  off  the  Plaintiffs'  costs  against 
"  the  Defendants',  and  certify  the  balance  payable  by  either  parties."  This  15 
order  was  afiBrmed  by  Phillimore,  J.,  who  gave  leave  to  appeal,  and  the  Plaintiffs 
appealed,  contending  that,  in  the  event  of  discontinuance,  they  ought  to  be  at 
liberty  to  tax  their  costs  subsequent  to  the  28th  of  July  1898,  the  date  of  the 
delivery  of  the  first  Particulars. 

O.  Leigh  Clare  and  Fulton  (instructed  by  W.  J.  and  K.  H.  Tremellen,  agents  20 
for  Blair  and  Seddo7i,  of  Manchester)  appeared  for  the  Appellants ;  T.  Terrell^ 
Q.O.,  and  Wright  Taylor  (instructed  by  Rooke  <k  Sons,  agents  for  Raley  <k  Sons, 
of  Bamsley)  appeared  for  the  Respondents. 

O.  Leigh  Clare  and  Fulton  for  the  Appellants  contended  that  the  Defendants 
ought  to  have  delivered  proper  Particulars  with  their  Defence,  and  that  they  25 
ought  now  to  be  treated  as  applying  to  amend  the  original  and  not  the  secc»nd 
Particulars ;  that,  if  they  were  allowed  to  escape  payment  of  costs  between  the 
delivery  of  the  first  and  second  Particulars  of  Objections,  it  would  be  open  to  a 
Defendant  who  discovered  a  valid  objection  to  the  validity  of  a  Patent  after 
delivering  his  Particulars  to  apply  in  the  first  instance  to  amend  by  adding  an  30 
objection  which  he  well  knew  to  be  unsustainable,  and  then  apply  to  re-amend 
by  alleging  it  as  a  valid  objection,  and  so  preventing  the  Plaintiff  from  taxing 
his  costs  between  the  first  and  second  Particulars.  [They  cited  Ehrlich  v.  Lhlee^ 
4  R.P.a  p.  115.] 

Wright  Taylor,  for  the  Respondents,  contended  that  there  was  nothing  in  35 
the  point  that  the  Defendant  might  make  a  colourable  amendment  as  suggested, 
and  so  deprive  a  Plaintiff  of  costs  to  which  he  was  properly  entitled,  for 
according  to  a  well  settled  practice  a  Defendant  applying  to  amend  is  required 
to  make  an  affidavit  showing  that  he  has  only  just  acquired  the  knowledge  of 
the  Objection  which  he  desires  to  add.  The  terms  to  be  imposed  upon  a  40 
Defendant  amending  Particulars  of  Objections  are  in  the  discretion  of  the 
Judge,  and  the  Plaintiff  cannot  be  allowed  to  appeal  against  the  exercise  of  that 
discretion  {Woolley  v.  Broad,  9  R.P.C.  429  ;  L.R.  1892,  2  Q.B.  317).  The  dis- 
cretion of  a  Judge  to  allow  the  Particulars  of  Objections  in  an  action  for  the 
infringement  of  a  Patent  is  not  affected  by  any  practice  as  to  the  terms  on  which  45 
such  an  amendment  should  be  allowed.  In  Ehrlich  v.  Lhlee  the  judgment  of 
Chitty,  J.,  proceeded  upon  the  fact  that  there  had  never  been  any  issue  between 
the  parties  with  reference  to  the  new  Particulars  of  Objections.  Here  the 
Plaintiff  took  six  weeks  to  investigate  the  second  Objections,  and  joined  issue 
the  day  after  the  six  weeks  expired.     [He  was  stopped  by  the  Court.]  50 

O.  Leigh  Clare  replied. 

Smith,  L.J. — I  think  this  appeal  must  be   disallowed.     This  is  a  Patent 
action  and  the  Defendants  put  in  a  Defence,  and  with  that  Defence  in  the 
ordinary  course  they  put  in  certain  Particulars  of  Objections.     After  a  time, 
before  any  special  move  was  made  in  the  action,  the  Defendants  required  to  55 
amend  their  Particulars,  and  leave  was  given  them  to  do  bo,  and  the  course 
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followed  then  was  the  course  laid  down  in  JTie  Edison  Telephone  Company  v. 
The  hidia  Rubber  Company  (L.  R.  17  CD.  137),  which  was  that  if  the  Plaintiffs 
elected  to  discontinue  they  were  to  pay  the  costs  down  to  the  amendment,  and 
as  regards  the  costs  from  the  time  of  the  delivery  of  the  Objections,  that  is,  the 
5  Defence  down  to  the  amendment,  they  should  be  borne  by  the  Defendants.  On 
those  terms  amendment  No.  I  was  made.  The  Plaintiffs  had  six  weeks  in 
which  to  elect  whecher  they  would  discontinue  or  not.  At  the  end  of  the  six 
weeks  they  did  not  elect  to  discontinue,  but  on  the  contrary  they  joined  issue  on 
the  Objections  which  were  then  on  the  record — that  is  to  say,  the  original 

10  Objections  delivered  with  the  Defence  and  the  amended  Objections  I  have 
already  mentioned.  The  case  goes  on.  Issue  is  joined,  and  then  the 
Defendants  find  another  Objection,  and  they  come  to  the  Court  and  ask  to  be  at 
liberty  to  add  another  Objection — that  is,  to  the  Objections  which  were  then 
standing  on  the  Record,  namely,  the  original  Objections  and  the  first  amended 

15  Objections.  The  Master  and  the  Judge  both  decided  that  the  Defendants  were 
to  be  allowed  to  add  the  new  Objection.  Treating  the  first  Objections  and  the 
amended  Objections  as  being  the  original  Objections — that  is  really  what  was 
done — ^they  ordered  that  down  to  the  time  of  the  delivery  of  the  second  amended 
Objections  the  Plaintiffs  were  to  pay  the  costs  if  they  elected  to  discontinue, 

20  and  the  costs  after  that  time  were  to  be  borne  by  the  Defendants.  It  is  against 
that  Order  that  the  Plaintiffs  now  appeal.  In  my  judgment  that  Order  was 
right,  and  taking  what  the  late  Lord  Justice  Chitty  said  in  Ehrlich  v.  Ihlee 
(4  R.P.C.  115)  it  seems  to  me  he  rested  largely,  in  coming  to  the  conclusion 
which  he  did  in  that  case,  on  the  ground  that  no  issue  had  been  joined  on  the 

25  first  amended  Objection  that  had  been  added  to  the  original  Objections.  That 
differentiates  that  case  from  this,  and,  what  is  more,  I  must  say  that  the  case 
which  Mr.  Wright  Taylor  has  called  to  our  attention,  to  which  I  was  a  party, 
certainly  goes  a  long  way  to  show  that  in  the  judgment  of  this  Court,  consisting 
of  the  late  Lord  EsJier,  Lord  Justice  Bowen^  and  myself,  where  a  Judge  has 

30  exercised  his  discretion  (and  here  a  Judge  and  a  Master  have  both  exercised 
their  discretion)  on  a  matter  such  as  this,  the  Court  of  Appeal  will  not  over- 
rule that  discretion.     In  my  judgment  the  Appeal  should  be  dismissed  with 
costs. 
RiGBY,  L,J. — I  agree  entirely.    It  is  said  that  the  Judge  did  not  exercise 

35  any  discretion  ;  but  he  made  an  Order  which,  as  I  understand  it,  penalised  the 
Defendants  to  this  extent,  that  they  must  pay  the  costs  of  the  amendment  in 
any  event.  Agi*eeing  with  what  the  Lord  Justice  has  said  in  other  respects  I 
also  agree  that  the  case  cited  by  Mr.  Wright  Taylor  ( Woolley  v.  Broad)  covers 
this  case. 

40      Vaughan  Williams,  LJ.—l  agree. 
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In  the  High  CouRt  op  Justices.— Qubbn*s  Bench  Division. 

Warwickshire  Winter  Assizes. 

Before  Mr.  Justice  Phillimorb  and  a  Special  Jury. 

March  21st,  22nd,  and  23rd,  1899. 

Alfred  Appleby's  Twin  Roller  Chain,  Ld.  v.  Albert  Eadie       5 

Chain,  Ld. 


Patent. — Action    to    restr^ain    threats, — Section    82    of   Patents^   Ac,    Act 
1883. — Due     diligence. — Damages    for     malicious     threats. — Trade     libel. — 
Counterclaim  for  infringement. — Reply  non-infringement. — Evidence  as   to 
subject-matter    without  Particulars  of  Objections. — Special  jury   to  try  all  10 
questions  of  fact. — Stay  refused. 

The  E.  Company  were  owners  of  a  Patent  far  imjjrovements  in  the  con- 
struction of  chains  for  velocipedes,  mainly  consisting  of  making  rivets  by  a 
particular  process.     In  1898  tlwy  published  in  various  newspapers  a  lettef^ 
allegi7ig  in  effect  that  the  A.  Company  were  infringing  their  Patent ^  and  that  15 
they  intended  to  take  ste^js  against  this   infringement.     After  some  corre- 
spondence^ the  A.  Company  commenced  an  action  against  tJie  E.  Company  for 
an  injunction  and  £2^500  damages^  raising  a  case  wuier  the  82iul  Section  of  tlie 
Patents  <kc.  Acty  1883^  and  also  alleging  that  the  letter  was  a  libel  on  them  in 
their  trade  or  business.     TJie  Defendants  delivered  a  defence  and  counterclaimy  20 
t?ie  counterclaim  being  for  an  injufiction  and  other  relief  in  respect  of  infringe- 
ment of  tJie  said  Patent.     The  action  was  tried  before  a  Judge  and  a  Special 
Jury^  and,  in  answer  to  the  questions  put  to  them  by  the  Judge,  the  Jury  found 
(1)  Uuit  the  Plaintiffs,  the  A.  Company,  were  not  infringing  the  Defendants^ 
Patent ;   (2)  that  the  Defendants  did  not  begin  an  action  to  enforce  tJieir  claim  25 
unth  due  diligence ;  (3)  that  tlw  Defendants*  threats  were  made  with  a  view  to 
injure  the  Plaintiffs ;   (4)  that  the  Plaintiffs  were  entitled  to  £500  damages 
for  the  threats  and  £5  damages  for  the  libel. 

On  the  5th  August  1893  a  Patent  (No.  15,033  of  1893),  for  "  improvements  in 
"  the  construction  of  chains,  chiefly  applicable  to  velocipedes,"  was  granted  to  30 
Robert  Walker  Smith.    The  Complete  Specification  was  as  follows  \ — 

*'  This  invention  relates  to  the  rivets  for  chains  and  particularly  those  chains 
*^  which  are  used  for  transmitting  power  and  motion  in  velocipedes  and  this 
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*^  inveDtion  conBists  of  the  hereindescribed  method  of  making  the  said  rivet^i 
^*  hard  at  the  central  portion  on  which  the  link  turns  and  soft  at  the  end 
"  portions  wliere  the  rivets  are  rivetted  to  the  side  links.  By  my  invention  as 
"  herein  described  I  improve  and  simplify  the  present  constraotion  of  chain 
5  *'  making. 

"  I  will  describe  my  invention  by  referring  to  the  accompanying  drawing 
"  on  which  Fig.  1  represents  a  piece  of  wire  from  which  one  of  the  rivets  has 
"  been  partly  formed  ;  Fig.  2  shows  one  of  the  said  rivets  which  is  of  ordinary 
*'  shape ;    Fig.  3  represents  in  part  sectional  elevation  and  Fig.  4  in  part 

10  "  sectional  plan  a  piece  of  cycle  driving  chain  with  the  rivets  made  in  accordance 
*'  with  this  invention.  The  same  letters  of  reference  indicate  the  same  parts  in 
"  all  the  figures  of  the  drawing. 

''  In  carrying  out  my  invention  I  use  a  good  quality  of  smooth  drawn  iron 
''  or  steel  wire  of  a  suitable  quality  to  case  harden  and  which  will  not  be 

15  "  hardened  by  being  merely  heated  and  cooled  in  oil  or  water.  This  wire  I 
*^  cut  into  suitable  lengths  of  say  about  eighteen  inches  or  they  may  be  longer 
**  or  shorter  if  desired  and  these  lengths  of  wire  I  subject  to  any  well  known 
"  case  hardening  process  which  converts  the  outside  surfaces  of  the  wires  to  a 
"  steel  having  the  necessary  properties  to  harden  by  case  hardening.    I  then 

20  ''  take  the  wires  from  the  case  hardening  mufBe  and  allow  them  to  cool 
"  gradually  so  as  to  be  annealed  and  soft  when  cold.  From  these  lengths  of 
"  wire  I  form  the  rivets  by  shouldering  or  machining  down  the  wire  at  the 
"  parts  marked  a^  a?  see  Figs.  1  and  2  thus  removing  the  *  case  hardened '  steel 
"  coating  from  these  end  portions  a>  a*  which  fit  in  the  side  links  B^  B'  of  the 

25  "  chain.  The  rivets  A  after  being  shouldered  down  and .  cut  oflE  from  the 
''  length  of  wire  are  then  heated  and  dipped  into  oil  or  water  thus  causing 
^'  the  enlarged  central  steel  coated  portion  marked  c  to  be  hardened  so  as  to 
"  resist  the  wear  of  the  link  D  which  turns  upon  it  but  as  the  steel  surface  haa 
*'  been  removed  from  the  end  portions  a}  a^  these  remain  soft  and  malleable 

30  **  which  enables  them  to  be  rivetted  to  the  side  links  B^  B*.  Having  now 
"  particularly  described  and  ascertained  the  nature  of  my  said  invention  and 
"  in  what  manner  the  same  is  to  be  performed  I  declare  that  what  I  claim  is  : — 
"  1.  The  hereindescribed  method  of  making  a  chain  rivet  with  a  case  hardened 
"  central  portion  to  resist  wear  and  with  soft  end  portions  for  rivetting  to  the 

35  "  side  links  of  the  chain,  the  said  method  consisting  in  first  converting  (by 
"  case  hardening)  the  outer  surface  of  the  iron  or  steel  wire  to  a  steel  having 
"  the  properties  to  harden  then  removing  the  case  hardened  steel  coating  from 
"  the  end  portions  of  the  rivet  which  fit  in  the  side  links  and  finally  hardening 
"  the  steel  surface  of  the  central  portion  by  heating  the  rivet  and  cooling  the 

40  "  same  suddenly,  substantially  as  hereinbefore  described.  2.  The  manufacture 
"  and  sale  of  the  improved  chain  rivets  made  in  the  manner  herein  set  forth 


**  with  an  enlarged  central  case  hardened  portion  to  resist  wear  in  combination 
'*  with  soft  end  portions  for  rivetUng  to  the  side  links.  3.  Jointed  link  chains 
"  for  velocipedes  and  for  other  purposes  having  their  rivets  made  with  case 
45  "  hardened  central  portions  and  with  soft  end  portions  for  the  purposes  and  .m 
"  the  manner  substantially  as  hereinbefore  set  forth." 
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This  Patent  became  vested  in  a  Company  called  the  Albert  Eadie  Chain^  Ld. 
hereinafter  referred  to  as  the  Defendant  Company.  Alfred  Appleby's  Tmn 
Roller  Chain,  Ld.,  hereinafter  referred  to  as  the  Plaintiff  Company,  carry  on 
business  as  chain  manufacturers  at  Saltley  and  Birmingham. 

The  Defendant  Company  carry  on  business  as  chain  manufacturers  at  Red-  5 
ditch.     Both  the  Plaintiff  and  Defendant  Companies  manufacture  {inter  alia) 
cycle  chains.     On  the  23rd  of  July  1898  an  article  appeared  in  a  periodical 
known  as  "  Cycling  "  which  described  an  interview  with  the  managing  director 
of  the   Plaintiff   Company  and  an   inspection  of  their  works.    This  article 
further  referred  to  a  particular  process  recently  adopted  by  the  Plaintiff  Com-  10 
pany  for  making  the  rivets  of  their  bicycle  chains,  and  contained  these  words: — 
"  The  next  and  final  process  is  a  very  diflftcult  one — it  has  been  the  greatest 
"  obstacle  of  all  first-class  chain  makers — it  is  this,  the  ends  of  the  rivets  as 
"  previously  stated  are  hardened,  and  it  is  impossible  to  rivet  them  in  their 
"  present  state.    We  have,  however,  overcome  this  by  my  special  apparatus  15 
"  which  operates  upon  the  extreme  ends  of  the  rivets  only  and  softens  them  at 
"  the  same  time,  leaving  all  other  parts  of  the  rivet  perfectly  hard.    This  I 
"  consider  to  be  one  of  the  most  valuable  features  in  our  chain."   On  seeing  this 
interview  reported  in  the  "  Cyclist "  as  above,  the  Defendant  Company  issued 
and  caused  to  be  inserted  in  some  ten  or  more  cycling  periodical  magazines  or  20 
newspapers  a  letter  of  which  the  following  words  formed  the  subject-matter 
ot  the  Plaintiffs'  complaint  in  this  action.    This  letter  appeared  in  the  various 
numbers  of  the  said  periodicals  and  magazines  v/'hich  immediately  succeeded 
the  Plaintiffs'  interview  in  the  "  Cyclist."     The  words  were  : — "  In  your  article 
"  on  the  works  of  Alfred  Appleby^s  Tivln  Roller  Chain,  Ld.,  you  describe  the  25 
"  firm  as  making  by  a  special  process  a  rivet  with  hardened  centre  and  softened 
**  end.  We  beg  to  point  out  that  we  hold  the  Patent  for  this  kind  of  rivet,  and  that 
"  we  are  taking  the  necessary  steps  to  put  an  end  to  further  infringements  in  the 
**  present  case.    We  may  state  that  our  Patent  seems  to  be  greatly  appreciated 
"  by  chain  manufacturers  in  general,  as  we  have  already  had  occasion  to  take  30 
"  action  against  infringers  of  it  in  two  instances,  and  that  in  both  cases  we 
-  "  obtained  a  verdict  in  our  favour.    We  would,  moreover,  warn  all  users  of  the 
*'  chain  in  question  that   the  fact  of   its   containing  an  infringement  of  our 
"  Patent  places  them  in  a  dubious  position.    We  trust  you  will  insert  this  letter 
"  in  justice  to  ourselves."  35 

At  the  same  time  as  this  letter  was  sent  to  these  periodicals,  the  Defendant 
Company  wrote  to  the  Plaintiff  Company  informing  the  Plaintiff  Company 
that  they  (the  Defendant  Company)  intended  to  take  legal  proceedings  to 
restrain  the  alleged  infringement. 

The  Plaintiff  Company  responded  informing  the  Defendant  Company  that  40 
the  alleged  infringement  was  made  under  a  Patent  granted  to  Charles  Henry 
Bull,  dated  the  25th  November  1897  (No.  27,741  of  1897),  for  an  invention  of 
"  improved  grinding  and  polishing  machinery  and  lap  wheels  to  be  used 
**  therewith." 

The  Plaintiff  Company  also  asked  the  Defendant  Company  to  issue  a  writ  at  45 
once,  as  unless  immediate  steps  were  taken  by  the  Defendant  Company  the 
Plaintiff  Company  would  take  proceedings  to  restrain  the  threats  of  the 
Defendant  Company.  Some  further  correspondence  took  place ;  subsequently 
the  Defendant  Company  sent  to  the  periodicals  in  which  their  former  letter 
had  appeared  the  following  statement : —  50 

"  With  reference  to  our  letter  on  your  article,  which  appeared  in  your  issue  of 
"  July  23rd,  on  the  works  of  Alfred  A2)pleby\H  Twin  Roller  Chain,  Ld.,  we  wish 
"  to  point  out  that  the  statements  in  the  article  that  *  the  ends  of  the  rivets  are 
<* '  hardened,'  and  that  *  it  is  impossible  to  rivet  them  in  their  present  state,' 
**  and  that  this  *  has  been  the  greatest  obstacle  to  all  first-class  chain  makers,'  55 
"  W^  took  to  be  an  attempt  to  take  away  from  us  the  reputation  we  had  obtained 
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"  in  the  Trade,  and  which  was  well-known  to  everybody  in  the  trade,  for  our 
"  Rivets  with  hardened  centre  and  softened  shoulders  and  ends,  patented  by 
*'  Mr.  R.  W.  Smith. 
"  The  explanations  now  given  to  ns  by  Alfred  Appleby^ s  Twin  Roller  CJiaiUy 
ft  **  Ld,,  go  to  show  that  they  have  patented  a  machine  which  takes  off  the  hard- 
"  ness  from  the  extreme  end  of  the  rivet,  leaving  the  centre  as  well  as  the  shoulders 
"  hard,  without  affecting  what  we  have  always  claimed  to  be  the  chief  merit  of 
"  our  invention,  namely,  the  soft  shoulders  and  ends. 

*'  We  have  asked  Messrs.  Appleby  for  a  copy  of  their  Specification,  which, 

10  "  however,  they  have  not  supplied  us  with,  and  as  it  is  not  yet  printed  we  are 
"  unable  to  obtain  a  copy  to  see  exactly  what  they  claim.  So  far,  therefore,  as 
"  their  claim  extends  to  the  removal  of  the  hardened  end  of  the  rivet  without 
"  touching  the  shoulders  thereof,  we  are  prepared  to  concede  that  it  does  not 
"  infringe  upon  our  Patent,  and  to  this  extent  we  withdraw  our  letter  which 

15  "  appeared  in  your  issue  of  the  10th  inst." 

This  letter,  however,  only  appeared  in  four  of  the  periodicals.    In  1898,  the 

Plaintiff  Company  issued  a  writ  against  the  Defendant  Company,  and  their 

Statement  of  Claim,  delivered  on  the  Slst  of  December  1898,  was  as  follows  : — 

*'  1.  The  Plaintiffs  are  the  manufacturers  of  steel  chains  for  use  upon  cycles, 

20  "  and  had  for  some  time  prior  to  August  1898,  manufactured  and  sold,  and  had 
"  acquired  a  great  reputation  in  respect  of  such  chains  with  hardened  steel 
"  rivets,  which  said  rivets  so  hardened  as  aforesaid  were  subjected  to  a  certain 
"  process  by  which  the  ends  thereof  became  soft  and  capable  of  being  rivetted, 
"  while  the  middle  portion  thereof  remained  hard.    2.  The  Defendants,  by  a 

25  "  letter  sent  to  and  published  by  them  in  certain  newspapers,  having  a  large 
"  circulation  among  the  manufacturers  of  cycles,  to  wit,  in  *  Cycling,'  of  the 
"  6th  August  1898 ;  in  *  The  Scottish  Cyclist,'  '  The  Cyclist,' '  Irish  Cyclist,' 
"  *  Cyclers  News,'  the  '  Wheeler,'  and  '  Bicycling  News,'  of  3rd  August  1898  ; 
"  in  the  '  Irish  Wheelman,'  of  the  2nd  August  1898 ;  in  the  '  Cycle  Referee,'  of 

30  "  the  4th  August  1898 ;  and  *  Wheeling,'  of  the  10th  August  1898,  alleged  that 
"  the  said  manufacture  and  sale  by  the  Plaintiffs  of  chains  made  as  aforesaid 
"  was  an  infringement  of  a  certain  Patent,  viz.,  SmitJCs  Patent,No.  15,033  of  1893, 
'*  and  which  Patent  Defendants  alleged  belonged  to  them ;  and  by  the  said 
"  letter  threatened  the  Plaintiffs  and  their  customers  with  legal  proceedings 

35  ''  and  liability  in  respect  of  the  said  manufacture  and  sale  as  aforesaid,  and  in 
"  respect  of  the  use  by  the  said  customers  of  the  said  chains.  3.  The  method 
*'  and  process  used  by  the  Plaintiffs  in  their  said  manufacture,  and  hereinbefore 
**  described,  is  entirely  different  from  and  independent  of  the  said  Patent 
**  claimed  by  the  Defendants,  and  the  said  method  and  process  of  the  Plaintiffs 

40  *'  is  not  in  any  way  an  infringement  of  the  said  Patent  claimed  by  the  Defendants, 
**  and  the  Plaintiffs  have  never  used  such  invention  or  infringed  such  alleged 
•*  Patent.  4.  The  Defendants  have  not  withdrawn  such  threats,  and  have 
*'  refused  to  commence  any  action  against  the  Plaintiffs  in  respect  of  the  alleged 
**  infringement  oC  the  Defendants'  Patent,  in  consequence  whereof  the  Plaintiffs 

45  ''  have  suffered  great  loSB  and  damage  in  their  business.  5.  And  as  a  further 
'*  cause  of  action  the  Plaintiffs  repeat  the  allegations  contained  in  the  1st 
**  paragraph  hereof,  and  say  further,  as  follows : — 6.  The  Defendants  falsely, 
"  maliciously,  and  without  reasonable  or  probable  cause,  wrote  and  published  a 
'*  certain  letter  in  the  newspapers  mentioned  in  the  2nd  paragraph  thereof,  and 

50  "  on  the  dates  there  respectively  mentioned  of  and  concerning  the  goods,  to 
"  wit,  cycle  chains  manufactured  and  sold  by  the  Plaintiffs  in  their  business, 
**  and  in  disparagement  and  depreciation  thereof  as  follows  "  : — [The  letter  was 
then  set  out.  See  such  letter,  ante  p.  320.]  "  7.  The  Defendants  meant  by  the 
"  said  words  that  the  said  chains  manufactured  by  the  Plaintiffs,  as  aforesaid, 

55  "  were  infringements  of  certain  alleged  Patent  rights  of  the  Defendants,  and 
**  that  they  were  about  to  commence  an  action  against  the  Plaintiffs  to  restrain 
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"  the  said  infringement  of  their  alleged  Patent ;  and  further,  that  the  customeni 
"  of  the  Plaintiffs  would  expose  themselves  to  legal  proceedings  at  the  suit  of 
"  the  Defendants  in  case  they  used  the  Plaintiffs'  chains,  manufactured  and 
"  sold  as  aforesaid.  8.  The  Plaintiffs,  by  the  said  publication,  have  been  greatly 
"  injured  in  the  business  and  the  sale  of  the  said  chains,  in  that  they  have  lost  5 
"  a  great  sale  of  the  said  chains  which  they  otherwise  would  have  had,  and  in 
"  that  customers  would  only  buy  the  said  chain  at  a  reduction  in  the  price  to 
"  cover  the  risk  of  having  actions  brought  against  them  by  Defendants. 

"  Particulars. 

£     8.  d. 

«*  Profit  at  the  rate  of  a  Is.  per  foot  on  20,000  feet  of  chain,  10 

"  which  Plaintiffs  estimate  they  would  have  sold  but 
"  for  Defendants' publication       1,000    0    0 

*<  Loss  of  2d.  per  foot  on  100,000  feet  of  chain  actually  sold 
"  through  Plaintiffs  having  to  sell  at  a  reduced  price 
"  as  aforesaid  833    6    8  15 


£1,833    6    8 


"  9.  As  a  further  cause  of  action,  the  Defendants  falsely  and  maliciously  wrote 
"  and  published  the  said  letter  in  manner,  and  at  the  times  aforesaid,  of  and 
"  concerning  the  Plaintiffs,  and  of  and  concerning  them  in  their  trade  or 
*^  business  of  cycle  chain  manufacturers.  10.  In  addition  to  the  meaning  put  20 
"  upon  the  said  words  in  Paragraph  7  hereof,  the  Defendants  further  meant 
^'  that  the  Plaintiffs,  in  manufacturing  and  selling  their  said  chains  well  knew 
"  that  they  were  infringing  the  Patent  claimed  by  the  Defendants,  and  that 
*^  the  Plaintiffs,  as  chain  manufacturers,  so  well  appreciated  the  advantages  of 
"  the  Defendants'  chain  that  they  knowingly  and  fraudulently  appropriated  25 
*'  the  Defendants'  invention  to  their  own  profit,  and  thereby  exposed  their 
"  customers  to  actions  at  the  suit  of  the  Defendants.  11.  By  the  said  publica- 
"  tions  the  Plaintiffs  have  been  greatly  injured  in  their  reputation,  and  in  their 
'^  reputation  as  manufacturers  and  sellers  of  cycle  chains,  and  in  particular 
"  have  suffered  the  damage  mentioned  in  Paragraph  8  hereof,  30 

"  The  Plaintiffs  claim  : — (1.)  An  injunction  to  restrain  the  Defendants,  their 
"  servants  and  agents,  from  in  any  way  continuing  to  threaten  the  Plaintiffs 
"  or  their  customers  with  legal  proceedings  or  liability  in  respect  of  the 
«<  manufacture,  sale,  or  use  by  the  Plaintiffs,  or  their  customers,  of  the  said 
"  chains  of  the  Plaintiffs.    (2.)  £2,500  damages."  35 

The  Defendant  Company,  on  the  3rd  of  February  1899,  delivered  a  defence 
and  counterclaim,  which  was  as  follows  : — ^^  1.  The  Defendants  admit  that  the 
'^  Plaintiffs  have  sold  steel  chains  for  cycles  manufactured  by  a  process  by 
^^  which  the  ends  became  soft  and  capable  of  being  rivetted,  while  the  middle 
^*  portion  remained  hard.    The  Defendants  do  not  admit  any  of  the  other  40 
**  matters  in  Paragraph  1  of  the  Statement  of  Claim  alleged.    2.  The  Defendants 
"  admit  the  writing  and  publication  of  the  letters  in  Paragraph  2  of  the  State- 
'^  ment  of  Claim  alleged,  and  require  production  of  the  said  letters  save  as 
''  aforesaid.    3.  The  Defendants  do  not  admit  any  of  the  facts  set  out  in 
^'  Paragraph  2  of  the  Statement  of  Claim.    The  manufacture  and  sale  of  the  45 
'*  chains  in  Paragraph  1  of  the  Statement  of  Claim  set  out,  and  the  method  and 
**  process  referred  to  in  Paragraph  3  of  the  Statement  of  Claim,  are  infringements 
<'  of  the  Letters  Patent  of  Smith,   No.  15,033,  of  the  year  1893,   of  which 
'*  Letters  Patent  the  Defendants  are  the  owners.    4.  The  Defendants  do  not 
«'  admit  that  they  have  not  withdrawn  the  threats,  if  [any,^contained  in  the  50 
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"  letters  set  out  in  Paragraph  2  of  the  Statement  of  Claim.  They  deny  that  they 
"  have  refused  to  commeace  any  action  against  the  Plaintiffs  in  respect  of  the 
"  alleged  infrlDgement.  The  said  threats  (if  any  are  contained  in  the  said 
"  letters  in  Paragraph  2  of  the  Statement  of  Claim  set  out,  which  are  not 
5  "  admitted),  were  made  in  the  early  part  of  August  1898.  This  action  was 
"  commenced  by  the  Plaintiffs  on  the  29th  August  1898,  and  no  Statement  of 
"  Claim  was  delivered  by  the  Plaintiffs  until  the  31st  of  December  1898.  The 
"  Defendants,  as  they  were  entitled  to  do,  have  counterclaimed  in  this  action 
"  for  infringement  of  the  Letters  Patent  No.  11,033  of  1893  in  the  said  letters 

10  "  referred  to,  such  counterclaim  being  delivered  with  the  Defence  in  this  action 
"  with  due  diligence.  The  said  counterclaim  is  an  action  for  infringemeat  of 
"  Patent  commenced  with  due  diligence,  and  as  to  so  much  of  the  Plaintiffs' 
**  claim  as  is  founded  upon  Section  32  of  the  Patents,  Design  and  Trade  Marks 
"  Act  of   1883,  Plaintiffs  have  no  cause  of  action,  and   the  Defendants  rely 

15  "  upon  Section  32  of  the  Patents  Act,  46  &  47  Vic.  c.  57,  s.  32.  5.  The 
**  Plaintiffs  have  sustained  no  damages  as  alleged  in  Paragraphs  4,  8,  or  11  of 
**  the  Statement  of  Claim.  6.  The  said  letter  in  Paragraph  6  of  the  Statement 
"  of  Claim  referred  to  was  not  written  or  published  falsely  or  maliciously,  or 
"  without  reasonable  or  probable  cause.     The  Defendants  are  the  owners  of 

20  "  Letters  Patent  No.  15,033,  1893,  and  the  Defendants,  in  the  honest  and 
"  reasonable  belief  that  their  rights  were  being  infringed  by  the  Plaintiffs, 
**  published  the  said  letter,  and  are  herein  counterclaiming  for  damages  for 
"  infringement  of  the  said  Letters  Patent.  7.  The  alleged  damages  in 
"  Paragraph  8  of  the  Statement  of  Claim  set  out,  are  too  remote,  and  are  not  in 

25  "  law  recoverable.  8.  The  Defendants  did  not  publish  the  said  letters  of  or 
"  concerning  the  Plaintiffs  in  their  trade  or  business  of  cycle  chain  manufac- 
"  turers,  or  with  the  meaning  alleged  in  Paragraph  10  of  the  Statement  of 
"  Claim.  The  said  words  do  not  and  cannot  in  their  ordinary  signification  bear 
"  the  meaning  alleged  in  Paragraph  10  of  the  Statement  of  Claim, 

30  Counterclaim. 

"  And  by  way  of  counterclaim  the  Defendants  say  that : — 1.  The  Defendants 
"  are  the  owners  of  Letters  Patent  of  Smith,  No.  15,033  of  the  year  1893. 
"  2.  The  Plaintiffs  have  infringed  the  said  Letters  Patent  in  manner  by 
"  Particulars  of  Breaches  herewith  delivered  appearing.  The  Defendants 
35  "  claim: — (1)  An  injunction  to  restrain  the  Plaintiffs,  their  servants  and  agents, 
"  from  infringing  the  Defendants'  Patent  No.  15,033,  of  1893,  damages  or  at  the 
"  Defendants^  option  an  account  of  profits.  (2)  Delivery  up  of  all  infringing 
"  goods  in  the  possession  of  the  Plaintiffs.  (3)  Costs.  (4)  Such  further  or 
"  other  relief  as  the  circumstances  of  the  case  may  require." 
40      Particulars  of  Breaches  were  delivered  therewith. 

The  Plaintiff  Company  applied  for  a  special  jury  which  was  granted  to  try 
both  the  question  of  infringement  and  other  facts.  The  action  now  came  on  for 
hearing. 

J^lf,  Q.C.,  and  Disturnal  (instructed  by  Michael  Abrahams,  Sons,  and  (7o., 
45  Agents  for  Jeffery,  Parr,  and  Hasell,  of  Birmingham)  appeared  for  Plaintiffs ; 
Walter    and    Parfitt    (instructed    by    Richard    White,  Agent   for    William 
Stephen  Tunbridge,  of  Redditch)  appeared  for  the  Defendants. 

Before  the  jury  were  sworn,  Walter  applied  that  question  of  infringement 
should  be  tried  without  a  jury,  but  the  application  was  refused. 
50      Walter,  for  Defendants,  contended  that  the  Defendants  had  the  right  to 
begin. 

Phillim ORB,  J. — If  there  is  a  libel  the  Plaintiffs  have  the  right  to  begin. 

Walter  contended  that  there  could  be  no  innuendo  as  suggested  in  pipings. 


n 
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Phillimorb,  c/.,  ruled  that  they  might  bear  the  innuendo,  and  that  the 
Plaintiffs  had  the  right  to  begin. 

Jelf  Q.C.,  for  Plaintiffs. — The  threats  are  malicious  in  that  there  is  no 
infringement.  The  Defendant  Company  issued  threats  without  taking  trouble 
to  find  out  whether  there  was  infringement  or  not.  The  Plaintiff  Company  5 
have  endeavoured  to  make  the  Defendant  Company  issue  writ  for  infringement 
but  the  Defendant  Company  refused  to  do  so.  It  is  not  due  diligence  to  counter- 
claim for  infringement.  It  is  only  Defendants'  attempt  to  bring  themselves 
within  the  saving  proviso  of  section  32  of  Patent  Act.  The  correspondence 
shows  that  the  Defendant  Company  to  have  been  reckless  in  their  threats,  and  10 
that  they  endeavoured  to  evade  the  consequences  afterwards.  The  harm  done 
to  Plaintiff  Company  was  very  great.  The  words  complained  of  are  a  clear  libel, 
and  the  Plaintiff  Company  are  entitled  to  substantial  damages. 

Evidence  was  then  called  to  show  the  difference  between  Plaintiffs'  and 
Defendants'  processes,  and  the  damages  occasioned  by  threats.  15 

Messrs.  Barnsley,  Bull,  Holroydy  Barker,  and  Renouf  gave  evidence  to  the 
following  effect.  The  Defendant  Company  start  with  a  rod  of  soft  iron  which 
is  then  "  cased,"  but  not  hardened.  It  is  then  "  shouldered  down,"  cut-off,  and 
finally  hardened.  The  Plaintiffs,  on  the  other  hand,  though  starting  with  a 
similar  rod  of  soft  iron,  "  shoulder,"  first  forming  soft  iron  rivets,  case-harden  20 
the  rivets,  and  then  grind  off  the  extreme  ends  by  a  pair  of  emery  wheels. 
This  grinding  reduces  slightly  the  hardness  of  the  case-hardening  at  the  ends 
of  the  rivet,  and  enables  rivetting  to  take  place.  The  difference  between  the 
processes  may  be  shown  as  follows  : — 


PUUntt/ri  Procesm 


Soft  riwt 


DefertxLartt'k  Process 


Shouleisred.  tUnrrv 
N  3 

N  4  HcuxUn^d, 


The  effect  of  the  threats  complained  of  was  to  injure  Plaintiffs'  trade,  and  an  25 
order  for  25,000  chains  was  only  secured  at  a  lower  price  than  would  have 
otherwise  been  obtainable.  The  Defendants'  threats  were  used  by  Plaintiffs' 
customers  as  a  lever  to  force  Plaintiffs  to  lower  their  prices.  Rivets  of  case- 
hardened  steel  were  known  before,  and  the  ends  of  these  must  be  somehow 
made  soft,  or  it  would  be  impossible  to  use  them  as  rivets,  30 
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Walter  objected  to  evidence  being  put  in  which  attacked  the  validity  and 
subject-matter  of  the  Patent,  although  suggested  with  the  view  of  limiting 
scope  of  Defendants'  Patent ;  as  the  Defendants  had  delivered  no  Particulars  of 
Objections. 
5  Phillimorb,  J".,  ruled  that  evidence  which  did  not  attack  the  validity  of  the 
Patent  could  be  adduced  without  Particulars  of  Objections  even  though  the 
scope  of  the  Patent  be  thereby  narrowed  ;  and  that  evidence  of  common 
knowledge  of  this  character  was  material  and  could  be  proceeded  with. 

The  evidence  went  on  to  show  that  "  Defendants'  was  an  improvement  on 
10  *'  Plaintiffs' ;    and  that  much  the  same  result  was  obtained  but  by   wholly 
"  different  methods." 

Walter  for  the  Defendant  Company. — The  Plaintiff  Company  should  be 
nonsuited,  as  there  is  nothing  to  go  to  the  jury.  Firstly,  as  to  the  statutory 
remedy  for  threats.  This  is  completely  disposed  of  by  the  counterclaim  for 
15  infringement ;  Colley  v.  Hart,  7  R.C.P.  101.  The  threats  cannot  be  malicious 
for  the  same  reason ;  Wren  v.  Wield,  L.R.  4  Q.B.  730.  And  there  can  be  no 
innuendo  as  suggested  by  Plaintiff  Company  in  Defendant  Company's  article. 
The  Plaintiff  Company  should  be  nonsuited  on  their  claim  and  the  Defendant 
Company  should  be  allowed  to  continue  their  counterclaim  as  there  is  infringe- 
20  ment. 

Phillimorb,  J.,  decided  that  there  was  enough  to  go  to  the  jury  on  all  the 
points. 

Walter. — The  Plaintiff  Company  have  suffered  no  harm.    The  Defendant 
Company  have  done  perfectly  right  in  protecting  their  Patent  rights.     The 
25  Defendant  Company's  third  claim  is  for  a  case-hardened  rivet  with  soft  ends, 
and  the  construction  of  that  claim  is  a  broad  one.     If  Plaintiff  Company's  rivet 
is  substantially  the  same  as   the   Defendant    Company's,    then  the  Plaintiff 
Company  infringe  the  Defendant  Company's  third  claim, 
Messrs.  Dngald  Clerk  and  Eadie  were  called  on   behalf  of  Defendants,  and 
\M)  ga-v®  evidence  to  the  following  effect : — The  Plaintiff  and  Defendant  Company's 
rivets  are  identical  in  practice.     The  novelty  of  the  Defendant  Company's  process 
consists  in  case  hardening  and  removing  the  case  hardening  at  the  shoulders 
in  order  to  get  a  good  "  upset."  The  Defendant  Company  also  use  emery  wheels 
to  gi'ind  down  their  rivets.     The  difference  is  that  in  the  Defendant  Company's 
:^5  the  emery  wheels  clear  the  whole  shoulder  of  case,  and  in  the  Plaintiff  Com- 
pany's only  the  ends  of  the  shoulder.     The  Defendant  Company's  third  claim 
is  a  broad  one — the  old  best  known  method  of  utilizing  a  hard  rivet  was  to 
surround  it  with  a  sleeve  of  hardened  steel,  leaving  ends  exposed. 

Eadie  gave  further  evidence  to  disprove  malice,  and  stated  that  until  seeing 
40  Plaintiff   Company's  article  he  had  never  heard  of  another  rivet  similar  to 
Defendant  Company's  :  he  was  Managing  Director  of  Defendant  Company. 

Parfltt    summed   up    the    Defendants'   case,   and    Jelf,   Q.C.,    replied   for 

Plaintiffs. 

Phillimorb,  J. — Gentlemen  of  the  jury,  this  is  a  complicated  case.    You 

45  have  in  the  end  to  ask  yourselves  certain  questions  and  therefore,  without  in 

the  least  interfering  or  wishing  to  interfere,  as  I  never  do,  with  the  prerogative 

of  the  jury  to  give  a  general  verdict  as  between  Plaintiff  and  Defendant,  I 

propose  to  lay  before   you  certain  questions  in  order  to  guide  you   in   the 

conclusions  to  which  you  ought  to.  come,  and  to  ask  you   to  answer  those 

50  questions.      You  probably  will  find  that  in  answering  those  questions  you 

practically  have  given  the  verdict ;  and  the  verdict  can  be  drawn  or  assented 

to  from  the  answers  to  those  questions.     I  will  read  to  you  the  questions  at 

the  beginning  and  probably  again  at  the  end. 

The  first  question  which  it  seems  to  me  it  is  convenient  for  us  to  discuss  is  : 

55  Did  the  Plaintiffs  infringe  the  Defendants'  Patent  ?     For  the  moment  I  need 

not  say  anything  more  to  you  about  that,    I  shall  have  to  deal  with  it  at  greater 

length  irfterwards. 


326  REPORTS  OF  PATENT,  DESIGN,      [June  U,  1899. 


Alfred  Appleby's  Twin  Rolls?'  Chahi^  Ld.  v.  Albert  Eadie  Ghain^  Ld. 

The  second  question  is  :  Did  the  Defendants  begin  an  action  to  enforce  thei^ 
claim,  with  due  diligence.  If  you  think  that  the  Plaintiffs  did  infringe  the 
Defendants'  Patent  the  second  question  becomes  entirely  immaterial,  and 
possibly  so  does  the  third  question.  But  there  may  be  some  other  proceedings 
to  be  taken,  and  anyhow  it  will  be  convenient  that  you  should  address  your  5 
minds  separately  to  it.  It  becomes  important  and  essential  if  you  take  the 
other  view  of  the  first  question.  If  you  think  the  Plaintiffs  are  not  infringers 
it  becomes  exceedingly  important  to  consider  the  second  question. 

As  to  that,  it  is  very  easy  to  explain  the  law.    This  form  of  action  is  a 
creature  of  the  Patents  Act.    Under  the  new  Patents  Act,  people  who  have  got  10 
a  Patent  and  sit  upon  their  Patent  and  warn  everybody  else  off  their  ground, 
sometimes  justly  and  sometimes  unjustly,  thinking  their  Patent  is  good  when  it 
is  bad,  or  thinking  that  their  Patent  covers  things  which  it  does  not  cover,  are 
put  under  a  peculiar  disability.     It  will  not  do  for  them  to  issue  merely  paper 
thi'eats  either  to  the  person  or  of  the  person  who  they  say  is  an  infringer.    It  15 
will  do  for  them  if  they  prove  in  the  long  run  that  he  is  an  infringer,  but  if 
they  fail  to  prove  that  he  is  an  infringer  then  the  law  says  they  shall  smart  for 
the  vain  threats  and  boasts  and  warnings  which  they  have  uttered.    They  may 
be  liable  to  pay  any  damages  due  to  their  having  made  a  claim  which  they 
ought  not  to  have  made,  and  they  may  be  liable  to  have  an  injunction  against  20 
them,  which  carries  costs,  to  restrain  them  from  doing  it  in  future.     But 
inasmuch  as  many  a  man  honestly  and  properly  thinks  that  he  has  got  a  good 
Patent,  until  somebody  comes  and  hunts  in  the  Patent  Office  Library  and  finds  it 
has  been  discovered  10  years  before,  though  never  used,  and  the  Patentee 
honestly  and  properly  thinks  that  his  Patent  covers  something  which  on  very  25 
minute  and  careful  investigation  it  turns  out  it  does  not  cover,  and  as  in  that 
case  it  would  be  extremely  hard  upon  him  that  he  should  pay  damages  for 
asserting  what  he  believed  to  be  his  honest  right,  the  law  says  if  you  follow  up 
your  assertion  by  beginning  proceedings  at  law  to  enforce  it,  in  due  time,  with 
reasonable  diligence,  then  you  shall  not  pay  damages,  you  shall  pay  the  costs  of  30 
the  action  if  you  lose  it,  but  you  will  not  have  to  pay  damages.    The  Courts 
have  gone  a  step  further.    They  have  said  you  may  bring  your  action  for 
infringement  of  your  Patent  after  the  other  man  has  brought  an  action  against 
you  for  threats  and  yet  you  may  be  in  time :  if  the  Court  thinks  you  have 
brought  the  action  with  due  diligence  you  will  be  in  time ;  and  you  have  not  35 
got  to  pay.    Therefore  the  second  question  which  I  ask  and  on  which  I  shall 
pay  a  word  to  you  again  later  on,  is,  did  the  Defendants  begin  the  action  to 
enforce  their  claim  with  due  diligence  ? 

Before  the  Patent  Act  passed  there  was  another  right  which  a  man  had  and 
that  remained  though  the  Patent  Act  was  passed.    A  man  who  was  attacked  by  40 
a  Patentee,  and  who  was  told,  or  about  whom  the  public  was  told,  that  he  was 
infringing  the  Defendant's  Patent,  and  who  thereby  lost  trade,  and  actually 
could  prove  that  he  had  lost  trade,  that  he  could  not  sell  his  goods  because 
people  were  afraid  of  buying  them  for  fear  they  should  be  enjoined  from  using 
goods  which  were  infringements,  or  for  other  reasons,  and  who  could  further  45 
prove  that  the  Defendant's  threats  were  not  uttered  in  an  honest  vindication  of 
his  supposed  claim  to  a  Patent,  but  were  uttered  with  some  indirect  motive, 
such  as  to  secure  a  contract  at  the  critical  moment,  or  to  damage  a  trade  rival — 
were  put  forward,  so  to  speak,  not  with  a  view  of  supporting  his  own  goods  but 
injuring  his  neighbour's — that  man  who  suffers  in  that  way  has  a  right  of  action.  50 
Therefore  the  third  question  which  I  put  to  you  is  this  :  Were  the  threats  in 
the  Defendants'  letter  to  the  cycle  papers  made  in  honest  support  of  their  claim, 
or  were  they  made  with  a  view  to  injure  the  Plaintiffs?    As  the  law  now 
stands,  a  man  who  suffers  at  the  hands  of  a  Patentee  who  makes  unfounded 
assertions  can  recover  damages  in  either  of  two  cases ;  either  if  he  proves  that  55 
the  Patentee  does  not  follow  up  his  threats  with  due  diligence  at  law,  or  if  he 
proves  that  the  Patentee  did  not  make  those  threats  in  honest  assertion  of  bis 
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rights  but  with  a  view  to  damage  him.  •  Therefore,  if  you  answer  either 
question  2  or  question  3  in  favour  of  the  Plaintijffs  you  will  give  damages  on 
that  head  to  the  Plaintiffs.  The  fourth  question  is  :  If  they  did  not  bring  the 
action  with  due  diligence,  or  if  their  threats  were  made  with  a  view  to  injure 
5  the  Plaintiffs,  what  damages  will  you  give  ? 

As  a  rule,  it  is  very  much  better  that  the  jury  should  give  one  lump  sum  if 

they  are  going  to  give  anything  at  all,  but  the  position  of  this  libel,  or  alleged 

libel,  is  so  peculiar  that  I  think  it  desirable  that  you  should  split  the  question 

of  damages  with  regard  to  the  alleged  libel,  and  I  come  to  the  fifth  question. 

10  The  Plaintiffs  say,  "  we  are  not  merely  complaining  of  slander  of  our  goods ; 

"  we  are  not  merely  complaining  that  you  said  our  goods  were  an  infringement 

"  of  your  Patent  when  they  were  not,  and  of  our  losing  the  market  thereby  ; 

"  but  we  are  complaining  that  you  have  accused  the  Company  of  knowingly 

"  infringing  and  fraudulently  and  dishonestly  stealing  your  Patent."     They  say 

15  "  that  is  the  construction  the  jury  ought  to  put  upon  the  letter  which  you  sent 

"  to  the  cycling  papers,  and  therefore  we  are  entitled  to  further  damages  for  the 

**  injury  to  our  reputation  as  a  commercial  company, — damages  because  people 

"  may  be  less  likely  to  deal  with  us  if  they  suppose  that  we  are  that  sort  of 

"  people  who  for  the  sake  of  the  Company  would  steal  other  people's  Patents." 

20  Those,  gentlemen,  are  the  five  questions. 

Now  I  will  shortly  deal  with  the  several  matters.    Did  the  Plaintiffs  infringe 

the  Defendants'  Patent  ?     The  Defendants'   construction  of  the  Specification 

under  which  the  Defendants  obtained  their  Patent  is,  it  is  admitted,  for  me.     1 

do  not  think  you  will  disagree  with  the  view  that  I  take,  that,  at  any  rate,  the 

25  responsibility  is  upon  me.      I  construe  this  Patent  as  claiming  a  particular 

method  of  making  a  chain  rivet  with  hard  middle  and  comparatively  soft  ends, 

as  claiming,  secondly,  the  rivet  so  produced  ;  and  as  claiming,  thirdly,  the  rivet 

so  produced  in  its  use  in  chains.     So  construing  it  I  give  very  little  additional 

force  to  the  third  claim ;  the  third  claim  rather  becomes  a  pointing  of  the 

30  second  than  a  substantive  claim  by  itself,  because,  if  the  Defendants  get  the 

monopoly  of  rivets,  they  get  it  whether  in  chains  or  elsewhere.     It  is  possible 

there  are  advantages  to  be  gained  by  stating  it  in  this  way ;  but,  at  any  rate, 

that  is  my  view.     Both  in  Claim  3  and  in  Claim  1  the  words  are  slightly 

enlarged  by  the  use  of  the  word  "  substantially  made  for  the  purpose,"  that 

35  does  not  matter — "  and  in  the  manner  substantially  as  hereinbefore  set  forth," 

and  therefore  it  is  perfectly  true  that  they  claim,  and  rightly  claim,  to  get  a 

monopoly   of  not  only  the  absolute  process  or  method,  but  any  colourable 

imitation,  anything  which  is  really  the  same  idea — what  the  law  has  sometimes 

called  equivalents — substituted  for  it.     Mr.   Walter  gave  us  one  very  simple 

40  illustration.    A  man  developes  a  particular  machine  and  he  chances  to  think 

that  some  part  will  be  best  held  together  by  a  nail.    The  whole  scheme  of  the 

machine  is  far  away  and  apart  from  that.    Somebody  else  sees  that  a  screw  will 

be  as  good  as,  or  better  than,  a  nail,  and  he  fastens  on  the  word  *'  nail "  in  the 

Specification,  and  he  makes  the  machine  again  with  a  screw.    That  is  a  very 

45  plain  case.     Obviously,  that  man  is  infringing  the  Patent.     He  has  merely 

altered  some  immaterial  matter  in  order  to  get  at  the  same  result.    There  may 

be  cases  much  more  strong  than  that.    I  would  only  mention  one  other  which 

has  occurred  in  the  course  of  this  case.     The  idea  occurs  to  a  man  that  it  will 

be  desirable  to  cut  off  the  hard  case  of  a  rivet  and  get  to  the  soft  core,  and  he 

50  suggests  that  it  may  be  done  with  a  grindstone.     Somebody  else  sees  that  it 

will  be  quite  as  well,  indeed,  that  it  will  be  better,  done  with  an  emery  wheel, 

and  he  takes  the  whole  Patent  right  through  as  it  stands  and  substitutes 

for  the  word  "  grindstone  "  the  word  "  emery-wheel."    He  has  not  the  right  to 

do  that.    He  has  really  got  the  other  man's  invention.    He  may  have  his  own 

55  subordinate  right  to  the  emery-wheel,  and  he  may  prevent  the  first  man  from 

using  it ;  but  he  has  no  right,  while  the  other  Patent  is  running,  to  use  it  by 
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merely  substituting  the  emery-wheel  for  the  grindstone.  Therefore,  gentlemen, 
this  Patent  not  only  covers  the  Defendants'  method,  but  it  covers  anything 
which  is  obviously  the  same  method  with  some  slight  alteration,  for  the 
purpose  of  making  an  alteration  at  least. 

Now,  what  is  the  Patentee's  method  ?     It  is  very  simple,  like  many  ingenious  5 
ideas  when  you  see  them,  and  it  may  be  stated  in  two  minutes.    You  want  to 
have  a  hard  middle  to  your  rivet,  and  you  want  to  have,  at  any  rate,  some 
portion  of  the  ends  soft.     He  takes  an  unshaped  rivet  or  bar,  he  treats  it  with 
bone  dust,  or  other  substance  which,  under  heat,  mixes  with  the  surface  of  the 
metal,  and  makes  a  step  towards  a  hard  case.     He  does  not  let  it  cool  sharply,  10 
which  will  make  case-hardening  pure  and  simple,  but  he  lets  it  cool  slowly  so 
that  the  case  has  been,  to  some  extent,  hardened,  or  as  I  called  it  in  the  course 
of  the  case,  "  half  hardened."    Then,  having  got  the  rod  in  that  state,  he  sets 
to  work  with  the  tool,  either  an  emery-wheel,  or  possibly  he  can  do  that  with 
a  machine  tool,  because  it  has  not  been  case-hardened,  and  he  cuts  away  the  15 
surface  of  the  two  ends  round  the  barrel.     The  rivet  is  then  in  this  position  : 
it  is  shaped,  the  middle  has  got  the  carbonized  film  or  skin  upon  it  capable  of 
being  case-hardened ;  the  edges  have  lost  their  carbonized  skin  because,  in 
cutting  away  the  metal  the  carbon  has  been  cut  away,  and  therefore,  the  edges 
will  not  get  case-hardened,  and  then  he  proceeds  in  the  ordinary  way  to  case  20 
harden  the  middle   of  the  rivet.      He  heats  it  over  again,  and  he  suddenly 
plunges  it  in  cold  water,  and  suddenly  cools  it,  and  in  that  way  he  gets  the 
caee-hardened  middle  and  the  two  shoulders,  or  narrower  pieces  of  the  rivet, 
are  absolutely  as  soft  as  if  they  had  never  been  treated  with  any  case-hardening 
process  at  all.    Well,  that  is  his  method.     It  is  apparently  very  clever.    Among  25 
other  things,  he  does  not  case-harden  the  whole  thing  through  before  he  cuts 
it,  and  he  cuts  it  much  more  easily.     It  is  said  to  have  a  disadvantage  because 
it  leaves  the  whole  of  the  smaller  part  of  the  rivet  soft,  and  the  only  part  which 
it  is  desired  to  have  soft  is  just  the  head  where  it  can  be  hammered. 

It  has  been  once  or  twice  contended  in  the  course  of  the  case  that  he  has  got  30 
something  more  than  that ;  that  he  is  possessed  of  the  secret  or  the  idea  or  the 
ingenious  thought,  such  as  has  often  occurred  in  the  history  of  an  invention, 
why  you  can  get  rid  of  case  hardening  over  a  portion  of  a  tool,  a  round  thing 
which  is  going  to  be  of  different  diameters,  by  case-hardening  it  all  before 
the  block  is  cut  out,  and  then  cutting  out  the  block  afterwards.  Or,  putting  it  35 
still  more  simply — here  is  a  piece  of  metal  which  has  been  case-hardened ;  it 
is  desired  to  get  rid  of  the  case-hardening  ;  cut  away  the  surface,  and  you  get 
to  a  part  beneath  which  has  never  been  hardened  and  which  will  be  soft. 

Now,  gentlemen,  I  do  not  think  the  Specification  claims  that,  and  so  I  direct 
you  ;   I  think  so,  because  I  so  construe  the  Specification.    But  I  am  confirmed  40 
or  encouraged  in  my  view  by  what  one  learns  as  to  the  state  of  general  know* 
ledge  at  the  time  when  this  Patent  was  obtained.    I  do  not  think  there  can  be 
any  doubt  now,  whatever  misconception  we  may  have  had  in  the  first  instance, 
as  to  what  Mr.   Walter  wanted  to  contend.     I  certainly  cannot  understand 
Mr.  ParfitVs  speech  in  any  way  but  one,  but  I  do  not  think  there  can  be  any  45 
doubt  now,  after  the  amount  of  evidence  that  has  been  given  that  the  idea  or 
thought  of  getting  rid  of  case-hardening  by  cutting  away  the  metal  with  a  tool 
sufficiently  hard  to  deal  with  case-hardened  metal  occurred  to  people  and  has 
been  applied  to  various  substances,  not  to  rivets  but  to  various  other  substances, 
before  this  Patent  was  in  existence.    Therefore,  on  all  these  grounds,  I  direct  50 
you  to    treat    this    Patent  as  only  claiming   the  particular  method  of   pro- 
curing soft  ends   which  the  Patentee  describes,  and  any  method  which  is 
substantially  the  same,  any  method  which  not  necessarily  has  been  arrived  at 
by  thinking  over  the  Patentee's  method  and  trying  to  avoid  it,  because  people 
very  often  get  the  same  idea  a  little  after  one  another — any  method  which  55 
might  have  been  arrived  at  by  a  man  sitting  down  and  saying  :  "  Oh  I  Here  is 
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"  this  Patent :  how  can  I  get  round  it  ?"  and  sujorgesting  this  or  that.    Anything 
of  that  kind  the  Patent  protects  against  and  no  more. 

Well  now,  the  Plaintiffs'  method  is  what  I  am  going  to  describe.    Here  it  is 
for  you,  and  not  for  me.    You  are  to  say  whether,  taking  the  Defendants'  claim 

5  to  be  what  I  have  said,  the  Plaintiffs'  proceess  infringes  it.  I  have  my  own 
opinion.  I  may  possibly  indicate  it  to  some  extent  to  you  while  I  am 
addressing  you,  but  it  is  for  you,  and  you  only,  to  decide  that.  The  Plaintiffs' 
process  is  this  : — He  takes  the  whole  bar,  shapes  it,  and  then  case-hardens  it, 
and  having  case  hardened  the  whole  he  is  very  glad,  because  he  wants  to  case- 

10  harden  what  has  been  called  the  shoulder  or  thinner  part  quite  as  much  as  he 
does  the  middle,  one  reason  given  being  (1  do  not  know  whether  it  is  the  only 
one  or  the  chief  one  even)  to  better  resist  the  shearing  strain  put  upon  it  by  the 
links.  He  has  got  the  whole  bar  case-hardened,  the  sides  and  ends  and  the 
whole  thing,  and  the  only  things  he  wants  to  soften  are  the  faces  of  the  two 

15  ends,  and  possibly  some  small  thicknesses  on  the  rim  (but  that  seems  to  be 
more  doubtful),  more  than  the  absolute  mathematical  plane  of  the  surface. 
What  he  does  is  this.  He  applies  with  a  particular  machine,  which  is 
apparently  very  neat  for  the  purpose,  and  in  which  he  has  his  own  rights,  two 
pairs  of  emery  wheels,  so  that  at  one  and  the  same  moment  he  is  grinding, 

20  apparently,  the  two  faces,  and  he  grinds  off  the  hard  skin.  Then  he  says,  I 
have  got  a  soft  skin  which  I  can  hammer  or  punch  or  press  and  flatten  out  or 
rivet  with.  He  says  that  in  the  process  the  heat  which  is  engendered  by  the 
friction  takes  the  temper  from  a  small  portion  of  the  rim.  Some  of  his  experts 
think  is  only  takes  off  the  angle  or  corner,  some  think  it  goes  a  little  way 

25  down ;  apparently,  it  will  go  rather  more  or  rather  less  according  to  circum- 
stances, perhaps,  partly  according  to  the  original  amount  of  temper,  the 
excellence  of  the  case-hardening  or  otherwise ;  possibly,  partly,  some  accident 
may  create  a  greater  friction  and  a  greater  heat.  He  says  : — "  This  is  what  I 
"  do.     I  do  not  do  what  the  Defendants  do.     I  do  not  semi- harden  and  then 

30  "  cut  away  ;  I  do  not  soften  all  the  thinner  part  of  the  rivet ;  I  do  not  want 
"  to  :  I  simply  apply  a  known  thing.  It  was  long  known  that  you  could  take 
"  off  a  hard  substance,  even  case  hardening,  by  applying  a  thing  as  strong  as  an 
"  emery-wheel  or  grindstone,  though  you  cannot  do  it  with  a  machine  tool, 
**  and  I  have  simply  applied  that  thing,  not  to  the  part  to  which  they  applied  it, 

35  "  because  they  did  not  apply  it  to  this  end  at  all,  but  I  apply  it  to  these  ends  or 
''  faces,  and  my  real  object  is  to  take  the  hard  part  off  those  and  make  it  soft. 
"  Incidentally,  I  do  that  which  is  a  very  good  thing  ;  1  soften  a  very  small  bit 
"  of  the  rim  so  as  to  make  it  easier  to  flatten  it  with  a  hammer,"  Whether  that 
was  part  of  his  idea  or  has  simply  grown  out  afterwards  I  leave  to  you  to 

40  consider.  Mr.  Jelf  rather  opened  as  if  it  had  been  part  of  the  original  idea. 
Some  of  the  witnesses  have  simply  spoken  as  if  it  were  a  kind  of  accidental 
advantage  which  was  never  intended,  but  which  has  accrued.  Some  of  the 
Plaintiffs'  witnesses  have  said  that  though  it  is  an  advantage  it  is  by  no  means 
essential ;  if  you  have  got  only  these  surfaces  soft  you  can  rivet,  though  you 

45  might  make  a  little  crack  which  will  look  uncomfortable  and  not  be  bad,  even 
though  the  whole  of  the  barrel  up  to  the  surface  remains  hard.  Is  that  the  sort 
of  thing  which  might  have  been  arrived  at  by  studying  the  Defendants'  Patent 
and  seeking  how  to  avoid  it — which  not  necessarily  was  so  arrived  at,  but 
which  might  have  been  arrived  at  in  that  sort  of  way  ?  Or  is  it,  putting  it  in 

50  another  way,  practically  the  Defendants'  invention  thought  out   by    another 

clever  man,  unfortunately  for  him  a  few  months  or  years  afterwards,  so  nearly 

the  Defendants'  invention  that  you  ought  to  say  that  it  is  an  infringement,  and, 

therefore,  should  be  restrained. 

There,  I  think,  you  have  the  whole  of  the  matter  before  you.     It  was 

55  common  knowledge  that  you  could  get  rid  of  case-hardening  by  apply«> 
ing  emery-wheels.    The    Defendants  apply    machine   tools    to   cut    off   the 
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semi-hardened  surface  around  the  barrel.  The  Plaintiffs  apply  an  emery-wheel 
to  cut  off  a  wholly  hardened  surface  at  the  end.  Neither  the  Plaintiffs  nor  the 
Defendants  are  entitled  to  more  than  their  method.  They  are  not  entitled  to  the 
secret  or  idea  of  applying  tools  to  get  rid  of  case-hardened  surfaces. 

That  is  all  I  have  to  say  to  you  upon  the  first  question.  If  after  what  I  have  5 
said  you  are  of  opinion  that  the  Plaintiffs  have  infringed  the  Defendants* 
Patent,  they  have  lost  a  great  part  of  this  case.  You  need  not  trouble  about 
what  is  going  to  happen  to  them.  The  Defendants  will  be  entitled  under  the 
Patent  Law  to  an  account  of  all  the  profits  which  they  have  made  by  infringing 
their  Patent,  and  to  an  injunction  for  the  future,  and,  therefore,  on  that  part  of  10 
the  case  you  need  not  trouble.  If,  however,  you  take  the  view  that  the 
Plaintiffs  have  not  infringed  the  Defendants'  Patent,  then  a  great  part  of  the 
case  has  gone  for  them  and  against  the  Defendants. 

Now  comes  the  second  question.  The  Defendants,  then,  must  pay  damages 
for  their  assertions,  and  for  their  threats,  unless,  in  your  opinion,  they  followed  15 
up  their  threats  by  taking  legal  proceedings  with  due  diligence.  Now,  do  not 
trouble  about  the  fact  that  they  are  Defendants  and  not  Plaintiffs.  Under  our 
modem  system  of  law,  if  A  and  B  have  mutual  rights  of  action  against  each 
other  it  is  quite  unnecessary  for  B,  who  has  been  sued  by  A,  to  issue  a  fresh 
writ  against  A.  He  counterclaims  in  the  action,  and  the  action  is,  in  a  sense,  20 
A  V,  B,  and  B  v.  A.  Therefore,  do  not  trouble  about  that.  Again,  if  they  are 
to  do  it  by  Counterclaim,  I  should  think  you  would  be  of  opinion  that  they 
did  it  in  very  reasonable  time  after  the  Statement  of  Claim  delivered  by  the 
Plaintiffs.  They  could  not  do  it  before.  What  you  have  to  consider,  and  what 
I  think  Mr.  Parfitt  treated  a  little  too  lightly,  is,  whether  they  ought  ever  to  25 
have  let  the  Plaintiffs  be  driven  to  their  action  of  threats.  It  is  said  "we 
**  threatened  on  the  27th  July,  and  the  matter  was  brought  to  legal  proceedings 
*'  by  your  action,  which  is  quite  as  good  as  ours,  on  the  30th  of  August  or 
"  thereabouts."  That  is  only  a  month  and  a  few  days,  and  it  is  in  the  holiday 
time  for  the  lawyers,  the  Long  Vacation.  That  is  said  on  the  one  side.  On  30 
the  other  side  it  is  said,  "  Well,  you  know  you  cannot  say  that  you  brought  it 
"  with  due  diligence  because  you  went  up  to  the  stile  and  began  to  get  over  the 
"  fence,  and  then  you  deliberately  went  back  and  said  we  will  not  climb  it. 
"  You  threatened  us  with  a  writ,  and  you  said  you  had  prepared  it,  you  said 
"  you  had  actually  issued  it  out  of  Court,  but  you  would  not  serve  it ;  and  then  35 
"  you  said,  *  Well,  we  will  not  serve  it  at  all.'  If  we  had  waited,  we  should 
"  have  waited  till  kingdom  come  and  you  would  never  have  issued  that  writ 
"  against  us.  Therefore,  although  it  was  only  a  short  time  between  the  27th 
"  July  and  the  Slst  August  that  you  delayed  bringing  this  matter  into  the  Law 
"  Courts,  still,  as  you  would  have  delayed  for  ever  if  we  had  not  brought  it  into  40 
"  the  Law  Courts,  a  jury  ought  to  say  that  your  Counterclaim  was  not  the 
"  beginning  of  an  action  with  due  diligence."  I  think,  gentlemen,  you  have 
got  what  help  I  can  give  you  about  that  matter.  If  you  think  that,  having 
threatened,  the  matter  then  remained  in  such  a  state  that  it  was  reasonable 
they  should  wait  for  a  month  or  two,  and  the  Plaintiffs  took  the  first  start  and,  45 
therefore,  made  it  unnecessary  for  the  Defendants  to  make  any  start,  then,  on 
this  point,  you  will  find  in  favour  of  the  Defendants  and  against  the  Plaintifib, 
but  if  you  think  the  Defendants  had  intimated  very  plainly  that,  come  what 
might,  they  did  not  mean  to  bring  an  action  at  all,  they  certainly  did  not  bring 
an  action  with  due  diligence,  for  they  never  would  have  brought  it.  50 

The  next  question  is  another  way  of  getting  at  it.  Were  the  threats  in  their 
letter  to  the  cycling  papers  made  in  honest  support  of  their  claim,  or  were  they 
made  with  a  view  to  injure  the  Plaintiffs  ?  In  other  words,  **  putting  aside 
**  the  question  of  due  diligence  altogether,"  say  the  Plaintiffs,  *'  we  have  got  a 
•*  another  string  to  our  bow,  another  way  of  hitting  you.  Your  threats  were  not  55 
^^  that  kind  of  honest  threat  which  the  Patent  Act  contemplates^  -^B^ch  might 
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"  be  followed  np  by  litigation,  but  they  were  malicious  threats  made  with  the 
"  motive  of  injuring  us.  That  is  to  say,  your  letter  to  the  cycling  papers  was 
*'  written,  not  with  a  view  of  supporting  your  own  Patent,  not  with  a  view  of 
"  protecting  your  own  interest,  or,  at  any  rate,  not  solely  with  a  view  to  that, 
5  "  but  with  a  view  of  injuring  our  trade,  written,  indeed,  under  a  feeling  of 
"  irritation  and  spite  because  we  got  so  excellent  an  advertisement ;  therefore, 
"  you  must  pay  damages  to  us  for  that." 

With  regard  to  that  and  with  regard  to  the  last  matter,  whether  it  is  a  libel 
upon  the  Company,  there  are  a  certain  number  of  words  to  be  said.    These  two 

10  are  rivals  in  business.  Advertising  is  unfortunately,  at  any  rate  from  many 
points  of  view,  a  necessity  of  business,  and  he  is  the  most  ingenious  who  gets 
the  newest  and  most  taking,  and  most  widely-circulated  advertisement.  Some 
years  ago  the  ingenuity  of  some  tradesman,  perhaps  it  may  have  been  a 
Birmingham  tradesman,  invented  the  idea  of  his  being  interviewed,  as  it  were, 

15  by  an  outside  person  who  had  heard  a  report  of  the  fame  of  his  doings  and  who 
camo,  like  a  second  Queen  of  Sheba  to  King  Solomon,  and  who  goes  away 
having  no  more  spirit  left  in  him  after  all  ^q  wonders  he  has  seen.  I  am 
afraid  the  first  gentleman  who  did  it  was  more  ingenious  than  frank,  because 
he  certainly  intended  to  convey,  and  he  did  convey  to  a  great  many  readers  of 

20  the  paper,  that  this  was  a  bond  fide  visit  of  the  Queen  of  Sheba  to  King  Solomon. 
But,  now-a-days  we  have  got  beyond  that.  We  all  of  tis  know  that  these 
interviews  are  paid  for  in  some  way  or  another,  as  I  venture  to  think,  like  the 
old  proverb,  "  If  it  is  not  in  meal  it  is  in  malt."  They  are  not,  perhaps,  paid 
for  in  the  sense  that  an  actual  sum  of  money  is  paid  for  this  particular  visit, 

25  or  for  this  particular  piece  of  letterpress.  But  there  is  a  kind  of  way  in  which 
people  who  are  good  customers  as  advertisers  are  encouraged  by  the  newspaper 
in  which  they  advertise,  and  everybody  knows  what  that  is.  Therefore,  every- 
body would  know  that  this  was  in  substance,  though  not  in  form,  an  advertise- 
ment ;  at  least,  so  I  should  think.    Perhaps  I  am  wickeder  and  have  a  more 

30  evil  experience  of  these  things  than  others.  In  this  very  laudatory  article,  in 
which  there  are  nice  little  touches  and  a  good  use  of  capital  letters,  and  breaks, 
and  all  the  other  devices  of  modem  journalism,  there  occurs  one  passage,  *'The 
"  next  and  final  process  is  a  very  difficult  one.  It  has  been  the  greatest  obstacle 
"  to  all  first  class  chain  makers.    It  is  this :  The  ends  of  the  rivets,  as  previously 

35  "  stated,  are  hardened,  and  it  is  impossible  to  rivet  them  in  their  present  state. 
"  We  have,  however,  overcome  this  by  my  " — it  is  Mr,  Bull  who  is  speaking — 
"  special  patented  apparatus  which  operates  upon  the  extreme  ends  of  the 
"  rivets  only  and  softens  them,  at  the  same  time  leaving  all  other  parts  of  the 
"  rivet  perfectly  hard.  This  I  consider  to  be  one  of  the  most  valuable  features 

40  "  in  our  chain."  Now  a  great  deal  of  this  is  literally  true.  They  have  overcome 
a  difficulty.  They  have  overcome  it  by  Mr.  BulVs  apparatus,  which  is  a  special 
thing  and  which  he  has  patented.  It  does  operate  upon  the  extreme  ends  of  the 
rivets  only, if  by  "end"  you  mean  not  the  latter  part  of  the  barrel  but  the  face  at  the 
end  of  the  barrel.    And  it  does  soften  them,  leaving  all  other  parts  of  the  rivet, 

45  except  possibly  the  rim  or  edge,  perfectly  hard.  All  that  is  true.  But  that 
very  truth  makes  the  rest  of  it  more  injurious,  if  it  is  injurious,  to  other  people. 
What  the  Defendants  say  is  the  innuendo,  the  meaning  which  underlies  it,  is  that 
nobody  has  done  it  before.  "  The  next  and  final  process  is  a  very  difficult  one. 
"  It  has  been  the  greatest  obstacle  to  all  first  class  chain  makers  "—then  he 

50  describes  it — "  I  have  overcome  it  by  my  special  patented  apparatus,"  The 
Defendants  say  that  anybody  who  reads  that,  at  any  rate  in  the  careless  way  in 
which  these  things  are  read,  would  understand  that  to  mean  not  that  they  have 
got  one  way  of  doing  it,  or  the  best  way  of  doing  it,  but  that  nobody  had  got 
any  way  of  doing  it,  or  any  practical  way  of  doing  it,  before  Mr.  Bull  arose  with 

55  his  special  Patent.  They  say,  "  That  is  a  refiection  upon  us,  not  intentionally 
"  upon  us  because  they  may  not  know  about  us,  but  it  is  a  refiection  upon 

15  a 
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"  everybody,  not  only  on  us  but  on  Mr.  Brampton  who  had  got  another  device 
"  of  his  own ;  it  is  a  reflection  on  all  the  other  rival  chain  makers.     It  intends 
"  to  tell  the  public  that  there  are  no  other  rivets  except  those  of  the  Plaintiffs' 
'*  which  have  the  soft  ends  and  the  hard  middles,  whereas,  in  fact,  we  have  a 
"  Patent  and  have  used  it  for  many  years."    Now,  gentlemen,  that  is  purely  for  5 
you  to  consider.     Do  you  think  it  woulfl  be  natural  for  the  ordinary  public  to 
read  it  in  the  way  in  which  the  Defendants  certainly  thought  it  would  be  read, 
or  do  you  think  that  they  were  so  generally  irritated  by  the  glory  of  this 
advertisement  and  the  big  picture,  that,  carelessly  and  hastily,  not  reading  the 
words  carefully,  they  wrote  off  at  once  and  thought  they  would  take  any  10 
opportunity  they  could  to  damage  the   Plaintiffs?     If  you  think  they  were 
honestly  though  mistakenly,  in  the  letter  which  they  wrote  to  the  cycling 
world,  supporting  their  Patent  and  only  writing  to  support  their  Patent  they 
would  be  entitled  in  that  case  to  say  that  anybody  who  interfered  with  their 
Patent  was  an  infringer.    Then  you  would  say  that  their  threats  were  made  in  15 
honest  support  of  their  claim  and  were  not  made  with  a  view  to  damage  the 
Plaintiffs.     If,  however,  you  say,  "  Oh  no,  they  were  so  irritated  and  so  angry 
"  that  they  were  determined  to  have  a  fling ;  they  were  so  reckless  and  careless 
"  that  they  did  not  read  this  passage  properly,"  carelessness  and  recklessness 
being  equivalent  to  malice — real  reckless  carelessness — then  you  will  find  a  20 
verdict  the  other  way.     Mr.  Jelf  and  his  friends  say,  "  if  they  had  read  this 
"  carefully  they   would   have    seen  that   it  could    not  be  their  process.     It 
"  softens — you  do  not  soften :  you  cut  away  the  hard."    That  is  quite  true.     On 
the  other  hand  you  produce  a  soft  surface  where  it  is  required.     Mr.  JleZ^and 
his  friends  say  it  says,  "  the  extreme  ends."    Well  "  extreme  ends  "  is  end's  25 
ends.     I  do  not  know  what  anybody  has  to  say  about  that.     If  it  ought  to  have 
occurred  to  them  that  the  Plaintiffs'  Patent  was  only  going  to  deal  with  this 
face  while  their  Patent  dealt  with  this  barrel  and  Iftft  that  face  untouched,  it 
would  be  quite    another  matter.     There  it  is,  gentlemen.    You  have   been 
attending  to  these  questions.    You  know  a  great  deal  about  these  matters.    You  30 
have  the  article  before  you  and  it  is  for  you  to  say  whether,  in  the  first  instance, 
the  Defendants  rushed  into  print  honestly  thinking  that  they  were  protecting 
their  Patent  against  an  unfair  disparagement,  or  whether  you  think  that  they 
rushed  into  print  because  they  were  generally  indignant  at  a  successful  adver- 
tisement of  their  trade  rival  and  were  also  so  keen  about  their  own  Patent  that  35 
they  were  determined  to  blast  any  Patent  that  seemed  in  any  way  to  interfere 
with   it,  or  were  so  keen  about  their  own   Patent  that  they   did  not  look 
sufficiently  carefully  to  see  that  after  all  this  was  very  probably  not  an  infringe- 
ment.    If  you  think  the  Defendants  are  right  there,  and  if  you  think  they 
began  with  due  diligence,  of  course  there  are  no  damages.    If,  on  the  other  40 
hand,  you  think  they  did  not  begin  with  due  diligence,  or  that  they   were 
malicious,  then  you  must  consider  what  damages  you  are  to  give. 

Mr.  Jelf  has  not  erred  on  the  side  of  want  of  boldness.    He  has  claimed  all 
the  loss  from  the  Rudge- Whit  worth  contract,  and  he  has  claimed  all  the  loss 
arising  from  the  difference  of  sales  in  January,  February,  and  until  March  15th  45 
of  the  year  1898,  and  the  year  1899.    Gentlemen,  these  are  matters  for  yoa ; 
but  I   must  say  with  regard  to  the  Rudge- Whitworth  business,  certainly  it 
strikes  me,  and  I  am  now  only  speaking  as  counsellor  and  not  as  director,  that 
it  would  be  most  extravagant  to  put  all,  and  I  think  extravagant  to  put  one 
farthing,  of  that  Rudge-Whitworth  contract  to  the  detriment  of  the  Defendants.  50 
How  does  it  stand  ?    They  were  negotiating.    They  had  not  got  to  terms. 
Whether  they  would  have  dropped  from  their  original  claim — ^nothing,  a  half- 
penny, a  penny,  a  penny  halfpenny,  or,  as  it  turned  out,  twopence,  had  all  got 
to  be  considered.     In  that  state  of  things  somebody  begins  to  say  that  they  are 
infringing,  and  they  think  they  will  have  a  difficulty  in  disposing  of  their  55 
goods,  and  they  are  very  glad  to  find  a  good  customer.    People  constantly  make 
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a  rebate  for  a  good  customer,  for  a  hundred  reasons,  for  cash  in  hand  or  to  be 
able  to  say  they  have  got  it.    To  get  a  good  customer  at  that  rather  critical 
moment  in  their  history,  they  agree  to  take  2d,  less  than  they  originally  asked. 
II  occurred  to  me  that  in  an  ordinary  action  of  slander  or  libel,  supposing  a 
5  man  were  to  say,  **  Yes,  I  was  so  frightened  I  did  not  know  how  the  action 
"  would  turn  out.     Somebody  had  slandered  me,  and  1  was  so  frightened  of  the 
"  eflEect  of  that  slander  that  instead  of  staying  in  my  own  village  and  earning 
''  my  living  as  a  ploughman  I  enlisted  as  a  soldier,'*  and  he  claimed  as  damages 
the  difference  between  his  being  a  soldier  and  being  a  ploughman  (it  is  rather 
10  for  you  than  for  me),  but  it  seems  to  me  it  would  be  extravagant  to  lay  that  to 
the  debit  of  the  Defendants.    It  was  an  item  no  doubt,  as  a  hundred  other  items 
were,  in  considering  on  what  terms  they  would  take  that  contract.    At  that 
moment  they  were  in  a  ticklish  position  and  they  were  glad  to  secure  a  big 
contract,  and  that  is  all  you  can  say.     But,  even  if  you  think  something  is  to  be 
15  attributed  to  that,   why   2d.  ?     There  were  a  hundred  other  matters  to   be 
considered.    They  went  down  gradually  till  they  came  to  2d.    Why  are  we  to 
eay  that  that  was  the  only  item  ?     For  this  Company,  comparatively  new,  to 
get  the  Rudge-Whitworth  contract  and  to  cut  out  Albert  Eadie  A  Company, 
who  were  striving  for  it,  quite  apart  from  the  question  of  Patent,  was  a  very 
20  good  thing.    .They  prol^bly  would  have  been  glad  anyhow   to   have  given 
Rudge-Whitworth's  very  much  more  favourable  terms,  particularly  that  year 
when  they  were  new,  quite  apart  from  this  Patent  matter,  than  they  would 
otherwise  have  given. 

Well,  now,  the  other  matter  is  a  very  general  one.     They  have  lost  in  this 
25  sense.     They  are  selling  in  those  particular  two  and  a  half  months — January, 
February,  and  March — ^about  800  fewer  chains  than  they  were.     The  trade  was 
not  worse — that  seems  to  be  agreed.     The  trade  was  worse  in  the  summer, 
but  in  January,  February,  and   March,  1899,  it  was  as  good   as   it  was  in 
January,  February,  and  March  1898,   and,   therefore,  all  things  being  equal, 
30  they  ought  to  have  sold  the  same  number  of  chains.     They  say  that  is  all  due  to 
the  Defendants'  threats.    Well,  gentlemen,  you  know  they  very  wisely  and 
rightly  followed  up  this  article  by  a  contradiction,  and  a  good  flat  contradiction, 
in  which  they  said  they  were  not  infringers,  and  were  not  going  to  sit  under  it, 
and  their  traveller  told  everybody  who  dealt  with  them  "  Why  we  forced  on 
35  "  the  other  side.    They  would  not  sue  us.    We  are  insisting  on  having  this 
"  matter  put  before  a  Birmingham  jury.     We  are  not  afraid.     It  is  they  who 
"  are  wrong.    There  is  nothing  in  the  infringement ;  on  the  contrary,  it  is  our 
**  excellent  article  which  they  are  so  jealous  of  that  they  have  tried  all  these 
'•  back  stair  ways  of  destroying  it.     It  is  all  a  proof  of  the  excellence  of  our 
40  "  article."     I  do  not  know,  but  I  should  have  thought  it  a  strong  thing  to  say, 
that  the  whole  of  this  lies  at  their  door.    There  is  the  suggestion  at  least  that  . 
one  new  chain  manufacture  had  arisen  in  the  interval — another  star  in  the 
firmament.    However,  that  is  a  matter  which  I  do  not  counsel  you  more  about. 
If  you  think  they  are  to  pay  damages  then  they  are  to  pay  in  fact  for  the  loss 
45  of  profit,  either  from  not  selling,  or,  if  you  think  it,  for  selling  more  cheaply 
any  number  of  rivets  or  chains,  as  to  which  you  think  that  the  loss  was 
occasioned  by  this  afterwards  contradicted  slander,  a  slander  contradicted  you 
know  partially  by  the  Defendants'  own  letter  sent  to  four  of  the  ten  cycling 
papers,  partially  also  by  the  Plaintiffs'  own  letter  sent  to  them  all.     Certainly 
50  after  the  Defendants'  letter,  sent  to  four  of  the  cycling  papers,  there  could  have 
been  very  little  for  anyboJy  to  say.      The  Defendants  had  then  written  to  say 
that  now,  as  they  understood  the  Plaintiffs'  claim,  it  was  no  infringement  of 
their  Patent.    All  these  letters  were  written  long  before  January,  February,  or 
March  1899,  in  which  the  claim  for  loss  is  said  to  have  occurred. 
55      Now  comes  the  last  head.    They  say,  "  You  have  done  more  than  that ;  you 
*'  have  not  only  stopped  the  sale  of  these  rivets,  but  you  stopped  or  injured  all 
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"  our  business  as  a  Company,  because  you  have  implied  that  we  were  guilty  of 
"  dishonest  and  untradesmanlike  conduct."  That  turns  upon  the  meaning  of 
these  words  in  the  letter  which  are  relied  upon  as  a  libel.  I  was  invited,  as  you 
know,  by  Mr.  Walter,  to  say  that  it  was  so  obvious  and  plain  that  there  was  no 
libel,  that  I  ought  not  to  let  the  matter  go  to  you,  and  I  declined.  Ever  since  6 
the  great  Act  of  Parliament  known  as  Fox's  Act  the  question  of  libel  or  no 
libel  is  for  a  jury.  Though  in  all  other  written  matters  the  judge  construes 
the  writing,  it  is  for  the  jury  and  not  the  judge  to  give  the  meaning  of  the 
words,  as  to  whether  they  are  a  libel  or  not,  and  the  only  power  or  privilege,  if 
it  be  one,  that  we  possess  is  this.  We  can  sometimes,  in  a  very  strong  case,  say  10 
we  are  so  clear  that  those  words  must  have  an  innocent  meaning  that  we  will 
not  let  the  jury  say  that  they  have  a  bad  one.  We  cannot  do  it  the  other  way. 
We  cannot  say  we  are  so  clear  the  words  have  a  bad  meaning,  and  we  will  not 
let  the  jury  say  they  have  a  good  meaning.  But,  inasmuch  as  the  Plaintiff 
never  gets  to  a  jury  unless  the  judge  thinks  there  is  at  least  some  case  in  law,  15 
we  are  entitled  in  certain  cases  to  say  "  No  :  obviously  and  plainly  those  words 
"  can  have  no  libellous  meaning.  A  jury  would  be  perverse  if  they  found 
**  that  they  had.  I  shall  not  leave  that  to  the  jury."  That  is  the  only  power 
we  have.  It  is  a  power  which  is  very  rarely  exercised  in  libel  cases.  You 
know  much  more  about  these  matters  than  I  do.  1  could  not  say  that  the  man  20 
in  the  street,  who  is  the  person  to  be  considered,  would  not  think  the  words 
libellous  ;  therefore,  I  leave  it  to  you.     Infer  nothing  more  of  my  view  than  ; 

that  I  think  it  is  a  matter  for  you.    Now  you  know  that  must  be  read  in  | 

conjunction  with  this  interview.     "  In  your  article  on  the  works  of  Alfred  ^ 

"  Appleby's  Twin  Roller  Chain,  Ld,,  you  describe  the  firm  as  making  by  a  25 
**  special  process  a  rivet  with  hardened  centre  and  softened  end."  It  is  true  : 
they  do.  "  We  beg  to  point  out  that  we  hold  the  Patent  for  this  kind  of 
"  rivet  {R,  W,  Smith's  Patent),  and  that  we  are  taking  the  necessary  steps  to 
"  put  an  end  to  further  infringement  in  the  present  case."  There  is  no  libel 
on  the  Company  there.  The  utmost  it  imports  against  the  Plaintiffs  is  that  they  30 
are  infringing,  not  dishonestly  or  knowingly  infringing,  but  doing  what  people 
do  constantly,  without  knowledge,  infringing.  "  We  may  state  that  our  Patent 
"  seems  to  be  greatly  appreciated  by  chain  manufacturers  in  general,  as  we  j 

"  have  already  had  occasion  to  take  action  against  infringers  of  it  in  two  ' 

•*  instances,  and  that  in  both  cases  we  obtained  a  verdict  in  our  favour."  Those  35 
are  the  important  words.  The  way  in  which  Mr.  Jelf  analyses  it  is  this : — 
"  People  do  infringe  it.  There  is  no  doubt  about  that,  because  we  have 
"  beaten  them.  But  why  did  they  infringe  it  ?  Because  they  appreciated 
•*  it.  That  means  they  deliberately  infringed  it."  And  then  Mr.  Jelf  goes 
further,  and  he  says  in  this  you  must  read  "  not  only  the  two  people  40 
"  infringed  it,  because  of  appreciation  and  deliberately,  but  we  mean 
**  to  suggest  to  your  readers  that  that  is  exactly  what  Appleby's  have 
"  done.  A2)pleby'8  have  infringed  it,  not  unconsciously,  but  because  they  saw 
"  the  merits  of  the  invention  and  tried  to  steal  it."  Well,  gentlemen,  as  I  say, 
it  is  entirely  for  you  to  say.  Unless  you  are  pretty  certain  that  the  words  45 
would,  to  the  ordinary  man,  bear  a  bad  meaning,  you  are  not  to  be  skilful  and 
clever  to  find  out  some  tortious  meaning  which  they  might  possibly  be  held  to 
have.  Take  the  words  and  treat  them  as  a  man  who  runs  and  reads  would 
read  them.  The  burden  in  this  matter  is  entirely  on  the  Plaintiffs.  They 
must  satisfy  you  that  the  words  have  a  bad  meaning.  If  you  think  the  words  50 
would  be  understood  by  the  ordinary  public  to  rbean  that  Alfred  Applehy*s 
had  shown  their  appreciation  by  deliberately  infringing,  then  it  is  a  libel  on 
the  Alfred  Appleby  Company,  but  unless  you  so  think  it  is  not  a  libel  upon 
them.  The  old  action  of  slander  of  title— slander  on  their  goods-^is  no  longer 
It  libel  on  the  Company.  55 

One  word  more  and  one  only.    If  you  think  that  in  this  respect  the  Plaintiffs 
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should  have  your  verdict,  I  have  asked  you  to  give  separate  damages  with 
regard  to  it ;  if  you  think  you  should  give  damages,  and  I  hope  that  will  not 
be  too  troublesome  to  you,  I  want  to  caution  you  very  much  with  regard  to 
those  damages.  A  libel  upon  a  Company  is  not  a  libel  upon  the  individuals  of 
5  the  Company.  To  say  that  Alfred  Appleby's  Company  (if  yon  think  so) 
fraudulently  infringed  a  Patent,  is  not  saying  that  Mr.  Bull  or  Mr.  Barnsley 
or  anybody  else  has  done  it.  It  may  be,  that  in  a  proper  action,  with  properly 
framed  averments,  Mr.  Bull  or  Mr.  Barnsley  might  recover  his  own  damages 
for  the  imputation  upon  him,  quite  separately  and  quite  independently.     It  is 

10  not  an  imputation  upon  the  individuals  of  the  Company.  If  Mr.  Barnsley 
were  to  prove  that  he  was  the  Company  and  that  this  must  be  meant  for  him, 
he  might  recover  substantial  damages.  It  is  not  a  libel  upon  the  ofi&cers, 
servants,  directors,  or  individual  members  of  the  Company.  You  must  treat  the 
Company  as  a  man.     Of  course,  the  Company  cannot  do  certain  things.     It 

15  cannot,  as  a  learned  Judge  put  it,  commit  adultery  or  murder.  The  only  way 
in  which  it  can  suffer  as  a  company  is  in  its  trade  reputation.  The  classical 
case  on  the  point  is  where  a  coal  company  were  libelled  by  a  newspaper  which 
said  that  they  provided  very  bad  wagons  for  their  working  men.  The  Court 
thought  it  might  have  the  effect  of  deterring  good  artificers  from  entering  their 

20  employment.  It  was  a  very  large  company  drawing  people  from  everywhere. 
Upon  that,  and  it  may  be  on  other  grounds,  they  said  they  might  recover 
some  damages  for  that.  Therefore,  gentlemen,  this  Company  may,  if  you 
think  this  a  libel,  recover  some  damage  for  injury  to  their  whole  status  and 
trade  credit.    It  cannot  be  much,  1  think,  because,  you  see,  if  you  are  going  to 

25  take  that  view  you  will  probably  have  already  given  them  damages  for  the  loss 
and  depreciation  of  their  goods  by  not  selling  their  goods.  It  was  only  for  a 
very  short  period,  for  it  was  contradicted  in  many  newspapers  by  the  other 
letter,  that  they  have  been  held  up  as  a  kind  of  company  which  lives  by 
infringing  other  people's  Patents.     It  is  very  unsubstantial — but  there  it  is. 

30  In  this  case  it  is  so  unsubstantial  that  I  feel  a  difficulty  in  directing  you  as  to 
any  measure  with  regard  to  it.  If  you  think  it  is  a  libel,  and  if  you  think 
their  credit  as  a  company  has  been  for  several  months  injured,  quite  apart  from 
the  fact  that  there  have  be»n  people  who  have  deliberately  infringed,  then  you 
must  give  them  some  damages  for  that. 

35  Gentlemen,  there  are  the  five  questions.  Of  course,  you  will  ask  anything 
you  like,  but  I  hope  that,  with  the  assistance  I  have  given  you,  you  will  find 
your  way  to  answering  them. 

The  Jury  gave  the  following  answers  to  the  following  questions  : — (Q.)  Did 
the  Plaintiffs    infringe  the  Defendants'   Patent? — (A.)    No.      (Q.)    Did    the 

40  Defendants  begin  an  action  to  enforce  their  claim  with  due  diligence  ? — 
(A.)  No.  (Q.)  Were  the  threats  in  the  letter  to  the  cycling  papers  made  in 
honest  support  of  their  claim,  or  were  they  made  with  a  view  to  injure  the 
Plaintiffs  ? — (A.)  With  a  view  to  injure  the  Plaintiffs.  (Q.)  If  the  Defendants 
did  not  bring  an  action  with  due  diligence  or  if  their  threats  were  made  with  a 

45  view  to  injure  the  Plaintiffs,  what  damages? — (A.)  £500.  (Q.)  Does  the 
Defendants*  letter  to  the  cycling  papers  mean  that  the  Plaintiffs  were  knowingly 
and  dishonestly  infringing  their  Patent,  and,  if  yes,  what  damages  ? — (A.)  £5. 

Phillimobe,  J, — That  is  a  verdict  for  the  Plaintiffs  for  £505,  and  against 
the  Defendants  on  their  counterclaim.      I   give  judgment  accordingly,  and 

50  certify  for  a  Special  Jury, 

A  stay  of  execution  was  refused. 
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In  the  High  Court  op  Justice.— Chanobry  Division 


Before  Mr.  Justice  North. 


March  17th,  1899. 


Berliner  and  Others  v.  The  Edison  Bell  Consolidated  Phonograph 

Co.,  Ld.  5 


Patent. — Action  to  restrain  threats. — Motion  for  interlocutory  injunction.-^ 
Infringement  action  2^ending.  —  Motion  dismissed.  —  PatentSy  dec.  Act^  1883^ 
Section  82. 

In  June  1898^  the  otvners  of  certain  Patents  threatened  proceedings  for 
infringement  oftliesamehy  the  manufacture  and  sale  of  instruments  knoivn  as  IQ 
gramophones.  The  Gramophone  Company y  the  manufacturers  of  these  instru- 
mentSy  suhsequeiUly  complained  of  threats  by  the  Patentees,  but  no  proceedings 
were  then  taken  by  either  party ,  and  no  furtJier  threats  were  issued  until  after 
the  commencement,  in  January  1899,  of  an  i?ifringement  action.  Tlie  Qramo- 
phone  Company  then  commenced  a  threats  action,  and  moved  for  an  interlo-  15 
cutory  injunction,  alleging  that  it  was  clear  they  had  not  infringed  and  that 
the  Patent  action  was  not  bond  fide,  and  was  not  ivithin  the  proviso  to  Section  82 
of  the  Patents,  &c.  Act,  1883. 

Held,  that  the  first  question  was  one  for  the  trial,  and  that  the  ptvviso  to 
Section  32  applied.    The  motion  was  refused.  20 

On  the  24th  of  February  1899,  Emile  Berliner  and  William  Barry  Owen  and 
Edmund  Trevor  Lloyd  Williams  (trading  as  Tfie  Gramophone  Company) 
commenced  an  action  against  TJie  Edison  Bell  Consolidated  Phonograph  Com* 
pany.  Id.,  for  an  injunction  to  restrain  the  Defendants  from  continuing  to  publish 
advertisements  and  circulars  alleging  that  instruments  known  as  "gramo-  25 
"  phones  "  were  being  sold  in  contravention  of  the  Patent  rights  owned  by  the 
Defendants  (if  any),  and  from  continuing  to  threaten  the  Plaintiffs  or  any 
person  or  persons,  whereby  the  PlaintiflEs  might  be  aggrieved,  by  circularSi 
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advertisements,  or  otherwise,  with  any  legal  proceedings  or  liability  in  respect 
of  the  manufacture,  use,  sale,  or  purchase  of  "  gramophones  "  in  infringement 
of  the  Defendants'  Patent  rights  (if  any)  and  for  damages. 
The  facts  were  shortly  as  follows : — The  Defendant  Company  claimed  to 

5  be  the  owners  of  Letters  Patent  No.  C027  of  1886,  No.  17,175  of  1887,  and 
No.  16,212,  of  1888,  and  in  June  1898  some  correspondence  took  place  between 
the  parties  or  their  solicitors,  in  which  the  Defendant  Company's  solicitors 
stated  that  they  were  instructed  to  commence  an  action  for  infringement 
against  the  said  W.    B.  Owen  and  E.  T.   L.    Williama^  and   the   PlaintiflEs' 

10  solicitors  subsequently  wrote  stating  their  clients  would  commence  an 
action  to  restrain  threats,  unless  the  threats  were  withdrawn  and  an 
action  for  infringement  brought  within  a  certain  time.  Ultimately  the 
matter  stood  over  for  the  Defendant  Company  to  consider  whether  or  not 
it  would  commence  an  action  for  infringement,  and,  in  the  meantime,  no 

15  further  threats  were  issued. 

On  the  26th  of  January  1899,  The  Edison  Bell  Consolidated  Phonograph  Com- 
pany, Ld,^  commenced  an  action  against  the  said  W,  B,  Owen  and  E.  T.  L, 
Williams  for  infringement  of  the  above-mentioned  Patents.     Shortly  after  the 
commencement  of  the  Patent  action,  The  Edison  Bell  Consolidated  Phonograph 

20  Company,  Ld.,  caused  notices  to  be  inserted  in  "  The  Times  "  and  other  news- 
papers intimating  that  it  had  commenced  proceedings  against  persons  selling 
gramophones,  and  would  take  immediate  proceedings  against  all  other  persons 
who  might  be  infringing  its  Patent  rights,  and  that  all  persons  owning,  selling, 
or  purchasing  gramophones  were  liable  to  be  proceeded  against  for  an  injunc- 

25  tion,  damages,  costs,  and  an  order  for  delivery  up  of  the  infringing  articles.    A 

circular  of  a  like  nature  was  also  sent  to  the  trade.    This  action  was  thereupon 

commenced  as  above  stated,  and  the   PlaintiflEs  moved  for  an  interlocutory 

injunction. 

Bovsfield,  Q.C.,  and  H.  Jacobs  (instructed  by  Newman,  Paynter  A  Co.) 

30  appeared  for  the  PlaintiflEs ;  Moulton,  Q.C.,  Cripps,  Q.C.,  and  J.  C.  Oraham 
(instructed  by  Riddell,  Vaisey,  and  Smith)  appeared  for  the  Defendants. 

Bousfield,  Q.C.,  for  the  PlaintiflEs. — It  is  absurd  to  suggest  that  the  gramo- 
phones are  an  infringement  of  the  Defendants'  Patents.  I  have  evidence,  but 
the   question  is  mainly    one    of    construction.     The    Defendant    Company's 

35  recording  instrument  is  produced  by  cutting  a  helical  groove  on  a  waxed 
cylinder,  the  groove  being  of  varying  depth.  The  PlaintiflEs  do  not  produce  a 
groove  of  that  kind,  but  the  tracing  instrument  moves  in  a  spiral  groove  on 
a  flat  surface,  the  vibration  being  sideways  and  the  indentation  being  afterwards 
obtained  by  means  of  an  acid.    The  action  is  not  a  bond  fide  one.    The  threats 

40  are,  under  the  circumstances,  a  breach  of  faith,  and  should  be  restrained.    The 
Patent  action  is  prior  to  the  issue  of  the  threats  complained  of,  and  is  not  within 
the  proviso  to  Section  32  of  the  Patents,  &c.  Act,  1883. 
Ooansel  for  the  Defendant  Company  were  not  called  upon. 
North,  J, — I  cannot  grant  an  injunction  in  this  case.  On  the  more  important 

45  ground  that  Mr.  Boicsfield  put  first,  I  think  it  is  beyond  all  question  a  matter  for 
the  trial  of  the  action,  and  not  one  to  be  dealt  with  on  interlocutory  application. 
I  can  quite  conceive  that  Mr.  Bousfield  may  be  right  in  saying  cases  might  exist 
in  which  a  Court  would  grant  such  interlocutory  injunction  as  is  asked  for  now, 
but  I  do  not  think  this  is  one  of  those  cases. 

50  As  regards  the  other  point  founded  upon  the  32nd  Section  of  the  Act  I  do  not 
think  that  this  is  a  case  in  which  1  can  interfere  now.  Six  months  ago  threats 
were  made  and  an  action  was  threatened.  Then  the  persons  who  had  made  the 
threats  said  they  would  consider  their  position,  and  for  six  months  they  were 
considering  it,  the  threats  being  discontinued  entirely  in  the  meantime.  On 
55  the  other  hand,  the  persons  who  were  prejudiced  by  those  threats  were  content 
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to  refit  on  their  oars  also,  and  they  waited,  although  they  might  have, 
if  they  had  pleased,  insisted  upon  having  the  matter  brought  to  an  issne, 
and  might  have  moved  at  that  time  to  stop  the  threats.  They  were  content 
to  wait  also,  the  threats  being  actually  discontinued.  I  do  not  think  either 
party  has  gained  or  lost  by  what  was  a  delay  on  the  part  of  both  and  acquiesced  5 
in  by  both. 

But  now  there  is  a  fresh  start ;  threats  are  started  again,  and,  I  think,  to 
justify  those  an  action  should  be  commenced  within  a  reasonable  time.  In 
point  of  fact  it  had  been  actually  commenced  just  before  the  threats  were 
recommenced,  and,  I  think,  therefore,  there  is  an  action  pending  which  satisfies  10 
the  latter  words  of  Section  32,  which  says  that  this  section  shall  not  apply  if 
the  person  making  such  threats  with  due  diligence  commences  and  prosecutes 
an  action  for  infringement  of  his  Patent.  It  has  been  decided  (and  I  think  I 
decided  it  myself)  that  it  is  not  necessary  that  an  action  within  those 
words  should  be  an  action  actually  commenced  for  the  first  time  after  15 
the  threats  have  been  issued,  and  if,  in  point  of  fact,  there  being  threats 
now  and  an  action  commenced  after,  that  would  be  an  action  within  this 
proviso.  I  think  an  action  commenced  immediately  ^before  threats  is  equally 
within  it.  Such  an  action  is  pending.  I  think,  therefore,  the  proviso  to  the 
section  applies.  20 

MouUon,  Q.C. — The  motion  will  be  dismissed  with  costs. 
-  North,  J, — No.     I  make  the  costs  costs  in  the  action. 
P'  Boiisfieldy  Q.C. — In  the  infringement  action. 

North,  J, — In  the  action  in  which  the  motion  is  made. 

On  the  application  of  Bousftehly  Q.C,  an  order  was  made  setting  down  the 
actions  at  once. 
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In  the  High  Court  op  Justick.— Chancery  Division. 
Before  Mr.  JUSTICE  COZENS -Hardy.  , 
April  17th,  18th,  and  28th,  1899. 

The  National  Company  for  the   Distribution  of   Electricity  by 

Secondary  Generators,  Ld.  v.  Gibbs 


Patent. — Construction  of  grant. — Grant  to  two  persons. — Nature  of  interest. 
— Construction  of  agreement. 

In  1882  Letters  Patent  were  granted  to  L.  G.  and  J.  D.  ©.,  tJieir  executors^ 
administrators^  and-  assigns^  and  in  1883  titey  entered  into  an  agreement  under 

10  seal  with  a  Company  by  which  they  agreed  to  sell  this  and  other  Patents  to  tJie 
Company^  and  the  agreement^  after  providing  for  assignments  by  the  vendors  to 
the  Company^  stifmhited  that  ^^such  assignments  respectively  should  contain  a 
**  covenant  by  the  said  vendors^^  relating  to  the  validity  of  the  Patents^  *^and 
**  also  such  other  covenants  or  provisions  as  may  be  reasonably  required  by  the 

15  «  said  Company  for  giving  effect  to  tlie  sale  liereby  a^greed.^'*    L.  G.  having  died^ 

the  Company  brotight  an  action  against  J.  D.  G.  and  tlie  administratrix  of 

L.  G.  claiming  an  assignment  of  the  Patents  and  damages  for  breach  of  the 

agreement.    The  action  as  against  J.  D.  G.  was  settled. 

Held^  that  the  interest  of  the  Patentees  under  the  Patent  tvas  Joint ^  and  passed 

20  by  survivorship  to  J.  D.  G. ;  and  that  tlie  Company  could  not  require  any 
covenant  from  tlie  administratrix  of  L.  0.,  and  was  not  entitled  to  any  relief 
against  her. 

On  the  25th  May  1883,  an  agreement  was  entered  into  between  Lucien 
Gaulard  and  John  Dixon  Gibbs  of  the  one  part  and  Tlie  National  Company 

25  for  the  Distribution  of  Electricity  by  Secondary  Generators^  Ld.  (in  this  report 
called  the  Company)  of  the  other  part,  whereby  the  said  L.  Gaulard  and 
J.  D.  Gibbs  agreed  to  sell  to  the  Company  certain  Patents.  Among  the  Patents 
so  agreed  to  be  sold  was  a  Patent  of  the  13th  of  September  1882,  granted  in  this 
country  to  the  said  L.  Gaulard  and  J.  D.  Gibbs.    The  material  clauses  of 

30  the  above-mentioned  agreement  and  the  material  part  of  the  Patent  will 
be  found  set  out  in  the  Judgment.  On  the  16th  of  December  1896,  the 
Company  commenced  an  action  against  the  said  J.  D.  Gibbs  and  against 
ffenriette  Ofiesime  Ruelle.  the  ^ministratrix  of  the  said  L.  Gaulard.    The 
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Company  claimed  that  the  Defendants  might  be  ordered  to  assign  and  transfer 
to  them  the  Patent  referred  to  in  the  said  agreement  of  the  25th  of  May 
1883  and  the  3Ist  of  October  1883  (the  last-mentioned  agreement  not  being 
material  to  this  report),  payment  of  damages  for  breaches  of  agreement  and 
warranty  contained  in  the  said  agreement  of  the  25th  of  May  1883,  and  repay-  5 
ment  of  parts  of  the  purchase-moneys  attributable  to  Patents,  or  parts  of  Patents, 
declared  invalid.  On  the  10th  of  December  1897,  an  order  was  made  staying 
proceedings  against  the  said  J.  D,  Oibhs  on  terms  that  had  been  agreed. 

The  action  now  came  on  for  trial  against  the  remaining  Defendant,  H.  O, 
Ruelle.  10 

Motdton^  Q.C.,  and  F.  Qore-Browne  (instructed  by  Campbell,  Bee\}es^  and 
Hooper)  appeared  for  the  Plaintiffs  ;  Evey  Q.C.,  and  A,  W.  Rowden  (instructed 
by  E.  Betteley)  appeared  for  the  Defendant. 

At  the  hearing  the  point  was  raised  that  on  the  death  of  L,  Oaulard  all  the 
benefit  under  the  Patents  survived  to  J.  D.  Gibbs,  and  that  the  administratrix  15 
of  L.  Gaulard  was  not  liable  as  alleged  by  the  Plaintiffs  since  no  covenant 
could  be  required  from  her  in  an  assignment.    It  was  arranged  that  these 
points  should  be  first  argued. 

MoultoUy  Q.C.,  and  Gore-Brotv7ie  for  the  Plaintiffs. — One  must  start  from 
the  fundamental  point  that,  if  a  Patent  be  granted  to  two  persons,  the  benefit  20 
does  not  under  the  grant  pass  to  the  survivor.    The  first  thing  to  do  is  to 
look  at  the  nature  of  the   property.    The  expressions  "joint  tenants"  and 
'^  tenants  in  common  '*  are  not  accurate  in  this  connection.    The  grant  is  a 
reward  of  merit  for  making  an  invention.    It  is  opposed  to  a  sense  of  right  that 
the  death  of  one  Patentee  should  leave  him  bare  of  advantages.    The  merit  25 
being  in  each  there  is  no  reason  to  suppose  an  intention  in  the  Crown  that  the 
benefit  should  survive  to  one.    We  do  not  admit  that  there  is  joint  tenancy  in 
form  here.    We  submit  that,  apart  from  the  words  of  the  grant,  there  is  no 
reason  why  the  Crown  should  intend  survivorship.    It  is  well  settled  that  both 
Patentees  need  not  be  inventors.    Secondly,  as  to  the  actual  language  of  the  30 
grant.    It  is  said  that  in  an  ordinary  conveyance  the  words  "  A.  and  B.,  their 
**  executors  or  administrators,"  is  understood  to  mean  the  executor  or  adminis- 
trators of  the  survivor.    [Cozbns-Hardy,  J. — That  is  not  a  mere  rule  as  to 
tenure.    It  applies  to  personal   property.]    That  is,  no  doubt,  the  accepted 
meaning  in  relation  to  property,  but  it  is  not  the  actual  meaning  of  the  words.  35 
Considered  as  a  piece  of  English,  the  words  cannot  be  construed  to  mean  the 
executors  or  administrators  of  the  survivor.    They  mean  as  well  the  executora 
or  administrators  of  one  as  of  the  other.    They  contain  no  suggestion  as  to  sur- 
vivorship.   Before  the  words  can  be  twisted  to  mean  joint  tenancy  one  must 
hypothesise  the  possibility  of  joint  tenancy.    In  the  present  case  the  natural  40 
and  not  the  acquired  meaning  should  be  given.    We  admit  that  a  Patent  is 
an  assignable  property  and  passes  on  bankruptcy  to  the  trustee.    Patentees  take 
110  new  rights  under  a  Patent,  but  it  is  a  prohibition  to  all  except  thenx. 
Patentees  are  exempted  from  prohibition.    Nothing  passes  to  them,  but  merely 
a  privilege.    They  have  the  exclusive  right,  because  doing  the  thing  is  made  45 
wrongful  in  everyone  else.    If  A.  and  B.  and  their  executors  are  excepted,  why 
should  there  be  survivorship  ?    The  grant  to  two  creates  two  independent 
privileges.    They  have  no  duties  to  one  another.    Steers  v.  Rogers,  L.R.  (1893), 
App.  Cas.  232, 10  R.P.L.  245,  and  Mathers  v.  Green,  L.R.  1  Ch.  29  were  referred  to 
as  to  the  nature  of  the  grant.]     [Cozbns-Hardy,  J, — It  comes  back  to  the  same  50 
question — ^who  is  excluded  ?  ]  The  doctrine  of  survivorship  arises  either  in  contract 
or  possession.  There  is  neither  here.  Survivorship  cannot  apply  to  two  independent 
exemptions.  Apart  from  the  rules  as  to  property,  there  is  no  reason  why  the  execu- 
tors of  the  one  last  dying  should  enjoy  it  rather  than  those  of  the  other.   [COZBNS- 
HaRDY,  «7. — ^A  Patent  can  be  assigned  to  others  as  tenants  in  common.    (See  55 
Smith  V,  London  and  North-  Western  Railway  Company,  2  Ellis  and  Blackburn^ 
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page  69  ;  and  Walton  v.  Layatef\  8  Common  Bench  New  Series,  at  page  184.)] 
We  do  not  dispute  that  it  may  be  assigned-  in  that  way.  [Cozbns-Hardy,  /. — 
Whichever  way  this  is  decided,  you  might  argue  that  the  covenant  you 
were  entitled  to  was  joint  and  several.]  We  submit  that  the  covenant 
5  would  be  joint  and  several.  The  nature  of  the  transaction  must  be  con- 
sidered. The  intention  must  have  been  that  the  covenant  should  be  joint 
and  several.  There  were  many  things  to  be  done  by  the  Patentees  as 
individuals.  We  could  have  sued  one  of  them  for  not  doing  anything 
contracted  to  be  done  by  them ;  for  instance,  the   transfer  of  a  secret  or 

10  an  improvement.  It  is  most  improbable  that  the  parties  had  the  intention 
that  the  liability  should  survive.  The  Patentees  guaranteed  the  validity  of  the 
Patents.  The  parties  had  treated  the  matter  as  if  they  were  severally  liable. 
The  Plaintiffs  were  entitled  under  the  clause  of  the  agreement  to  such  covenants 
as  were  reasonably  necessary. 

15  Eve^  Q.C.,  and  Rowden  for  the  Defendant. — The  interest  of  the  Patentees 
under  the  grant  was  joint.  On  the  true  construction  of  the  agreement  the  only 
covenant  which  the  vendors  could  be  called  on  to  execute  would  be  joint 
(Gaulurd  and  Oibbs'  Patent,  7  R.P.C.  367  ;  Sumner  v.  Poivell,  2  Merivale  30  ; 
Richardson  v.  Horton,  6  Beavan  185  ;  Storey  on  Contracts,  page  61 ;  White  v. 

20  Tyndally  L.R.  13,  App.  Cas.  263 ;  Davidson's  Conveyancing  Prec.  Vol.  1,  5th 
Edition,  pages  51-52  ;  Piatt  on  Covenants,  page  116  ;  and  Dart  on  Vendors  and 
Purchasers,  page  624. 

Qore-Browne,  in  reply,  referred  on  the  construction  of  the  agreement  to 
Davidson,  4th  Edition,  Vol.  2,  Part  I.  page  359 ;  Key  and  Elphinstone's  Prec. 

25  5th  Edition,  Vol.  1,  page  404  ;  and  Bythewood  and  Jarman's  Prec.  4th  Edition, 
Vol.  4,  page  805. 

Cozbns-Hardt,  J. — The  Plaintiffs  in  this  action  contracted,  on  the  25th  May 
1883,  to  purchase  certain  Letters  Patent  for  a  large  sum  of  money.  The  vendors 
were  Gaulardy  who  died  in  1888,  and  the  Defendant  Gibbs.    Gaulard*8  adminis- 

30  tratrix,  Madame  Rttelle,  is  a  Defendant  to  the  action.  It  is  admitted  that  the 
Plaintiffs  have  settled  their  disputes  with  the  Defendant  Gibbs,  and  it  is  therefore 
not  necessary  for  me  to  consider  the  action  except  as  one  between  the  Plaintiffs, 
who  are  the  purchasers,  and  the  Defendant  RuelU,  who  is  the  administratrix  of 
Gaulardj  one  of  the  two  vendors.    The  Plaintiffs  claim  that  the  Defendant  may 

35  be  drdered  to  assign  and  transfer  to  the  Plaintiffs  the  Letters  Patent,  and  they 
also  claim  damages  for  breaches  of  the  agreement  and  warranty  contained  in 
the  contract  of  tiie  25th  May  1883.  At  an  early  stage  it  became  apparent  that 
there  was  a  serious  question  whether  the  Plaintiffs  had  any  right  against  the 
Defendant  Ruelle.    With  the  approval  of  the  parties  I  thought  it  convenient  to 

40  deal  separately  with  this  point,  because,  if  it  is  decided  adversely  to  the  Plaintiffs 
it  will  not  be  necessary  to  consider  other  questions,  including  questions  of 
foreign  law,  which  may  arise. 

The  short  point  for  my  decision  is  whether  Gibbs,  the  surviving  Patentee,  is 
not  the  only  person  having  anything  to  assign  and  the  only  person  liable  to  pay 

45  damages  for  breach  of  contract  and  warranty.  The  contract,  so  far  as  is  material, 
is  as  follows.  It  is  made  between  Gaulard  and  Gibbs,  called  the  vendors,  of 
the  one  part,  and  the  Plaintiff  Company  of  the  other  part.  It  recites  that  the 
vendors  are  the  inventors  of  certain  inventions,  and  it  recites  that  the  vendors 
have  obtained  Patents  for  the  inventions  in  the  countries  mentioned  in  the 

50  schedule,  and  then  it  provides  by  Clause  1  that  the  vendor  shall  sell  and  the 
Company  shall  purchase  the  Patents.  Clause  2  provides  that  the  vendors,  and 
each  of  them,  shall  from  time  to  time,  at  the  request  and  cost  of  the  Company, 
do  all  such  acts  and  things  as  by  the  Company  may  be  considered  necessary  or 
expedient  for  procuring  any  confirmation  of  the  Palents  and  privileges  and 

55  keeping  the  Patents  on  foot  and  for  obtaining  extensions  and  prolongations 
aud  the  vendors  shall  from  time  to  time  communicate  to    the  Company  all 
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improyements  and  other  inventions,  and  at  the  request  and  cost  of  the  Company 
apply  for  and  obtain  Letters  Patent  in  respect  of  such  improvements  or  other 
inventions.    Then  Clause  3   is  .—The  Company  shall,  in  the  event  of  any 
infringement  of  the  Letters  Patent,  be  at  liberty  to  commence  and  carry  on 
proceedings  in  their  own  name,  or  in  the  name  of  the  Patentees  or  any  of  them,  ft 
Clause  4  is  :— The  vendors  and  each  of  them  shall  at  all  times  hereafter,  and 
without  making  any  charge,  give  all  such  advice,  explanations  and  instructions 
to  the  directors  and  other  officers  of  the  said  Company  as  may  be  required. 
Clause  5  states  the  purchase-money,  which  is  200,000/.,  to  be  paid  in  20,000 
shares  of  107.  each,  fully  paid,  and  20,000/.  in  cash.     Clause  6  provides  that  the  1() 
vendors  shall  without  delay,  at  the  expense  of  the  Company  and  to  the  satisfac- 
tion of  the  solicitors  of  the  Company,  establish  a  title  to  the  Patents  and  assign 
and  transfer  the  same  to  them,  and  cause  the  same  to  be  legally  vested  in  the 
Company,  or  such  person   or  persons  as  the  Company  shall  appoint  for  the 
purpose.     Clause  7 — which  is  the  clause  under  which  damages  are  claimed—  15 
I  had  better  read  in  full.     "  The  assignment  "—that  is,  the  assignment  of  the 
Letters  Patent — "  and  transfer  of  the  said  Letters  Patent  and  other  premises 
"  sold  shall  be  prepared  by  and  at  the  cost  of  the  said  Company,  and  shall  be 
"  expressed  to  be  made  in  pursuance  of  this  agreement  and  in  consideration  of 
"  the  payment  of  220,000/.,  to  be  paid  in  fully  paid-up  shares  and  cash  as  before  20 
"  mentioned  ;  and  the  said  vendors  and  all  other  necessary  parties,  if  any,  shall 
"  at  the  cost  of  the  Company  execute  such  assignments  to  the  said  Company  as 
*'  they  shall  direct,  and  such  assignments  respectively  shall  contain  a  covenant 
"  by  the  said  vendors  that  all  the  said  Letters  Patents  thereby  assigned,  or  any 
"  Letters  Patent  which  may  then  have  been  obtained  in  substitution  for  the  25 
"  same  or  in  respect  of  such  invention  as  is  protected  thereby  are  valid,  and  in 
"  no  way  void  or  voidable.    And  also  such  other  covenants  or  provisions  as 
"  may  be  reasonably  required  by  the  said  Company  for  giving  effect  to  the  sale 
"  hereby  agreed  to  be  made.     Provided  that  the  consideration  money  may  be 
"  apportioned  among  two  or  more  assignments  as  the  said  Company  shall  think  30 
"  fit."     It  is  admitted  that  all  the  Patents  were  granted  to  Gaulard  and  Oibhs, 
and  not  to  either  of  them  separately,  and  it  is  not  alleged  that  their  rights 
inter  se,  whatever  they  may  have  been  originally,  have  since  been  varied  except 
so  far,  if  at  all,  as  they  were  varied  by  the  contract. 

The  first  question  for  my  consideration  is  this— What  was  the  nature  of  the  35 
interest  of  the  Patentees  ?     I  take  the  Patent  dated  the  13th  September  1882, 
which  is  the  only  one  to  which  my  attention  was  called.     It  is  in  the  form 
which  I  believe  to  be  usual,  if  not  universal,  in  the  case  of  a  grant  to  two 
Patentees.     It  recites  that  Gaulard  and  Gibbs  had  presented  their  petition  to 
the  Crown  ;  that  they  are  in  possession  of  an  invention  which  the  petitioners  40 
believe  will  be  of  great  public  utility  ;  that  they  are  the  first  and  true  inventors 
thereof;  that  the  same  is  not  in  use  by  other  persons  ;  and  "the  petitioners 
"  therefore  most  humbly  pray  that  we  would  be  graciously  pleased  to  grant 
"  unto  them,  their  executors,  administrators  and  assigns  our  Royal   Letters 
"  Patent  for  the  sole  use,  benefit  and  advantage  of  the  said  invention  within  45 
"  our  United  Kingdom  "  ;  and  then  it  goes  on  to  say,  "  Know  ye,  therefore, 
"  that  we  of  our  special  grace,  certain  knowledge  and  mere  motion,  have  given 
"  and  granted,  and  by  these  presents  for  us  and  our  heirs  and  successors  do 
"  give  and  grant  unto  the  said  L.  Gaulard  and  J.  D.  Gibbs,  their  executors, 
"  administrators  and  assigns  our  special  license,  full  power,  sole  privilege  and  50 
"  authority  that  they  the  said  L.  Gaulard  and  J.  D,  Gibbs,  their  executors, 
"  administrators  and  assigns,  and  every  of  them  by  themselves,  or  by  their 
"  deputy  or  deputies  servants,  or  agents  or  such  others  as  the  said  L.  Gaulard 
"  and  J,  D.  Gibbs,  their  executors,  administrators  or  assigns  shall  at  any  time 
''  agree  with,  and  no  others,  and  from  time  to  time  and  at  all  times  hereafter  55 
**  during  the  terms  of  yeai-s  expressed  shall  and  lawfully  may  make,  use  an4 
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"  exercise,  and  vend  their  said  invention  within  our  United  Kingdom  of  Great 
"  Britain  and  Ireland,  the  Channel  Islands  and  Isle  of  Man,  in  such  manner  as 
"  to  them  the  said  L.  Oaulard  and  J.  D,  Gibbs^  their  executors,  administrators 
"  and  assigns,  or  any  of  them  shall  in  their  discretion  seem  meet,  and  that  the 
5  ^*  said  L,  Gaulard  and  J,  D.  Gibbs^  their  executors,  administrators  and  assigns 
"  shall,  and  lawfully  may,  have  and  enjoy  the  whole  profit,  benefit,  commodity 
"  and  advantage  from  time  to  time  coming,  growing,  accruing  and  arising  by 
"  reason  of  the  said  invention  for  and  during  the  term  of  years  herein  mentioned, 
*'  to  have,  hold,  exercise  and  enjoy  the  said  licensed  powers,  privileges  and 

10  "  advantages  hereinbefore  granted  or  mentioned  to  be  granted  unto  the  said 
"  L,  Gaulard  and  J.  D.  Gibbs^  their  executors,  administrators  and  assigns." 
Then  the  rest  of  the  Patent  I  do  not  think  I  need  read  in  detail. 

On  the  construction  of  this  grant  I  think  the  two  Patentees  take  a  joint 
interest,  which  passed  by  survivorship  to  Gibbs  on  the  death  of  Gaulard.    It 

15  was  scarcely  disputed  that  a  grant,  whether  by  the  Crown  or  by  a  private 
individual,  of  any  ordinary  species  of  property  to  A.  B.  and  C.  D.,  their  execu- 
tors, administrators  and  assigns,  would  create  a  joint  tenancy  or  joint  interest, 
and  not  an  interest  in  common.  This  is  not  a  rule  of  tenure  or  of  real  property 
law.    It  applies  to  an  assignment  of  a  policy  of  assurance  as  much  as  to  an 

20  assignment  of  a  term  of  years.  But  it  was  urged  that  Letters  Patent  are  of 
such  a  peculiar  quality  and  nature  that  diflPerent  principles  of  interpretation 
ought  to  be  applied.  I  am  unable  to  follow  this  argument.  The  right  or 
privilege  granted  by  the  Crown  by  the  Letters  Patent  is  an  exception  from  the 
general  prohibition  contained  in  the   Statute  of   Monopolies.     It  is  for  all 

25  purposes  to  be  regarded  as  property.  It  passes  in  bankruptcy  as  part  of  the 
assets  of  a  bankrupt.  On  the  death  of  a  Patentee  duty  is  payable  on  it  as  part 
of  the  assets  of  the  deceased,  and  I  can  see  no  justification  in  principle,  nor  has 
any  authority  been  produced  for  holding  that  a  grant  of  Letters  Patent  to  two 
persons,  their  executors,  administrators  and  assigns,  creates  anything  more  than 

30  a  joint  interest  which  will  survive  on  the  death  of  one  of  them,  unless  there  has 
been  severance  of  the  joint  interest.  An  elaborate  argument  was  addressed  to 
me  with  a  view  of  persuading  me  that  survivorship  between  joint  tenants  is 
unreasonable,  and  cannot  have  been  intended  by  the  Crown.  It  is  no  doubt 
true  that  courts  of  equity  have  laid  hold  of  slight  circumstances  to  turn  a  joint 

35  tenancy  into  a  tenancy  in  common,  and  there  was  at  one  time  an  idea  that  in 
equity  all  joint  tenancies  would  be  construed  as  tenancies  in  common.  This, 
however,  is  clearly  not  so.  I  may  refer  to  the  judgment  of  Sir  William  Grant 
in  Aveling  v.  Knipe  in  19  Vesey,  page  441.  It  must  not  be  forgotten  that  it  is  at 
any  time  open  to  the  joint  owners  to  sever  their  joint  interest  and  to  create  a 

40  tenancy  in  common.  A  Patent  can  be  owned  by  tenants  in  common.  {See 
Smith  V.  The  London  and  North-Western  Railway  Company ^  2  Ellis  and 
Blackburn,  page  69 ;  and  Steers  v.  Rogers.  1893  Appeal  Cases,  page  232.  It 
follows  therefore  that,  in  my  opinion,  Gaulard* s  representative  is  not  a  proper 
party  to  the  action  in  so  far  as  it  seeks  an  order  for  the  assignment  of  the 

45  Patents,  inasmuch  as  the  whole  interest  in  the  Patents  is  vested  in  Gibbs  as  the 
survivor  of  the  two  joint  Patentees. 

The  second,  and,  in  my  view,  a  more  difficult  question,  has  now  to  be  con- 
sidered. Assuming  that  Gibbs  and  Gaulard  were  jointly  interested  in  the 
Patent,  what  is  the  nature  of  the  obligation  created  by  clause  7  ?      Is  it  merely 

50  a  joint  covenant,  in  which  case  the  only  person  who  could  be  sued  up<m  it 
would  be  Gibbsj  as  the  survivor,  or  is  it  a  several  covenant,  or  a  joint  and 
several  covenant,  under  which  either  Gibbs  or  Gaulard^  or  the  representatives 
of  either  of  them,  could  be  sued  ?  This  must  depend  upon  a  careful  considera- 
tion of  the  language  of  the  instrument.    In  the  first  place,  the  agreement  itself 

55  is  under  seal,  so  that  the  obligations  imposed  are  really  covenants.  In  the 
second  place,  the  obligation  in  question  is  something  to  be  contained  in  the 
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assignment  of  the  Patent,  and  when  it  is  once  held  that  Qaulard^s  representative 
is  not  a  necessary  party  to  the  assignment,  it  will  be  somewhat  remarkable  if 
the  purchaser  can  require  the  concurrence  of  the  representative,  not  for  the 
purpose  of  assigning,  but  solely  for  the  purpose  of  entering  into  a  covenant 
binding  herself,  not  in  her  individual  character,  but  solely  in  her  representative  5 
character  and  to  the  extent  of  Gat(htrd\s  assets.  I  doubt  whether  such  a  deed 
of  assignment  was  ever  seen.  Certainly  I  never  saw  such  a  deed.  It  may  be 
that  the  proper  form  of  covenants  for  title  in  an  assignment  by  two  joint 
tenants  is  to  make  them  not  joint,  but  joint  and  several.  But  it  does  not  follow 
that  after  the  death  of  one  of  the  joint  tenants  before  assignment,  his  represen-  10 
tative  can  be  required  to  join  for  the  mere  purpose  of  covenanting.  In  the  third 
place,  the  obligation  in  question  is  not  one  which  the  law  implies  from  the 
contract  of  sale.  It  is  a  special  and  peculiar  stipulation  for  which  the  Plaintiffs 
have  bargained  and  which  they  have  obtained  from  the  vendors.  In  this  point 
of  view  it  is  difficult  to  see  what  justification  there  can  be  for  enlarging  or  15 
altering  the  words  used.  Those  words  provide  that  the  deed  shall  contain  a 
covenant  by  the  vendors.  Now  such  a  covenant  in  the  absence  of  any  qualifying 
context  must  be  a  joint  covenant.  The  case  of  White  v.  Tyndall  in  13  Appeal 
Cases,  page  263,  is  a  diroct  authority  on  this  point.  The  form  of  the  covenant 
is  joint  and  I  do  not  feel  justified  in  making  it  several.  20 

For  those  reasons  I  have  arrived  at  the  conclusion  that  the  PlaintiflEs  are  not 
entitled  to  any  relief  against  Oaulard's  representative.  It  follows  that  the 
action  must  be  dismissed  with  costs,  and  that  the  counterclaim  must  likewise 
be  dismissed  with  costs,  there  being  the  usual  set-off.  If  it  should  be  held  that 
I  have  erred  in  the  view  I  have  taken  upon  the  points  which  alone  have  been  25 
argued,  it  will  be  necessary  that  the  action  should  be  sent  back,  in  order  that 
the  other  matters  raised  by  the  pleadings  may  be  adjudicated  upon. 


In  the  High  Court  op  Justice.— Chanobrt  Division. 

Before  Mr.  Justice  Byrne. 

March  7th,  8th,  and  9th,  April  15th,  and  May  12th,  1899.  30 

The  Welsbach  Incandescent  Gas  Light  Company,  Ld.,  v.  The  Day- 
light Incandescent  Mantle  Company,  Ld.,  and  Others. 

Patent, — Action  for  infringeinent. — Construction  of  Specification, — Infringe- 
ment.— Judgment  for  Plaintiffs, — Costs  as  between  solicitor  and  client. — Defen- 
dant irregularly  served,  35 

In  1886  a  Patent  was  granted  to  W,  for  the  mxinufacture  of  an  illuminant 
appliance  for  ga^  and  other  burners.  For  this  purpose  he  stated  in  his 
Specification  that  he  employed  a  com2)ound  of  oxide  of  lanthanum  and 
zirconium^  or  oftliese  with  oxide  of  yttrium,  that  he  foutid  the  following  pro- 
portions very  suitable^  60  per  cent,  oxide  of  zirconium,  20, per  cent,  oxide  of  40 
lanthanum,  and  20  per  cent,  oxide  of  yttrium,  that  the  oxide  of  yttrium  might 
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be  dispensed  with,  the  composition  then  being  50  per  cent,  oxide  of  zirconium 
and  50  per  cent,  of  lanthanum,  that  instead  of  using  oxide  of  yttrium,  ytterite, 
and  instead  of  oxide  of  lanthanum,  cerite  earth,  containing  no  didymium,  and 
but  little  cerium,  might  be  employed.  The  j^f'ocess  described  consisted  of  impreg* 
5  nating  a  fabric  with  a  solution  of  nitrates  or  acetates  of  the  oxides,  and 
after  exposing  it  to  ammonia  gas  burning  off  the  fabric,  leaving  the  earthy 
^natters  in  the  form  of  a  skeleton  cap  or  hood.  The  Patentee  also  stated  that  the 
fabric  could  be  painted  with  or  dipped  into  a  concentrated  solution  of  the  salts 
so  as  to  provide  a  fresh  layer  of  the  metallic  salts.    He  claimed  "  the  manu- 

10  *^  facture  substantially  cos  herein  described,  of  an  illuminant  appliance  for  gas 
**  and  other  burners,  consisting  of  a  cap  or  hood  made  of  fabric  impregnated  with 
"  the  substances  mentioned  and  treated  as  setforth.'^  The  owners  of  this  Patent 
brought  an  action  for  infringement  of  the  same  against  a  Company,  who  were 
manufacturing  mantles,  which  consisted  substantially  of  zirconia  with  a  half 

15  P^  cent,  of  cerium,  the  mantle  of  zirconia  being  made  by  W.^s  process,  and 
being  painted  with  a  collodion  solution  of  cerium.  The  Defendants  denied 
infringement  and  alleged  tliat,  if  the  Patent  covered  what  they  did,  it  was  bad 
for  insufficiency  and  want  of  utility.  Cerite  earth,  mentioned  in  tJie  Specifi- 
cation, was  proved  to  be  Vie  principal  source  of  lanthanum,  and  to  consist 

20  substantially  of  cerium,  lanthanum,  and  didymium. 

Held,  that  the  Defendants  had  infringed  the  Patent.  Judgment  tvas  given 
for  the  Plaintiffs  with  costs,  and  (a  certificate  of  validity  having  j^reviously  been 
granted)  no  order  was  made  depriving  the  Plaintiffs  of  costs  as  between  solicitor 
and  client. 

25  One  of  tJie  Defendants  was  Secretary  of  tJw  Defendant  Company.  He 
delivered  no  defence,  but  ado^jted  that  of  the  Company  at  the  trial  and  appeared 
by  the  satne  counsel  and  solicitors. 

Held,  tliat  an  injunction  ought  to  be  awarded  against  him  with  costs,  but  under 
the  circumstances  no  inquiry  as  to  damages. 

30      In  1885  Letters  Patent  (No.  15,286  of  1885)  were  granted  to  Carl  Auer  von 
Welsbach  for  an  invention  of  the  "  Manufacture  of  an  illuminant  appliance 
**  for  gas  and  other  burners." 
The  Complete  Specification  was  as  follows  : — 

'<  My  invention  relates  to  the  manufacture  of  an  illuminant  appliance  in  the 
35  *^  form  of  a  cap  or  hood  to  be  rendered  incandescent  by  gas  and  other  burners 
*^  so  as  to  enhance  their  illuminating  power.  For  this  purpose  I  employ  a 
"  compound  of  Oxide  of  Lanthanum  and  Zirconium  or  of  these  with  Oxide  of 
"  Yttrium,  which  substances  in  a  finally  divided  condition  when  they  are 
^  heated  by  a  flame  give  out  a  full,  large,  almost  pure  white  light,  without 
40  ^'  becoming  volatilised  or  producing  scale  or  ash,  even  after  being  kept  incan« 
•*  descent  for  many  hours,  but  remain  efi&cient  without  deterioration  even  when 
**  they  are  long  exposed  to  the  air. 

*^  The  proportions  in  which  the  substances  are  compounded  may  be  varied 
''  within  certain  limits.     I  have  found  the  following  proportions  very  suitable : 
45  **'  60  per  cent.  Zirconia  or  Oxide  of  Zirconium. 

"  20  per  cent.  Oxide  of  Lanthanum. 
"  20  per  cent.  Oxide  of  Yttrium. 
<<  The  Oxide  of  Yttrium  may  be  dispensed  with,  the  composition  being  thent 

"  50  per  cent.  Zirconia. 
50  ''  50  per  cent.  Oxide  of  Lanthanum. 
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"  Inst^d  of  using  the  Oxide  of  Yttrium,  Ytterite  earth,  and  instead  of  Oxide 
**  of  Lanthanum,  Cerite  earth  containing  no  Didymium,  and  but  little  Cerium, 
"  may  be  employed. 

"  For  applying  the  substances  mentioned  as  an  illuminant,  I  use  a  fine  fabric 
"  preferably  of  cotton  previously  cleansed  by  washing  with  hydrochloric  acid,  b 
"  I  saturate  this  fabric  with  an  aqueous  solution  of  nitrate  or  acetate  of  the 
"  oxides,  and  gently  press  it  until  it  does  not  readily  yield  fluid,  so  that  in 
•*  stretching  or  opening  out  the  fabric,  the  fluid  does  not  fill  up  its  meshes.  The 
'^  fabric  is  then  exposed  to  ammonia  gas  and,  when  it  has  been  dried,  it  is  cut 
"  into  strips  and  folded  into  plaits.  One  method  of  giving  the  desired  shape  to  10 
'*  the  cap  or  hood  is  to  draw  a  fine  platina  wire  through  the  meshes  of  the  net  and 
*'  bend  it  to  the  form  of  a  ring  so  as  to  give  the  fabric  the  shape  of  a  tube,  the 
"  edges  of  which  are  then  sewn  together  with  an  impregnated  thread.  The  cap 
"  or  hood  thus  formed  can  be  supported  on  cross  wires  in  the  chimney  of  the 
^*  lamp.  The  platina  wire  ring  may  be  attached  to  a  somewhat  stronger  platina  15 
"  wire  to  form  a  supporting  stem  by  which  the  net  can  be  secured  to  a  holder 
^^  on  the  burner  tube,  the  net  itself  being  at  such  a  height  that  the  platina  ring 
"  is  an  inch  or  more  above  the  burner.  On  igniting  the  flame,  the  fabric  is 
"  quickly  reduced  to  ashes,  the  residuum  of  earthy  matters  nevertheless 
"  retaining  the  form  of  a  cap  or  hood.  20 

"  For  part  of  the  Zirconia  a  mixture  of  magnesia  and  zirconia  may  be 
"  employed  with  a  little  loss  of  intensity  of  the  light. 

"  Obviously  fabrics  of  various  forms  or  constructions  may  be  employed 
**  according  to  the  character  of  burner  to  which  they  are  applied.  In  order  to 
*'  protect  the  fabric  and  prevent  its  rupture  when  it  is  exposed  to  a  strong  25 
"  current  of  gas,  stronger  threads  can  be  added  to  the  fabric  before  it  is 
"  converted  into  ashes.  Also  the  fabric  can  be  painted  with  or  dipped  into  a 
"  concentrated  solution  of  the  salts  so  aa  to  provide  a  fresh  layer  of  the  metallic 
"  salts  which  becomes  fully  oxidised  soon  after  the  fabric  has  become  incan- 
"  descent.  In  order  to  strengthen  the  connection  of  the  cone  of  earths  to  the  30 
**  platinum  wire,  those  parts  of  the  fabric  which  are  next  the  wire  are  more 
*'  fully  impregnated  with  the  solution  or  with  a  solution  of  about  equal  parts  of 
"  nitrates  of  magnesium  and  aluminium." 

The  Patentee  claimed  : — "  The  manufacture  substantially  as  herein  described, 
"  of  an  illuminant  appliance  for  gas  and  other  burners,  consisting  of  a  cap  or  35 
**  hood  made  of  fabric  impregnated  with  the  substances  mentioned  and  treated 
"  as  set  forth." 

On  the  22nd  of  November  1898,  TTie  Welsbach  Incandescent  Gas  Light 
Company,  Ld.,  who  were  then  the  registered  legal  owners  of  the  Patent, 
commenced  an  action  against  The  Daylight  Incandescent  Mantle  Company,  40 
Ld.,  Arthur  Hill,  and  others,  for  infringement  of  the  same,  claiming  the  usual 
relief  and  costs  as  between  solicitor  and  client.    The  Plaintiffs  by  their  State- 
ment of  Claim  alleged  that  they  were  the  registered  legal  owners  of  the  Patent 
that  the  Defendants  had  infringed,  and  that  in  an  action  in  which  The  Incandes- 
cent Gas  Light  Comjjany,  Ld.,  were  Plaintiffs  and  Ths  Deimel  Light  ComjHiny,  45 
id,  and  one  Ha7is  Hirschfeld  were  the  Defendants,  a  certificate  that  the 
validity  of  the  Patent  came  in  question  was  granted  by  Mr.  Justice  Rmner. 
The  Particulars   of    Breaches  alleged  that  the  Defendants  had  infringed  the 
Patent  by  making,  using,  selling,  and  offering  for  sale  mantles  for  incandescent 
gas  lighting  constructed  in  accordance  with  the  Patent,  and  alleged  a  specific  50 
sale  by  the  Defendants  on  the  13th  of  October  1898  of  12  mantles  for  incan- 
descent gas  lighting  not  of  the  Plaintiffs*  manufacture,  made  in  accordance 
with  the  invention  described  in  the  Specification  of  the  Patent  and  claimed  in 
the  claiming  clause  thereof. 

The  Defendant  Company  by  its  Defence  and  Particulars  of  Objections  denied  55 
infringement,  and  stated  that  the  Defendant  Company  would  contend  that  if 
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the  claim  of  the  Specification  filed  in  pursuance  of  the  application  for  the 
Patent  was  so  construed  as  to  include  a  mantle  composed  of  the  materials  used 
by  them  in  the  construction  of  the  mantles  complained  of,  then  the  Patent 
would  be  invalid  on  the  grounds  of  which  the  following  were  the  particulars  : — 
5  (a)  The  said  Specification  was  insufficient  by  reason  that  it  did  not  particularly 
describe  and  ascertain  the  nature  of  the  invention  and  in  what  manner  it  was 
to  be  performed  ;   (Jb)  the  said  Specification  included  and  claimed  combinations 
which  were  useless. 
The  Defendant  Hill  delivered  no  defence. 
10      Mtmlton,  Q.C.,   T.   Terrell,  Q.C.,  Roger  Wallace,  Q.C.,  and  A.  J.   Walter 
(instructed  by  Faithfull  and   Owen),  appeared  for  the  PlaintifEs ;  Bmisjield, 
Q.C,  J.  (7.  Graham,  and  H.  A.  Colefax  (instructed  by  Parker,  Garrett,  and 
Holman),  appeared  for  the  Defendant  Company  and  the  Defendant  A,  Hill. 
Mmilton,  Q.C,  opened  the  Plaintiffs'  case. — This  is  an  action  for  infringe- 
15  ment  of  the  fundamental  Patent  of  this  class,  in  which  instead  of  the  luminosity 
of  gas  being  directly  utilised,  it  is  used  to  raise  solid  bodies  to  a  very  high 
temperature,  they  giving  out  a  far  greater  amount  of  light  than  would  come 
from  the  luminous  gas.    The  Patent  has  been  the  subject  of  several  actions  and 
has  been  upheld.    There  is  no  contest  as  to  the  sale  of  the  article  or  as  to  its 
20  nature ;  validity  is  not  directly  challenged,  but  infringement  is  denied,  and  the 
Defendants  plead  the  dilemma  that  if  the  Specification  is  construed  so  that 
they  infringe,  (1)  it  is  insufficient,  and  (2)  it  would  include  and  claim  com- 
binations which  are  useless.    Neither  of  these  can  be  relied  on  as  proposed. 
These  questions  do  not  depend  on   infringement  but  on  the  Specification ; 
25  there  is  no  suggestion  that  the  invention  is  not  novel  or  that  there  is  not 
subject-matter.    The  Courts  have  already  interpreted  the  Specification.     In  the 
action  against  The  Deiinel  Light  Company  and  Hirschfeld,  which,  after  two  days' 
hearing,  was  settled  as  regards  the  Company,  a  judgment  was  taken  against 
Hirschfeld  who  did  not  appear,  and  a  certificate  of  validity  was  granted.    Then 
30  in  TJie  Incandescent  Gas  Light  Company,  Ld.  v.  The  De  Mare  Incandescetit 
Gas  Light  System,  Ld.,  13  R.P.C.  301,  and  on  Appeal  p.  559,  the  Patent  was 
held  valid,  and  it  was  held  that  it  was  infringed.    In  T/ie  Incandescent  Gas 
Light  Company,  Ld.  v.  TTie  Sunlight  Incandescent  Gas  Lamp  Cofnpany,  Ld.,. 
13  R.P.C.  333,  the  issue  of  infringement  was  decided  against  the  Plaintiffs. 
35  The  main  point  on  the  appeal  in  the  De  Mare  case  was  the  scope  of  the 
Patent.     The  defence  here   is  based  on  a  misapprehension  of  part  of  the 
judgment  of  Wills,  J.,  in  the  Sunlight  case.    The  Court  of  Appeal,  acting  on 
the  principle  of  Clarke  v.  Adle,  considered  what  was  the  substance  of  the 
invention,  in  order  to  say  whether  the  substance  had   been  taken.     It  was 
40  known  that  solid  bodied  gave  out  more  light  at  the  same  temperature  than 
gaseous  bodies,  e.g.,  the  limelight,  and  ways    had    been  tried    of    subjecting 
these  refractory  earths  to  such  temperatures,  but  no  result  was  obtained  like  the 
limelight.    The  Patentee  took  two  great  steps.    First,  he  got  a  new  structure 
for  his  incandescent  body.     He  took  a  fabric  made  of  textile  material,  and 
45  instead  of  taking  an  oxide  he  took  a  nitrate  of  the  oxide,  and,  after  making  a 
solution,  he  dipped  the  textile  material  in  it  and  afterwards  set  fire  to  it.    The 
fluid  ran  through  all  the  fibres  carrying  the  material  with  it,  and  the  fibrous 
material  was  then  burnt,  and  the  nitrates  were  destroyed  leaving  the  oxides  in  a 
coherent  form, — a  simulac7nim  of  the  fabric  in  the  form  of  coherent  and  hard 
50  oxides.    These  being  in  the  form  of  fine  fibres  would  stand  great  changes  of 
temperature  without  breaking.      The  second  step  was  to  bring  into  use  as 
his  material  a  class  of  bodies  known  as  the  rare  earths,  only  one  of  which 
had  ever  been  turned  to  a  useful  purpose. 
The  oxides  of  these  rare  earths  have  great  resistant  properties  and  give  out  an 
55  intense  light  when  heated  to  incandescence.     They  are  all  more  or  less  alike  in 
X^hysical  properties.     The  best  known  of  these  is  zirconia ;  but  zirconium  is 
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perhaps,  hardly  a  rare  earth.   It  had  been  proposed  as  a  substitate  for  magnesia. 
But  the  others  had  never  been  put  to  any  useful  purpose.     [The  Specification 
was  then  read.]   Ytterite  earth  and  cerite  earth  would,  between  them,  represent 
the  materials  from  which  all  these  rare  earths  are  obtained,  in  ytterite  earth 
the  yttrium  is  most  present,  and  in  cerite  earth  the  cerium  is  most  present ;  5 
but  it  is  obvious  that  the  Patentee  had  found  that  all  the  rare  earths  would 
do,  but  that  didj-mium  must  be  discarded,  and  cerium,  although  it  need  not  be 
discarded,  must  not  be  present  in  large  quantities.     The  second  part  of  the 
Specification  describes  the  method  of  getting  the  new  incandescent  structure. 
The  part  referring  to  the  ammonia  has  been  held  in  the  De  Mare  case  not  to  be  10 
a  necessary  part  of  the  process.  The  Specification  points  out  that  there  may  be  a 
painting  or  dipping  after  the  mantle  has  been  burnt  off  in  order  to  strengthen  it. 
The  language  of  the  claim  appears,  at  first  sight,  somewhat  restricted.     In  the 
De  Mare  case  one  of  the  infringing  mantles  was  composed  of  50  per  cent, 
zirconia,  30  per  cent,  erbia,  10  per  cent,  of  sulphate  of  magnesium,  and  5  per  15 
cent,  of  sulphate  of  bismuth,  which,  however,  passed  off.    Another  was  84  per 
cent,  of  oxide  of  zirconium,  9  per  cent,  of  the  oxide  of  the  yttrium  metals,  and 
7  per  cent,  of  oxide  of  magnesium.    It  was  said  in  that  case  that  the  substances 
mentioned  were  not  used,  but  the  real  invention  was  getting,  by  means  of  solutions 
of  soluble  salts,  a  skeleton  of  resistant  oxides  belonging  to  the  nire  earths,  of  20 
which   specimens  are  given  in   the   Specification  as  prescriptions  ;  and  the 
Specification  tells  onethat,  instead  of  the  definite  bodies  referred  to,  substances 
can  be  used  which  contain  a  mixture  of  these  rare  earths.    In  the  De  Mare 
case,  Willsy  J.,  held  that  the  substance  of  the  invention  had  been  taken,  and 
the  Court  of  Appeal  upheld  the  decision.    The  Sunlight  case  was  on  the  border  25 
line.    The  Defendants  used  zirconia  and  alumina,  but  not  as  illuminants  ;  they 
did  not  dip  the  mantle  a  second  time  as  Welsbaeh  suggested,  but  they  sprayed 
chromium  over  it,  which  is  not  a  rare  earth,  and  to  this  it  owed  its  brilliancy. 
WillSy  J.,  held  that  they  had  taken  part  of  the  invention,  namely,  the  mode  of 
making  the  appliance,  but  the  claim  was  not  for  that  alone,  and  the  illuminant  30 
used  being  of  quite  a  different  class,  he  held  that  there  was  no  infringement. 
In  the  present  case  the  Defendants  use  a  mantle  exactly  sach,  as  far  as  structure 
is  concerned,  as  the  Patentee  proposed,  dipped  into  a  solution  of  soluble  salts  of 
zirconia  and  lime,  with  some  traces  of  magnesia  and  iron.    The  lime  goes  off 
after  burning  for  a  time,  so  substantially  it  is  a  zirconia  mantle.    That  of  itself  35 
would  not  give  enough  light,  so  after  burning  off,  the  Defendants  put  a  little 
cerium  on.     Welsbaeh  contemplated  cerium,  although  not  much  of  it,  and  it  is 
one  of  the  rare  earths.   There  is  about  a  half  per  cent,  of  cerium.    [^Bousfield,  Q.C. 
— I  agree  as  to  the  effect  of  the  lime,  the  mantle  is  really  zirconium,  plus  a  half 
per  cent,  of  cerium.]   The  cerium  is  put  on  after  burning,  but  Welsbaeh  expressly  40 
mentions  that  there  may  be  a  further  dipping  or  a  painting.    This  is  a  stronger 
case  than  the  De  Mare  case.    The  cerium  is  a  very  important  agent  in  the 
illumination.    There  is  not,  as  in  the  Sunlight  case,  an  illuminant  employed  of 
a  different  class  from  those  mentioned  by  Welsbaeh,      The  Defendants  make 
their  zirconia  mantle  as  described,  they  then  dip  it  into  alcohol  which  has  45 
cerium  dissolved  in  it,  they  then  burn  it  off  as  Welsbaeh  described.    It  was  not 
decided  in  the  Sunlight  case  that  using   Welsbaeh* s  method  was  not  a  large 
step  in  using  the  Patent.    It  was  there  used  as  a  basis  for  a  different  method  of 
procuring  illumination.    Here  substances  mentioned  in  the  Specification  are 
used.    Erbium,  which  was  used  by  the  Defendants  in  the  De  Mare  case,  was  50 
not  mentioned.     I  submit  that  the  Court  of  Appeal  held  that  no  one  may  use 
any  of  the  rare  earths.     [The  judgments  of  Wills^  J.,  in  Incandescent  Oas  Light 
Company^  Ld.^  v.  De  Mare  Incar^escent  Gas  Light  System,  Ld,y  13  R.P.C.  at 
p.  318,  and  in  Incandescent  Gas  Light  Company,  Ld.y  v.  Sunlight  Incandescent 
Gas  Lamp  ComjHiny,  Ld.,  13  R.P.C.  at  p.  343,  and  of  the  Court  of  Appeal,  55 
in  the  former  case  reported  at  13  R.P.C.  p.  570,  were  then  read.]      These 


Vol.  XVI.,  No.  17.]     AJf  D  TRADie  MARK  CASfiS.  34d 


2%tf  Welshach  Incandescent  Gas  Light  Ctympanyy  Zd.,  v.  The  Daylight 
Incandescent  Mantle  Company^  Ld.^  and  Others. 

judgments  all  show  that  one  has  to  take  the  whole  of  the  invention  to  consider 
what  is  done,  and  to  decide,  as  a  fact,  whether  the  substance  of  it  has  been 
taken ;  Welsbach  must  have  found  that  cerium  would  do,  but  not  in  large 
quantities.  He  distinguishes  between  the  case  of  didymium  and  that  of  cerium. 
5  The  illnminant  used  by  the  Defendants  is  a  mixture  of  the  rare  earths,  and 
infringement  is  clearer  than  in  the  De  Mare  case.  Then  it  is  said  that,  if  the 
Patent  includes  what  the  Defendants  do,  it  is  bad  for  want  of  sufficient 
directions.  If  a  man  experiments  to  find  what  blends  are  best,  he  may  get  a 
Patent  for  a  good  blend,  but  if  he  uses  it  he  is  using  our  Patent.    The  Patentee  has 

10  given  sufficient  information,  as  far  as  his  invention  goes.  It  is  also  said  that  it  would 
include  mixtures  that  were  useless.  The  Pateutee  has  given  practical  directions 
to  enable  the  public  to  use  .the  invention  ;  the  objection  that  the  mantles  may 
be  made  so  bad  that  people  would  not  use  them,  is  bad  in  law.  It  is  absurd  to 
say  that  there  is  not  utility.     [^Boiisfield^  Q.C. — If  the  Patent  includes  a  claim 

15  for  a  thing  which  is  useless,  it  is  bad.]  The  fact  that,  although  the  Patent 
guides  you  to  get  a  useful  result,  you  can  work  it  in  a  way  that  would  be 
useless,  does  not  invalidate  it. 

The  following  witnesses  were  called  by  the  Plaintiffs,  namely.  Professor 
/.  Dewar  and  Mr.  H.  Ballantyne.    Sir   William  Grookes  gave  evidence  on 

20  behalf  of  the  Defendants. 

Bousfieldy  Q.C,  and  Oraham  summed  up  the  case  for  the  Defendants. — The 
case  turns  on  the  proper  construction  of  the  Specification.  In  the  former  cases 
it  was  argued  that  lanthanum  was  an  essential  constituent  of  the  mantle. 
The  Master  of  the  Rolls  pointed  out  that  the  use  of  lanthanum  was  claimed. 

25  We  now  put  forward  the  same  construction  as  we  contended  for  in  the 
previous  cases,  for  this  case  may  go  further,  but,  besides  that,  upon  the 
judgments  in  those  cases  I  submit  that  the  Defendants  are  entitled  to  succeed. 
The  claim  is  not  merely  a  claim  for  a  prescription  or  for  a  process,  it  involves 
both,  and  is  therefore  more  limited.    If  the  substances  mentioned  were  taken, 

30  but  not  the  process,  there  would  not  be  infringement ;  and  if  a  mantle  was 
made  by  the  treatment,  but  not  by  the  use  of  the  substances  mentioned  or  their 
permissible  equivalents,  there  would  not  be  infringement.  To  constitute 
infringement,  it  must  substantially  be  made  of  the  materials  directed  and  in 
the  manner  directed.    The  pith  and  marrow  of  the  invention  is  what  the 

35  Specification  makes  the  pith  and  marrow.  The  Court  has  to  look  at  the 
invention  as  claimed,  and  say  whether  what  has  been  done  is  substantially 
covered  by  the  Specification.  The  treatment  as  set  forth  does  not  include  the 
subsequent  coating.  WilUj  J.,  held  in  the  Sunlight  case,  that  to  make  the 
skeleton  of  zirconium  and  aluminium  and  to  coat  it  with  chromium  was  not 

40  treating  it  in  the  manner  described  by  the  Patentee.  But  the  more  important 
part  of  our  case  turns  on  the  meaning  of  ^*  the  substances  mentioned.^'  The 
Plaintiffs  have  to  show  that  a  mantle  made  of  zirconium  with  a  little  cerium  is 
made  of  the  substances  mentioned.  The  prescriptions  given  are  about  half 
zirconia  and  half  rare  earth.    A  half  per  cent,  of  cerium  cannot  be  the  eqni- 

45  valent  of  40  or  50  per  cent,  of  rare  earth.  The  portion  of  rare  earth  may, 
according  to  the  Specification,  be  50  per  cent,  of  lanthanum  or  20  per  cent,  of 
lanthanum  and  20  per  cent,  of  yttrium.  Then  instead  of  the  oxide  of  yttrium 
ytterite  earth,  and  instead  of  the  oxide  of  lanthanum  cerite  earth  may  be  used. 
Our  proportions  are  outside  any  permissible  variation  of  limits.    The'^sub- 

50  ^  stances  mentioned  ^'  cannot  mean  the  separate  substances ;  for  instance,  a 
zirconia  mantle  would  not  be  covered.  The  compounded  substances  are  meant. 
It  is  the  duty  of  a  Patentee  to  accurately  define  his  invention.  If  he  makes  his 
claim  BO  wide  as  to  include  a  number  of  things  that  are  useless,  that  invalidates 
his  Patent.    A  claim  is  in  the  nature  of  a  disclaimer.    The  Courts  have  held 

55  that  the  Patent  is  for  mantles  made  according  to  the  process  and  made  sub- 
stantially of  zirconia  and  the  rare  earths,  but  we  submit  that  cerium  is  one  of  the 
rare  earths  excluded  from  this  Specification.    Cerite  earth  is  the  great  source  o£ 
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lanthanum ;  when  you  precipitate  this  group  from  the  mineral  you  get  90  per 
cent,  cerium  and  10  per  cent,  lanthanum  and  didymium.  It  was  the  lanthanum 
that  the  Patentee  wanted.  Cerium  was  only  mentioned  to  warn  against  its  use. 
The  question  of  construction  must  be  looked  at  in  the  light  of  the  knowledge 
of  the  time.  [Professor  Dewar's  evidence  at  the  trials  in  the  De  Mare  and  5 
Sunlight  cases  was  referred  to.]  Didymium  and  cerium  are  bracketed  together 
in  the  Specification  ;  practically  one  is  told  not  to  take  them.  It  was  only  in 
1893  that  it  was  discovered  that  a  little  cerium  was  a  very  useful  thing,  until 
then  it  was  supposed  to  be  harmful.  NoheVs  Explosives  Company  Y.Anderson^ 
11  R.P.C.  115  and  519,  is  an  analogous  case  to  this  ;  there  the  insoluble  nitro-cel-  10 
lulose  was  excluded  and  the  soluble  claimed.  But  the  soluble  had  some  insoluble 
in  it.  Here  one  would  come  to  the  conclusion  from  the  Specification 
that  the  use  of  cerium  was  to  be  avoided.  The  Sunlight  case  decided 
that  a  skeleton  of  zirconia  was  not  within  the  Patent,  for  if  it  had  been 
the  Defendants  would  not  have  escaped  by  merely  adding  chromium.  15 
There  is  a  difference  due  to  the  cerium  being  added  afterwards ;  the 
interstices  of  the  skeleton  of  zirconia  are  filled  by  the  cerium.  If  the 
mixing  is  in  the  solution  a  homogeneous  result  is  obtained.  There  is  a 
conflict  of  evidence  between  Professor  Dewar  and  Sir  William  Crookes  on  this 
point ;  the  latter  finds  that  the  coating  gives  the  best  result.  WillSy  J.,  draws  20 
a  distinction  as  to  the  coating.  The  expression  "  rare  earths "  is  not  in  the 
Specification,  and  if  the  claim  had  been  for  a  combination  of  zirconia  and  the 
rare  earths  it  would  have  been  bad,  because  didymium  would  not  do  and 
neither  would  cerium  in  any  proportions  like  those  mentioned.  The  claim 
therefore  cannot  be  treated  as  one  for  a  mantle  made  of  zirconia  and  the  rare  25 
earths  and  treated  as  set  forth.  It  must  for  the  Patentee's  own  sake  be 
modified  by  the  exclusion  of  didymium  and  of  cerium  except  in  small 
quantities.  The  Patentee  did  not  intend  to  include  cerium  and  did  not 
contemplate  proportions  which  would  permit  cerium  to  be  used  as  an 
equivalent  for  lanthanum.  The  phrase  "  but  little  cerium  "  does  not  indicate  30 
reserving  a  little  cerium,  it  really  means  that  it  should  be  got  rid  of. 

Moulton^  Q.C.,  replied. — The  Defendants'  mantles  are  made  in  the  manner 
described  in  the  Specification,  the  only  variation  being  that  in  the  second  part 
they  use  a  collodion  solution  instead  of  an  aqueous  solution.    Then  as  to  the 
materials  used,  the  only  change  which  the  Defendants  have  made  is  the  35 
omission  of  lanthanum.    The  Court  of  Appeal  have  decided  that,  the  invention 
not  being  the  prescription  merely,  the  omission  of  lanthanum  is  not  sufficient 
to  take  one  out  of  the  Patent.     In  the  De  Mare  case  a  substance,  viz.,  erbium, 
not  mentioned  was  used ;  it  was  contained  in   ytterite  earth,  but  was  not  an 
equivalent  for  it.     But  it  was  said  that  leaving  out  lanthanum,  with  or  without  40 
an  equivalent,  was  not  sufficient  to  take  one  out  of  infringement.    This  is  an 
a  fortiori  case.     In  the  Nobel  case  there  were  words  which  were  words  of 
exclusion  only.    The  Patentee  has    expressly   made    a   distinction   between 
didymium  and  cerium.    He  contemplated  the  use  of  zirconium,  lanthanum,  and 
a  little  cerium,  as   Sir  William   Crookes  admitted.    The    substance    of    the  45 
invention  has  been  taken. 

Byrne,  J, — The  issue  in  the  present  case  is  one  of  infringement.  The 
Specification  of  the  Welshach  Patent,  which  is  alleged  to  be  infringed,  has  been 
very  fully  expounded  in  the  two  judgments  of  Mr.  Justice  Wills  in  the  cases 
of  the  Incandescent  Gas  Light  Company  v.  The  De  Mare  Incandescent  Oas  50 
Light  Systeniy  Ld.y  and  of  the  same  Plaintiffs  against  the  Sunlight  Incafidescent 
Gas  Lamp  Company ^  Ld.^  and  in  the  judgments  of  the  Court  of  Appeal  in  the 
former  of  those  cases  ;  and  I  do  not  consider  it  necessary  to  go  over  Uie  ground 
covered  by  those  judgments,  except  so  far  as  may  be  required  to  explain  the 
present  decision.  55 

In  the  De  Mare  case,  after  a  close  examination  of  the  construction  and  scope 
of  the  Secification,  having  regard  to  the  knowledge  of  ohemists  at  its  date, 
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Mr.  Justice  Wills  says  as  follows : — "  It  seems  to  me  now  possible  to  understand 
"  exactly  what  the  Patentee  claims.     It  is  not  the  prescription,  apart  from  the 
"  rest  of  the  process.     It  is  not  the  construction  of  the  skeleton,  or,  as  it  has 
"  been  aptly  termed,  a  simulacrum  of  the  vegetable  fabric — in  any  oxides — or 
5  "  in  any  oxides  which  give  good  and  durable  incandescence  (a  claim  which 
"  would  certainly  vitiate  the  Patent),  but  it  is  the  combination  of  the  various 
"  essential  elements  in  the  process  described,  the  manufacture  of  the  hood  out 
"  of   the  substances  mentioned  by  the   Patentee  (no   doubt  because  he  had 
"  ascertained  that  they  would  answer)  by  the  means  of  impregnation  with  the 
10  "  blends  of  salts  within  the  descriptions  and  proportions  indicated  by  the 
"  Specification,  including,  of  course,  all  such  variations  of  proportions  or  of 
"  strength  of  solution  as  are  fairly  within  the  Specification  as  it  would  be 
"  understood  by  a  competent  workman,  and  brought  to  its  final  condition  for 
"  every -day  use  by  being  put  into  the  burner,  and  so  having  the  carbon  filaments 
15  "  and  threads  burned  out,  and  the  anhydrous  oxides  left  in  the  precise  shape 
"  which  the  fabric  had,  till  burned  out,  assumed.     If  the  process  which  the 
"  Defendants  held  out  that  they  were  going  to  use  is  substantially  identical 
"  with  this  process,  they  are  liable  in  this  action.     If  it  is  not  so,  they  are 
"  entitled  to  my  judgment."     So  much  for  the  Patentee's  claim.    Next,  as  to 
20  the  real  substance  of  the  invention,  and  as  to  the  test  to  be  applied  in  ascer- 
taining whether  or  not  there  has  been  an  infringement,  I  will  read  one  more 
passage  from  the  judgment  of  Mr.   Justice    Wills  in  the  De  Mare  case : — 
"  Welsbach  certainly  discovered,  for  the  first  time,  a  method  by  which  a  skeleton, 
"  frail  but  durable,  of  the  resistent  earthy  oxides  mentioned  by  him,  could  be 
25  "  obtained    which    would    give    practically  a  means    of    obtaining  light  by 
"  incandescence  which  would  surpass  the  economy  of  the  best  modes  known  of 
"  getting  illumination  from  gas.     His  Specification  claims  the  whole  process  by 
"  which  he  arrived  at  that  result.     Out  of  it  the  Defendants  take  the  impregna- 
"  tion  of  the  fabrics  by  blends  of  salts  of  zirconia  and  of  the  rare  earths,  and 
30  "  the  reduction  of  these  to  anhydrous  oxides  forming  the  Himiilacnan  of  the 
•*  fabric.     I  am  satisfied  by  the  evidence  that  it  is  this  mode  of  getting  blends 
**  of  the  specified  oxides  into  the  shape  of  the  fabric  out  of  which  the  hood  has 
"  been  made  that  has  rendered  the  process  of  any  use,  and  that  a  mere  variation 
"  of  prescription,  extending  even  to  the  omission  of  lanthanum,  is  of  very  trifling 
35  '*  consequence  in  comparison."     I  now  turn  to  the  Specification,  bearing  in 
mind  what  has  already  been  determined  in  reference  to  the  true  construction  to 
be  put  upon  it.    The  prescription  referred  to  as  to  materials  to  be  employed  is 
to  be  found  in  these  passages  : — "  For  this  purpose  I  employ  a  compound  of 
"  oxide  of  lanthanum  and  zirconium,  or  of  these  with  oxide  of  yttrium." 

40 "  The  proportions  in  which  the  substances  are  compounded  may  be 

"  varied  within  certain  limits.  I  have  found  the  following  proportions  very 
"  suitable  :  60  per  cent,  zirconia,  or  oxide  of  zirconium ;  20  per  cent,  oxide  of 
"  lanthanum ;  20  per  cent,  oxide  of  yttrium.  The  oxide  of  yttrium  may  be 
"  dispensed  with,  the  composition  being  then  :  50  per  cent,  zirconia  ;  50  per 
45  "  cent,  oxide  of  lanthanum.  Instead  of.  using  the  oxide  of  yttrium,  ytterite 
"  earth,    and    instead    of    oxide  of    lanthanum,  cerite    earth    containing    no 

"  didymium,  and  but  little  cerium,  may  be  employed For  part  of  the 

"  zirconia  a  mixture  of  magnesia  and  zirconia  may  be  employed,  with  a  little 
"  loss  of  intensity  of  the  light."  Cerite  earth  contains,  besides  some  slight 
50  traces  of  other  matters  (which  for  present  purposes  may  be  disregarded) 
lanthanum,  didymium,  now  known,  (but  at  the  date  of  the  Specification  not 
more  than  suspected)  to  be  in  itself  a  compound  of  rare  earths  and  cerium. 

It  has  been  determined  in  the  De  Mare  case  that,  notwithstanding  the 

prominent  place  occupied  in  the  alternative  prescriptions  given,  to  the  oxide  of 

55  lanthanum,  there  may  be  an  infringement  of  the  Patent,  although  oxide  of 

lanthanum  be  altogether  omitted  in  the  prescription  used  by  the  infringers. 

Pas8ing]by,  for  the  present,  a  point  in  referei^ce  to  the  method  of  application  of 
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the  ceriam^with  which  I  shall  have  to  deal  later  on,  I  have  first  to  consider 
whether  or  not  the  Defendants,  who  admittedly  use  a  very  small  proportion  of 
cerium,  together  with  zirconia,  and  certain  other  immaterial  matters,  are  making 
use  of  the  PlaintiflPs'  prescription. 

For  the  Defendants,  it  is  said  that  the  reference  to  cerium  in    WelsbacVs  5 
Specification  is  merely  a  reference  for  warning  against  its  use,  and  the  main 
contest  has  turned  upon  the  true  meaning  of  the  sentence  in  the  Specification, 
'^  and  instead  of  oxide  of  lanthanum  cerite  earth  containing  no  didymium,  and 
"  but  little  cerium,  may  be  employed."    It  appears  that,  at  the  date  of  the  Patent, 
the  true  value  of  cerium,  as  assisting  illumination,  was  not  fully  understood*  10 
More  recent  discovery  has  shown  that  it  is  for  that  purpose  most  valuable,  and 
the  Defendants  say  that,  although  the  inventor  tells  the  world  that  but  a  little 
cerium  may  be  used  with  lanthanum,  he  only  does  so  incidentally  in  a  sentence 
designed  to  warn  against  the  use  of  that  substance,  and,  therefore,  as  meaning  it 
would  be  better  if  it  were  got  rid  of  altogether.     I  do  think  that  it  is  the  fair  15 
reading  of  the  Specification.      The  claim  is  in  terms  for  "the  manufacture, 
"  substantially  as  herein  described,  of  an  illuminant  appliance  for  gas  and  other 
"  burners  consisting  of  a  cap  or  hood  made  of  fabric  impregnated  with  the 
"  substances  mentioned  and  treated  as  set  forth."    Now  the  substances  mentioned 
as  one  alternative  prescription  are  of  zirconia,  and  cerite  earth  deprived  altogether  20 
of  didymium  and  of  all  but  a  little  cerium.    If  the  inventor  had  meant  that 
cerite  earth,  deprived  altogether  of  cerium,  would  be  better  than  the  same  earth 
containing  but  a  little  of  that  substance,  it  would  have  been  most  easy  and  most 
natural  for  him  to  say  so.     If  I  have  rightly  apprehended  the  evidence,  to  have 
prescribed  cerite  earth,  containing  no  didymium  and  no  cerium,  would  have  25 
been  to  say,  instead  of  oxide  of  lanthanum  you  may  use  cerite  earth  deprived  of 
everything  material  except  oxide  of  lanthanum.     It  is  quite  clear,  I  think,  that 
the  inventor  knew  at  least  that  the  presence  of  a  little  cerium  would  do  no  harm, 
and  that  much  cerium  would  be  injurious.     I  think  he  means  and  intends  that, 
instead  of  pure  lanthanum,  a  mixture  of  lanthanum  and   cerium  may  be  30 
employed.      His  warning  is    against    much    cerium ;   his  prescription  is  no 
didymium  and  a  little  cerium.    The  Defendants  get  rid  of  oxide  of  lanthanum 
altogether,  but  this  will  not  serve  them  ;  they  use  a  little,  a  very  little,  cerium, 
and  rely  upon  it  mainly  for  their  illumination ;  but  apart  from  minute  verbal 
criticism,  in  substance  the  inventor  says,  instead  of  oxide  of  lanthanum  you  may  35 
use  cerite  earth  deprived  wholly  of  didymium  and  of  all  but  a  little  cerium. 

It  was  further  argued  that  the  inventor  says  that  the  proportion  in  which  the 
substances  are  compounded  may  be  varied  within  certain  limits,  and  that  this 
variation  must  be  intended  for  limits  within  which  the  Defendants  do  not 
come,  inasmuch  as  they  use  only  half  per  cent,  of  cerium  to  over  ninety  per  40 
cent,  of  zirconia  and  no  lanthanum.  The  range  of  limit  given  is,  as  appears  by 
the  prescriptions  themselves,  very  wide,  and  having  regard  to  the  fact  that  the 
proportion  of  cerium  is  obviously  intended  to  be  very  small  indeed  as  compared 
with  othar  constituents,  I  do  not  think  that  this  suggestion  can  prevail. 

So  far,  I  think,  the  Defendants  fail  in  their  contentions  ;  but  I  have  now  to  45 
consider  a  different  matter  altogether.  The  Patentee  contemplates  omitting 
stages  of  his  process  which  are  immaterial — saturation  of  the  fabric  which  he 
uses  with  an  aqueous  solution  of  nitrate  or  acetate  of  the  oxides  he  refers  to 
prior  to  burning,  and  he  also  contemplates  that  the  fabric  can  be  painted  with 
or  dipped  into  a  concentrated  solution  of  the  salts  so  as  to  provide  a  fresh  layer  50 
of  the  metallic  salts,  which  becomes  fully  oxidised  soon  after  the  fabric  has 
become  incandescent.  The  Defendants  in  their  process  use  zirconia  and  half 
per  cent,  of  cerium.  I  need  not  trouble  about  any  other  substances,  as  Mr. 
Bousfield  fairly  admitted,  but  they  apply  the  cerium  by  painting  only  without 
previously  using  an  aqueous  solution  containing  that  substance.  55 

On  the  question  of  construction  of  the  Specification,  the  Defendants  have 
failed  to  satisfy  m9  th^t  they  are  right,    They  use  in  subatan^  one  of  ibe 
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prescriptions  given,  and  unless  they  can  differentiate  what  they  do  from  what 
is  covered  by  the  Plaintiffs'  Patent  upon  the  ground  that  the  method  of  applica- 
tion of  the  cerium  to  the  zirconia  mantle  is  sufficiently  distinct  from  the  method 
employed  by  the  Plaintiffs,  I  think  they  fail. 
5  The  Sunlight  case  is  absolutely  distinguishable  from  the  present  in  this — 
that  the  Defendants  did  not  in  that  case  make  use  of  one  of  the  rare  earths  for 
the  source  of  their  main  illuminant  power.  They  used  chromium,  not  a  rare 
earth,  and  not  one  of  the  substances  referred  to  in  the  Specification.  Upon  the 
evidence  before  me  I  do  not  think  that  there  is  any  such  distinction  to  be 

10  drawn  in  reference  to  the  method  of  application  of  the  rare  earth  cerium  to 

the  zirconia  mantle  as  will  entitle  the  Defendants  to  say  that  they  have  not 

substantially  taken  the   Welshach  process  and  produced  the  same  result  by 

means  of  the  use  of  zirconia  plus  a  small  quantity  of  cerium. 

There  is  a  difference  of  opinion  between  Dr.  Deivar  and  Mr.  Ballantyne  on 

15  the  one  hand,  and  Sir  William  Crookes  on  the  other,  upon  the  question  whether 
or  not  an  improved  result  is  obtained  hy  introducing  the  cerium  in  the  collodion 
coating  on  to  the  zirconia  mantle,  as  is  done  by  the  Defendants,  instead  of 
introducing  it  with  the  zirconium  and  lanthanum  into  the  aqueous  solution  in 
which  the  fabric  is  dipped,  as  suggested  in  the  Welshach  Patent.    Sir  William 

20  Crookes  finds  an  improved  result  in  respect  of  illuminating  power  if  it  is  intro- 
duced in  the  way  the  Defendants  introduce  it.  Dr.  Dewar  and  Mr.  Ballantyne 
say  that  the  result  of  their  experiments  shows  that  it  makes  no  difference. 
1  think  the  result  of  the  evidence  is  that,  in  whichever  way  the  cerium  is 
applied,  a  permeation  of  the  whole  mass  of  the  whole  mantle  is  obtained, 

25  although  the  result  is  more  certainly  equal  in  the  case  of  the  Welshach  method 
being  employed.  It  is  true  that  in  the  Sunlight  case  Mr.  Justice  Wills  refers 
to  the  different  method  of  applying  the  chromium  as  one  of  the  points  going 
to  show  that  in  that  case  there  was  no  infringement,  and  he  sums  up  the  result 
of  the  evidence  in  that  case  as  follows  : — "  No  use  is  made  by  the  Defendants 

30  ''  of  any  of  the  rare  earths,  and  their  choice  of  substances,  and  their  method  of 
''  applying  the  illuminants,  appear  to  be  as  wide  asunder  as  the  poles  from 
'^  those  contemplated  by  Welshach^  I  do  not  gather  that  if  the  Defendants  in 
that  case  had  used  one  of  the  rare  earths  instead  of  chromium  that  Mr. 
Justice  Wills  would  have  arrived  at  the  conclusion  he  did  ;  and  I  have  in  the 

35  present  case  evidence  which  satisfies  me  that  the  Defendants  do  use  a  process 
or  method  of  applying  the  illuminant  *'  cerium,*'  a  rare  earth,  so  as  to  effect 
substantially  the  same  permeation  and  incorporation  of  the  mantle  as  is  effected 
by  the  Welshach  method. 
Upon  the  whole  case,  I  think  the  Plaintiffs  are  entitled  to  succeed. 

40      I'errell^  Q.C. — Then    there    will    be    judgment   as   against    The  Daylight 
Incandescent  Gomjxiny  and  Arthur  Hill, 
Byrne,  J.— Who  is  Arthur  Hill  f 

Terrell,  Q.C. — Arthur  Hill  is  Secretary  of  the  Company. 
Byrne,  J. — Is  it  usually  granted  against  the  Secretary  of  a  Company  ? 

45      Terrell,  Q.C. — It  is  against  everybody  connected  with  the  infringement ;  it  is 
a  case   of   tort.     Then  the  judgment  will  be  a  judgment  for  an  injunction 
with  an  inquiry  as  to  damages  ? 
Byrnb,  J.— Yes. 
Terrell,  Q.C. — ^And  costs  as  between  solicitor  and  client  ? 

50  Byrne,  J. — The  validity  of  the  Patent  was  not  disputed  here.  It  is  pure 
infringement. 

Terrell^  Q.C. — It  does  not  matter  under  the  Act. 

Byrne,  J. — I  think  you  are  right.  I  had  the  same  discussion  the  other  day.  A 
passage  was  read  to  me  in  which  one  learned  Judge  did  not  give  these  costs;  but 

55  this  is  a  case  in  which  the  validity  of  the  Patent  has  been  clearly  involved  and 
a  certificate  given  in  a  former  action.  The  rule  applies  to  all  actions  of  infringe- 
ment^ and  not  necessariljr  to  actions  disputing  the  validity  of  the  Patent^  and. 
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unless  some  very  special  reason  is  shewn,  I  see  no  reason  to  depart  from  what 
the  section  says. 

Orahcim. — I  do  not  think  it  is  the  ordinary  rule.    I  can  refer  your  Lordships 
to  some  cases  in  which  it  has  not  been  done.    One  which  occurs  to  me  at  this 
moment  is  the  Pneumatic  Tyre  Company  v.  The  East  London  Rubber  Company y  5 
14  R.P.C.  77.    Mr.  Justice  Romer  there  refused  to  give  solicitor  and  client  costs. 

Moulton^  Q.C. — There  validity  came  into  question,  and  there  was  no  reason 
whatever  for  not  doing  it,  except  that  there  were  special  circumstances  in  the  case. 

Graham, — Then  there  was  the  case  of  Otto  v.  Steel, 

Byrne,  J. — That  was  a  case  that  was  cited  to  me  the  other  day.  10 

GraJiam, — In  that  case  the  Patent  was  attacked  on  every  conceivable  ground, 
and  on  that  occasion  Mr.  Justice  Pearson  refused  to  give  solicitor  and  client  costs. 

Byrne,  J. —The  fact  that  in  one  particular  case  the  learned  judge  thought  it 
was  not  a  proper  case  to  give  solicitor  and  client  costs,  without  giving  any 
principle  on  which  he  went,  does  not  materially  assist  me.  15 

-  Graham, — The  reason  why  Mr.  Justice  Romer  did  not  give  them  was  that  it 
was  optional  with  him  whether  he  should  give  them  or  not,  and  he  thought  it  was 
a  reasonable  case  to  be  tried,  and  he  did  not  think  the  Defendant  in  a  reasonable 
case  should  be  prejudiced  because  the  Patent  had  been  upheld  before.  That 
was  the  ground  of  the  decision.  20 

Byrne,  J, — Of  course,  without  consideration  of  all  the  facts  of  that  case,  I 
cannot  say.  In  that  case  there  seems  to  have  been  a  dispute  as  to  the  validity 
of  the  Patent  in  the  second  action  also,  and  Mr.  Justice  Romer  begins  his 
judgment  by  saying  :  "  Inasmuch  as  the  evidence  before  me  somewhat  differs 
^'  from  that  in  the  prior  action,  and  the  case  is  one  of  considerable  importance,  25 
"  which  may  come  before  other  Courts,  I  think  it  right  to  state  fully  my  reasons 
"  for  the  conclusion  I  have  arrived  at."  So  that,  he  says,  the  case  is  one  of 
considerable  importance,  and  the  evidence  differs  from  that  in  the  prior  case. 

Graham, — So  it  does  here,  and  we  are  in  a  better  position  than  the  Defendant 
was  in  there,  because  we  have  not  put  the  Plaintiffs  to  the  trouble  and  expense  of  30 
upholding  the  Patent  again;  they  did  so  there,  but  notwithstanding  they  had  done 
that,  and  they  were  proved  to  be  wrong  in  doing  it,  still  the  judge  thought  it 
was  not  a  case  in  which  to  make  the  Defendants  pay  solicitor  and  client  costs. 
Then  there  is  a  case  of  The  Automatic  Weighing  Machine  Company  v.  The 
International  Hygienic  Society^  6   R.P.C.  480.     That  was  before  Mr.  Justice  35 
Charles,    He  said,  "  There  was  no  question  of  the  validity  of  this  Patent  raised 
"  before  me  at  all.    The  only  question  was,  whether  the  Defendants'  machine 
"  was  an  infringement  of  an  admittedly  valid  Patent  of  the  Plaintiff,  and  I 
"  am,  therefore,  of   opinion  that  even   if   Section   31  does  apply,  I  ought  to 
"  certify  that  the  Plaintiff  ought   not  to  have   his  costs  as  between  solicitor  40 
"  and  client."    That  was  the  view  Mr.  Justice  Charles  took. 

Byrne,  J, — That  does  not  give  any  special  reason.  There  must  be  something 
special  in  the  facts  of  the  particular  case. 

Graham, — He  does  not  give  his  reasons,  but  I  submit  to  your  Lordship 
there  is  no  settled  rule — it  is  entirely  in  your  Lordship's  discretion.  45 

Byrne,  J, — Yes,  it  is  entirely  in  my  discretion.  It  is  a  rule  to  be  followed, 
unless  I  see  good  reason  to  the  contrary.  The  only  question  is,  whether  I 
should  depart  from  the  terms  of  the  section  ;  what  you  have  to  do  is  to  show 
me  in  this  case  why  I  should  depart  from  the  ordinary  rule  ? 

Graham. — I   say  on  that  point,  this  case  does  not  differ  in  any  material  50 
respect  from  the  cases  I  have  cited,  except  in  this  respect,  that  it  is  in  favour  of 
the  Defendants  that  we  have  not  put  the  Plaintiffe  to  the  trouble  of  proving 
the  validity  of  their  Patent. 

Botisfleldy  Q.C. — The  section  is  not  intended  to  give  a  Patentee  an  advantage 
as  a  litigant  which  other  litigants  do  not  possess,  except  that,  if  somebody,  after  55 
the  matter  has  been  once  settled,  comes  and  tries  the  same  matter  over  again, 
he  is  penalised  to  that  extent ;  but  i  think  your  Lordship  will  agree  with  me. 
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having  been  familiar  with  all  the  points  that  have  been  raised  here,  that  the 
question  raised  and  argued  here  was  an  entirely  new  question  and  not  touched 
by  the  prior  decision.  It  depends  altogether  on  what  the  mention  of  the  word 
cerium  meant,  which,  of  course,  was  not  touched  in  the  least  by  the  other 
5  case  ;  because  your  Lordship  is  not  trying  the  old  case  over  again,  but  an 
entirely  new  point  on  which  the  prior  decision  was  silent,  and  for  that  reason 
I  submit  that  the  Defendants  ought  not  to  be  penalised. 

Byrne,  J. — I  see  in  this  case  no  reason  for  making  any  special  order  in  the  matter. 
I  make  no  order  that  the  costs  are  not  to  be  as  between  solicitor  and  client. 
10  An  order  for  delivery  up  of  infringing  articles  in  the  possession  of  the 
Defendants,  their  servants  and  agents,  was  made,  the  Plaintiffs  undertaking, 
if  notice  of  appeal  was  given  within  a  month  and  the  appeal  was  prosecuted 
with  due  diligence,  to  retain  such  articles  pending  the  appeal. 

Terrell^  Q.C. — There  is  a  Defendant  Arthur  Dann ;  he  has  been  served,  and 
15  has  entered  an  appearance,  but  he  was  only  successfully  served  a  short  time 
before  the  trial.     He  has  entered  an  appearance  by  the  same  solicitors  as  instruct 
my   learned  friends,  and  we  have  a  letter  from  those  solicitors  dated  16th 
March : — "  We  have  to-day  entered  an  appearance  on  behalf  of  Mr.  Arthur 
"  Dann,  one  of  the  Defendants  named  in  the  writ,  who  was  served,  as  we  under- 
20  "  stand,  on  Saturday,  March  4:th,  and  we  are  instructed  to  inform  you  that  he 
"  will  be  bound  by  the  decision  of  the  Court  on  the  question  of  infringement ; 
"  but  that,  having  regard  to  the  fact  that  you  served  him  only  just  before  the 
"  hearing  of  the  action,  he  will  not  admit  any  liability  for  costs  (if  any),     Mr. 
"  Orantoff,  we  understand,  has  not  been  served." 
2'i       Byrne,  J. — That  letter  is  equivalent  really  to  a  written  undertaking  that  he 
will  abide  by  the  decision,  so  that  it  will  form  the  foundation  of  proceedings 
against  him  hereafter  if  he  should  do  anything.    But  I  cannot  see  how  I  can 
make  any  order  against  him. 
Bousfield,  Q.C. — I  appear  for  Mr.  Dann,    As  regards  the   injunction   Mr. 
.•JO  Dann  submits  to  it ;  but,  except  the  service  of  the  writ,  he  has  had  no  subse- 
quent proceedings  served  upon  him.    The  writ  was  served  only  just  before  the 
date  of  the  trial. 

Byrne,  J. — ^Which  would  justify  him  in  not  appearing  ;  but  can  he  appear 
for  one  purpose  and  not  for  another  ? 
55      Bausfield,  Q.C. — I  appear  for  all  purposes,  and,  if  my  learned  friend  is  going 
on,  I  appear  to  ask  for  an  adjournment  of  the  proceedings  in  order  that  Mr. 
Dann  may  be  properly  served. 

Byrne,  J, — The  case  is  very  simple.    This  gentleman  has  not  been  served  in 

such  a  way,  as  I  understand,  as  that  relief  can  be  asked  against  him  now.    If 

40  he  volunteers  to  appear,  he  volunteers  to  appear  for  all  purposes  of  the  trial. 

If  he  appears  for  all  purposes  of  the  trial,  he  must  be  treated  like  the  other 

Defendants.      I   cannot    separate  him,  and   say  I    will  give  an    injunction 

against    him,  but  will    not    give  other  relief.      He  says  now,  "  I  am  quite 

"  willing,  if  you  like,  for  you  to  take  the  injunction  against  me  without  costs." 

45  That  they  may  accept  or  refuse,  and  if  in  the  face  of  it  they  go  on  and  bring 

on  their  action  afterwards  there  may  be  some  question  to  be  considered. 

BousfieJd,  Q.C. — That  is  all  I  say. 

Terrell,  Q.C. — Then  there  will  be  no  relief  against  hini,  and  only  relief 
against  The  Daylight  Gom2)any  and  Arthur  Hill. 
50      Byrne,  J.— Very  well. 

On  tlie  12th  of  Llay  1899  a  motion  was  made  to  vary  the  judgment  against 
the  Dv  'andant  Arthur  Hill,  the  Secretary  of  the  Defendant  Company. 

Oraham  read  an  aflRdavit  made  by  the  Defendant  Arthur  Hill.    The  judgment 
was  allowed  to  be  taken  against  this  Defendant  per  incuriam.    There  was  no 
55  evidence  against  him  that  he  had  infringed.     [Byrne,  J. — No  defence  was  de- 
livered by  him.]     The  defence  delivered  was  intended  to  be  his  defence  also. 
T.  Terrell,  Q.C.  {A.  J.  Walter  with  him)  for  the  PlaintiflEs.— On  the  facts 

%l 
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stated  in  the  affidavit  this  Defendant  is  liable.  The  officers  of  a  Company  may 
be  liable  for  acts  done  in  their  capacity  as  officers.  The  whole  business  of  this 
Company  was  to  infringe  our  Patent,  and  this  Defendant  admittedly  transacted 
the  business  of  the  Company.  The  fact  of  sale  was  not  substantially  contested  ; 
the  real  point  was  whether  what  was  done  constituted  infringement.  5 

Graham  in  reply. — The  Defendants  must  not  be  taken  as  answering  for  each 
other  ;  each  is  not  liable  for  the  infringements  by  the  others.  There  is  no  case 
in  which  a  Secretary  has  been  held  liable  for  infringement  by  his  Company. 
[Joint  Stock  Discount  Company  v.  Brown,  L.R.  8  Eq.  381,  at  page  406,  was 
referred  to.]  10 

Byrne,  J, — In  this  case  a  difficulty  has  arisen  owing  to  the  &ct  that  per 
incuriam  a  judgment  was  taken  against  the  Defendant  Hill  without  any 
opposition  being  offered  to  it  at  the  trial.  I  called  attention  to  the  point  when 
judgment  was  asked  against  him,  and  I  said,  "  Is  that  usual,"  and^^^r  incuriam 
Counsel  did  not  then  get  up  and  say,  "  I  object "  on  his  behalf.  Hill  was  the  15 
Secretary  of  the  Company  ;  the  Company  were  infringers.  The  allegation  in  the 
Statement  of  Cl^im  alleges  that  the  Defendants  have  infringed — ^that  means  the 
Company  and  the  other  persons  who  were  Defendants.  In  fact  Hill,  the 
Secretary,  did  not  deliver  any  defence.  The  Company  delivered  a  defence,  and 
the  Defendant  Company  deny  that  they  have  infringed  the  Letters  Patent  as  20 
alleged  in  the  Statement  of  Claim  and  Particulars  of  Breaches  in  any  way. 
Hill  says  fairly  enough  he  meant  the  Company's  defence  to  be  taken  as  his 
defence,  and  having  regard  to  that  fact,  and  to  the  fact  that  he  appeared  at  the 
trial  by  the  same  solicitors  and  Counsel  as  the  Company,  and  adopted  their 
defence  as  to  infringement,  he  justified  therefore  what  they  had  done  together  25 
with  them.  It  is  true  that  no  evidence  was  adduced  at  the  trial  showing  that 
Hill  took  any  personal  part  in  the  acts  of  infringement,  and  I  think  therefore 
that  I  am  justified  in  saying  that  I  do  not  think  the  judgment  for  damages 
ought  to  go  against  him.  He  was  a  servant  of  the  Company,  and  so  far  as  I 
know  had  absolutely  nothing  whatever  to  do  with  the  infringement  until  the  30 
action,  when  he  took  it  on  himself  to  join  with  the  Company,  and  say  "  It  is 
^'  not  an  infringement,  and  I  justify,"  and  he  did  not  say  that  assuming  there  had 
been  an  infringement  by  the  Company  he  himself  repudiated  their  acts.  I 
think  under  those  circumstances  having  taken  this  course,  and  thereby 
challenged  the  Plaintiffs  to  this  extent,  he  would  have  fallen  within  an  ordinary  35 
injunction  restraining  the  Company,  their  servants  and  agents,  from  doing 
what  was  com,plained  of.  He  being  a  party,  and  present,  and  justifying,  I 
think  the  judgment  may  fairly  and  rightly  go  against  him  for  the  injunction. 
I  have  said  I  do  not  think  he  ought  to  be  made  liable  in  damages.  There 
is  no  evidence  to  show  that  he  took  any  personal  part  in  the  actual  acts  that  had  40 
been  committed.  I  do  not  see  my  way  to  relieve  him  from  such  share  of  the 
costs  as  he  will  have  to  bear  in  consequence  of  the  judgment,  so  that  the 
judgment  will  be  drawn  up  with  damages  only  as  against  the  Company. 

Terrell,  Q.C. — Then  I  ask  for  the  costs  of  this  application  to  be  costs  in  the  action. 

Byrne,  J. — Yes.    I  am  afraid  I  must  do  that.  45 

Terrell,  Q.C. — Then  there  is  one  application  I  forgot  at  the  trial,  and  no  doubt  your 
Lordship  will  allow  me  to  make  it  now.  I  forgot  to  ask  for  the  Certificate  as  to  the 
Particulars  of  Breaches.    There  is  only  one  Breach,  and  we  proved  it  up  to  the  hilt,  • 

Byrne,  J, — Now  you  have  not  your  opponent  here. 

Terrell,  Q.C. — Mr.  Graham  is  here,  and  it  will  save  another  motion,  50 

Oraham, — I  am  not  instructed  to  appear.  The  matter  had  better  tc.!e  the 
usual  course. 

Byrne,  J. — I  cannot  do  this  except  on  a  regular  notice.  I  would  have 
assisted  the  parties  to  save  expense  if  it  were  assented  to,  but  if  not  there  is  a 
regular  way  of  doing  it.  55 
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In  the  High  Court  op  Justicb.— Queen's  Bench  Division  (Manchester 

Spring  Assizes). 

Br/ore  Mr.  Justice  Ridley. 

April   26th  and   May  31st,   181»1). 

5   Jambs  Duckett  &  Son,  Ld.,  and  James  Duckett  v,  Sankey  &  Son. 

Patent. — Actimi  for  infringement. — Validity. — Want   of  subject-matter. — 
Patent  invalid. — Costs  of  Particulars. — Subsequent  application. 

In  1893  Letters  Patent  were  granted  to  D.for  "  Improvements  in  interceptors 
"  and  the  likey    In  1898  an  action  ivas  commenced  against  the  Defendants  for 
10  infringement.     The  Defendants  denied  the  validity  of  the  Patent  on  the  ground 
of  want  of  subject-matter. 

Held^at  the  trial,  that  tlie  Letters  Patent  were  invalid  on  that  ground,  and  the 
action  was  dismissed  with  costs. 

Application  was  subsequently  made  by  the  Defendants  for  the  costs  of  the 
15  Particulars  of  Objections.     Costs  of  the  Particulars  of  Objections  were  allowed, 
hut  no  costH  were  given  of  the  applicatio7i. 

On  the  9th  of  October  1893,  Letters  Patent  (No.  18,896  of  1893)  were  granted 
to  James  Duckett  Jt  Son,  Ld.  and  James  Duckett  for  "  Improvements  in  and 
**  relating  to  intercepting  traps  and  the  like."    The  Complete  Specification  was 
20  as  follows  : — 

"  This  invention  relates  to  improvements  in  intercepting  traps  and  the  like, 

'*  used  in  connection  with  drains  and  manholes  for  same.     Hitherto,  there  has 

been  some  difficulty  in  accurately  setting  these  traps  to  efficiently  serve  the 

purpose  for  which  they  are  intended,  because  it  will  be  manifest  that  on 

25  "  account  of  their  peculiar  shape,  the  workman  is  unable  to  definitely  ascertain 

"  (when  fixing  them)  when  they  are  so  set,  the  work  being  usually  done  hap- 

'*  hazard.     It  is  well  known  that  when  not  properly  fixed,  they  are  liable  to  fail 

"  as  traps,  and  noxious  gases  may  pass  through  them  into  dwellings  and  out- 

"  buildings — a  very  serious  evil. 

30      "  The  object  of  this  invention  is  to  provide  means  whereby  any  ordinary 

"  workman  may  set  these  intercepting  traps  accurately,  and  without  doubt  as  to 

*'  their  being  at  a  proper  level.    For  this  purpose,  we  make  a  clearly  defined 

"  horizontal  line  upon  the  outside  of  the  article,  drawn  perfectly  parallel  with 

"  its  base,  or  at  least  parallel  with  the  water  level  within  the  interior  of  the 

35  "  trap.    On  the  outside  of  the  trap,  we  also  form  or  fix  a  projecting  piece  to 

'*  serve  as  a  support  or  rest  for  one  end  of  spirit  level  used  in  fixing,  the  other 

"  end  of  which  rests  upon  the  socket  of  the  trap  or  other  support. 

"  For  the  better  guidance  of  the  workman,  we  stamp  upon  the  face  of  the 

'*  trap  the  words  '  Rest  for  spirit  level '  or  other  words  to  tlmt  effect.    This  line 

40  ^^  &ncl  the  lettering  we  prefer  to  stamp  upon  or  sink  into  the  articles  when  they 
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"  are  being  made  and  before  they  are  put  into  the  kiln,  or  they  may  be  painted 
"  or  printed  on  the  surface  after  being  burnt.  The  projecting  piece  or  support 
"  may  likewise  be  formed  on  the  trap  either  before  the  latter  is  burnt,  or  it  may 
"  afterwards  be  fixed  thereto  by  cement  or  the  like.  Or,  a  metal  or  other 
"  suitable  stud  may  be  dovetailed  into  the  trap,  or  bolted  thereto,  to  answer  as  a  5 
"  rest  for  one  end  of  level." 

After  describing  the  drawings,  the  Specification  claimed  "  Forming  a 
"  horizontal  line  A  upon  the  outside  of  intercepting  trap  or  the  like,  and  fixing 
"  or  attaching  in  close  proximity,  support  or  supports  B,  for  spirit  level,  sub- 
"  stantially  as  and  for  the  purpose  described  and  illustrated."  10 

On  the  28th  of  July  1898,  the  Patentees  commenced  an  action  for  infringe- 
ment of  this  Patent  against  /.  H,  Sankey  &  Son,  claiming  the  usual  relief. 

The  Patentees,  by  their  Statement  of  Claim  and  Particulars  of  Breaches, 
alleged  infringement  by  advertisements  of  intercepting  traps  manufactured 
according  to  or  only  colourably  differing  from  those  described  in  the  Specifica-  15 
tion  of  the  Patent.  The  Plaintiffs  also  complained  of  the  Provisional 
and  Complete  Specification  of  the  Letters  Patent  numbered  24,256  of  1897,  and 
belonging  to  Defendants,  as  claiming  the  same  invention  as  the  Plaintiffs'  said 
Letters  Patent. 

The  Defendants  by  Ineir  defence  denied  infringement,  and  pleaded  the  20 
invalidity  of  the  Plaintiffs'  Letters  Patent  on  the  ground  of  uncertainty  as  to 
the  meaning  thereof  and  want  of  subject-matter.  The  Particulars  of  Objections 
delivered  were  as  follows  : — "  (1)  The  grant  of  Patent  right  is  uncertain  because 
*'  in  the  Specification  of  the  invention  in  respect  of  which  the  said  grant  was 
"  made  no  distinction  is  drawn  between  what,  if  any,  part  of  what  is  therein  25 
"  specified  was  new  and  what  was  old.  (2)  The  alleged  invention  is  not  good 
"  subject-matter  for  the  grant  of  Letters  Patent,  but  amounts  only  to  the 
"  employment,  without  invention,  of  an  old  and  well-known  method  of  levelling 
"  intercepting  traps  and  the  like.  (3)  The  alleged  invention  was  not  new  at  the 
"  date  of  the  said  Patent,  but  was  matter  of  common  knowledge  and  in  common  30 
"  use  within  the  realm  at  and  long  before  the  said  date.  The  Defendants,  at 
"  the  trial,  will  crave  leave  to  rt/rer  to  various  instances  of  such  common  use  of 
**  the  said  alleged  invention,  and  among  others  to  its  use  in  the  construction  of 
"  theodolites,  surveyors'  levels,  levelled  cameras,  barometers,  and  other  instru- 
"  ments,  and  by  engineers  and  builders  in  the  construction  and  fixing  of  35 
"  centerings  for  arches  and  of  various  parts  of  buildings,  and  by  road  engineers  in 
**  connection  with  the  templets  and  surface  gauges  used  in  road  making,  and 
"  generally  in  various  appliances  used  for  scientific  and  industrial  purposes 
"  where  it  has  been  an  object  aimed  at  to  verify  the  position  of  such  appliances 
"  with  reference  to  level."  40 

G.  A,  Russell,  Q.C.,  and  Rohy  (instructed  by  Artindale  and  SoutJie7*n,  of 
Burnley)  appeared  for  the  Plaintiffs ;  Pickford,  Q.C.,  and  Sanderson  (instructed 
by  Grundall  A  Co.)  appeared  for  the  Defendants. 

Russell,  Q.C.,  opened  the  Plaintiffs'  case,  and  cited  Hayivard  v.  Hamilton 
{Griffin's  Pat.  Cas.  115).  Evidence  was  called  on  behalf  of  the  Plaintiffs,  45 
including  Thom^is  Delomcey  Meade,  the  city  surveyor  of  Manchester ;  William 
Weaver,  surveyor  for  the  vestry  of  Kensington  ;  Fred  Grosskey,  drainage 
inspector  to  the  corporation  of  Hastings ;  and  Rodgers  Field  and  John  Thomas 
Ayres,  who  all  testified  to  the  novelty  and  utility  of  the  invention,  and  the  fact 
that  it  met  a  long-felt  difficulty.  50 

Pickford,  Q.C.,  opened  the  Defendants'  case.— There  is  no  subject-matter  in 
the  Plaintiffs'  alleged  invention.  It  is  simply  the  placing  of  a  spirit  level  upon 
an  old  interceptor. 

Evidence  for  the  Defendants  was  called,  including  Dr.  Gharles  Hojjkinson, 
consulting  engineer,  who  spoke  of  the  common  use  of  a  spirit  level  upon  all  55 
sorts  of  things,  including  cameras,  telescopes  and  theodolites ;   William  Gain^ 
who  said  that  interceptors  had  been  manufactured  for  years  with  a  web  or  rib    ' 
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in  the  middle  upon  which  a  spirit  level  could  be  placed,  and  spirit  levels  had 
been  used,  though   not  exactly  in  the    same  manner  as  in  the  Plaintiffs* 
Specification. 
RiDLBY,  J. — I   would  reserve  this  case  for    consideration    and    give  my 
5  opinion  about  it  later  on  if  I  had  any  doubt ;   but  I  confess  that  I  have 
none  about  this  being  a  good  Patent.    I  think  it  is  not.    It  is  quite  true  that 
you  may  have  a  good  Patent,  although  the  article  patented  is  formed  of  old 
things — things  known  before  ;  it  is  quite  true  you  could  have  it  for  an  article 
to  which  an  old  principle  has  been  applied — ^a  principle  well  known ;  and  also 
10  you  might  find  it  in  the  application  of  an  instrument  like  this  spirit  level  to 
another  article  and  claim  a  Patent  in  respect  of  that  combination.    One  instance 
quoted  and  decided  in  the  case  of  Hay  ward  v.  Hamilton  is  that  in  which  a 
prism  was  found  to  have  been  applied  to  pavement  lights.    That  was  held  to 
be  a  new  article,  being  an  article  not  made  before  ;  but  I  think  unless  there  had 
15  been  an  element  of  invention,  of  ingenuity  in  putting  the  two  things  together, 
that  would  not  have  been  a  proper  subject  of  a  Patent,  although  it  was  a  new 
article.    What  you  have  to  look  to  in  each  of  these  cases  is  whether  the  person 
who  claims  to  be  the  inveator  of  the  patented  article  has  used  ingenuity  so  as 
to  be  an  inventor  in  the  proper  sense  of  the  word.     He  was  so  in  the  opinion  of 
20  the  Court  in  the  case  of  Hay  ward  v.  Hamilton  and  in  the  case  which  I  quoted 
from  memory,  in  which  it  was  held,  I  believe*  that  the  cantilever  principle,  old 
as  it  is  in  engineering,  might  when  applied  to  the  saddle  of  a  bicycle  make  a 
valid  Patent.    The  difference  in  each  case  is  between  the  former  use  of  the 
principle  or  article  and  the  use  to  which  it  is  to  be  applied.     If  you  think,   on 
25  the  best  consideration  you  can  give  to  the  case,  that  the  new  direction  or  use  of 
the  old  article  or  principle  is  one  which  indicates  ingenuity  and  invention  on 
the  part  of  the  person  who  first  does  it,  then  it  is  a  good  subject  of  a  Patent, 
otherwise  not. 

Now,  what  is  the  case  here  ?    This  spirit  level,  as  we  all  know,  is  a  very  old 

30  instrument  used  in  buildings  and  in  every  other  construction  where  an  absolute 

level  is  required.     I  do  not  know  whether  there  is  any  other  instrument,  but  it  is 

the  ordinarily  recognised  instrument,  and  it  had  been  used  before  in  relation  to 

these  traps,  though  used  in  a  somewhat  roundabout  and  more  diflicult  manner. 

What   have   the   Patentees  done  1     They   have   put  upon  these  traps  a    rest 

35  at  one  end,  and  have  made  the  shoulder  at  the  other  end  at  such  a  level  that 

when  a  straight-edge  is  put  across  from  one  to  the  other  and  a  spirit  level 

put  on  the  top  of  it  it  will  shew  whether  the  trap  is  in  a  proper  position. 

According  to  my  mind  that  does  not  shew  the  inventive  faculty.     It  is  true  that 

it  is  new,  because  it  has  not  actually  been  done  in  that  shape  before  ;  but,  as  I 

40  have  said,  in  each  case  you  must  judge  according  to  the  circumstances  whether 

you  think  it  is  properly  the  subject  of  a  Patent. 

I  see  a  great  deal  of  difference  between  this  case  and  the  pavement  light  case,  in 
which  I  think  I  possibly  should  have  come  to  the  same  conclusion  if  I  had  had  to 
decide  it.  I  see  a  great  deal  of  difference  between  this  case  and  the  cantilever 
45  case  I  have  before  mentioned.  That,  I  think,  was  an  ingenious  application  of  a 
principle  not  used  upon  such  subjects  before.  Here  we  have  a  spirit  level  used 
for  everything  before  where  it  was  required,  and  it  is  simply  a  method  of 
application  which  in  itself  was  known  before,  because  it  has  been  used  in 
cameras,  telescopes,  and  various  other  articles  where  level  is  required,  and  I  am 
50  unable  to  see  that,  in  applying  it  to  this  particular  trap,  there  has  been  any 
exercise  of  the  inventive  faculty.  For  these  reasons  I  think  the  Defendants  are 
entitled  to  judgment  with  costs. 

The  question  of  the  costs  of  the  Particulars  of  Objections  was  not  mentioned 
at  the  trial,  and  was  brought  before  the  Judge  by  a  motion  at  a  later  date,  when 
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the  same  Counsel    appeared.    The  arguments    sufficiently  appear  from   the 
judgment. 

Ridley,  J. — I  think  the  costs  of  the  witnesses  ought  to  be  allowed,  and  I 
propose  to  make  a  certificate  according  to  the   Act  of  Parliament  that  the 
Particulars  delivered  by  the  Defendants  were  proved,  and  were  reasonable  and  5 
proper. 

The  point  taken  by  Mr.  Riissell  is  that  the  decision  of  the  Court  at  the 
hearing  turned  on  the  Patent  itself,  and  not  on  the  evidence  given  upon  either 
side.  That  is  true  to  a  certain  extent,  and  it  is  true  that  upon  the  opening  of 
the  case  it  inmiediately  struck  one^s  mind  that  there  must  be  a  material  question,  10 
or  one  material  question  in  the  case  relating  to  the  validity  of  the  Patent  itself, 
that  arose  on  the  subject-matter  of  the  Patent.  One  could  see  that  it  was  one 
of  those  cases  which  are  somewhat  near  the  line  ;  but  I  cannot  go  further  than 
that. ,  I  am  quite  clear  in  my  recollection  that  the  evidence  was  of  value  to  me. 
There  was  evidence  given  in  support  of  the  Patent  which  was  in  contradiction  15 
of  the  view  which  I  finally  expressed.  It  is  not  for  me  to  repeat  it  here  or  to 
say  it  was  right.  On  the  other  side  there  was  evidence  meeting  that 
more  in  support  of  the  view  at  which  I  ultimately  arrived.  Under  those  cir- 
cumstances I  cannot  say  that  these  Objections  were  not  proved,  or  were  not  reason- 
able and  proper.  I  think  they  were  proved.  They  were  proved  by  the  evidence  20 
given,  as  well  as  by  the  subject-matter  of  the  Patent  itself,  and  by  the  con- 
siderations arising  upon  it— that  is  to  say,  it  was  proved  that  the  invention  was 
not  good  subject-matter  for  the  grant  of  Letters  Patent  because  there  was  no 
invention,  and  also  it  was  proved  it  was  not  new. 

Therefore  I  think  it  is  a  case  in  which  a  certificate  ought  to  be  granted.    I  say  25 
nothing  about  the  first  paragraph  of  the  Objections  because  I  do  not  think 
anything  really  turns  upon  it,  and  there  are  no  costs  which  depend  on  it    I 
propose,  therefore,  to  make  a  certificate  that  the  Particulars  delivered  were 
proved,  and  were  reasonable  and  proper. 

With  reference  to  the  costs  of  this  application  I  do  not  think  there  ought  to  30 
be  any.    Those  who  apply  now,  that  is  to  say  the  Defendants,  should  have 
applied  at  the  trial.    That  seems  to  be  an  obstacle  in  their  way,  and  it  is  hardly 
sufficient  for  them  to  suggest,  as  they  do,  that  they  should  not  have  been  opposed 
now.    The  answer  to  that  objection  is  :  "  You  should  have  made  your  applica- 
^'  tion  at  the  trial  and  not  pat  us  to  the  expense  of  coming  here  to  argue,  as  we  35 
"  have  a  right  to,  upon  your  application."    Then,  with  reference  to  the  Plaintiffs, 
it  is  said  they  ought  to  have  no  costs  of  this  application  because  they  are  in  the 
wrong  in  their  opposition  to  it.    The  case  quoted,  namely  Rowcliffe  v.  Morris^ 
3  R.P.C.  147,  which  came  before  the  Vice-Chancellor  of  the  County  Palatine  of 
Lancaster,  is  to  some  extent  in  point,  but  it  is  observable  that  in  that  case  the  ^ 
Vice-Chancellor  declined  to  make  the  Applicants  pay  the  costs  of  the  application. 
I  follow  the  decision  as  far  as  that  goes,  and  I  say  that  I  think  this  is  a  case  in 
which  I  cannot  grant  the  costs  of  this  application  because  it  ought  to  have  been 
made  at  the  trial ;  neither  can  I  allow  the  Plaintiffs  to  have  the  costs  of  opposing 
it,  because  I  think  they  are  wrong  in  opposing  it.     I  think  the  proper  decision  45 
is  that  which  I  have  stated. 
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Before  The  Attorney-General. 

May  12th,  1899. 

In  the  Matter  op  Southwell  and  Head's  Application  for  a 

Patent. 


5       At  the  hearing  of  an  opposition  to  the  grant  of  a  Patent  on  the  ground  tJuit 

the  invention  Jiad  been  patented  on  an  application  of  prior  dute^  the  Chief 

Examiner  ordered  the  insertion  of  a  general  disclaiming  clause.    Tlie  opponent 

apjjealed. 

Held^  on  appeal^  by  tlie  Law  Officer^  that  tJie  Chief  Examiner^s  decision  be 

10  affirmed. 

An  ojyponent  to  a  grant,  ivho  desires  his  Patent  to  be  construed  as  being  a 
master  Patent  and  for  a  pioneer  invention,  must  bring  tlie  state  of  knowledge 
before  the  Comptroller  by  evidence. 

On  the  5th  of   November  1897,  Thomas  Martin   Southwell  and   Thomas 
15    William   Head   applied  for  the  grant  of  a  Patent  (No.  25,7;sJ8  of   1897)  for 
Improvements  in  looms  for  weaving  moquette   carpets  and   other  tufted 
fabrics.'*    The  invention  comprised  certain  details  of  construction  of  such 
looms,  whereby  they  are  enabled  to  make  what  is  practically  a  three-shot  fabric 
while  they  are  working  in  two-shot  time. 
20      The  grant  was  opposed  by  George  William  Qrosvenor,  on  the  ground  that  the 
invention  had   been  already  patented  on  his  application  No.  13,747  of  1896. 
His  invention  also  enabled  a  three-shot  fabric  to  be  made  in  looms  working  in 
two- shot  time ;  but  the  manner  of  doing  this,  which  he  described  and  claimed 
in  his  Specification,  was  not  substantially  the  same  as  the  manner  adopted  by 
25  the  Applicants.    The  Opponent  contended  that  his  claims  should  be  construed 
as  master  claims  for  the  improvement  of  enabling  the  looms  to  make  a  three- 
shot  fabric  while  working  in  two-shot  time,  and  that  a  reference  to  his 
Specification,  by  name  and  number,  should  be  inserted  in  the  Applicants* 
Specification. 
30      The  Chief  Examiner  (acting  on  behalf  of   the  Comptroller)  ordered  the 
insertion  of  a  general  disclaiming  clause  in  the  following  terms  : — "  We  are 
aware  that  it  has  been  previously  proposed  to  insert  the  pile  weft  before  the 
pile  ends  are  pushed  through  the  warps  so  as  to  make  a  three-shot  fabric  in  a 
"  loom  working  in  two-shot  time,  and  we  lay  no  claim  to  this," 
35      The  Opponent  appealed. 
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Bous^M^  Q.C.,  appeared  as  Counsel  for  the  Appellant ;  and  Moulton^  Q.O., 
and  Lawson  as  Counsel  for  the  Respondents. 

Sir  Richard  Webster,  A.-G. — The  result  of  this  interesting  discussion  is 
tliat  I  think  the  decision  of  the  Chief  Examiner  is  right.  It  is  not  often  that  a 
fresh  point  arises,  but  this  case  does  raise  a  fresh  point  of  principle.  It  has  been  5 
pointed  out  both  by  Mr.  Boif^sfie1dB,nd  Mr.  Moulton  that  the  Comptroller  and  the 
Law  Officer  have  nothing  before  them  but  the  two  Specifications.  It  seems  to 
me  that,  unless  the  parties  before  the  Comptroller  agree  on  a  state  of  knowledge 
which  is  to  be  assumed  to  be  the  basis  of  both  the  inyentions,  if  an  opponent 
is  coming  to  say  that  a  claim  in  an  earlier  Patent  is  to  be  construed  10 
as  being  a  pioneer  or  master  claim  to  such  an  extent  that  he  is  entitled  to  a  wide 
construction  for  the  purpose  of  stopping  future  Patents,  he  is  bound  to  bring 
the  state  of  knowledge  before  the  Comptroller.  I  do  not  think  any  person  who, 
describing  in  specific  language  a  method  of  arriving  at  a  given  end,  afterwards 
seeks  to  say  that  the  language  is  to  include  something  which  is  on  the  face  of  it  15 
difEerent,  can  ask  the  Comptroller  so  to  act  without  clearly  establishing  that,  for 
the  purposes  of  the  Comptroller's  decision,  the  earlier  Patent  is  to  be  regarded 
as  being  a  master  Patent.  In  this  case  no  real  difficulty  is  created,  because 
I  happen  to  know  something  about  the  matter  from  the  previous  case  that 
was  before  me  ;  but  I  should  like  to  lay  it  down,  as  far  as  I  can,  as  a  matter  20 
of  practice  that,  if  an  attempt  is  made  to  limit  subsequent  Patents  by  the 
language  of  a  general  claim  upon  the  ground  that  the  Patent  is  a  master 
Patent  and  is  for  a  pioneer  invention,  it  is  the  duty  of  the  person  maintain- 
ing that  contention  to  support  it  before  the  Comptroller  by  evidence,  unless 
the  parties  agree  as  to  the  existing  state  of  knowledge.  25 

The  Attorney-General  then  proceeded  to  compare  the  two  inventions  and  to 
consider  the  form  of  the  disclaimer  ordered  by  the  Chief  Examiner.  In  the 
resalt  he  affirmed  the  Chief  Examiner's  decision,  and  dismissed  the  appeal  with 
eight  guineas  costs. 
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In  thb  High  Court  of  Justice.— Queen's  Bench  Division. 


Before  Mr,  Justice  Kennedy. 


May  8th,  1899. 


Cooper  and  Company  (Birmingham),  Ld.  v.  Baedeker. 


ft      Patent — Action  for   infringement, — Novelty.  —  Su^'ect-matter* — Infringe^ 
ment. — Patent  held  invalid, — Action  dismissed. 

Letters  Patent  having  been  granted  in  1894  for  an  invention  of  "  Improve- 
"  ments  in  felt  handles  for  velocipedes^  golf  sticks^  and  for  ot?ier  articles^  and  in 
**  t?ie  manufacture  of  the  said  liandles,^^  the  owners  of  the  Patent  in  1898  brought 

10  a»  action  for  infringement  of  the  same.  The  first  claim  of  the  Specification 
was  ^^  making  felt  handles  for  velocipedes^  golf  sticks^  tennis  rackets  and  other 
**  articles  by  first  grooving  apiece  of  sheet  felt  longitudinally  at  intervals^  then 
"  bending  the  same  and  securing  the  meeting  edges  together  so  as  to  form  a  felt 
**  cylinder  grooved  from  end  to  efid  on  the  outside^  which  is  or  is  not  afterivards 

15  *'  reduced  towards  the  ends^  all  substantially  as  set  forth  " ;  the  other  claims 
being  claims  for  the  handles  ^*' made  from  sheet  felt  grooved  longitudinally  at 
**  intervals  and  bent  into  a  cylinder  with  the  grooves  outside^  <fcc.*'  The 
Defendant^  who  sold  handles  made  from  sheet  felt  bent  into  a  cylinder  and 
afterwards   grooved   longitudinally^   denied   infringement^   and  alleged   the 

20  invalidity  of  the  Patent  on  the  grounds  (inter  alia)  of  want  of  novelty  and 
want  of  subject-matter.  It  appeared  that  felt  handles  for  the  same  purposes 
were  oldy  but  had  been  made  out  of  a  solid  block  of  felt  by  boring  and  turning 
the  same^  and  such  handles  had  been  grooved.  It  was  alleged  that  a  considerable 
economy  was  effected  by  the  use  of  sheet  felt^  and  a  large  sale  of  the  patented 

25  handles  was  proved. 

Heldj  that  the  PcUent  was  invalid  for  want  both  of  novelty  and  invention^ 

and  that-y  even  if  valid,  the  Defendant  had  not  infrnnged^  as  grooving  before 

bending  the  felt  was  of  the  essence  of  the  invention.     Judgment  was  given  for 

the  Defendant  with  costs. 
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In  1894  Letters  Patent  (No.  18,349  of  1894)  were  granted  to  Francis  George 
Bensly  for  an  invention  of  "  Improvements  in  felt  handles  for  velocipedes, 
**  golf  sticks,  and  for  other  articles,  and  in  the  manu^ture  of  the  said  handles." 
The  Complete  Specification  was  as  follows  : — "  This  invention  has  reference 
"  to  felt  handles  for  velocipedes,  golf  sticks,  tennis  rackets  and  for  other  articles  5 
"  where  a  firm  grip  is  desired. 

"  By  my  invention  I  am  enabled  to.  make  the  said  felt  handles  from  sheet  felt 
'^  instead  of  taming  them  out  of  solid  blocks  of  felt  as  heretofore. 

"  I  will  describe  my  invention  as  applied  to  a  velocipede  handle  and  in  so 
"  doing  I  will  refer  to  the  accompanying  drawing  on  which  Fig.  1  is  a  side  view  10 
"  of  a  velocipede  felt  handle  constructed  according  to  this  invention  ;  Fig.  2  is 
^*  an  end  view  of  the  same  ;  Fig.  3  is  a  cross  section  of  the  same  on  line  X  X  of 
''  Fig.  1 ;  Fig.  4  is  a  longitudinal  section  of  the  same  ;  Fig.  5  is  a  side  elevation 
"  and  Fig.  6  is  an  end  elevation  of  the  partly  formed  handle  ;  and  Fig.  7  shews 
"  the  strip  of  felt  partly  operated  upon  in  accordance  with  this  invention  to  15 
"  form  three  of  the  said  handles.  The  same  letters  of  reference  indicate  the 
'^  same  parts  in  all  the  figures  of  the  drawing. 

"  In  carrying  out  my  invention  1  take  a  piece  of  sheet  felt  A  of  suitable 
"  thickness,  say  about  three-eighths  of  an  inch  more  or  less,  but  I  do  not  confine 
'^  myself  to  any  particular  thickness  and  of  sufficient  size  for  making  say  three  20 
**  handles  see  Fig.  7,  although  the  piece  of  felt  which  I  operate  upon  may  if 
"  desired  be  large  enough  to  make  only  one  or  two  of  the  said  handles  or 
"  it  may  be  large  enough  to  make  more  than  three  of  the  same.    I  groove  this 
**  piece  of  felt  longitudinally  from  end  to  end  these  grooves  a*  being  sufficiently 
"  deep  and  near  enough  together  to  allow  of  the  felt  being  readily  bent  into  the  25 
"  cylindrical  shape  of  about  the  size  of  the  required  handle  shewn  in  Figs.  1, 
"  2  and  3  of  which  the  felt  portion  is  marked  B.    The  piece  of  felt  Fig.  7  is 
"  now  (or  after  being  formed  into  a  cylinder  as  stated  above)  cross-cut  at  a'  into 
"  short  pieces  each  long  enough  to  make  one  of  the  required  handles  which  are 
*'  then  bent  into  the  cylindrical  shape  as  aforesaid  the  grooves  a^  being  on  the  30 
''  outside  of  the  same  (see  Figs.  5  and  6)  and  allowing  of  the  bending  of  the 
^'  felt  into  this  form  which  would  be  difficult  or  impossible  unless  the  felt  were 
**  grooved  as  aforesaid.    The  meeting  edges  of  the  piece  of  felt  are  now  secured 
"  together  at  a*  by  being  glued  or  otherwise  firmly  fixed  together.    The  felt 
**  cylinder  thus  formed  (see  Figs.  5  and  6)  is  now  turned  in  a  lathe  or  otherwise  35 
^  machined  on  the  outside  if  desired  so  as  to  reduce  the  same  towards  the  ends 
"  which  are  finished  by  metal  mounts  C\  C^  fixed  thereto  which  may  be  of  the 
"  usual  kind,  or  these  mounts  may  be  dispensed  with.    The  edges  a'  at  the 
"  terminations  of  the  grooves  a'  are  by  preference  rounded  off  as  shewn  in 
^^  Figs.  2  and  3  so  as  to  afford  a  more  comfortable  grip  to  the  hand.    The  said  40 
"  felt  handle  B  made  as  above  described,  may  if  desired  be  further  strengthened 
"  by  a  cylindrical  lining  D  as  shewn  in  Figs.  3,  4,  and  6  made  of  cardboard, 
"  millboard,  thin  metal  or    other    suitable    stiff  substance  fixed   to  the  felt 
*'  part  B   by  cement  or  by  other  means.     When  the  said  lining  D  is  used 
"  the  grooved  piece  of  felt  A  is  by  preference  coiled  around  and  secured  45 
"  to  it  at  the  same  time  that  the  meeting  edges  a^  of  the  felt  are  fixed 
"  together.      The  joint  a*  may  either  be  made  at  one  of  the  thicker  parts 
"  of  the  handle  as  shewn  in  Figs.  2  and  3  or  at  the  bottom  of  one  of  the 
"  grooves  a?  as  shewn  in  Fig.  6. 

**  It  will  be  seen  that  by  making  the  felt  handles  from  sheet  felt  in  the  50 
"  manner  above  described  I  am  enabled  to  make  the  handles  as  strong  and 
"  lasting  as  if  they  were  turned  and  bored  from  blocks  of  felt  in  the  manner 
"  employed  prior  to  my  invention,  and  at  the  same  time  I  considerably  reduce 
"  the  cost  of  manufacture  over  the  old  method  as  I  effect  a  very  considerable 
"  saving  in  the  felt  which  was  previously  wasted  in  turning  and  boring  the  55 
«'  felt  handles  from  blocks  of  felt  as  stated  above," 
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The  Patentee  claimed — 

"  1.  Making  felt  handles  for  velocipedes,  golf  sticks,  tennis  rackets  and  for 
"  other  articles  by  first  grooving  a  piece  of  sheet  felt  longitudinally  at  intervals 
then  bending  the  same  and  securing  the  meeting  edges  together  so  as  to  form 
a  felt  cylinder  grooved  from  end  to  end  on  the  outside  which  is  or  is  not 
"  afterwards  reduced  towards  the  ends,  all  substantially  as  set  forth. 

"  2.  The  improved  felt  handles  for  velocipede?,  golf  sticks,  tennis  rackets  and 
"  for  other  articles  made  from  sheet  felt  grooved  longitudinally  at  intervals  and 
"  bent  into  a  cylinder  with  the  grooves  outside  and  the  meeting  edges  secured 
"  together,  the  said  handles  being  either  strengthened  by  an  internal  lining  or 
**  not  so  strengthened,  all  substantially  as  set  forth. 
"  3.  The  improved  felt  handles  for  velocipedes,  golf  sticks,  tennis  rackets  and 
for  other  articles  made  from  sheet  felt  grooved  longitudinally  at  intervals  and 
bent  into  a  cylinder  with  the  grooves  outside  and  the  meeting  edges  secured 
"  together,  the  said  handles  being  reduced  towards  their  ends  and  provided 
"  with  sheet  metal  mounts  such  as  C,  C*  and  either  strengthened  by  aa  internal 
'^  lining  or  not  so  strengthened,  all  substantially  as  set  forth.*' 


i( 


((- 


3^7^ 


On  the  27th    of   July  1898,   Coo]r)er  and  Company    {Birmingham^  Ld.y 
commenced  an  action  against  Eugen  Baed^1ce>^  for  infringement  of  the  Patent, 
20  claiming  the  usual  relief. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the 

owners  of  the  Patent,  and  that  the  Defendant  had  infringed  the  same.    The 

Particulars  of  Breaches  alleged  that  the  Defendant  had  infringed  the  Patent  by 

selling  and  offering  for  sale  felt  handles  for  velocipedes,  golf  sticks,  and  other 

25  articles  constructed  in  accordance  with  (or  only  colourably  differing  from)  the 

invention  described  in  the  Complete  Specification  of  the  Patent,  and  claimed  in 

the  first,  second,  and  third  claiming  clauses  thereof,  and  also  alleged  a  specific 

sale  of  such  felt  handles. 

The  Defendant,  by  his    Defence,  denied    infringement,  and    alleged    the 

30  invalidity  of  the  Patent.    The  Particulars  of  Objections  alleged :— (1)   That 

the  alleged  invention   was  not  new  : — {i)   The  alleged  invention  had  been 

published  in  this  realm  prior  to  the  date  of  the  Patent  in  the  Specifications 

of  the  following  Letters  Patent:— -(a)   Lucas^   11,306  of  1891,  (6)   Bradley^ 

20,628  of  1892,  (c)  OUivant,  11,129  of  1892,  {d)  OlUvant,  19,017  of  1892,  the 

35  whole  being  in  each  case  relied  on  ;   (n)  that  the  alleged  invention  had  also 

been  published  by  the  common  general  use  of  felt  in  sheets  for  wrapping  round 

pipes  and  other  articles  for  heat  retaining  and  frost  preventing  purposes,  and 

the  common  general  practice  to  partially  cut  through  the  outside  surface  of  the 

2  K  2 
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felt  if  it  was  too  thick  to  be  conveniently  wrapped  round  any  of  such  articles. 
(2)  That  the  alleged  invention  was  not  proper  subject-matter  for  Letters 
Patent ;  the  Defendants,  in  addition  to  relying  upon  the  above  Specifications 
and  common  general  knowledge,  alleged  that  the  invention  was  a  mere 
particular  instance  of  the  bending  of  a  stiff  material  round  a  curved  surface  by  5 
cutting  or  grooving  its  surface,  which  process  was  an  obvious  and  common  and 
well-known  device  in  all  classes  of  manufacture,  and  involved  the  exercise  of 
no  ingenuity.  (3)  That  the  alleged  invention  was  not  useful.  (4)  That 
Francis  George  Bensly  was  not  the  true  and  first  inventor  of  the  alleged 
invention.  10 

The  Complete  Specification  of  Letters  Patent,  No.  11,129  of  1892,  granted  to 
H.  A.  Ollivanty  mentioned  in  the  Particulars  of  Objections,  was  as  follows  : — 
"  This  invention  has  reference  to  the  handles  of  bicycles  tricycles  and  other 
'<  velocipedes,  and/  this  invention  consists  in  making  the  said  handles  as  herein- 
"  after  described,  from  blocks  of  tough  felt,  which  is  turned  and  bored  in  a  15 
"  lathe,  or  otherwise  formed  around  a  mandril  or  core  or  pressed  to  the 
^'  required  shape  and  size,  the  said  handles  are  made  tubular  of  a  size  inside  to 
'^  fit  tightly  upon  the  ends  of  the  handle  bar,  and  the  handles  are  either  made 
"  with  both  ends  open,  or  with  one  closed,  and  can  be  mounted  by  ferrules,  the 
"  outside  is  made  plain,  grooved,  and  perforated."  20 

The  Patentee  claimed  "  that  solid  felt  turned  and  bored  in  a  lathe,  or  formed 
•'  around  a  core,  or  pressed  into  shapes,  is  a  new  invention  as  handles,  for 
"  bicycles,  tricycles,  or  velocipedes." 

M(mlton,  Q.C.,  and  H.  A.  McCardie  (instructed  by  Morgan^  Price,  and 
MewhurUy  Agents  for  Hargreave  and  Heaton,  of  Birmingham)  appeared  for  the  25 
Plaintiffs  \A,J,  Walter  (instructed  by  Cruesemann  and  Rouse)  appeared  for 
the  Defendant. 

MoulUm,  Q.C.,  opened  the  Plaintiffs*  case,  and  called  £ls  witnesses  on  their 
behalf  Messrs.  Sivinbume  and  Bensly.  It  was  proved  that  286,000  pairs  of 
handles  made  under  the  Patent  had  been  sold.  30 

Walter  opened  the  Defendant's  case.  The  method  used  in  making  the 
Defendant's  handles  is  to  take  a  piece  of  a  sheet  of  felt,  bend  it  into  the  form  of 
a  tube,  glue  it,  shape  it  as  he  wants  it,  and  then  groove  it.  The  action  was,  no 
doubt,  brought  under  the  belief  that  he  grooved  before  bending  ;  the  Plaintiffs 
are  now  driven  to  the  construction  they  contend  for  in  order  to  say  that  the  55 
Defendant  infringes.  It  is  said  that  it  is  for  a  special  method  of  making  a  felt 
tube.  The  Defendant  cannot  come  within  Claim  1.  The  words  of  Claims  2 
and  3  shew  that  in  each  case  the  grooving  is  intended  to  be  done  first,  especially 
the  words  "  bent  into  a  cylinder  with  the  grooves  outside."  To  be  within  the 
claims  the  felt  must  be  grooved  first  and  then  bent.  The  grooving  was  only  40 
a  method  of  treating  felt  in  the  same  way  as  any  other  thick  material  required 
to  be  bent.  The  Patentee  thought  that  he  could  get  a  good  Patent  for  grooving 
and  bending  felt.  The  first  claim  is  for  the  process,  the  second  for  the  article, 
and  the  third  also  for  the  article  with  limitations.  The  use  of  felt  for  cycle 
handles  was  OllivanCs  invention.  Neither  the  use  of  corrugations,  nor  that  45 
of  solid  felt  handles  was  the  Patentee's  invention.  The  Plaintiffs  are  claiming 
the  monopoly  of  rolling  sheet  felt  into  a  tube  for  a  cycle  handle.  There  is  no 
invention  either  in  rolling  the  sheet  felt  or  in  grooving.  Also  felt  had  been 
turned  in  a  lathe  as  in  OUivanL  The  use  of  leather  and  cloth  for  handles  was 
old.  This  is  the  same  type  of  alleged  invention  as  in  Slazengm^  v.  Feltham  50 
6  R.P.C.  232.  There  is  no  subject-matter  or  novelty,  and  in  any  case  the 
Defendant  does  not  infringe.  [^Dredge  v.  Parnell,  15  R.P.C  84,  was  also 
mentioned.] 

In  addition  to  the  Defendant  himself,  Messrs.  A.  J,  Bmsit  Md  Anthony 
Kruhel  were  called  as  witnesses  for  the  Defendant.  55 

Walter  summed  up  the  Defendant's  case.    Id  the  Speeifictitiou,  theffoovin^ 
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is  accentuated  throughout.  Even  apart  from  the  prior  Specification  of  OlUvant 
there  would  have  been  no  invention.  A  felt  grooved  handle  was  known  from 
both  of  OlHvan(*s  Specifications.  There  is  no  distinction  between  sheet  felt 
and  solid  felt,  except  that  the  latter  is  thicker.  The  grooves  mentioned  in  the 
h  Patent  were  to  enable  the  felt  to  be  bent ;  the  Defendant  only  grooves  after 
bending  and  for  the  purpose  of  giving  a  grip.  The  Patentee  merely  applied 
an  old  and  well-known  method  of  bending  thick  materials. 

Moulton,  Q.C.,  in  reply. — As  to  subject-matter,  there  is  an  uncontested  case 
of  de  facU)  novelty  and  great  utility.    No  handle  had  been  made  out  of  sheet 

10  felt.  It  was  novel,  and  supplied  a  want  as  to  which  there  was  a  great  demand. 
It  could  not  have  been  obvious,  or  it  would  have  been  thought  of  before.  It  is 
said  that  there  was  no  invention,  but  the  nearest  use  of  sheet  felt  was  for  the 
hammers  of  pianofortes,  which  is  very  remote,  and  the  lagging  of  steam-pipes, 
in  which  case  the  material  is  used  as  a  non-conductor,  as  on  a  roof.    Nothing 

15  had  been  made  before  of  sheet  felt  that  could  be  turned  in  a  lathe.  It  is 
because  it  is  a  substance  and  not  a  mere  covering,  such  as  cloth,  that  its  use  is 
successfnl.  Felt  had  never  been  used  for  any  such  purpose  as  this  until 
OlUvanVs  Patent,  and  he  could  only  do  it  by  making  the  article  solid  and  boring 
it  out.    The  Patentee  taught  the  world  to  use  sheet  felt  as  a  material  to  be  worked. 

20  As  to  anticipation,  Ollivant  only  intended  the  use  of  solid  felt.  The  Specification 
contemplates  making  Ollivanfs  handles  in  a  better  way.  As  to  infringement, 
the  Patentee  intended  to  groove  first,  as  that  is  obviously  better  in  order  to  bend, 
but  the  grooving  is  also  intended  for  making  a  roughness.  Merely  postponing 
the  operation  of  grooving  does  not  prevent  there  being  infringement.    The 

25  invention  is  the  use  of  sheet  felt  for  a  purpose  for  which  there  was  no  previous 
analogous  user,  and  if  this  be  the  proper  construction,  the  Defendant  infringes 
the  Patent. 

Kbnnbdy,  J, — I  do  not  think  I  shall  obtain  any  advantage  by  delaying  my 
judgment  in  this  case  for  further  elaboration,  as  I  have  had  the  advantage  of 

30  having  the  matter,  which  is  not  a  peculiarly  abstruse  one,  dealt  with  by  two 
learned  counsel  who  have  very  much  experience  and  skill  in  these  matters,  and 
1  confess  I  have  formed  a  clear  opinion  as  to  the  rights  of  the  case. 

The  action  is  brought  for  the  infringement  of  a  Patent  of  1894,  which  is  the 
Patent  of  Mr.  Francis  George  Bensly^  and  which  is  described  as  being  for  "  Im- 

35  **  provements  in  felt  handles  for  velocipedes,  golf  sticks,  and  for  other  articles 
"  and  in  the  manufacture  of  the  said  handles."  The  Defendant  is  said,  by 
the  article,  which  it  is  admitted  he  sells  in  this  country,  to  have  infringed  this 
Patent. 

The  Patent,  so  far  as  the  Defendant's  case  is  concerned,  is  alleged  to  have 

40  no  element  of  novelty  sufficient  to  support  it  as  a  Patent,  and  it  is  further 
said  by  the  Defendant  that  what  he  has  done  in  his  article  is  no  infringe- 
ment ;  and  these  are  quite  separate  and  distinct  points.  I  have  come  upon 
the  whole  to  the  conclusion— of  course  one  always  feels  a  certain  amount 
of  difficulty   in  these  matters  in  dealing  with   the  question   of  novelty   of 

45  an  invention,  it  being  largely  a  question  of  degree  —  that  upon  the 
question  of  the  goodness  of  this  Patent  in  itself,  Mr.  Walter^s  argument  is 
sound  and  I  ought  to  give  judgment  for  the  Defendant.  It  appears  to 
me  that  really  what  was  done  by  the  so  called  Patent  of  the  Plaintiffs  was, 
if  you   look  at  the  material  employed  for  handles   of  bicycles,  golf  sticks, 

50  and  so  on,  to  take  a  substance,  a  material  which  was  not  novel,  and  had 
been  employed  for  this  very  purpose  by  Ollivant  before,  and  had  been  applied, 
though  I  grant  in  very  different  kinds  of  ways,  as  forming  part  of  the  covering 
of  a  tube  or  inner  substance  for  a  long  time.  Looking  at  the  particular 
class  of  things  with  which  the  Patentee  was  here  seeking  to  deal,  namely,  the 

55  handles  of  velocipedes  and  bicycles  and  other  articles,  I  am  of  opinion  that  there 
is  a  fallacy  in  ascribing  novelty  as  regards  material  to  this  Patent  by  designating 
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the  material  as  being  sheet  felt  as  distinguished  from  solid  felt.  It  seems  to 
me  that,  if  you  go  to  the  pith  and  root  of  the  thing,  felt  is  a  material  which  may 
be  manufactured  thick  or  which  may  be  manufactured  thin.  There  does  not 
appear  to  me  to  be  essentially  in  felt  a  different  substance  created  by  making  it 
in  blocks  and  then  using  it,  or  making  it  thinner  and  then  using  it.  I  suppose  5 
as  in  cork,  although  of  course  the  process  is  different,  you  may  have 
different  thicknesses,  either  through  the  natural  cork  or  by  adding  one  flake  or 
layer  to  another,  so  in  felt  you  may  make  the  same  thing  thick  or  thin  ;  and  while 
it  is  quite  true  that  the  way  in  which  the  felt  is  treated  for  the  purpose  of 
application  to  the  handle  in  OUivanVs  Patent  and  in  the  Plaintiffs'  Patent  is  10 
quite  distinct,  it  seems  to  me  there  is.no  novelty  in  the  different  thicknesses 
of  the  material,  which  was  in  both  cases  applied  to  the  same  purpose. 

Now  was  the  method  of  the  application  of  this  material  new  ?  It  appears  to 
me  that  it  was  not.  In  the  case  both  of  the  alleged  infringing  article  and  of 
the  Plaintiffs'  own  article  it  consists  substantially  of  the  wrapping  round  an  15 
inner  core  or  tube  a  quantity  of  felt  which  can  be  brought  into  a  form 
sufficiently  elastic  and  sufficiently  tough  for  the  purpose  ;  and  the  process  of 
wrapping  a  material,  whether  it  be  cork  or  felt,  round  another  is  admittedly  in 
no  sense  new. 

Then  comes  the  other  point  that  is  made  as  to  the  felt  handle  being  grooved.  20 
That,  the  Plaintiffs'  own  expert  witness,  in  his  very  clear  evidence,  himself  said 
had  no  novelty  in  it.  The  grooving  has  no  novelty.  In  fact  it  is  not  necessary, 
as  the  Defendant  by  his  process  shews.  If,  on  the  other  hand,  you  discard 
grooving,  the  method  of  wrapping  round  and  then  fastening  to  an  inner  core, 
by  cement  or  other  adhesive  material,  a  tube  or  cover  of  felt  or  kindred  elastic  25 
substance  is  perfectly  well  known.  Well,  if  the  material  is  old,  if  its  application 
to  handles  is  old,  as  it  was  so  far  as  OUivanVs  Patent  is  concerned,  and  if  the 
method  of  its  creation  into  a  handle  or  rather  part  of  a  handle  is  also  old,  it 
is  very  difficult  to  find  any  novelty  or  invention. 

Then  it  is  said  that  there  is  novelty  because  the  only  way  in  which  the  same  30 
material  was  used  before,  as  an  article  of  trade  and  commerce  for  the  handles  of 
bicycles  and  for  the  handles  of  golf  sticks  and  the  like,  was  under  OUivanVs  Patent, 
and  he  took  the  solid  block  and  either  bored  the  block  or,  according  to  the  terms  of 
his  Specification — whether  it  was  ever  carried  out  in  practice  or  not  I  do  not 
know — he  might  possibly  form  round  a  core  or  mandril  a  mass  of  felt,  and  it  is  35 
said  that  the  Plaintiffs'  Patent  has  novelty  because,  instead  of  that  process  being 
used,  which,  while  it  had  a  certain  commercial  value,  was  too  expensive  as 
compared  with  the  new  manufacture  of  the  Plaintiffs  to  hold  its  own  against  it, 
the  Plaintiffs  employ  a  process  which  is  quite  distinct.     I  do  not  think  it  is. 
If  you  once  get  rid  of  what  appears  to  me,  as  I  have  said,  to  be  a  fallacy,  namely,  40 
the  notion  of  a  distinction  in  character  between  what  is  called  sheet  felt  and  the 
thicker  blocks  of  felt — if  you  like  to  call  them  blocks — with  which  OUivanVs 
manufacture  was  practically  worked,  is  there  anything  in  this  invention  which 
makes  a  novelty  because,  instead  of  the  material  being  taken  thick  and  bored,  it 
is  used  thinner  and  wrapped  round  ?     It  seems  to  me  that  when  you  have  got  45 
the  same  material,  and  it  may  be  made  thinner  or  thicker,  and  has  been  known 
for  years  to  be  so  made,  the  Plaintiffs'  process  cannot  be  protected  as  a  novel 
process  when  the  article — the  covered  handle — itself  has  existed  long,  and  the 
method  of  applying  the  material  to  the  purpose  to  which  it  is  applied,  is  one 
which  was  well  known,  and  might,  either  with  regard  to  felt  or  other  kindred  50 
substances  such  as  cork,  be  used  for  the  making  of  handles. 

Further,  I  cannot  help  thinking  that,  if  this  Specification  is  fairly  read,  it  is 
open  to  the  objection  much  pressed  by  Mr.  WaU£r^  that  the  essence  of  this 
alleged  Patent,  although  it  is  now  discarded  by  Mr.  Swinbtirne,  is  the  allega- 
tion of  the  grooving  as  the  means  by   which   it  is  possible    to    create    the  55 
handle.      In    the    Provisional    Specification    it    was    so    put    forward    most 
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strongly  by  saying,  "  By  grooving  the  piece  of  sheet  felt  as  aforesaid  it  can 
**  readily  be  bent  into  the  required  cylindrical  form  which  would  otherwise  be 
"  impossible."  In  the  Complete  Specification  bending  is  described  as  being  a  thing 
which  is  difficult  or  impossible  to  do  unless  the  felt  is  grooved,  and  I  must  say 
5  that  it  seems  to  me  that  you  cannot  discard  the  grooving  without  casting  out 
from  the  three  claims,  one  for  the  process  and  the  others  for  the  article  made, 
that  which  clearly  the  inventor  put  in  the  forefront.  If  the  Plaintiffs  could 
have  proved  that  that  grooving  before  bending  did  make  a  practical  possibility 
of  that  "which  could  not  otherwise  exist,  there  would  have  been  much  more  to 

10  be  said  for  the  Plaintiffs.  Grooving  in  itself  is  an  old  thing  whether  applied 
to  felt  or  to  other  things ;  it  is  mentioned  as  a  thing  that  may  be  done  with 
regard  to  the  felt  in  OUivanVs  procees  and  nobody  has  said  that  there  is  any- 
thing new  in  it  at  all.  If  it  had  been  shewn  that  to  apply  this  particular  material 
of  sufficient  thickness  and  strength  to  constitute  by  bending  what  may  be 

15  fairly  called  a  substantial  part  of  a  handle,  grooving  was  essential,  I  think  a 
good  deal  more  might  be  urged  for  this  Patent ;  but  it  turns  out  that  grooving 
is  not  essential,  and  therefore  I  think,  passing  from  the  question  of  novelty 
and  invention  to  the  question  of  infringement,  that,  as  that  which  is  put  forward 
as  an  essential  part  of  the  claims  in  the  Plaintiffs'  Patent  is  not  found  in  the 

20  Defendant's  alleged  infringing  article,  there  is  a  flaw  in  the  Plaintiffs'  case  upon 
that  head.  The  Defendant's  article  is  manufactured  simply  in  the  round.  It  is 
afterwards  grooved,  whether  for  the  sake  of  ornament  or  for  better  holding  or 
for  keeping  the  hands  cooler  or  for  any  other  purpose  it  is  immaterial  to 
discuss ;  but  it  is  not  grooved  in  the  way  that,  if  they  are  fairly  read,  is  made 

25  an  essential  part  of  the  Plaintiffs'  claims.  I  am  of  opinion,  therefore,  upon  the 
question  of  infringement,  no  better  case  is  made  out  by  the  Plaintiffs  than  on  the 
other  points  of  the  case. 

My  judgment  must  be  for  the  Defendant. 

Walter, — Your  Lordship  will  give  judgment  with  costs  and  give  a  certificate  as 

go  to  the  Particulars  of  Objections. 
E[SNNBDY,  J.— Yes. 
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In  the  Matter  of  GhatwoocTs  Patent. 


In   THE   High   Court   of   Justice.— Chanobry  Division. 


Before  Mr.  Justice  Byrne. 


May  12th,  1899. 


In  the  Matter  op  Chatwood's  Patent. 


Patent, — Petition  for  revocation. — Ap2)lication  for  leave  to  apply  to  amend     5 
Specification. — Disclaimer. — Leave  granted. — Terms   of  Order  as  to  costs. — 
Patents^  Jsc.  Act,  1883^  sections  18  and  19. 

Letters  Patent  having  bee^i  granted  to  C.  relating  to  improvements  in  safeSy  a 
Petition  tvas  presented  for  revocation  of  the  same,  Claims' 6  and  7  being  alleged 
to  invalidate  the  Patent.  TJte  Respondents  moved  that  they  might  he  at  liberty  10 
to  apply  at  the  Patent  Office  for  leave  to  amend  their  Specification  by  ivay  of 
disclaimer,  so  far  as  the  claiming  clauses  thereof  were  concei^ned.  The  Peti- 
tioners i^yposed  the  motion,  alhging  that  the  j^roposed  amendments  were  not 
really  by  way  of  disclaimer,  and  that  tlierefore  there  ivas  no  jurisdiction  to 
give  leave  to  apply  at  the  Pateyit  Office.  15 

Byrne,  J.,  ?iot  being  satisfied  that  the  2*roposed  amendments  were  not  dis- 
claimer, granted  leave ;  the  Applicants  were  ordered  to  pay  in  any  event  the 
costs  of  the  application  and  of  tJie  Petition  up  to  and  occasioned  by  tlie  disclaimer, 
except  only  so  far  as  t?ie  proceedings  in  tlie  matter  might  thereafter  be  utilised 
for  tlie  2nirpose  of  the  hearing  of  the  Petition,  should  tlie  same  be  heard.  In  the  20 
event  of  the  Petitioners  electing  not  to  2^'>*oceed  with  the  Petition,  then  the 
Respondents  to  pay  all  tlie  costs  of  the  proceedings. 

In  1890,  Letters  Patent  (No.  4100  of  1890)  were  granted  to  Samuel  Ghatwood, 
Samuel  Rawsthrone  GhatwmKl,  and  Arthur  Brunei  Ghatwood  for  an  invention 
of  "  Improvements  in  safes  and  strong  rooms,  and  in  apparatus  for  manufacturing  25 
**  the  same,  parts  of  which  are  also  applicable  to  other  purposes."    The  Complete 
Specification  (so  far  as  material  for  the  purpose  of  this  report)  was  as  follows  : — 

"  This  invention  has  for  its  object  improvements  in  safes  and  strong  rooms 
<'  and  in  apparatus  for  manufacturing  same,  parts  of  which  are  also  applicable 
'*  to  other  purposes.  30 
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'^  We  make  the  sides  of  a  safe  of  a  dactile  plate  and  along  the  front  and  back 
*'  edges  of  the  plate  or  either  of  them  we  form  flanges  to  project  inwardly  from 

^'  the  face  of  the  plate 

"  Figure  19  is  a  section  of  a  small  safe  produced  from  a  plate  shown  in 
5  "  Figure  19^  and  shows  the  way  in  which  the  back  plate  is  held. 

^^  The  plate  which  forms  the  back  of  the  safe  rests  against  the  inner  face  of 

"  the  back  flange  and  is  secured  to  it  by  rivets.    The  same  way  of  flxing  the 

"  back  is  shown  by  the  Figures  1,  2  and  3  as  applied  to  a  larger  structure.    A 

**  flush  outer  surface  may  be  obtained  if  desired  in  the  manner  indicated  by 

10  **  Figure  19^.    Where  as  is  shown  by  Figures  20  and  20*^  the  side  plates  are 

^  flanged  at  front  as  well  as  at  back  the  door  f i*ame  is  formed  from  a  bar  which 

"  fundamentally  is  of  L  form  in  section.    The  front  face  of  the  door  frame 

'*  abuts  upon  the  inner  side  of  the  front  flange  and  the  frame  is  flxed  to  the 

"  flange  by  rivets.    Upon  the  inner  face  of  the  door  frame  a  rib  is  rolled  and 

15  *'  behind  this  rib  the  door  bolt  shoots.    Sometimes  as  is  shown  at  Figure  21  we 

"  provide  two  parallel  ribs  upon  the  frame  and  then  the  bolts  enter  between 

^*  these  ribs.    In  some  cases  the  door  frame  is  of  such  a  form  that  it  does  not 

"  fit  closely  to  the  side  plates  we  then  as  is  shown  by  Figure  22  fill  the  space 

"  between  the  door  and  the  frame  with  a  hard  refractory  cement.    Sometimes 

20  **  within  the  outer  safe  we  construct  a  hard  steel  inner  safe."  .... 

Claims  6  and  7  were  as  follows  : — 

"  6.  The  method  of  securing  the  back  plate  of  a  safe  or  strong  room  by  inwardly 
^  flanging  the  side  plates,  and  flxing  the  back  plate  against  the  inner  face  of  the 
^  flanges  substantially  as  described  in  respect  to  Figures  1  and  19. 
25  **  7.  The  method  of  securing  the  door  frame  of  a  safe  or  strong  room  by  inwardly 
^*  flanging  the  side  plates  and  fixing  the  door  frame  against  the  inner  face  of  the 
**  flanges,  substantially  as  described  in  Figures  20,  21  and  22." 

In  1898,  The  Eatner  Safe  Company y  Ld.y  presented  a  Petition  for  revocation 
of  the  Patent,  to  which  the  Patentees  and  Ghatwood's  Patent  Safe  and  Lock 
30  Comxtany^  Ld,,  were  Respondents,  and  the  presentation  of  which  was  authorised 
by  the  Attorney-General  pursuant  to  section  26,  4  (^),  of  the  Patents,  &c. 
Act,  1883.    The  Petition  alleged  thiit  the  Patent  was  of  no  force  and  validity  by 
reason  of  the  matters  set  forth  in  the  Particulars  of  Objections  delivered  there- 
with, and  ought  to  be  revoked,  and  that  the  existence  of  the  Patent  claiming  a 
35  monopoly  of  the  invention,  fur  the  reasons  set  forth  in  the  Particulars  of 
Objections  delivered  therewith,  had  been  and  was  of  great  injury  to  the  public, 
including  the  Petitioners,  by  preventing  the  use  and  sale  of  safes  in  accordance 
with  the  invention  described  and  claimed  in  Claims  6  and  7  of  the  Patent,  which 
invention  was  not  novel  at  the  date  of  the  Patent  but  had  been  in  public  use  for 
40  many  years.    The  Particulars  of  Objections  alleged,  as  regards  the  alleged  inven- 
tion claimed  in  Claims  6  and  7  of  the  Specification,  want  of  novelty  ;  that  the 
Patentees  were  not,  nor  were  any  of  them,  the  true  and  first  inventors ;  antici- 
pation by  the  manufacture,  sale,  or  use  of  certain  safes ;  want  of  subject-matter ; 
that  it  was  common  knowledge  previous  to  the  date  of  the  Patent  to  flange  the 
45  side  plates  of  safes  or  boxes  for  the  purpose  described  and  claimed  in  the 
Specification  ;  and  anticipation  of  Claims  6  and  7  by  certain  prior  Patents. 

On  the  15th  'of  April  1899,  the  Respondents  gave  notice  of  motion  that  they 
might  be  at  liberty  to  apply  at  the  Patent  Office  for  leave  to  amend  the  Specifi- 
cation by  way  of  disclaimer  so  far  as  the  claiming  clauses  thereof  were  concerned, 
50  and  for  other  relief.    An  affidavit  by  the  said  S.  Jti,  Chatwood  was  filed  in 
support  of  the  motion.    The  Petition  had  been  ordered  to  be  put  in  the  witness 
list,  and  at  the  date  of  the  motion  the  hearing  was  imminent,  briefs  having  been 
delivered. 
The  amendments  which  the  Respondents  proposed  to  make  were  as  follows  : 
55  They  proposed  to  add  at  the  end  of  the  Specification  the  words,  "  In  conclusion 
^  we  wish  it  to  be  understood  that  we  desire  to  confine  the  claims  relating  to 
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the  improved  safe  or  strong  rooms  to  safes  or  strong  rooms  made  of  a  ductile 
plate,  which  is  flanged  by  turning  up  the  edge,  and  afterwards  bent  trans- 
"  versely  to  form  the  four  corners,  and  we  disclaim  any  application  of  such 
"  claims  to  safes  or  strong  rooms  made  otherwise  than  by  this  method."  They 
also  proposed  to  alter  Claims  6  and  7  to  the  following : — '*  (6)  In  safes  the  sides  5 
"  of  which  are  made  of  a  ductile  plate  bent  tranversely  to  form  the  corners, 
"  securing  the  back  plate  by  inwardly  flanging  the  side  plates,  and  fixing  the 
^'  back  plate  against  the  inner  face  of  the  flanges,  substantially  as  described  and 
"  as  illustrated  in  Fig.  19.  (7)  In  safes  the  sides  of  which  are  made  of  a  ductile 
"  plate  bent  transversely  to  form  the  corners  securing  the  door  frame  of  a  safe  10 
"  or  strong  room  by  inwardly  flanging  the  side  plates  and  fixing  the  door  frame 
'^  against  the  inner  face  of  the  flanges,  substantially  as  described  and  as  illustrated 
"  in  Figfl.  20,  21,  and  22." 

The  motion  came  on  for  hearing  on  the  12th  of  May  1899.    Botes  field,  Q.C.,  and 
O.  C.  Hutchinson  (instructed  by   Woodcock,  Ryland,  and  Parker,  agents  for  15 
Holden  and  Holden,  of  Bolton)  appeared  for  the  Respondents  to  the  Petition  ; 
Moulttm,  Q.C.,   W,  N.  Lawson  and  A.  J,   Walter  (instructed  by  J.  H,  and 
J.  Y.  Johnson)  appeared  for  the  Petitioners. 

Bmisfield,  Q.C.,  in  support  of  the  motion. — We  ask,  under  section  19  of  the 
Patents,  &c.  Act,  1883,  for  liberty  to  apply  at  the  Patent  Office  for  leave  to  20 
amend.  It  is  said  that  the  amendment  which  we  seek  to  make  is  not  in  the 
nature  of  a  disclaimer.  The  Court  will  not  revise  a  proposed  amendment, 
although,  if  it  clearly  appears  on  the  face  of  such  amendment  that  there  is  no 
jurisdiction  to  grant  leave  owing  to  its  being  plainly  not  disclaimer,  it  refuses 
leave.  Here  it  is  purely  disclaimer  that  is  sought.  [The  Specification  and  the  25 
proposed  amendments  were  referred  to.]  It  is  desired  to  confine  Claims  6  and  7 
to  safes  made  by  our  methods.  He  Owen^s  Patent,  15  R.P.C.  755,  was  a  case 
in  which  there  was  clearly  no  disclaimer. 

Lawson  and  Walter  for  the  Petitioners. — Though  in  form  this  may  be 
disclaimer,  it  is  not  really  disclaimer ;  and  if  it  is  not,  there  is  no  jurisdiction  to  30 
give  leave ;  Armstrong's  Patent,  14  R.P.C.  754.  The  point  there  arose  after 
the  trial,  but  it  was  there  said  that  the  Patentee  must  shew  a  case  for  leave. 
He  must  satisfy  the  Court  that  the  amendment  is  prima  facie  disclaimer.  Here, 
under  colour  of  disclaimer,  a  new  invention  is  claimed.  Instead  of  claiming 
the  method  pure  and  simple  it  is  proposed  to  claim  the  application  of  it  to  a  35 
particular  safe.  The  product  is  to  be  claimed  instead  of  the  method.  [Byknb,  «7., 
pointed  out  that  in  Re  Owen's  Patent  the  amendment  was  admittedly  not  a 
disclaimer,  and  asked  whether  there  was  any  case  in  which,  the  matter  being 
doubtful,  it  had  been  gone  into  before  trial.]  The  decision  that  only  disclaimer 
is  allowable  is  recent.  Ralston  v.  Smith,  11  H.L.C.  223,  shews  what  disclaimer  40 
is.  If  the  Court  is  not  satisfied  that  in  this  case  it  is  disclaimer,  we  ask  that  at 
all  events  the  matter  may  stand  over  till  the  hearing.  When  an  action  is 
pending  the  duty  of  saying  whether  it  is  disclaimer  that  is  sought  is  thrown  on 
the  Court.  There  can  be  no  future  appeal  to  the  Court ;  Moser  v.  Marsden^ 
13  R.P.C.  24.    [Deelcy  v.  Perks,  13  R.P.C.  581,  was  also  mentioned.]  45 

Bousfield,  Q.C.,  in  reply. — It  has  not  been  the  practice  to  criticise  the  proposed 
disclaimer. 

ByrNB,  J. — Is  this  sufficient  for  you,  Mr.  Bmisfield  f    I  am  not  satisfied  yet 
that  what  you  propose  to  do,  without  dealing  with  specific  phrases,  is  not 
within  the  office  of  a  disclaimer.    I  express  no  opinion  on  that  whether  it  is  50 
or  not.    That  is  my  present  attitude  of  mind,  and  I  am  prepared  to  leave  it 

there. 

Bousfield,  Q.C. — If  the  efforts  of  my  learned  friend  and  myself  cannot  induce 

your  Lordship  to  consider  it  further  than  that  I  will  sit  down. 
Byrne,  J. — No,  I  cannot  now.  55 

Bousfieldy  Q.C. — The  terms  are  a  matter  of  course.    Of  course  they  have  <a 
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certain  time  -within  which  to  elect,  and  we  have  to  pay  the  costs  up  to  date  if 
the  amendment  is  allowed. 

Lawson. — The  terms  are  settled  by  the  case  of  Oaiilard  and  Gibhs^  Patent 

In  that  case  the  learned  Judge  said  : — "  The  applicants  can  only  have  that  leave 

5  "  on  the  terms  of  being  ordered  to  pay  the  costs  up  to  and  including  to-day. 

"  I   think  that  any  difficulty  such  as  urged  by  Mr.   Aston,  that  it  may  be 

"  hereafter  discovered  he  has  been  improperly  ordered  to  pay  costs — that  is  to 

"  say,  if  he  is  successful  on  the  amended  Specification — could  be  got  over  by 

"  the  ample  power  which  the  (]lourt  will  have  at  the  trial  to  direct  payment  of 

10  "  costs  by  or  to  the  Petitioner.     If  the  Petitioner  eventually  fails  then  he  will 

"  be  ordered  to  pay  costs,  and  the  Court  will  be  able  then  to  consider  what 

"  costs  should  be  included  in  that  direction.     I  think,  besides  paying  the  costs 

"  up  to  and  including  to-day,  the  applicants  must  be  under  terms  to  apply 

"  forthwith  to  the  Patent  Office,  and  to  prosecute  their    application    with 

15  "  diligence."*    Therefore  the  applicants  must  pay  all  the  costs  of  the  petition 

up  to  and  including  to-day,  and  undertake  to  lodge  the  application  at  the 

Patent  Office  with  due  diligence. 

Byrne,  J. — That  seems  to  be  right.  • 

Bousfield^  Q.C. — That  particular  case  is  not  in  agreement  with  the  run  of  the 

20  cases.    It  has  not  been  adopted  as  a  general  rule. 

Byrne,  J.,  referred  to  Fusee  Ve^ita  Company  v.  Bryant  &  May^  4  R.P.C.  71, 
L.R.  34  CD.  458  ;  and  Haslam  Fmindry  Company  v.  GoodfelloWj  L.R.  37,  CD. 
118,  5  R.P.C.  28. 
Boiisfield,  Q.C,  pointed  out  that  these  were  infringement  actions. 
25      Lawson, — As  far  as  I  know  there  is  no  reported  case  of  the  kind  except 
Oaulard  and  Gihbs*  Patent  in  which  there  was  a  Petition  for  revocation. 

Bousjield^  Q.C. — It  is  not  settled  by  authority  what  is  the  usual  rule  in  these 
cases,  but  it  is  left  open  to  your  Lordship's  discretion.  It  is  settled  in  the 
corresponding  case  of  an  action  for  infringement,  but  not  in  the  case  of  a 
30  petition.  I  say  that  if  an  amendment  is  made  which  in  the  view  of  the 
Petitioners  makes  the  Patent  good,  then  they  are  entitled  to  drop  their 
Petition  if  they  please,  and  we  have  to  pay  all  their  costs.  But  if  they  go 
on  and  fight,  utilising,  therefore,  the  Petition,  the  briefs,  and  all  the  prior 
proceedings,  and  then  lose  their  case  on  that,  is  it  fair  that  they  should  fight 
35  the  battle,  because  we  were  wrong  up  to  a  certain  point,  at  our  expense  ? 

Bryne,  J, — Ought  they  not,  as  far  as  costs  are  concerned,  to  be  put  in  the 

same  position  with  regard  to  this  matter  as  if  you  now  said, "  I  was  wrong  so  far." 

Bousfieldy  Q.C. — Yes,  if  we  could  be  put  in  the  same  position  by  having  the 

proceedings  dropped  and  leaving  them  to  begin  afresh.   But  they  want  to  be  paid, 

40  and  yet  want  to  have  the  benefit  of  these  proceedings  for  the  purpose  of  going  on. 

Byrne,  J, — I   do  not  think,   Mr.  Bomfield,  that  you  could   object  to  the 

Haslam  Foundry  form  of  Order.     In  that  case,  after  all  the  pleadings  had 

been  delivered,  so  that  nothing  remained  to  be  done  but  prepare  the  evidence 

for  trial,   the  Plaintiffs  asked,  imder    section  19,  for    liberty  to    apply  for 

45  leave  to  disclaim  one  of  the  claims.     The  application  was  granted  on  the 

following  terms  : — "  The  Plaintiffs  to  pay,  in  any  event,  the  costs  of  the  applica- 

"  tion,  and  the  costs  of  the  action  up  to  and  occasioned  by  the  disclaimer, 

"  except  only  so  far  as  the  proceedings  in  the  action  might  be  atilised  for  the 

"  purpose  of  the  trial.    The  Plaintiffs  and  Defendants  to  be  allowed  to  make 

50  "  the  necessary  amendments  in  their  pleadings  after  disclaimer."    That  was  not 

a  case  of  a  Petition.    Then  :  "  The  Plaintiffs  to  undertake  forthwith  to  amend 

'*  their  pleadings,"  &c.,  "  or  to  consent  to  the  action  being  dismissed  with  costs." 

Bottsjield^  Q.C. — If  the  Petitioners  decide  to  give  us  notice  that  they  drop  their 
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Petition  I  am  quite  willing  to  pay  all  their  costs ;  but,  if  they  decide  to  go  on,  I 
am  willing  that  the  amendment  should  be  made  at  our  expense. 

Byrne,  J. — ^And  pay  all  the  costs  of  the  Petition  up  to  and  occasioned  by 
the  disclaimer,  except  so  far  as  the  proceedings  in  the  Petition  may  be  utilised 
for  the  purposes  of  the  hearing  of  the  Petition  ?  5 

Bousfieldy  Q.C. — Yes,  my  Lord. 

Ryrnb,  J. — That  looks  to  me  to  be  right,  so  far  as  I  can  see. 

Lawson. — I  submit  not.    This  Petition  is  quite  diflferent  from  an  action.    My 
friend  is  in  this  position.     If  this  was  the  trial  of  the  Petition  our  Petition 
would  be  allowed  with  costs.    Then  he  would  amend  his  Patent.    Then  we  10 
might  petition  again  with  a  fresh  Petition,  which  would  be  quite  different. 
We  have  got  our  witnesses  up,  and  their  evidence  is  all  addressed  to  the 
present  state  of  facts.    All  our  Objections  apply  to  Claims  6  and  7,  and  the 
Patentee  admits  his  Patent  is  bad  on  account  of  those  two  claims.    Now  he 
is  going  to  alter  it,  and  that  would  make  an  entirely  different  case.    I  submit  15 
it  would  be  impossible  to  utilise  these  proceedings,  and  that  the  Order  as 
madle  by  Mr.  Justice  Keketvich  in  Qaulard  and  Oibbs^  case  is  the  only  one 
that  can  be  made  on  a  Petition  for  revocation.    I  submit  that  the  Patentee 
is  in  the  wrong  at  the  present  moment.    He  must  put  us  in  exactly  the  same 
position  as  we  should  have  been  in  if  his  Patent  had  been  brought  forward  at  20 
this  time. 

Byrne,  J, — I  can  only  proceed  by  analogy  when  there  is  apparently  only  one 
reported  case,  and  from  that  case  I  think  the  right  Order  to  be  made  in  this 
case  will  be  that  Mr.  Bous/ield*8  clients  do  pay,  in  any  event,  the  costs  of  this 
application  and  the  costs  of  the  Petition  up  to  and  occasioned  by  the  disclaimer,  25 
except  only  so  far  as  the  proceedings  in  the  matter  may  hereafter  be  utilised 
for  the  purpose  of  the  hearing  of  the  Petition  should  the  same  come  to  be 
heard.  In  the  event  of  the  Petitioners  electing  not  to  proceed  with  the  Petition, 
then  the  Respondent  is  to  pay  all  the  costs  of  the  proceedings.  That  is  as  near 
as  I  can  get  to  the  Hasla7n  Foundry  Order,  and  I  do  not  think  I  shall  do  30 
anybody  an  injustice  in  making  that  Order. 

Walter. — We  must  elect  within  fourteen  days  after  the  amendment  has  been 
allowed  whether  we  go  on  or  not  ? 

Byrne,  J.— Yes. 

Walter. — ^Will  your  Lordship,  if  we  elect  to  go  on,  give  us  liberty  to  amend  35 
our  Petition  and  our  Particulars  of  Objections  ? 

Byrne,  J.— Certainly. 
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Before  Mr.  JUSTICE  Btrne. 


April  29th,  and  May  2iid  and  19th,  1899. 


HOPPNUNG  A  Co.  V,  Salsbury. 


5  Patent, — Threatening  customers. — Defence  infringement. — Aggrieved  pe^^son. 
— Patent  amended  after  writ.^'Am^nded  Patent  held  void. — Injunction. — 
Inquiry  as  to  damages. 

The  Defendant^  the  registered  proprietor  of  a  Patent^  threatened  certain 
customers  of  the  Plaintiffs^  and  they  in  consequence  repudiated  a  contract  with 

10  the  Plaintiffs^  who  commenced  an  auction  to  restrain  the  threats.  Subsequently 
to  the  commencement  of  this  auction  the  Defendant  amended  his  Specification  and 
pleaded  infringement.  It  was  contended  for  the  Defence  that  tJie  Court  could 
not  look  at  the  unamended  Specification  to  decide  wJietJier  tJie  threats  were 
justifiable  or  not.    It  was  also  contended  that^  in/ismuch  as  the  Plaintiffs  had 

15  a  binding  contract  with  tJieir  customers^  which  they  could  liave  enforced  but  did 
not  enforce^  they  were  not  aggrieved  persons  within  the  meaning  of  the  82nd 
section  of  the  Patents^  Designs^  and  Trade  Marks  Act,  1883. 

Heldy  that  tlie  Plaintiffs  were  aggrieved  persofis  within  tJie  meaning  of  the 
section,  and  that  the  Defendants  Patent  as  amended  was  invalid,  and  that  the 

20  Plaintiffs  were  entitled  to  an  injunction  and  an  inquiry  as  to  damages.  No 
decision  was  given  on  the  point  as  to  whether  it  was  necessary  to  consider  t?ie 
Specification  as  if  it  had  been  amended  at  the  date  of  the  threats. 

On  the  13th  of  December  1887,  Letters  Patent  (No.  17,160  of  1887)  were 
granted  to  Henry  Salsbury  for  "  Improvements  in  or  relating  to  lamps  and  in 
25  «*  fittings  connected  therewith." 

The  Specification  was  amended  as  allowed  })y  the  decision  of  the  Comptroller- 
General  of  the  10th  day  of  November  1897,  and  as  amended  was  as  follows  : — 

'*  This  invention  relates  to  certain  detail  improvements  in  lamps  and  consists, 
"  In  making  conical  or  semispherical  joints  A  (see  Figures  1,  2  and  3  of  the 
30  <*  annexed  drawings)  with  leather  lining  pieces  B  to  that  part  of  the  lamp  C 
"  used  with  cycles  by  which  it  is  supported  or  suspended  from  a  stem  or  other 
'*  part  of  the  machine,  the  conical  or  semispherical  joint  portion  A  with  leather 
"  Uning  pieces  B  being  used  in  conjunction  with  parallel  liuka  D  connected  by 
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"  pina  E  in  pairs  and  the  joints  be  held  rigidly  or  in  close  contact  hy  bow  or 
'  other  shaped  eprings  F  either  acting  upon  the  nuts  or  heads  G  of  the  pins  E 
"  or  encircling  the  pins  E  to  obtain  the  necessary  degree  of  friction  of  one  part 
"  of  the  joint  to  the  other  with  the  leather  lining  between. 

"  In  addition  to  the  springs  before  mentioned,  I  employ  a  compensating  5 
"  spring  H  preferably  of  coiled  form,  having  one  end  secnred  to  the  lamp  body 
"  or  back  strap  and  the  other  end  to  one  of  the  linlts  D,  so  that  any  vibration  or 
"  tremulous  motion  of  the  machine  while  travelling  is  absorbed  by  the  com- 
"  penaating  spring  H  instead  of  being  imparted  to  the  lamp  C,  the  lamp  being 
"  thereby  kept  free  from  vibration,  oscillation,  or  jumping,  a  steady  flame  in  10 
"  the  lamp  being  the  result, 

"  Having  now  particularly  described  and  ascertained  thenatnreof  this  inven- 
"  tion  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what  I 
"  claim   is : — 1,   The   improvements    in    lamps    described  with    reference    to 
"  Figures  1,  2  and  ii  of  the  annexed  drawings,  consisting  of  conical  or  equiva-  15 
"  lent  shaped  joints   A,   intervening  leather  washers  B,  used  with  parallel 


"  links  D  in  pairs  as  described.  2.  The  bow  or  equivalent  shaped  tension 
"  spring  F  connecting  the  iwo  pins  E  of  each  pair  of  links  D  on  one  or  on  both 
"  sides  of  the  suspension  appliance  of  a  cycle  lamp  as  and  for  the  purpose  set 
"  forth.  .3.  The  compensating  spring  H  coiled  on  one  pin  of  the  suspension  20 
"  apparatus  and  connected  to  one  link  and  to  the  body  of  the  cycle  lamp  as  set 
"  forUi," 
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On  the  2nd  of  December  1896,  Salshunfs  solicitors  wrote  the  following  letter 
to  Ba{fs?uiive  Brother's  <k  Co.,  of  159,  Queen  Victoria  Street,  E.G.,  who  were 
selling  lamps  supplied  to  them  under  contract  by  Hoffnxing  &  Co.,  who 
imported  them  from  America  : — 

5  *'  19,  Lincoln's  Inn  Fields,  W.C., 

"  2nd  December,  1896. 
"  Gentlemen, 

"  We  are  instructed  by  our  client  Mr.  Henry  Salsbxiry,  of  125,  Long 
**  Acre,    to    communicate  with  you    as  to    an  infringement    of    his    Patent 

10  "  (No.  17,160  of  1887)  relating  to  coil  springs  to  cycle  lamps.  Our  client  has 
'^  ascertained  that  you  are  manufacturing  and  offering  to  the  trade  lamps  con- 
"  taining  backs  which  are  an  infringement  of  the  above  Patent  under  the  name 
"  of  '  The  Witch  of  the  Night,'  and  we  must  now  on  our  client's  behalf  call 
"  upon  you  to  inform  us  if  you  are  willing  to  agree  to  the  following  conditions, 

15  "  in  default  of  which  we  are  instructed  to  commence  proceedings  against  you 
"  forthwith  for  an  injunction  and  damages. 

'*  (1)  To  supply  our  client  with  an  account  of  all  sales  effected  by  you,  with 
"  the  names  and  addresses. 

**  (2)  To  pay  our  client  the  sum  of  50Z.  as  damages. 

20  "  (3)  To  give  an  undertaking  not  to  manufacture  or  sell  any  more  of  the 
"  infringing  articles. 

"  We  may  mention  that  our  client  would  be  willing  to  grant  you  a  license  to 
"  manufacture  the  article  referred  to  in  the  form  used  by  him  at  a  royalty  to  be 
"  agreed  upon. 

25  "  Yours  obediently, 

(Signed)  "  Valpy,  Chaplin  and  Pbckham." 

In  consequence  of  this  and  subsequent  letters  Messrs.  Bagshawe  BrotJiers  A 
Co.  returned  to  the  Plaintiffs  the  lamps  they  had  in  stock,  and  refused  to  accept 
the  remainder  of  those  to  be  delivered  under  the  contract. 

30  After  considerable  correspondence  between  the  parties  Hoffnung  A  Co.  com- 
menced an  action  against  Salshiiry  on  the  3rd  of  August  1897  to  restrain  the 
threats  complained  of.  On  the  10th  of  November  1897  the  Comptroller-General 
allowed  the  Specification  of  SaUhtiry^s  Patent  to  be  amended  above. 

The  Plaintiffs,  on  the  10th  of  December  1897,  delivered  their  Statement  of 

35  Claim,  in  which  they  alleged  that  (1)  the  Defendant,  claiming  to  be  the  Patentee 
of  an  invention  relating  to  coil  springs  for  cycle  lamps,  had  threatened  Messrs. 
Bagshawe  Brothers  A  Co.,  of  159,  Queen  Victoria  Street,  E.C.,  who  were 
customers  of  the  Plaintiffs,  in  respect  of  the  use,  sale  and  purchase  of  cycle 
lamps  of  the  Plaintiffs'  manufacture ;   (2)  the  Plaintiffs  were  aggrieved  by 

40  reason  of  such  threats  and  injured  in  their  business,  and  in  consequence  of  the 
said  threats  the  said  Messrs.  Bagshawe  Brothers  A  Co.,  who  had  ordered  from 
the  Plaintiffs  3000  lamps,  and  who  had  received  1201  lamps,  part  of  such  order, 
returned  to  the  Plaintiffs  800  of  the  said  lamps,  and  cancelled  their  order  for 
the  remainder  of  the  said  lamps.    Also  that  the  Plaintiffs  had  been  greatly 

45  $iamaged  in  their  business  by  reason  of  the  ss^id  threats ;  (3)  the  manufacture, 
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use,  Bale  and  purchase  of  the  said  lamps  was  not,  in  fact,  an  infringement  of 
any  legal  rights  of  the  Defendant.  The  Plaintiffs  claimed  (1)  an  injunction 
restraining  the  Defendant  from  threatening  the  said  Messrs.  Bagshaiue 
Brothers  &  Co.  or  any  other  customers  of  the  Plaintiffs  with  any  legal  pro- 
ceedings or  liability  in  respect  of  the  manufacture,  use,  sale  or  purchase  of  the  5 
cycle  lamps  manufactured  by  the  Plaintiffs  ;  (2)  an  inquiry  as  to  the  damages 
sustained  by  the  Plaintiffs  by  reason  of  the  threats  of  the  Defendant; 
(3)  costs ;  (4)  such  further  or  other  relief  as  the  circumstances  of  the  case  might 
require. 

By  his  Defence,  delivered  the  12th  of  January  1898,  the  Defendant  (1)  denied  10 
that  he  or  his  agents  had  threatened  Messrs.  Bagsliawe  Brothers  A  Co,  as  alleged 
in  the  Statement  of  Claim,  and  denied  that  the  letters  therein  referred  to  were 
threats ;  (2)  alleged  that  the  Plaintiffs  were  not  persons  aggrieved  within  the 
meaning  of  the  32nd  section  of  the  Patents,  Designs  and  l^de  Marks  Act  of 
1883,  or  that  they  had  suffered  any  damage  by  reason  of  the  alleged  threats ;  15 
r3)  alleged  that,  at  the  date  of  the  alleged  threats,  Messrs.  Bagsliaiue 
Brothers  A  Co.  were  in  feet  infringing  the  Defendant's  Letters  Patent  (No. 
17,160  of  1887)  by  the  use,  sale  and  purchase  of  cycle  lamps. 

On  the  25th  of  March  1898,  the  Defendant  delivered  the  following  Particulars 
pursuant  to  an  Order  dated  the  8th  of  February  1898.    The  Defendant  has  been  20 
unable  to  obtain  any  of  the  lamps  sold  by  Messrs.  Bagshawe  Brothers  A  Co.y 
and  referred  to  in  paragraph  3   of  the  Defence ;    but  the  drawing  in  the 
« Cycle  Trader "  of  the  25th  of  November  1896  (which  the  Defendant  will 
produce  for  the  Plaintiffs'  inspection)  of  a  lamp  called  "  Witch  of  the  Night " 
is  a  drawing  of  one  of  the  said  lamps  sold  by  Messrs.  Bagsliawe  Brothers  A  25 
Co,,  and  it  is  in  respect  of  the  sale  of  such  lamps  that  the  Defendant  will  rely 
on  at  the  trial  of  this  action.    The  said  lamp  contains  a  coiled  spring  in  the 
parallel  motion  working  on  one  of  the  joint  centres  thereof,  the  one  end  of 
which  spring  is  fixed  or  attached  to  the  socket  of  the  lamp,  and  the  other  end 
is  fixed  or  attached  to  the  side  links  or  side  frame  of  the  parallel  motion  of  the  30 
lamp.    The  sale  of  such  lamp  is  an  infringement  of  the  third  claim  of  the 
Defendant's  Patent  (No.  17,160  of  1887). 

By  their  reply,  delivered  the  3rd  of  May  1898,  the  Plaintiffs  said  that  (1)  as  to 
paragraphs  1  and  2  of  the  Defence  they  joined  issue  thereon ;  (2)  as  to  para* 
graph  3  of  the  Defence  (a)  they  had  not  infringed  the  Defendant's  Letters  35 
Patent  (No.  17,160  of  1887)  as  alleged  or  at  all ;  (b)  the  said  Letters  Patent 
were  at  the  date  of  the  threats  complained  of  by  the  Plaintiffs  in  this  action, 
and  are  as  amended  at  the  present  date,  invalid  for  the  reasons  set  forth  in  the 
Particulars  of  Objections;    (c)  the  alleged  inventions  contained  in  the  said 
Letters  Patent    at    the  date  of    the  said  threats,  and  in    the   said    Letters  40 
Patent  as  now  amended,  were  not  and  are  not  new  ;  (d)  the  said  allied  inven- 
tions were  not  and  are  not  useful ;  {e)  the  said  alleged  inventions  were  not  and 
are  not  the  proper  subject-matter  of  Letters  Patent ;  (ff)  the  Defendant  was  not 
the  true  and  first  inventor  of  the  said  alleged  inventions ;  (3)  at  the  date  of  the 
said  threats  the  Letters  Patent  in  the  Statement  of  Claim  referred  to  were  45 
invalid  to  the  knowledge  of  the  Defendant,  and  since  the  date  of  the  said 
threats,  and  since  the  issue  of  the  writ  in  this  action,  the  Defendant  has  amended 
his  said  Letters  Patent,  and  the  Plaintiffs  will  allege  that,  by  reason  of  the 
amendment  by  the  Defendant  of  the  said  Letters  Patent,  the  Defendant  is 
estopped  from  alleging  that  at  the  date  of  the  said  thi^ats  the  said  Letters  50 
Patent  were  valid  and  subsisting  Letters  Patent,    The  following  Particulars  of 
Objections  were  delivered  with  the  Reply  : — As  to  Patent  No.  17,160  of  1887 
before  amendment  (1)  the  said  alleged  inventions  were  not  new ;  the  inventions 
contained  in  the  said  Letters  Patent  had  been  published  in  this  realm  prior  to 
the  date  of  the  said  Letters  Patent  by  the  filing  in  the  Oreat  Seal  Patent  Office  55 
Library  of   the  Specifications  of   the  following  Patents  r—As  to  OtniBi  1 ; 
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Sahbury  (No.  503  of  1882),  p.  4, 11.  9-14,  and  Figs.  1  and  2  ;  Millep^  and  Miller 
(No.  16,952  of  1886),  p.  3, 11.  5-10, 17-22,  27-30,  and  Figs.  1,  2,  3  and  10  of  the 
unamended  drawings,  and  the  letterpress  relating  thereto.  (B)  As  to  Claim  3  : 
Leeson  (No.  4106  of  1881),  p.  3, 11.  7-21,  and  Figs.  1,  2  and  3,  and  the  letterpress 
5  relating  thereto  ;  Ltu^as  (No.  9764  of  1886),  the  whole.  (C)  As  to  Claim  4  : 
Ward  (No.  4021  of  1881),  the  whole.  Also  by  the  public  general  use  for  many 
years  prior  to  the  date  of  the  Defendant's  Patent  of  a  device  identical  with 
Fig.  4  of  the  drawings  attached  to  the  Defendant's  Specification  in  workshops 
as  carriers  for  use  in  lathes.    (D)  As  to  Claim  5  :  Litcas  (No.  9764  of  1886)  ; 

10  Salshury  (No.  16,074  of  1886).  Also  by  the  public  general  use  for  many  years 
prior  to  the  date  of  the  Defendant's  Patent  of  spring  fasteners  for  doors,  boxes 
and  the  like,  constructed  as  described  in  the  Defendant's  Specification,  and 
shewn  in  Fig.  6  of  the  drawings  attached  thereto  ;  (2)  the  said  alleged  inven- 
tions were  not  useful ;   (3)  the  said  alleged  inventions  were  not  the  proper 

15  subject-matter  of  Letters  Patent.  The  Plaintiffs  will  say  that  all  the  devices 
described  and  claimed  in  all  the  claiming  clauses  of  the  Specification  of  the 
said  Letters  Patent  were  at  the  date  of  the  said  Letters  Patent  in  public  general 
use  for  the  same  and  similar  purposes,  and  were  matters  of  common  knowledge 
amongst  all  persons  connected  with  the  trade  ;  (4)  the  Defendant  was  not  the 

20  first  and  true  inventor  of  the  said  alleged  invention  ;  (5)  as  to  Patent  No.  17,160 
of  1887  (amended)  the  Plaintiffs  repeat  paragraph  1,  subsections  A  and  B,  and 
paragraphs  2,  3  and  4  hereof. 

By  Rejoinder  delivered  the  14th  of  May  1898,  the  Defendant  (1)  denied  that 
at  the  date  of  the  alleged  threats  complained  of  the  Letters  Patent  (No.  17,160 

25  of  1887)  were  invalid,  or  that  they  were  at  the  present  time  invalid,  or  that 
they  were  at  any  time  known  to  him  to  be  invalid  ;  (2)  joined  issue  with  the 
Plaintiffs  on  their  Reply. 
The  action  now  came  on  for  trial. 
MoulUmy  Q.C.,  and  Walter  (instructed  by  Bird^  Moore  and  Strode)  appeared 

30  for  the  Plaintiffs  ;  T,  Terrell,  Q.C.,  and  GraJuim  (instructed  by  Valpy,  Gliaiolin 
and  Peckham)  appeared  for  the  Defendant. 

Moultofiy  Q,C.,  opened  the  Plaintiffs'  case. — This  is  an  action  to  restrain  the 
Defendant  from  threatening  the  Plaintiffs  in  respect  of  Patent  No.  17,160  of 
1887,  which  relates  to  cycle  lamps.     [The  Specification  was  read.]    The  threats 

35  complained  of  were  made  to  Bagshawe  Brothers  &  Co.,  who  were  customers  of 
the  Plaintiffs.  [The  alleged  threats  were  then  read.]  No  action  for  infringe- 
ment was  brought  by  the  Defendant,  and  the  Plaintiffs  have  been  forced  to 
bring  this  action  to  protect  themselves.  The  result  of  the  Defendant's  threats 
was  that  Bagshawe,  Brothers  &  Go,,  who  had  ordered  3000  lamps  and  had 

40  received  1201  lamps,  returned  to  the  Plaintiffs  800  lamps  and  cancelled  their 
order  for  the  remainder.  In  the  Defence  it  is  alleged  that  the  Plaintiffs  are  not 
aggrieved  persons,  but  in  the  face  of  the  above  facts  this  contention  cannot 
hold  good.  Subsequent  to  the  date  of  the  threats  the  Defendant  amended  his 
Specification  by  striking  out  two  of  the  claims.    By  so  doing  he  has  admitted 

45  that  at  the  time  of  the  threats  his  Patent  was  invalid.  [^Terrell,  Q.C. — I  shall 
contend  that  the  Court  cannot  look  at  the  unamended  Specification.]  Section  32 
of  the  Patents,  Designs,  and  Trade  Marks  Act  gives  a  remedy  to  any  person 
threatened  *'if  the  alleged  manufacture,  use,  sale  or  purchase  to  which  the 
^*  threats  related  was  not,  in  fact,  an  infringement  of  any  legal  rights  of  the 

30  "  person  making  such  threats."  The  defence,  therefore,  must  be  infringement 
of  legal  rights  ;  if  the  Patent  is  invalid  there  can  be  no  infringement  of  legal 
rights  and  no  defence.  The  Plaintiffs  are  doing  an  old  thing,  but  are  using  a 
coil  spring.  Coil  springs  are  old,  and  there  is  no  subject-matter  to  support 
Letters  Patent.    The  inventions  claimed  in  the  three  claims  in  the  amended 

55  Specification  are  all  old ;  the  two  claims  struck  out  by  amendment  are 
too  absurd  even  for  the  maternal  love  of    a  Patentee.     Disclaimer  acts  as 

2Xi 
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an   admisBion    of    invalidity    {Fttsee    Vesta    Gomjjany    v.    Bryant    <t    May, 
14  R.P.C.  191). 

Terrelly  Q.C.,  opened  the  Defendant's  case. — The  Plaintiffs  are  not  aggrieved 
persons  within  section  32  of  the  Patents,  Designs,  and  Trade  Marks  Act.    The 
Patent  in  this  case  is  for  a  small  invention  which  has  been  a  great  commercial  5 
success.    Nearly  all  the  lamps  in  the  market  have  adopted  the  Defendant's 
method,  which  is  strong  evidence  of  utility.    As  regards  the  question  of  the 
state  of  the  Patent  at  the  time  of  the  threats,  section  18  of  the  Act  says  that 
"  the  amendment  shall  in  all  Courts  and  for  all  purposes  be  claimed  to  form 
"  part  of  the  Specification."     I  also  rely  on  Moser  v.  Marsden,  13  R.P.C.  24.   10 
A  Patentee  has  legal  rights  under  an  invalid  Patent.    Although  his  Patent  may 
be  invalid  he  may  amend  it,  and  if  section  20  of  the  Act  is  complied  with  he 
can  recover  damages.    Each  of  the  three  claims  in  the  amended  Specification  is 
good,  and  there  is  sufficient  novelty  to  uphold  them.    Assuming  all  the  parts 
of  the  patented  article  are  old,  if  the  Patentee  has  done  something  better,  15 
simpler,    or  cheaper  than  has  been   done    before,  his   Patent  will  be  good 
{Gannington  v.  Nuttally  5  H.L.  205). 

After  -fitnesses  had  been  called  for  the  Defence, 

Graham  summed  up  for  Defendant. — On  the  evidence  the  Plaintiffs  are  not 
aggrieved  persons.  Granting,  for  this  argument,  that  the  Defendant's  threats  20 
did  cause  Bagshawe  Brothers  &  Go.  to  return  the  lamps,  the  Plaintiffs  should 
have  refused  to  take  them  back,  and  should  have  enforced  their  legal  rights 
against  Messrs.  Bagsluiive.  The  Plaintiffs  say  that  they  wished  to  live  at  peace 
with  their  customers.  Well  and  good,  but  they  cannot  afterwards  turn  on  us. 
[Byrne,  J. — If  a  person  may  be  involved  in  a  lawsuit  by  the  act  of  the  Patentee  25 
is  he  not  an  aggrieved  person  ?]  Messrs.  Bagshawe  might  have  been  aggrieved 
if  the  Plaintiffs  had  held  them  to  their  contract.  [BYRNE,  J. — Are  the  Plaintiffs 
bound  to  go  to  law  and  enforce  their  right  against  Messrs.  BagsJuiivef]  No  ; 
but  they  must  not  make  the  foregoing  of  that  right  the  foundation  of  an  action 
against  the  .Defendant.  It  was  entirely  a  matter  of  policy  with  the  Plaintiffs.  30 
[Byrne,  J. — If  you  tell  a  man's  customers  that  he  is  selling  infringements  of 
your  Patent  is  he  not  an  aggrieved  party  ?]  After  the  threats  the  Plaintiffs 
were  willing  to  indemnify  Messrs.  Bagsluiwe.  It  was  not  owing  to  the  Defendant's 
threats  that  they  returned  the  lamps,  but  for  some  other  reason. 

MauUon,  Q.C.,  in  reply. — Even  as  the  Patent  stands  after  amendment  there  is  35 
no  invention  or  novelty.    There  must  be  some  limitation  to  claiming  minute 
alterations.    The  Plaintiffs  use  an  ordinary  mounting  with  an  ordinary  coil 
spring,  which  is  an  ordinary  variation  which  any  person  is  entitled  to  take 
{Morgan  v.  Windover,  7  R.P.C.  131).    Even  as  the  Patent  stands  there  is  no 
infringement.     The  Patentee  specifically  claims  his  spring  on  the  body  of  the  40 
lamp,  and  has  told  the  Court  that  his  invention  was  the  position  in  which  he 
put  it.    The  Plaintiffs'  spring  is  not  on  the  body  of  the  lamp  but  on  the  socket, 
therefore  the  Plaintiffs  do  not  infringe.    The  Plaintiffs  have  not  infringed  any 
of  the  Defendant's  legal  rights.    The  only  rights  they  could  infringe  were  those 
he  had  at  the  time  of  the  threats  ;  on  this  the  language  of  the  section  is  clear.  45 
If  the  Patent  was  not  valid  at  the  date  of  the  threats  then  the  Plaintiffs  are 
entitled  to  win.    There  are  no  legal  rights  under  an  invalid  Patent.    It  is  not 
necessary  to  prove  damage.    I  am  aggrieved  by  a  person  going  about  saying 
that  I  am  infringing  {Ghallender  v.  Royle,  4  R.P.C.  363).    On  the  question  of 
damages,  I  submit  that  it  is  the  duty  of  everyone  who  is  going  to  make  a  50 
claim  to  act  reasonably  so  as  to  minimise  his  damages.    When  the  Defendant 
threatened,  the  Plaintiffs  did  what  every  reasonable  and  honest  business  man 
would  do.     If  they  had  enforced  their  strict  legal  rights  against  their  customers 
their  future  loss  would  have  been   immense.    In  Moser  v.  Marsden  Lord 
Watson  was  only  thinking  of  infringement   subsequent  to  amendment.    I  5j5 
submit  it  does  not  apply  to  a  case  of  threats. 
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Byrne,  J.— This  IB  an  action  to  restrain  the  Defendant— a  Patentee— from 
ttireatemng  Messrs.  Bagshawe  Brothers  A  Go.  or  any  other  customers  of  the 
I'lamtilfs  in  respect  of  the  manufacture,  use,  sale  or  purchase  of  certain  cycle 
lamps  manufactured  by  the  Plaintiffs,  and  for  an  inquiry  as  to  damages.  The 
^,  .  ^?2?  ^^  -—first,  that  the  alleged  threats  are  not  threats ;  second,  that  the 
Plaintiffs  are  not  persons  aggrieved  within  section  32  of  the  Statute  of  1883 ; 
tmrd,  denial  of  damages  ;  and,  fourth,  that  at  the  date  of  the  alleged  threats 
Messrs.  Bagshawe  Brothe^rs  &  Go.  were,  in  fact,  infringing. 
in  ^^y/*^®ir  R^pjy  the  Plaintiffs  deny  the  infringement  by  Messrs.  BagsJiaive 
lU  BroUiers  &  Go.,  and  dispute  the  validity  of  the  Letters  Patent  on  various 
grounds,  the  mam  ground  being  that  the  alleged  inventions  were  not,  and  are 
no^  the  proper  subject-matter  of  Letters  Patent.  It  is  clearly  proved  that  the 
Uetendant  did  threaten  Messrs.  Bagshawe  Brothers  &  Go.,  who  were  customers, 

1^  D  .  fry.P\^J^.^^  ^^^®^  ^^^  30^  la^^PS-  The  Specification  of  the  Defendant's 
ID  ment  (No.  17,160  of  1887)  was  since  the  issue  of  the  writ  in  the  action  amended 
by  striking  out  two  of  the  claims,  and  the  drawings  and  letterpress  referring  to 
such  claims.  I  think  there  can  be  no  doubt— in  fact,  it  was  hardly  if  at  all 
disputed  at  the  Bar— that  the  Patent  was  invalid  in  its  original  form. 
1  think  It  IS  quite  clear  that  the  Plaintiffs  are  persons  aggrieved  within  the 
^U  meaning  of  section  32  of  the  Act  of  1883,  their  customers  having  been  threatened. 

^  QQ^c?  TJ^P^*  ^y^^^  ^^^^^  ^^^^  ^-  Morgan,  4  R.P.C.  275  ;  and  Johnson  v.  Edge, 
ioij^,  A  Ch.  p.  1.) 

The  infringement   alleged  by  the  Defendant  is  of   the  third  claim  of    the 

Lietters  Patent,  and  in  his   Particulars  the  infringement  is  described,  after 

j;®*®rrmg  to  the  lamp,  as  follows  :— "The  said  lamp  contains  a  coiled  spring  in 

,,  the  parallel  motion  working  on  one  of  the  joint  centres  thereof,  the  one  end 

u      7.  *^*^  spring  is  fixed  or  attached  to  the  socket  of  the  lamp,  and  the  other 

..  ^^.^^  .^  ,?^  attached  to  the  side  links  or  side  frame  of  the  parallel  motion 
"  of  the  lamp."  ^ 

30  The  Plaintiffs'  lamp  does  contain  a  coiled  spring  in  the  parallel  motion 
working  on  one  of  the  joint  centres  thereof,  and  although  the  spring  is  not 
hxed  or  attached  to  the  socket  or  to  the  side  links  of  the  lamp,  if  the  Defendant's 
Patent  and  his  third  claim  are  good,  I  doubt  whether  this  fact  would  prevent 
the  Plaintiffs  lamp  from  being  an  infringement.     I  propose  to  take  the  Specifi- 

tja  cation  as  amended,  and  to  consider  whether  or  not  Claim  3  can  be  sustained. 
u  *^  Claim  3  is  as  follows  :— "  The  compensating  spring  H  coiled  on  one  pin 
^^  of  the  suspension  apparatus  and  connected  to  one  link  and  to  the  body  of  the 
cycle  lamp  as  set  forth."  In  the  body  of  the  Specification  the  subject  of  this 
claim  IS  thus  described  :— **  In  addition  to  the  springs  before  mentioned  I  employ 
*.  a  compen^tmg  spring  H,  preferably  of  coiled  form,  having  one  end  secured  to 
,,  the  lamp  body  or  back  strap  at  the  other  end  to  one  of  the  links  D,  so  that  any 
ti  7i!  ^*^^°  ^^  tremulous  motion  of  the  machine  while  travelling  is  absorbed  by 
u  I  •  compensating  spring  H  instead  of  being  imparted  to  the  lamp  C,  the  lamp 

A'  u  '?^  tliereby  kept  free  from  vibration,  oscillation,  or  jumping,  a  steady  flame 

4o  "  in  the  lamp  being  the  result."  »       J      f    e,  j 

Now,  I  find  in  Miller's  Patent  (No.  16,952  of  1886)  the  use  of  a  spiral 
compensating  spring  used  for  the  same  purpose,  and  fulfilling  a  similar 
tunction  as  the  spring  in  the  Defendant's  lamp,  the  difference  being  that  the 
spnng  in  Miller's  lamp  operates  by  direct  tension  without  being  coiled  on  a  pin 

W  of  the  suspension  apparatus.  The  mechanical  operation  of  the  spring  in  the 
one  case  and  the  other  are  perfectly  well  known  as  applied  to  door  hinges  and 
other  objects.  In  Lucas'  Patent  (No.  9674  of  1886)  a  lamp  is  described  having 
a  sprmg  like  Mdler's,  but  not  directly  attached  to  the  body  and  socket  of  the 

55        r  Lticas'  and  Miller's  are  lamps  to  be  used  as  head  lamps  for 

In  Leeson's  Patent  (No.  4106  of  1881)  1  find  a  spiral  spring  identical  for  all 
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practical  purposes  with  that  of  the  Defendant's,  fulfilling  the  same  function  and 
coiled  round  one  of,  the  parallel  centres.  This  is  a  lamp  intended  for  use  upon 
the  hub  of  a  cycle  ;  but  apart  from  this  fact,  and  from  some  immaterial  difference 
of  construction,  the  arrangement  and  operation  of  the  spring  in  this  lamp 
appears  to  me  to  be  identical  with  the  arrangement  and  operation  of  the  spring  5 
in  the  Defendant's  lamp* 

Having  regard  to  the  three  Patents  to  which  I  have  referred  and  to  the 
evidence,  I  cannot  say  that  I  can   find  any   invention  in  Claim  3  of  the 
Defendant's  Specification  sufficient  to  support  a  Patent.    It  appears  to  me  to  be 
the  application  of  a  known  form  of  spring  in  a  known  way  to  a  head  lamp  10 
instead  of  to  the  hanging  or  hub  lamp. 

Inasmuch  as  I  am  of  opinion  that  Claim  3  of  the  amended  Specification  is 
invalid,  it  becomes  unnecessary  to  consider  whether  or  not  there  is  any  founda- 
tion for  the  argument  addressed  to  me  suggesting  that,  in  considering  the  title 
of  the  Plaintiffs  to  an  injunction,  I  ought  to  treat  the  case  as  though  the  Patent  15 
had  been  amended  at  the  date  of  the  threat.  I  think  that  the  Plaintiffs  have 
clearly  made  out  their  right  to  an  injunction. 

There  remains  the  question  of  the  right  to  an  inquiry  as  to  damages  to  be 
dealt  with.  Messrs.  BagsJiawe  Brotliers  &  Go.  declined  to  fulfil  their  contract 
on  being  threatened,  and,  although  the  Plaintiffs  offered  to  indemnify  them,  20 
declined  to  go  on  with  the  contract,  intimating  that  the  indemnity  of  the  Bank 
of  England  would  not  induce  them  to  run  the  risk  of  an  action  by  the  Patentee. 
Instead  of  insisting  on  the  contract  being  fulfilled,  and  taking  upon  themselves 
the  burden  of  losing  old  customers  and  proving  invalidity  of  the  threats,  the 
Plaintiffs  submitted  to  their  customers'  claim  to  be  entitled  to  cancel  their  25 
order,  and  it  is  said  by  the  Defendant  that,  because  they  did  do  so  and  did  not 
litigate  with  their  customers,  no  sufficient  evidence  of  injury  has  been 
shewn  to  establish  a  right  to  an  inquiry.  I  am  of  opinion  that  this  contention 
cannot  prevail.  I  think  there  is  undoubted  evidence  of  some  damage  to 
the  Plaintiffs  by  reason  of  the  threats  sufficient  to  found  an  inquiry.  I  say  30 
nothing  about  the  amount,  but  grant  the  injunction  and  the  inquiry  as  to 
damages.  The  Plaintiffs  were  put  in  the  position  of  having  to  litigate  and 
quarrel  with  their  customers  or  of  submitting  to  lose  their  bargain,  and  I  think 
it  is  clear  they  suffered  damage.  The  Defendant  must  pay  the  costs  up  to  and 
including  judgment,  the  costs  of  the  inquiry  being  reserved.  35 
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In  the  High  Court  of  Justice,— Queen's  Bench  Division. 

Before  Mr.  Justice  Channbll. 

August  11th,  1898. 

In  the  Court  op  Appeal. 

5  Be/ore  Lords  Justices  A.  L.  Smith,  Vaughan  Williams    and  Rombr. 

May  18th,  1899. 

Griffiths  v.  The  Birmingham  Stopper  and  Cycle  Components 

Company. 

Patent — Action  far  infringement —  Validity. — Infringement — Judgment  for 
10  Plaintiffs  at  trial. — Appeal. — Appeal  allowed. 

Letters  Patent  having  been  granted  in  1895  for  "  Impravem^ents  in  stoppers 
^^  for  jars  and  other  like  receptacles^^'*  the  Patentees  brought  an  action  for 
infringement  of  the  sam£.  The  Defendants  denied  infringement^  and  alleged 
that  the  Patent  was  anticipated  by  a  Patent  of  1865  granted  to  T    The  stopper 

15  ^patented  by  the  Plaintiffs  belonged  to  the  class  in  which  the  upper  and  lotver 
parts  can  be  approximated,  thus  compressing  elastic  material  placed  between 
them  causing  it  to  extend  laterally ,  and  when  the  stopper  is  in  plaice  to  make  an 
air-tight  joint.  In  the  Plaintiffs*  stopper  the  pressure  was  applied  througli  the 
intervention  of  a  pressure  plate^  ivhich  did  not  exist  in  TJ*s  stopper  or  in  the 

20  alleged  infringement  Held,  at  the  trial,  that  tlie  Patent  was  valid  and  had 
been  infringed.    The  Defendants  ajjjyealed. 

Held,  by  the  Court  of  Appeal,  tliat  the  appeal  must  be  allowed  and  judgment 
must  be  entered  for  the  Defendants,  since,  unless  the  essential  feature  of  the 
Plaintiffs'  Patent  was  the  introduction  of  the  pressure  plate,  it  was  anticipated 

25  by  T.^s  Patent,  and,  if  the  essential  feature  was  the  Introduction  of  such  plate, 
tlie  Defendants  did  not  infringe. 

On  the  30th  of  November  1895,  Letters  Patent  (No.  22,948  of  1895)  were  granted 
to  Harry  Albert  OriffitJis  and  Eicluird  Hanson  Oriffitfis  for  an  invention  of 
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"  Improvements  in  stoppers  for  jars  and  other  like  receptacles."    The  Complete 
Specification,  as  amended,  was  as  follows  : — 

"  This  invention  consists  of  improvements  in  lever  or  similar  stoppers  for 
'*  jars  and  like  receptacles,  our  object  being  to  provide   more   efficient  and 
"  durable  means  whereby  the  stopper  is  secured  within  the  mouth  of  the  jar  5 
"  or  other  recc^ptacle  than  exists  with  the  stoppers  at  present  in  use. 

"  In  the  accompanying  sheet  of  explanatory  drawings  to  be  hereinafter 
"  referred  to — Figure  1  is  a  front  elevation  of  our  stopper  when  open,  and 
**  Figure  2  is  a  similar  view  when  closed.  Figure  3  is  a  plan  of  the  complete 
"  stopper,  and  Figure  4  a  plan  with  the  top  plate  or  cap  removed.  Figure  5  is  10 
"  a  sectional  elevation  of  the  complete  stopper  when  open,  and  Figure  6  a 
"  similar  view  when  closed.  Figure  7  is  a  sectional  elevation  of  the  base  or 
**  lower  part  of  the  stopper,  and  Figure  8  a  front  elevation  of  the  same, 
"  Figure  9  is  a  plan,  and  Figure  10  a  sectional  elevation  of  the  pressure  plate. 
**  Figure  11  is  a  plan,  and  Figure  12  a  sectional  elevation  of  the  body  of  the  15 
**  stopper.    The  same  reference  letters  in  the  different  views  indicate  the  same  parts. 

"  In  the  application   of  our  invention  to  the  construction  of  a  lever  type 
"  metallic  stopper  for  a  jar  or  bottle  containing  pickles,  preserves,  or  the  like, 
**  we  form  the  head  or  upper  part  with  a  projecting  ring  or  body  such  as  A 
**  serving  as  a  socket  for  the  reception  of  the  base  or  lower  part  B  of  the  stopper.  20 
"  Within  the  interior  space  between  the  head  and  the  base  of  the  stopper  we 
*'  insert  a  pressure  plate  C  preferably  of  steel,  having  its  central  portion  dished 
**  or  recessed  to  form  a  seating  for  the  closing  lever  D  hereinafter  described, 
**  and  having  projections  preferably  of  four  in  number  from  its  under  side  for 
**  seating  upon  the  internal  flange  or  shoulder  of  the  stopper  head.    The  stopper  25 
'*  base  B  is  formed  to  a  cup  or  other  suitable  shape,  and  has  a  pair  of  lugs  or 
**  ears  B'  projecting  within  the  space  between  the  head  and  the  base  of  the 
"  stopper,  through  which  we  pierce  slots  or  apertures  B*  to  admit  the  head  or 
"  cross  piece  of  the  closing  lever  D  or  its  equivalent.    The  ends  of  the  cross 
"  piece  of  the  lever  are  recessed  to  fit  within  the  slotted  projecting  lugs  or  30 
"  ears  B\  and  thus  a  hinge  or  pivot  connection  is  formed  between  the  lever 
'*  and  the  base  of  the   stopper.    When  the  stopper  is  opened,  or  before  its 
"  insertion  within  the  mouth  of  the  jar  or  bottle,  the  flat  part  of  the  lever 
"  cross  piece  rests  upon  the  dished  surface  of  the  pressure  plate  hereinbefore 
"  described,  and  its  stem  or  long  arm   projects  vertically  through  a  slot  or  35 
"  aperture  in  the  head  of  the  stopper,  as  illustrated  at  Figures  1  and  5.    An 
**  external  flange  or  shoulder  A^  is  provided  upon  the  stopper  head,  which,  on 
"  insertion  of  the  stopper  within  the  jar  or  bottle,  rests  upon  the  upper  extremity 
**  of  the  neck. .  When  thus  inserted  within  the  jar  the  stopper  is  secured,  and 
"  an  air-tight  joint  is  formed  by  depressing  the  projecting  stem  of  the  lever  to  40 
''  its  horizontal  position,  as  at  Figures  2  and  6,  and  so  causing  the  short  end  or 
"  cross  piece  of  the  lever  D  to  raise  the  base  whilst  firmly  pressing  the  head 
"  upon  the  neck  end.     In  this  manner  the  ring  of  india-rubber  E  or  other 
"  suitable  material  placed  between  the  head  and  base  of  the  stopper  is  expanded 
"  tightly  against  the  interior  surface  of  the  jar  mouth,  thus  forming  an  air-  45 
"  tight  joint  in  the  ordinary  manner.    A  depression  or  seating  is  provided  on 
"  the  outer  surface  of  the  head  to  receive  the  lever  stem  when  in  its  horizontal 
"  or  closed  position,  and  thus  to  bring  it  flush  or  level  with  the  top  of  the  head. 
"  The  outer  end  of  the  stem  is  formed  suitably  for  convenient  manipulation  by 
"  the  flngers.    The  complete  head  or  upper  part  of  the  stopper  is  preferably  50 
"  formed  from  a  flanged  ring  or  body  A  as  hereinbefore  described  with  a  top 
"  plate  or  cap  A'  secured  to  the  same  in  any  ordinary  manner.    To  prevent 
"  independent  movement    or  rotation    of  the  base  and  the  pressure    plate 
"  and  lever  relatively  to  the  head,  we  form  indents  or  projections  such  as  A* 
"from  the  inner  surface  of  the  flanged  ring  or  body  A  engaging  with  or  acting  55 
"  as  stops  against  the  pressure  plate. 
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'  We  do  not  limit  the  application  of  our  invention  to  any  particular  form  or 

pattern  of  stopper,  but  adapt  the  s.^me  with  such  modifications  as  may  be 

necessary  to  the  construction  of  stoppers  of  varying  designs  to  suit  the 

particular  receptacles  for  which  they  are  required. 

5  ^^  "  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 

invention,  and  in  what  manner  the  same  is  to  be  performed,  we  are  aware 

^^  that  lever  stoppers  have  been  constructed  in  two  telescoping  parts  which  are 

u  r^^^  together  by  a  pivoted  lever  and  in  which  thft  joint  is  made  by  a  washer 

bulged  out  when  the  telescopic  parts  are  drawn  together,  and  we  do  not  claim 

10  J  such  construction  generally,  but  we  declare  that  what  we  claim  is  :— 1.  An 

improved  stopper  for  jars  and  like  receptacles  consisting  of  an  upper  part 


s 


FIC.2. 


^ 


FIG. 3. 


FIC.4. 


FIG. 9. 


FIG.II. 


FIG. 10.    /C 


"  having  a  body  such  as  A  with  a  pressure  plate  C  fitted  thereto,  and  a  lower 
"  part  such  as  B  having  lugs  or  ears  B'  slotted  for  the  reception  of  the  lever  D, 
"  substantially  as  and  for  the  purposes  hereinbefore  described  and  as  illustrated 
15  "  in  the  accompanying  drawing.  2.  In  stoppers  for  jars  and  like  receptacles, 
•*  the  combination  of  an  upper  part  consisting  of  a  flanged  ring  or  body  such  as 
"  A  having  a  top  plate  or  cap  A* ;  with  a  pressure  plate  such  as  C,  the  body  A 
"  having  indents  or  projections  as  A',  substantially  as  and  for  the  purposes 
"  hereinbefore  described  and  as  illustrated  in  the   accompanying  drawings. 
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**  3.  In  stoppers  for  jars  and  like  receptacles,  the  combination  of  a  base  or  lower 
"  part  snch  as  B  having  ears  or  lugs  as  B^  with  a  lever  such  as  D,  the  ears  or 
^  lugs  having  slots  or  apertures  to  admit  the  head  or  cross  piece  of  the  lever, 
<'  substantially  as  and  for  the  purposes  hereinbefore  described  and  as  illustrated 
"  in  the  accompanying  drawings."  5 

On  the  4th  of  February  1898,  the  Patentees  commenced  an  action  for  infringe- 
ment of  the  Patent  against  T?ie  Birmingham  Stopper  and  Cycle  Components 
Company,  claiming  the  usual  relief. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the 
Patentees  and  registered  legal  owners  of  the  Patent,  and  that  the  Defendants  10 
had  infringed  the  same.  The  Particulars  of  Breaches  alleged  that  the 
Defendants  had  infringed  the  Patent  by  making,  selling,  and  offering  for  sale 
stoppers  for  jars  and  other  receptacles  constructed  in  accordance  with  the 
invention  described  in  the  Complete  Specification  of  the  Patent,  and  claimed 
in  the  third  claiming  clause  thereof,  and  alleged  a  particular  sale.  15 

The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  (inter 
alia)  that  the  Plaintiffs*  invention  was  not  new,  and  that  the  Plaintiffs*  Complete 
Specification  did  not  distinguish  what  parts  of  the  alleged  invention  was  new 
and  what  old.  The  Particulars  of  Objections  alleged  (1)  that  the  Complete 
Specification  did  not  distinguish  what  parts  of  the  alleged  invention  were  new  20 
and  what  parts  thereof  were  old  ;  (2)  that  the  alleged  invention  was  not  new 
at  the  date  of  the  Patent ;  (3)  that  the  alleged  invention  was  published  within 
this  realm  prior  to  the  date  of  the  Patent  by  the  filing  at  the  Patent  Office  of 
the  following  Specifications  : — The  Specification  of  N.  Thompson^  described  as 
A.D.  1865,  4th  January,  No.  27,  for  the  invention  of  "  Improvements  in  stoppers  25 
"  for  bottles,  jars,  vessels,  and  tubes,  also  for  ordnance  and  firearms " — ^the 
Defendants  relied  upon  the  whole  of  this  Specification  ;  (4)  that  the  Plaintiffs* 
allied  invention  was  published  within  this  realm  prior  to  the  date  of  the 
Patent  by  the  manu&cture  and  sale  of  stoppers  made  in  accordance  with  the 
Patent  mentioned  in  paragraph  3  thereof,  which  were  similar  to  the  stoppers  30 
claimed  in  the  Plaintiffs*  Complete  Specification,  between  the  years  1865  and 
1894  by  The  Patent  Stopper  Box  and  Stamp  Company^  Icknield  Street, 
Birmingham. 

Thompson's  Specification,  so  far  as  material  for  this  report,  was  as  follows : — 

**  This  invention  has  for  its  object  improvements  in  stoppers  for  bottles,  jars,  35 
''  vessels,  and  tubes,  also  for  ordnance  and  firearms,  and  consists  in  constructing 
"  a  stopper  of  a  ring  of  a  soft  yielding  elastic  substance  placed  between  two 
"  discs  or  parts,  an  upper  and  a  lower  one,  to  one  of  which  is  hinged  or  jointed 
*'  a  lever,  which  when  turned  on  its  hinge  or  axis  is  caused  to  act  on  the  other 
"  part  in  such  manner  as  to  move  the  two  parta  towards  each  other.  When  the  40 
"  discs  or  i)arts  are  drawn  towards  each  other  by  turning  the  lever  they  compress 
^^  the  elastic  material  between  them,  and  cause  it  to  bulge  or  protrude  outwards 
'^  all  around  the  discs  or  parts,  and  the  lever  is  so  formed  as  to  retain  the  parts 
*^  from  again  separating  until  the  lever  is  turned  to  allow  them  to  do  so. 

"  In  the  drawings  hereunto  annexed  I  have  shewn  examples  of  stoppers  45 
"  constructed  as  above  described  ;  but  I  would  have  it  understood  that  I  do  not 
^^  confine  myself  to  constructing  the  stoppers  as  there  shewn,  as  the  parts  of 
**  which  the  stopper  is  composed  may  be  variously  constructed  in  carrying  out 
"  my  invention 

**  Figures  19, 20,  and  21  shew  views  of  another  variation  of  stopper  constructed  50 
"  according  to  my  invention.  Figure  19  being  a  plan  view,  and  Figure  20  a  side 
**  view  of  the  stopper,  and  Figure  21  a  transverse  section  of  the  stopper  applied 
**  to  a  bottle,  a  is  the  upper  and  h  the  lower  part  of  the  stopper  ;  each  of  these 
*'  parts  is  composed  of  stamped  metal,  as  in  the  stopper  first  described,  c  is  ^e 
"  ring  of  vulcanized  india-rubber  or  other  elastic  material ;  and  d  the  lever  55 
*^  hinged  to  the  lower  part  h  of  the  stopper. 
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"  Separate  views  of  the  lever  d  are  shewn  at  Figures  22,  from  which  figures 
"  it  will  be  seen  that  tte  lever  is  composed  of  a  semicircular  flap,  having 
"  slots  d}  through  it,  by  which  it  is  hinged  to  the  part  by  and  also  having  two 
**  small  projections  d*,  which  act  on  the  surface  or  ring  a^  of  the  upper  part  a 
5  **  of  the  stopper 
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The  action  was  triedat  Birmingham  on  the  11th  of  August  1898,  by  Channell,J. 

Lewis  Edmunds,  Q.C,  and  H,  Sttibbins  (instructed  by  Lane,  CliUterbtick  A 
Co.,  of  Birmingham)  appeared  for  the  Plaintiffs  \  H.  A.  McCardie  (instructed 
by  W.  M.  Jeffery,  of  Birmingham)  appeared  for  the  Defendants. 

Messrs.  O.  C.  Marks  and  H.  A,  Griffiths,  gave  evidence  on  behalf  of  the 
Plaintiffs,  and  Messrs.  H.  Skerrett  and  H.  P.  Truman  on  behalf  of  the 
Defendants. 

Channell,  J. — I  have  had  a  good  deal  of  doubt  upon  some  points  in  this 
case  but  not  upon  others.  At  last  I  have  come  to  the  conclusion,  not  without 
15  some  doubt,  that  the  Plaintiffs  are  right  upon  Claim  3.  It  seems  to  me  that  Claim 
3  relates  entirely  to  the  mode  which  I  call — ^and  I  dare  say  not  very  accurately  as 
regards  mechanical  terms — the  mode  of  working  the  lever  in  connection  with  the 
lower  plate.  It  is  done  by  putting  the  lever  into  these  slots,  which  slots  are,  in 
the  Plaintiffs'  stopper,  turned  up  as  it  were  from  the  lower  plate.  They  are  slots 
20  connected  with  the  lower  plate — the  lever  works  in  them,  and  the  lever  being 
flat,  wi  rks  by  occasionally  leaving,  between  the  two,  the  broad  part  as  it  were, 
the  lengthy  part  of  this  crosspiece  of  the  lever,  and  at  other  times  the  narrow 
part  that  works  in  a  slot  which  is  in  this  piece  attached  to  the  lower  plate. 

The  Defendants'  way  of  doing  that  seems  to  me  identical.     There  is  a  slot  in 

25  something  attached  to  the  lower  plate.     It  is  true  that  it  is  not  one  simple  piece 

cut  out  and  turned  up  as  the  Plaintiffs'  is.     It  goes  all  round  ;   but  when  it  is 

cut  out  like  that  you  see  that  really  there  is  no  mechanical  effect  in  covering  it 

in   all  round.      If  the   Plaintiffs'   invention  depends,  as   I  thought    at  one 

time  it  might  have  done — I  mean  so  far  as  this  attachment  is  concerned — upon 

30  the  simple  plan  which  they  adopt  of  cutting  a  piece  out  of  the  lower  plate  and 

turning  it  up,  which  is  very  simple  and  in  its  way  ingenious — if  it  depended 

upon  that  the  Defendants  would  not  have  taken  it  because  they  do  not  make  theirs 

in  that  way.    They  put  a  covering  all  round  and  it  is  more  elaborate ;  but  if  the 

invention  depends  upon  the  mode  of  working  the  lever  in  these  slots  then  the 

35  process  is  identical.     So  that  if  that  part  is  a  good  and  patentable  thing  the 

Defendants  seem  to  me  to  have  infringed  it. 
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Then  there  comes  the  question  whether  the  Patent  is  good,  or  whether  it  has  been 
anticipated  by  what  I  may  call  the  alternative  scheme  of  Thompson's  Patent. 
Thompson's  was  the  original  Patent  for  stoppers  of  this  description,  and  he  puts 
in  his  principal  and  most  elaborate  drawings  a  hook  in  the  middle,  and  the 
Patent  was  worked  and  constructed  in  that  way  and  with  that  hook.  Bat  in  5 
addition  to  that,  in  his  Specification  he  put  some  figures  (19  to  22)  which 
describe  an  alternative  way  of  working  it,  and  particularly  he  described 
an  alternative  way  of  working  the  attachment — if  I  may  call  it  so — to  the 
lower  plate.  What  seems  to  me  a  matter  of  doubt  in  this  case  is  whether 
that  was  an  anticipation  of  the  essential  parts,  so  far  as  the  working  of  the  lever  10 
and  the  lower  plate  together  are  concerned,  in  the  Plaintiffs'  Patent.  In 
some  respects  no  doubt  it  is  similar.  The  drawings  are  not  certainly  quite 
correct.  Apparently  it  was  the  subordinate  part — it  was  not  the  thing  which 
Mr.  Thompson  was  going  to  work,  and  he  was  not  quite  so  careful  perhaps 
about  his  drawings  as  he  might  have  been  ;  it  is  clear  there  are  inaccuracies  in  15 
them.  One  of  the  gentlemen  who  was  called  here  has  succeeded  in  making  the 
thing  which  he  says  was  obviously  intended  by  that,  and  I  dare  say  he  may  be 
right.  I  do  not  think  myself  that  the  inaccuracy  of  the  drawings  is  a  matter  of 
much  importance,  but  as  regards  this  being  what  Mr.  Edmunds  calls  a  mere 
paper  anticipation,  I  doubt  whether  it  comes  within  the  principle  of  the  cases  £0 
which  he  tells  me  exist  about  the  Court  not  relying  much  upon-  mere  paper 
anticipations.  I  think  these  cases  perhaps  refer  to  instances  where  somebody  had 
lodged  a  Specification,  and  that  Specification  had  remained  in  the  Patent 
Office  and  never  had  been  used  or  noticed  by  anybody  at  all.  In  that  case  one 
can  quite  understand  the  Courts  not  desiring  to  pay  more  attention  to  it  25 
than  they  were  obliged ;  but  this  Patent  of  Thorn pso^i's  was  rot  one  of  that 
character  at  all.  The  Patent  itself  was  one  that  was  worked,  and  largely 
worked,  and  very  successfully  worked,  and  the  drawings  (19  to  22)  are  on 
the  same  sheet  as  the  drawings  that  were  worked  from,  and  therefore  I  have 
not  the  slightest  doubt  that  what  was  in  that  Specification  was  a  matter  30 
that  was  thoroughly  well  known  to  engineers  and  patentees,  and  I  do 
not  think,  therefore,  it  comes  within  the  principle,  if  there  is  such  a 
principle,  of  mere  paper  anticipation  that  you  are  to  neglect.  I  think  this  was 
a  thing  which  was  very  fairly  well  known,  though  the  part  of  it  which  was 
worked  was  the  other  part.  35 

The  real  question  is — is  it  really  an  anticipation  of  what  the  Plaintiffs  have  got  ? 
I  have  come  to  the  conclusion,  not  without  some  hesitation,  that  it  is  not.  The 
thing  there  worked  is  a  little  different.  It  is  worked  by  the  lever  pressing  upon 
the  flange  in  a  way  altogether  different  from  what  the  Plaintiffs'  lever  does 
and  what  the  Defendants'  does.  What  I  call  the  broad  and  the  thin  part  of  the  40 
lever — I  do  not  know  whether  I  make  myself  intelligible — ^work  in  the  slots 
which  come  out.  These  loops  are  not  in  their  operation  really  equivalent  to 
the  slots,  nor  does  the  lever  work  in  the  same  way  in  this  thing  when  one  comes 
to  look  at  it.  I  am  afraid  I  said  at  one  stage  of  the  case — I  hope  I  have  not 
misled  anybody  or  stopped  any  argument — that  the  mechanical  operation  was  45 
the  same.  So  it  is,  in  one  sense,  but  not  in  another.  The  mode  in  which  the 
stopper  is  worked  with  the  lever  and  the  lower  plate  together  seems  to  me  to  be 
different,  both  in  the  Plaintiffs'  and  Defendants',  which  are  identical,  from  this 
thing  which  is  said  to  be  constructed  according  to  Figs.  19  to  22  in  T?iom2JSOti'8 
Specification.  50 

On  the  whole  I  think  that  the  Plaintiffs'  must  be  considered  to  be  a  good 
Patent,  and  I  think  that  part  of  it  has  been  infringed  by  the  Defendants  and 
consequently  there  must  be  judgment  for  the  Plaintiffs. 

A  Certificate  that  the  validity  of  the  Patent  came  in  question  was  given.  55 

The  Defendants  appealed. 
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T.  Terrell,  Q.C.,  and  R,  A.  McCardie  (instructed  by  Goldberg,  Barrett  A  Co., 

agents  for  W,  F.  Jeffery,  Birmingham)  appeared  for  the  Appellants ;  Lewis 

Edmunds,  Q.C.,  H,  Stuhbins,  and  A.  J,  Walter  (instructed  by  Ward,  Bowie  & 

Co,,   agents  for  Lane,   Glutlerbuck  <k   Co,,   Birmingham)  appeared  for    the 

5  Respondents. 

Terrell,  Q.C,  for  the  Appellants, — It  was  held  below  that  the  Patent  was  not 
anticipated,  and  that  the  Defendants  had  infringed.  The  object  of  the  inven- 
tion was  to  bring  the  upper  and  lower  plates  of  the  stopper  together,  so  as  to 
compress  the  india-rubber  and  to  send  it  out  laterally.     [The  operation  and 

10  parts  were  described.]  The  Defendants  are  alleged  to  infringe  Claim  3.  It  is 
for  a  combination  which  does  nothing,  and  is  bad.  There  are  four  parts  in  the 
Plaintiffs'  stopper — the  bottom  plate,  the  pressure  plate,  the  lever,  and  the  top 
piece.  The  Defendants'  stopper  has  a  bottom  piece,  a  top  piece,  a  collar,  and  a 
cross-lever.    Theirs  does  not  operate  by  the  intervention  of  a  pressure  plate.     If 

15  the  Plaintiffs'  Patent  had  been  original  the  Defendants  would  have  been  out  of 
Court  on  infringement ;  but  the  Plaintiffs  are  in  the  dilemma  that,  if  their  Patent 
be  construed  to  cover  what  the  Defendants  do,  it  is  anticipated  by  TJwmpson's 
Patent  of  1865.  A  very  large  number  of  stoppers  have  been  made  and  sold 
under  that  Patent.    The  difference   between  Thomj)s07i's  invention  and  the 

20  Plaintiffs'  invention  is  that  Thompson  has  no  pressure  plate  ;  but  the  Defendants 

also  have  no  pressure  plate.     If  the  Plaintiffs  invented  anything,  the  invention 

was  the  introduction  of  that  plate.    In  Claim  3  the  top  plate  is  not  mentioned. 

[The  judgment  of  Channell,  J.,  was  then  read.] 

Edmujids,  Q.C,  and  Walter,  for  the  Respondents. — Thompson  in  1865  intro- 

25  duced  the  approximation  of  the  upper  and  lower  parts,  but  there  is  no  evidence 
that  anything  according  to  Figures  19  to  22  has  been  made.  It  is  a  paper  Patent 
as  to  these.  Moreover,  the  drawings  are  deficient.  They  do  not  shew  clearly 
what  it  was  that  was  intended,  and  there  is  evidence  that  they  are  unworkable 
as  shewn.    In  the  third  claim  of  the  Plaintiffs'  Specification  the  pressure  plate 

30  is  left  out,  but  the  cross-lever  and  the  double  lug  are  claimed  ;  these  are  important 
features,  and  the  arrangement  has  increased  strength.  The  disclaiming  clause 
is  drawn  so  as  to  differentiate  from  Thompson, 

Counsel  for  the  Appellants  were  not  called  on  to  reply. 

Smith,  LJ, — This  is  an  action  brought  by  Patentees  for  infringement  of  a 

35  Patent  of  1895  for  improvements  in  stoppers  for  jars  against  The  Birmingham 
Stopper  and  Cycle  Company.  The  case  was  tried  before  my  brother  Channell, 
who  gave  judgment  for  the  Plaintiffs.  He  held  that  the  Plaintiffs'  Patent  of 
1895  was  a  good  Patent ;  that  it  had  been  infringed  ;  and  had  not  been  antici- 
pated by  a  Patent  taken  out  for  stoppers  by  Tho}nx)Son  in  1865. 

40       We  have  to  consider  what  is  the  essential  feature  of  the  Plaintiffs'  Patent,  and 
.    when  I  come  to  that  1  turn  to  the  evidence  given  by  one  of  the  Plaintiffs  themselves 
and  see  what  he  says  is  the  essential  feature  and  the  feature  that  was  the  subject- 
matter  of  the  Patent.     This  is  what  he  says  : — "  I  prefer  " — this  is  the  Patentee 
himself — "to   introduce  a  pressure  plate — essential   part  of    my  invention." 

45  What  is  the  meaning  of  that  coming  from  the  Patentee  ?  It  is  that  the  essential 
part  of  his  invention  was  the  pressure  plate,  and  it  seems  to  me  he  is  quite 
right.  We  have  heard  it  argued  this  morning  that  the  real  feature,  if  anything, 
that  differentiates  the  Plaintiffs'  Patent  from  Thomjyson's  is  this  pressure  plate 
which  he  introduced,  and  which  he  himself  says  is  the  essential  feature  of  his 

50  invention.  What  happens  upon  that  ?  The  only  evidence  that  has  been  given 
coincides  with  my  view  of  the  facts  of  this  case.  I  do  not  pause  to  inquire  into 
little  matters  of  detail  or  variations,  which  are  really  not  essential  and  are  not 
subject-matter,  but  I  am  only  considering  whether  the  Patent  has  been  infringed 
or  not.   What  is  it  the  Plaintiff's  put  in  their  Patent  ?   They  have  a  lever ;  they  have 

55  ears  ;  they  have  a  pressure  plate ;  and  by  means  of  the  combination  of  these  three 
things  they  bring  about  a  result  which  is  that  an  india-rubber  rim  round  the  edge 
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of  the  stopper  is  pressed  out,  so  that  the  stopper  becomes  thereby  firmly  fixed 
in  the  neck  of  the  bottle.  What  do  the  Defendants  do  ?  The  Defendants,  it  is 
quite  true,  have  a  lever,  and  they  have  the  equivalent  of  the  ears,  and  they 
bring  about  the  same  result  as  the  Plaintiffs  do  by  their  Patent ;  but  the  essential 
feature— or  what  the  Plaintiffs  term  the  essential  feature  of  their  Patent — the  5 
Defendants  omit,  namely,  the  pressure  plate.  How  can  it  be  said,  therefore, 
when  the  essential  feature  is  omitted  by  the  Defendants,  that  what  they  are 
doing  is  an  infringement  of  the  Patent  as  the  Plaintiffs  allege  ?  It  seems  to 
me,  therefore,  on  the  question  of  infringement  the  Plaintiffs  have  not  succeeded ; 
they  have  failed  on  their  own  evidence,  and  upon  that  ground  judgment  ought  10 
to  be  for  the  Defendants. 

But  there  is  another  ground  that  is  taken,  and  that  is  if  you  take  it  the  other 
way — ^that  the  essential  feature  is  not  the  pressure  plate  —then  the  Patent  of 
Thomjison'sj  which  had  not  that  essential  feature,  anticipated  what  the  Plaintiffs 
had  patented  in  1895.  So  that,  whichever  way  you  take  it,  if  the  pressure  15 
plate  is  the  essential  feature  the  Defendants  have  not  infringed  ;  if  it  is  not  the 
essential  feature,  then  the  Patent  has  been  anticipated  by  Thompson, 

But  it  is  said,  "  Oh  !  it  is  quite  true  that  Thompson  took  out  a  Patent 
in  1865  for  these  stoppers,  and  attached  to  his  Specification  were  drawings. 
One  drawing,  to  bring  about  the  action  necessary  for  keeping  the  stopper  20 
tight  in  the  bottle,  was  by  means  of  what  he  calls  the  hook ;  but  he 
gave  an  alternative  method  in  drawings  19,  20,  31  and  23,  and  described  in 
the  letterpress  what  those  drawings  meant.  It  is  quite  true,  although  there 
have  been  hundreds  and  thousands  of  stoppers  made  with  the  hook,  there 
have  been  none  made  in  the  alternative  method  shewn  in  these  drawings,  I  do  25 
not  myself  consider — it  is  not  necessary  to  decide  it — ^that  that  makes  these 
drawings  mere  paper  anticipations.  But,  be  that  as  it  may,  it  is  said  these 
drawings  shew  nothing,  and  no  mechanic  could  ever  have  made  stoppers  from 
them.  The  Plaintiffs  called  an  expert  at  the  trial  to  say  that  the  drawings 
were  such  that  a  mechanic  could  not  make  a  stopper  from  them.  Bat  on  the  30 
other  side  they  called  much  more  important  evidence  as  it  seems  to  me — a 
man  who  said  "  not  only  you  can  make  stoppers  from  the  drawings,  but  here  is 
^'  a  stopper  I  have  made  from  the  drawings  themselves."  That  is  better  than  the 
evidence  of  a  man  who  says,  '^  I  could  not  make  it ;  '*  it  is  the  evidence  of  a 
man  who  says,  '^  I  can  make  it,  and  here  is  the  thing  I  have  made.'*  Putting  35 
the  matter  in  whatever  way  it  can  be  put,  I  cannot  agree  with  my  brother 
Ckannell  that  the  Plaintiffs  are  entitled  to  judgment  in  this  case.  In  my 
opinion  the  Defendants  are  entitled. 

Vaughan  Williams,  L.J.—1  agree. 

ROMBR,  L,J. — I  will  simply  add  this,  that,  speaking  for  myself,  I  see  no  40 
difficulty  in  the  way  of  any  ordinary  skilled  workman  carrying  out  Figs.  19 
to  32  inclusive  of  ThompsotVs  Specification,  and  making  a  workable  stopper 
as  indicated  by  that  Patentee.  It  follows  that  substantially  there  has  been  an 
anticipation  of  Griffiths''  Patent  if  the  pressure  plate  was  not  an  essential  part 
of  that  Patent.  But  I  think  the  pressure  plate  was  an  essential  part  of  that  45 
Patent.  I  should  further  add  that  if  OriffitliSy  by  their  Patent  in  Claim  3, 
did  really  intend  to  patent  what  they  thought  was  an  improvement  on  what 
had  been  indicated  by  Thompson  in  his  Specification  and  Figs.  19  to  32 
inclusive,  then  I  cannot  see  that  there  was  any  subject-matter  in  that  Patent. 

ROMBB,  LJ. — We  will  certify  for  the  anticipations  that  you  have  put  in  as  50 
Objections — so  far  as  you  have  put  them  in.    We  have  not  decided  that  the 
Patent  is  invalid. 

McCardie. — No,  my  Lord. 

RoMBR,  LJ, — But  we  give  you  the  Particulars  of  those  Objections  as  being 
reasonable.  55 
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In  the  High  Court  op  Justice.— Queen's  Bench  Division. 

Before  Mr.   Justice   Bruce. 
May  3rd  and  4th,  1899. 

The  Welsbach  Incandescent  Gas  Light  Company,  Ld.  v.  Dowle  and 
5  The  London  and  Suburban  Maintenance  Company. 

Patented  article  sold  under  limited  license. — Alleged  infringement  of  Patent 
by  Breach  of  License. — Action  dismissed. — Admissibility  of  evidence  of  acts 
subseqt^ent  to  date  of  writ. 

The  Plaintiffs  sold  mantles  of  their  manufacture  with  a  limited  license.    It 
10  was  alleged  that  the  Defendants  had  infringed  by  brecu^h  of  the  limited  license. 
Evidence  was  offered  of  acts  done  after  the  issue  of  the  writ  to  strengthen  and 
explain  the  evidence  prior  to  the  date  of  the  writ. 

Held^  that  the  evidence  of  acts  pinor  to  the  writ  was  not  sufficient  to  prove  the 
Plaintiffs'  case^  and  thaty  where  an  action  isfoi^  infringement  and  not  to  restrain 
15  threatened  infringement^  evidence  of  acts  subsequent  to  the  date  of  the  writ  is 
inadmissible. 
The  Shoe  Machinery  Company  v.  Cutlan  12  R.P.C.  ^^  followed. 

The  Plaintiffs  sold  to  the  Defendants  mantles  for  incandescent  lighting  made 
under  the  Plaintiffs*  Patent,  sabject  to  the  limited  license  set  out  in  the  Particulars 

20  of  Breaches  below.  The  Plaintiffs  alleged  that  the  Defendants  had  broken  the 
conditions  imposed  upon  them  under  the  limited  license  by  the  sale  of  mantles  of 
the  Plaintiffs'  manufacture  in  connection  with,  or  for  use  upon,  burners  not  of  the 
Plaintiffs*  manufacture.  The  Plaintiffs  issued  their  writ  on  the  12th  of  May  1889, 
and  delivered  their  Statement  of  Claim  on  the  3rd  of  August  1898,  by  which 

25  they  alleged  (1)  That  the  Plaintiff  Company  were  the  legal  registered  owners  of 
Letters  Patent  No.  15,286  of  1885,  granted  to  Carl  Auer  von  Welsbach  for  an 
invention  of  '^  The  manufacture  of  an  illuminant  appliance  for  gas  and  other 
*'  burners,*'  and  of  Letters  Patent  No.  3592  of  1886,  granted  to  Oliver  Imray  for 
an  invention  of  '*  Improvements  in  illuminating    appliances    for    burners." 

30  (2)  That  the  Defendants  had  infringed  the  said  Letters  Patent  in  the  manner 
by  the  Particulars  of  Breaches  appearing.  (3)  In  an  action  brought  by  the 
predecessors  in  title  of  the  Plaintiff  Company,  The  Incandescent  Oas  Light 
Company^  Ld.,  against  27ie  Deimel  Light  Company,  Ld.,  and  another,  a 
certificate  was  granted  by  the  Honourable  Mr,  Justice  Romer  that  the  validity 

35  of  both  the  said  Letters  Patent  had  come  in  question  therein.  The  Plaintiffs 
claimed  (1)  An  injunction  to  restrain  the  Defendants,  their  servants  and  agents, 
from  infringing  the  Plaintiff  Company's  said  Letters  Patent,  and  from  selling 
or  using  any  mantles  bought  from  the  Plaintiff  Company,  or  their  agents,  or  the 
predecessors  in  title  of  the  Plaintiff  Company,  upon  or  in  connection  with 

40  burners  not  of  the  Plaintiff  Company's  manufacture  or  sale.  (2)  An  inquiry  as 
to  damages.  (3)  Costs  as  between  solicitor  and  client.  (4)  Such  further  or 
other  relief  as  the  circumstances  of  the  case  might  require, 

2n 
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The  following  were  the  Particulars  of  Breaches  complained  of  : — (1)  Prior  to 
the  month  of  November  1897  the  Defendants  purchased  from  the  Plaintiff 
Company  or  their  predecessors  in  title,  The  hicandescent  Qas  Light  Company^ 
Ld.^  or  from  the  agents  of  one  or  other  of  them,  all  of  whom  were  referred  to  as 
"the  Plaintiffs,"  incandescent  mantles  constructed  in  accordance  with  the  5 
Plaintiff  Company's  Letters  Patent,  No.  15,286  of  1885  and  No.  3592  of  1886,  on 
the  following  express  terms  and  conditions,  that  is  to  say  : — 

"  TJie  Incandescent  Qas  Light  Company ^  Ld.^  in  supplying  the  mantle  contained 
"  in  this  box  grant  a  limited  license  to  the  purchaser  to  use  or  sell  the  same  on 
"  the  express  condition  that  neither  the  purchaser  nor  any  other  person  into  10 
^^  whose  hands  the  same  may  come  shall  use  or  sell  the  said  mantle  except  in 
"  connection  or  for  use  with  burners  sold  or  supplied  by  the  Company. 
"  Any  other  sale  or  use  will  amount  to  infringement  of  the  Company's  Patents. 
"  The  Company  supply  mantles  for  the  purpose  of  renewals  at  the  nominal 
"  price  of  Is,  3d.,  subject  to  the  conditions  and  limitations  above  set  forth."  15 

(2)  In  or  about  the  month  of  November  1897  the  Defendants,  at  their 
premises,  24,  Hatton  Garden,  sold  to  one  William  John  Moore,  of  14,  Palmer 
Street,  Westminster,  one  complete  burner  for  incandescent  gas  lighting,  con- 
sisting of  an  incandescent  mantle  of  the  Plaintiffs'  manufacture,  together  with 
a  burner  which  was  not  of  the  manufacture  or  merchandise  of  the  Plaintiffs,  in  20 
breach  of  the  terms  and  conditions  imposed  upon  purchasers  of  their  incan- 
descent mantles  by  the  Plaintiffs,  as  set  out  in  paragraph  1.  (3)  On  or 
about  the  13th  day  of  December  1897  the  Defendants,  at  their  premises,  24, 
Hatton  Garden,  aforesaid,  sold  to  one  Henry  Thomas  King,  of  14,  Palmer  Street, 
Westminster,  one  complete  burner  for  incandescent  gas  lighting,  of  which  the  25 
mantle  was,  but  the  burner  was  not,  of  the  manufacture  of  the  Plaintiffs,  in 
breach  of  the  terms  and  conditions  aforesaid.  (4)  On  or  about  the  5th  day  of 
April  1898  the  Defendants,  at  24,  Hatton  Garden,  aforesaid,  sold  to  one  Henry 
Lacey,  of  14,  Palmer  Street,  Westminster,  one  complete  incandescent  lamp, 
consisting  of  a  mantle,  burner,  and  chimney,  of  which  the  mantle  was,  but  the  30 
burner  was  not,  of  the  manufacture  of  the  Plaintiffs,  in  breach  of  the  terms  and 
conditions  aforesaid.  (5)  On  or  about  the  28th  day  of  May  1898  the  Defendants, 
at  their  stall  at  the  Alexandra  Palace,  sold  to  one  </.  H.  Williams,  of  14,  Palmer 
Street,  Westminster,  one  complete  incandescent  lamp,  consisting  of  a  mantle, 
burner,  and  chimney  of  which  the  mantle  was,  but  the  burner  was  not,  of  the  35 
manufacture  of  the  Plaintiffs,  in  breach  of  the  terms  and  conditions  aforesaid. 
(6)  The  Plaintiff  Company  was  unable,  until  it  obtained  discovery  from  the 
Defendants,  to  give  better  or  further  particulars,  but  the  Plaintiff  Company 
alleged  that  all  such  sales  by  the  Defendants  as  are  set  out  in  paragraphs  2,  3,  4, 
and  5  constituted  infringements  of  the  said  Letters  Patent  No.  15,286  of  40 
1885  and  No.  3592  of  1886,  and  claimed  to  recover  from  the  Defendants  full 
compensation  for  all  infringements  of  their  said  Letters  Patent  by  the 
Defendants. 

By  their  Defence,  delivered  the  14th  of  November  1898,  the  Defendants  (1) 
admitted  paragraphs  1  and  3  of  the  Statement  of  Claim.  (2)  Denied  that  they  45 
had  infringed  the  Letters  Patent  mentioned  in  paragraph  2  of  the  Statement  of 
Claim  as  alleged,  or  at  all.  (3)  Denied  all  and  every  of  the  allegations  of 
infringement,  or  of  improper  sales,  or  acts,  or  conduct  material  to  the  issues 
contained  in  the  particulars  delivered  with  the  Statement  of  Claim. 

The  action  was  tried  by  Mr.  Justice  BRUCE,  without  a  jury,  on  May  3rd  and  50 
4th,  1899. 

T,  Terrell,  Q.C.,  and  Walter  (instructed  by  Faithfull  &  Owen)  appeared  for 
the  Plaintiffs ;  Edmunds,  Q.C.,  and  Moyses  (instructed  by  Robert  Wells  Jk  Son) 
appeared  for  the  Defendants. 

Terrell,  Q.C.,  opened  the  Plaintiffs'  case. — There  is  here  no  question  as  to  55 
validity.    The  Plaintiffs  sold  mantles  to  the  Defendants  under  a  limited  license 
to  use  and  sell  them  only  in  connection  with,  or  for  use  upon,  burners  of  the 
Plaintiffs*  manufacture.    9uch  a  license  is  valid.    (The  Incandescent  Gas  Light 
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Company^  Ld,  v.  Gantello,  12  R.P.C.  262.)  The  Defendants  had  knowledge  of 
the  conditions  of  this  limited  license,  and  the  real  contest  here  is  whether  they 
sold  the  mantles  in  breach  of  those  conditions  or  not.  Some  of  the  breaches 
complained  of  are  after  the  date  of  the  writ,  but  when  applying  for  an  injunc- 
5  tion  I  am  entitled  to  bring  evidence  of  the  Defendants'  acts  up  to  the  date  of 
the  trial.  lEdmu7ids,  Q.C.,  for  Defendants,  objected  to  the  admissibility  of 
evidence  of  acts  subsequent  to  the  date  of  the  writ.  After  some  discussion, 
B^UCE,  J.y  decided  to  hear  the  evidence  and  decide  the  question  of  its  admissi- 
bility at  the  end  of  the  case.] 
10  Evidence  was  then  given  on  behalf  of  the  Plaintiffs  as  to  the  sales  specified 
in  the  Particulars  of  Breaches.  No  evidence  was  given  as  to  alleged  sale  on 
the  13th  of  December  1897. 

Edmunds,  Q.C. — The  evidence  of  Moore  as  to  the  alleged  sale  in  November  1897 

is  too  incomplete  to  be  met.    The  witness  does  not  remember  the  date,  nor  the 

15  price.     He  does  not  produce  the  articles  sold  nor  the  invoice ;   in  fact  he  does 

not  remember  whether  he  got  an  invoice  or  not.    The  sale  to  Lacey  on  the  5th 

of  April  1897  has  not  been  satisfactorily  proved. 

Evidence  was  then  given  for  the  Defendants,  including  that  of  Miss  O^Harey 
who  sold  the  burner  and  mantle  to  Lacey  on  the  5th  of  April. 
20  Edmundsy  Q.C,  summed  up  for  the  Defendants. — ^There  is  no  evidence  of 
any  breach  before  the  date  of  the  writ.  Such  evidence  as  has  been  given  is 
scanty  and  unreliable,  and  is  contradicted  by  Miss  O^Hare.  This  being  so  the 
evidence  of  acts  committed  after  the  issue  of  the  writ  is  inadmissible  ;  T?ie  Shoe 
Mdchinrry  Company  v.  Oiitlan,  12  R.P.C.  342.  Such  evidence  is  only 
25  admissible  where  the  action  is  for  an  injunction,  and  is  based  on  a  threat  to 
infringe, 

Terrell,  Q.C. — I  submit  that  the  evidence  of  the  sale  on  the  5th  of  April  is  quite 
sufficient.  If  this  is  so  then  evidence  subsequent  to  the  writ  is  admissible  to 
shew  a  consistent  course  of  infringement.  Even  if  the  evidence  is  not  quite 
30  conclusive  then  subsequent  evidence  is  admissible  to  explain  the  acts  before  the 
writ.  In  the  case  cited,  Tlie  Shoe  Machinej^y  Company  v.  Cutlan,  there  was  no 
evidence  of  any  infringement  before  the  writ,  and  therefore  there  was  nothing 
to  which  to  attach  the  subsequent  evidence.  I  rely  on  DowUng  v.  Billington, 
7  R.P.C.  191.  I  submit  that  there  is  in  this  case  sufficient  evidence  before  the 
35  writ  to  allow  of  the  admission  of  the  evidence  subsequent  to  the  date  of  the 
writ. 

Bruob,  J. — In  this  case  I  think  the  action  fails.    It  is  an  action  for  an  alleged 

infringement  of  the  Plaintiffs'  patent  rights.    The  Statement  of  Claim  alleges 

that  the   Defendants  have  infringed   the  Plaintiffs'  Patent    in    manner    by 

40  the  Particulars  of  Breaches  appearing.    In  the  Particulars  it  is  alleged  that  the 

Defendants  purchased  incandescent  mantles  constructed  in  accordance  with  the 

Plaintiffs'  Letters  Patent  on  the  following  terms  and  conditions  : — "  Incandescent 

"  Oas  Light  Gompany,  Ld,,  in  supplying  the  mantle  contained  in  this  box, 

^^  grant  a  limited  license  to  the  purchaser  to  use  or  sell  the  same  on  the  express 

45  "  condition  that  neither  the  purchaser  nor  any  other  person  into  whose  lumds 

'^  the  same  may  come  shall  use  or  sell  the  said  mantle  except  in  connection  or 

'*  for  use  with  burners  sold  or  supplied  by  the  Company.     Any  other  sale 

"  or  use  will  amount  to  infringement  of  the  Company's  Patents." 

The  substance  of  the  complaint  is  that  the  Defendants  sold  the  Plaintiffs' 

50  mantles  in  breach  of  the  terms  and  conditions  imposed.    In  support  of  the  case 

of  the  Plaintiff  Company  Mr.  Moore,  who  is  employed  by  the  Plaintiff  Company, 

said  that  he  went  in  November,  1897,  to  the  Defendants'  place  of  business, 

24,  Hatton  Garden,  and  asked  for  a  complete  incandescent  burner.    The  burner 

supplied  was  not  a  burner  of  the  Plaintiffs'  manufacture,  and  the  mantle  was, 

55  the  witness  said,  a  mantle  of  the  Plaintiffs'  manufacture.    The  witness  said  he 

handed  the  burner  and  mantle  to  the  Plaintiff  Company,  but  they  seem  to  have 

been  lost  or  mislaid,  and  neither  the  mantle  nor  the  burner  was  produced.   The 

witness  was  unable  to  specify  the  day  on  which  the  transaction  occurred  ;  he 

2  N  3 
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could  not  remember  whether  he  received  an  invoice  or  not ;  and  he  did  not 
remember  the  price  he  paid  for  the  articles  he  received.  He  could  give  no 
description  of  the  person  from  whom  he  purchased  the  articles  beyond  that  she 
was  an  elderly  female.  He  said  she  was  not  Miss  G*Hare^  a  witness  who  was 
engaged  in  November,  1897,  as  a  saleswoman  in  the  Defendants'  shop.  He  did  5 
not  remember  whether  he  asked  for  a  white  mantle  or  not.  I  cannot  regard 
this  as  satisfactory  evidence  to  establish  a  sale  in  breach  of  the  condition. 
The  best  evidence  of  the  character  of  the  articles  sold  would  be  the  articles 
themselves,  and  the  non-production  of  the  articles,  without  any  explanation  or 
excuse,  constitutes  a  serious  defect  in  the  Plaintiffs'  proof.  10 

Moreover,  assuming  that  the  burner  sold  by  the  Defendants  was  not  a  burner 
sold  or  supplied  by  the  Plaintiff  Company,  and  that  the  mantle  sold  was  one  of 
the  patented  mantles  supplied  by  the  Plaintiff  Company,  still  the  mantle  may 
have  been  supplied  to  be  used  with  a  burner  supplied  by  the  Company,  and  so 
there  would  have  been  no  breach  of  the  condition.     It  is  consistent  with  the  15 
terms  of  the  condition  that  mantles  may  be  supplied  not  in  connection  with 
burners  supplied  by  the  Plaintiff  Company  if  they  are  supplied  for  use  with 
burners  supplied  by  the  Plaintiff  Company.     The  last  clause  of  the  notice  is 
clear  : — "  The   Company  supply  mantles  for  the   purpose  of  renewals  at  the 
"  nominal  price  of  Is.  3d.,"  so  that  it  is  quite  in  accordance  with  the  conditions  20 
imposed  by  the  Company  that  mantles  may  be  sold,  not  in  connection  with  the 
burners  of  the  Company,  but  may  be  sold  for  the  purpose  of  renewals.       Again 
whether  a  mantle  is  or  is  not  supplied  for  use  with  a  burner  supplied  by 
the  Plaintiff  Company  may  depend — and  in  many  cases  must  depend — upon 
the  conversation  which  takes  place  at  the  time  of  sale.    When   the  witness  25 
who  deposes  to  the  circumstances  is  unable  to  recollect  whether  he  asked  for  a 
white  mantle  (which  would  mean  a  mantle  of  the  Plaintiffs'  manufacture)  and 
cannot  recollect  the  price  he  paid  for  the  articles  he  purchased  (the  price  would 
afford  some  indication  of  the  character  of  the  articles  purchased),  I  do  not 
think   I  can  regard  his   memory   as    sufficiently  accurate  to   justify   me  in  30 
treating  his  evidence  as  establishing  that  the  circumstances  attending  the  sale 
were  such  as  to  constitute  a  breach  of  the  condition.    This,  I  think,  applies 
with  additional  force  when  the  witness  is  unable  to    specify   the  day  on 
which  or  to  identify  the    person  with   whom    the    transaction   took   place, 
because  the  absence   of    these    particulars,  if    it   does  not  prevent,  at  least  35 
renders  it  exceedingly  difficult  for  the  Defendants  to  produce  any  evidence 
to  explain  the  transaction. 

The  next  case — and  the  only  other  case  of  alleged  infringement  prior  to  the 
writ— relates  to  the  transaction  which  took  place  on  the  5th  of  April  1898. 
With  reference  to  that  matter  there  is  a  conflict  of  evidence.  Mr.  Lacey^  who  40 
was  called  on  behalf  of  the  Plaintiff  Company,  stated  that  he  went  to  the  shop  in 
Hatton  Garden  and  asked  for  a  complete  burner,  and  he  says  that  the  burner  was 
packed  up  by  Miss  O'Hare  without  a  mantle,  and,  according  to  his  statement, 
when  it  was  packed  up  he  paid  for  it,  although  no  mantle  was  packed  up  with 
it ;  and  a  receipt  or  a  document  was  made  out  for  him,  charging  him  for  the  45 
mantle  and  the  burner,  although  no  mantle  was  put  in  the  packet.  I 
gather  from  his  evidence  that  the  Sunlight  mantles  were  not  in  the  shop,  and 
he  says  that  Miss  O'Eare  sent  a  boy  to  get  a  Sunlight  mantle,  and  he  waited  for 
some  time  and  the  boy  did  not  come  back.  He  looked  round  the  shop  and  he 
saw  some  of  the  WeUbach  mantles,  and  he  asked  her  whether  those  boxes  50 
contained  mantles.  Miss  G'Hare  said.  "  Yes  ;  but  if  you  have  one  of  those  you 
"  will  have  to  pay  &d,  extra."  He  said  no  conversation  took  place  about  the 
conditions  on  which  the  mantle  could  be  used,  and  thereupon  the  Welsbach 
mantle  was  put  into  the  parcel.  The  bill  was  altered  by  striking  out  the  3s., 
substituting  for  it  28.  M,  and  adding  the  price  of  the  mantle.  Is  3d.  55 
Miss  O^Hare  was  called,  and  she  contradicted  in  substance  that  statement. 
She  says  that  she  supplied  one  Sunlight  mantle.  She  says  it  is  not  true 
that  she  packed  up  the  burner  without  the  mantle,  but  that  ehe  supplied 
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the  burner  complete — ^the  Sunlight  burner  and  the  Sunlight  mantle — and 
wrapped  them  up,  and  was  paid  the  3.9.,  and  that  she  made  out  the  invoice 
for  3s.  She  denies  that  Mr.  Lax^ey  waited  in  the  shop.  She  says  that  when  she 
had  packed  it  up  he  asked  her  what  mantle  was  supplied  with  the  burner,  and 
5  that  she  said  it  was  a  Sunlight  mantle,  and  that  he  said,  ''  Oh,  that  is  red  ;  I 
"  want  a  white  one."  *'  I  told  him  if  he  had  a  Welsbach  mantle  it  was  not  to 
"  be  used  with  the  burner  I  had  supplied.  He  said,  '  I  want  a  Welsbach 
"  *  mantle ;  the  Welsbach  mantle  is  for  another  burner.'  Then  I  altered  the 
"  bill  to  2s.  M ,  to  allow  for  the  Sunlight  mantle,  and  then  supplied  him  with 

10  "  the  Welsbach  mantle,  making  the  bill  3s.  6c?."  If  her  evidence  is  correct  it  is 
clear  there  was  no  breach  of  the  condition,  because  she  distinctly  informed  him 
that  the  Welsbach  mantle  was  not  to  be  used  except  with  a  Welsbach  burner. 
He  said  he  had  a  Welsbach  burner  already,  and  wanted  to  use  the  Welsbach 
mantle  with  that  Welsbccch  burner.    Therefore,  if  her  statement  be  true,  there 

15  was  no  breach  of  the  condition.  Of  course,  in  this  conflict  of  evidence  it  is 
somewhat  difficult  to  decide  where  the  true  facts  lie.  On  the  one  hand,  it 
may  be  said  Lacey  was  an  inquiry  agent,  inclined  from  the  very  circum- 
stances of  his  employment — no  doubt  unconsciously — to  put  upon  facts  a 
complexion  that  will  best  suit  the  interests  of  his  employers.    On  the  other 

20  hand,  Miss  O'Harc,  again — unconsciously  no  doubt — perhaps  inclined  to  over- 
look any  irregularity  of  conduct  on  her  part  that  might  get  her  employers  into 
difficulty. 

It  seems  to  me  that  I  must  be  guided  by  the  probabilities  of  the  case,  and  I 
am  guided  very  much  by  the  invoice  or  receipt.     It  seems  to  me  it  is  improbable 

25  that  Miss  CHare  could  have  packed  up  the  parcel  without  putting  in  a 
mantle,  and  that  it  is  improbable  that  she  should  have  made  out  the  bill, 
and  been  paid  for  it,  if  the  mantle  was  not  put  in  the  parcel.  It  seems  to  me  more 
probable  that  her  story  is  the  correct  one — ^that  in  the  first  instance  she  made  up 
the  parcel  with  the  Sunlight  burner  and  the  Sunlight  mantle,  but  that  then  she 

30  was  asked  for  a  white  mantle,  and  she  substituted  a  white  mantle,  and  altered 
the  bill  for  the  substituted  white  mantle.  And  if  that  story  is  true  it  lends 
probability  to  her  statement  that,  when  she  substituted  a  white  for  a  Sunlight 
mantle,  she  made  the  statement  that  it  could' not  be  used  except  with  a  Welsbach 
burner. 

35  Therefore  I  do  not  think,  having  regard  to  the  evidence  given,  there  is 
sufficient  evidence  to  justify  me  in  coming  to  the  conclusion  that  there  was  an 
infringement.  The  evidence  I  have  referred  to  is  the  only  evidence  of  acts  of 
infringement  prior  to  the  issue  of  the  writ,  and  I  say  it  is  not,  in  my  opinion, 
sufficient  to  justify  me  in  coming  to  the  conclusion  that  the  Plaintiffs'  mantles 

40  were  sold  by  the  Defendants  or  their  servants  in  breach  of  the  condition. 

It  is  contended  that  I  should  attach  weight  to  evidence  offered,  and  to  which 
I  have  referred,  of  acts  done  after  the  issue  of  the  writ.  I  was  trying  the  case 
without  a  jury,  and  I  thought  it  better  to  receive  the  evidence  ;  but  I  am  of 
opinion  that  evidence  of  acts  done  after  the  issue  of  the  writ  is  not  admissible, 

45  and  that  I  ought  not  to  regard  the  evidence.  I  am  guided  in  that  opinion  by  a 
decision  of  Lord  Justice  Romer  in  the  case  of  The  Shoe  Machinery  Company^ 
Ld.  V.  Cutlan,  reported  in  Vol.  XII.  of  the  Patent  Office  Reports.  The 
passage  bearing  on  this  point  begins  at  page  357.  It  is  not  necessary  for  me  to 
read  the  whole  of  the  passage  in  Lord  Justice  Rome7'^s  judgment  that  bears  on 

50  this  point ;  it  is  enough  for  me  to  say  that  he  considers  the  matter  with  great 
care,  and  reviews  the  cases  that  bear  on  the  matter  prior  to  that  time, 
particularly  the  case  of  Doivling  v.  Billington,  which  was  a  case  relied  on  by 
the  Plaintiffs,  and  he  came  to  the  conclusion  that,  where  the  action  was  for 
infringement,  evidence  ought  not  to  be  admitted  to  prove  acts  done  after  the 

55  issue  of  the  writ.  •  There  are  two  classes  of  cases  he  draws  a  distinction  between. 
There  are  cases  where  the  action  is  based  on  the  fact,  not  that  the  Defendant 
has  infringed,  but  that  he  threatens  or  intends  to  infringe  ;  in  those  cases  the 
Plaintiff  may  claim   an  injunction  to  prevent  the  threatened  infringement, 
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and  in  such  cases,  in  order  to  prove  that  the  Defendant  has  an  intention 
of  infringing,  you  may  give  evidence  of  acts  done  after  the  issue  of  the  writ 
to  shew  that  he  has  carried  out  his  intention,  or  is  about  to  carry  out  the 
intention  that  existed  prior  to  the  writ.  But  Lord  Justice  Romer  came  to 
the  conclusion  that,  where  an  action  is,  as  this  is,  for  infringement,  evidence  5 
cannot  be  given  of  acts  done  after  the  writ  was  issued. 

I  think  that  I  am  bound  by  that  decision,  whether  I  agree  with  it  or  not,  and  that 
it  is  an  authority  I  cannot  disregard.  I  was  inclined  to  think  at  the  time  I 
admitted  the  evidence  that,  if  acts  of  infringement  of  the  condition  were  proved 
before  action,  then  in  order  to  shew  a  course  of  continual  unlawful  dealing  10 
evidence  might  be  given  of  acts  done  after  action,  in  order  to  negative  •  any 
presumption  that  might  otherwise  arise  that  the  acts  before  action  were 
unintentional  or  accidental  infringement.  I  think  Lord  Justice  Romer's 
decision  prevents  my  adopting  that  view. 

But  if  the  evidence  was  to  be  considered  as  admissible,  I  do  not  think  I  could  15 
give  much  weight  to  it.    There  is  the  evidence  of  Mr.  Williams.    He  is  an 
accountant  in  the  Plaintiff  Company's  service,  and  he  states  that  on  the  28th  of 
May  1898,  after  the  issue  of  the  writ,  he  went  to  the  Alexandra  Palace,  and  the 
Defendants  had  a  stall  there.     "  I  saw  two  kinds  of  incandescent  burners  burn- 
"  ing.     I  asked  the  price.    There  was  a  difference  in  the  price.     I  asked  the  20 
"  reason,  and  I  was  told  it  was  owing  to  the  mantle  ;  that  the  white  one  would 
"  be  more  expensive.    I  asked  if  I  could  have  a  white  mantle  with  a  cheaper 
"  burner.      The  man  who  served  me  " — it  was  in  evidence  that  the  person 
who  served  him  was    the  Defendant  Dowle — "said  he  was  not  supposed  to 
"  sell  the  cheaper  burner  with  the  white  mantle.     I  asked  the  reason.     He  25 
"  said  it  was  an  infringement  of  the  Patent ;  but  he  did  not  suppose  the  Com- 
"  pany  troubled  themselves  about  these  things  in  private  houses."    Even  if  that 
stood  alone  it  would  be  very  difficult  to  say  that  at  the  time  the  mantle  was 
sold  he  did  not  inform  the  purchaser  that  he  could  not  supply  the  Plaintiff 
Company's  mantle  unless  it  was  to  be  used  with  the  Plaintiff  Company's  30 
burner;   to  do   so   would  be  an   infringement.     But  when  Mr.  Dowle  was 
called  he  said  distinctly,  "  I  have  always  given  express  instructions  that  no 
**  sale  shall  be  made  contrary  to  the  conditions,"  and  he  denies  that  at  any 
time  he  was  a  party  to  any  sale  contrary  to  the  conditions.    I  do  not  think  it 
would  be  satisfactory  to  act  on  such  evidence,  even  if  that  evidence  were  to  35 
be  received.    It  depends  entirely  upon  the  conversation,  and  the  exact  words 
that  were  used.     It  is  difficult  to  say,  it  seems  to  me,  even  on  Mr.  Williams^ 
account,  that  the  articles  were  sold  without  notice  that  it  was  an  infringement 
of  the  Patent  to  use  the  Plaintiff  Company's  mantle  otherwise  than  in  con- 
nection with  the  Plaintiff  Company's  burner.     But  it  would  be  impossible  40 
and  unsafe  to  attach  so  much  importance  to  snch  evidence  of  mere  conversations 
as  to  treat  that  as  affording  evidence  of  the  infringement  of  the  condition. 

The  only  other  matter  I  need  consider  is  the  matter  mentioned  this  morning 
with  reference  to  the  evidence  of  Mr.  BarnetL  I  cannot  attach  importance  to 
that  for  the  reason  that  no  notice  whatever  was  given  of  that  matter.  The  45 
Defendants  had  no  opportunity  of  giving  any  explanation  ;  and  I  do  not  think 
I  should  attach  importance  to  evidence  of  that  character,  after  the  issue  of  the 
writ,  where  no  notice  has  been  given  to  enable  the  Defendants  to  meet  the  case, 
and  give  such  explanation  as  might  possibly  be  given  if  they  had  notice  of  the 
charge  that  would  be  made  against  them.  50 

There  is  one  matter  I  should  mention  to  which  some  importance  was  attached 
by  Mr.  Terrell  yesterday.  One  of  the  invoices  produced  seems  to  have  been 
issued  by  the  Defendants,  and  contains  these  items  : — "  2  dozen  mantles,  5^. ; 
"  1  dozen  common  burners,  55.  6d, ;  1  dozen  WelslKich  mantles,  10«."  It  was 
said  that  in  the  same  invoice  were  the  mantles  that,  were  said  to  be  55 
Sunlight  mantles,  there  were  common  burners,  and  there  were  Welshach 
mantles  sold  without  a  Welshach  burner.  No  evidence  has  been  given  with 
reference  to  the  circumstances  under  which  thoge  goods  were  sold ;  but,  as  I 
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have  said,  it  is  no  breach  of  the  condition  to  sell  mantles  for  the  purposes  of 
renewals,  or  for  the  purpose  of  their  being  used  with  Welsbach  burners.  It  is 
quite  possible  that  common  burners  and  Welsbach  mantles  may  be  sold  at  the 
same  time,  and  yet  that  Sunlight  mantles  may  be  sold  and  used  for  Sunlight 
5  burners,  and  that  Welsbach  mantles  may  be  sold  and  used  for  Welsbach  burners. 
The  mere  production  of  a  document  of  this  kind  does  not,  to  my  mind,  establish 
that  there  has  been  an  infringement  of  the  condition. 

Coming  to  a  conclusion  as  best  I  can  upon  somewhat  conflicting  testi- 
mony, I  must  dismiss  the  action.  The  Plaintiff  Company  have  not  made 
10  out  their  case.  If  I  regard  the  evidence  before  the  issue  of  the  writ  it  is  clearly 
insufficient,  and  if  I  supplement  that  by  the  evidence  after  the  issue  of  the 
writ  I  do  not  think  it  is  sufficient  to  establish  the  case.  Therefore  I  dismiss  the 
action,  and — I  do  not  know  why  the  ordinary  course  should  not  be  followed — I 
shall  dismiss  it  with  costs. 


15  In  the  House  of  Lords. 

Be/ore  The  Lord  Chancellor,  and  Lords  Watson,  Shand,  and  Davby. 

March  2nd  and  3rd,  and  April  25th  and  27th,  1899. 

The  Cellular  Clothing  Company  v.  Maxton  and  Murray. 

Trade  name. — Action  to  restrain  the  use  of  trade  name. — Action  to  restrain 

20  ^^  passing  off  and  use  of  "  Cellular  "  as  ajyplied  to  cloth  or  clothing. — Descriptive 

7iame. — Contemporary  subsistence  of  ^;r//na7'y   and  secondary    ^neaning    in 

diffei^eftit  parts  of  United  Kingdom. — Probability   of  deception. — Absence  of 

deceit  or  fraud. — Interdict  refused. — Appeals  dismissed. 

A  trader  in  1886  made  a  new  weave  of  fabric  generically  known  under  the 

25  name ''^  Gauze^^^  and  selected  for  this  weave  tlie  name  ^^  Cellular^'^  and  in  1888 

assigned  whatever  rigJits  he  had  in  tJie  fabric  and  name  to  tJie  Pursuers* 

Company^  which  was  formed  for  the  purpose  of  selling  it  and  goods  made  from 

it,  and  incorporated    under  the  name  "The  Cellular  Clothing    Company." 

TTiey  advertised  extensively  all  over  the  world,  and  in  titeir  advertisements 

30  P't'omifience   tvas  given    to  tJie    word  "  CellularJ*^      Various     rival    traders, 

after  using  tlie  name  "  Cellular, ^^  gave  U7idertaJcings  or  submitted  to  injunctions 

restrainhig  them  from  continuing  to  use  it,  or  selected  other  names  to  describe 

similar  textile  fabrics  made  or  sold  by  them.    The  bulk  of  the  trade  in  the 

particular  fabric  was  in  England  and  the  Colonies,  the  Scotch  trade  being  very 

35  small.    In  the  beginning  of  1897,  M.  A  M,,  a  firm  of  Scotch  wareliovsemen,  who 
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did  not  manufacture^  issued  in  a  booky  the  leaves  of  which  folded  upj  ranges  of 
goods  supplied  to  tliem  by  varitms  makers^  and  upon  one  series  of  patterns  they 
stamped  the  word  "  Cellular  "  in  block  letters^  the  only  sign  of  the  goods  being 
tJieir^s  or  supplied  by  them  ajipearing  in  the  initials  "  M.  A  if."  stamped  on  the 
outside  of  tfie  book.  Certain  persons  to  whom  the  book  was  supjylied  ordered  5 
"  Cellular "  goods  but  tJiey  did  not  expect  to  get  the  goods  of  any  particular 
maker. 

The  Pursu^j's^  the  C.C.C.^  brought  action  to  interdict  the  Defenders  M.  A  M. 
from  using  the  word  "  Cellular "  so  as  to  denote  cloth  or  clothing  other  tlvan 
the  cloth  or  clothing  of  the  Pursuers^  and  from  selling  cloth  or  clothing  as  10 
"  Cellular "  cloth  or  clothing  so  as   to   lead  purchasers   to  believe   that  the 
cloth  or  clothing  was  of  tJie  Pursuers'"  manufacture.    Pursuers  averred  tfuU 
"  Cellular "    in  the  market    meant  exclusively  tlieir  goods.     The   Defetidei^s 
averred  that  tlie  goods  described  by  tliem  as  "  Cellular  "  were  in  2>oint  of  fact 
"  Cellular^^  and  that  as  it  tvas  an  apjtropriate  descriptive^  it  had  not  been  15 
and  could  not  be  mofiopolized  by  any  trader.    A  large  body  of  testimony  was 
adduced.    Tlie  English  traders  examined  were  unanimous  tJiat  ^  Cellular  ^^ 
meant  the  Pursuers ;  hut  the  opinion  of  the  Scotch  traders  ivas  divided.     There 
was  no  evidence  from  the  jnMic  as  apart  from  tJie  trade.     The  evidence  as  to  tlie 
exactness  of  tlie  term  as  a  description  of  the  cloth  tvas  conflict ing^  but  all  tlie  20 
witnesses  agreed  tliat  ivhile  the  term  liad  not  been  used  in  connection  tvith  cloth 
before  the  Pursuers  had  applied  it  as  a  name  to  tlieir  cloth,  and  before  then  it 
would  not  have  presented  any  2n'cture  to  tJie  mind,  yet  tvhcn  the  name  and  the 
cloth  were  seen  together,  tJie  name  tvas  recognised  as  appropriate  and  suggestive, 
if  not  an  exact  description  of  the  fabric.    Interdict  was  refused  by  the  Lord  25 
Ordinary  and  by  t?ie  Inner  House. 

TJie  Pursue?'s  a2rpealed  to  the  House  of  Lords. 

Held,  that  tJie  appeal  failed,  and  it  tvas  dismissed  tvith  costs. 

Per  the  LORD  Chancbllor. — It  tvas  for  the  Ajypellants  to  establish,  if  they 
could,  tJiat  an  ordinary  word  in  the  English  laiigtiage  properly  ajyplicable  to  30 
the  subject  matter  of  tlie  sale  tuns  one  tvhich  liad  so  acquired  a  technical  and 
secondary  meaning  that  it  could  be  excluded  from  the  use  of  everybody  else  .... 
the  Pursuers  have  failed  in  establishing  this  initial  fact. 

Reddaway  v.  Banham,  13  R.P.C.  218  considered. 

In  November  1886,  Lewis  Haslam,  then  and  now  a  partner  of  John  Haslam  A  35 
Co.,  Ld.,  Bolton  and  Manchester,  and  since  ita  incorporation  managing  director 
of  the  Pursuers'  Company,  designed  a  fabric  so  woven  as  to  permit,  while 
retaining  its  warmth,  free  expiration  of  the  skin.     Such  fabric  is  crossed  by 
a  fine  fluff    which  holds  the  air  in  its  meshes,  allowing  the  air  passing  off 
from  the  body  at  the  natural  heat  of  the  body  to  be  temporarily  held  as  in  the  40 
fur  of  quadrupeds.    He  selected  for  the  fabric  the  name  "  Cellular,"  which  had 
never  theretofore  been  applied  to  clothing  or  any  textile  fabric.    On  the  3rd  of 
December  1886,  there  were  registered  under  the  Designs  Acts,  in  the  name  of 
John  Haslam  d:  Co.,  Ld.,  three  designs— No.  62,742,  62,743,  62,744,  in  Class  13, 
the  statement  of  the  nature  of  the  designs  being  "  Fancy  Woven  Net,"  which  45 
shows  a  fabric  all  woven  as  in  said  "  Cellular  '*  cloth.    In  the  present  case  no 
question  arose  as  to  infringement  of  any  patent  right  or  of  any  of  those  designs. 

The  said  John  Haslam  A  Co.  shortly  after  such  registration  manufactured 
and  sold  cloth  so  woven,  the  first  of  such  sales  having  been  made  on  the  27th  of 
January  1887.    It  was  first  sold  as  "  Kersluitv's  Cellular  Cloth,"  the  cloth  at  50 
that  time  being  manufactured  at  John  Kershaw  &  Co.^s  mills,  Bolton,  which 
was  one  of  the  places  of  business  of  the  said  John  Haslam  A  Co.^  Ld.    The 
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said  fabric  was  exhibited  at  the  Manchester  Exhibition  in  May  1887,  and  at  the 
Bolton  Exhibition  in  the  aatumn  of  1887,  and  at  other  exhibitions.  On  the 
25th  of  July  1888,  Haslum  assigned  to  the  Pursuers  {inter  alia)  the  said  three 
designs  above  referred  to  which  had  previously  been  assigned  to  him  by  the 
5  said  John  Haslam  &  Go.,  Ld. 

The  Pursuers'  Company  was  incorporated  under  the  Companies  Acts  on  the 
23rd  of  March  1888.  The  objects  for  which  the  Company  was  established,  as 
set  forth  in  the  Memorandum  and  Articles  of  Association  {inter  alia),  were  to 
manufacture,  buy,  sell,  and  deal  in  Kershaw^s  "Cellular"  cloth,  or  any  other 

10  woven  or  other  cloth,  or  any  textile  fabric  whatsoever  of  any  material,  and  to 
manufacture,  buy,  sell,  and  deal  in  any  garments  or  other  articles  made  of  any 
such  cloth  or  fabric. 

Prior  to  1896  the  Pursuers  discovered  several  instances  of  other  traders 
selling  cloth  or  clothing  under  the  name  or  description  **  Cellular,"  but  in  all 

15  cases  such  traders,  on  being  remonstrated  with,  undertook  to  desist  from,  or 

consented  to  an  injunction  restraining  them  from,  selling  goods  as  or  under  the 

name  "  Cellular,"  or  from  selling  goods  as  "  Cellular  "  except  those  manufactured 

by  the  Pursuers. 

In  or  about  February  or  March  1897  Ma,rt4)n  and  Murray ,  a  wholesale  firm 

20  of  shirt  makers  carrying  on  business  in  Edinburgh,  issued  pattern  books  to 
certain  traders  who  were  in  the  habit  of  dealing  with  them,  with  a  range  of 
underwear  upon  which  the  word  "  Cellular  "  was  placed  in  the  manner  stated 
in  the  Head  Note  hereto  {supra  page  582).  On  this  coming  to  the  knowledge 
of  the  Pursuers  they  at  once  challenged  the  right  of  Maxton  and  Murray  to  do 

25  so,  and  Morton  and  Murray  at  first  agreed  to  abandon  the  use  of  the  word 

"  Cellular  "  on  or  in  connection  with  any  shirts  or  cloth  or  clothing  not  of  the 

manu&cture  of  the  Pursuers'  Company,  but  after  consulting  their  solicitors 

withdrew  from  that  position  and  declined  to  accede  to  the  Pursuers'  demand. 

The  Pursuers  then  raised  an  action  in  the  Court  of  Session,  in  which  the 

30  Court  was  asked  to  interdict,  prohibit,  and  discharge  the  Defenders  "from 
"  using  the  name,  term,  or  word  *  Cellular '  by  itself  or  in  combination  or  in 
"  conjunction  with  any  word  or  words  describing  or  distinguishing,  or  in 
"  connection  with  cloth  or  clothing  so  as  to  denote  or  indicate  cloth  or  clothing 
"  not  being  cloth  or  clothing  made  or  supplied  by  the  Complainers,  and  from 

35  "  selling  or  offering  for  sale,  or  causing  to  be  sold  or  offered  for  sale,  cloth  or 
"  clothing  not  of  the  Pursuers'  manufacture,  made  or  supplied  by  the  Pursuers, 
"  under  the  name,  word,  or  term  '  Cellular,'  and  from  using  trade  labels, 
"  window  tickets,  wrappers,  invoices,  circulars,  notices,  or  advertisements  of 
"  any  kind  with  the  said  name,  word,  or  term  '  Cellular '  by  itself  or  in 

40  "  conjunction  with  any  other  word  or  words  thereon  in  connection  with  the 
"  manufacture  or  sale  of  cloth  or  clothing,  bandages,  sheets,  curtains,  shirts, 
"  or  underwear  not  made  or  supplied  by  the  Pursuers,  or  upon  or  attached 
"  to  any  such  goods  or  class  of  goods  not  made  or  supplied  by  the  Pursuers, 
"  and  from  publishing  or  issuing,  or  causing  to  be  published  or  issued,  circulars, 

45  "  notices,  or  advertisements  of  any  kind  containing  or  using  the  word  '  Cellular ' 
"  in  such  way  as  to  denote  goods  not  of  the  Pursuers'  manufacture,  and  from 
"  using  said  word  in  any  way  calculated  to  lead  the  public  to  infer  or  believe 
"  that  the  Defenders  are  entitled  to  sell  goods  under  the  name  '  Cellular ' 
"  which  are  not  made  or  supplied  by  the  Pursuers,  or  that  the  goods  which 

50  "  they  so  sell  are  made  or  supplied  by  the  Pursuers,  and  also  from  otherwise 
"  in  any  way  infringing  the  Pursuers'  right  to  the  name,  word,  or  term '  Cellular,' 
**  by  using  it  in  any  way  so  as  to  designate  any  goods  not  made  or  supplied  by 
"  the  Pursuers." 

The  statements  on  which  the  Pursuers  supported  their  demand  commenced 

55  with  the  history  of  "  Cellular "  cloth,  and  in  regard  to  what  The  Cellular 
Company  had  done,  they  averred  that : — "  The  Pursuers  marked  or  distinguished 
**  or  designated  said  cloth  and  clothing,  and  all  goods  made  of  said  fabric,  and 
^  sold  by  them,  as  *  Cellular,'  and  have  manufactured  and  sold  the  said  '  Cellular ' 
^  cloth  and  '  Oellulatr '  clothing  continuously  and  in  increasing  quantities  ever 
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"  since  (1888).    The  sale  of  said  cloth  and  clothing  is  now  very  large,  and  is 
"  annually  increasing.      The   Pursuers  have  advertised  '  Cellular '  cloth  and 
"  clothing  very  extensively  throughout  the  world,  and  in  all  such  advertise- 
"  ments  the  term  '  Cellular '  is  used.     Pursuers  on  all  their  goods  sold  or  oflFered 
"  for  sale  have  used  the  word  or  name  '  Cellular '  to  mark  and  designate  their  5 
"  goods,  and  to  indicate  that  the  goods  so  marked  or  designated  are  of  their 
"  make  or  supplied  by  them,  and  it  has  come  to  be,  and  is  now  known  and    , 
"  recognised  by  the  trade  and  by  the  public  as  distinctive  and  designative  solely 
"  of  goods  made  or  supplied  by  the  Pursuers.    The  said  word  or  name  *  Cellular  * 
"  never  was  used  to  designate  or  mark  cloth  or  clothing  or  other  such  material   10 
"  or  fabric  in  the  market  or  to  the  public  until  the  Pursuers  did  so,  and  when 
'*  the  trade  or  the  public  ask  for  or  order  cloth  or  clothing  under  the  name 
"  *  Cellular '  they  expect  and  intend  to  be  supplied  with  the  Pursuers'  goods 
"  and  no  others." 

With  regard  to  the  Defenders'  action  they  stated  : — "  In  or  about  February  or  15 
"  March  1897,  the  Pursuers  discovered  that  the  Defenders  were  selling,  and 
"  offering  for  sale,  and  had  sold,  shirts  and  underclothing  and  cloth  under  the 
"  name  •  Cellular,'  which  were  not  made  or  supplied  by  the  Pursuers,  and  that 
"  in  their  pattern  or  quotation  books,  which  they  issued  to  the  trade,  they  were 
**  systematically  using  the  word  *  Cellular '  to  designate  and  classify  goods  20 
"  which  were  not  of  the  Pursuers'  manufacture,  and  that  in  such  manner  as  to 
"  make  purchasers  believe  that  said  goods  were  Pursuers'  goods.     This  the 
"  Respondents  did,  and  it  is  believed  are  doing,  in  the  knowledge,  as  is  averred, 
"  that  the  trade  and  the  public  understand  by  *  Cellular '  goods,  goods  mann- 
'*  factured  or  supplied  by  the  Pursuers,  and  with  the  intention,  or  at  all  events  25 
"  with  the  result,  of  diverting  the  Pursuers'  trade,  or  of  causing  goods  to  be 
*'  passed  off  under  the  name  '  Cellular,'  or  as  the  Pursuers'  goods,  which  were 
"  not  supplied  or  made  by  the  Pursuers,  but  by  the  Defenders  themselves. 
"  The  Defenders,  moreover,  sent  pattern  books,  among  others,  to  Mr.  Stephen 
"  Brawny  hosier,  Kelso,  with  ranges  or  classes  of  goods  catalogued  as  *  Cellular,'  30 
"  which  are  not  made  or  supplied  by  the  Pursuers,  and  they  invoice  '  Cellular' 
"  and  advertise  such  goods  under  said  designation,  to  the  Pursuers'  great  loss. 
"  On  the  Pursuers  complaining  to  the  Defenders  of  their  marking  and  selling 
"  goods  as  and  under  the  designation,  name,  or  mark  *  Cellular,'  which  had  not 
**  been  made  or  supplied  by  the  Pursuers,  and  requesting  them  to  discontinue  35 
"  their  unwarrantable  proceedings,  and  as  they  assert  their  right  to  continue  to 
"  sell  goods  so  marked  or  designated  which  have  not  been  made  or  supplied  by 
"  the  Pursuers,  and  so  to  represent  to  the  public  thereby  that  such  goods  are 
"  made  or  supplied  by  the  Pursuers,  this  action  has  become  necessary.    It  Is 
"  believed  and  averred  that  the  Defenders  have  issued   such  pattern   and  40 
"  quotation  books,  invoices,  and   advertisements,  as    are  complained  of,  at 
"  intervals  in  the  course  of  the  past  year  or  two,  and  have  thus  succeeded  in 
"  getting  orders  for  goods  which  they  would  not  have  got  if  said  books  and 
"  advertisements  had  not  been  marked  *  Cellular.'    The  Pursuers  have  suffered 
"  and  will  suffer  great  loss  through  the  illegal  and  unwarrantable  use  by  the  4ft 
"  Defenders  of  said  word  or  mark  or  name  *  Cellular '  in  connection  with 
"  the  manufacture  and  sale  of  cloth  and  clothing  as  aforesaid.    The  use  of  such 
"  term  by  itself  or  in  conjunction  with  any  other,  by  any  other  trader  than 
"  the  Pursuers,  and,  in  particular,  by  the  Defenders,  deceives  the  trade  and 
**  the  public  who  are  induced  to  deal  with  the  trader  using  it  in  the  belief  they  50 
"  are  getting  the  goods  made  by  or  for  the  Pursuers,  and  sold   by  persons 
"  authorised  by  them  to  sell  such  goods.    The  Pursuers  have  expended  large 
"  sums  in  advertising  said   *  Cellular '  cloth  and  clothing,  and  also  devoted 
**  much  time  and  money  to  designing  and  effecting  improvements  on  them, 
"  with  the  result  that  the  designation,  name,  or  mark  *  Cellular '  has  become  55 
"  a  valuable  property  in  connection  with  the  sale  of  said  class  of  goods." 

In  their  statement  of  facts  the  Defenders  traversed  the  claim  to  the  word  or 
name  "  Cellular,"  and  raised  the  point  that  whatever  rights  the  Pursuers  might 
have  obtained  in  England,  they  had  no  such  rights  qiMod  the  name  in  Scotland. 
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They  averred  : — "  The  Pursuers'  business  is  an  English  one,  and  most  of  their 
"  trade  is  done  in  England  and  the  Colonies.    Until  recently  they  had  practically 
"  no  Scotch  business,  but  within  the  last  few  years  they  have  endeavoured  to 
**  establish  a  Scotch  connection.    The  Defenders'  business,  which  is  one  of  a 
5  "  kind  similar  to  the  Pursuers',  is  confined  to  Scotland.    For  many  years  the 
'*  Defenders  have  been  in  the  habit  of  dealing  in  various  kinds  of  shirting 
"  woven  in  different  ways.      The   shirting  is,  for  the   purpose  of    making 
"  distinctions  among  the  cloths,  named  either  from  the  material  or  from  the 
"  method  of  weaving,  such  as  AU-Wool,  Union  Flannelette,  French  Prints, 
10  "  Oxford,  Harrow,  Matting  Oxford,  Silk  Stripe,  &c.    Another  shirting  manu- 
"  factured  for  the  Defenders  is  woven  iu  cells,  and  the  most  accurate  description 
"  of  its  weaving  is  to  describe  it  as  cellular — cellular  being  a  common  English 
"  word  in  every  day  use.     In  point  of  fact  all  cloths  are  more  or  less  cellular, 
"  but  some  cloths  are  woven  more  openly  than  others,  and  the  open  weaving 
15  "  thus  forms  larger  cells,  and  hence  the  cloth  is  called  in  some  instances  honey- 
"  comb,  and  in  others  cellular.     But  this  is  just  a  convenient  mode  of  describing 
"  open  woven  cloth.    About  the  middle  of  January  1897,  the  Defenders  sent 
"  out  to  their  customers  pattern  books  containing  samples  of  their  cloth,  with  a 
"  word  descriptive  of  each  kind  stamped  on  the  heads  of  the  pages  of  said 
20  "  books.    On  the  top  of  the  page  containing  the  pattern  of  the  open  or  cellular 
"  w^oven  cloth,  was  printed  simply  the  word  '  Cellular,'  used  to  describe  said 
"  cloth,  but  there  was  nothing  in  the  book  to  represent  that  said  goods  were  of 
"  the  Pursuers'  manufacture.     The  Defenders'  customers  expect  the  Defenders' 
"  own  goods,  and  they  have  never  represented  that  they  sell  any  of  the  Com- 
25  "  plainers'  goods.     Nor  is  it  Defenders'  interest  to  do  so,  as  they  and  their 
"  customers  believe  the  Defenders'  cloth   superior  to  that  of  the  Pursuers. 
"  The  issue  of  these  pattern  books  were  withdrawn  by  the  Defenders  in  the 
"  beginning  of   March.      Several  months  afterwards  this  action  was  served 
"  upon  the  Defenders,  solely  for  the  purpose  of  advertisement." 
30       In  reply  to  these  latter  statements  the  Pursuers  said  : — "  The  name  *  Cellular ' 
"  is  a  fancy  name  in  the  sense  that,  while  it  indicates,  it  does  not  actually 
"  describe  the  structure  of  the  Pursuers'  fabric,  which  is  not,  and  cannot  be, 
"  made  of  cells — cells  being  closed  cavities — and  the  cavities  in  the  Pursuers' 
"  fabrics  being  open  and  crossed  as  above  mentioned.    The  Pursuers  adopted 
35  "  this  name  as  designative  of  the  fabric  made  and  sold  by  them,  and  in  the 
"  Scotch,  English,  and  foreign  markets  it  is  well  known  that  it  designates  no 
"  other  make  than  theirs.     It  is  denied  that  the  present  action  was  raised 
"  solely,  or  at  all,  for  advertising  purposes.     The  Pursuers'  right  to  the  name 
"  '  Cellular '  has  hitherto  been  undisputed,  and  it  is  very  valuable.     It  is  not 
40  **  known  what  the  Defenders'  customers  expected,  but  it  is  explained  that 
"  the  Defenders  had  no  right  to  mark  any  of  their  goods  with  the  name 
"  '  Cellular.' " 

The  Pursuers  accordingly  pleaded  : — "  (1)  *  Cellular '  cloth  or  clothing  being 
"  known  and  understood  by  the  trade  and  the  public  to  be  cloth  and  clothing 
45  "  made  by  the  Pursuers,  and  the  Defenders  having  offered  for  sale,  and  sold  as 
*'  'Cellular '  cloth  and  clothing,  cloth  or  clothing  which  were  not  made  or  sold 
"  by  the  Pursuers,  the  Pursuers  are  entitled  to  decree  of  interdict  as  craved, 
**  with  expenses.  (2)  The  word  *  Cellular,'  as  applied  to  cloth  or  clothing  and 
"  other  similar  fabrics  having  come  to  be  known  to  and  understood  by  the  trade 
50  '*  and  the  public  as  designating  goods  manufactured  or  sold  by  the  Pursuers 
"  alone  and  no  others,  the  Defenders  are  not  entitled  to  use  that  word  as 
"  designative  of  their  goods." 

The  Defenders'  pleas  were : — **  (3)  The  Pursuers  not  having  the  exclusive  use 
"  of  the  word  *  Cellular,'  the  Defenders  ought  to  be  assoilzied.  (4)  The  Defenders 
55  "  having  in  describing  their  said  patterns  only  made  use  of  English  words  in 
"  common  use,  they  are  entitled  to  absolvitor.  (5)  The  Defenders  not  having 
"  injured  the  Pursuers'  business  by  unlawful  means,  they  are  not  entitled  to 
"  damages.      (6)  There  being  no  bond  fide  reason  for  the  conclusions  for 
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**  interdict,  and  no  loss  having  been  suflEered  by  the  Pursuers,  the  action  ought 
"  to  be  dismissed,  with  expenses." 

The  Record  was  closed  on  the  27th  of  October  1897  and  sent  to  the  Procedure 
Roll,  where  it  was  called  on  the  19th  of  November  1897.  On  this  date  the 
Lord  Ordinary  allowed  a  Proof,  and  the  Proof  proceeded  on  the  21st  of  5 
January  and  the  3rd,  4th,  and  5th  of  February  1898.  The  evidence  will  be 
found  referred  to  in  detail  in  the  Report  of  the  case  in  the  Courts  below 
(15  R.P.C.  588). 

The  Lord  Ordinary  (after  argument)  refused  interdict  with  expenses.  He 
held  that  the  issue  he  had  to  try  was  one  of  fact,  and  was  "  have  the  Pursuers  10 
"  proved  to  my  satisfaction  (1)  that  in  the  market  in  which  the  Defenders 
"  trade  '  Cellular '  cloth  means  the  Pursuers'  cloth  ;  (2)  that  the  Defenders 
"  have  marked  or  designated  as  *  Cellular '  cloth  sold  by  them  or  offered  by 
"  them  for  sale  in  such  manner  as  to  be  likely  to  mislead  purchasers,  either 
"  purchasers  from  themselves  or  shopkeepers  with  whom  they  deal "  ;  that  it  15 
was  not  proved  that  either  in  England  or  Scotland  the  public  recognised  the 
word  "  Cellular  "  as  denoting  the  Pursuers'  goods  ;  and  that  the  Pursuers  had 
not  established  conditions  in  the  Scotch  market  which  made  it  a  misrepresenta- 
tion to  sell  in  Scotland  as  "  Cellular  "  cloth  any  cloth  which  was  not  their's.* 

The  Pursuers  reclaimed,  and  the  First  Division  refused  the  reclaiming  note  20 
with  expenses.    They  held  that,  although  "  Cellular  "  had  come  to  be  generally 
or  extensively  known  as  a  trade  name  applicable  to  the  Pursuers'  goods,  the 
Defenders  had  not  under  the  circumstances  used  this  name  so  as  to  represent 
that  the  goods  they  offered  for  sale  were  the  Pursuers'  goods.t 

The  Pursuers  appealed  to  the  House  of  Lords.  25 

The  Lord  Advocate  {Graham  Murray^  Q.C.),  John  Cutlery  Q.C.,  and  Crahb 
Watt  (instructed  by  Ernest  Salamany  Fort  &  Co.,  agents  for  Clark  and 
Macd-ofiald,  of  Edinburgh)  appeared  for  the  Appellants ;  TJiomas  Shaw^  Q.C., 
and  T.  B,  Morison  (instructed  by  Andrews  &  Sons,  agents  for  P.  Morison  Jt 
Son,  of  Edinburgh)  appeared  for  the  Respondents.  30 

The  Lord  Advocate  and  John  Cutler^  Q.C.,  for  the  Appellants. — This  is  a  case 
of  trade  name,  and  the  question  is  purely  one  of  fact.  There  are  two  issues 
(1)  whether  "Cellular"  has  come  to  denote  the  Appellants'  goods  in  the 
markets  ;  and  (2)  whether,  if  this  be  so,  what  the  Defenders  are  doing  is 
calculated  to  deceive.  The  Lord  Ordinary  found  against  the  Appellants  on  the  35 
first  issue  and  did  not  deal  with  the  second.  The  Inner  House,  disagreeing 
with  the  Lord  Ordinary,  decided  the  first  issue  in  favour  of  the  Appellants,  but 
held  that  what  the  Respondents  were  doing  was  not  calculated  to  deceive.  [The 
evidence  was  then  read.]  We  submit  that  the  first  issue  was  rightly  decided  in 
favour  of  the  Appellants  in  view  of  the  evidence  given  by  the  Appellants'  40 
witnesses,  who  maj'  be  analysed  as  follows  :  Thirteen  witnesses,  who  may  be 
called  independent  witnesses  as  being  distinguished  from  special  customers  of 
the  Appellants,  five  of  them  carrying  on  business  in  London,  two  in  Manchester, 
one  in  Nottingham,  and  five  in  Glasgow ;  and  ten  large  retail  dealers  carrying 
on  business  in  Leeds,  Liverpool,  Newcastle,  Carlisle,  Belfast,  Dublin,  Edinburgh,  45 
Glasgow,  and  Aberdeen,  who  are  called  special  customers  of  the  Appellants  ; 
because,  while  they  are  in  no  sense  agents  of  the  Appellants,  yet  the  Appellants 
confine  the  supply  of  their  goods  for  the  time  being  to  them  in  the  towns  in 
which  they  respectively  trade.  Against  this  the  Respondents  had  no  evidence 
at  all  as  to  England,  and  as  far  as  Scotland  is  concerned  there  is  no  documentary  50 
evidence  whatever  of  the  use  of  "  Cellular  "  in  respect  of  anything  else  but  the 
Appellants'  goods.  Although  it  is  alleged  that  the  travellers  of  wholesale  houses 
have  used  in  Scotland  "  Cellular  "  as  applied  to  other  goods  not  a  single  traveller 
was  called,  and,  although  there  is  evidence  of  this  use  of  '*  Cellular "  by  the 


•  See  Report  16  R.P.C.  601. 
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trade  themselves  in  the  offices  and  shops,  there  is  no  sufficient  evidence  of  the 
use  of  "  Cellular  "  by  the  public  to  describe  any  goods  except  the  Appellants'. 
This  use  of  "  Cellular  "  by  the  trade  between  themselves  does  not  prejudice  the 
Appellants  {Millington  v.  Fox^  3  M.  &  C.  338  ;  Ford  v.  Foster^  L.R.  7,  Ch.  App. 
5  616  ;  Singer  v.  Sj)enc€y  10  R.P.C.  297).  We  rely  on  Reddaway  v.  BentJuim  Hemp 
Spinning  Company,  L.R.  (1892)  2  Q.B.  639,  9  R.P.C.  503  ;  Reddaway  v.  Banham 
L.R.  (1896),  A.C.  199,  13  R.P.C.  218  ;  Thompson  v.  Montgomeynf,  L.R.  (1891) 
A.C.  217,  8  R.P.C.  361 ;  and  Poivell  v.  TJie  BirmifigJiam  Brewery  Vinegar 
Company,  L.R.  (1897)  A.C.  710,  14  R.P.C.  720,  all  of  which  were  cases  of 

10  trade  name  and  not  of  trade  mark.  We  submit  that  what  the  Defenders  are 
doing  is  calculated  to  deceive.  The  pattern-book  is  intended  to  be  shown,  and 
is  shown,  to  the  ultimate  customers,  and  there  is  nothing  about  the  pattern-book 
to  indicate  whose  the  goods  are  except  the  letters  "  M.  &  M."  on  the  outside 
cover,  and  that  is  not  sufficient. 

15  It  is  not  necessary  in  these  cases  to  prove  fraud.  [Lord  Shand. — I  do  not 
think  there  is  any  doubt  about  that.]  The  use  of  a  name  which  is  descriptive 
may  be  restrained  if  there  is  actual  fraud,  or  if  its  use  would  have  the  effect 
of  deceiving  {Reddaway  v.  Banham,  ubi  siipra).  [Lord  Shand. — I  rather 
think  that  in  that  case  of  Reddaway  it  was  not  put  so  broadly  as  that.    It  was 

20  pnt,  we  find  this  man^s  own  letter  saying,  "  If  you  will  put  *  Camel  Hair  Belting ' 
"  I  will  take  it "  :  they  took  that  rather  as  a  piece  of  evidence  showing  that 
the  name  had  acquired  a  secondary  meaning.]  [The  LORD  Chancellor. — 
I  think  that  observation,  which  was  my  own,  has  been  misunderstood.  It  was 
not  for  the  purpose  of  showing  that  they  were  guilty  of  fraud  in  the  sense  of 

25  intentional  fraud,  which,  to  my  mind,  is  not  in  the  least  necessary,  but  for  the 
purpose  of  showing  that  a  man  acquainted  with  the  trade  knew  that  the  effect 
of  his  putting  that  name  on  would  be  that  it  would  be  supposed  to  be  a  rival 
person's.] 

Counsel  for  the  Respondents  were  not  called  upon. 

30       Lord  Halsbury,  L.C, — My  Lords,  in  this  case  it  appears  to  me  that  the 

initial  proposition  which  has  been  put  forward  by  the  learned  Counsel  is 

perfectly  accurate,  namely,  that  this  is  a  question  of  fact ;  and  if  it  is  a  question 

of  fact  it  is,  to  my  mind  at  all  events,  one  that  admits  of  very  easy  solution. 

I  agree  with  almost  every  word  of  the  judgment  of  the  Lord  Ordinary,  and, 

35  with  the  exception  of  the  initial  proposition,  I  agree  with  almost  every  word 
in  the  judgment  of  the  Inner  House.  I  confess  I  am  a  little  puzzled  to  know 
how  the  initial  proposition  of  the  Inner  House  is  reconcileable  with  what 
fullows.  The  learned  Judges  there  say  they  felt  a  difficulty — ^and  I  think  they 
are  quite  right  in  saying  so — as  to  "  the  possible  subsistence  in  trade  use  of  the 

40  "  primary  meaning  of  the  word  *  Cellular,'  as  denoting  a  particular  class  of 
"  goods,  alongside  of  the  secondary  meaning  which  the  Pursuers  seek  to  affix 
"  to  it  as  denoting  goods  manufactured  or  sold  by  themselves."  Then  the 
learned  Judges  go  on  with  great  accuracy,  I  think,  to  say,  "  An  invented  name 
"  has  either  no  meaning  at  all,  or  no  meaning  in  relation  to  the  ^oods  which  it 

45  **'  denotes  ;  and  it  has  been  held  that  a  trader  who  selects  such  a  name  for  the 
"  purpose  of  distinguishing  his  goods  from  those  of  other  traders  is  entitled  to 
be  protected  in  the  use  of  the  sign  which  he  has  chosen.  In  such  a  case  the 
mere  fact  of  the  use  of  the  arbitrary  sign  by  a  rival  trader  raises  a  presumption 
'*  of  a  design  to  pass  off  his  goods  under  false  colours  which  it  is  not  easy  to 

50  "  displace."  Every  word  of  that  I  concur  with.  Then  the  learned  Judge  goes 
on  to  say,  speaking  of  the  evidence,  "  I  think  it  must  be  admitted  that  the  word 
"  *  Cellular'  has  not  lost  its  descriptive  signification  according  to  the  use  of  the 
"  cloth  trade  ;  in  other  words,  that  the  primary  meaning  has  not  been  displaced 
"  by  the  secondary  meaning,  which  the  Pursuers  allege  and  have  in  part 

55  "  proved."  Further  on  he  says,  "  In  the  balanced  state  of  the  evidence  as  to 
"  secondary  meaning  I  think  it  may  be  affirmed  that  there  is  no  presumption 
"  against  the  Defenders  from  the  mere  use  of  the  adjective  *  Cellular '  as  a  term 
"  descriptive  of  goods  which  they  offer  for  sale.  That  being  no,  we  are  referred 
'^  baQk  to  the  principle  on  which  this  innominate  right  depends,  which  is^  that 
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"  a  trader  is  not  entitled  to  represent  that  the  goods  which  he  sells  are  the 
"  goods  of  a  different  trader  to  his  injary." 

My  Lords,  I  must  say  for  myself  I  concur  in  every  word  of  those  passages 
which  I  have  referred  to  in  the  judgment  of  the  Inner  House,  and  the  only 
thing  that,  as  I  have  said,  puzzles  me  is  how  on  that  reasoning,  and  under  those  5 
circumstances,  the  Inner  House  can  have  pledged  itself  to  the  proposition  that, 
but  for  certain  circumstances  not  very  clearly  defined,  they  would  have  been  in 
favour  of  the  Pursuers  on  the  initial  question.  That  is  the  whole  question,  the 
proposition  being,  as  is  rightly  pointed  out,  that  no  man  has  a  right  to  sell  his 
goods  as  though  they  were  the  goods  of  another  man.  That  is  the  proposition,  10 
and  the  passages  I  have  read  seem  to  me  very  clearly  to  dispose  of  the  proposi- 
tion that,  in  the  particular  case  here  dealt  with,  one  man  is  selling  his  goods  as 
the  goods  of  another.  But,  on  the  other  hand,  it  has  been  pointed  out  with 
great  force  and  precision  that  all  the  circumstances  proved  are  compatible  with 
the  view  that  the  word  has  retained  its  natural  and  proper  signification.  I  do  15 
not  think  it  is  a  matter  that  demands  very  copious  exposition,  because,  as  I  have 
said,  it  is  a  question  of  fact.  And  I  should  like  to  point  out  here  that,  as  we 
are  dealing  with  a  question  of  fact  and  not  of  principle  (that  is  a  proposition 
which,  so  far  as  I  have  heard,  has  not  been  disputed  at  the  Bar),  it  being  a 
question  of  fact  no  previous  case  can  be  an  authority  for  any  other  case,  each  20 
case  must  depend  upon  the  facts  applicable  to  that  case  alone.  A  principle  may 
be  deduced  from  a  previous  decision,  but  there  is  no  dispute  about  principle  in 
this  case,  and  therefore  I  am  unable  to  understand  what  virtue  there  is  in 
referring  to  other  cases  in  which  the  principle  has  been  affirmed. 

The  only  observation  that  I  wish  to  make  upon  that  part  of  the  argument  is  25 
that  it  seemed  to  be  assumed  that  a  fraudulent  intention  is  necessary  on  the 
part  of  the  person  who  was  using  a  name  in  selling  his  goods  in  such  a  way  as 
to  lead  people  to  believe  that  they  were  the  goods  of  another  person.    That 
seems  to  me  to  be  inconsistent  with  a  decision  given  something  like  sixty  years 
ago  by  Lord  GottenJiam^  who  goes  out  of  his  way  to  say  very  emphatically,  that  30 
that  is  not  at  all  necessary  in  order  to  constitute  a  right  to  claim  protection 
against  the  unlawful  use  of  words  or  things — I  say  things  because  it  is  to  be 
observed  that  not  only  words  but  things,  such  as  the  nature  of  the  wrapper,  the 
mode  in  which  the  goods  are  made  up,  and  so  on,  may  go  to  make  up  a  false 
representation  ;  but  it  is  not  necessary  to  establish  fraudulent  intention  in  order  35 
to  claim  the  intervention  of  the  Court.     Lord  Cottenham  says  in  that  case 
{Millington  v.  Fox^  3  Mylne  &  Craig,  p.  352)  : — "  I  see  no  reason  to  believe  that 
"  there  has,  in  this  case,  been  a  fraudulent  use  of  the  Plaintiff's  marks.    It  is 
"  positively  denied  by  the  answer,  and  there  is  no  evidence  to  show  that  the 
"  Defendants  were  even  aware  of  the  existence  of  the  Plaintiffs  as  a  Company  40 
"  manufacturing  steel ;  for  although  there  is  no  evidence  to  show  that  the  terms 
"  '  Crowley  '  and  *  Crowley  Millington  '  were  merely  technical  terms,  yet  there 
"  is  sufficient  to  show  that  they  were  very  generally  used,  in  conversation  at 
"  least,  as  descriptive  of  particular  qualities  of  steel.     In  short,  it  does  not 
"  appear  to  me  that  there  was  any  fraudulent  intention  in  the  use  of  the  marks.  45 
"  That  circumstance,  however,  does  not  deprive  the  Plaintiffs  of  their  right  to 
**  the  exclusive  use  of  those  names,  and  therefore  I  stated  that  the  case  is  so 
**  made  out  as  to  entitle  Plaintiffs  to  have  the  injunction  made  perpetual." 
That,  my  Lords,  I  believe  to  be  the  law.     It  was  the  law  then,  and  it  has  not 
been  qualified  or  altered  by  the  fact  that  the  Trade  Marks  Act  has  since  been  50 
passed,  which  gives  a  feasible  and  perfectly  facile  mode  of  remedy  in  cases  in 
which  trade  marks  apply. 

I  only  wish  to  say,  with  reference  to  the  case  of  Reddaway  v.  BanJiafn  (the 
camel  hair  belting  case),  that  some  words  of  mine  appear  to  have  been  niJEide 
use  of  in  a  way  they  were  never  intended  to  be  applied.  It  is  true  in  that  55 
particular  case  there  was  the  intention  to  deceive,  and  there  was  a  fraudulent 
design  which,  as  Lord  Cottenham  pointed  out,  was  not  at  all  necessary  for  the 
purpose  of  establishing  a  right  to  relief.  What  I  did  point  out  in  the  case  was 
this:  that  a  man  in  the  trade,  whose  acquaintance  with  the  trade  terms  as 
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against  him  must  be  assumed,  appeared  to  show  by  what  he  had  written 
that  the  mere  use  of  the  particular  words  selected,  namely,  "Camels'  hair 
"  belting,"  would  be  understood  in  the  trade  to  mean  the  PlaintiflF's  manufacture. 
Of  course  that  letter  proved  two  things  ;  it  proved  the  f mudulent  design,  which 
5  perhaps  would  have  been  enough  by  itself,  but  it  also  proved  (and  it  was  that 
point  I  emphasised  in  the  judgment  I  gave  in  that  case)  conclusively  as  against 
him  that  in  the  trade  those  words  had  been  so  accepted  and  known  as  indicating 
the  Plaintiff's  manufacture  that  the  mere  use  of  them  w^ould  enable  him  to  take 
away  the  Plaintiff's  orders.      I  certainly  thought  I  had  guarded  myself  suffi- 

10  ciently  by  speaking  of  it  as  a  matter,  not  of  law,  but  of  fact,  and  saying  that 

that  was  evidence  which,  if  I  had  been  a  juryman,  would  have  convinced  me 

of  the  effect  of  the  use  of  the  words  in  question  as  applicable  to  the  nomenclature 

of  the  trade. 

My  Lords,  there  has  not  been  any  question,  nor  can  there  be  any  question,  as 

15  to  what  the  state  of  the  law  is.    It  is  laid  down  in  Burgesses  case*  (the  anchovy 
sauce  case),  with  great  precision.     The  simple  propositionis  this,  that  one  man 
is  not  entitled  to  sell  his  goods  under  such  circumstances,  by  the  name,  or  the 
packet,  or  the  mode  of  making  up  the  article,  or  in  such  a  way  as  to  induce  the 
public  to  believe  that  they  are  the  manufacture  of  some  one  else.     The  proposi- 

20  tion  that  has  to  be  made  out  is  that  something  amounting  to  this  has  been  done 
by  the  Defendant,  and  if  that  proposition  is  made  out  the  right  to  relief  exists. 

In  this  particular  case  what  strikes  me  is  this,  as  the  Inner  House  has  dis- 
tinctly and  correctly  pointed  out  in  the  passages  from  their  judgment  that  have 
been  read,  where  you  are  dealing  with  a  name  which  is  properly  descriptive  of 

25  the  article,  the  burden  is  very  great  to  show  that  by  reason  of  your  using  that 
name,  descriptive  of  the  article  you  are  selling,  you  are  affecting  to  sell  the 
goods  of  somebody  else.  Certainly  the  camel  hair  belting  case  may  be  an 
example  of  what,  under  ordinary  circumstances,  it  would  be  very  difficult  to 
establish,  but  it  was  established  there.     But  here  the  word  "Cellular"  as  a 

30  description  is  applicable ;  some  of  the  documents  and  all  the  advertisements 
point  out  how  appropriate  and  accurate  that  mode  of  description  is  to  the  article 
sold.  It  cannot  be  denied,  therefore,  under  those  circumstances,  that  it  was  for 
the  Appellants  to  establish,  if  they  could,  that  an  ordinary  word  in  the  English 
language,  properly  applicable  to  the  subject-matter  of  the  sale,  was  one  which 

35  had  so  acquired  a  technical  and  secondary  meaning,  differing  from  its  natural 
meaning,  that  it  could  be  excluded  from  the  use  of  every  one  else.  That  is  the 
proposition  the  Pursuers  had  to  make  out. 

My  Lords,  I  do  not  propose  to  go  through  the  evidence.  I  am  satisfied  with 
what  has  been  said  about  it  by  the  two  Courts  before  whom  this  question  has 

45  come.  It  seems  to  me  that  the  Pursuers  have  failed  in  establishing  this  initial 
fact,  and  if  they  hftve  failed  in  that  they  have  failed  altogether,  because  that 
cuts  at  the  root  of  a  claim  to  a  remedy.  Therefore  it  appears  to  me  that  the 
ultimate  judgment  of  both  Courts  was  right,  and  I  move  your  Lordships  that 
this  appeal  be  dismissed  with  costs. 

45  Lord  WATSON. — My  Lords,  this  case  has  been  treated  in  argument  with 
all  the  care  and  anxiety  that  seem  to  be  required  where  counsel  have  to  deal 
with  a  question  touching  Trade  Marks  ;  but  at  the  same  time  I  must  say,  that 
from  the  beginning  to  the  end  of  the  comments  which  have  been  made  before 
your  Lordships  upon  the  evidence  in  this  case,  I  have  had  no  difficulty  in 

50  following  and  in  entirely  concurring  with  the  view  of  the  facts  that  has  been 
suggested  in  the  judgment  of  the  Lord  Ordinary. 

It  is  not  necessary  for  me  to  dwell  upon  the  case  after  what  has  been  said  by 
the  Lord  Chancellor,  but  I  must  first  say  that  the  word  "  cellular,"  in  the 
use  of  which  the  alleged  infringement  of  the  Pursuers'  right  consisted,  is  an 

55  ordinary  English  term.  It  is  not  only  an  English  term,  but  it  is  a  word  which 
has  no  necessary  connection  with,  and  does  not  in  itself  necessarily  suggest,  the 
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existence  of  a  Cellular  Cloth  Company.  And  it  is  a  term  which  conveniently 
enough,  and  appropriately  enough,  describes  that  cloth  of  which  the  articles  of 
dress  sold  by  the  Respondents  are  manufactured.  I  have  sought  in  vain  in  the 
evidence  for  any  indication,  in  the  first  place,  that  there  was  any  deceit  or  fraud 
committed  by  the  use  of  that  term  "  cellular  cloth,"  which  has  led  anybody,  5 
even  a  retail  trader,  or  a  retail  trader's  customer,  to  suppose  for  one  moment 
that  he  was  getting  the  Cellular  Company's  cloth  aiid  not  cloth  manu- 
factured in  Scotland  by  another  manufacturer.  In  the  second  place  I  see  no 
reason  to  suppose  that  there  was  in  the  term  itself,  or  in  the  way  in  which  it 
was  presented  to  the  public  by  the  Respondents,  any  chance  given,  or  opportu-  10 
nity  given  such  as  the  law  would  disapprove  of,  for  a  retail  trader  to  commit  a 
fraud  upon  the  customers  to  whom  he  sells.  Under  these  circumstances,  my 
Lords,  I  think  it  is  perfectly  clear  that  this  appeal  has  entirely  failed,  anl 
proved  to  be  unfounded,  and  that  your  Lordships  ought  to  affirm  the  judgment 
of  the  Court  below.  15 

Lord  Shand. — My  Lords,  notwithstanding  the  anxious  and  able  argument 
presented  on  the  part  of  the  Appellants,  1  am  clearly  of  opinion  that  the  Court 
of  Session  has  come  to  a  sound  result,  and  that  this  appeal  ought  to  be  dismissed. 
For  my  part,  I  entirely  adopt  the  clear  and  valuable  judgment  of  the  Lord 
Ordmary,  Lord  Kyllachy,  and  I  rely  on  the  grounds  of  judgment  which  his  20 
Lordship  has  so  well  stated. 

I  must,  however,  add  that  I  do  not  participate  in  even  the  slight  hesitation 
which  his  Lordship  has  expressed  as  to  whether  the  word  "  Cellular  "  may  not, 
to  a  certain  limited  extent,  partake  of  the  character  of  a  fancy  name.  I  am  of 
opinion  that  the  word  is  purely  descriptive,  and  was  so  used  by  the  Appellants.  25 
The  cloth  advertised  and  sold  by  them  has  been  and  is  called  "  Cellular " 
because  it  is  cloth  the  texture  of  which  is  made  up  of  cells.  The  term 
"  Cellular  "  is  used  in  its  ordinary  signification,  and  it  was  and  is  used  because 
it  aptly  and  properly  describes  the  goods  or  material  sold.  It  is  unnecessary  to 
elaborate  the  point,  for  I  think  it  was  scarcely  disputed  by  the  learned  Counsel  30 
for  the  Appellants.  But  I  find  the  clearest  evidence  of  its  being  simply  a 
descriptive  term  in  the  advertisements  and  price  lists  which  the  Appellants 
themselves  circulated.  In  the  price  lists  they  expressly  say,  "  *  Cellular '  cloth 
*'  is  so  woven  that  it  consists  of  an  infinite  number  of  small  cells."  And  in  the 
advertisements,  as  the  Lord  Chancellor  observed,  the  Appellants  have  made  it  35 
quite  clear  that  they  were  merely  adopting  the  word  as  properly  describing 
their  goods.  They  have  adopted  a  word  which  is  in  ordinary  use,  and  they 
have  used  it  in  accordance  with  its  ordinary  signification  in  the  English 
language. 

My  Lords,  there  is  a  vital  distinction  in  cases  of  this  class  between  invented  40 
or  fancy  words  or  names,  or  the  names  of  individuals  such  as  "  Crowley  "  or 
"  Crowley  Millington,"  attached  by  a  manufacturer  to  his  goods  and  stamped 
on  the  articles  manufactured,  and  words  or  names  which  are  simply  descriptive 
of  the  article  manufactured  or  sold.    The  idea  of  an  invented  or  fancy  word 
used  as  a  name  is  that  it  has  no  relation,  or  at  least  no  direct  relation,  to  the  45 
character  or  quality  of  the  goods  which  are  to  be  sold  under  that  name.    There 
is  no  room  whatever  for  what  may  be  called  a  secondary  meaning  in  regard 
to  such  words  as  the  Lord  Advocate  pointed  out  in  the  course  of  his  argument. 
The  word  used  and  attached  to  the  manufacture  being  an  invented  or  fancy 
name,  and  not  descriptive,  it  follows  that  if  any  other  person  proceeds  to  use  50 
that  name  in  the  sale  of  his  goods  it  is  almost,  if  not  altogether,  impossible  to 
a'void  the  inference  that  he  is  seeking  to  pass  his  goods  off  as  the  goods  of  the 
other  manufacturer.    A  person  invents  or  applies  the  term  "  Eureka "  as  the 
name  of  a  shirt  in  his  sales.    If  you  buy  a  "  Eureka  "  shirt  that  seems  at  once 
to  mean  that  you  are  buying  a  shirt  made  by  the  particular  maker  who  is  55 
selling  shirts  under  that  fancy  name.    The  public  come  to  adopt  the  word 
"  Eureka  "  as  applicable  to  the  manufacture  of  the  particular  person  who  began 
to  use  it  and  as  denoting  the  article  he  is  selling,  and  if  another  person  employs 
the  word  in  the  sale  of  the  same  or  a  similar  article  it  seems  to  follow  that  he 
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is  acting  in  direct  violation  of  the  law — that  no  one  in  selling  his  goods  shall 
make  such  representations  as  will  enable  him  to  pass  them  off  as  the  goods  of 
another,  so  as  to  get  the  benefit  of  that  other's  reputation. 
A  totally  different  principle  must  apply  in  the  case  of  goods  which  are  sold 
5  under  a  merely  descriptive  name.  If  a  person  employing  a  word  or  term  of 
well-known  signification  and  in  ordinary  use,  though  he  is  not  able  to  obtain  a 
Patent  for  his  manufacture,  and  although  he  has  not  got  the  protection  of  a 
registered  Trade  Mark  for  the  goods  he  is  proposing  to  sell,  is  yet  able  to  acquire 
the  right  to  appropriate  a  word  or  term  in  ordinary  use  in  the  English  language 

10  to  describe  his  goods,  and  to  shut  others  out  from  the  use  of  the  descriptive 
term,  he  would  really  acquire  a  right  much  more  valuable  than  either  a  Patent 
or  a  Trade  Mark.  For  he  and  his  successors  in  business  would  gain  the  exclusive 
right,  not  for  a  limited  time  as  in  the  case  of  a  Patent,  but  for  all  time  coming, 
to  use  the  words  as  applicable  to  goods  which   others  may  be   desirous  of 

15  manufacturing,  and  are  entitled  to  manufacture  and  sell  as  much  as  he  is. 

That  being  so,  it  appears  to  me  that  the  utmost  difficulty  should  be  put  in  the 

way  of  anyone  who  seeks  to  adopt  and  use  exclusively  as  his  own  a  merely 

descriptive  term. 

My  Lords,  the  case  on  which  the  Appellants  have  chiefly  relied  is  that  of  the 

20  camel  hair  belting — the  case  of  Reddawuy. .  Of  that  case  I  shall  only  say  that 
it  no  doubt  shows  it  is  possible  where  a  descriptive  name  has  been  used  to 
prove  that  so  general — I  should  rather  say  so  universal — has  been  the  use  of  it  as 
to  give  it  a  secondary  meaning,  and  so  to  confer  on  the  person  who  has  so  used 
it  a  right  to  its  exclusive  use,  or,  at  all  events,  to  such  a  use  that  others  employing 

25  it  must  qualify  that  use  by  some  distinguishing  characteristic.  But  I  confess  I 
have  always  thought — and  I  still  think — that  it  should  be  made  almost  impos- 
sible for  anyone  to  obtain  the  exclusive  right  to  the  use  of  a  word  or  term 
which  is  in  ordinary  use  in  our  language,  and  which  is  descriptive  only  ;  and, 
indeed,  were  it  not  for  the  decision  in  Reddaway'^H  case,  I  should  say  this  should 

30  be  made  altogether  impossible. 

It  is  true  the  question  in  issue  in  cases  of  this  class  may  generally  be  broadly 
stated  as  :  Did  the  Defendants  by  their  representations  seek  to  induce  purchasers 
to  acquire  their  goods  under  the  false  belief  that  these  goods  were  of  the 
Plaintiffs'  manufacture  ?     If  it  can  be  shown  that  representations  to  the  effect 

35  that  the  goods  were  manufactured  by  the  Plaintiffs  be  made  directly  or  by 
implication  by  the  language  used,  the  Plaintiffs  would  of  course  be  entitled  to 
a  remedy.  But  where  the  Plaintiffs*  proof  shows  that  the  only  representation 
by  the  Defendants  consists  in  the  use  of  a  term  or  terms  which  aptly  and 
correctly  describe  the  goods  offered  for  sale,  as  in  the  present  case,  it  must  be  a 

40  condition  of  the  Plaintiffs'  success  that  they  shall  prove  that  these  terms  no 
longer  mean  what  they  say — or  no  longer  mean  only  what  they  say — but  have 
acquired  the  secondary  and  farther  meaning  that  the  particular  goods  are  goods 
made  by  the  Plaintiffs,  and,  as  I  have  already  indicated,  it  is  in  my  view 
difficult  to  conceive  cases  in  which  the  facts  will  come  up  to  this.    Unless  that 

45  be  proved  there  is  no  room  for  a  charjre  of  violation  of  any  right,  or  indeed  of  a 

charge  of  fraud,  for  the  Defendants  are  only  exercising  the  right  which  they 

possess  as  much  as  the  Plaintiffs  do,  and  which  everyone  has,  to  employ  words 

in  ordinary  use  which  are  an  apt  and  proper  description  of  the  goods  for  sale. 

The  Lord  Ordinary  has  made  this  observation  in  his  judgment : — "I  do  not 

50  "  myself  remember  a  case  in  which  the  use  of  a  merely  descriptive  name  has 
**  been  interdicted  as  deceptive,  unless  in  circumstances  which  truly  involved 
"  fraud  on  the  part  of  the  user."  The  Appellants'  Counsel  were  unable,  though 
invited  by  me,  to  cite  any  case  that  runs  counter  to  that  observation,  which  I 
believe  to  be  sound.     In  the  case  of  Reddaway  it  was  held  there  was  fraud. 

-55  The  person  who  sold  the  goods  (the  camel  hair  belting)  had  expressly  said 
that  he  would  be  enabled  by  using  that  term  to  sell  his  goods  as  the  goods  of 
the  Plaintiffs,  and  if  the  term  camel  hair  belting  had  really  come  to  mean 
the  Plaintiffs'  belling  in  the  trade  and  with  the  public,  and  the  Defendants 
knew  this  that  was  a  case  of  fraud.     In  the  case  of  Reddaiv  ty  I  understand 

2o 
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it  was  held  that  the  words  had  acquired  the  secondary  meaning  alleged,  and 
that  the  Defendants'  knowledge  of  this  was  important  evidence  on  that  point. 
The  case  of  MUlington  v.  Fox  was  not  one  of  the  use  of  a  properly  descrip- 
tive name,  but  rather  a  case  of  the  same  class  as  those  in  which  an  invented 
or  fancy  name  is  used.  "  Crowley  "  and  "  Crowley  Millington  "  were  the  names  5 
used,  and  these  names  clearly  marked  the  Plaintiffs'  goods  a3  being  of  their 
manufacture.  No  secondary  meaning  was  acquired  or  could  exist,  and  Lord 
Cottenham^s  observations  must  be  read  as  referring  to  such  cases  and  not  to  a 
case  in  which  a  merely  descriptive  word  is  used. 

On  the  facts  of  this  case  I  entirely  agree  with  the  Lord  Ordinary.    I  think  10 
his  Lordship  is  sound  in  the  view  he  takes  that  this  is  to  be  tried  as  a  question 
affecting  the  trade  in  Scotland,  and  even  if  it  had  been  proved  that  in  England 
the  word  "  Cellular  "  had  acquired  the  secondary  signification  claimed,  still  if 
it  were  not  proved  that  in  Scotland  the  same  signification  was  attached  to  it  by 
the  trade  and  the  public,  I  should  say  the  decision  ought  to  be  different  from  15 
what  it  might  perhaps  be  in  England.     Supposing  a  Plaintiff  were  able  to  prove 
that  in  a  number  of  the  southern  counties  of  England  his  goods  had  been  sold 
under  that  name,  and  if  it  could  therefore  be  held  that  in  these  counties  by  its 
universal  use  the  word  had  acquired  a  secondary  signification,  that  would  surely 
never  entitle  the  Plaintiff  to  have  an  injunction  in  every  part  of  England.    My  20 
Lords,  I  say  the  same  as  between  England  and  Scotland. 

As  to  the  proof  itself,  I  have  only  to  say  this  : — it  must  not  be  forgotten  that 
it  is  on  the  Pursuers  that  the  onus  lies  in  seeking  to  appropriate  as  their  own 
a  descriptive  term  such  as  the  word  '*  Cellular."  It  is  for  the  Pursuers  to  show 
that  in  Scotland  the  term  has  acquired  in  the  trade  and  with  the  public  the  25 
signification  they  seek  to  attach  to  it.  We  have  a  large  body  of  evidence  for 
the  Defenders  to  the  effect  that  nothing  of  the  kind  has  occurred.  We  have 
the  pregnant  fact  that  the  Defenders  had  never  heard  of  the  Pursuers  nor  of 
their  particular  ''  Cellular  "  cloth,  and  that  the  persons  frona  whom  they  bought 
and  those  to  whom  they  sold  were  in  the  same  position  ;  and  there  were  a  good  30 
many  other  witnesses  to  the  same  effect.  Taking  the  evidence  as  a  whole,  and 
keeping  in  view  that  the  onus  is  on  the  Pursuers  to  establish  by  proof  that  a 
special  secondary  meaning  has  been  attached  to  the  word  '*  Cellular,"  I  am 
clearly  of  opinion  that  they  have  failed  to  make  out  their  case. 

My  Lords,  I  have  spoken  at  greater  length  than  I  intended,  but  I  have  felt  35 
that  the  case  was  one  of  importance,  and  I  have  thought  it  incumbent  on  me  fully 
to  express  the  views  I  held.    On  the  grounds  I  have  stated  I  am  of  opinion  that 
this  appeal  fails. 

Lord  Davey. — My  Lords,  I  am  under  the  impression  that  if  the  older 
decisions  in  England  of  the  Court  of  Chancery  were  examined  it  would  be  40 
found  that  descriptive  words,  or  common  words  expressive  only  of  the  quality 
of  goods,  would  not  have  been  by  that  Court  considered  entitled  to  any  pro- 
tection. But,  my  Lords,  the  facts  and  the  law  are  frequently  mixed  up  in  the 
judgments  of  the  Court  of  Chancery,  and  it  may  be  that  in  the  class  of  judg- 
ments to  which  I  refer  all  that  was  pointed  at  was  the  extreme  difficulty  of  45 
proving  that  common  or  descriptive  words  have  acquired  a  secondary  sense  and 
become  significant  of  the  Plaintiffs'  goods.  And,  my  Lords,  I  certainly  cannot 
find  that  any  such  abstract  principle  has  ever  been  adopted  in  the  Courts  of 
Scotland.  Therefore,  my  Lords,  I  take  the  logical  foundation  of  this  branch 
of  the  law  to  be  that  which  was  stated  by  Lord  Justice  Turner  in  his  judgment  50 
in  Bu7'ges8  v.  Burgess^'*  which  has  frequently  been  referred  to,  and  the  terms  of 
which  are  present  to  your  Lordships'  minds.  Shortly  summed  up  it  is  that  a 
man  shall  not  by  misrepresentation  appropriate  to  himself  business  which 
belongs  to  his  neighbour. 

But,  my  Lords,  there  are  two  observations  upon  that  which  must  be  made.  55 
One  is  that,  as  has  been  more  than  once  said,  particularly  by  Lord  Justice  F)^ 
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(then  I  think  a  Judge  of  First  Instance)  in  the  case  of  Siegert  v.  Findlatery*  a 
man  who  takes  upon  himself  to  prove  that  words,  which  are  merely  descriptive 
or  expressive  of  the  quality  of  the  goods,  have  acquired  the  secondary  sense  to 
which  I  have  referred,  assumes  a  much  greater  burden,  and  indeed  a  burden 

5     which  it  is  not  impossible,  but  at  the  same  time  extremely  difficult  to  discharge 

— a  much  greater  burden  than  that  of  a  man  who  undertakes  to  prove  the 

same  thing  of  a  word  not  significant  and  not  descriptive,  but  what  has  been 

compendiously  called  a  fancy  word. 

The  other  observation  which  occurs  to  me  is  this,  that  where  a  man  produces, 

10  or  invents  if  you  please,  a  new  article,  and  attaches  a  descriptive  name  to  it,  a 
name  which,  as  the  article  has  not  been  produced  before,  has  of  course  not  been 
used  in  connection  with  the  article,  and  secures  for  himself  either  the  legal 
monopoly  or  a  monopoly  in  fact  of  the  sale  of  that  article  for  a  certain  time,  the 
evidence  of  persons  who  come  forward  and  say  that  the  name  in  question 

15  suggests  to  their  minds  and  is  associated  by  them  with  the  Plaintiffs'  goods 
alone,  is  of  a  very  slender  character,  for  this  very  simple  reason  because  the 
Plaintiff  was  the  only  maker  of  the  goods  during  the  time  that  his  monopoly 
lasted,  and  therefore  there  was  nothing  to  compare  with  it,  and  anybody  who 
wanted  the  goods  had  no  shop  to  go  to,  and  no  merchant  or  manufacturer  to 

20  resort  to  except  the  Plaintiff.  Of  course,  my  Lords,  that  is  a  matter  of  express 
decision  in  the  case  of  a  Patent.  If  a  man  invents  a  new  article  and  protects  it 
by  a  Patent,  then,  during  the  term  of  the  Patent,  he  has  of  course  a  legal 
monopoly,  but  when  the  Patent  expires  all  the  world  may  make  the  article,  and 
if  they  may  make  the  article  they  may  say  that  they  are  making  the  article,  and 

25  for  that  purpose  use  the  name  which  the  Patentee  has  attached  to  it  during  the 
time  when  he  had  the  legal  monopoly  of  the  manufacture.  But,  my  Lords,  the 
same  thing  in  principle  must  apply  where  a  man  has  not  taken  out  a  Patent,  as 
in  the  present  case,  but  has  a  virtual  monopoly  because  other  manufacturers, 
although  they  are  entitled  to  do  so,  have  not  in  fact  commenced  to  make  the 

30  article.     He  brings  the  article  before  the  world,  he  gives  it  a  name  descriptive 
of  the  article — all  the  world  may  make  the  article,  and  all  the  world  may  tell 
the  public  what  article  it  is  they  make,  and  for  that  purpose  they  may  prima 
facie  use  the  name  by  which  the  article  is  known  in  the  market. 

In  the  present  case  I  hold  with  the  learned  Judges  in  the  Court  below,  and 

35  with  your  Lordships,  that  there  are  certain  facts  which  are  beyond  controversy. 
I  take  it  as  regards  the  Defenders,  the  present  Respondents,  that  it  is  established 
that  they  have  done  nothing  whatever  to  represent  their  goods  to  be  the  goods  of 
the  Pursuers,  unless  the  use  of  the  word  "  cellular  "  without  the  addition  of  any 
other  term — the  simple  use  of  the  word   "cellular "—is  sufficient  for  that 

40  purpose.  Indeed,  I  take  it  to  be  established  by  the  evidence  that  the  Defenders 
had  not  even  heard  of  the  Pursuers'  Company  until  they  were  threatened  with 
the  present  action. 

My  Lords,  I  will  assume  for  the  purpose  of  this  case  that  the  Pursuers,  as 
Mr.  Haslam  says  in  his  evidence,  first  introduced  the  article — the  cloth  which 

45  is  manufactured  in  this  particular  cellular  mode  (I  am  obliged  to  use  the  word 
"cellular"  because  I  know  of  no  other  word  to  express  it),  and  they  first 
attached  the  name  "cellular"  to  the  cloth  manufactured  in  that  particular 
mode — whether  it  is  so  is  not  quite  clear  from  the  evidence,  but  I  assume  that 
Mr.  Haslam's  statement  in  that  respect  is  correct.     I  think  it  is  established  by 

50  the  evidence  that  the  word  "  cellular  "  is  beyond  all  question  of  a  descriptive 
character.  I  need  only  refer  to  the  advertisements  issued  by  the  Pursuers 
themselves  for  that  purpose.  I  shall  refer  lo  thos«  advertisements  again,  but 
they  do  contain  a  most  careful  and,  it  appears  to  me,  clear  and  accurate  descrip- 
tion of  the  cellular  mode  in  which  the  cloth  is  made,  and  they  show  in  my 

55  opinion  beyond  all  controversy,  that  the  word  cellular  is  not  only  descriptive 
but  is  the  most  appropriate  term  which  can  be  used  for  the  purpose  of  describing 
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cloth  mannfactnred  in  the  mode  in  which  the  Pursuers  manufecture  their 
goods. 

Then,  my  Lords,  that  being  so,  what  is  the  evidence  upon  which  the  Pursuers 
rely  for  the  purpose  of  showing  that  the  word  has  acquired  a  secondary  meaning 
so  that  the  mere  simple  use  of  the  word  is  alone  evidence  of  a  misrepresentation  5 
by  the  Defenders  ?  First,  we  have  the  advertisements.  Now,  my  Lords,  I  am 
not  going  to  delay  you  by  reading  the  advertisements ;  they  have  been  referred 
to  in  the  course  of  the  argument,  and  I  do  not  think  I  should  be  justified  in 
reading  them  again — they  are  present  to  your  Lordships'  minds  so  that  it  is 
unnecessary  that  I  should  do  so.  But,  my  Lords,  I  make  this  observation  upon  10 
them,  and  I  think  it  is  well  founded,  that  the  advertisements  which  were  put 
in,  although  beyond  all  question  they  contain,  as  I  have  already  said,  a  very 
clear  statement  of  the  reasons  why  the  cloth  is  called  "  cellular,"  and  a  very 
clear  statement  of  the  kind  of  cloth  which  is  meant  by  the  use  of  the  word 
**  cellular,"  they  do  not,  according  to  my  conception,  draw  attention  to  the  fact,  15 
or  in  any  way  lead  the  readers  of  those  documents  to  suppose,  either  that  the 
cellular  cloth  was  the  sole  manufacture  of  the  Pursuers,  or  that  the  word 
"  cellular "  denoted  cloth  manufactured  by  them  alone,  and  not  cloth  of  a 
similar  description  made  by  other  manufacturers. 

My  Lords,  the  second  class  of  proof  is  that  of  witnesses,  who  say  in  effect  20 
this  (I  will  take  one  of  the  best  and  I  think  one  of  the  earliest  witnesses — ^Mr. 
Henley) :  "  If  I  heard  anybody  in  the  trade  speak  of  *  cellular  goods '  I  would 
■**  understand  that  he  meant  the  product  of  the  Cellular  Clothing  Company." 
Well,  my  Lords^,  so  long  as  the  Cellular  Clothing  Company  were  the  only 
Company  who  were  making  cellular  goods  that  would  not  be  astonishing,  and   25 
so  long  as  they  retain  the  monopoly  no  doubt  that  might  be  the  case  ;  but,  as  I 
liave  already  said  in  speaking  of  the  proposition  generally,  it  is  in  fact  very 
slender  evidence  upon  which  to  found  the  superstructure  which  the  Pursuers' 
Counsel  endeavoured  to  erect  upon  it,  and  indeed  unless  the  gentlemen  who 
give  evidence  of  that  kind  know  that  there  are  other  manufacturers  making  30 
similar  classes  of  goods  there  is  nothing  to  compare  it  with,  and  they  are 
merely  stating  a  fact. 

My  Lords,  the  third  class  of  evidence  consists  of  cases  in  which  the  Pursuers 
have  induced  certain  persons  to  submit  to  injunctions  and  pay  costs.  That 
does  not  appear  to  me  to  be  very  strong  evidence  in  favour  of  the  Pursuers.  35 
Of  course,  a  shopkeeper  or  a  person  in  that  position  would  hesitate  a  long  time 
before  he  incurred  the  expense — which  in  the  case  of  a  Trade  Mark  or  in  a 
Patent  case  is  no  slight  expense — of  defending  an  action  of  this  character. 
Probably  the  value  to  him  of  the  trade  he  would  lose  would  not  in  any  way 
compensate  for  the  risk  he  would  incur  Therefore,  as  evidence  of  the  fact,  I  do  40 
not  attach  much  importance  to  those  cases.  On  the  other  hand,  I  am  bound  to 
say  that  the  Lord  Advocate's  observation  appears  to  me  to  have  been  well 
founded — that  of  course  per  sons,  if  they  wish  to  protect  rights  to  which  they 
conceive  themselves  to  be  entitled,  are  bound  to  be  prompt  and  vigilant  in 
defending  those  rights  when  they  appear  to  be  infringed.  45 

My  Lords,  I  will  not  detain  your  Lordships  any  longer.  I  might,  perhaps, 
have  contented  myself  with  saying  that  I  agree  with  the  judgment  of  the  Lord 
Ordinary,  and  in  substance  with  the  judgment  delivered  by  Lord  Maclaren  on 
behalf  of  the  learned  Judges  of  the  Inner  House,  subject  to  the  observation 
which  has  been  made  by  the  noble  and  learned  Lord  on  the  Woolsack — that  the  50 
expression  of  opinion  with  regard  to  the  evidence  at  the  beginning  of  the 
judgment  does  not  seem  to  me  altogether  consistent  with  the  grounds  upon 
which  the  learned  Judge  finally  finds  in  favour  of  the  Defenders. 

My  Lords,  I  agree  in  the  judgment  proposed. 

The  appeal  was  dismissed  with  costs.  55 
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In  the  House  of  Lords. 

Before  The  Lord  Chancellor,  Lords  Maonaghten,  Morris,  and  Shand. 

June  16th,  1899. 

John  Batt  &  Co.  v.  Dunnett  and  Others. 

5  Trade  Mark.  —  Apj^lication  for  registration,  —  Comptroller's  refusal  to 
register  hy  reason  of  resemblance  to  registered  marks. — Motion  to  expunge  such 
marks. — Marks  registered  without  a  bond  fide  intention  to  vse. — Marks  eX' 
punged. — Appeal  dismissed. — Appeal  to  House  of  Lords  dismissed. — Patents^  Ac. 
Actj  1883 J  Sections  66^  72,  76,  76,  and  90 ;  and  Patents,  Ac.  Act,  1888,  Section  17. 

10  On  an  application  for  registration  of  a  Trade  Mark  in  Class  42  for  oats, 
the  Comptroller  refused  registration  on  the  ground  of  the  similarity  of  two 
marks  registered,  one  in  1882  and  one  in  1888,  for  the  whole  of  Class  42,  The 
Ajtplicants  moved  to  expunge  these  marks,  and  at  the  hearing  asked  alternatively 
to  limit  tJie  registration  of  them  to  goods  other  than  oats,  and  moved  also  that 

15  the  Comptroller  should  he  directed  to  proceed  with  their  application  to  register. 
Tlie  owners  of  the  two  marks  aj^eared  to  oppose  the  motions. 

Held,  by  Romer,  J.,  that  there  had  been  no  real  user  of  the  two  registered 
inarks  before  or  since  registration,  and  that  they  had  been  registered  in  Class  42 
without;  any  bond  fide  intention  to  use  them  in  that  class,  and  that  the  mnrks 

20  must  be  expunged  as  to  the  whole  of  Class  42  from  the  Register,  The  Comptroller 
was  directed  to  proceed  with  tJie  application  to  register.  The  owners  of  the 
expunged  marks  were  ordered  to  pay  the  costs  of  the  motion  to  rectify.  Tlmj 
appealed  from  the  order  to  expunge,  but  the  Court  of  Appeal  dismissed  the  appeal 
with  costs.    The  oumers  of  the  marks  expunged  appeal^  to  the  House  of  Lords. 

25       The  appeal  was  dismissed  with  costs. 

W.  H.  Dunnett  and  E.  J.  Beale,  trading  as  Jamss  Carter  Jk  Co.,  and  also 
as  Carters  (hereinafter  called  the  Applicants),  who  carried  on  business  as  seed 
merchants,  applied  for  registration  as  a  Trade  Mark  in  Class  42  for  oats  of  a 
device  consisting  of  two  wings  of  a  yellow  butterfly,  fancifully  ornamented 

30  and  not  drawn  from  nature,  and  attached  in  an  upright  position  to  the  sheath 
of  an  oat.  This  application  was  numbered  207,397.  On  the  14th  of  September 
1897,  a  notice  was  received  from  the  Comptroller  calling  attention  to  two  marks 
(No.  27,850  and  No.  72,790),  the  property  of  John  Batt  A  Co.,  registered  in 
Class  42,  and  intimating  that,  in  accordance  with  the  provisions  of  Section  72 

35  of  the  Patents,  &c.  Act,  1883,  as  amended  by  Section  14  of  the  Patents,  &c. 
Act,  1888,  the  Applicants*  mark  appeared  incapable  of  registration,  and  that  their 
applications  could  not  be  proceeded  with.  On  the  8th  of  November  1897,  the 
Comptroller  refused  to  register  the  Applicants'  mark.  The  mark  No.  27,850 
was  registered  by  J.  Batt  &  Co.  in  July  1882,  and  the  mark  No,  72,790  in 

40  August  1888,  the  dates  of  applicalion  being  the  13th  of  March  1882,  and  the 
16th  of  February  1888,  respectively.  Both  marks  included  the  representation  of 
a  butterfly.  On  the  11th  of  December  1897,  the  Applicants'  gave  notice  of 
motion  for  an  order  that  the  Register  of  Trade  Marks  might  be  rectified  by 
removing  therefrom  the  said  Trade  Marks  Nos.  27,850  and  72,790,  or  that  such 

45  further  or  other  order  might  be  made  for  the  rectiflcation  of  the  said  Register 
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as  to  the  Conrt  should  seem  jast.  On  the  same  day  the  Applicants  also  gave 
notice  to  move  that  the  Comptroller  might  be  directed  to  proceed  with  the 
said  application,  notwithstanding  the  registration  of  J,  Bait  A  GoJ^s  Trade 
Marks  Nos.  27,850  and  72,790  in  Class  42,  or  for  such  further  order  as  to  the 
Court  might  seem  fit.  5 

Affidavits  in  support  of  the  first  motion  were  made  by  Messrs.  Q.  E.  G.  Beale^ 
the  Applicants'  manager,  J.  P.  Mann,  W.  W.  Horny  V,  Lazanfs^  ff. .  (X 
Fowler,  and  W.  J.  Hartley.  .    • .  v^ 

Mr.  Beale  in  his  affidavit,  after  stating  the  facts  above  set  forth,  stated  : — 
"  (6)  In  consequence  of  the  notification  of  Messrs.  J,  Batt  <t  Go.^s  ownership  10 
"  of  marks  which  the  said   Comptroller-General   deemed  resembled   Messrs. 
"  Garters',  I  instructed  Messrs.  Horn,  Son,  A  Go.  to  apply  to,  and  they  accord- 
"  ingly  applied  to,   Messrs.  J.  Batt  A  Co.  for  their  consent,  either  to  the 
"  registration  of  Messrs.  Carters*  proposed  marks  or  to  the  cancellation  of  their 
"  above-mentioned  marks ;    but  such  consent  was  refused.     I  subsequently  15 
'*  instructed  my  solicitors  to  repeat  the  application,  but  they  also  met  with  a 
"  refusal.      (7)  I   have  during  the   last  few  weeks  myself  made  enquiry  of 
**  merchants  and  others,  and  through  the  usnal  sources  of  trade  enquiry,  and  I 
**  have  ascertained  the  following  facts  with  reference  to  Messrs.  John  Bait  A 
"  Co.     Messrs.  John  Batt  A  Go,,  although  describing  themselves  as  general  20 
"  merchants,  are,  in  fact,  shippers  or  exporters  to  East  India,  China,  and  Japan ; 
*'  their  business  is  mainly,  if  not  entirely,  confined  to  shipping  hardware  and 
"  machinery  goods  ;  they  have  occasionally  shipped  woollen  and  similar  goodes, 
'^  and  also  candles  and  matches  ;  they  have  applied  to  shipments  of  candles  and 
"  matches  in  packets  the  above-mentioned  marks  (which  are  registered  in  a  25 
"  great  number  of  classes),  but  they  have  never  used  the  said  marks  in  connec- 
'*  tion  with  any  goods  in  Class  42,  and  they  have,  as  I  verily  believe,  never  had 
"  any  bond  fide  intention  of  using  the  said  marks  in  connection  with  any  goods 
"  in  Class  42.     I  have,  in  particular,  been  informed  by  a  gentleman  who  has 
'^jhad  business  relations  with  Messrs.  Batt  A  Co.,  that  the  said  marks  were  only  30 
"  used  f or candlesand  matches,and  were  never  in  fact  used  for  food  or  food  stuffs." 

Affidavits  in  opposition  to  the  first  motion  were  made  by  G.  A.  Kottgen,  a 
partner  in  the  firm  of  J.  Batt  A  Co.,  and  by  Joseph  Oreimer,  their  manager. 
The  former  stated  in  his  affidavit  {inter  alia): — **(1)  My  said  firm  are 
"  exporters  of  and  dealers  in  every  kind,  including  articles  of  food  ;  the  turnover  35 
"  varies  between  500,000/.  and  1 ,000,000/.  per  annum.  (2)  In  or  abont  the 
^^  year  1882,  we  decided  to  register  all  the  Trade  Marks  used  in  our  business,  and 
<^  in  making  such  registration  we  registered  in  all  those  classes  in  which  we 
"  had  used  or  intended  to  use  the  marks  in  the  course  of  our  business.  Our 
<'  business  including  goods  in  almost  all  classes,  it  was  necessary  for  us  to  40 
"  register  in  many  classes.  (3)  For  some  time  prior  to  the  year  1882  we  had 
^^  been  using  as  a  Trade  Mark  a  butter fiy  with  outstretched  wings  ;  and  in 
"  July  1882,  we  applied  for  registration  of  this  mark,  and  the  same  was  subse- 
"  quently  registered  under  the  number  27,850.  This  mark  was  registered  in 
'<  several  classes  of  goods  including  Class  42.  We  intended  to  use,  and  have  in  45 
'<  fact  used,  the  said  mark  on  many  varieties  of  goods,  including  several  kinds 
"  of  food  stuffs  such  as  biscuits,  confectionery,  rice,  starch,  peppermint,  oil, 
"  condensed  milk,  and  so  forth,  such  as  are  commonly  sold  in  grocers'  shops 
"  and  stores.  We  intended  to  use  this  mark  also  on  several  other  articles  of 
"  food  for  which  my  firm  expects  orders  and  contracts  during  the  present  year.  50 
"  For  reasons  hereinafter  stated  under  paragraph  14,  I  prefer  not  to  state  more 
**  detailed  particulars  concerning  the  use  of  our  Trade  Marks  in  the  past  or  tho 
"  present ;  but  1  say  that  such  marks  were  registered  for  the  purposes  of  being 
**  used,  and  for  no  other  purpose  whatever.  (4)  In  August  1888,  we  applied  for 
"  res'istration  of  the  mark  No.  72,790,  which  is  a  combination  of  our  previously  55 
"  registered  '  Butterfly '  mark  and  of  a  Chinese  standard.  This  mark  was 
*'  registered  only  in  respect  of  Class  42,  and  for  the  purpose  of  being  used  upon 
"  food  stuffs.     As  a  matter  of  fact  it  has  been  so  used  on  many  occasions." 

The  motions  were  entered  in  the  witness  list,  and  were  heard  (with  cross- 
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examination  of  deponents)  on  the  19th,  20th,  and  2l8t  of  April  1898,  before 
RofneTy  J^  who  foand  that  there  had  been  no  real  user  of  the  Respondents' 
marks  before  or  since  registration,  and  that  they  had  been  registered  in  Class  42 
without  any  bond  fide  intention  to  use  them  in  that  class,  and  he  ordered  the 
5  marks  to  be  expunged  as  to  the  whole  of  Class  42  from  the  Register.  The 
Comptroller  was  directed  to  proceed  with  the  application  to  register  (15  R.P.C. 
266).  J,  Bait  <t  Co.  appealed  from  the  order  to  expunge  the  marks.  The  Court 
of  Appeal  dismissed  the  appeal  with  costs,  but  a  slip  made  in  drawing  up  the 
order  of  Rofner,  J.,  was  rectified  (15  R.P.C.  534). 

10      </.  Bait  A  Co.  appealed  from  this  decision  to  the  House  of  Liords. 

Levett^  Q.C.,  and  L.  B.  Sebastian  (instructed  by  Shepheards)  appeared  for  the 
Appellants)  ;  Neville^  Q.C.,  and  J.  Aitsten  Cartmeli  (instructed  by  Mann  and 
Tayhr)  appeared  for  the  Respondents. 

Levetty  Q.C.,  and    Sebastiany    for    the  Appellants,    stated    the    facts,  and 

15  continued. — Batt  &  Co.  are  general  merchants,  and  have  a  very  large  turnover 
every  year.  They  had  used  the  butterfly  mark  since  1882.  Their  practice 
was  when  they  invented  new  marks  to  register  them  for  all  classes  of  goods  in 
which  they  were  likely  to  deal.  [The  LORD  CHANCELLOR.— You  say  "  likely 
"  to  deal."    I  always  thought  a  trade  mark  imported  a  trade  actually  going 

20  on.]  That  is  the  the  point  that  arises  here.  The  butterfly  was  registered  by 
Batt  &  Co.  in  eleven  classes.  The  registrations  were  under  the  Act  of  1883. 
We  submit  that  the  Appellants  were  entitled  to  invent  and  register  a  mark 
without  using  it,  but  we  admit  that  at  the  time  of  registration  there  must  be 
a  bond  fide  intention  to  use  the  mark,  otherwise  it  would  be  liable  to  be 

25  expunged  under  section  90  of  the  Patents  &c.  Act,  1883.  [The  Lord 
Chancellor. — The  Trade  Mark  Acts  are  not  for  copyright  in  marks,  they 
are  to  protect  trade  marks.  If  you  have  no  goods  you  are  claiming  only  copy- 
right, you  are  not  claiming  for  the  purpose  of  protecting  your  trade.] 
Batt  A  Co.  are  entitled  to  register  a  mark  for  certain  goods  and  put  it  on  the 

30  goods  when  they  have  an  order  for  goods  of  that  kind.  Romer,  J.,  held  that 
there  was  no  bond  fide  intention  to  use  the  marks  in  Class  42,  and  the  Court  of 
Appeal  did  not  disagree  with  that  finding.  Mr.  Kottgen  did  say  that  he 
intended  to  use  them,  but  he  refused  to  answer  certain  questions  in  cross- 
examination.     [The  evidence  was  referred  to.]     Even  admitting  that  there  was 

35  no  evidence  of  user,  a  bond  fide  intention  to  use  at  the  time  of  registration  is 
sufficient.  The  onus  of  showing  want  of  bona  fides  is  on  the  Respondents.  [The 
Lord  Chancellor. — That  might  be  so  in  ordinary  circumstances,  but  here 
seventeen  years  have  passed  since  registration  and  there  is  no  proof  of  any 
instance  of  user.]     There  is  no  provision  in  the  Trade  Mark  Acts  for  taking  off 

40  a  mark  for  non-user  of  it.    We  submit  that  the  onus  of  showing  that  the 
Appellants  had  no  bond  fide  intention  was  on  the  Respondents. 
Counsel  for  the  Respondents  were  not  called  on. 

Halsbury,  L  C. — My  Lords,  whatever  may  be  the  ultimate  decision  on  the 
abstract  proposition  as  to  whether  or  not  there  can  be  a  keeping  back  for  a  long 

45  time  of  a  trade  mark  which  originally  was  bond  fide  intended  to  be  used,  but 
which  from  accident  or  some  other  cause  has  not  been  used,  I  purpose  giving  no 
opinion  upon  it  for  the  present  for  this  reason — that  it  does  not  arise  in  this  case. 

Here  is  a  gentleman  who,  for  seventeen  years,  has  been  in  possession  of  a  trade* 
mark.    There  are  a  variety  of  circumstances  which  can  be  suggested — that  it  was 

50  needed  for  the  purpose  of  trading  under  a  particular  form  of  mark,  and  so  protect- 
ing the  trade  which  he  had  either  begun  or  intended  to  begin  ;  or  that  he  was 
disposed  to  register  any  number  of  trade  marks  for  the  purpose  of  vending  them 
to  others  to  whom  they  might  appear  as  pleasant  and  attractive  ti-ade  marks. 
Again,  as  to  that  I  propose  to  say  nothing,  because,  although  certainly  I  am  not 

55  without  an  impression  on  the  subject,  it  may  be  that  the  irritability  which 

Mr.  Levett  has  attributed  to  his  client  put  him  at  a  disadvantage,  and  that  he 

did  not  give  sufficient  explanation  of  circumstances  which  certainly  would 

suggest  he  was  a  dealer  in  trade  marks,  and  not  a  dealer  in,  say,  rice. 

Be  that  as  it  may,  the  question  we  have  to  deal  with  is  whether  we  are 
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prepared  to  disagree,  as  a  matter  of  fact,  with  the  learned  Judges,  one  of  whom 
saw  and  heard  the  witness,  and  has  recorded  his  opinion  in  plain  terms  that  the 
witness  was  unsatisfactory,  and  that  he  did  not  rely  on  any  of  those  vague 
statements  which  he  made.  The  learned  Judge  drew  the  inference  which  he 
expressly  states,  namely,  that  in  his  view  there  was  not  a  ho7id  fide  intention  to  5 
trade  at  all,  and  that  the  trade  mark  ought  to  be  erased  accordingly.  The  Court 
of  Appeal,  giving,  as  they  ought  to  do,  weight  to  the  learned  Judge,  who,  in 
dealing  with  a  matter  of  fact,  has  seen  and  heard  the  only  witness  who  was  put 
forward  to  give  evidence  on  the  matter  which  alone  was  relevant  to  the  cause, 
and  I  think  concurring  with  the  general  view  of  Mr.  Justice  Romer  in  what  10 
he  had  said  about  the  witness,  came  to  the  same  conclusion ;  and  the  only 
question  for  your  Lordships  is  whether  we  are  going  to  disagree  with  the 
Court  of  Appeal  and  the  learned  Judge  who  saw  and  heard  the  witness. 
For  my  own  part  I  entirely  concur  with  the  judgment  they  formed,  and 
I  think,  even  without  the  advantage  of  seeing  and  hearing  the  witness,  I  15 
should  come  to  the  same  conclusion  on  the  shorthand  writer's  note  of  the 
evidence.  But,  as  I  say,  it  is  enough  for  me  to  say  that  considering  the 
advantage  the  learned  Judge  had  in  seeing  the  witness,  even  if  I  did  not  follow 
him,  as  I  certainly  do,  in  point  of  fact,  I  should  hesitate  to  differ  from  him. 
He  had  a  better  opportunity  of  forming  a  judgment  than  I  can  possibly  have.       20 

My  Lords,  it  appears  to  me  that  once  the  fact  is  arrived  at  that  the  witness 
was  not  to  be  relied  on,  and  the  very  matter  which  he  was  called  upon  to 
explain  he  absolutely  declined  to  answer  questions  upon  at  all,  apart  from 
other  considerations  I  am  of  opinion  that  no  Court  of  Law,  where  the  affirmative 
is  on  the  witness  and  he  will  not  be  cross-examined,  because  that  is  what  it  25 
comes  to,  on  matters  relevant  to  the  very  question  in  dispute,  could  act  on  the 
evidence  of  such  a  witness. 

Under  these  circumstances  I  move  your  Lordships  that  this  appeal    be 
dismissed  with  costs. 

Lord  Macnaghtbn. — My  Lords,  I  am  of  the  same  opinion.  30 

Lord  Morris. — My  Lords,  I  quite  concur. 

Lord  Shand. — My  Lords,  I  also  concur. 

The  appeal  was  dismissed  with  costs. 


In  the  High  Court  op  Justicb.—Chancbry  Division. 

Before   Mr.   Justice   Cozbns-Hardy.  ^^ 

June  8th,  9th,  12th,  and  15th,  1899. 

Dick   v.   Ellam's   Duplicator   Company. 

Patent. — Action  for  infringement. — Novelty. — Constnictimi  of  Specification. 
— Subject-matter. — Anticipation. — Prior  knowledge. — Insufficient  de8cri2>tion. — 
No  infringement.  40 

In  1887  a  Patent  was  granted  to  A.  for  improvetnents  in  duplicating  writing 
apparatus.  D.  became  oumer  of  the  Patent^  and  in  1889  brought  an  action 
against  the  Defendants  for  infringement.  The  Defendants  denied  infringement^ 
and  denied  the  validity  of  the  PcLtent  ofi  the  grounds  (inter  alia)  that  the  alleged 
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invention  was  anticipated  by  several  prior  Patents^  and  that  a  person  following 
AJ*8  directions  would  not  obtain  the  result  described  in  the  Specification. 

Held,  on  the  true  construction  of  the  Specification,  that  the  Patent  was  invalid 
for  want  of  novelty,  and  the  cu^tion  was  dismissed  with  costs. 
5      Hills  v.  Evans  (4  D.G.  F.  &  J.  iZS)  followed. 

On  the  5th  of  September  1887,  a  Patent  (No.  12,013*  of  1887)  was  granted  to 
Herbert  John  Allit^on  for  "  Improvements  in  the  process  of  and  apparatus  for 
"  the  copying,  duplication,  and  printing  of  writings,  drawings,  type-writing, 

10  "  prints,  and  designs."  The  Complete  Specification  (as  amended  pursuant  to 
the  decision  of  the  Law  Officer  of  the  9th  of  May  1898)  was  as  follows  : — 

"  The  invention  consists  in  improvements  in  the  process  of  and  apparatus  for 
**  the  copying,  duplication  and  printing  of  writings,  drawings,  type-writing, 
'*  prints  and  designs. 

X5  ^'  To  make  a  stencil,  or  rather  a  transmitting  duplicating  sheet,  I  use  a  thin, 
"  tough,  highly  porous  sheet  coated  or  filled  with  a  material  impervious  to  ink,  the 
"  sheet  being  so  thin  and  porous  that  wherever  the  filling  or  coating  is  removed, 
^'  the  sheet  becomes  open  to  the  transmission  of  ink.  By  preference  the  sheets 
"  should  be  so  highly  porous  that  after  being  coated  with  paraffine  and  written 

20  **  on  with  a  type-writer  the  points  of  impression  will  be  open  to  the  transmis- 
"  sion  of  printer's  ink.  The  process  is  to  coat  a  thin  porous  sheet,  such  as 
"  Japanese  dental  paper  or  Yoshino,  or  any  other  sheet  of  adequate  thinness, 
^^  toughness  and  porosity  with  a  material  impervious  to  ink,  such  as  paraffine,  or 
^*  any  other  suitable  substance  impervious  to  ink,  and  then  make  the  desired 

25  "  writing,  design,  type-writing  or  print  on  it  with  a  writing  or  imprinting 
^'  instrument,  thus  opening  the  pores  to  the  transmission  of  ink,  without  the  aid 
"  of  chemicals  or  any  puncturing  or  abrading  bearing  surface,  plate  or  instru- 
"  ment.  In  writing  with  the  stylus  there  will  indeed  be  a  slight  incidental 
"  abrasion,  that  this  is  not  essential  to  the  process,  however,  is  shown  by  the 

30  "  fact  that  the  simple  pressure  of  the  type-writer  is  effectual  without  any 
"  abrasion.  The  duplication  of  type-writing  is  one  of  the  chief  functions  of 
"  this  sheet.  When  using  a  gummy  or  waxy  coating  or  filling,  as  paraffine,  the 
filling  is  by  preference  partially  transferred  by  adhesion  to  the  bearing  surface 
on  which  the  sheet  rests  in  the  operation  of  making  characters  and  designs 

35  **  with  a  writing  or  imprinting  instrument ;  that  is,  the  filling  under  the  writing 
^'  or  imprinting  instrument  is  pressed  against  and  adheres  to  the  bearing  surface 
^'  and  is  thus  pulled  out  of  the  pores  of  the  sheet  on  the  removal  of  the  sheet 
"  from  the  bearing  surface.  As  a  bearing  surface  to  which  the  paraffine  will 
"  adhere  most  perfectly  I  may  use  a  sheet  of  silk  bolting  cloth  or  of  paper 

40  "  embossed  with  fine  corrugations,  but  this  is  not  necessary.  In  the  process  I 
"  use  by  preference  a  sheet  of  said  dental  paper  of  such  thinness  as  to  weigh 
'*  about  17  ounces  to  a  ream  of  the  usual  sized  sheets,  namely  15  x  10  1-2 
^'  inches,  but  the  sheet  may  be  any  size.  The  transmitting  sheet  may  be 
"  originally  prepared  by  laying  a  sheet  of  paper  to  be  coated  on  a  smooth  metal 

45  **  surface  heated  slightly  above  the  fusing  point  of  the  paraffine  by  preference 
"  121°  or  122°  Fahrenheit  and  then  spreading  a  thin  coating  of  melted  paraffine 
"  over  the  sheet  by  means  of  a  cloth  saturated  with  the  paraffine  stretched  over 
**  any  convenient  holder,  as  a  black-board  rubber.  It  may  be  applied  simply  by 
"  drawing  this  across  the  sheet  lengthwise  with  the  fibre,  being  generally 

50  **  transverse  to  the  length  of  the  sheet ;  and  then  removing  the  sheet  wave  it  in 
"  air  cool  enough  to  congeal  the  paraffine  before  it  runs  out  of  the  pores,  say  air 
**  of  50°  Fahrenheit.  The  waving  is  performed  by  seizing  the  sheet  by  two 
"  adjacent  corners  and  drawing  it  rapidly  through  the  air  a  foot  or  two 
"  horizontally  first  in  one  direction  and  then  in  the  opposite  direction,  so  that 

55  '*  the  action  of  the  air  will  turn  first  one  side  of  the  sheet  up  and  then  the  other, 
*'  and  thus  prevent  the  paraffine  from  running  out  during  the  time  of 
*'  congellation.  The  paraffine  should  be  of  such  a  grade  as  to  remain  firm  in 
«<  the  temperature  or  climate  in  which  it  is  eventually  to  be  used.    This  grade 


4( 
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"  should  be  of  a  melting  temperature  about  ten  degrrees  above  the  temperature 
"  to  which  the  sheet  is  to  be  exposed  in  use. 

"  I  do  not  claim  this  process  of  waxing  the  sheet,  however,  but  only  describe 
"  it  to  enable  it  to  be  made  without  difficulty.  I  believe  that  well  known 
"  methods  of  manufacture  are  equally  efficacious.  j  i,  j  +v, 

"The  transmitting  duplicating  sheet  having  been  duly  made  and  l\ad.t*i^ 
"  desired  characters  written  or  imprinted  on  it,  opening  the  pores  in  the  desired 
"  form  as  aforesaid,  I  then  stretch  it  over  a  bed  saturated  with  ink,  and  the  ink 
"  presses  through  on  a  sheet  of  writing  or  printing  paper  laid  on  it  in  such  a 
"  manner  as  to  receive  a  duplication  of  the  writing,  design,  print,  or  type-  111 
"  writing,  written  or  impressed  on  the  transmitting  sheet,  according  to  any  of 
*'  the  well-known  methods  of  running  off  copies  from  a  stencil.  This  trans- 
"  mitting  sheet  may  be  used  without  the  bed,  however,  with  the  ordinary  roller 
"  and  with  other  well  known  appliances  and  even  with  dry  powdered  mk, 
"  bronze  or  coloring  matter.  ^  • 

"  I  do  not  claim  any  of  the  particular  bearing  surfaces  which  may  be  used  in 
"  making  said  transmitting  sheet  as  a  feature  of  my  process.  I  disclaim  the 
"  methods  of  making  stencils  or  transmitting  sheets  by  abrading  or  perforating 
"  or  breaking  the  texture  or  fibre  of  a  sheet  not  sufficiently  open  to  permit  the 
"  transmission  of  ink  on  the  mere  removal  of  the  filling  or  coating  whether  ^U 
"  such  filling  or  coating  be  of  paraffine,  wax,  varnish  or  other  substance ;  and  I 
"  also  disclaim  the  use  of  chemicals  for  the  purpose  of  removing  a  coating  and 
"  varnish  or  the  like  and  at  the  same  time  eating  into  the  texture  of  the 
"  transmitting  sheet  where  the  pores  of  the  sheet  are  not  themselves  sufficiently 
"  open  to  permit  the  transmission  of  ink  without  corrosion.  25 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  ^id 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  :— I.  A  transmitting  printing  sheet  consisting  of  a  thin  porous 
"  transmitting  sheet,  through  which  ink  is  readily  transmitted,  as  Japanese 
"  dental  paper  or  Toshino  filled  or  coated  with  a  substance  impervious  to  ink  as  30 
"  paraffine,  substantially  as  described.  2.  A  transmitting  printing  sheet 
"  consisting  of  a  thin,  porous  sheet,  through  which  ink  is  readily  transmitted 
«  such  as  Japanese  dental  paper  or  Yoshino,  filled  or  coated  with  a  substance 
"  impervious  to  ink,  as  paraffine,  and  having  this  filling  or  coating  removed  at 
**  the  lines  or  points  of  printing,  substantially  as  described.  3.  The  process  of  35 
«  preparing  the  transmitting,  printing  or  duplicating  sheet  consisting  in  coating 
"  or  filling  a  thin  porous  sheet  open  to  the  transmission  of  ink  with  a  substance 
"  impervious  to  ink  and  then  removing  the  coating  or  filling  in  the  desired 
"  form  by  the  pressure  of  a  writing  or  printing  instrument  without  the  aid  of 
"  chemicals  or  of  any  puncturing  or  abrading  instrument  or  plate  making  40 
«  orifices  in  the  sheet  or  corroding  or  breaking  the  fibre  thereof  to  open  a 
«  passage  for  the  ink,  substantially  as  described.  4.  The  process  of  preparing 
"  duplicating  sheets  for  type-writing  consisting  in  coating  or  filling  a  thm  porous 
"  sheet  open  to  the  transmission  of  ink  such  as  Yoshino  or  Japanese  dental 
•<  paper  with  a  substance  impervious  to  ink  such  as  paraffine  and  removing  the  45 
"  same  by  the  pressure  of  the  type  in  a  type-writer,  substantially  as  described. 
*«  5.  A  transmitting  printing  sheet  consisting  of  a  sheet  of  Japanese  dental  paper 
"  or  Yoshino  coated  with  paraffine  substantially  as  described." 

There  were  no  drawings.  ^     -   ^  - 

The  Patent  became  vested  in  the  Plaintiff,  who  brought  an  action  for  mfri^e-  50 
ment  thereof  against  the  Ellam  Duplicator  Company  on  the  23rd  of  June  1898. 

By  the  Particulars  of  Breaches  the  Plaintiff  complained  of  the  preparation 
and  sale  by  the  Defendants  of  printing  sheets  or  copying  apparatus  made  in 
accordance  with  the  invention  described  and  claimed  in  the  Plaintiff  s  Specifi- 
cation,  and  in  particular  of  the  sale  in  June,  1898,  by  the  Defendante  of  a  55 
foolscap  duplicator,  together  with  printing  sheets  and  copying  apparatus,  in 
infringement  of  the  Patent.  t^,  .      /k 

The  Defendants  by  their  Defence  (1)  did  not  admit  that  the  Plaintiff  was  the 
6Avner  of  the  Patent  referred  to  in  the  Statefnent  of  Claim ;  (2)  alleged  that 
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they  had  not  infringed ;  (3)  denied  that  the  alleged  invention  was  new  ; 
(4:)  denied  that  the  invention  was  the  proper  subject-matter  of  Letters  Patent ; 
(5)  alleged  that  H.  J.  Allison  was  not  the  true  and  first  inventor ;  (6)  denied 
that  the  invention  was  useful ;  and  (7)  alleged  that  the  final  Specification  of 
5  the  alleged  invention  did  not  sufficiently  describe  and  ascertain  the  nature  of 
the  alleged  invention,  and  "the  manner  in  which  the  invention  was  to  be  carried 
out.  By  their  Particulars  of  Objections  the  Defendants  (1)  repeated  paragraph  3 
of  their  Defence,  and  relied  upon  the  following  Specifications  as  anticipating 
all  the  claims  of  the  Plaintiffs  Patent :— (a)  Jeyes,  1812  (1874)  ;  {0)  Zuccato, 


10  3150  (1874) ;  (c)  Zuccato,  3647  (1877) ;  (d)  Gestetner,  1656  (1881) ;  (e)  Tyler, 
200  (1882) ;  (/)  Raggett,  312  (1883) ;  (ff)  King,  2266  (1883)  ;  (h)  Hoivard, 
Jones,  and  Jones,  13,561  (1884) ;  (i)  Michell,  14,286  (1884) ;  (j)  Johnson,  16,189 
(1884) ;  (A)  Johnson,  4145  (1885) ;  (0  De  Pass,  7530  (1886) ;  (m)  Haddan, 
10,636  (1886) ;  (n)  Elliott,  14,678  (1886) ;  (o)  BouU,  6669  (1887)  ;  (2)  repeated 

15  paragraph  4  of  the  Defence,  and  relied  on  all  the  prior  publications  set  out  in 
the  preceding  paragraph,  alleging  that  none  of  the  claims  in  the  Plaintiff's  Specifi- 
cation showed  any  patentable  improvement  upon  any  prior  knowledge,  and  that 
transmitting  printing  sheets  impermeable  to  ink  had  been  for  the  last  24  years 
used  generally  in  the  trade  for  the  purposes  set  forth  in  all  the  claims  in  the 

20  final  Specification  of  the  Plaintiff's  said  Patent ;  (3)  repeated  paragraph  5  of 
their  Defence ;  (4)  repeated  paragraph  6  of  their  Defence,  and  said  that  a 
transmitting  printing  sheet  made  and  constructed  in  accordance  with  the 
instructions  given   in  the  Specification  of  the   Patent   was  useless  for  the 

Jnrposes  indicated  ;  (5)  repeated  paragraph  7  of  their  Defence,  alleging  that  the 
laintiff  did  not  sufficiently  distinguish  what  he  claimed  to  be  new  from  what 
was  old,  and  that  no  sufficient  directions  were  given  in  the  Specification  as  to 
the  class  of  paper  to  be  used  or  the  material  to  be  used  for  coating  the  paper. 
They  alleged  that  the  words  "as  paraffine  "  didnot  sufficiently  indicate  which  of 
a  very  large  number  of  substances,  most  of  which  they  alleged  to  be  useless, 

30  would  produce  the  required  result,  and  said  it  would  be  impossible  without 
considerable  experiment  to  discover  a  substance  which  could  be  successfully 
used.  They  further  alleged  that  the  Specification  was  contradictory,  having 
particular  reference  to  page  5,  lines  10  and  12,  and  to  the  fourth  and  fifth 
claims ;  and  (6)  alleged  that  the  Plaintiff's  Specification  was  misleading  in  that, 

35  if  the  Plaintiff  was  in  possession  of  any  invention  at  the  date  of  his  Patent,  he 
did  not  disclose  the  manner  of  making  the  same,  or  the  best  materials  or  processes 
of  manufacture  known  to  him  at  the  date  of  filing  his  Complete  Specification. 

At  the  trial,  which  commenced  on  the  8th  of  June  1899,  the  Defendants 
relied  on  the  prior  publications  by  Jeyes,  Zuccato  of  1874  and  1877,  Gestetner, 

40  and  Johnson  of  1885,  and  admitted  that  they  had  infringed  if  the  Plaintiff's 
Patent  was  valid. 

Moulton,  Q.C.,  Bousfield,  Q.C.,  and  /.  (7.  Graham  (instructed  by  Ingle, 
Holmes  Jc  Sons)  appeared  for  the  Plaintiff ;  T.  Terrell,  Q.C.,  Astbury,  Q.C., 
A.  J.  Walter,  and  J.  A.  S.  Bticknill  (instructed  by  Pritchard,  Englefield  &  Co.) 

45  for  the  Defendants. 

Bousfield,  Q.C.,  opened  the  case  for  the  Plaintiff,  and  called  evidence  to  prove 
that  in  the  Plaintiff's  process — using  Toshino — a  satisfactory  result  could  be 
obtained  by  forcing  the  ink  through  the  pores  of  the  paper,  and  that  there  was 
no  sensible  abrasion  or  cutting  of  the  fibres,  what  little  perforation  there  was 

50  being  accidental  and  inconsiderable. 

Mr.  J.  Swinburne,  Mr.  Dugald  Clerk,  Miss  Mabel  Slade,  and  Mr.  D,  Gestetner 
gave  evidence  in  support  of  the  Plaintiff's  case,  and  the  last-named  said  that 
Japanese  copying  paper  coated  with  wax  under  his  Patent  of  1881,  if  used  in  a 
type- writer  according  to  the  directions  in  the  Plaintiff's  Specification,  would 

55  not  make  a  satisfactory  stencil,  as  the  instrument  would  perforate  the  paper  and 
knock  out  the  O's  and  the  middles  of  other  letters. 

Experiments  were  made  in  Court  with  various  kinds  of  paper  and  several 
descriptions  of  type- writer,  with  the  general  result  that  the  Plaintiff's  Yoshino 
produced  the  most  satisfactory  stencils.    A  fair  result  was  also  obtained  from 
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Oestetner^s  paper,  but  a  greater  degree  of  care  was  necessary  in  this  case  in  the 
manipulation  of  the  type-writer. 

Cozbns-Hardy,  J.,  observed  that  in  all  cases  a  considerable  percentage  of 
the  fibres  of  the  paper  had  been  cut  by  the  type. 

Astbury^  Q.C.,  for  the  Defendants. — The  case  fails  on  the  question  of  validity,  5 
also  as  to  infringement.    The  first  claim  is  one  for  a  product,  a  transmitting 
printing  sheet  consisting  of  a  thin  porous  transmitting  sheet  through  which  ink 
is  readily  transmitted  as  Japanese  dental  paper  or  Todiino,  filled  or  coated  with 
a  substance  impervious  to  ink  as  parafBne.    They  say  this  is  a  claim  for  a  paper 
for  the  purpose  of  making  a  stencil,  which  is  claimed  in  Claim  2.    If  they  say  10 
it  means  the  paper  to  which  something  must  be  done  to  be  an  infringement 
then  they  have  no  case,  as  we  are  only  sued  for  selling  the  paper.    But  I  admit 
we  do  more  than  that.    It  is  conceded  that  Japanese  copying  paper  was  a  known 
article,  and  that  waxing  it  in  such  a  way  that  a  stencil  could  be  formed  was 
common  knowledge.    Jeyes  dealt  with  waterproofing  Japanese  paper  with  long  15 
fibre.    The  only  two  such  papers  are  Yoshino  and  copying  paper,  both  of  which 
are  excellent  for  our  purpose.    Claim  1,  if  good,  would  stop  Jeyes  waterproofing 
Japanese  paper  with  wax  suitable  for  stencils.    Allison  does  not  limit  himself 
to  Japanese  paper :  he  claims  a  thin,  tough,  highly-porous  sheet,  and  gives 
Yoshino  as  an  example,  while  the  fifth  claim  is  for  Yoshino  only  coated  with  20 
paraffine.    Now,  as  to  Oestetner ;  he  is  under  a  license  from  the  Plaintiff,  which 
will  only  be  good  if  the  Patent  is  upheld.     [Cozbns-Hardy,  J. — He  pays  no 
royalties.]     He  admitted  that  the  mode  of  waxing  makes  a  difference.    For  the 
purpose  of  a  Patent  commercial  utility  need  not  be  proved,  nor  need  it  for  an 
anticipation  ;  very  slight  utility  is  enough,  but  you  must  have  practical  details.  25 
Allison  disclaims  just  those  details  which  are  necessary  for  success.    Gestetner*s 
paper  makes  a  stencil,  even  when  waxed  in  the  worst  possible  way  for  the 
purpose,  and  when  it  is  better  waxed  it  makes  a  better  stencil. 

The  only  process  claimed  is  user  in  a  type-writer.  The  Patentee  has  discovered 
that  a  common  product  will  produce  a  beneficial  result  if  used  in  a  type- writer  in  30 
a  common  way.  There  is  no  invention  in  the  way  it  is  to  be  done  ;  the  step 
he  took  was  an  obvious  one  to  persons  in  the  trade — to  use  a  type-writer  after 
its  introduction  instead  of  a  pen.  Oestetner  tried  this,  but  he  failed  to  make  a 
success  because  he  was  not  well  up  in  details  which  have  nothing  to  do  with 
the  Plaintiff's  process.  There  is  no  more  direction  in  Allison  than  in  Johnson ;  35 
indeed  Johnson  is  a  complete  disclosure ;  Allison  discovered  that  a  type- writer 
would  act  as  well  as  a  style  or  pen.  He  only  says  ^'  Do  it,"  and  goes  on  to  tell 
what  results  happen,  but  he  does  not  say  how  it  is  to  be  done.  There  is  more 
disclosure  in  Johnson ;  he  explains  the  theory. 

Then  Allison  disclaims  peif orating,  abrading,  or  breaking  the  texture  of  the  40 
fibres.    There  is  no  sheet  known  with  pores  sufficiently  open  to  allow  the  ink 
to  pass  through.    The  mere  pushing  aside  the  wax  is  not  enough ;  the  sheet 
would  still  be  waterproof.    Unless  you  both  abrade  and  perforate  you  cannot 
get  a  stencil.    The  type- writer  makes  a  series  of  tiny  holes,  through  which  the 
ink  runs.    It  is  impossible  to  do  it  without  perforating.    Johnson  prevents  this  45 
Patent  being  valid,  but  he  is  unfortunate  enough  to  be  unable  to  appreciate  the 
nature  of  what  he  had  discovered.     [Cozbns-Hardy,  J. — ^Does  not  the  dis- 
claiming clause  mean  that  he  only  disclaims  well-known  methods  ?]     I  think 
not.    A  Patent  must  be  construed  strictly,  and  a  Patentee  must  either  claim 
broadly  or  very  narrowly.    He  thought  he  must  be  outside  the  user  of  perfora-  50 
tion,  and  that  there  would  not  be  subject-matter  in  perforating  merely  in  a  less 
degree.    [Cozbns-Hardy,  J, — You  say,  then,  that  the  first  limb  of  the  dis- 
claiming clause  has  the  same  strength  as  the  second,  which  refers  to  a  chemical 
process  ?]    Yes  ;  the  Patentee's  language  must  be  construed  strictly. 

Sir  F.  Bramwelly  Mr.  H.  Ballantyne^  and  Mr.  F.  Ellam  were  called  for  the  55 
Defendants,  and  gave  evidence  to  the  effect  that  Japanese  copying  paper  would 
make  a  stencil,  and  that  no  stencil  could  be  made  from  any  paper  without 
perforating  or  cutting  the  fibres.    It  was  proved  by  experiment  that  when  the 
wax  was  removed  from  one  of  the  Plaintiff's  stencils,  either  by  means  of  a 
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Bolvent  or  by  heat,  the  microscope  would  show  clear  perforation  and  catting  of 
the  fibres  where  the  type  had  struck. 

Witnesses  were  recalled  for  the  Plaintiff  to  prove  that  stencils  could  be  made  by 
his  process  with  a  type-writer  having  flat  as  distinguished  from  sharp-edged  type. 
5  Walter, — On  the  construction  of  the  Specification  the  Plaintiff  takes  a  thin, 
tough,  highly-porous  sheet.  This  is  the  material  from  which  he  makes  his 
stencil.  Then  he  coats  or  fills  it  with  a  material  impervious  to  ink,  and  claims 
to  make  a  stencil  by  removing  the  wax  and  allowing  the  ink  to  permeate  th3 
paper  owing  to  its  porosity.    Now  we  have  proved,  and  our  experiments  show, 

10  that  porosity  has  nothing  to  do  with  it,  and  that  there  is  absolute  removal  of 
substantially  the  whole  of  the  fibres  through  which  the  ink  runs.  He  claims 
any  thin,  porous  sheet,  coated  or  filled  with  a  substance  impervious  to  ink. 
This  is  a  claim  to  a  substance,  not  Yoshino  simply  ;  the  fifth  claim  is  to  the 
same  thing,  but  limited  to  Yoshino.     [Cozbns-Hardy,  J.— In  the  fifth  "  fill " 

15  is  omitted.]  I  do  not  think  in  the  Specification  any  distinction  is  drawn 
between  "  till  "  and  "coat "  ;  it  may  be  a  mere  matter  of  drafting.  The  second 
claim  is  for  a  substance  as  in  the  first,  but  having  the  filling  or  coating  removed 
at  the  lines  or  points  of  printing.  [Cozbns-Hardt,  J. — This  is  a  claim  for  it 
after  it  has  been  operated  upon.]     it  is  not  a  claim  for  a  perforated  stencil,  but 

20  only  f©r  one  from  which  the  filling  has  been  removed.  Unless  you  remove  the 
fibre  as  well  as  the  wax  you  cannot  get  a  stencil.  The  third  is  a  claim  for 
writing  either  Avith  a  type- writer  or  a  stylus ;  the  only  difference  from  the 
second  is  that  ^'substantially  as  described ^^  is  imported  from  the  text. 
[Cozbns-Hardy,  J, — The  third  claim  seems  to  be  intermediate  between  the  first 

25  and  second.]  Yes,  it  is  so  ;  these  are  graduated  claims ;  the  fourth  is  limited 
to  a  type-writer,  but  it  is  covered  by  the  third,  and  is  also  limited  to  paraf&ne. 

Now,  as  to  the  question  whether  we  have  infringed.  In  every  case  we  have 
an  open  stencil  with  open  holes.  We  have  taken  Yoshino  and  covered  it  with 
wax,  so  we  may  be  said  to  have  infringed  the  first  claim,  if  it  is  good.    As  to 

^  the  second  claim,  it  depends  on  the  construction  ;  if  the  claim  is  only  for  the 
use  of  the  paper,  with  the  fibre  intact,  we  have  not  infringed.  [COZBNS- 
Hardy,  J. — It  resolves  itself  into  a  question  of  the  validity  of  the  first  claim.] 
Yes.  Take  Jeyes^  Specification.  He  has  described  a  Japanese  paper  with  long 
fibre.    Yoshino  and  Japanese  copying  paper  and  other  papers  all  have  long 

35  fibre.  Then  he  covers  it  with  wax ;  it  does  not  matter  what  he  uses  it  for. 
Allison  has  made  no  advance  ;  it  was  not  new  to  use  waterproof  material  for 
stencil-making;  it  had  been  done  chemically,  by  the  electric  pen,  by  the 
cyclostyle,  and  by  an  agate  stylus  on  a  corrugated  surface.  Therefore  the  idea 
was  not  new.    Allison  has  taken  Jeyes^  paper  and  put  it  in  a  type-writer ;  that 

40  is  all  his  invention.  Then  Oestetner  uses  a  paper  which  is  clearly  within  the 
Plaintiff's  first  claim,  and  makes  a  stencil  of  it.  Nothing  is  left  for  Allison 
unless  it  is  to  make  a  stencil  without  breaking  or  cutting  the  fibres  of  the 
paper,  which  cannot  be  done.  So  1  say  Gestetner  has  anticipated  him.  Johnson 
contemplated  paper  coated  with  stearine,  to  be  used  in  two  ways — one  with 

45  cutting  type,  the  other  with  ordinary  flat  type,  thereby  producing  a  stencil. 
He  tells  you  to  take  paper  coated  with  wax  and  use  it  in  a  type-writer. 
Whatever  may  be  the  theory^  to  do  the  actual  thing  you  are  told  by  Johnson 
and  Allison  is  the  same.  The  first,  second,  and  third  claims  are  anticipated  by 
Johnson.    [COZKNS-H  ARDY,  J. — The  last  evidence  shows  that  Johnson's  ordinary 

50  type  mast  work.]  Certainly.  The  substance  of  the  paper  is  a  fine  network  of 
fibres,  and  that  is  coated  with  wax.  When  it  is  coated  with  paraf&ne  it  will 
not  work  with  some  kinds  of  type,  because  parafBne  is  a  hard  wax.  The 
Plaintiff  does  not  use  parafGine  alone.  When  this  paper  is  used  in  the  type- 
writer the  fibres  are  cut,  not  being  able  to  resist  the  blow  of  the  type.     If  you 

55  remove  the  wax  the  resiliency  of  the  material  brings  back  the  fibres,  so  that  to 
the  naked  eye  the  substance  appears  unbroken.  But  with  the  microscope  you 
see  the  edges  are  cut ;  a  few  threads  remain  unbroken,  but  substantially  what 
happens  is  what  happens  in  all  the  old  forms  of  stencil-making.    The  actual 
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prop<M*MQn  of  severed  threads  is  immaterial.  The  sabstanoe  is  old,  the  method 
of  waxing  is  old,  and  the  method  of  typing  is  old,  and  the  whole  tiling  is 
anticipated. 

Bousfield,  Q.C.,  in  reply. — ^There  is  one  thing  that  is  unquestioned  in  the 
whole  case,  though  questioned  in  the   pleadings,  and  that  is  the  utility  of  5 
Allison's  process.    [Cozbns-Hardy,  J, — ^You  need  not  trouble  about  that.] 
I  want  to  call  it  in  aid  as  part  of  my  argument.    There  is  no  evidence  that  this 
process  or  anything  like  it  was  in  use  at  the  time  of  Allison's  Specification. 
There  was,  in  fact,  no  prior  user  at  all ;  it  was  a  new  discovery,  useful,  and  well 
described  in  the  Specification.    You  have  all  the  practical  details  described.  10 
[Cozbns-Hardy,  J. — That  is  not  challenged.]    That  is  an  essential  to  a  Rttent ; 
it  must  give  complete  instructions  to  put  the  invention  into  practical  working. 
This  is  especially  required  when  you  come  to  deal  with  anticipations.    Now, 
Allison's  is  a  highly  successful  process.    Is  it  conceivable  that  if  it  had  been 
disclosed  it  was  not  in  use?    This  is  not  conclusive,  but  is  a  very  strong  15 
argument  that  these  Specifications  did  not  disclose  the  process.    I  rely  on 
Hills  V.  Evans  (4  D.G.  F.  &  J.  438).    Prior  knowledge  must  be  enough  to 
enable  the  public  to  carry  the  invention  into  practical  use.    Let  us  look  at  the 
anticipations  in  the  light  of  this.    You  must  not  leave  a  man  to  find  out  the 
details  for  the  practical  working  of  an  invention.    This  also  applies  to  anticipa-  20 
tions.    Now,  in  this  case  nobody  conceived  the  idea  of  doing  this  before  ;  but 
you  find  in  some  old  Specification  what  is  said  to  be  a  description  of  our 
process.    [COZBNS-H  ARDY,  J. — Johnson  does  not  go  to  your  first  claim.]    No ;  he 
describes  the  user  in  a  type- writer.     [(yOZBNS-HARDY,  J, — ^Will  you  explain 
Mr.  Swinburne's  views  as  to  this  ?]     He  said :  "  This  man's  object  was  not  to  25 
"  give  two  alternative  methods,  but  to  say  that,  if  ordinary  types  would  do  it, 
"  it  would  be  absurd  to  give  an  alternative  method."    He  had  reversible  type 
for .  this  reason,  ordinary  type  for  ordinary  use,  and  sharp  type  for  stencil 
making.     [Cozens-Hardy,  J. — It  is  simply  necessary  to  turn  the  types  in 
order  to  form  either  description  of  characters  ;  both  apply  to  stencils.]     Is  It  30 
conceivable  that  a  man  should  provide  two  alternative  methods  of  stencilling 
in  the  same  machine  ?    He  means  to  use  one  for  typing  and  one  for  stencils. 
He  does  not  describe  what  is  described  in  our  invention.    [Cozens-Hardy,  J. — 
"  Impervious  to  ink."    That  implies  that  the  paper  is  pervious  to  ink ;  he 
.means  to  make  two  stencils — one  perforated  and  the  other  not.]     He  removes  35 
a  bit  of  a  thin  layer ;  we  da  not — we  force  it  all  out.    We  use  Yoshino  or  a  paper 
like  Yoshino,  highly  porous,  an  open  network,  and  then  fill  it  up.     [COZBNB- 
Hardy,  «/. — There  is  nothing  to  show  that  you  cannot  merely  coat  Yoshino ; 
look  at  Claim  5.]     The  result  is  that  you  have  a  network  glazed  as  it  were — 
that  is  the  principle  ;  when  you  use  the  type-writer  you  unstop  the  holes  in  the  40 
network.    Johnson's  language  will  fit   Allison's^  but  you  have  no  practical 
details.    Why  should  it  occur  to  anyone  that  Johnson  should  use  thin  paper  ? 
The  paper  for  our  process  must  be  thin,  tough,  and  highly  porous.    There  is 
nothing  of  this  in  Johnson.    The  Defendants'  witnesses  say  that  success  must 
depend  on  many  things;  but  it  cannot  be  shown  that  we  have  omitted  to  45 
describe  any  one  thing  essential  to  success.    Johnson  has  none  of  these  things  ; 
the  very  notion  of  using  thin  paper  would  have  puzzled  him.     Then  take 
J  eyes'  paper ;  he  uses  a  compound.     [Cozbns-Hardy,  J, — You  use  a  compound 
now.]     He  uses  gum  as  an    essential.    [Cozens-Hardy,  J. — No ;    he  says 
preferably.]     His  paper  is  tough  stuff  like  oiled  silk,  made  with  strong  gum  50 
chiefly.     My  point  is  this — here  is  a  Specification  for  a  certain  product,  non- 
porous  paper,  when  treated  ;  this  paper  is  to  be  punctured,  and  therefore  there 
is  no  point  in  porosity.    Now,  after  Allison^  you  can  prepare  paper  under  J  eyes' 
Specification,  with  the  knowledge  given  by  Allison^  that  will  work  successfully. 
Jeyes  had  no  idea  of  the  result  Allison  produces  ;  there  are  no  practical  specific  55 
details  there.     [Cozbns-Hardy,  J. — Tell  me  what  are  your  practical  details.] 
They  may  be  summed  up  thus  : — First,  you  are  told  the  purpose  of  the  paper ; 
this  is  an  important  guide,  and  will  prevent  any  person  from  producing  a  paper 
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like  Gestetnef*''8.  Yon  must  produce  a  paper  absolutely  porous.  Then  you  are 
told  .(o  tnke  Yoshino.  Tl^is  is  a  type  of  the  paper,  and  paraffine  is  the  type  of 
s^bstance^for  coa^ng^it. .  The  Defendants  can  take  any  paper  but  Yoshino,  and 
any.  w^^  but  ^rM^?*  [CQ;£.PWTHABDy,  J.-^-They  may  take  any  paper  but 
5  Ypshinpapd  pap^s.like.  Yqshino  ?]  ,  Yes  ;  but  Yoshino  is  the  only  one  that 
yfill  worfc  .  Claim  5  iajftst  theKjJpkim  for  Yostino.  The  words  "substantially 
"  as.  des4;ribed '' impQrt^th^  description,  and  show  tbat  you  don't  want  a  paper 
like  Gestetner's.  If  it  said  "as  Japanese  copying  paper,'*  then  I  admit  I  should 
have  nothing  to  say.     [Cozbns-Hardy,  J. — Assuming  the  validity  of  your 

10  Patent,  I  should  say  a  person  using  Japanese  copying  paper  would  infringe.] 
1  submit  ,Bot;  it  ^luat  be  so  put  together  as  to  effect  our  objects.  There  is  no 
deseriptipn  in  any  prior  Specificatipn  of  a  suitable  paper  and  a  suitable  wasc  put 
together  in  a , suitable  way  to  effect  AUison^s  object.  You  must  have  specific 
words  indicating  the  specific  method  of  combining  the  paper  and  wax  in  a 

15  suitable  way.  In  the  roller-skate  case  the  second  claim  was  for  a  clamp  which 
was  admittedly  old  ;  but  the  claim  was  held  good  on  the  ground  that  you  must 
look  at  the  whole  invention.  If  you  simply,  wanted  waterproof  paper,  and 
claimed  Ypshino  soaked  in  paraffine,  Johnson  would  certainly  anticipate. 
Here  yon  have  an  .entirely  new  process.    I  submit  that  the  claim  is  perfectly 

20  goo4>  and.  has  been  infringed.  [Cozens-Hardy, /. — If  the  first  claim  is  good 
there  is  clear  Infringement.]  Now,  as  to  the  process,  there  is  also  infringement. 
The  disclaimer  only  goes  to  distinguish  the  Patentee's  from  previous  stencils. 
He  does  not  claim  the  abrading  processes,  and  by  abrasion  he  means  puncturing 
or  removing  fibre.    All  he  says  is  that  his  discovery  depends  on  the  simple 

25  pressure  of  the  type-writer  to  make  an  effective  stencil.  The  Patent  is  good 
and  has  been  infringed.  *./  .,  • 

..  JudgHient  was  reserved,  and. delivered  on  the  15th  of  J.une^ 

Cozb^S-Hardy,  J. — In  this  case  the  Plaintiff,  who  is  the.  owner  of  a  Patent 
taken  out  by  Allison  in  1887^  claims  an  iaj unction, and  consequiantial  relief'  in 

30  respect  of  the  infringe];ne^t  of  that  Patent.  .  _. 

Assuming  the  validity  of  the  Patent  the  infringement  is  clear,  and  the  only 
question  for  my  decision  is  whether  the  Patent  is  valid.  The  Defendants  allege 
that  it  is  bad  for  want  of  novelty,  and  they  rely  upon  prior  publication  in 
certain    Specifications    to    which  I  must  refer.      They  also  allege  that  the 

35  invention  is  not  the  proper  subject-matter  of  Letters  Patent,  but  I  do  not 
propose  to  treat  this  as  distinct  from  want  of  novelty.  The  Patent  is  for 
"  Improvements  in  the  process  of  and  apparatus  for  the  copying,  duplication 
"  and  printing  of  writings,  drawings,  type-writing,  prints  and  designs."  Put 
shortly  it  is  a  Patent  for  a  product  and  for  a  process.     It  is,  however,  necessary 

40  to  read  the  Specification  carefully.  On  page  2  the  inventor  says: — "The 
"  invention  consists  in  improvements  in  the  process  of  and  apparatus  for  the 
"  copying,  duplication  and  printing  of  writings,  drawings,  type -writing,  prints 
"  and  designs.  To  make  a  stencil,  or  rather  a  transmitting  duplication  sheet,  I 
^^  use  a  thin,  tough,  highly  porous  sheet  coated  or  filled   with  a  material 

45  "  impervious  to  ink,  the  sheet  being  so  thin  and  porous  that  wherever  the  filling 
"  or  coating  is  removed,  the  sheet  becomes  open  to  the  transmission  of  ink.     By 
preference  the  sheets  should  be  so  highly  porous  that  after  being  coated  witl^ 
paraffine  and  written  on  with  a  type- writer  the  points  of  impression  will  be 
"  open  to  transmission  of  printer^s  ink.    The  process  is  to  coat  a  thin  porous 

50  **  sheet,  such  as  Japanese  dental  paper  or  Yoshino,  or  any  other  sheet  of 
^'  adequate  thinness,  toughness  and  porosity  with  a  material  impervious  to  ink, 
**  such  as  paraffine,  or  any  other  suitable  substance  impervious  to  ink.'*     It  is 

Slain  that  this  applies  to  any  kind  of  paper  which  is  at  once  thin,  tough  and 
ighly  porous,  and  to  any  kind  of  coating  with  a  suitable  substance  impervious 
55  to  ink.     Having  thus  produced  the  sheet  the  Patentee  describes  what  is  to  be 
done  with  it.    The  process  is  to  "  make  the  desired  writing,  design,  type-writing, 
"  or  print  on  it  with  a  writing  or  imprinting  instrument,  thus  opening  the 
"  pores  to  the  transmission  of  ink,  without  the  aid  of  chemicals  or    any 
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^*  puncturing  or  abrading  bearing  surface  plate,  or  instrument.     In  writing  with 
'^  the  stylus  there  will  indeed  be  a  slight  incidental  abrasion  ;   that  this  is  not 
'*  essential  to  the  process,  however,  is  shown  by  the  fact  that  the  simple  pressure 
"  of  the  type-writer  is  effectual  without  any  abrasion.    The  duplication  of  type- 
^'  writing  is  one  of  the  chief  functions  of  this  sheet."     He  then  says  that  a  5 
backing  is  desirable,  but  not  essential,  and  indicates  that  gum  or  wax  may  be 
used  : — "  When  using  a  gummy  or  waxy  coating  or  filling,  as  paraffine,  the 
^  filling  is  by  preference  partially  transferred  by  adhesion  to  the  bearing  surface 
''  on  which  the  sheet  rests  in  the  operation  of  making  characters  and  designs 
'*  with  a  writing  or  imprinting  instrument ;  that  is,  the  filling  under  the  writing  10 
''  or  imprinting  instrument  is  pressed  against  and  adheres  to  the  bearing  surface, 
*'  and  is  thus  pulled  out  of  the  pores  of  the  sheet  on  the  removal  of  the  sheet 
^'  from  the  bearing  surface.    As  a  bearing  surface  to  which  the  paraffine  will 
'^  adhere  most  perfectly  I  may  use  a  sheet  of  silk  bolting  cloth  or  of  paper 
^^  embossed  with  fine  corrugations,   but  this  is  not  necessary.^^      He    then  15 
describes  one  particular  mode  of  preparing  the  sheet.     I  need  not  read  this 
because  it  has  been  proved  that  it  will  work  though  it  is  not  the  mode  actually 
and  ordinarily  adopted  by  the  Plaintiff.    He  then  proceeds  as  follows  : — ^'*  I  do 
^^  not  claim  this  process  of  waxing  the  sheet,  however,  but  only  describe  it  to 
''  enable  it  to  be  made  without  difficulty.    I  believe  that  well  known  methods  20 
^^  of  manufacture  are  equally  efficacious."     He  then  decribes  how  the  sheet 
with  writing  or  other  characters  thus  upon  it  may  be  used  to  multiply  copies : — 
*'*'  The  transmitting  duplicating  sheet  having  been  duly  made  and  had  the 
'*  desired  characters  written  or  imprinted  on  it,  opening  the  pores  in  the  desired 
*^  form  as  aforesaid,  I  then  stretch  it  over  a  bed  saturated  with  ink,  and  the  ink  25 
^'  presses  through  on  a  sheet  of  writing  or  printing  paper  laid  on  it  in  such  a 
"  manner  as  to  receive  a  duplication  of  the  writing,  design,  print,  or  type- 
'<  writing,  written  or  impressed  on  the  transmitting  sheet  according  to  any  of 
*^  the  well  known  methods  of  running  off  copies  from  a  stencil.     This  trans- 
*'  mitting  sheet  may  be  used  without  the  bed,  however,  with  the  ordinary   30 
^  roller  and  with  other  well  known  appliances,  and  even  with  dry  powdered 
^^  ink,  bronze,  or  colouring  matter."    Having  thus  stated  what  he  claims  he 
proceeds  to  state  what  he  does  not  claim,  or  rather  what  he  disclaims  : — ^  1  do 
^^  not  claim  any  of  the  particular  bearing  surfaces  which  may  be  used  in  making 
^^  said  transmitting  sheet  as  a  feature  of  my  process.     I  disckiim  the  methods  of  35 
^  making  stencils  or  transmitting  sheets  by  abrading  or  perforating  or  breaking 
^'  the  texture  or  fibre  of  a  sheet  not  sufficiently  open  to  permit  the  transmission 
^^  of  ink  on  the  mere  removal  of  the  filling  or  coating,  whether  such  filling  or 
^*  coating  be  of  paraffine,  wax,  varnish,  or  other  substance  ;  and  I  also  disclaim 
^'  the  use  of  chemicals  for  the  purpose  of  remonng  a  coating  and  varnish  or  the  40 
^^  like,  and  at  the  same  time  eating  into  the  texture  of  the  transmitting  sheet 
**  where  the  pores  of  the  sheet  are  not  themselves  sufficiently  open  to  permit  the 
^'  transmission  of  ink  without  corrosion."    He  then  in  the  usual  manner  makes 
five  claims.    The  first  is  this : — '^  A  transmitting  printing  sheet  consisting  of 
''  a  thin  porous  transmitting  sheet,  through  which  ink  is  readily  transmitted,  as  45 
'*  Japanese  dental  paper  or  Yoshino  filled  or  coated  with  a  substance  hnper- 
^^  vious  to  ink,  as  paraffine,  substantially  as  described." 

On  the  construction  of  this  Specification  I  think  it  is  reasonably  clear  that 
Claim  No.  1  is  simply  for  a  product,  namely,  a  sheet  of  thin  porous  paper  filled 
or  coated  with  a  substance  impervious  to  ink  of  such  a  nature  as  to  be  capable  of  50 
being  used  as  a  stencil,  but  without  reference  to  the  use  which  may  be  actually 
made  of  this  product.  Claim  2  is  as  follows : — ^^  A  transmitting  printing  sheet 
^'  consisting  of  a  thin  porous  sheet  through  which  ink  is  readily  transmitted, 
*<  such  as  Japanese  dental  paper  or  Toshino,  filled  or  coated  with  a  substance 
^*'  impervious  to  ink,  as  paraffine,  and  having  this  filling  or  coating  removed  at  55 
^^  the  lines  or  points  of  printing,  substantially  as  described."  I  think  this 
Claim  2  is  for  the  same  product  used  as  a  stencil.  Then  Claim  3  is : — '^  The 
*^  process  of  preparing  the  transmitting,  printing,  or  duplicating  sheet,  consisting 
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^  in  coating  or  filling  a  thin  porous  sheet  open  to  the  transmission  of  ink  with 
^'  a  suhstance  impervious  to  ink,  and  then  removing  the  coating  or  filling  in  the 
"  desired  form  by  the  pressure  of  a  writing  or  printing  instrument  without  the 
*'  aid  of  chemicals  or  of  any  puncturing  or  abrading  instrument  or -plate  making 
5  '*  orifices  in  the  sheet,  or  corroding  or  breaking  the  fibre  thereof  to  open  a 
"  passage  for  the  ink,  substantially  as  described."  I  think  Claim  3  is  for  the 
process  by  which  the  product  is  turned  into  a  stencil,  whether  by  means  of  a 
stylus  or  by  any  kind  of  printing  instrument.  Then  Claim  4  is  as  follows : — 
'*  The  process  of  preparing  duplicating  sheets  for  type-writing,  consisting  in 

10  ^^  coating  or  filling  a  thin  porous  sheet  open  to  the  transmission  of  ink,  such  as 
^'  Yoshino  or  Japanese  dental  paper,  with  a  substance  impervious  to  ink,  such 
^^  as  paraffine,  and  removing  the  same  by  the  pressure  of  the  type  in  a  type- 
"  writer,  substantially  as  described."  I  think  Claim  4  is  for  the  particular 
process  by  which  the  sheet  is  turned  into  a  stencil  by  means  of  a  type- writer. 

15  Claim  5  is : — ''  A  transmitting  printing  sheet  consisting  of  a  sheet  of  Japanese 

"  dental  paper  or  Yoshino  coated  with  parafBne,  substantially  as  described."     I 

think  Claim  5  is  the  same  as  Claim  1,  except  that  it  is  limited  to  the  Yoshino 

coated  with  parafBne. 

In  order  to  ascertain  whether  the  Patent  is  valid  it  is  necessary  not  only  to 

20  construe  the  Specification  as  I  have  endeavoured  to  do,  but  also  to  ascertain 

what  was  the  existing  state  of  knowledge,  and  in  approaching  this  consideration 

I  have  regard  to,  and  I  desire  in  all  respects  to  follow,  the  rule  laid  down  by 

Lord  Westhury  in  Hilh  v.  Evans. 

Prior  to  1887  stencils  were  made  by  perforating  sheets  of  paper  so  as  to  admit 

25  of  the  transmission  of  ink  through  the  perforations.  Another  process  was  by 
means  of  chemicals,  which  removed  a  sufficient  portion  of  the  sheet  to  allow 
the  transmission  of  ink.  In  1874  Jeyes  had  taken  out  a  Patent  in  which  he  had 
indicated  that  Japan^^se,  Chinese,  or  other  similar  pap^r  with  a  long  fibre  might 
be  saturated  or  covered  with  a  compound  for  the  purpose  of  making  water  - 

30  proof  paper.  In  the  same  year,  1874,  Zuccato  had  shown  how  to  make  a  porous 
paper  into  a  stencil  by  means  of  the  application  of  chemicals.  In  1881  Oestetner 
had  taken  out  a  Patent  for  an  improved  process,  apparatus,  and  material  for 
producing  copies  of  writings,  drawings,  and  other  delineations,  and  in  this 
Specification  he  says: — "The  specially  prepared  paper  to  be  used    in    the 

35  "  production  of  the  stencil  I  make  as  follows : — I  take  what  is  known  as 
"  Japanese  copying  paper,  and  apply  to  one  side  thereof  a  thin  even  coating  of 
"  wax."  This  was  the  state  of  knowledge  in  1887  when  the  Plaintiff  took  out 
his  Patent.  In  my  opininon  Claim  1  of  the  Plaintiff's  Patent  is  not  for  the 
process  of  printing  or  using  a  sheet  as  a  stencil,  but  simply  for  the  sheet  itself. 

40  I  tliink  there  is  nothing  more  in  this  than  Oestetner  had  indicated,  and  probably 
nothing  more  than  Jeyes  had  indicated.  The  evidence  has  satisfied  me  that  the 
Japanese  copying  paper,  as  mentioned  by  Oestetner^  when  covered  by  a  thin  and 
even  coating  of  saitable  wax,  is  paper  proper  for  making  stencils,  and  in  fact  it 
has  the  adequate  thinness,  toughness,  and  porosity.     The  first  claim,  in  my 

45  opinion,  is  not  novel.  This  being  so  it  is  not  necessary  for  me  to  consider  the 
rest  of  this  Specification ;  but  I  may  add  that  I  think  Johnson'^s  Patent  of  1885 
gives  to  the  public  adequate  information  as  to  the  process  by  which,  with 
ordinary  type  used  in  a  type- writer,  a  thin  layer  of  some  substance  impervious 
to  ink  may  be  removed  from  paper  pervious  to  ink  so  as  to  produce  a  stencil. 

50  This  is  neither  more  nor  less  than  what  the  Patentee  told  the  public.  The  sheet 
was  old,  the  type- writer  was  old,  and  placing  a  sheet  in  a  type- writer  to  produce 
a  stencil  was  old.     On  this  ground  also  I  think  the  Patent  is  invalid. 

I  have  not  thought  it  necessary  to  consider  the  precise  effect  of  the  disclaiming 
clauses  in  this  Specification.    The  evidence  satisfies  me  that  the  saccess  of  the 

55  Plaintiff's  process  really  depends  on  the  fact,  which  was  not  realised  by  the 
Patentee,  that  perforation  to  a  considerable  extent  does  take  place  when  a  type- 
writer is  used.  The  microscope  leaves  no  doubt  on  this  point.  I  only  indicate 
this  as  a  difficulty  in  the  way  of  the  Plaintiff,  but  I  do  not  base  my  decision 
upon  it.     I  assume,  in  favour  of   the  Plaintiff,  that   his  disclaimer    may 
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be  read  as  applying  only  to  a  method  in  which  perforation  avowedly  tajces 
place,  not  to  a  case  in  which  perforation  may  be  regarded  as  inevitable  bat 
none  the  less  as  a  lucky  accident.  For  these  reasons  I  must  dismiss  the  action 
with  costs.     • 

After  some  discussion  a  certificate  was  given  as  to  No,  1  of  the  Particulars  of  5 
Objections,  but  limited  to  the  Specifications  mentioned  under  {a\  (b\  (c),  and 
(At),  and  also  as  to  No.  5.     An  application  to  stay  the  taxation  of  the  costs 
pending  an  appeal  was  refused. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.   JUSTICE    Kbkbwich.  10 

April  21st,  22nd,  and  25th,  1899. 

Payton  &  Co.,  Ld.  v.  Titus  .Ward  &  Co.,  Ld. 

Action  for  paasitig  off  goods. — Similarity  of  Defendants*    coffee   tins    to 
Plaintiffs'  coffee  tins, — Injunction  granted. — Execution  stayed  by  consent. 

The  Plaintiffs,  who  sold  ^^  RoyaV^  Coffee  in  tins^  some  of  which  bore  redj  15 
bine,  and  green  labels,  while  others  were  enamelled  in  the  same  pattern  on  a 
7^ed  or  blue  ground,  brought  an  action  to  restrain  the  Defendants  from  selling 
"  Palais  Royal "  Coffee  in  tins  ivhich  ivere  enamelled  in  a  somewhat  similar 
pattern  on  a  green  or  chocolate  ground.  The  Defendants  and  their  predecessors 
had  for  many  years,  and  before  the  Plaintiffs'"  "  Royal "  Coffee  was  mi  tlte  20 
market,  sold  "  Palais  Royal  '*  Coffee  in  tins  with  certain  paper  labels,  which 
bore  no  resemblance  to  the  Plaintiffs*  labels  in  pattern  or  colour,  and  they 
subsequently  began  to  use  enamelled  tins  having  a  green  or  chocolate  ground, 
the  rise  of  which  tins  tlie  Plaintiffs  sought  to  restrain. 

Held,  that  as  tJie  similarities  between  the  Plaintiffs*  and  Defendants^  tins  were  25 
so  great,  and  as  tfie  Defendants*  tins  as  a  wJiole  so  nearly  resembled  in  genet  al 
appearance  tJie  Plaintiffs*  tins  as  to  be  calculated  to  deceive,  the  Plaintiffs  ufere 
entitled  to  an  injunction  and  other  cofisequential  relief ;  but,  on  the  application 
of  the  Defendants,  execution  ivas,  with  the  consent  of  the  Plaintiffs,  stayed 
pending  an  appeal,  the  Defendants  undertaking  to  keep  an  account  and  to  give  3Q 
fiotice  of  appeal  within  a  week. 

Payton  <fc  Co,,  Ld.,  who  were  the  Plaintiffs  in  the  action  of  Payton  Jc  Co., 
Ld.  V.  Snelling,  Lampard  Jt  Co,,  Ld.  (ante  p.  283),  in  November  1898,  com- 
menced an  action  against  Titus  Ward  Jc  Co,,  Ld.,  grocers,  of  Beer  Lane,  Great 
Tower  Street,  London.  35 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  as  follows : — 
'*  2.  In  the  year  1895  the  Plaintiffs  designed  and  adopted  an  entirely  new  and 
"  distinctive  method  of  putting  up  their  i?  rench  coffee  and  offering  for  sale  and 
'*  selling  the  same,  that  is  to  say  they  put  up  the  same  and  offered  it  for  sale 
"  and  sold  it  in  cylindrical  tins  in  three  sizes  containing  respectively  one  pound,  40 
"  half  pound,  and  quarter  pound.  They  also  distinguished  three  qualities  of 
*'  their  said  coffee  by  the  colours  of  the  labels,  viz.  green,  blue,  and  red.    One 
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^'  qnality  was  put  up  in  tins  bearing  a  green  label  and  in  three  sizes,  another 
"  quality  in  tins  bearing  a  blue  label  and  in  three  sizes,  and  the  third  quality  in 
*'*'  tins  bearing  a  red  label  and  in  three  sizes  aa  aforesaid.    The  said  labels  were 
"  specially  designed  by  the  Plaintiffs'  managing  director  and  were  very  distinc* 
5  **  tive,  the  colour  of  the  ground  of  the  several  labels  being  as  above  stated  with 
"  a  conspicuous  gilt  device  in  the  centre  of  each  side  with  the  name  of  the 
"  brand  of  the  coffee  '  The  Royal '  on  each  side  above  the  gilt  device  and  other 
"  letter  press  beneath  the  device.    All  the  conspicuous  lettering  was  in  white. 
"  On  one  side  the  gilt  device  was  circular  surrounded  by  a  circular  white  band. 
10  "  On   the  other  side  it  was  shield-shaped.     3.  The  Plaintiffs  put  their  said 
'*  French  coffee  on  the  market  in  their  said  range  of  tins  labelled  as  aforesaid  in 
'*  the  autumn  of  the  said  year  1895,  and  such  tins  so  labelled  were  at  once 
"  recognised  both  by  the  trade  and  the  public  as  very  special  in  character  and 
"  as  very  effectually  distinguishing  the  Plaintiffs'  said  French  coffee  from  all 
15  "  other  brands,  and  the  appearance  of  the  said  tins  speedily  became  very  well 
"  known  and  generally  recognised  and  the  sale  of  the  Plaintiffs'  coffee  therein 
"  contained  rapidly  grew  and  increased.     4.  In  the  year  1896  the  Plaintiffs 
'^  determined  to  have  their  said  tins  in  some  cases  enamelled  with  a  reproduc- 
^^  tion  of  their  said  labels  instead  of  affixing  their  said  labels  to  the  tins  as 
20  "  previously  and  they  accordingly  caused  a  quantity  of  tins  (though  not  in  all 
'*  the  varieties)  to  be  enamelled  in  manner  aforesaid  and  they  began  to  put 
^*  their  said  French  coffee  on  the  market  in  tins  enamelled  as  aforesaid  as  an 
"  alternative  for  the  previous  labelled  tins  in  the  autumn  of  the  said  year  1896. 
"  The  Plaintiffs'  said  tins  so  enamelled  were  as  nearly  as  possible  reproductions 
25  "  of  their  previous  labelled  tins  and  have  always  been  regarded  by  the  trade 
"  and  the  public  as  identical  with  the  Plaintiffs'  said  labelled  tins,  the  only 
^^  differences  being  that  the  device  of  the  labels  is  enamelled  on  the  tins  instead 
^'  of  being  printed  on  the  adhesive  labels.    5.  The  design  and  appearance  of  the 
"  Plaintiffs'  said  tins,  whether  labelled  or  enamelled,  has  always  been  entirely 
30  "  distinctive  and  has  been  universally  recognised  as  such  and  any  one  who  sees 
'^  one  of  such  tins  at  once  recognises  it  as  one  of  the  Plaintiffs'  tins,  and  anyone 
"  who  purchases  one  of  such  tins  intends  and  expects  to  receive  the  Plaintiffs' 
"  said  French  coffee  therein.     6.  The  Plaintiffs  recently  discovered,  as  the  fact  is,- 
"  that  the  Defendants,  who  carry  on  business  at  No.  22,  Beer  Lane,  Great  Tower 
35  "  Street,  in  the  City  of  London,  and  elsewhere,  as  grocers  and  Italian  warehouse- 
'*  men,  were  offering  for  sale  and  selling  French  coffee  not  being  the  Plaintiffs' 
"  coffee  in  cylindrical  enamelled  tins    so  got  up  as  to    closely  imitate  the 
"  Plaintiffs'  coffee  tins  aforesaid  and  were  offering  for  sale  and  selling  the 
*'  coffee  therein  contained  under  the  name  '  Palais  Royal '  Coffee.    So  far  as  the 
40  ^^  Plaintiffs  have  at  present  discovered  the  Defendants  are  not  as  yet  putting  up 
"  their  said  coffee  in  one  pound  tins  but  they  are  putting  up  the  same  in  two 
'^  qualities  and  in  tins  of  two  sizes,  namely  half  pound  and  quarter  pound  tins. 
"  The  Defendants'  two  qualities  are  distinguished  by  the  colour  of  the  ground 
^'  of  the  design,  namely  green  and  chocolate.      One  quality  is  put  up  in  green 
45  ^'  tins  in  two  sizes,  and  the  other  quality  in  chocolate  tins  in  two  sizes.    In  the 
"  centre  of  each  side  of  the  Defendants'  tins  is  a  conspicuous  circular  gilt  device 
"  with  the  name  of  the  brand  of  the  coffee  *  Palais  Royal '  on  each  side  above 
"  the  gilt  device  and  other  letterpress  beneath  the  device.    All  the  conspicuous 
"  lettering  is  in  white  and  on  one  side  the  gilt  device  is  surrounded  by  white 
50  "  lettering  so  arranged  as  to  form  a  circular  white  band.     7.  The  Defendants' 
'*'  said  tins  bear  so  close  a  resemblance  to  the  Plaintiffs'  said  tins  in  style, 
"  arrangement,  colouring,  and  general  appearance  that  the  same  (especially  in 
"  conjunction  with  the  name  *  Palais  Royal ')  is  calculated  to  and  will  and  must 
"  deceive.    The  Defendants'  trading  style  appears  on  their  tins,  and  there  are 
55  "  minor  differences  in  the  lettering,  but  such  distinctions  are  wholly  insufficient 
"  to  counteract  the  effect  produced  by  the  close  general  resemblance  between 
"  the  tins  and  the  names  thereon.    The  Plaintiffs  do  not  put  up  their  coffee  in 
chocolate  tins,  but  the  Defendants'  chocolafe  tins  so  closely  resemble  the 
Plaintiffs'  tins  in  style  and  appearance  as  well  as  in  name  that  the  same  m^st 
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'^  necessarily  produce  the  belief  that  they  contain  coffee  of  the  Plaintiffs. 
^^  When  the  Plaintiffs*  said  tins  were  first  placed  on  the  market  no  tins  at  all 
''  resembling  them  had  ever  been  used  for  the  sale  of  coffee,  and  although 
''  attempts  have  recently  been  made  by  other  firms  to  imitate  the  attractive  get 
^'  up  of  the  Plaintiffs*  said  tins  such  attempts  have  been  promptly  suppressed  5 
^'  except  in  one  instance  in  which  the  action  is  still  pending.  The  get  up  of 
'^  the  Plaintiffs*  said  tins  is  of  great  value  to  the  Plaintiffs,  and  it  is  of  the 
''  highest  importance  to  them  that  the  distinctiveness  of  their  said  get  up 
"  should  not  be  destroyed  or  impaired.  8.  The  Defendants'  said  tins  were 
^'  designed  and  manufactured  for  them  by  a  firm  of  box  makers  who  have  10 
"  already  been  restrained  by  injunction  from  improperly  imitating  the  Plaintiffs' 
^^  said  tins  in  a  similar  manner  and  the  Plaintiffs'  said  tins  were  shown  by  the 
"  said  box  makers  to  the  Defendants  before  they  adopted  or  used  the  tins 
"  aforesaid.  Both  the  Defendants  and  their  said  box  makers  were  well  aware 
^^  when  the  said  tins  were  designed  and  adopted  and  used  that  the  same  were  15 
^'  improper  imitations  of  the  Plaintiffs'  said  tins.  The  Defendants  allege  that 
*'  they  have  sold  coffee  not  being  the  Plaintiffs'  coffee  in  tins  bearing  the  name 
*' '  Palais  Royal '  but  differently  got  up  for  a  long  time  past.  If  this  be  the  fact 
'^  (which  the  Plaintiffs  do  not  admit)  then  the  Plaintiffs  say  that  it  was  all  the 
'^  more  incumbent  upon  the  Defendants  when  changing  the  style  of  their  20 
^'  ^  Palais  Royal '  tins  to  take  special  care  to  avoid  imitating  the  Plaintiffs' 
«  *  Royal '  tins." 

The  Plaintiffs  claimed — 

*^  1.  An  injunction  to  restrain  the  Defendants,  their  servants  and  agent-s, 
'^  from  in  any  manner  passing  off  or  enabling  or  assisting  others  to  pass  25 
^'  off  any  coffee  not  being  the  Plaintiffs'  coffee  as  or  for  the  Plaintiffs' 
"  coffee  whether  by  means  of  the  name  under  which  the  same  is  sold 
^^  or  of  the  manner  in  which  the  tins  or  other  receptacles  in  which  the 
"  same  is  sold  are  got  up  or  offered  for  sale  or  otherwise  howsoever.  2.  And 
"  from  selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  to  be  30 
''  sold  any  such  coffee  as  aforesaid  under  the  name  '  Royal '  or  under  any  name 
"  in  which  the  word  *  Royal '  appears  without  clearly  distinguishing  such  coffee 
"  from  the  Plaintiffs'  coffee.  3.  And  from  selling  or  offering  or  exposing  or 
''  advertising  for  sale  or  procuring  to  be  sold  any  such  coffee  as  aforesaid  in  any 
*'  tins  or  other  receptacles  so  printed,  painted,  enamelled,  coloared,  labelled,  or  35 
^^  otherwise  prepared  or  got  up  or  by  colourable  imitation  of  the  Plaintiffs'  tins 
"  or  otherwise  to  be  calculated  to  represent  or  lead  to  the  belief  that  the  coffee 
''  therein  contained  is  the  Plaintiffs'  coffee."  They  also  claimed  the  usual 
consequential  relief. 

By  their  Defence  the  Defendants  traversed  the  statements  in  the  Statement  40 
of  Claim,  and  also  alleged  as  follows  :  — 

"  2.  The  Defendants  or  their  predecessors  in  business,  the  firm  of  Titus 
*'  Ward  A  Co.^  have  carried  on  the  business  of  grocers  and  provision  dealers 
<'  since  the  year  1882.  The  Defendants  and  their  said  predecessors  in  business 
«'  are  hereinafter  referred  to  as  *  the  Defendants.'  3.  The  Defendants  have  45 
«'  since  1882  put  up  and  sold  a  mixture  of  coffee  and  chicory  under  the  name 
**  of  *  Palais  Royal  French  Coffee  Blend '  ;  the  said  mixture,  hereinafter  called 
<*  *  the  said  blended  coffee,'  was  until  November,  1897,  sold  by  the  Defendants 
*'  in  cylindrical  tins  of  two  sizes,  and  containing  respectively  half-pound  and 
«^  quarter -poimd,  and  one  quality  was  put  up  in  tins  bearing  a  label  of  mottled  50 
**  grey  colour  and  chocolate  colour  facets,  and  the  other  quality  in  tins  bearing 
«'  a  label  of  cream  colour  with  chocolate  colour  facets ;  the  said  blended 
«^  coffee  became  well  known  and  recognised  as  the  Defendants'  mixture,  and 
*'  was  known  in  the  trade  and  to  the  public  long  before  the  Plaintiffs  com- 
«'  menced  to  sell  coffee,  and  was  known  and  asked  for  as  ^  Palais  Royal '  Coffee  55 
**  or  *  Royal '  Coffee.  4.  In  the  autumn  of  1897  the  Defendants  found  that  it 
*<  was  possible,  in  consequence  of  the  decrease  in  price  of  such  tins,  to  use 
"  enamelled  tins  for  their  said  blended  coffee,  and  in  November,  1897,  the 
**  Defendants  gave  an  order  to  a  finn  of  tin  makers  for  a  quantity  of  tins  to  be 


Vol.  XVI.,  No.  20.J     AND  TRADE  MARK  CASES.  427 

Payton  A  Co.^  Ld,  v.  Titus  Ward  J:  Co.,  Ld. 


"  enamelled  with  a  reprodnctioa  of  their  said  labels.  Thw  Defendants  were 
**  advised  that  the  ground  colours  of  their  said  labels,  namely,  mottled  grey 
**  and  cream,  were  not  suitable  for  and  would  not  be  effective  if  enamelled  on 
**  such  tins,  and  that  it  was  desirable  to  alter  the  ground  colour  of  the  labels, 
5  '*  and  the  Defendants  directed  that  the  ground  colour  should  for  one  quality  of 
*'  their  said  blended  coffee  be  green  and  for  the  other  quality  should  be  red. 
"  5.  At  the  time  of  giving  the  said  order  and  directions  the  Defendants  did  not 
*'  know  of  the  Plaintiffs  or  of  their  coffee,  or  of  the  tins  used  by  them,  and 
"  were  not  aware  that  the  Plaintiffs  sold  coffee  in  enamelled  tins  under  the 

10  ''  name  of  *  Royal '  Coffee,  or  that  they  sold  coffee  at  all.  6.  Shortly  after 
**  giving  the  said  order  and  directions  the  Defendants  for  the  first  time  heard 
**  of  the  Plaintiffs'  coffee  and  of  the  enamelled  tins  used  by  them.  At  that 
"  time  the  Plaintiffs  were  using  enamelled  tins  in  two  colours  only,  namely, 
"  red  and  blue,  and  were  not  using  an  enamelled  tin  coloured  green,  and  in  order 

15  ."  to  obviate  any  possibility  of  confusion  the  Defendants  ciirected  that  the  tins 
**  to  be  enamelled  for  them  should  be  enamelled  chocolate  instead  of  red  for 
"  the  one  quality  and  green  for  the  other  quality,  and  they  made  various 
**  alterations  in  the  lettering  and  arrangement  of  the  said  labels  so  as  to  avoid 
*•  any  possibility  of  their  said  blended  coffee  being  mistaken  for  the  Plaintiffs* 

20  "  coffee.  7.  The  Plaintiffs  did  not  commence  using  an  enamelled  green  tin 
"  until  after  the  Defendants  commenced  using  their  tin  enamelled  green,  and 
**  the  Defendants  were  not  aware  that  the  Plaintiffs  used  a  green  label  at  all 
"  till  after  the  commencement  of  this  action.  8.  The  said  blended  coffee  is 
"  the  only  coffee  mixture  the  Defendants  sell  in  tins,  and  they  do  a  large  trade 

25  **  in  it,  and  it  has  become  and  is  w^ell  known  to  the  public,  and  recognised  to 
"  be  the  mixture  of  the  Defendants,  and  has  been  for  years  and  is  known  and 
«  asked  for  as  '  Palais  .Royal '  Coffee  or  as  '  Royal '  Coffee.  21.  The  Defendants 
*'  further  say  that  the  Plaintiffs  are  not  entitled  to  the  assistance  or  protection 
*'  of  the  Court  in  respect  of  the  mixture  they  sell  as  *  Royal '  Coffee.    Under 

30  "  that  name  the  Plaintiffs  sell  a  mixture  of  coffee  and  chicory  containing  a 
"  large  proportion  of  chicory,  and  they  do  not  properly  and  sufficiently  indicate 
'*  on  the  tins  used  by  them  that  the  contents  of  the  tins  are  a  mixture  of  coffee 
**  and  chicory  in  such  proportions  as  in  fact  they  are." 
The  action  came  on  for  trial  before  Mr.  Justice  Kbkewich. 

35  Warmington,  Q.C.,  Wai^rington,  Q.C.,  and  Sebastian  (instructed  by  J.  S. 
Salatnan)  appeared  for  the  Plaintiffs ;  Rens?iau\  Q.C.,  Asqtiith,  Q.C.,  and 
Richard  Neville  (instructed  by  Neve  and  Beck)  appeared  for  the  Defendants. 

Warmingtofi,  Q.C.,  having  opened  the  Plaintiffs'  case,  witnesses  were  called 
on  their  behalf,  including  Daniel  Peai^many  managing  director  of  the  Plaintiffs^ 

40  and  several  trade  witnesses,  to  speak  as  to  the  probability  of  deception,  and 
also  several  female  witnesses,  who  deposed  to  going  to  several  shops  of  the 
Defendants'  with  written  orders  for,  among  other  things,  "  Royal  "  Coffee,  and 
being  supplied  with  the  Defendants'  coffee.  It  was  also  proved  that  an 
injunction  had  been  obtained  by  the  Plaintiffs  against  the  Defendants*  box- 

45  makers,  Messrs.  Lloydy  in  December  1897. 

The  witnesses  for  the  Defence  were  then  called,  including  Thomas  Pratt 
Lingy  the  chairman  of  the  Defendant  Company,  Oeorge  Duncan  Ling,  and 
Harry  WiUiam  Ling,  directors.  The  latter  deposed  that  the  firm  who  were 
the    predecessors  in    business  of   the    Defendant    Company    began    to    sell 

50  «'  Palais  Royal "  Coffee  in  1882,  and  this  was  sold  continuously  until  1897^ 
when  the  Defendant  Company  was  formed  to  take  over  the  business.  Labels 
were  used  in  cream  and  chocolate  colours  for  No.  1  quality  at  Is.  a  pound,  and 
mottled  grey  and  chocolate  for  No.  2  quality  at  IQd,  a  pound,  the  words 
"  Palais  Royal "  being  placed  conspicuously  on  the  top  of  each  label  ;  and  he 

55  farther  gave  evidence  as  to  the  origin  of  the  Defendants'  tins.  He  deposed  to 
having  ordered  certain  enamelled  tins  in  red  and  green  of  a  particular  design 
suggested  by  himself  on  the  15th  December  1897  of  Messrs.  Lloyd,  who  refused 
to  execute  the  order  without  an  indemnity.  One  of  the  Messrs.  Lloyd  came 
to  see  the  witness  and  told  him  of  the  Plaintiffs'  tins.    Up  to  that  time  he  had 

2Q 
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never  heard  of  the  Plaintiffs'  firm  or  of  their  "  Royal "  Coffee.  He  then 
procured  one  each  of  the  Plaintiffs'  red  and  blue  tins,  and  subsequently  the 
colour  of  some  of  the  Defendants'  tins  was  changed  from  red  to  chocolate,  but 
green  was  retained  for  the  others,  and  some  alteration  was  made  in  the  design 
and  lettering  of  the  labels.  An  indemnity  was  then  given  to  Messrs.  Lloyd  sjxd  5 
the  matter  was  proceeded  with.  Subsequently  the  Defendants  became  aware 
^f  the  Plaintiffs'  green  tins.  Several  trade  witnesses  were  then  called  to 
disprove  the  probability  of  deception. 

RenshaiVy  Q.C.,  summed  up  the  Defendants'  case.  The  Plaintiffs'  object  was 
to  make  out  that  the  Defendants  had  copied  the  word  "  Royal "  from  them,  10 
whereas  it  was  proved  that  the  Defendants  had  used  the  word  "  Royal "  long 
before  the  Plaintiffs.  As  to  the  alleged  similarity  between  the  Plaintiffs'  and 
Defendants'  tiDs,  the  case  of  Lever  y.  Bedingfield  (15  R.P.C.  3)  established  that 
the  proper  course  in  these  cases  was  to  consider  whether  the  dissimilarities  were 
not  greater  than  the  points  of  resemblance,  and  here  the  points  of  dissimilarity  15 
were  much  greater  than  those  of  resemblance.  Upon  the  evidence  it  should  be 
held  that  there  was  no  probability  of  deception,  especially  as  the  Defendants' 
coffee  had  been  sold  as  **  Royal "  long  before  the  Plaintiffs. 

The  two  labels  originally  used  on  the  "  Palais  Royal  "  Coffee,  and  referred  to 
in  the  evidence  of  H.  W.  Ling^  were  identical  in  design,  and  almost  identical  in  20 
wording.    One  had 

ALMS    ROYAL 

FRENCH  COFFEE  BLEND. 

printed  conspicuously  at  the  top  of  the  centre  of  the  label,  the  other  had 
**  Palais  Royal  Chicory  and  Coffee  Blend  "  similarly  printed.  The  name  of  the 
firm  did  not  appear  on  either  label.  The  cream  label  had  the  printing  in  cream 
type  on  chocolate  panels,  except  "  No.  1  Finest  Quality,  1«.  per  pound,"  which  25 
was  printed  in  chocolate  type,  partly  on  one  side  and  partly  on  the  other 
^f  the  oval  chocolate  panel  which  formed  the  centre  of  the  label.  The  label 
described  as  "  mottled  grey  "  was  of  light  greenish  colour,  and  the  printing 
w^as  in  the  same  colour  on  chocolate  panels,  except  "  No.  2,  lOd.,"  which  was 
printed  in  chocolate  type,  partly  on  one  side  and  partly  on  the  other  of  an  oval  )}0 
chocolate  panel  which  formed  the  centre  of  the  label. 

The  label  enamelled  on  the  Defendants'  green  tin  was  of  a  dark  green  similar 
to  the  Plaintiffs'  green  label.  It  had  on  one  side  at  the  top  "  Palais  Royal 
*'  French  Coffee  Blend"  in  white  block  capitals.  Underneath  was  a  gilt  disc 
with  "  A  delicious  breakfast  beverage "  printed  on  it  in  green,  and  the  words  35 
^' Titus  Ward  &  Co."  were  placed  in  white  lettering  round  the  outside  of  the 
upper  half  of  the  disc  and  the  word  "  Limited  "  below  the  disc.  On  the  back 
at  the  top  was  '*  Titus  Ward  &  Co."  in  large  white  block  capitals  ;  underneath 
was  "  Palais  Royal "  in  similar  capitals ;  then  came  a  gilt  disc  similar  to  the  one 
above  described,  and  across  the  label  below  the  disc  "  French  Coffee  Blend."  40 
The  Defendants'  chocolate  tins  were  enamelled  in  a  design  similar  to  that  of  the 
green  tins,  except  that  chocolate  was  substituted  for  green  as  the  ground  colour. 

Kbkbwich,  J. — In  my  judgment  this  is  a  clear  case  of  getting  up  in  order  to 
pass  off  the  goods  of  the  Defendants  as  the  goods  of  the  Plaintiffs.  I  have  heard 
a  considerable  amouut  of  evidence  on  either  side.  I  do  not  think  it  worth  45 
while  to  balance  the  evidence  nicely,  one  witness  against  the  other,  to 
consider  whether  one  is  more  experienced  than  another,  or  more  truth 
telling  than  another,  or  to  have  a  nice  weighing  in  the  balances  of  the 
evidence  of  the  many  witnesses.  I  think  a  nice  weighing  would  result 
in  showing  that  there  is  a  good  deal  to  be  got  out  of  the  Defendants'  50 
witnesses  in  substantial  agreement  with  the  witnesses  for  the  Plaintiff ;  but,  at 
any  rate,  we  get  to  this  length — that  a  large  number  of  gentlemen  of  experience 
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aboTtt  whom  it  cannot  be  said  either  that  they  are  interested  or  that  they  are 
not  witnesses  of  truth,  are  of  opinion  that  deception  could  be  practised,  and  is 
likely  to  be  practised,  and  easily  practised,  by  means  of  the  coffee  tins  of  the 
Defendants  ;  and,  on  the  other  hand,  no  doubt  we  have  a  number  of  gentlemen 
4J  of  more  or  less  experience — I  repeat  that  I  am  not  weighing  their  merits  in  the 
balance — who  think  differently.  Assuming  for  the  moment  that  the  two  classes 
of  evidence  are  really  of  equal  weight — which  I  do  not  think  they  are — I 
certainly  should  be  disposed  at  once  to  give  more  force  and  effect  to  the 
evidence  of  those  who  relied  more  than  the  others  on  the  carelessness  and 

10  stupidity  of  the  ordinary  customer  who  purchases  such  goods  as  these,  and  on 
the  possible — though  I  hope  not  probable — dishonesty  of  the  salesman.  I  am 
sorry  to  say  that  my  experience  of  these  cases  teaches  me  that,  at  any  rate  in 
small  businesses,  a  shopman  will  rather  sell  the  wrong  thing  than  sell  nothing  ; 
if  he  has  not  that  which  he  is  asked  for  he  will  endeavour  to  sell  something 

15  else.  It  is  onlj  human  nature  in  one  of  its  bad  forms,  but  it  is  human  nature 
exemplified  again  and  again  in  many  cases  that  I  have  had  before  me. 
Therefore,  on  the  evidence,  I  do  not  think  I  ought  to  doubt ;  but  after  all  in 
these  cases  the  best  evidence  of  all — ^no  doubt  likely  to  err  and  capable  of  being 
corrected  by  another  tribunal — ^is  that  of  my  own  eyes.    We  began  this  case  on 

20  Friday,  and  I  watched  these  things  then  and  during  part  of  Saturday  and  the 
whole  of  to-day,  and  I  have  not  the  slightest  doubt  that  these  coffee  tins  so 
strongly  resemble  one  another  that  a  case  of  mistaken  identity  might  easily  be 
found,  if  not  many  cases.    That  is  my  own  conclusion. 

Then  Mr.  Renshaiv  forcibly  puts  it  that  in  another  case,  which  was  a  case  of 

"25  very  great  difficulty  both  in  law  and  fact — I  remember  it  well — the  Master  of 
the  Rolls  said  that  the  points  of  difference  were  more  prominent  than  those  of 
resemblance,  and  forced  themselves  on  your  attention.  To  my  mind  this  is  an 
entirely  different  case.  Here  the  points  of  difference  are  not  so  strong.  It  is 
the  points  of  resemblance  that  seem  to  me  here  to  force  themselves  on  your 

30  attention.  Of  course  I  have  heard,  not  so  much  in  argument,  because  argument 
after  oral  evidence  is  of  little  avail,  but  I  have  heard  in  cross-examination, 
which  is  a  more  effective  form  of  ai^ument,  a  great  deal  about  these  various 
differences,  that  there  is  a  disc  here  and  a  shield  there,  and  the  gold  band  does 
not  reach  to  the  top  and  divers  other  things  of  the  same  kind,  all  of  which  are 

35  very  useful  for  the  purpose  of  testing  the  knowledge  and  opinion  of  the 
witnesses,  but  go  no  way  at  all  in  determining  the  question  whether  there  is  a 
similarity  or  not.  The  similarity  is  a  question  of  the  whole.  You  look  at  one 
and  look  at  the  other,  or,  a  still  better  test,  though  I  cannot  myself  apply  it 
with  my  own  eyes,  is  not  to  look  atfone  but  to  look  at  the  other  ;  then  having 

40  looked  at  the  first  one  at  some  previous  time,  try  to  consider  whether  the  one 
you  are  now  seeing  is  a  replica  of  the  one  you  saw  before.  It  is  a  question  of 
the  appearance  of  it  as  a  whole  and  not  in  distinct  parts,  and  I  do  not  propose 
to  discuss  the  different  parts.  Nothing  could  be  easier  than  to  pull  it  to  pieces 
and  say  :  The  Defendants  have  not  got  this,  and  they  have  got  that,  and  so  on 

45  The  question  is :  Can  they  fairly  be  mistaken  one  for  the  other,  assuming  an 
unwary  purchaser  and  assuming  a  dishonest  salesman  ? 

There  is  one  point,  however,  on  which  I  must  say  a  few  words,  all  the  more 
so  because  Mr.  Renshaw  has  said  a  great  deal  about  it,  though  not  at  very  great 
length,  from  an  entirely  different  point  of  view.      He  says  that  the  Plaintiffs 

50  have  come  here  in  order  to  establish  their  title  to  '*  Royal,"  and  that  they  have 
broken  down  entirely.  If  it  is  fair  to  say  that  they  have  broken  down,  it  is 
only  fair  to  say  also  that  they  broke  down .  at  the  opening,  because  Mr. 
Warmington  told  me  perfectly  plainly  in  his  opening  speech  that  he  was  not 
at  all  likely  to  prove — ^that  is  the  way  an  advocate  says  he  cannot  prove — any 

45  title  to  the  word  "  Royal " ;  "  Palais  Royal "  was  in  existence  long  before. 
"  Palais  Royal "  is  the  name  by  which  this  coffee  of  the  Defendants  has  been 
known,  and  the  Plaintiffs  not  only  cannot  complain  of  the  Defendants  using 
the  words  "  Palais  Royal,"  but  they  could  not  have  complained  if  the  Defendants 
had  said  that  they  were  using  the  word  "  Royal."     1  do  not  mean  that  there  is 
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any  case  of  that  kind,  but  the  right  to  use  the  words  "  Palais  Royal," — or  rather 
the  use  of  it,  I  will  not  say  the  right  to  use  it, — is  established  as  one  of  long 
duration  and  long  anterior  to  the  use  of  the  word  "  Royal "  by  the  Plaintiffs. 
That  is  put  forward  now  as  a  strong  point  on  behalf  of  the  Defendants,  The 
strength  of  the  Defendants'  case  is  their  greatest  weakness.  That  may  sound,  5- 
and  perhaps  is,  paradoxical,  but  under  a  paradox  you  will  find  a  great  truth. 
If  the  Defendants  had  not  been  accustomed  to  use,  and  had  not  used,  the  words 
"  Palais  Royal,'*  they  would  have  had  a  much  easier  task  before  them  in  making 
a  coffee  tin  or  getting  up  a  coffee  tin  which  would  be  attractive,  and  would  sell 
their  goods  and  avoid  any  similarity  to  that  of  the  Plaintiffs'.  It  was  because  10 
they  had  used  the  word  "Royal"  that  their  difficulties  were  great,  not 
unsurpassable  we  know  from  the  exhibits  which  have  been  put  in  by  the 
Defendants,  but  very  much  greater  than  if  they  had  not  had  the  use  of  the  word 
•*  Royal"  with  "Palais"  before  it.  They  wanted  to  use  that,  of  course, 
it  was  their  own  trade  name,  they  desired  to  perpetuate  that,  but  when  they  15- 
knew  that  in  perpetuating  that  they  were  using  a  name  which  was  also  used  by 
the  Plaintiffs  then  they  were  under  a  very  great  difficulty,  and  they  were  bound 
then  to  do  what,  strangely,  they  say  they  endeavoured  to  do,  make  the 
dissimilarity  as  great  as  possible.  The  very  existence  of  one  point  of  similarity 
which  could  not  very  well  be  avoided,  and  which  there  was  no  reason  to  avoid,  20" 
made  the  duty  of  avoiding  all  other  points  of  similarity  very  much  greater.  I 
think  they  have  failed  to  perform  that  duty. 

I  wish  I  could  pass  fropi  the  case  without  saying  any  more.     I  would  rather 
have  stopped  the  case  earlier  and  let    the  Defendants   submit  to  judgment 
without  anything  more  than  a  formal  judgment  of  the  Court  to  this  effect,  but  25- 
having  heard  the  case  I  am  bound  to  say  that  I   think  this  passing  off  is 
deliberate.     I  give  Mr.  Harry  William  Ling^  and  also  Mr.  Thomas  Pratt  Ling^ 
credit  for  not  having  known  anything  about  the  Plaintiffs'  tin  or  tins  before 
they  started  the  tins  they  now  use  at  the  suggestion  of  Messrs.  Lloyd^  we 
knowing  perfectly  well,  of  course,  why  Messrs.  Lloyd  came  to  the  Defendants.  30- 
It  requires  some  little  effort  of  charity  to  give  him  credit  for  such  complete 
ignorance  as  he  has  professed  on  the  subject,  but  I  do  not  think  it  is  a  greater 
effort  than  I  could  fairly  make.     I  think  it  right  to  add  that  I  cannot  make  an 
effort  great  enough  to  include  ignorance  after  they  used  the  tins ;   that  I  think 
goes  beyond  what  my  credence  will  allow,  but  they  knew  nothing  about  it  till  35- 
Messrs.  Lloyd  called  their  attention  to  it,  and  then  with  some  difficulty  1  am 
told,  difficulty  which  one  does  not  quite  understand,  they  succeeded  in  finding 
out  what  the  Plaintiffs'  tins  were,  and  they  were  warned  by  Messrs.  Lloyd^ 
who,  having  themselves  had  the  disadvantage  of  litigation,  were  unwilling  to 
run  any  further  risk  without  an   indemnity,  and  they   insisted    upon  that  40' 
indemnity   before  they   would  manufacture   the  tins   which  the  Defendants 
wished  them  to  make,  and  in  the  letter  of  the  22nd  of  February  1898,  Messrs. 
Lloyd  expressed  their  opinion  distinctly  that  they  were  not  safe  in  proceeding 
with  it.     Notwithstanding  that,  the  Defendants  insisted  on  going  on,  giving 
Messrs.  Lloyd  the  indemnity  and  saying,  "  We  will  run  the  risk  "  ;  and  knowing  ^ 
that  they  still  say  and  swear  that  they  did  their  best  to  provide  this  dissimilarity. 
I  wish  it  were  not  my  painful  duty  to  say,  after  having  heard  the  professions  of 
honesty  in  the  witness  box,  that  I  think  this  is  a  dishonest  case,  and  that  it  has 
been  done  on  purpose  to  imitate  the  Plaintiffs'  tins,  and  with  the  view  of 
passing  off  the  goods  of  the  Defendants  as  the  goods  of  the  Plaintiffs,    Therefore  50* 
the  Plaintiffs  are  entitled  to  the  relief  they  ask. 

An  injunction  was  granted  in  accordance  with  the  third  claiming  clause  of 
the  Statement  of  Claim,  with  an  account  of  profits  and  order  for  delivery  up  of 
infringing  tins.  But,  on  the  application  of  the  Defendants,  execution  was,  with 
the  consent  of  the  Plaintiffs,  stayed  pending  an  appeal,  the  Defendants  under-  55* 
taking  to  give  notice  of  appeal  within  a  week  and  to  keep  an  account  of  their 
sales. 


Vol.  XVI.,  No.  21.]     AND  TRADE  MARK  OASES.  431 


In  the  Matter  of  ClarMs  Patent. 


.  ^l  _^  JiS^  ■ 


Before  Thb   JUDICIAL   COMMITTBB   OP   THK   PRIVY   COUNCIL. 

Present :  LORDS  MaCNAGHTBN,  MORRIS,  and  ShaND. 

June  14th,  1899. 

In  thb  Mattbr  op  Clark's  Patbnt. 

5  Patent. — Petition  for  p7'olongation. — Patentee's  interest  in  Patent  insufficient^ 
— Patent  acqui^^ed  hy  a  Company  as  a  speculation. — Accounts  not  satisfactory r^ 
Petition  refused. 

On  the  20th  of  June  1885  Letters  Patent  (No.  7563)  were  granted  to  Alexander 
Melville  Clark  for  an  invention  of  "  Improvements  in  retorts  for  the  distillation 

10  "  of  coal  and  other  solid  matters  and  in  apparatus  in  connection  therewith." 
The  Patent  subsequently  passed  through  various  hands  till  it  became  vested  in 
the  Petitioning  Company,  in  which  the  inventor  had  a  comparatively  small 
interest.  The  accounts  filed  related  to  all  the  business  of  the  Company,  who 
held  and  worked  other  Patents  in  connection  with  the  one  which  was  the 

15  subject  of  the  Petition. 

The  Petition  set  out,  inter  alia,  that  the  Specification  of  the  Patent  in 
question  for  the  first  time  disclosed  a  successful  method  of  using  for  the  produc- 
tion of  coal  gas  a  system  of  inclined  retorts  which  could  be  automatically 
charged  and  discharged,  and  which  dispensed  with  a  great  part  of  the  labour 

20  hitherto  necessary  in  gas  works,  and  at  the  same  time  provided  for  the  distri- 
bution of  the  coal  over  the  surface  of  the  retort  in  even  layers  of  even 
depth,  *which  is  essential  to  the  successful  production  of  coal  gas ;  that  the 
invention  was  one  of  great  practical  importance,  and  at  the  present  time  the 
merits  of  the  invention  were  becoming  fully  recognised,  though,  owing  to 

25  the  large  capital  involved  in  existing  Patents  in  gas  works,  the  adoption  of  the 
patented  system  had  in  the  past  been  limited  ;  that  the  expense  of  erecting  a 
new  gas  plant  sufiBciently  large  to  demonstrate  on  a  commercial  scale  the  value 
of  the  invention  was  very  great,  and  as  the  system  involved  a  complete  change 
in  the  method  of  production  and  in  the  class  of  labour  employed  prior  to  the 

30  date  of  the  Patent,  a  long  trial  of  the  mechanical  and  commercial  merits  of  the 
invention  had  to  be  made  before  those  interested  in  the  gas  industry  would 
adopt  the  invention,  and  the  chief  opportunities  for  the  adoption  of  the  patented 
invention  only  arose  when  old  plants  were  being  dismantled  or  new  works 
erected  ;    that  Patents  for  the  same  invention  were  taken    out   in    certain 

35  foreign  countries,  but  that  no  adequate  remuneration  had  been  derived  from 
the  foreign  Patents,  and  owing  to  the  expense  of  maintaining  the  same  they 
were  allowed  to  lapse  ;  that  up  to  the  year  1890  the  beneficial  interest  in  the 
said  Letters  Patent  remained  in  the  hainds  of  the  inventor,  Mr.  Coze^  whilst 
Mr.  A.  M.  Clark  remained  until  the  assignment  of  the  Patent  to  the  Petitioning 

40  Company  on  the  19th  of  Febraary  1891  the  registered  owner  of  the  Patent; 
that  on  the  20th  of  January  1890,  an  agreement  was  entered  into  between 
Mr.  Coze  and  Messrs.  Morris,  Terry,  Van  Vestrant,  and  Woodally  under 
which,  in  consideration  of  the  sum  of  2S01.  paid  to  Mr.  Coze,  and  in  further 
consideration  of  the  right  of  Mr.  Coze  to  share  to  the  extent  to  20  per  cent,  in 

45  any  profits  which  Messrs,  Morris,  Terry,  Van  Vestrant^  and  Woodall  might 

ISA 
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derive  from  the  said  Patent,  Mr.  Coze  granted  to  the  said  Messrs.  Morris^ 
Terry f  Van  Vestrant,  and  Woodall  an  exclusive  right  to  use,  work,  and  dispose 
of  the  said  Patent ;  that  subsequently  to  the  date  of  the  said  agreement  the  said 
Messrs.  Morris^  Terry ^  Van  Vestrant,  and  Woodall  formed  a  limited  company 
called  The  Coze  Syndicate^  Ld,y  with  a  capital  of  10,000Z.  in  100  shares  of  100/.  5 
each,  and  the  said  Coze  Syndicate^  Ld.,  purchased  the  said  Letters  Patent, 
together  with  other  Patents  taken  out  by  the  said  Mr.  Coze,  for  the  sum  of 
6,000Z.  in  cash  and  20  per  cent,  of  any  profits  which  might  be  made  by  The 
Coze  Syndicate,  Ld.,  on  a  resale  of  property  ;  that  on  the  10th  of  June  1890, 
The  Coze  Syndicate,  Ld.,  entered  into  an  agreement  with  one  Walter  Mathew  10 
Knight  on  behalf  of  a  limited  company  then  about  to  be  formed  under  the  name 
of  The  Automatic  Coal  Oas  Retort  Comjjany^  Ld.  (the  Petitioning  Company), 
and  by  the  terms  of  the  said  agreement  it  was  provided  that  the  vendors  should 
sell,  and  the  proposed  Company  should  purchase,  inter  alia,  the  Pat-ent  in 
respect  of  which  the  present  Petition  was  presented,  and  it  was  further  provided  15 
by  the  said  agreement  that  the  consideration  for  the  said  sale  should  be  the  sum 
of  70,000/.  in  cash  and  30,000/.  in  fully-paid  shares  in  the  proposed  Company  ; 
that  it  was  further  provided  by  the  said  agreement  that,  unless  before  the  Ist  of 
August  1890,  at  least  100,000  shares  in  the  proposed  Company  should  have  been 
taken  up  by  responsible  persons,  either  the  vendors  or  the  said  W,  M.  Knight  20 
might,  by  notice  in  writing,  rescind  the  agreement ;  that  the  Petitioning 
Company  was  duly  incorporated  on  the  1st  of  July  1890,  but  up  to  the  1st  of 
August  1890,  only  3,140  shares  had  been  applied  for  ;  that  it  was  subsequently 
agreed  between  the  Petitioning  Company  and  The  Coze  Syndicate*.,  Ld.,  that,  as 
there  were  no  monies  out  of  which  the  70,000/.  cash,  which  should  have  been  25 
paid  to  them  under  the  said  agreement  of  the  10th  of  June  1890,  could  be  paid, 
the  members  of  the  Syndicate  should  apply  for  and  receive  as  fully- paid 
70,000  one-pound  shares  in  the  Petitioning  Company,  and  the  said  shares, 
together  with  a  further  30,000  shares,  were  issued  to  the  members  of  ITie  Coze 
Syndicate,  Ld,,  and  under  this  distribution  the  inventor  received  6,750  shares  30 
in  the  Petitioning  Company,  which  were  still  held  by  him ;  that  since  the 
formation  of  the  Petitioning  Company  every  effort  had  been  made  to  extend 
the  use  of  the  patented  invention,  and  numerous  licenses  had  been  grunted  ; 
that  little,  if  any,  profits  had  been  derived  from  the  Patent,  and  ih  the 
year  1896  the  Company  were  compelled  to  take  proceedings  against  77ie  Mayof*,  35 
Aldermen,  and  Burgesses  of  Salford,  who  were  proposing  to  work  the  patented 
invention,  but  declined  to  recognise  the  validity  of  the  Patent,  or  to 
pay  royalties  for  the  use  thereof ;  that  in  his  judgment  at  the  trial  of  the  action 
Mr.  Justice  Rom>er  found  that  the  Defendants  had  infringed,  and  that  the 
Patent  was  entirely  new.*  40 

The  accounts  filed  showed  (A)  a  profit  of  1294/.  12s.  M.io  A.  Coze  in  respect 
of  the  English  Patent ;  (B)  a  profit  of  1686/.  15s.  Id.  to  ^.  CozeSxa  respect  of  the 
foreign  Patents  ;  (C)  a  profit  of  5500/.  to  Messrs.  Van  Vestrant,  Morris,  Terry, 
and  Woodall  in  respect  of  the  English  Patent ;  (D)  a  loss  of  600/.  to  The  Coze 
Syndicate,  Ld. ;  and  (E)  a  profit  of  566/.  10s.  Id.  to  the  Automatic  Coal  Gas  45 
Retort  Company,  Ld.,  making  in  all  a  total  profit  of  8447/.  17s.  lid. 

Moulton,  Q.C.,  Walter  and  Cray  (instructed  by  Lumley  and  Lumley) 
appeared  for  the  Petitioning  Company ;  Sir  Robert  Finlay,  Q.C.,  S.  Q.,  and 
Sutton  appeared  for  the  Crown. 

Moulton,  Q.C.,  explained  the  invention,  and  then  called  Dugald  Clerk  to  50 
speak  to  the  utility  of  the  invention.     [^Finlay,  S.-G,,  admitted  the  utility.] 
Andri  Coze  was  then  called,  and  stated  that  he  had  done  all  he  could  to  get  the 
invention  taken  up,  and  that  he  held  6,750  shares  in  the  Petitioning  Company. 
The  next  witness  was  the  chairman  of  the  Petitioning  Company,  who  stated 
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that  the  other  Patents  held  by  the  Company  were  for  details  in  connection  with 
and  subsidiary  to  the  Patent  which  was  the  subject  of  the  application. 

MoultoHy  Q.C.,  for  the  Petitioners. — The  invention  is  decidedly  meritorions, 

and  one  which  from  its  natare  it  is  difficult  to  get  adopted.    The  whole  profit 

5  made  is  only  8000/.,  which  is  quite  inadequate.    As  regards  the  accounts,  the 

other  Patents  are  subsidiary  to  this  Patent,  and  it  is  impossible  to  keep  the 

accounts  separate. 

Finlaify  S.-G.,  for  the  Crown. — The  inventor  here  is  only  interested  to  a  very 
slight  extent.    From  the  state  of  the  accounts  it   is  impossible  to  see  what 

10  relates  to  this  Patent  and  what  to  the  other  Patents  held  by  the  Company.  It 
is  said  that  the  other  Patents  are  subsidiary  to  this  one ;  but  it  is  the  Patentee*s 
duty  to  keep  his  accounts  in  such  a  way  that  anyone  can  see  exactly  how  he 
stands  financially  with  regard  to  his  Patent. 

Lord  Macnaghtbn. — ^Their  Lordships  are  unable  to  recommend  the  prolon- 

15  gation  of  this  Patent.  There  are  several  objections  to  the  application,  any  one 
of  which  would  probably  be  fatal.  In  the  first  place,  the  Patentee  has  practically 
no  interest  whatever  in  this  application  or  in  the  prolongation  of  the  Patent. 
Possibly  if  it  is  prolonged  he  might  get  something,  but  whatever  he  got  would 
be  extremely  small.    The  application  is  really  made  by  a  Company,  who  entered 

20  li^to  ^^^  speculation,  which  has  been  an  unfortunate  speculation,  no  doubt, 
though  not  altogether  unfortunate,  for  they  have  received  some  profit ;  but  the 
fact  that  it  has  not  been  as  successful  as  they  anticipated  is  no  reason  why  the 
Patent  should  be  prolonged.  The  principle  of  Nortoh*8  case*  and  Bower- 
Barff*9  casef  are  directly  applicable.     It  is  not  necessary  to  read  the  passages, 

25  because  they  have  been  cited  in  judgments  delivered  by  the  Court  so  very 
lately,  in  1897  and  1898. 

Then,  the  accounts  are  certainly  most  unsatisfactory.  It  has  often  been  laid 
down  that  a  Patentee  who  comes  to  make  an  application  for  the  prolongation 
of  a  Patent  ought  from  the  first  to  keep  his  accounts  in  such  a  manner  that  it 

30  niay  be  clear  to  the  Court  what  profits  have  been  made.  In  this  case  several 
matters  foreign  to  this  Patent  have  been  mixed  up  in  the  accounts,  and  the 
accounts  appear  to  have  been  kept  in  the  most  unsatisfactory  manner.  That 
also  is  covered  by  authority,  which  it  is  not  necessary  to  read  ;  but  I  refer  to 
what  is  laid  down  in  Thoma^s'  PatentJ  and  Saxhy's  Patent,§  both  of  which  are 

35  directly  applicable  to  this  case. 

Their  Lordships,  therefore,  have  no  option  but  to  dismiss  the  application^ 


40 


^  In  the   High  Court  op  Justicb.— Chanokry  Division* 

Before  Mr.  Justicb  Stirling. 

February  8th,  March  1st,  2nd,  and  3rd,  and  June  7th,  1899. 

Kane  v.  Guest  &  Co. 

Patent — Action  for  infringement, —  Want  of  subject-matter. — Pricr  publico- 
Hon. — Prior  user. — Defence  of  non-infringement  abandoned  at  trial. — Patent 
found  invalid  because  of  want  of  stibject-matter  and  prior  publication. — Certifi- 
cate that  Plaintiff  had  proved  Particulars  of  Breaches  granted. — Costs. 
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The  oumer  of  a  Patent  for  an  invention  for  ^^  Improtfements  in  or  apper- 
"  taining  to  the  manufacture  of  candy  "  svsd  the  Defendants  for  infringement. 
The  Defendants  pleaded  non-infringement,  and  attacked  the  validity  of  the 
Patent  on  the  grounds  of  prior  publication,  prior  user,  want  of  subject-matter, 
and  insufficiency  of  description.  5 

Held,  tliat  the  Plaintiff^s  Patent  was  invalid  on  the  grounds  of  prior  publica- 
tion and  want  of  subject-mcUter,  and  that  the  prior  user  alleged  by  the  Defendants 
was  an  experimental  user. 

The  defence  as  to  infringement  having  been  abandoned  at  the  trial  a  certificate 
tJuU  the  Plaintiff  had  proved  his  Particulars  of  Breaches  was  granted,  and  the  ^^ 
Plaintiff  was  allowed  any  extra  costs  occasioned  by  the  Defendants  having 
denied  infringement. 

The  Plaintiff  was  the  owner  of  Letters  Patent  (No.  785  of  1887)  granted  to 
William  Phillips  Thompson   for  "  Improvements  in  or  appertaining  to  the 
"  manufacture  of  candy,"  as  a  communication  from  abroad.    The  Defendants  15 
were  confectioners,  carrying  on  business  at  Ancoats  in  Manchester. 

The  Complete  Specification  of  the  Plaintiff's  Patent  was  as  follows  :— 

"  The  objects  of  this  invention  are  to  produce  candy,  more  particularly  stick 
**  candy,  of  a  quality  superior  to  that  resulting  from  the  ordinary  process  as 
"  regards  its  clearness  or  brilliancy,  its  strength,  and  its  resistance  to  atmospheric  20 
*'  influences,  and  at  the  same  time  to  lessen  the  cost  of  manufacture.    In  the 
"  manufacture  of  stick  candy  as  heretofore  practised,  it  has  been  customary  to 
"  boil  the  cane  sugar  or  syrup  either  alone,  or   with  a  small  percentage  of 
**  glucose,  in  open  kettles  or  pans  until  it  acquires  a  proper  consistency.    This 
"  method  of  treating  the  sugar  necessitates  the  employment  of  very  high  25 
"  temperatures,  which  commonly  resulted  in  the  carbonization  and  discolora- 
"  tion  of  the  sugar,  and  in  the  production  of  a  candy  of  dark  appearance.    The 
"  candy  produced  by  this  process  is  exceedingly  brittle,  so  that  in  being  handled 
"  and  transported,  there  is  a  heavy  deterioration  and  loss  from  breakage.     It  is 
"  also  objectionable  in  that  it  is   peculiarly  susceptible  to  the  influence  of  30 
"  moisture  and  increased  temperatures,  which  render  it  adhesive  and  otherwise 
'*  troublesome  to  carry  in  stock  for  any  considerable  length  of  time. 

"  The  inventor  has  discovered  that  by  the  addition  of  a  large  percentage  of 
^  glucose  he  is  enabled  to  produce  a  candy  which  possesses  an  increased 
"  strength,  greater  brilliancy  and  clearness,  and  a  greater  power  of  resisting  35 
"  the  influence  of  moisture. 

"  Under  the  methods  heretofore  practised  it  was  impossible  or  impracticable 
"  to  incorporate  with  the  cane  sugar  a  sufficient  amount  of  glucose  to  secure  the 
"  ends  which  the  inventor  has  in  view.  He  has  discovered,  however,  that  by  - 
**  making  use  of  a  vacuum  pan  or  other  equivalent  apparatus  for  boiling  the  40 
<(  materials  in  vacuo,  he  can  combine  with  the  cane  sugar  from  25  to  35  per 
*'  cent,  or  even  a  greater  percentage  of  glucose,  and  that  this  compound  may  be 
"  cooked  to  a  consistency  suitable  for  stick  candy  without  discoloration,  and 
"  without  injuriously  affecting  the  ingredients. 

*'  The  inventor  has  also  discovered  that  the  compound  of  cane  sugar  and  45 
*'  glucose  may  be  thus  brought  to  the  required  consistency  at  comparatively 
^'  low  temperatures,  so  that  when  delivered  from  the  pan  or  kettle,  it  may  be 
"  immediately  handled  by  the  workmen  and  finished  into  the  required  forms, 
"  without  undergoing  the  usual  cooling  treatment. 

"  The  essence  of  this  invention  consists  in  subjecting  a  compound  of  cane  50 
**  sugar  and  glucose  or  grape  sugar  to  a  cooking  or  boiling  action  in  vacuo.   And 
^  it  is  to  be  distinctly  understood  that  the  apparatus  for  carrying  out  this  process 
«<  may  be  modified  in  form  and  construction  at  will ;  that  the  temperature  may 
««  be  regulated,  and  the  period  of  the  cooking  operation  lengthened  or  shortened 
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**  according  to  the  nature  of  the  sugar  employed,  and  the  character  of  the  candy 
'*  required.  As  this  process  is  directed  chiefly  to  the  manufacture  of  stick 
"  candy,  the  inventor  commonly  proceeds  by  dissolving  cane  sugar  and  glucose 
"  in  water.  In  dissolving  the  cane  sugar  particular  care  is  to  be  observed  that 
a  *^  all  evidences  of  crystallization  disappear,  it  being  well  known  to  those  familiar 
'^  with  the  art  of  sugar-making,  that  the  presence  of  sugar  crystals  in  small 
"  quantity  is  frequently  followed  by  crystallization  of  the  whole  mass.  This 
"  crystallization,  the  end  in  view  in  sugar  manufacture,  is  to  be  carefully 
**  avoided  in  the  manufacture  of  candy.    The  compound  of  cane  sugar  and 

10  '^  glucose  is  placed  in  the  vacuum  pan  or  kettle,  and  the  same  boiled  or  cooked, 
''  commonly  at  a  temperature  of  about  312  degrees  Fahrenheit  until  the  mass 
*'  assumes  that  particular  condition  known  in  the  art  as  a  '  hard  crack  ^  or  stick 
"  candy  consistency,  whereupon  it  is  removed  from  the  pan,  and  treated  in  the 
'*  ordinary  manner.     In  practice  it  is  found  that  the  addition  of  glucose  to  the 

15  '^  c^ne  sugar  is  a  matter  of  great  advantage  as  it  permits  the  compound  to  be 
*^  brought  into  the  vacuum  pan  to  a  condition  not  otherwise  attainable,  and  also 
'^  for  the  reason  that  the  resulting  product  possesses  greater  strength,  durability 
"  and  brilliancy  than  it  would  otherwise  have.  In  practice  it  is  found  that 
'<  candy  manufactured  in  accordance  with  this  invention  possesses  a  peculiar 

20  "  appearance  by  which  it  may  be  readily  distinguished,  on  inspection,  from 
"  candy  manufactured  in  the  ordinary  manner. 

*'  The  inventor  is  aware  that  vacuum  pans  are  in  use  for  the  evaporation  of 
"  saccharine  juices  in  the  production  of  sugar,  the  object  being  to  bring  the 
"  material  to  a  granular  condition.    He.  is  also  aware  that  it  has  been  proposed, 

25  '^  to  boil  a  solution  of  cane  sugar  and  other  materials  in  a  vacuum  pan  to  prepare 
"  the  same  for  the  production  of  what  is  commonly  known  as  "  rock  candy '  a 
"  crystalline  product  which  is  not,  strictly  speaking,  a  candy.  He  is  also  aware 
^'  that  compounds  of  glucose  and  grape  sugar  have  been  cooked  in  open  pans 
'*  for  the  production  of  candy,  but  believes  himself  to  be  the  first  to  cook  a 

•30  "  compound  of  grape  sugar  and  glucose  in  vacuo  for  the  purpose  of  bringing 
"  the  same  to  the  proper  consistency  for  the  production  of  stick  candy   or 
analogous  candy.    The  essence  of  this  invention  in  this  regard  resides  not 
merely  in  the  substitution  of  one  means  of  evaporation  in  place  of  another, 
"  but  in  the  fact  that  the  particular  compound  treated,  that  is  to  say,  a  compound 

35  "  of  glucose  and  cane  sugar,  will,  when  cooked  in  vacuo,  form  a  product, 
**  differing  in  its  nature  from  any  candy  heretofore  known  in  the  art,  and 
"  unobtainable  by  the  use  of  the  open  pan. 

"  It  is  to  be  noted  that  the  cooking  of  this  compound  to  a  candy  consistency, 
*'  is  clearly  distinguishable  from  the  cooking  of   cane  juices  alone,  for  the 

40  "  production  of  sugar,  the  operation  of  candy-making  commencing  aft^r  the 
'^  formation  of  sugar  is  completed,  and  the  results  aimed  at  in  the  two  cases 
being  widely  dissimilar. 
In  the  accompanying  drawing  is  illustrated  in  outline  an  apparatus  suitable 
"  for  carrying  this  invention  into  effect. 

45  "  A  represents  an  ordinary  vacuum  pan  provided  with  an  overflow  chamber  B, 
"  and  with  a  tube  C  for  returning  the  overflowing  material  to  the  pan. 
'^  D  represents  an  exhaust  pipe  leading  from  the  pan  to  a  condenser,  pump,  or 
*'  other  apparatus,  by  which  the  vapors  are  withdrawn,  and  the  necessary 
'^  vacuum  maintained  within  the  pan. 

50  *^  While  the  inventor  has  described  herein  the  use  of  cane  sugar  with  glucose, 
*'  it  is  to  be  understood  that  beet  sugar,  the  equivalent  of  cane  sugar,  may  be 
^'  used  as  a  substitute  therefor  in  connection  with  glucose,  and  that  such 
^'  combination  of  beet  sugar,  and  glucose,  is  embraced  within  the  scope  of  this 
"  invention." 

$5      The  claims  were  ; — 

'^  I.  The  improved  method  of  manufacturing  candy,  consibting  in  cooking  a 
*^  compound  of  cane  sugar  or  beet  sugar,  and  glucose  in  vacuo,  until  it  acquires 
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"  a  conflistency  appropriate  for  the  production  of  the  candy  demanded.  2.  The 
"  improved  method  of  manufacturing  candy,  coneiBting  in  cooking  cane  sugar 
"  and  glucose  in  vacuo  until  it  arrives  at  a  *  hard  crack '  or  stick  candy 
"  consistency.  3.  The  new  product,  the  candy  produced  by  boiling  cane  sugar 
"  and  glucose  together  in  vacuo."  5 

The  Plaintiff  commenced  this  action  on  the  9th  of  March  1897,  and  on  the  9th  of 
April  1897  delivered  his  Statement  of  Claim,  by  which  he  alleged  (1)  that  he  was 
the  registered  owner  of  "  valid  Letters  Patent  (No.  785  of  1887)  granted  to 
William  Phillips  Thompson  for  *  Improvements  in  and  appertaining  to  the  manu- 
"  '  f acture  of  candy  '  "  ;  (2)  that  the  Defendants  had  infringed  as  set  forth  in  the  10 
Particulars  of  Breaches  ;  and  the  Plaintiff  claimed  (1)  an  injunction  restraining 
the  Defendants,  their  servants  and  agents,  from  further  infringing  the  Patent ; 
(2)  damages  for  infringement,  or,  at  the  option  of  the  Plaintiff,  an  account  of 
the  profits  made  by  the  Defendants  by  such  infringements ;  (3)  delivery  up 
to  the  Plaintiff  or  destruction  of  all  material  in  the  Defendants'  possession  15 
which  was  made  or  used  in  infringement  of  the  said  Letters  Patent ;  (4)  such 
further  or  other  relief  as  to  the  Court  might  seem  just ;  (5)  costs.  The 
Particulars  of  Breaches  complained  of  were  that  the  Defendants,  at  their 
works  at  Ancoats  near  Manchester,  in  County  of  Lancaster,  had  continuously 
during  the  months  of  January,  February,  and  March,  1897,  manufactured  and  20 
sold  candy  made  in  the  method  described  and  claimed  in  the  Specification  of 
the  Patent. 

By  their  Defence,  delivered  the  1st  of  July  1897,  the  Defendants  alleged 
(1)  that  they  bad  not  infringed  as  alleged  or  at  all ;  (2)  that  the  Patent  was 
invalid  for  the  reasons    in  the  Particulars    of    Objections    appearing.    The  25 
following  were  the  Particulars  of  Objections  relied  on  by  the  Defendants  : — 
(1)  The  alleged  invention  was  not  new,  (A)  As  to  Claims  1  and  2  of  the  Plaintiff's 
Specification  : — The  alleged  invention  had  been  published  in  this  realm  prior  to 
the  date  of  the  Plaintiff's  Patent  (i)  in  the  Specification  of  Edward  Charles 
Howard  (No.  3754  of  1813)— parts  relied  on  p.  6, 1.  29,  to  p.  8, 1.  23  ;  (ia)  in  the  30 
Specification  of    W.   T,  Kirchhoff  and  James  W,  Kirchhoff^  U.S.A.,  Patent 
No.  309,720  of  the  year  1884,  published  in  the  Patent  Office,  London,  on  the 
11th  of  August  1885  ;  (ii)  in  lire's  Dictionary  of  Arts,  Manufactures  and  Mines, 
Vols.  I.,  II.  and  III.,   and    a  supplement   thereto  published  in  1878 — parts 
relied  on — article  or  remarks  on  Sugar,  commencing  at  p.  925  of  Vol.  III.,  and  35 
p.  847  of  the  supplement ;  (iii)  by  the  public  use  of  the  method  of  manu- 
facturing   candy  described    in   the    Plaintiff's    Specification   by  (a)   Messrs. 
Batger  &  Go.  at  their  works,  Broad  Street,  Ratcliffe  Road,  London,  in  the  year 
1866  ;  {(i)  Mr.  O.  P.  Damiral  at  his  works  24  and  26,  Church  Street,  Greenwich, 
continuously  from  the  year  1883  to  the  date  of  the  Plaintiff's  Patent.    (B)  As  40 
to  Claim  3  of  the  Plaintiff's  Specification  : — The  alleged  invention  had  been 
published  in  this  realm  prior  to  the  date  of  the  Plaintiff's  Patent  (i)  by  the 
manufacture  and  sale  of  candy  identical  with  the  alleged  new  product  of  the 
Plaintiff  by  Messrs.  Batger  &  Go. ;  and  (ii)  by  Mr.  O.  P.  Damiral — particulars 
of  such  manufacture  are  set  out  in  paragraph  A,  iii,  a  and  h  ;  (iii)  by  the  public  45 
general  manufacture  and  sale  by  the  trade  of  candy  prepared  by  evaporating  in 
an  open  vessel  by  superheated  steam  or  by  open  fire  heat  mixed  solutions  of 
cane  sugar  and  glucose,  the  product  being  identical  in  all  respects  with  the 
alleged  new  product  of  the  Plaintiff.    (2)  The  alleged  invention  was  not  the 
proper  subject-matter  of  Letters  Patent.    The  Defendants  proposed  to  allege  50 
that  the  alleged  invention  was  a  mere  use  of  an  old  and  well-known  appliance 
and  process  in  an  old  and  well-known  way  for  substances  analogous  to  those 
for  which  the  said  appliances  had  been  commonly  used  long  prior  to  the  date 
of  the  Plaintiff's  Patent,  and,  in  addition  to  the  instances  of  prior  publication 
and  prior  user  hereinbefore  referred  to,  the  Defendants  propose  to  refer  to  the  55 
public  and  general  use  of  vacuum  pans  for  various  evaporative  processes. 
(3)  The  Plaintiff's  Specification  did  not  sufficiently  describe  the  nature  of  the 
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inyention  and  the  manner  in  which  the  same  was  to  be  performed.  Parts  of  the 
Plaintiff's  Specification  to  which  this  objection  applied  : — (a)  p.  1, 1.  24,  to  p.  2, 
1.  3 ;  (6)  p.  2, 11.  9  to  14.  (4)  The  Plaintiff's  Specification  was  ambiguous  and 
misleading.  Parts  of  Specification  to  which  this  objection  applies  : — p.  2, 
5  11.4^-45. 

By  Reply,  delivered  on  the  12th  of  July  1897,  the  Plaintiff  joined  issue 
with  the  Defendants  upon  the  allegations  contained  in  the  Defence  and 
Particulars  of  Objections. 

The  action  was  tried  on  the  28th  of  February,  and  1st,  2nd,  and  3rd  of  March, 
10  1899. 

Moultoriy  Q.C.,  and  Shaw  (instructed  by  Learoydy  James^  and  Mellor) 
appeared  for  the  Plaintiff  ;  Bousjield^  Q.C.,  and  Walter  (instructed  by  Shaw^ 
Trefnellan^  and  Kirkman^  agents  for  William  Thomson^  Manchester)  appeared 
for  the  Defendants. 
15  Moulton^  Q.C.,  opened  the  Plaintiff's  case, — The  main  question  here  is  the 
novelty  of  the  invention,  which  relates  to  the  manufacture  of  sugar  candy.  The 
old  method  was  to  boil  cane  sugar  in  an  open  pan  with  6  to  8  percent,  of  glucose ; 
instead  of  glucose  an  acid  might  be  used,  such  as  sour  barley  water,  vinegar,  or 
cream  of  tartar.  By  the  Plaintiff's  invention  the  sugar  is  dissolved  in  water 
20  and  then  mixed  with  glucose  and  boiled  in  a  vacuum  pan.  The  advantages  of 
this  method  are  : — Boiling  at  lower  temperature  ;  the  use  of  a  much  larger  per- 
centage of  glucose,  thus  greatly  cheapening  the  production  ;  the  possibility  of 
making  a  much  larger  quantity  at  a  time.  The  invention  is  based  on  the 
discovery  that  it  is  possible  and  advantageous  to  use  a  vacuum  pan  in  the 
25  production  of  **  hard  crack "  candy  provided  the  following  precautions  are 
taken  : — (1)  Complete  solution  of  the  sugar  before  boiling  ;  (2)  the  use  of  a 
larger  percentage  of  glucose — the  use  of  the  old  quantity  would  ruin  the  whole 
boiling ;  (3)  the  boiling  at  a  lower  temperature. 

Witnesses  were  then  called  for  the   Plaintiff,  including  Dr.  Attjield  and 
30   Oeorge  Duncan  Moffat^  who  was    the  Patentee  in    America  of    a    similar 
invention.    Trade  witnesses  were  also  called  to    speak  to  the    utility  and 
novelty  of  the  invention. 

Bausfieldf  Q-0.,  opened  the  Defendants'  case,  and  called  witnesses,  including 
Dr.  ScJiack  SoonieTj  trade  witnesses,  and  Gem^ge  Pete?' Damiralj  Charles  Webb 
35  and  Robert  Deare^  the  last  three  of  whom  spoke  to  the  alleged  prior  user. 

George  Barrat^  Edward  Barrat^  and  George  Duncan  Moffat  were  then 
recalled,  and  gave  evidence  on  behalf  of  the  Plaintiff  rebutting  the  evidence  of 
George  Peter  DamiraL 

Walter  summed  up  the  Defendants'  case. — In  Claim  1  the  Patentee  claims 

40  protection  in  the  widest  form  for  the  process  of  manufacturing  candy  by 

heating  in  vacuo.    The  claim  is  not  restricted  to  one  form  of  candy,  but  is 

unqualified,  and  is  too  wide  to  be  supported.     Claim  2  has  been  put  in  in  order 

that  they  may  strike  out  Claim  1,  and  so  restrict  the  invention  to  "  hard  crack  " 

candy.    Claim  3  claims  the  new  product  produced  by  boiling  sugar  and  glucose 

45  together  and  in   vacuo.    No  proportions  are  claimed,  and  there  is  no  new 

piquet.    The  only  difference  between  the  new  and  old  methods  is  that  by  the 

new  method  discoloration  is  avoided.    This  is  due  to  the  fact  that  the  water  is 

driven  off  at  a  lower  temperature.    There  is  no  chemical  difference  between 

the  two  products.    The  improved  process  consists  in  a  common  vacuum  pan 

50  used  in  an  old  way  and  with  old  materials.    As  regards  anticipation,  Kirchhoff^s 

Specification  includes  all  that  there  is  in  the  Plaintiff's  Specification.   Kirchhoff^s 

Patent  was  for  "  candies,  jellies,  preserves,  and  confectioneries  generally,"  and 

includes  a  third  pan.    Dr.  Attfield's  experiments  show  that  he  did  pi*oduce 

"hard  crack"  candy  by  this  means,  which  he  subsequently  spoilt  by  putting 

55  the  product  through  the  third  pan,  which  is  only  intended  to  be  used  when 

making  jellies,  preserves,  and  such  like.    Any  candy  maker  would  know  that 

it  would  spoil  "  hard  crack  '*  candy  to  put  it  through  this  pan,  and  that  this  pan 
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was  not  intended  to  be  used  in  the  manufacture  of  **  hard  crack  "  candy.  The 
Plaintiff's  Specification  is  anticipated  as  soon  as  the  candy  is  boiled.  After 
Kirchhoff  there  was  nothing  left  for  the  Plaintiff  to  teach  the  world.  The 
Plaintiff  contends  that  Kirchhoff^s  Specification  is  insufficient ;  but  it  is  quite 
as  full  as  his  own,  which  places  him  on  the  horns  of  a  dilemma.  There  is  also  5 
the  prior  user,  which  I  submit  has  been  sufficiently  proved.  The  product  made 
during  the  prior  user  was  sent  out  and  sold  in  the  ordinary  way  along  with  the 
other  stuff. 

Moulton^  Q.C.,  replied  on  the  whole  case. — Putting  aside  the  alleged  prior 
user,  no  one  in  this  country  had  heard  of  stick  candy  made  in  a  vacuum  pan  10 
before  the   Plaintiff's  Specification.    The  trade    looked  upon  it  as  a    good 
invention,  and  paid  large  sums  for  the  right  to  use  it.    Any  method  which 
enables  people    to  make  something    better    or    cheaper  is  patentable.    The 
Patentee  here  discovered  a  way  of  making  a  better  product  at  a  lower  tempera- 
ture than  previously,  and  at  less  cost.    What  would  cause  failure  in  the  old  15 
open  pan  must  be  present  to  ensure  success  in  the  vacuum  pan,  viz.,  more 
glucose,  lower  temperature,  and  complete  solution  of  crystals  before  boiling. 
As  regards  Kirchhoff's  Specification,  no  practical  man  would  imagine  that  it 
referred  to  stick  candy.    The  Specification  does  not  teach  anybody  how  to 
make  stick  candy.     It  was  never  intended  to  be  used  for  stick  candy.    The  20 
case  of  prior  user  brought  forward  by  the  Defendants  is  a  clear  case  of  an 
experiment  abandoned  because  of  failure. 
Judgment  was  reserved  and  delivered  on  the  7th  of  June. 
Stirling,  J. — This  is  an  action  for  infringement  of  a  Patent  (No.  785  of 
1887)  granted  to   William  Phillips  Thompson^  being  a  communication  from  2-5 
Thomas  Kane^  of  Chicago,  in  the  United  States  of  America.    The  Defendants 
allege  that   the  Patent    is    invalid — first,  for  want  of  subject-matter;    and, 
secondly,  for  want  of  novelty  in  two  respects — first,  by  reason  of  prior  publi- 
cation ;  and,  secondly,  by  reason  of  prior  user.     If  the  Patent  be  valid  it  is  not 
disputed  the  Defendants  have  infringed.  30 

The  case  as  to  want  of  subject-matter  and  prior  publication  may  conveniently 
be  kept  separate  from  that  which  relates  to  prior  user.  The  title  of  the  Patent 
is  for  "  Improvements  in  and  appertaining  to  the  manufacture  of  candy."  The 
Specification  states  the  object  of  the  invention  to  be — "  To  produce  candy,  more 
"  particularly  stick  candy,  of  a  quality  superior  to  that  resulting  from  the  35 
"  ordinary  process  as  regards  its  clearness  or  brilliancy,  its  strength,  and  its 
*'  resistance  to  atmospheric  influences,  and  at  the  same  time  to  lessen  the  cost 
"  of  manufacture."  Stick  candy,  which  is  there  more  particularly  referred  to, 
and  one  form  of  which  is  commonly  known  in  this  country  as  barley  sugar, 
was  prior  to  the  date  of  the  Patent  obtained,  and  still  is  obtained,  by  kneading  40 
together  a  mixture  of  cane  sugar,  grape  sugar  or  glucose,  and  a  little  water. 
According  to  the  evidence  it  was  originally  prepared  by  heating  together  cane 
sugar,  water,  and  a  little  acid  of  some  kind.  The  acid  first  employed  was  barley 
water,  from  which  the  name  "  barley  sugar  "  is  derived ;  afterwards  vinegar 
and  subsequently  cream  of  tartar  was  made  use  of,  and,  lastly,  glucose  was  45 
occasionally  employed,  as  I  have  already  stated.  The  object  of  the  acid  is  to 
convert  a  little  of  the  cane  sugar  into  glucose,  which  is  now  mixed  with  the 
cane  sugar  at  once  instead  of  being  developed  indirectly  in  the  course  of  the 
process. 

The  method  of  manufacturing  was  this.  About  40  lbs.  of  the  mixture  was  50 
boiled  in  an  open  copper  pan  over  a  furnace,  and  heated  slowly  to  a  temperature 
of  over  300  degrees — somewhere  about  310  degrees — and  the  application  of 
heat  was  continued  till  a  small  sample  taken  out  and  tested  between  the  fingers 
became  a  hard,  brittle  thread,  when  the  process  was  completed  ;  the  contents  of 
the  pan  were  emptied  on  to  a  cold  slab  and  moulded  into  the  required  form.  55 
The  product  is  not  crystalline  like  sugar,  but  vitreous  or  in  the  nature  of  glass. 
This  condition  is  unstable,  and  the  stick  candy  has  a  tendency  to  assume  the 
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crystalline  form.  The  result  is  that  small  crystals  are  formed  by  degrees  at  the 
sarface  of  the  candy  causing  it  to  lose  its  clear,  glassy  appearance,  and,  as  it  is 
termed,  to  granulate.  The  high  temperature  to  which  the  sugar  is  exposed 
during  the  manufacture  causes  carbonisation  and  the  formation  of  caramel,  the 
5  consequence  being  that  the  candy  becomes  more  or  less  discoloured.  A  like 
difficulty  occurs  in  the  manufacture  of  crystalline  sugar,  and  is  overcome  by 
the  use  of  the  vacuum  pan,  in  which  the  material  can  be  boiled  at  low 
temperatures. 

The  invention  which  is  the  subject  of  the  Patent  appears  to  be  due  to  Mr. 

10  George  Duncan  Moffat^  who  was  called  as  a  witness  for  the  Plaintiff,  He 
stated  that  in  1880  he  was  engaged  in  the  manufacture  of  candy  in  New 
Orleans,  and  had  from  visiting  the  sugar  plantations  in  the  neighbourhood 
become  familiar  with  the  use  of  the  vacuum  pan,  and  it  occurred  to  him  that 
this  instrument  might  be  employed  so  as  to  avoid  the  discoloration  common  in 

15  the  ordinary  process  of  making  candy,  and  he  commenced  a  series  of  experi- 
ments on  the  premises  of  Messrs.  Kirchhoff  and  Kirchhoff^  who  are  sugar 
refiners  in  New  Orleans.  At  first  he  started  with  the  same  proportion  of  cane 
sugar  and  glucose  which  was  used  in  the  open  pan  process,  but  he  ultimately 
discovered  that  it  was  necessary  for  success  to  use  a  larger  proportion  of  glucose, 

20  aiid  he  stated  that  he  found  he  could  not  get  a  successful  result  without  using 
25  per  cent,  of  glucose.  The  necessity  for  using  a  large  percentage  of  glucose 
in  connection  with  the  vacuum  pan  is  shown  by  the  evidence  of  the  Defendants' 
witness,  Alexmider  HalL  He  produced  samples  of  stick  candy  made  in  a 
vacuum  pan  in  which  20  per  cent,  only  of  glucose  was  mixed  with  the  cane 

25  Pugar;  but  in  cross-examination  he  admitted  that  he  had  in  the  course  of 
making  these  specimens  to  add  acid  because  he  did  not  use  enough  glucose. 
The  effect  of  the  acid  of  course  would  be,  as  I  have  already  pointed  out,  to 
convert  a  portion  of  cane  sugar  into  glucose,  and  thus  in  effect  increase  the 
percentage  which  is  used.    Mr.  Moffat  stated  that  it  took  him  about  a  year  to 

30  make  this  discovery,  and  put  him  to  an  expense  of  about  4,000/.,  and  the 
Plaintiff's  Patent  is  intended  to  embody  the  result  of  that  discovery.  The 
evidence  shows  that  a  considerable  number  of  makers  in  this  country  have 
taken  licenses  under  the  Plaintiff's  Patent,  and  have  paid  considerable  sums  for 
those  licenses.     It  also  appears  to  me  to  be  made  out  that  the  stick  candy 

35  produced  is  a  better  colour  and  takes  longer  to  assume  a  granular  state  than 
that  made  by  the  open  pan  process. 

I  now  turn  to  the  Specification  of  the  Patent.  On  page  1,  from  line  10  to 
line  20,  the  Patentee  states  the  defects  of  the  ordinary  process.  He  states  that 
[the  learned  Judge  then  read  the  part,  ante^  page  434,  line  21  to  line  32].    Then 

40  be  goes  on  from  line  21,  page  1,  to  line  8,  page  2,  to  state  the  discoveries  which  he 
has  made.  [The  learned  Judge  then  read  the  passages,  ante^  page  434,  line  33  to 
line  49.]  Then  at  page  2,  line  9  to  line  14,  he  describes  the  essence  of  his 
invention  in  this  form  : — '*  The  essence  of  this  invention  consists  in  subjecting 
"  a  compound  of  cane  sugar  and  glucose  or  grape  sugar  to  a  cooking  or  boiling 

45  "  action  in  vacuo.  And  it  is  to  be  distinctly  understood  that  the  apparatus  for 
**  carrying  out  this  process  may  be  modified  in  form  and  construction  at  will ; 
**  that  the  temperature  may  be  regulated,  and  the  period  of  the  cooking  operation 
"  lengthened  or  shortened  according  to  the  nature  of  the  sugar  employed  and 
"  the  character  of  the  candy  required."     So  that  it  may  be  applied  to  candies  of 

50  different  characters.  Then  he  proceeds  : — "  As  this  process  is  directed  chiefly 
"  to  the  manufacture  of  stick  candy,  the  inventor  commonly  proceeds  by 
**  dissolving  cane  sugar  and  glucose  in  water."  Then  he  points  out  that  care  is 
to  be  observed  that  all  evidences  of  crystallization  disappear.  Then  he  says  : — 
"  The  compound  of  cane  sugar  and  glucose  is  placed  in  the  vacuum  pan  or 

55  "  kettle,  and  the  same  boiled  or  cooked,  commonly  at  a  temperature  of  about 
^^  212  degrees  Fahrenheit,  until  the  mass  assumes  that  particular  condition 
"  known  in  the  art  as  *  hard  crack '  or  stick  candy  consistency,  whereupon  it  is 
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"  removed  from  the  pan  and  treated  in  the  ordinary  manner.  In  practice  it  is 
"  found  that  the  addition  of  glucose  to  the  cane  sugar  is  a  matter  of  great  advan- 
**  tage,  as  it  permits  the  compound  to  be  brought  in  the  vacuum  pan  to  a  condition 
"  not  otherwise  attainable,  and  also  for  the  reason  that  the  resulting  product 
"  possesses  greater  strength,  durability,  and  brilliancy  than  it  would  otherwise  5 
"  have."  Then,  after  some  further  passages — which  I  will  not  refer  to  at 
present— he  claims: — "(1)  The  improved  method  of  manufacturing  candy, 
**  consisting  in  cooking  a  compound  of  cane  sugar  or  beet  sugar  and  glucose 
"  tn  vacuo  until  it  acquires  a  consistency  appropriate  for  the  production  of  the 
"  candy  demanded.  (2)  The  improved  method  of  manufacturing  candy,  10 
"  consisting  in  cooking  cane  sugar  and  glucose  i?i  vacuo,  until  it  arrives  at  a 
"  *  hard  crack '  or  stick  consistency.  (3)  The  new  product,  the  candy  produced 
"  by  boiling  cane  sugar  and  glucose  together  in  raetio.^^ 

Before  commenting  on  this  Specification  I  will  advert  to  the  case  of  prior  publi- 
cation. It  appears  that  in  1884  Messrs.  Kirchhojff\  on  whose  premises  Mr.  Moffat  15 
carried  on  his  experiments,  took  out  a  Patent  in  the  United  States  of  America  for 
improvements  in  process  of  and  apparatus  for  the  manufacture  of  confectionery, 
including  candies.  This  Patent  has  been  revoked  in  America  at  the  instance 
of  Mr.  Moffat^  but  a  copy  of  the  Specification  found  its  way  to  the  Patent  OfiBce 
iu  this  country,  and  was  there  published  in  August,  1885,  before  the  date  of  the  20 
Plaintiff's  Patent,  and  this  publication  was  relied  on  as  a  prior  publication. 
Messrs.  KirchJioffstaite  : — "  Our  invention  relates  to  processes  for  manufacturing 
*'  candies,  jellies,  preserves,  and  confectionery  generally,  and  it  consists  of  a 
"  process  embracing  the  following  steps."  Then  they  enumerate  three  : — 
"  Dissolving  the  cane  sugars  and  grape  sugar  separately  or  together  in  a  vessel  25 
'^  having  a  steam  jacket,  a  steam  coil,  and  a  stirrer  for  mixing  the  contents ; 
*'  second,  boiling  the  dissolved  cane  sugars  or  syrup  and  grape  sugar  or  glucose 
"  iuto  candy  by  means  of  a  vacuum  pan  or  other  vessel  from  which  the  air  and 
"  vapours  are  extracted,  either  by  air-pump,  by  condensation,  by  water  spray, 
"  surface  condenser,  or  any  other  combination  of  either  two  or  three  methods  30 
"  combined  ;  third,  cooling  or  heating  the  boiled  product  in  a  vessel  constructed 
"  with  a  double  bottom  and  jacket,  by  which  either  water  or  steam  can  be 
"  circulated  so  as  to  cool  or  heat  the  contents  to  a  desired  temperature  by 
**  regulating  the  steam  or  water  supply.  By  using  the  above-described  process 
"  we  will  be  enabled  to  use  sugars  and  molasses  or  syrups  of  lower  grades  than  35 
"  are  used  by  the  present  process  of  manufacturing  candies  and  other  con- 
"  fectioneries.  Candies  and  other  confectioneries  can  be  manufactured  at  a 
"  saving  of  time  and  labour,  thus  reduciag  the  first  cost  of  same.  The  sugars 
"  and  syrups  used  in  the  manufacture  of  candies  are  not  discolored  by  long 
**  boiling  and  exposed  to  high  temperatures.  The  syrups  and  sagars  used  in  40 
"  the  manufacture  of  candies  and  other  confectioneries  are  not  converted  into 
"  grape  sugar,  thus  enabling  the  manufacturer  to  use  a  much  larger  percentage 
"  of  grape  sugar  or  glucose  in  making  candies  and  other  confectioneries.  A 
"  great  saving  in  fuel  is  accomplished  throughout  the  entire  process  " — ^and 
then  they  describe  the  mode  in  which  it  is  carried  out.  45 

Now,  it  is  to  be  observed  that  it  was  here  pointed  out  that  by  the  use  of  this 
apparatus  discoloration  is  avoided,  and  also  that  the  syrups  and  sugars  used  in 
the  manufacture  of  candies  are  not  converted  into  grape  sugar,  thus  enabling 
the  manufacturer  to  use  a  much  larger  percentage  of  grape  sugar  or  glucose  in 
making  candies  and  other  confectioneries.  So  that  clearly  this  is  a  Patent  50 
which  extends  to  confectioneries  generally,  and  is  not  limited  to  stick  candy. 
The  first  two  steps  in  the  KirchJioff'  process  are  identical  with  those  of  the 
Plaintiff,  but  the  third  step  forms  no  part  of  the  process  described  in  the 
Plaintiff's  Patent,  and  according  to  the  evidence  the  use  of  it  would  be 
detrimental  in  the  manufacture  of  stick  candy.  55 

It  is  contended  that  the  Patent  of  the  Plaintiff  is  bad  for  want  of  subject 
matter,  there  being  as  it  is  said  no  invention  in  applying  a  vacuum  pan  to 
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boiling  candy,  inaBmuch  as  it  had  already  been  applied  to  get  rid  of  discolora- 
tion in  making  sugar.  It  appears,  however,  that  difficulty  was  found  in  the 
use  of  the  vacuum  pan  in  making  stick  candy,  and  it  was  only  after  the 
Plaintiff  made  his  expensive  experiments  that  this  difficulty  was  overcome  by 
ft  the  use  in  the  manufacture  of  a  percentage  of  glucose  not  less  than  25  per  cent. 
I  am  not  persuaded  that  if  the  Patent  had  been  confined  to  the  manufacture  of 
stick  candy  by  boiling  or  cooking  in  a  vacuum  pan  a  mixture  of  cane  sugar 
with  not  less  than  25  per  cent,  of  glucose  there  would  not  have  been  sufficient 
subject-matter  to  support  it ;   but  it  appears  to  me   the  Specification  is  not 

10  confined  to  stick  candy  nor  to  such  mixture.  At  the  very  beginning  of  the 
Specification  the  inventor  states  that  the  object  of  the  invention  is  to  produce 
candy,  more  particularly  stick  candy,  showing  that  it  is  not  limited  to  stick 
candy  alone.  At  page  2,  line  15,  the  essence  of  the  invention  is  described  to 
consist  in  subjecting  a  compound  of  cane  sugar  and  glucose  or  grape  sugar  to  a 

15  cooking  or  boiling  action  in  vacuo,  and  he  points  out  that  the  apparatus  and 
process  are  to  be  varied  according  to  the  nature  of  the  sugar  employed  and  the 
character  of  the  candy  required,  showing,  therefore,  that  he  contemplated  its 
application  to  candies  of  different  characters.  Then  he  goes  on  to  say,  no 
doubt,  that  the  process  is  directed  chiefly  to  the  manufacture  of  stick  candy,  as 

20  it  seems  to  me  implying  that  it  is  applicable  also  to  the  manufacture  of  other  candy. 

Then,  when  we  come  to  the  claiming  part,  his  first  and  second  claims  are 

contrasted.    The  first  claim  is  : — "  The  improved  method  of  manufacturing 

**  candy,  consisting  in  cooking  a  compound  of  cane  sugar  or  beet  sugar,  and 

"  glucose  in  vacuoy  until  it  acquires  a  consistency  appropriate  for  the  production 

25  "  of  the  candy  demanded  "  ;  and  the  second  is  : — "  The  improved  method  of 
"  manufacturing  candy,  consisting  in  cooking  cane  sugar  and  glucose  in  vacuo 
"  until  it  arrives  at  a  '  hard  crack '  or  stick  candy  consistency."  It  is  no  doubt  to 
be  observed  that  at  line  42,  page  2,  the  inventor  says  this,  that  he  is  aware  "  that 
"  compounds  of  glucose  and  grape  sugar  " — that'  ought  to  be  read  cane  sugar, 

30  and  is  obviously  a  mistake — "  have  been  cooked  in  open  pans  for  the  production 
"  of  candy,  but  believes  himself  to  be  the  first  to  cook  a  compound  of  grape 
"  sugar  and  glucose  in  vacuo  for  the  purpose  of  bringing  the  same  to  the  proper 
"  consistency  for  the  production  of  stick  candy  or  analogous  candy.  The  essence 
"  of  this  invention  in  this  regard  resides  not  merely  in  the  substitution  of  one 

35  "  means  of  evaporation  in  place  of  another,  but  in  the  fact  that  the  particular 
"  compound  treated — that  is  to  say,  a  compound  of  glucose  and  cane  sugar — 
"  will,  when  cooked  in  vacuo,  form  a  product  differing  in  its  nature  from  any 
"  candy  heretofore  known  in  the  art  and  unobtainable  by  the  use  of  the  open 
"  pan."    It  was  said  that  the  Patentee  limited  the  operation  of  his  Patent  to 

40  stick  candy  or  analogous  candy.  This,  however,  seems  to  have  the  effect  of 
reducing  Claim  1  of  the  Patent  to  mere  surplusage.  Again,  it  is  certainly 
nowhere  stated  in  express  terms  that  the  Patent  is  confined  to  a  mixture  of 
glucose  and  cane  sugar  containing  not  less  than  25  per  cent,  of  glucose.  The 
use  of  a  larger  percentage  of  glucose  is  pointed  out  as  an  advantage  in  more 

45  ways  than  one ;  but  it  seems  to  me  the  Specification  carefully  avoids  any 
limitation  in  respect  of  the  percentage  of  glucose  used,  and  the  importance  of 
this  limitation  is  shown  by  the  evidence  to  which  I  have  referred  of  the 
Defendants'  witness,  Alexatider  Hall.  If  it  was  meant  to  limit  the  operation  of 
the  Patent  to  stick  candy,  in  the  manufacture  of  which  a  large  proportion  of 

50  glucose  was  employed,  I  do  not  understand  why  that  first  claim  was  inserted. 
On  the  whole,  I  come  to  the  conclusion  that  the  Patent  extends  to  "  subjecting 
"  any  compound  of  cane  sugar  and  glucose  to  a  cooking  or  boiling  action 
"  in  vacuo.''  This  being  so,  I  think  that  the  Patent  as  it  stands  is  bad  by 
reason  both  of  the  want  of  subject-matter  and  by  reason  of  Kirchlwff's  Specifi- 

55  cation  having  disclosed  the  invention  as  applied  to  candies  other  than  stick 
candy,  for  the  manufacture  of  which  the  use  of  the  third  vessel  could  not  be 
inappropriate. 
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The  result  is  that  the  action  fails  ;  but,  as  the  case  may  go  further,  I  think  it 
right  to  express  my  opinion  on  the  question  which  I  have  not  hitherto  dealt 
with,  namely,  that  as  to  prior  user,  on  which  there  was  a  considerable  conflict 
of  evidence.  This  prior  user  was  that  by  Mr.  George  Peter  Damiral^  who  was 
called  as  a  witness.  He  stated  that  he  had  carried  on  business  as  a  wholesale  5 
confectioner  for  thirty-two  years,  during  which  period  he  had  made  stick 
candy  ;  that  when  he  first  made  this  candy  he  used  cream  of  tartar,  and  also 
used  glucose,  boiling  the  material  in  an  open  pan  ;  that  a  Mr.  Hyde^  who  had 
been  a  traveller  for  a  firm  in  Glasgow,  and  a  practical  chemist,  conceived  the 
idea  of  making  candy  by  a  vacuum  pan  ;  that  in  consequence  Mr.  Hyde  and  10 
himself  had  a  vacuum  pan  made  and  fitted  up  in  the  year  1881,  originally  in  a 
sugar  refinery,  and  afterwards  in  the  same  year  removed  to  the  witness's  own 
works  ;  that  Mr.  Hyde  came  from  time  to  time  to  the  works  and  used  the  pan 
for  the  production  of  candy  ;  that  though,  as  he  put  it,  "  every  boil  was  not 
"  perfect,"  still  some  were,  and  that  the  product  was  sold  in  the  ordinary  way  15 
and  cash  got  for  it,  and  this  was  done  ofi:  and  on  whenever  Mr.  Hyde  found  it 
convenient  to  come  to  the  witness's  premises  for  a  period  of  about  two  years. 
The  vacuum  pan  had  not  remained  in  the  witness's  possession,  but  was  sold 
about  eighteen  months  ago  to  Messrs.  Allen  and  Hanbury,  and  a  photograph  of 
it  was  put  in  evidence.  Mr.  Damirars  evidence  was  confirmed  by  that  of  20 
Charles  Webb  and  Robert  Deare^  two  workmen  in  his  employment.  Mr. 
Datniral  admitted  that  in  1888  he  heard  that  vacuum  pans  were  being  worked, 
and  that  he  and  Mr.  Hyde  consulted  a  Patent  Agent,  but,  having  no  funds,  he 
went  no  further ;  that  he  was  threatened  with  legal  proceedings  if  he  used  his 
pan,  and  that  in  consequence  of  such  threats  he  dropped  the  use  of  it.  There  25 
was  a  considerable  conflict  of  evidence  between  Mr.  Datniral  on  the  one  hand 
and  Mr.  Moffat^  whom  I  have  already  mentioned,  and  two  witnesses  named 
Barred  as  to  what  passed  at  certain  interviews  between  them.  It  is  not 
necessary  for  me  to  go  through  all  those  details.  It  is  sufficient  to  say,  having 
seen  all  the  witnesses,  I  see  no  reason  to  doubt  that  Mr.  Damiral^  Wehh^  and  30 
Deare  were  credible  witnesses,  and  that  what  they  stated  as  to  the  use  of  the 
vacuum  pan  is  in  substance  correct.  It  is,  however,  to  be  observed  that  Mr. 
Damiral  does  not  appear  to  have  worked  the  vacuum  pan  himself,  and  he  does 
not  state  that  he  ever  arrived  at  the  discovery  that  it  was  necessary  to  use  not 
less  than  25  per  cent,  of  glucose,  or,  indeed,  any  other  percentage  in  the  process.  35 
His  admission,  **  I  do  not  say  that  every  boil  was  perfect,"  seems  to  show  that 
no  definite  rule  of  this  kind  was  arrived  at.  Neither  of  the  workmen  saw  or 
knew  anything  of  the  process  adopted  by  Mr.  Hyde,  The  working  evidently 
continued  for  a  very  short  period,  and  did  not,  according  to  Mr.  Damirars  own 
evidence,  continue  after  1883.  Though  Mr,  Hyde  was  still  alive  in  1888,  and  40 
though  Mr.  Damiral  had  incurred  all  the  expense  of  providing  the  vacuum 
pan,  nothing  was  done  by  either  for  eight  years,  and  in  1888  they  consulted  a 
Patent  Agent,  and  neither  of  them  did  anything  further.  Under  these  circum- 
cumstances  I  should  come  to  the  conclusion  that  the  user  of  the  vacuum  pan  by 
Mr.  Damiral  and  Mr.  Hyde  was  in  the  nature  of  an  experiment,  and  was  45 
abandoned  before  a  uniformly  successful  mode  of  using  a  vacuum  pan  for  the 
production  of  stick  candy  was  arrived  at,  and  if  the  Specification  had  been 
limited  in  the  way  I  have  suggested  I  should  not  have  thought  that  the 
Plaintiff's  title  to  the  Patent  was  affected.  As  it  stands,  I  think  that  this  case 
of  prior  user  stands  on  the  same  footing  as  that  of  prior  publication,  and  in  the  50 
result  it  appears  to  me  that  the  action  must  be  dismissed  with  costs. 

Shaiv, — As  to  the  costs,  will  your  Lordship  give  the  Plaintiff  the  costs  of  the 
issue  of  infringement.  It  was  admitted  after  we  had  called  two  witnesses.  It 
is  a  matter  of  some  substance  in  regard  to  the  amount  of  costs.  We  had  to  get 
evidence  as  to  how  the  pan  was  being  used  in  the  Defendants'  works.  That  55 
was  not  an  easy  thing.  Infringement  was  denied,  but  it  was  given  up  when  we 
got  into  Court.   We  had  to  have  all  our  evidence  here  as  to  what  really  went  on. 
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Stirling,  J. — Any  additional  costs  which  you  have  incurred  on  the  question 
of  infringement  you  will  have,  and  they  may  be  set  off  against  the  general  costs 
of  the  action. 

Bousfleldj  Q  C. — May  I  point  out  that  it  would  be  a  new  departure  in  this 
5  case.    With  reference  to    the  issue  of  infringement,  the  Defendant  always 
succeeds  on  that  necessarily  if  a  Patent  is  invalid,  because  you  cannot  infringe 
an  invalid  Patent. 

Shaw, — ^The  Order  that  I  ask  for  is  the  Order  that  was  made  in  Haslam  v. 

Hall  (5  R.P.C.  23)  :  there  the  judgment  was  for  the  Defendant  on  the  point  of 

10  validity.    Then  Mr,  Justice  Stephen-  gave  the  Plaintiff  the  costs  of  infringement. 

Bousfield^  Q.C. — It  had  been  fought  there,  and  when  it  is  fought  it  consumes 
time  before  the  Court. 

Stirling,  J, — That  is  a  matter  for  the  Taxing  Master.     I  shall  follow  the 
Order  in  Haslam.  v.  Hall.    It  may  be  very  little  Mr.  Shaw  will  get  by  it,  but 
15  it  seems  to  me  he  is  entitled  to  have  it. 

jB^><^.'?/7Wc^,  Q.C,  asked  for  and  obtained  a  certificate  as  to  the  Particulars  of 
Objections  being  reasonable  and  proper,  except  as  regards  the  prior  user  by 
Batger  A  Co.,  which  was  not  gone  into. 

Shaw  asked  for  a  certificate  as  to  the  Particulars  of  Breaches,  on  the  ground 
20  that  the  Plaintiff  would  not  get  any  costs  unless  he  got  a  certificate  that  the 
Particulars  of  Breaches  were  correct. 

BousfteM,  Q.C. — There  has  never  been  to  my  knowledge — nor  do  I  think  my 
friend  will  find — a  case  where  the  section  with  reference  to  being  reasonable 
and  proper  has  ever  been  applied  to  Particulars  of  Breaches.    The  words  of  the 
25  section  were  never  meant  to  be  applied  to  Particulars  of  Breaches. 

Stirling,  J. — ^The  section  says  in  an  action  for  infringement  the  Plaintiff 
must  deliver  Particulars  of  Breaches,  and  the  Defendant  must  deliver  with  his 
Defence  Particulars  of  Objections.  Then  :  "At  the  hearing  no  evidence  shall, 
"  except  by  leave  of  the  Court  or  a  Judge,  be  admitted  in  proof  of  any  alleged 
30  "  infringement  or  objection  of  which  Particulars  are  not  so  delivered."  Then, 
Particulars  may  be  from  time  to  time  amended.  Then  :  "  On  taxation  of  costs 
"  regard  shall  be  had  to  the  Particulars  delivered  by  the  Plaintiff  and  by  the 
"  Defendant ;  and  they  respectively  shall  not  be  allowed  any  costs  in  respect 
"  of  any  Particular  delivered  by  them  unless  the  same  is  certified  by  the  Court 
35  "  or  a  Judge  to  have  been  proven,  or  to  have  been  reasonable  and  proper." 
Particulars  there  must  extend  to  Particulars  delivered  by  the  Plaintiff  as  well 
as  by  the  Defendant. 

Botisfield,  Q.C. — In  terms  it  does ;  but  to  so  apply  those  words  is  a  thing  that 
has  not  been  done  since  the  Statute  was  passed  in  1883. 
40       Stirling,  ./. — It  is  within  the  Act,  and,  in  the  exercise  of  my  discretion,  I 
give  the  Certificate. 
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In  the  Privy  Council. 
Present :  The  Lord  Chancellor,  Lords  Watson,  Macnaghtbn,  Morris 

and  Davby. 
June  6th  and  July  8th,  1899. 

The  Montreal  Lithographing  Company,  Ld.  v.  Sabiston.  5 

Company  wound  up, — Goodwill  sold  hy  liquidator  to  anothe^^  Company  with 
different  name, — Defendant  trading  under  name  similar  to  dissolved  Company. 
— Injunction  refused. 

In  1896  The  Sabiston  Lithographic  and  Publish!  Qg  Company,  incotyorated 
under  Lette^^s  Patent  in  Quebec^  was  tvound  up^  a^nd  the  goodwill  and  assets  sold  10 
hy  t?ie  liquidator.  Subsequently  the  Appellant  Company  was  formed  to  take  over 
the  assets  of  the  dissolved  Company,  In  1896  the  Respondent  registet*ed  a 
declaration  of  his  intention  to  trade  under  tJie  name  of  Sabiston  Lithographing 
and  Publishing  Company.  The  Appellants  sought  to  restrain  the  Respondent 
from  so  doing,  15 

Heldy  by  Mr.  Justice  de  Lorimier,  that  the  Appellants  were  entitled  to  an 
injunction  and  damages, 

Heldy  hy  the  Court  of  Queen's  Bench  in  Quebec,  that  the  Appellants  were  not 
entitled  to  an  injunction, 

Heldy  hy  tfie  Judicial  Committee  of  the  Privy  Council,  that  the  Appellants  had  20 
no  right  to  the  name  of  tlie  old  Company y  and,  as  there  was  no  evidence  of  the 
Respondent  having  held  himself  out  as   successor  to  the  old  Company,  tlie 
Appellants  were  not  entitled  to  an  injunction. 

This  was  an  appeal  from  a  judgment  of  the  Court  of  Queen's  Bench,  Province 
ol  Quebec  (Appeal  side),  delivered  on  the  28th  of  October  1897,  reversing  a  25 
judgment  of  the  Honourable  Mr.  Justice  de  Lorimier,  in  Chambers,  delivered 
on  the  5th  of  March  1897,  in  the  matter  of  a  Petition  for  an  injunction  presented 
by  the  Appellants  against  the  Respondent. 

The  facts  were  shortly  as  follows  : — In  18^9  a  Company  was  incorporated 
under  Letters  Patent  of  the  Province  of  Quebec  under  the  name  of  The  Sabiston  30 
Lithographic  and  Publishing  Comjjany,  which  carried  on  business  in  Montreal 
as  printers  and  lithographers  until  the  13th  of  April  1896,  when  a  winding-up 
order  was  granted  against  it,  and  its  afiPairs  were  liquidated  under  the  provisions 
of  the  Winding-up  Act,  R.S.C.  cap.  129,  by  a  liquidator.  Pursuant  to  an  Order 
of  the  Superior  Court  made  on  the  21st  of  April  1896,  the  liquidator,  on  the  35 
^8(h  of  April  1896,  sold  "  the  assets  of  the  insolvent  estate "  to  one  George 
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Hyde.  On  the  1st  of  May  1896,  the  Respondent,  Malcolm  Macleod  Sabiston^ 
signed  a  declaration,  duly  registered  on  the  9th  of  May  1896,  of  his  intention  to 
carry  on  business  in  Montreal  as  printer,  lithographer,  and  publisher  under  ihe 
name,  style,  and  firm  of  Sabiston  Lithogi^aphing  and  Publishing  Company. 
5  The  Respondent's  brother,  Alexander  Sabiston^  who  had  been  manager  of  the 
dissolved  Company,  took  an  active  part  in  this  new  business. 

On  the  13th  of  May  1896,  George  Hyd^  purported  to  sell  the  assets  of  the 
liquidated  Company  to  a  private  firm  doing  business  at  Toronto  under  the 
name  of  The  Toronto  Lithographiyig  Company.    In  or  about  September  1896, 

10  the  Appellant  Company  was  incorporated  and  took  over  the  assets  of 
the  liquidated  Company.  It  did  not  assume  the  name  of  the  dissolved 
Company,  but  sought  and  obtained  incorporation  under  the  name  of  Tlie 
Montreal  Lithographing  Company^  Ld.  This  Company  applied  for  and 
obtained  from  Mr.  Justice  de  Lori7nier  an  injunction  in  the  terms  that  the 

15  Respondent  "be  enjoined,  restrained,  a: id  prohibited  from  continuing  to  carry 
"  on  business  under  or  exhibiting  or  making  use  of  the  name  Sabiston 
"  Lithographing  and  Publishing  Gomjxiny^  or  any  other  name  or  style  so 
"  framed  as  to  be  a  colourable  imitation  of  the  name  of  the  said  dissolved 
"  Sabiston  Lithographic  and  Publishing  Company^  or  so   as  to  deceive   the 

20  "  public  or  lead  to  the  belief  that  the  business  carried  on  by  the  said 
"  Respondent  is  the  same  business  as  that  hitherto  carried  on  by  the  said 
"  dissolved  Sabiston  Lithographic  and  Publishing  Company ^  or  that  his 
"  business  is  the  successor  of  that  said  dissolved  Sabiston  LithograiMc  a'nd 
"  Publishing  Company.^'*    Damages  of  100  dols.  and  costs  were  also  given  against 

25  the  Respondent. 

On  Appeal  the  Court  of  Queen's  Bench,  consisting  of  the  Hon.  Sir 
Alexander  Lctcoste,  C.J.,  Mr.  Justice  Bosse^  Mr.  Justice  Blanchet,  Mr. 
Justice  Hall,  and  Mr.  Justice  Wurtelr,  reversed  the  decision  of  Mr.  Justice 
de  Lorimie)*  on  the  grounds  that  The  Sabiston  Lithographic  and  Publishing 

30  Company  by  its  dissolution  terminated  its  existence,  and  that  although  the 
liquidator  was  authorised  to  sell,  and  did  sell,  the  goodwill  of  the  said  Company, 
nevertheless  the  said  sale  could  not,  and  did  not,  transfer  to  the  purchaser  the 
right  to  use  the  name  of  the  said  Company  after  its  dissolution,  a  right  which 
could  only  be  granted  by  the  Crown  ;  that  it  was  not  alleged  that  the  Defendant 

35  was  a  party  to  the  said  sale,  and  that  he  never  agreed  expressly  or  tacitly  either 
to  assign  the  goodwill  of  the  said  Company  to  the  Plaintifiis  or  to  refrain  from 
using  its  name  or  soliciting  its  custom  ;  and  also  that  the  Plaintiffs  have  never 
used,  or  intended  to  use,  the  said  Company's  name. 

The  Plaintiffs  appealed  from  this  decision,  and  on  the  hearing  of  the  Appeal 

40  Sir  Rob&t^t  Beid,  Q.C.,  and  Herbert  Coivell  (instructed  by  Parker^  Oarrett,  and 
Holman)  appeared  for  the  Appellants ;  and  the  Hon,  Edward  Blake,  Q.C.,  and 
Duclos  (instructed  by  S.  V.  Blake)  for  the  Respondent. 

Sir  Robert  Reid,  Q.C.,  and  Cowell,  for  the  Respondents,  referred  to  the 
following  cases  : — Trego  v.  Hunt  (1896)  App.  Cas.  7  ;  Labouchere  v.  Dawson. 

45  L..R.  13  Eq.  322. 

Counsel  for  the  Respondent  were  not  called  upon. 

Lord  Davby. — In  the  year  1889  a  Company  was  incorporated  under  Letters 
Patent  of  the  Province  of  Quebec  with  the  name  of  The  Sabiston  Lithographic 
and  Publishing  Cofnpany.    That  Company  carried  on  business  at  the  Gazette 

50  Building,  Montreal,  until  the  13th  of  April  1896,  when  a  winding-up  Order  was 
made  against  it,  and  a  liquidator  was  appointed.  One  Alexander  Sabiston  was 
the  managing  director  or  manager  of  the  Company  until  a  short  time  before  it 
went  into  liquidation. 

On  the  28th  of  April  1896,  the  assets  of  The  Sabiston  Company,  including 

55  the  goodwill,  were  sold  by  public  auction  to  Mr.  Hyde,  who  forthwith  transferred 
the  same  to  two  persons  carrying  on  a  similar  business  at  Toronto  under  the 
name  of  The  Toronto  Lithographing  Company.    Those  persons  on  the  following 
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30th  of  September  registered  the  Appellant  Company  with  the  name  of  Tfis 
Montreal  Lithographing  Com2)anyy  Ld,,  and  transferred  to  them  the  assets, 
including  the  goodwill,  of  the  old  Company.  It  appears  that  the  business 
continued  to  be  carried  on  under  the  direction  of  the  liquidator  until  the 
formation  of  the  Appellant  Company,  and  has  since  been  carried  on  at  the  5 
Gazette  Building,  Montreal. 

On  the  1st  of  May  1896  the  Respondent,  who  is  a  brother  of  Alexander 
SahistoHy  signed  a  declaration  that  he  intended  to  carry  on  business  in  Montreal 
as  printer,  lithographer,  and   publisher  under  the  name    of    Tlie    Sabiston 
Lithographing  and  Publishing  Gomjjanyj  and  he  has  since  carried  on  that  10 
business  with  the  assistance  of  his  brother  at  457,  Paul  Street,  Montreal. 

On  the  9th  of  December  1896,  the  Appellants  commenced  the  present  action 
by  Petition,  in  which  they  alleged  that  the  Respondent  was  fraudulently  and 
wrongfully  carrying  on  business  as  printer,  &c.,  under  the  name  and  style  of 
TJie  Sabiston  Lithographing  and  Publishing  Company^  and  was  fraudulently  15 
leading  the  public  to  believe  that  the  business  carried  on  by  him  was  that  of 
the  dissolved  and  liquidated  Company.  The  prayer  of  the  Petition  was  that  a 
Writ  of  Injunction  be  issued  to  restrain  the  Respondent  from  carrying  on 
business  under  the  name  Sabiston  Lithographic  and  Publishi'ng  Company^ 
or  any  other  name  so  framed  as  to  lead  to  the  belief  that  the  business  20 
carried  on  by  the  Respondent  is  the  same  business  as  that  heretofore  carried 
on  by  the  dissolved  Company,  or  that  his  business  is  the  successor  of  that  of 
the  dissolved  Company. 

Mr.  Justice  de  Lori?nier  in  the  Superior  Court  granted  an  injunction  in  the 
terms  of  the  prayer  of  the  Petition.     But  that  decree  was  reversed  by  the  Court  25 
of  Queen's  Bench,  and  the  present  appeal  is  from  the  decree  of  the  latter  Court. 

The  judgment  of  the  Court  of  Queen's  Bench  was  delivered  by  Mr.  Justice 
Blanchety  and  proceeded  on  the  grounds  that  the  liquidator  could  not  transfer 
the  right  to  use  the  name  of  the  dissolved  Company,  which  was  a  grant  from 
the  Crown,  and  the  liquidator  could  only  give  the  assets  as  he  found  them,  and  30 
the  pretended  sale  of  the  goodwill  made  by  him  even  judicially  authorised 
could  not  bind  the  shareholders,  and  could  not  transfer  to  the  new  Appellants 
a  right  which  had  then  no  real  and  actual  existence. 

Their  Lordships  agree  with  the  Court  below  that  the  Appellants  have  no 
right  to  restrain  the  Respondent  from  using  the  trade  name  under  which  he  is  35 
carrying  on  his  business,  but  they  are  not  prepared  to  concur  in  all  the  reasons 
given  by  the  learned  Judge  for  the  judgment  of  the  Court.    They  have  not 
found  it  necessary  to  hear  the  Respondent's  Counsel.     Subject  to  this  observa- 
tion they  see  no  reason  to  doubt  that  it  was  competent  for  the  liquidator  to  sell 
the  goodwill  of  the  old  Company  together  with  its  other  assets.     But  the  extent  40 
of  the  rights  conferred  by  a  transfer  of  a  goodwill  may  depend  upon  circum- 
stances.   No  doubt  the  Appellant  Company  could  not  acquire  any  corporate 
name  except  by  grant  from  the  Crown ;  but  the  promoters  of  the  Appellants 
might  have  applied  for  incorporation  under  the  same  name  as  the  old  Company 
subject  to  any  objection  which  might  be  urged  by  the  Respondent.    As  already  45 
stated,  no  such  application  was  made.    The  facts  are  that  for  upwards  of  seven 
months  the  Respondent  carried  on  his  business  under  the  present  name  with 
the  acquiescence  of  the  liquidator  of  the  old  Company,  and,  until  the  present 
action  was  commenced,  of  the   purchasers  of  its  goodwill.    There  appears, 
indeed,  to  have  been  some  correspondence  with  the  solicitors  of  the  liquidator  50 
in  May  1896,  but  it  did  not  result  in  any  proceedings  being  taken.    The 
Appellants,  on  the  other  hand,  were  incorporated  and  registered,  and  have  since 
carried  on  their  business  under  a  quite  different  name,  and  do  not  allege  any 
intention  of  using — and  indeed  have  no  right  to  use — ^the  old  Company's  name  as 
their  trade  mark  or  firm  name.    But  the  Appellants  have  the  right  to  describe  55 
themselves  as  the  successors  of  the  old  Company,  and  as  carrying  on  the  same 
business,  and  they  have  availed  themselves  of  that  right  in  their  trade  circulars. 
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The  Respondent,  on  the  other  hand,  has  no  right  to  hold  himself  oat  as 
successor  of  the  old  Company.  But  their  Lordships  cannot  find  on  the 
evidence  in  the  case  that  the  Respondent  has  done  so.  There  is  no  repre- 
sentation to  that  effect  in  his  trade  circulars.  The  case  of  an  order  from 
5  customers  named  Pickford  and  Black  was  relied  on  by  the  Appellants. 
But  it  is  to  be  observed  that  the  order  was  in  the  first  instance  received 
by  the  liquidator  of  the  old  Company,  who  opened  the  letter  containing 
it  and  forwarded  it  to  the  Respondent — for  whom  he  considered,  though 
wrongly,  it  to  be  intended — and  the  customers  when  made  aware  of  the 

10  facts  elected  to  leave  the  order  with  the  Respondent.  In  the  case  of  NorriSy 
another  customer,  the  Respondent's  manager  himself  caused  the  mistake  to  be 
conununicated  to  the  Appellants,  who  got  the  order.  Again  the  Respondent 
was  not  shown  to  have  been  responsible  for  the  terms  of  the  entry  in  LovelVs 
Directory.    It  may  have  been  a  pardonable  mistake  by  the  compiler  of  the 

15  Directory,  who  was  not  called  by  the  Appellants  to  clear  up  the  matter.    The 

evidence  and  argument  all  come  back  to  the  mere  use  of  the  name,  and  their 

Lordships  have  already  expressed  their  opinion  that  the  Appellants  are  not 

entitled  to  an  injunction  on  that  ground  alone. 

Their  Lordships  will,  therefore,  humbly  advise  Her  Majesty  that  the  Appe^il 

20  be  dismissed,  and  the  Appellants  must  pay  the  costs  of  it. 


In  the  HiaH  Court  of  Jubtioh.— Chanobby  Division. 

Before  Mr.  Justice  Stirling. 
June  16th,  1899. 

Aotien  Gesellsghaft  fur  Cartonnagbn  Industrie    v.  Tbmler 
25  AND  Another. 

Patent. — Action  for  infringement. — Motion  for  interlocutory  injunction. — 
Delay. — Injunction  reftMed. 

The  Plaintiffs  in  May  1899  commenced  an  action  for  infringement  of  Letters 
Patent  and  moved  for  an  interim  injunction.  The  ownership  of  the  Patents 
30  had  been  the  subject  of  litigation  in  Germany y  but  in  October  1898^  judgment 
was  given  against  B.  in  favour  of  the  right  of  the  Plaintijffb  to  an  assignment 
from  him  of  the  Patents^  a^nd  an  appeal  from  that  judgment  was  disposed  of 
in  January  1899.  T.y  one  of  the  Defendants^  claimed  the  right  to  work  the 
invetition  under  a  license  granted  by  J?.,  and  he  had  so  worked  since  1894^ 
35  butj  as  alleged  by  the  Plaintiffs^  tvith  notice  of  their  title. 

Heldy  that  assuming  that  the  Defendant  T.  had  notice  of  the  Plaintiff^''  titter 

yet  in  view  of  the  delay  on  the  part  of  the  Plaintiff^  (who  knew  of  the 

Defendant's  working)  in  asserting  their  rigJUSy  and  on  the  Defendant  T.  under* 

taking  to  keep  an  account,  no  order  ought  to  be  made  on  the  motion ;  the  costs 

40  of  the  motion  were  reserved^ 

»9 
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On  the  10th  of  May  1899,  the  Actim  Oeselhclia/t  fur  Garlontiagen  Industrie 
commenced  an  action  against  Josef  Temler  for  infringement  of  Letters  Patent 
(No.  12,043  of  1892  and  No.  23,735  of  1892)  granted  to  Teodor  Bemus.  Charles 
'  Christian  Seeman  an  agent  of  Teniler^  was  subsequently  made  a  Defendamt  to 
this  action.  On  the  I5th  of  May  1899,  the  Plaintitfs  gave  notices  of  motkm  5 
for  an  interlocutory  injunction  against  each  Defendant.  The  evidence  filed  on 
the  motions  suflBciently  appears  for  the  purposes  of  this  report  in  the  judgment. 
MouUon,  Q.C.,  and  O.  Leigh  Glare  (instructed  by  W.J.  and  E.H.  Trefnellm, 
agents  for  Blair  and  Sedd(m,  of  Manchester)  appeared  for  the  Plaintiffs ;  Jenkins, 

•  Q.C.,  and  A.  J.  Walter  (instructed  by  Hutchinson  A  Son)  appeared  for  the  10 
Defendants. 

Stirling,  c7.— This  is  a  motion  to  restrain  the  Defendant  and  his  agent  from 
infriuging  two  Patents.  To  these  the  Plaintiffs  at  the  present  moment  have  only 
M  equitable  title.  The  equitable  title  is  derived  under  an  agreement  with  one 
Remus,  who  is  resident  in  Germany,  and  the  Courts  in  that  country  have,  in  15 
an  action  brought  against  him  by  the  present  Plaintiffs,  held  that  he  is  bound 
-  to  assign  these  Patents  to  them.  Consequently  they  have  an  equitable  title, 
although  the  assignment  has  not  yet  been  made  by  Remus.    Proceedings  are 

•  being  taken  in  Germany  to  enforce  the  Order  of  the  Court  there,  but  as  yet 
they  have  not  resulted  in  an  assignment  being  executed  by  Remus.    Now  the  20 
Defendant  Tefnlm*  claims  from  Remus  under  an  agreement,  which  was  made  in 

1893,  for  the  sale  by  Remus  to  Temler  of  a  business,  including  the  right  of 
working  under  certain  Letters  Patent ;  and  in  pursuance  of  that  in  September 

1894,  and  on  the  10th  of  October  1896,  licenses  were  granted  by  Remus  to 
Temler  of  these  two  Letters  Patent,  and  under  these,  from  that  time  down  to  25 
the  present,  the  Defendant  T&mler  has  been  working.    That  has  been  going  on 

at  any  rate  since  September  1894,  according  to  the  evidence.    Now,  it  is  alleged 
by  the  Plaintiffs  that  the  Defendant  Temler  had,  at  the  date  of  that  agreement, 
notice  of  the  document  under  which  the  Plaintiffs  have  established  their  title 
m  Germany.    The  Defendant  Temler,  in  his  aflfidavit,  has  sworn  in  general  30 
terms  that,  "  At  the  date  of  my  purchasing  such  business  no  claim  had,  to  my 
knowledge,  been  made  to  Mr.  Remus  by  the  Plaintiffs  that  these  Patenta 
1^  should  be  handed  over  to  them  "—which  is  probably  true—"  and  neither  had 
I  any  knowledge  of  any  agreement  between  Mr.  Remus  and  the  Plaintiffs." 
It  18  quite  clear  that  he  had  knowledge  of  some  of  the  agreements,  because  in  35 
the  very^document  on  which  he  bases  his  title  from  Remus  he  says  that  the 
vendor,  being  compelled  to  return  to  Germany  under  an  agreement  with  the 
ton  or  Company  there— which  is  admitted  to  be  the  Plaintiffs'— he  is  desirous 
of  selling  the  business.    It  is  quite  clear,  therefore,  that  he  had  notice.    But, 
moreover,  m  an  action  which  has  been  brought  by  Remus  to  enforce  the  title  40 
in  himself  as  exclusive  licensee  to  this  very  Patent,  he  has  confessed  a  defence 
which.  It  seems  to  me,  contains  a  material  statement,  namely,  this:  "The 
<i  f *^i^*^J^<^^  in  this  action  derived  such  title  to  or  interest  in  the  said 
Letters  Patent  as  he  may  possess  from  the  Plaintiff  Remus  at  a  date  subsequent 
to  the  date  when  the  Plaintiff  Remus  contracted  to  assign  the  same  to  the  45 
Acttm    Qesellschaft,    and   with    full    knowledge    of    the    said    contract." 
1  tnmk  that  that  is  a  material  allegation,  having  regard  to  the  allegation  in  the 
Statement  of  Claim  that  Temler  was  granted  an  exclusive  license  to  use  the 
sam  inventions.    In  point  of  fact,  however,  Temler  is  not  an  exclusive  licensee 
•  on  the  documents  which  he  has  himself  put  in  evidence.    On  the  materials  50 
before  me,  although  the  evidence  is  not  quite  so  clear  as  I  should  like,  I  have  a 
strohg  belief  that  the  Plaintiffs  will  at  the  trial  be  able  to  establish  that  Temler 
took  wiUi  notice  of  this  agreement,  which  the  German  Courts  have  held  to 
^  constitute  the    title    of  the  Plaintiffs  to   an  assignment  of  the  P&tents  in 
Jiinglanq.  55 

Now,  assuming  that,  ought  I  to  grant  an  injunction  in  this  case  ?    The 
iiefwaants  h^ve  been  carrying  on  business  ever  since  1894,  and  no  step  has 
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been  taken  agamst  Tsmler  by  the  Plaintiffs  down  to  the  9th  of  May  in  the 
present  year.  Well,  it  is  said  that  in  1896  the  Plaintiffs  gave  notice  of  their 
claim,  and  so  they  did.  They  issued  on  the  11th  of  February  1896  a  circular, 
in  which  they  stated,  "  We  hereby  give  you  notice  that  by  the  same  agreement 
we  claim  other  inventions  of  Mr.  RemuSy  including  the  bending  machine, 
English  Patent  No.  12,043,  on  which  we  are  about  to  commence  an  action  in 
**  Germany  to  secure  possession,"  and  that  document  no  doubt  came  to  the 
notice  of  the  Defendants.  Now,  the  litigation  in  Germany  was  going  on  from 
1896  apparently,  and  first  of  all  results  in  Remus  being  successful ;  but  after- 

^0  wards,  on  the  27th  of  October  1898,  judgment  was  pronounced  by  a  higher 
Court,  by  which  the  judgment  of  the  Court  below  was  reversed  and  the  title 
of  the  Plaintiffs  to  an  assignment  was  established.  There  was  a  further 
appeal,  but  that  was  disposed  of  in  January  of  the  present  year. 

Now,  allowing  that  the  Plaintiffs  could  not  have  usefully  brought  their  action 

*-5  down  to  October  1898,  it  does  not  seem  to  me  that  time  ought  to 
run  in  favour  of  the  Plaintiffs  after  that  date,  and  certainly  not  after 
the  final  appeal  was  disposed  of  in  January  of  the  present  year.  During  all 
that  time  the  present  Defendants  have  been  allowed  to  go  on.  Persons  who 
assert  legal  rights  are  bound  to  come  promptly,  and  d  fortiori  persons  who 

^  assert  only  equitable  rights.  I  think,  under  these  circumstances,  upon  the 
Defendants  undertaking  to  keep  an  account,  the  proper  Order  is  to  make  no 
Order  on  the  motion.  I  shall  reserve  the  costs  to  be  dealt  with  at  the  trial ; 
and,  having  regard  to  the  circumstances,  I  shall,  as  far  as  possible,  be  disposed 
to  accelerate  the  trial  of  the  action. 

"5  By  consent  further  proceedings  were  stayed  against  the  Defendant  Seeman ; 
the  undertaking  to  keep  an  account  being  given  by  the  Defendant  Tetnler, 


In  the  High  Court  of  Justice.— Chancbrt  Division. 

Before  Mr.   Justice   Byrne. 

July  7th,  1899. 

30   Chatwood's  Patent  Safe  and  Look  Company,  Ld.  and  Others  v. 

Ratner  Safe  Company,  Ld.  and  Others. 

Patent — Action  for  infringement — Application  for  leave  to  apply  to  amend 
Specification. — Leave  granted.— PatentSy  Ac.  Acty  1883^  Section  19. 

Letters  Patent  having  been  granted  to  G.  relating  to  improvements  in  safeSy 
J5  t?ie  owners  of  the  Patent  commenced  an  action  for  infringementy  and  subsequently 
moved  that  they  might  be  at  liberty  to  apply  at  the  Patent  Office  for  leave  to 
amend  tJieir  Specification  by  way  of  disclaimer.  The  Defendants  opposed  the 
applicationy  urging  that  the  proceedings  were  only  at  a/H  ^arly  stagey  and  that 
it  was  a  case  in  which  leave  should  not  under  the  circumstances  be  given. 
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Safe  Company,  Ld,  and  Ot?iers. 


Byrne,  /.,  granted  the  application  on  the  usual  terms  as  to  costs,  the  Plaintiff^ 
undertaking  not  to  threaten  until  the  question  of  the  amendment  of  the 
Specification  should  he  disposed  of. 

On  the  15th  of  May  1899,  Chatwood's  Patent  Safe  and  Lock  Company,  Ld.^ 
Samuel    Ghatwood,    Samuel    Rawsthorne    Chatwood,    and    Arthur    Brunei  5 
Chatwood  commenced    an  action  against   The  Ratner  Safe  Company,  Ld,, 
Daniel  Rowlinson  Ratcliff,  Pei^cy  F.  Nm^sey,  and  William  Mihier  Batclifftov 
an  injunction  restraining  the  Defendants  from  manufacturing,  using,  selling, 
or  offering  for  sale,  by  advertisement  or  otherwise,  safes  or  strong  rooms  in 
infringement  of  the  Plaintiffs'  Patent  (No.  4100  of  1890),  and  from  otherwise  10 
infringing  the  said  Patent,  and  for  other  consequential  relief.    The  Specification 
of  the  Patent  will  be  found  set  out  in  the  report  of  In  the  Matter  of  Chat  wood's 
Patent  (16  R.P.C.  370).    On  the  19th  of  June  1899,  the  Plaintiffs  gave  notice  of 
motion  that  they  might  be  at  liberty  to  apply  at  the  Patent  Office  for  leave  to 
amend  the  Specification  of  the  Patent  by  way  of  a  disclaiming  clause,  and  by  15 
way  of  disclaimer  so  far  as  the  claiming  clauses  6  and  7   thereof  and  the 
description    and  drawings  relating  thereto    in    the    said   Specification   were 
concerned,  and  that  the  Court  might  direct  that  in  the  meantime  the  trial  or 
hearing  of  the  action  might  be  postponed,  and  that  the  Specification  so  amended 
might  be  given  in  evidence  in  the  trial  of  the  action  by  the  Plaintiffs,  and  that  20 
such  further  Order  might  be  made  as  to  the  Court  should  seem  meet. 

The  motion  was  heai-d  on  the  7th  of  July  1899. 

Boitsfield,  Q.C.,  and  C.  C.  Hutchinson  (instructed  by  Woodcock,  Ryland,  and 
Parker,  agents  for  Eolden  and  Holden,  of  Bolton)  appeared  for  the  Plaintiffs  ; 
A.  J*   Walter  (instructed  by  J.  H.  and  J.    Y.  Johnson)  appeared  for  the  25 
Defendants. 

BausfUld,  Q.C.,  for  the  Plaintiffs. — This  is  a  similar  application  to  the  one 
which  we  made  in  the  Petition  for  Revocation.*  It  is  necessary  to  apply  in 
each  proceeding.    Leave  is  almost  a  matter  of  course,  subject  to  terms. 

Walter,  for  the  Defendants. — It  is  a  matter  of  discretion  under  Section  19  30 
of  the  Patents,  &c.  Act,  1883.  I  ask  that  the  application  should  not  be  granted. 
There  is  no  reason  why  the  Plaintiffs  should  not  discontinue  and  bring  a  fresh 
action  after  amendment.  [Bousfield,  Q.C. — The  present  proceedings  could  be 
utilized  after  amendment.]  At  any  rate,  I  ask  for  an  undertaking  that  the 
Plaintiffs  shall  not  threaten.  35 

Btbne,  J. — How  are  you  injured  by  the  pendency  of  this  action  ? 

Walter.— 1  am  injured  in  so  far  as  that  there  is  an  action  pending  against  me 
on  a  Patent  which,  on  the  Plaintiffs^  own  admission,  at  the  present  moment  is 
one  on  which  they  had  no  right  to  commence  an  action. 

Byrne,  J. — I  do  not  see  how  you  are  injured  by  the  pendency  of  the  action.  ^ 
If  Mr.  Bousfield  likes  to  be  embarrassed  by  an  order  of  the  Court  putting  upon 
him  special  terms  I  do  not  see  why  he  should  not  have  it. 

Walter. — I  ask  your  Lordship,  as  part  of  the  terms,  to  put  them  under  an 
undertaking  not  to  threaten. 

Btrnb,  J. — I  think  that  is  reasonable.    Mr.  Bousfield,  you  will  give  that  ^ 
undertaking  ? 

Bousfield,  QiC. — ^Yes,  until  the  amendment  is  allowed.  Then  we  revert  to 
our  rights. 

Byrne,  J. — ^Until  after  the  question  of  amendment  is  disposed  of  the  under- 
taking  is  not  to  threaten.    The  other  conditions  are  in  the  usual  terms.  ^0 


♦  In  the*  Matter  of  Chatvsoo^^t  Patent  (16  RJ?.0.  370). 
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In  the  High  Court  op  Justice.— Queen's  Bench  Division. 


Before  Mr.  Justice  Wills. 


May  30th  and  Slst,  and  June  Ist,  2nd,  5th,  6th,  7th,  8th,  9th,  12th,  and  24th,  1899, 


The  Palmer  Tyre,  Ld.  v.  The  Pneumatic  Tyre  Company,  Ld. 
ft  AND  Others. 


Patent. — Action  for  infringement  of  three  Patents, — Construction. — jyitici- 

pation. — Infringement. — Action  dismissed. — One  Patent  held  invalid. 

• 

The  owners  of  three  Patents — Thomas's,  TrigwelTs,  and  Palmer's — brought  an 

action  for  infringement  of  the  same.     The  Complete  {Amended)  Specification 

10  of  Thomas'  Patent,  which  was  for  ^^  Improvements  in  tires  and  fellies  for  the 
'*  wheels  of  vehicles,^^  contained  the  following  paragraphs  : — "  My  invention 
"  consists  of  a  tire  made  of  a  sheet  of  flexible  material  impervious  to  liq^iids  or 
^^  fluids,  and  such  as  may  be  caused  to  assume  a  cylindrical  form  in  its  engage- 
*'  ment  with  an  angular  felly  provided  with  grooves,  slits,  recesses  or  sunken 

15  "  channels  in  the  side  walls  or  edges  thereof,  and  caused  to  maintain  said  form 

"  after  inflation My  invention  consists  also  of  a  flexible  or  elastic 

"  tire  capable  of  inflation  by  means  of  air,  gas,  water  or  other  liquid  or  fluid, 
"  and  the  tire  provided  with  two  or  more  ribs  or  projections  for  engagement 
"  with  an  improved  felly  made  in  one  or  more  parts,  and  adapted  to  receive  and 

20  ''^firmly  hold  the  same  iti  position  in  the  outer fa^  thereof  by  means  of  cement 
"  or  otJher  glutinous  or  adhesive  material  or  substances.^^  After  descriptions  of 
the  drawings,  the  Patentee  stated  that  he  made  "  no  claim  to  any  method  of 
"  constructing  tires  other  than  sicch  in  which  the  tire  or  tire  cover  is  made 
"  with  longitudinal  ribs  r^r  has  enlarged  edges  which  pass  into  and  are  held 

25  "  IV i thin  grooves  or  their  equivalents  fonned  in  tlie  rim  of  the  wheel,  but  subject 
^^  thereto  ^^ ;  he  claimed  {S)  ^^  An  inflatable  tire  composed  of  flexible  mateiHal, 
'*  having  the  sides  enlarged  in  combination  with  a  felly  having  grooves  or 
**  channels  in  the  sides  or  edges  thereof  to  receive  the  enlargements  of  the  tire 
"  and  a  tube  with  a  cocIq  secured  into  said  felly,  substantially  as  avd  for  the 

2t 
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^^  purposes  setforthy    Trigwell  stated  in  his  Complete  (Amsnded)  Specification 
that  his  invention  related  to  an  improved  rim  and  tire  for  the  wheels  of 
velocipedes  and  other  road  vehicles  ;  that  tJie  cross-section  of  the  rim  which  he 
preferred  to  use  resembled  a  letter  Y,  and  continued  as  follows : — "  The  small 
"  flanges  on  the  upper  part  of  the  rim  are  shaped  to  form  small  longitudinal  5 
"  U-shaped  channels  on  the  edges  of  the  rim.     The  tirCj  which  may  he  of  the 
^^  2m,eumatic  or  cushion  type,  has  an  outer  tread,  preferably  arch-shaped  in 
"  cross-section,  and  thicker  at  the  top  than  at  tJie  sides.     With  this  outer  cover 
"  or  tread  is  incorporated  a  lining  of  wire  gauze  or  equivalent  material  to 
"  afford  greater  protection  from  puncturing.    The  edges  of  the  arch-shaped  10 
"  cover  or  tread  are  made  in  the  form  of  enlarged  beads,  and  the  said  ^es  are 
^^  fixed  in  the  channels  on  the  edges  of  the  rim  bypassing  a  cord  or  band  through 
"  or  over  each  bead,  Vie  said  cord  or  band  being  adapted  to  be  drawn  up  taut  by 
**  any  suitable  device  J*^    All  the  dratvings  showed  {}- shaped  channels;  the  first 
and  second  claims  were  general  claims  referring  back  to  the  Specification^  and  in  15 
the  third  and  fourth  claims  a  rim  having  longitudinal  channels  on  its  edges 
adapted  to  receive  the  beads  was  exj)ressly  mentioned  as  part  of  the  combination 
claimed.    Palmer  in  his  Complete  (Amended)  Specification  stated  (inter  alia) 
that  his  invention  related  to  that  class  of  fabric  which  was  used  in  the  manu- 
facture  of  pneumatic  tires ;  that  in  any  fabric  where  the  threads  cross  each  20 
other  in  immediate  contact  the  bending,  folding,  twisting  or  other  manipulation 
caused  a  sawing  auction,  and  continued : — "  Primarily  my  fabric  comprises  a 
"  sheet  of  rubber  having  embedded  therein,  before  vulcanisifig,  parallel  fibrous 
*•  threads,  or  threads  of  any  character  capable  of  retaining  their  continuity 
"  these  threads  being  so  applied  to  tJie  sheet  as  to  be  out  of  contact  with  each  otlier.  25 
"  When  vulcanised,  or  partly  vulcanised,  the  fabric  thus  prodticed  can  be  stretcJied 
"  very  little,  if  at  all,  longitvdiiially,  but  can  be  stretched  very  much  transversely. 
"  Two  plies  of  such  fabHc  are  tlien  arranged  one  upon  the  other^  with  tlie 
"  thi^eads  in  one  separated\from  the  threads  in  the  other  by  the  rubber  part  of 
"  the  fabric,  and  so  arranged  that  the  threads  of  one  are  at  right  angles  to  30 
"  the  threads  of  the  other,  this  arrangement  taking  place  irreferably  before 
"  vulcanising,  so  as  to  produces  a  single  slieet  having  a  double  set  of  parallel 

"  fibrmis  threads,  one  set  at  right  angles  to  the  other More  than 

"  two  plies  may  be  vulcanised  togetJier.    Instead  of  vulcanisiyig  them  together 
"  they  may  be  secured  in  any  other  satisfactory  way^  the  point  of  tlie  invention  35 
"  being  the  fabric  made  by  embedding  in  a  sheet  of  ^rubber  and  vulcanising 
"  therein  two  or  more  sets  of  threads  parallel  to  each  other  and  out  of  contact  with 
"  each  other.    .    .    .    I  am  aware  that  fabrics  have  been  made  of  various 
"  materials  in  conjunction  with  parallel  or  various  plies  of  parallel  threads  for 
"  thrjmrpose  of  thickening  and  strengthening  the  same,  and  for  tlw  purpose  of  40 
"  resisting  longitudinal  strains  and  stretching  as  in  driving  belts  and  hose 
"  pipes  and  also  in  different  makes  of  2>aper,  and  I  would  liave  it  understood 
"  that  I  make  no  general  claim  to  fabric  so  constf^ucted.'^     The  Claims  were  (/) 
"  a  fabric  made  of  two  or  more  2>lies  of  rubber,  each  having  embedded  tJierein 
"  parallel  fibrous  threads,  tlte  threads  in  one  ply  presenting  an  angle  to  the  45 
"  threads  in  the  other,  no  two  threads  being  in  contact,  substantially  as  described 
"  and  subject  to  the  disclaiming  note;  (2)  a  fabric  made  of  two  or  more  plies 
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of  rubber,  each  ply  having  embedded  and  tmlcanised  therein  substantially 
non-extensible  parallel  fibrous  threads  out  of  contact  with  each  other,  the 

^^  thready  in  adjacent  plies  presenting  an  angle  to  each  other,  substantially  c^ 

"  described  and  subject  to  the  above  disclaiming  note.'^  The  Defendants  denied 
5  infringement,  and  alleged  the  invalidity  of  the   Patents  on   the  groutids  of 

(inter  alia) — as  to  Thomas,  insufficiency  ;  as  to  Trigwell,  prior  gy^ant  to  Welch  ; 

and  as  to  Palmer,  anticipation  by  (inter  alia)  prior  user  by  M.  &  Co. 

The  Plaintiffs  alleged  that  Welch's  Patent  was  invalid  on  various  grounds, 
including  disconformity  and,  anticijjation,  but  admitted  in  argument  that  the 

10  decision  on  tJiese  points  in  The  Pneumatic  Tyre  Company,  Ld.  v.  The  East 
London  Rubber  Company,  14  B.P.G.  673,  was  binding  on  them  at  the  trial. 
The  allege  infringement  was  the  manufacture  and  sale  of  a  Welch-Dunlop 
tyre  and  rim,  tjie  tyre  having  an  inner  tube,  an  outer  arch-shape  cover  with  wires 
in  its  edges  of  less  diameter  than  the  edges  of  the  rim  within  which  the  wires 

15  were  placed.  The  Plaintiffs  contended  that  a  wide  interpretation  should  be 
given  to  Thomas'  Patent,  he  being  thefiy^st  to  have,  instead  of  a  complete  tube,  a 
tyre  or  tyre  cover  in  the  form  of  a  sheet  of  flexible  material  engaging  with  the 
edges  of  the  rim  so  as  to  form  with  it  a  complete  tube.  Tliey  alleged  that  the 
Defendants*  cover  had  enlarged  edges,  and   that   the  rim  Jmd  grooves  in  it 

20  corresponding  to  Thomas'  enlargements  a7id  grooves  respectively,  and  that  the 
Defendants  had  substantially  Trigwell's  [J -shaped  channels  omitting  the  inner 
side  of  them ;  also  that  the  Defeyidants  had  taken  the  substance  of  Trigwell's 
invention  viz.  the  tviring  on ;  they  set  up  that  Palmer's  Patent  was  in  substance 
for  the  application  of  the  fabric  to  pneumatic  tyres  and  the  like  for  t/ie  purpose 

25  of  avoiding  sawing  action.    Tlie  prior  user  set  up  by  the  Defendants  of  Palmer's 

invention  consisted  of  the  production  of  a  fabric  at  a  certain  stage  in  the 

manufacture  of  a  solid  tyre,  the  fabric  being  afterwards  rolled  up  to  form  sicch 

tyre. 

Held,  by  Wills,  J.  (i)  as  to  Thomas'  Patent,  that  its  claims  were  limited  to 

30  methods  of  construction,  in  which  the  tyre  had  longitudinal  Hbs  or  enlarged 
edges  passing  into  and  held  within  grooves  or  their  equivalents,  and  that  the 
Defendants*  tyre  Juid  no  ribs  or  any  enlargements  that  performed  tJie  function 
of  Thomas'  enlargements,  nor  had  the  Defendants'  rim  any  grooves  equivalent 
to  Thomao*  grooves,  and  that  the  Defendants  had  not  infringed  this  Patent; 

35  (^)  CIS  to  Trigwell's  Patent,  that  it  ivas  a  narrow  Patent  for  the  particular 
combination,  and  on  that  construction  the  Defendants  had  not  infringed ;  but 
that,  no  new  evidence  having  been  given  to  materially  alter  the  case  as  to  the 
validity  of  the  Welch  Patent,  tvhich  Patent  was  prior  in  date  to  Trigwell,  tJie 
question  of  infringement  did  not  arise ;  (3)  as  to  Palmer's  Patent,  thai  it  was 

40  a  Patent  for  a  fabric ;  that  ^^  embedding ''^  meant  that  each  thread  was  to  be 
buried  in  the  rubber  so  as  to  be  kept  out  of  contact  with  the  ones  parallel  to  it, 
and  tJiat  vulcanisation  was  essential;  that  the  threads  in  the  Defendants^ 
fabric  ivere  in  close  contact  ivith  one  another,  and  that  the  Defendants,  not 
having  ^^ embedding '''*  nor  vulcanisation,  did  not  infringe;  that ^  furthermore, 

45  the  Patent  was  i7ivalidated  by  the  jirior  user  of  M.  &  Co.  The  action  was 
dismissed  with  costs,  including  costs  of  certain  of  the  Particulates  of  Objections. 
The  costs  of  three  Counsel  were  allmved  and  the  costs  of  the  shorthand  notes, 

2  T  2 
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On  the  12th  of  March  1889  Letters  Patent  (No.  4350* •  of  1889)  were  granted  to 
Amos  Worthington  Thomas  for  an  invention  of  "  Improvements  in  Tires  and 
"  Fellies  for  the  Wheels  of  Vehicles."  This  Patent  (in  this  report  called 
Thomases  Patent)  was  amended  on  the  22nd  of  July  1893,  and  farther  amended 
on  the  24th  of  May  1898.  The  Complete  Specification,  as  amended,  was  as  5 
follows  : — 

"  My  invention  has  relation  to  the   wheels  of  vehicles  such  as  bicycles, 
"  tricycles,  wagons,  carriages  and  other  rolling  conveyances  ;  and  particularly  to 
"  fellies  and  the  tires  composed  of  elastic  or  compressible  material  as  opposed  to 
"  metal,  that  is,  to  inflatible  or  tubular  tires  adapted  to  contain  air,  gas,  aeriform   10 
"  or  gaseous  fluid,  or  water  or  other  liquids. 

"  My  invention  relates  to  details  of  construction  and  mode  of  appli?ation  and 
"  use,  and  may  be  carried  into  effect  in  a  variety  of  ways  and  under  different 
"  conditions  such  as  hereinafter  described. 

"  My  invention  consists  of  a  tire  made  of  a  sheet  of  flexible  material  imper-  15 
'^  vious  to  liquids  or  fluids  and  such  as  may  be  caused  to  assume '  a  cylindrical 
**  form  in  its  engagement  with  an  angular  felly  provided  with  grooves,  slits, 
"  recesses  or  sunken  channels  in  the  side- walls  or  edges  thereof  and  caused  to 
"  maintain  said  form  after  inflation,  to  provide  a  very  strong,  durable  aud 
"  serviceable  tire  especially  adapted  for  use  in  connection  with  the  road  wheels  20 
**  of  bicycles,  tricycles,  velocipedes  and  other  rolling  conveyances. 

"  My  invention  consists  also  of  a  flexible  or  elastic  tire,  capable  of  inflation  by 
"  means  of  air,  gas,  water  or  other  liquid  or  fluid,  and  the  tire  provided  with 
**  two  or  more  ribs  or  projections  for  engagement  with  an  improved  felly  made 
"  in  one  or  more  parts,  and  adapted  to  receive  and  firmly  hold  the  same  in  25 
"  position  in  the  outer  face  thereof  by  means  of  cement  or  other  glutinous  or 
"  adhesive  material  or  substances. 

"  In  the  accompanying  drawings  are  illustrated  the  mechanical  and  other 
"  features  of  my  invention  in  some  of  the  forms  found  practically  efficient,  and 
"  in  which  Fig.  9  is  a  sectional  elevation  of  a  grooved  *face  felly,  with  two  30 
**  concentric  tubes  made  of  elastic  or  compressible  material  fitting  closely  to  and 
'*  lying  or  nested  within  each  other,  but  not  secured  together,  and  arranged  so 
**  that  each  tube  may  be  capable  of  an  independent  creeping  movement  with 
"  respect  to  its  neighbour,  the  outer  tube  being  made  preferably  of  tougher 
"  material  than  the  inner  tube.  Fig.  10  is  a  similar  view  of  another  form  of  35 
"  grooved  face  felly,  with  a  flexible  tire  capable  of  being  inflated  mounted 
**  therein,  and  said  tire  provided  with  ears,  enlargements,  or  projections  in 
"  contact  with  the  extremities  of  the  felly,  and  held  solidly  thereat  by  means  of 
"  cement  or  other  glutinous  material.  Fig.  11  is  a  sectional  elevation  of  a  two- 
*•  part  felly  of  my  improved  construction,  adapted  to  receive  a  flexible  tire  40 
"  capable  of  being  inflated,  and  provided  with  two  or  more  ribs  or  projections, 
"  held  to  place  in  said  felly  by  means  of  cement  or  other  glutinous  or  adhesive 
**  material.  Fig.  12  is  a  similar  view  of  a  curved  or  angular  felly,  provided  with 
"  grooves,  slits,  or  recesses  in  the  side  walls  thereof,  and  adapted  to  receive  and 
"  hold,  by  means  of  cement  or  other  glutinous  or  adhesive  material,  ajtire  made  45 
**  of  a  sheet  of  flexible  material  impervious  to  liquids,  an  1  caused  to  assume  a 
"  cylindrical  form  in  its  engagement  with  said  felly.  Fig.  14  is  a  sectional 
•*  elevation  of  a  two-part  felly,  a  tire  capable  of  inflation,  and  an  interposed  rim, 
"  and  all  held  together  in  a  suitable  manner.  Fig.  16  is  a  cross  section  of  a 
"  wooden  felly,  with  hollow  flexible  tire  held  between  the  walls  of  flanges  of  an  50 
"  interposed  rim  secured  to  said  felly ;  and  Fig.  17  is  a  similar  view  of  a  modified 
**  form  of  a  felly  and  tire  secured  together,  and  said  tire  composed  of  ^flexible 
"  material  with  a  separately  applied  reinforce,  the  sides  or  edges  of  said  tire 
"  being  held  between  the  walls  of  flanges  mounted  on  a  filling  composed  of 
"  segments  of  woo4  or  other  material  arranged  between  the  rim  and  hoop  of  the  55 
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**  wheel,  and  the  segments  being  flanged  so  as  to  abut  against  one  side  of 
^'  the  rim,  and  also  showing  the  means  for  securing  the  several  parts  to 
"  the  wheel. 
**  In  the  drawings  A  designates  the  tubular  ring  or  tire  made  of  suitable 
5  "  flexible  material.  As  will  be  understood  this  ring  must  be  air  tight,  while 
"  for  the  purpose  of  fllling  or  inflation  there  is  provided  a  small  tube  ft,  having 
**  a  suitable  valve-cock  h\  This  tube  is  conveniently  inserted  through  an 
"  opening  provided  in  the  felly  B,  and  extending  through  the  body  of  the  tube 
"  A,  to  receive  it.     The  tubular  tire  may  be  filled  with  air,  gas,  aeriform  or 

10  "  gaseous  fluid  or  water,  or  other  liquid,  to  any  desired  degree  of  pressure 
"  sufficient  to  maintain  the  wall  of  the  tubular  ring  forcibly  expanded.  The 
"  wall  of  the  tubular  ring  or  other  tire  when  so  expanded  will  yield  to  the 
impact  of  projecting  obstacles,  impediments,  or  irregularities  upon  the  surface, 
and  thereby  allow  the  wheel  to  ride  over  the  same  without  jar  or  shock,  or  the 

15  '*  causing  of  any  irregularity  or  unevenness  in  the  movement  of  the  vehicle. 
"  Pebbles  or  stones  on  the  surface,  or  ridges  in  the  roadway  and  the  like,  will 
"  simply  indent  the  cushion-like  surface  of  the  tire  while  the  latter  is  in  contact, 
'^  and  when  the  obstacle  is  passed  the  tire  will  again  assume  its  normal  shape. 
*'  In  applying  the  inflatible  tire  to  the  fellies  of  wheels  of  ordinary  vehicles, 

20  "  such  as  carriages  and  wagons,  special  provision  has  to  be  made  for  securing 
"  the  tire  to  place  therein  or  thereon,  as  such  are  generally  provided  with  either 
"  flat  or  convex  tires  or  rims. 

"  In  Fig.  9  is  illustrated  another  form  of  my  invention,  consisting  of  a  hollow 
"  flexible  tire  A,  composed  of  two  or  more  tubes  made  of  the  same  or  different 

25  *'  material.  The  tire  constructed  as  shown  in  said  flgure  may  be  composed  of 
**  two  or  more  tubes,  partly  or  wholly  secured  together  by  cement  or  other 
"  glutinous  or  adhesive  material ;  but  they  are  preferably  arranged  so  that  they 
"  may  be  independent  of  each  other  in  order  that  each  may  be  free  to  creep 
"  independently  of  the  other,  that  is,  one  tube  within  another  tube.     In  this 

30  "  instance,  as  before  mentioned,  the  tire  is  either  sprung  into  the  grooved  felly 
"  B,  or  secured  solidly  therein  by  means  of  cement  or. other  glutinous  or 
"  adhesive  material. 

"  In  Fig.  10  is  shown  a  tubular  tire  composed  of  flexible  or  compressible 
"  material,  with  projections  a*  and  a^  diverging  slightly  in  opposite  directions, 

35  "  and  which  are  brought  into  engagement  with  the  extremities  of  the  grooved- 
"  felly  B,  and  held  thereto  by  cement  or  in  any  other  preferred  manner.  These 
"  projections  thoroughly  protect  the  extremities  of  the  felly  in  the  event  of 
"  collapse  of  the  tire  due  to  leakage  of  the  liquid  or  fluid  of  which  it  is  inflated 
"  and  preventing  also  the  tire  from  coming  in  contact  with  the  ground  which 

40  *'  would  tend  to  retard  the  free  and  easy  movement  of  the  vehicle. 

"  In  Fig.  11  is  shown  a  tubular  flexible  tire  A,  capable  of  being  inflated,  which, 
"  if  desired,  may  have  the  tread  portion  in  the  formation  of  the  tube  made  of 
"  tougher  material  than  the  felly-facing  portion  or  the  tube  may  be  thickened 
"  or  reinforced  at  the  tread,  if  desired,  in  any  suitable  manner.     Ribs  or  pro- 

45  "  jections  a^  and  a^  are  formed  preferably  integral  with  the  tube  in  its  manu- 
"  facture  and  with  a  central  web  a^  In  such  an  instance  the  felly  B  is  made 
"  in  two  parts  B  and  B^,  with  channels  or  grooves  h^  and  6^  formed  in  said 
"  parts  for  the  reception  of  the  ribs  or  projections  a^  and  a*  of  the  tire  A.  The 
"  web  a^  of  the  tire  is  caused  to  engage  between  the  flanges  h*  and  h^  of  the 

50  "  two-part  felly  and  the  respective  parts  are  held  firmly  together  by  means  of 
"  bolts  c  and  nuts  &.  The  tire  is  secured  into  the  grooves  6*  and  ^*,  and 
"  the  faces  of  the  two-part  felly,  by  means  of  cement  or  other  glutinous 
"  or  adhesive  material.  Through  one  of  the  parts  of  the  felly  is  introduced  a 
"  small-tube  &,  with  a  stop-cock  6\  for  permitting  of  the  inflation  of  the  tire 

55  ''  by  means  of  air,  gas,  water  or  other  aeriform  or  gaseous  fluid  or  liquid. 
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"  In  Fig.  12  is  illustrated  a  tire  A  of  my  improved  construction  which  is 
"  made  of  a  sheet  of  rubber  or  other  flexible  or  elastic  material  which  in  the 
"  course  of  its  manufacture  is  rendered  impervious  to  fluids  or  liquids.  The 
"  sides  a^  and  a^  of  the  rectangular  sheet  of  rubber  or  other  analogous  material 
"  is  thickened  to  form  enlargements  a*  and  a*,  thereat  to  engage  in  the  counter-  5 
**  sunk  grooves,  channels  or  recesses  h^  and  1/^  of  the  felly  B,  made  of  metal  or 
'*  other  suitable  material.  These  channels  or  grooves  extend  into  the  body  of 
"  the  felly  some  distance  on  each  side  of  the  centre  thereof  in  order  that  the 
"  enlargements  of  the  flexible  sheet  forming  the  hollow  tire  may  be  firmly 
"  fitted  to  and  held  therein  by  means  of  cement  or  other  glutinous  or  adhesive  \q 
"  material.  In  the  outer  surface  of  the  felly  B  is  provided  an  opening  through 
"  which  extends  a  small  tube  &,  provided  with  a  stop-cock  6^  for  inflating 
"  the  hollow  impervious  or  fluid  tight  flexible  tube  A.  The  degree  of  com- 
"  pressibility  of  tiiis  tire  may  be  regulated  by  the  degree  of  the  inflation  which 
"  may  be  introduced  under  pressure.  This  tire  may  be  made  of  other  material  15 
"  besides  rubber  but  preference  is  given  to  the  use  of  rubber  for  the  formation 
"  thereof.  The  felly  may  be  made  of  either  wood  or  metal.  Furthermore  the 
'^  enlargements  in  the  sides  of  the  sheet  of  flexible  material  may  be  retained  in 
'*  the  grooves  of  the  felly  B,  by  pins,  rivets,  bolts  or  other  suitable  fastening. 

*'  In  Fig.  14  is  illustrated  a  hollow  flexible  tire  capable  of  being  inflated  with  20 
"  improved  constructions  of  fellies.      The  hollow  flexible  tire  A  is  made  from 
"  a  sheet  of  flexible  material  impervious  to  liquids  or  fluids.     When  constructed 
*'  in  the  form  approximately  of  an  inverted  letter  Ui  the  sides  near  the  outer 
"  extremities,  and  designated  by  the  letters  a"^  an<i  a^  are  thickened  so  as  form 
*'  enlargements  thereat  for  a  purpose  to  be  presently  explained.     B  and  B'  are  25 
"  two  flanged  rings  made  of  metal,  wood  or  other  suitable  material  and  con- 
"  stituting  the  felly  proper  of  the  wheel.     C  is  an  annular  rim  which  is  inter- 
"  posed  between  the  tire  and  the  felly  and  these  parts  when  combined  are  held 
"  firmly  in  position  by  means  of  bolts  0  and  nuts  &,     The  rim  C  is  located 
"  above  the  enlargements  a'^  and  a*  of  the  tire  A,  in  order  that  the  tire  when  3Q 
"  bent  into  a  cylindrical  form   or  approximately  the  form  of  the   letter  U, 
"  may  be  held  snugly  and  tightly  up  against  the  inner  walls  of  the  flanged 
"  rings  B  and  B\  constituting  the  two-part  felly  by  means  of  bolts  c  and  nuts  c*. 
"  The  tire  A  may  be  held  more  solidly  in  its  normal  position  by  cementing  the 
"  same  to  the  rim  C,  and  the  flanged  rings  B  and  B^,  in  any  preferred  manner  35 
"  and  thereby  not  only  holding  said  tire   in  a  firm  position  but  in  a  mojt 
'^  satisfactory  manner  guarding  against  leakage  of  the  inflating  medium  from  the 
"  said  tire.    In  the  wall  of  the  rim  C  is  inserted  one  or  more  tubes  6,  provided 
"  with  stop-cocks  6\  for  the  introductin  of  air,  gas,  water  or  other  aeriform  or 
'*  gaseous  fluids  or  liquids  for  the  inflation  of  the  tire  and  of  causing  the  same  40 
"  to  retain  its  cylindrical  contour  or  approximately  U-form  whilst  in  use. 

"  In  Figs.  16  and  17  are  illustrated  the  manner  of  applying  the  inflated  tubular 
"  ring  or  tire  A  to  the  wheels  of  an  ordinary  vehicle  such  as  a  carriage  or  wagon 
"  in  which  special  provision  has  to  be  made  for  securing  the  tire  to  place  on 
*'  such  wheels  owing  to  the  fact  that  the  rims  are  generally  either  flat  or  convex.  45 
"  The  inflated  or  inflatible  tire  in  this  instance  consists  of  a  web  of  india-rubber 
"  or  other  suitable  material  A,  having  its  edges  pinched  and  secured  between 
**  the  walls  of  flanges  d}^  formed  at  the  edges  of  a  metallic  ring  or  hoop  a. 
"  These  flanges  are  formed  by  bending  and  folding  the  metal  upon  itself  and 
«*  projecting  it  inwardly  from  the  periphery  of  the  hoop.  When  the  device  is  50 
'*  applied  to  a  wheel  in  the  course  of  construction  the  fellies  of  the  latter  are 
"  readily  fitted  to  the  hoop  ^,  and  are  embraced  by  the  flanges  cP.  When  the 
"  device  is  to  be  applied  to  a  wheel  already  made  a  filling  of  segments  of  wood 
"  or  other  material  G,  should  be  arranged  between  the  rim  or  tire  of  the  wheel 
"  and  the  hoop  e.    These  segments  are  flanged  on  one  side  as  shown  at  g^  so  as  55 
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"  to  abut  against  one  side  of  the  rim  of  the  wheel  and  when  in  place  are  eecured 
"  to  the  wheel  by  cleate  g\  or  other  enitable  fastenings.  Any  other  convenient 
"  method  of  securing  the  hoop  and  inflatible  tire  to  the  wheel  may  bo  adopted. 
"  The  inflatible  tire  and  its  metalliii  hoop  may  be  applied  to  the  wheels  of 

i  "  bicycles,  tricycles  and  other  vehii^les  by  nsing  suitable  fastening  devices. 
"  The  flexible  tnbe  or  tire  may  be  either  made  in  one  or  more  layers  or  reinforced 
"  at  any  desired  point.  It  may  also  consist  of  one  or  more  materials  or  of 
"  diflferent  qualities  of  materials. 

"  Having  now  particularly  described  and  ascertained  the  nature  and  objecta 

)  "  of  my  said  invention  and  in  what  manner  the  same  is  to  be  performed,  I 
"  would  have  it  understood  that  I  make  no' claim  to  any  method  of  constructing 
"  tires  other  than  snch  in  which  the  tyre  or  tyre  cover  is  made  with  longitudinal 
"  ribs  or  has  enlarged  edges  which  pass  into  and  are  held  within  grooves  or 
"  their  equivalents  formed  in  the  rim  of  the  wheel  but  subject  hereto  I  declare 

>  "  that  what  I  claim  is ; — 1,  A  wheel  provided  with  an  inflatible  tire  having  the 
"  sides  or  edges  thereof  secured  between  the  flanges  of  a  rim  or  felly,  substantially 
"  as  and  for  the  purposes  set  forth.  2.  A  wheel  provided  with  an  inflatible  flexible 
"  tire  having  the  sides  thereof  pinched  and  secured  between  flanges  formed 
"  with  a  rim  or  felly  and  the  flanges  projecting  inwardly  from  the  periphery 

)  "  of  said  rim  or  felly,  substantially  aB  and  for  the  purposes  set  forth. 
"  3.  A  wheel  provided  with  a  tyre  composed  of  a  web  of  flexible  material 
"  having  the  sides  or  edges  secured  between  the  walls  of  flanges  formed  with 
'^a  rim  and  a  tube  with  a  cock  for  permitting  of  the  inflation  of  the  said 
**  tire,  substantially  as  and  for  the  purposes   set  forth.    4.  An  inflatible  tire 

i  "  composed  of  a  sheet  of  flexible  material  having  the  sides  thereof  enlarged  and 
"  firmly  held  in  grooves  or  connter-aunk  channels  formed  in  the  sides  or  edges 
"  of  a  felly,  substantially  as  described.  5.  An  inflatible  tire  composed  of 
"  flexible  material  having  the  sides  enlarged,  in  combination  with  a  felly 
"  having  grooves  or  channels  in  the  sides  or  edges  thereof  to   receive  the 

]  "  enlargements  of  the  tire  and  a  tnbe  with  a  cock  secured  into  said  felly, 
"  substantially  as  and  for  the  purposes  set  forth.  6.  A  flexible  or  elastic  hollow 
"  tire  provided  with  ribs  formed  integral  therewith  and  firmly  secured  to  a 
"  felly  adapted  to  receive  said  tire  and  a  tube  with  a  cock  extending  through 
"  the  body   of    said   felly  and   tire,  snbstontially  as  and    for  the    purposes 

)  "  set  forth." 


On  the  28th  of  November  1890,  Letters  Patent  (No.  19,411  •  5-    So  90)  were 
granted  to  James  Richard  Trigtvell  for  an  inTcntion  of  "  Impro  P-ements  in  an 
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relating  to  Wheels  for  Cycles  and  other  Road  Vehicles."  This  Patent  (in  this 
report  referred  to  as  TrigivelVs  Patent)  was  amended  on  the  24th  of  May  1898. 
The  Provisional  Specification  was  as  follows : — 

"  My  invention  relates  to  an  improved  rim  and  tyre  for  the  wheels  of 
"  velocipedes  and  other  road  vehicles.  5 

"  The  rim  is  made  out  of  one  or  more  pieces  of  sheet  steel  or  other  suitable 
"  metal,  and  it  may  be  made  either  hollow  or  solid.  The  cross  section  of  the 
"  tyre  when  finished  resembles  a  letter  Y,  the  small  projecting  flanges  on  the 
"  underside  of  the  rim  being  adapted  to  receive  the  spokes  and  thus  enable 
"  them  to  be  removed  and  replaced  without  disturbing  the  tyre  in  the  rim,  jo 
*'  The  small  flanges  on  the  upper  part  of  the  rim  are  either  shaped  to  form 
"  small  U-shaped  channels  round  the  edges  of  the  rim,  or  they  are  bent 
'•  upwards  to  form  vertical  flanges  according  to  the  means  I  adopt  to  fix  the 
"  tyre  in  position. 

"  The  tyre  consists  of  a  combination  of  an  inner  cushion  and  an  outer  cover  15 
"  or  tread,  this  latter  consists  of  an  arch-shaped  ring  of  rubber  preferably  thicker 
"  at  the  top  than  at  the  sides,  and  havinsr  a  sheet  of  canvas,  or  wire  gauze, 
"  moulded  in  it.  The  inner  cushion  may  be  either  an  air-inflated  tube  or  a 
"  cellular  rubber  ring,  the  cells  taking  the  form  of  a  series  of  transverse  holes 
"  arranged  to  give  the  most  active  cushioning  effect.  20 

"  When  a  rim  with  the  U-shaped  flanges  is  used  the  ends  of  the  arch-shaped 
"  cover  or  tread  are  made  in  the  form  of  an  enlarged  bead  and  it  is  fixed  to  the 
"  rim  either  by  turning  over  the  edges  of  the  flanges  so  as  to  grip  the  beads  f)n 
"  the  said  cover  or  tread,  or  a  wire  is  run  through  each  bead  and  drawn  up  taut 
"  by  any  suitable  device,  when  the  cover  or  tread  is  in  place  on  the  rim.  25 

"  When  a  rim  with  the  vertical  flanges  is  used,  I  shape  the  inner  sides  of  the 

arch-shaped  cover  or  tread  to  fit  the  said  flanges,  and  I  attach  them  to  the  said 

flanges  by  transverse  screws  and  ring  washers  adapted  to  grip  the  ends  of  the 
"  arch -shaped  cover  or  tread,  the  top  edges  of  both  the  flanges  of  the  rim  and  of 
"  the  ring  washers  being  suitably  shaped  to  prevent  the  cover  or  tread  being  cut  30 
'*  under  compression." 

The  Complete  Speciflcation,  as  amended,  was  as  follows  : — 

"  My  invention  relates  to  an  improved  rim  and  tyre  for  the  wheels  of 
*'  velocipedes  and  other  road  vehicles. 

"  The  rim  is  made  out  of  one  or  more  pieces  of  sheet  steel  or  other  suitable  35 
**  metal,  and  it  may  be  made  either  solid  or  hollow.  The  cross  section  of  the 
"  rim  which  I  prefer  to  use  resembles  a  letter  Y,  the  stalk  being  adapted  to 
"  receive  the  spokes  and  thus  enable  them  to  be  removed  and  replaced  without 
**  disturbing  the  tyre.  The  small  flanges  on  the  upper  part  of  the  rim  are 
"  shaped  to  form  small  longitudinal  U-shaped  channels  on  the  edges  of  the  rim.  40 

"  The  tyre  which  may  be  of  the  pneumatic  or  cushion  type  has  an  outer 
"  cover  or  tread  preferably  arch- shaped  in  cross  section  and  thicker  at  the  top 
"  than  at  the  sides.  With  this  outer  cover  or  tread  is  incorporated  a  lining  of 
"  wire  gauze  or  equiyalent  material,  to  afford  greater  protection  from  pujictur- 
"  ing.  The  pdges  of  the  arch  shaped  cover  or  tread  are  made  in  the  form  of  45 
"  enlarged  beads,  and  the  said  edges  are  fixed  in  the  channels  on  the  edges  of 
•'  th©  rim  by  passing  a  cord  or  band  through  or  over  each  bead,  the  said  cord  or 
"  band  being  adapted  to  be  drawn  up  taut  by  any  suitable  device. 

"  In  order  that  my  invention  may  be  fully  understood  I  will  more  par- 
"  ticularly  describe  it,  making  reference  to  the  accompanying  drawing  in  which  50 
"  the  figures  are  views  in  transverse  section  of  various  forms  my  invention  may 
"  assume,  similar  parts  being  marked  with  like  letters  of  reference. 

*'  Referring  to  Figure  1  oPthe  accompanying  drawing.  A  designates  the  rim 
"  which  in  this  case  is  shown  as  a  solid  one,  a  designates  the  radial  stalk 
"  adapted  to  receive  the  spokes  of  the  wheel,  and  a\  «',  the  two  channels  55 
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formed  on  the  edge  of  the  rim.  B  designates  the  outer  cover  or  tread,  and  C 
the  lining  of  wire  gauze  which  in  this  case  is  shown  on  the  inner  face  of  the 
cover  or  tread.  &,  b  designate  ihe  beads  formed  on  the  edges  of  the  cover  or 
tread  B  and  adapted  to  fit  in  the  channels  a\  aK  The  cover  or  tread  B  is  fixed 
to  the  rim  A  by  means  of  bands  or  cords  D,  D,  either  passing  through  the 
beads  6,  6,  as  shown  by  Figure  2  of  the  accompanying  drawing,  or  over  them 
as  shown  by  Figure  3  of  the  accompanying  drawing:,  or  by  a  band  or  cord 
passing  through  one  bead  and  the  other  band  or  cord  passing  over  the  other 
bead  as  shown  by  Figure  4.  The  bands  or  cords  D,  D,  are  drawn  up  taut  to 
fix  the  outer  cover  or  tread  by  a  right  and  left  handed  running  nut,  or  by  any 
other  equivalent  device.  The  beads  &,  &,  and  channels  aS  a\  may  be  of  any 
other  suitable  section  than  circular  as  shown,  and  they  may  be  wholly  outside 
the  walls  of  the  cover  or  tread  B  as  shown  by  Ficures  1  and  3,  wholly  inside 
them  as  shown  by  Figure  4,  or  partially  inside  and  partially  outside  them  as 
shown  by  Figure  2  of  the  accompanying  drawing. 
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**  Figures  2,  3,  and  4,  illustrate  various  constructions  of  the  rim  A. 
"  In  Figures  2  and  4  the  lining  C  of  wire  gauze,  or  its  equivalent,  is  shown 
incorporated  in  the  thickness  of  the  outer  cover  or  tread. 
"  I  wish  it  to  be  particularly  understood  that  I  do  not  limit  myself  to  the 
precise  details  of  construction  hereinbefore  described  and  shown  by  the 
**  figures  of  the  accompanying  drawing,  but  that  I  hold  myself  at  liberty  to 
"  make  such  changes  and  alterations  as  fairly  fall  within  the  spirit  and  scope  of 
*'  my  invention." 

The  Patentee  claimed — 

"  let.  The  improvements  in  wheels  for  velocipedes  and  other  road  vehicles, 
iis  and  for  the  purpose  hereinbefore  set  forth.  2nd.  In  a  wheel  for  a  veloci- 
pede and  other  road  vehicles  having  a  hollow  tyre,  fixing  the  outer  cover  or 
*'  tread  of  the  said  tyre  to  the  rim  of  the  wheel,  and  strengthening  it,  in  the 
*  manner  hereinbefore  set  forth.  3rd.  In  a  wheel  having  a  hollow  tyre,  the 
"  combination  of  an  outer  cover  or  tread,  arch-shaped  in  cross  section,  having  a 
"  lining  of  wire  gauze  or  it«  equivalent  on  its  inner  face  or  incorporated  in  its 
thickness,  and  having  beads  or  their  equivalents  formed  on  its  edges ;  of  a 
rim  having  longitudinal  channels  on  its  edges  adapted  to  receive  the  said 
"  beads ;  and  of  two  bands  or  cords  contained  within  the  said  beads  and 
"  adapted  to  bind  them  into  the  channel  on  the  rim,  as  set  forth.  4th.  In  a 
**  wheel  having  a  hollow  tyre,  the  combination  of  au  outer  cover  or  tread,  arch- 
"  shaped  in  cross  section,  having  a  lining  of  wire  gauze  or  its  equivalent  on  its 
'*  inner  face  or  incorporated  in  its  thickness,  and  having  beads  or  their  equiva- 
"  lents  formed  on  its  edges  ;  of  a  rim  having  longitudinal  channels  on  its  edges 
adapted  to  receive  the  said  beads  ;  and  of  two  bands  or  cords  engaging  with 
the  said  beads  or  their  equivalents  and  holding  and  confining  them  in  the 
"  channels  on  the  rim,  as  set  forth." 
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In  1893  Letters  Patent  (No.  4926*  of  1893)  were  granted  under  the  International 
Convention  to  John  Ftillerton  Palmer  for  an  invention  of  '*  Improvements  in 
"  or  relating  to  Rubber  Fabrics,"  the  date  claimed  under  Section  103  of  the 
Patents,  &c.  Act,  1883,  being  the  9th  of  August  1892,  and  the  date  of  applica- 
tion in  the  United  Kingdom  being  the  7th  of  March  1893.  This  Patent  (in  5 
this  report  referred  to  as  Palmer's  Patent)  was  amended  on  the  24th  of  May 
1898.     The  Complete  Specification,  as  amended,  was  as  follows  : — 

**  My   invention  relates  to  the  manufacture  of   that  class  of  fabric  which 
"  is  used  in  pneumatic  tyres.     The  purpose  of  the  invention  is  to  produce 
"  with   rubber   a   fabric    which,    while    having    the    necessary  strength  and  10 
flexibility  shall  not  involve  in  its  structure  an  arrangement   of   fibers  to 
permit  or  cause  the  cutting  thereof   in  the  folding,  bending  or  twisting  of 
"  the  fabric. 
*'  As  rubber  fabric  is  now  produced  it  is  made  in  one  of  two  ways  ;  that  is  to 
say  a  woven  fabric  such  as  canvas  is  saturated  with  rubber  and  then  vul-  15 
canized,  or  upon  an  unvulcanized  sheet  of  rubber  a  woven  sheet  of  fabric  is 
placed  and  then  vulcanized  thereto.     In  any  fabric  where  the  threads  cross 
each  other  in  immediate  contact,  the  bending,  folding,  twisting  or  other 
manipulation,  and  particularly  when  this  occurs  repeatedly  and  rapidly, 
causes  one  of  the  fibers  to  exert  a  species  of  sawing  action  upon  the  other  20 
"  with    ultimate  severance  thereof.     Hence,  in  pneumatic   tyres,   which  are 
"  usually  provided  with  a  tubing  of  canvas  and  subjected  to  repeated  and 
"  continuous  vibration,  it  is  found  that  after  a  comparatively  short  period  the 
"  fibers  are  cut,  necessitating  the  removal  of  the  tube.     This  is  mentioned  as  a 
mere  instance  of  one  of  the  defects  always  occurring  where  a  woven  fabric  25 
is  applied  to  such  usage.    The  principal  purpose  of  my  invention  is,  there- 
fore, to  produce  a  fabric  which  shall  have    all    necessary  and   obtainable 
strength,  and   which  shall  be  free  fropi  any   danger  of  the  sawing  action 
"  described. 

"  Primarily  my  fabric  comprises  a  sheet  of  rubber  having  embedded  therein,  30 
**  before  vulcanizing,  parallel  fibfous  threads,  or  threads  of  any  character 
"  capable  of  retaining  their  continuity,  these  threads  being  so  applied  to  the 
"  sheet  as  to  be  out  of  contact  with  each  other.  When  vulcanized,  or  partly 
"  vulcanized,  the  fabric  thus  produced  can  be  stretched  very  little,  if  at  all, 
"  longitudinally,  but  can  be  stretched  very  much  transversely.  Two  plies  of  35 
'^  such  fabric  are  then  arranged  one  upon  the  other  with  the  threads  in  one 
"  separated  from  the  threads  in  the  other  by  the  rubber  part  of  the  fabric,  and 
^^  so  arranged  that  the  threads  of  one  are  at  right  angles  to  the  threads  of  the 
"  other,  this  arrangement  taking  place  preferably  before  vulcanizing  so  as  to 
^'  produce  a  single  sheet  having  a  double  set  of  parallel  fibrous  threads,  one  set  40 
at  right  angles  to  the  other.  Instead  of  being  at  right  angles  the  threads  may 
cross  each  other  at  any  other  angle.  A  single  sheet  of  rubber  of  proper 
thickness  may  have  on  its  opposite  faces  embedded  threads,  the  threads  on 
one  face  presenting  an  angle  to  those  on  the  other  and  such  a  fabric  would 
take  the  place  of  one  made  of  two  plies  placed  together.  More  than  two  45 
plies  may  be  vulcanized  together.  Instead  of  vulcanizing  them  together  they 
may  be  secured  in  any  other  satisfactory  way,  the  point  of  the  invention 
being  the  fabric  made  by  embedding  in  a  sheet  of  rubber  and  vulcanizing 
therein  two  or  more  sets  of  threads  parallel  to  each  other  and  out  of  contact 
"  with  each  other.  50 

'^  It  is  necessary  that  the  threads  shall  be  embedded  in  the  rubber,  as  it  is 
"  not  safe  to  rely  upon  the  uniformity  of  their  parallel  relation  if  merely 
"  placed  against  the  surface  of  the  sheet.  I  therefore  usually  feed  the  threads 
^^  to  the  sheet  while  the  latter  is  being  calendered,  the  pressure  exerted  being 
^*  sufficient  to  cause  the  threads  to  be  thoroughly  embedded  in  the  soft  and  55 
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"  heated  rubber.    Any  ordinary  method  of  calendering  can  be  employed  with 
"  this  operation. 

"  I  am  aware  that  fabrics  have  been  made  of  various  materials  in  conjunction 
"  with  parallel  or  various  plies  of  parallel  threads  for  the  purpose  of  thickening 
5  "  and  strengthening  the  same,  and  for  the  purpose  of  resisting  longitudinal 
"  strains  and  stretching  as  in  driving  belts  and  hose  pipes  and  also  in  different 
"  makes  of  paper  and  I  would  have  it  understood  that  I  make  no  general  claim 
"  to  fabric  so  constructed  ;  but  that 

"  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 

10  "  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — 1.  A  fabric  made  of  two  or  more  plies  of  rubber  each 
"  having  embedded  therein  parallel  fibrous  threads  the  threads  in  one  ply 
*'  presenting  an  angle  to  the  threads  in  the  other,  no  two  threads  being  in 
"  contact  substantially  as  described  and  subject  to  the  above  disclaiming  note. 

15  **  2.  A  fabric  made  of  two  or  more  plies  of  rubber  each  ply  having  embedded 
"  and  vulcanized  therein  substantially  non-extensible  parallel  fibrous  threads 
^'  out  of  contact  with  each  other  the  threads  in  adjacent  plies  presenting 
"  an  angle  to  each  other,  substantially  as  described  and  subject  to  the  above 
"  disclaiming  note." 

20  On  the  4th  of  July  1898,  The  Palmer  Tyre,  Ld.,  in  whom  the  three  Patents 
were  then  alleged  to  be  vested,  commenced  an  action  for  infringement  of  the 
same  against  The  Dunlop  Pneumatic  Tyre  Company,  Ld,,  Harvey  du  Cros,  The 
Duke  of  Somerset,  The  Earl  of  Albemarle,  Earl  de  la  Warr,  J,  B.  PurcJiase 
and   Arthur  du   Cros   claiming   the    usual   relief.     The  Plaintiffs  by  their 

25  Amended  Statement  of  Claim  alleged  that  tne  Defendants  had  infringed,  and 
by  having  infringed  threatened  to  infringe  the  said  three  Patents  of  which  the 
Plaintiffs  were  the  registered  proprietors  ;  that  the  Patents  were  amended  as 
above  mentioned,  and  were  valid  and  of  full  force  and  effect.  The  Particulars 
of  Breaches  stated  (1)  that  the  Plaintiffs  complained  of  the  manufacture  and 

30  sale  or  the  manufacture  or  sale  by  the  Defendant  Company  of  a  tyre  commonly 
known  to  the  trade  and  to  the  public  as  the  "  Dunlop  Welch  "  tyre  ;  that  all 
forms  of  the  **  Dunlop  Welch  "  tyre  which  the  Defendant  Company  had  from 
time  to  time  put  on  the  market  infringed  all  the  claiming  clauses  of  the 
first  and  second  Patents,  and  those  forms  of  the  "  Dunlop  Welch "  tyre   in 

35  which  the  cover  known  as  the  "  Moseley  Welch  "  cover  had  been  used  infringed 
also  all  the  claiming  clauses  of  the  third  Patent ;  (2)  that  the  Defendants  other 
than  the  Defendant  Company  were  and  had  been  for  some  time  past  directors 
of  the  Defendant  Company  and  had  personally  directed,  caused,  or  taken  part 
in  the  infringements  of  the  Defendant  Company  thereinbefore  complained 

40  of  ;  and  (3)  that  the  Plaintiffs  would  claim  in  respect  of  all  infringements  when 
ascertained. 

The  Defendants  by  their  Defence  as  amended  on  the  6th  of  May  1899  (1) 
denied  infringement ;  (2)  alleged  that  each  and  every  of  the  Patents  was 
invalid  for  the  reasons  in  the  Particulars  of  Objections  therewith. delivered 

45  appearing  ;  (3)  alleged  delivery  of  Particulars  of  Objections  therewith  ;  and  (4) 
that  the  Plaintiffs  were  not  the  sole  owners  of  the  Patents,  that  the  India 
Rubber  and  Gutta  Percha  Company  were  co-owners  of  all  the  Patents  and 
w^ere  not  parties  to  the  suit,  and  that  the  action  was  not  maintainable  by  the 
then  present  parties  alone.  The  Particulars  of  Objections  as  re-amended  alleged 
50  (a)  as  to  Thomases  Patent  (1)  that  the  alleged  invention  was  not  new,  this 
objection  applying  to  all  claims  ;  the  anticipating  Specifications,  the  whole  of 
which»were  relied  on,  were  Thomson,  No.  10,990  of  1845,  Dunlop,  No.  10,607 
of  1888,  and  Dunhp,  No.  4116  of  1889  ;  prior  user  was  alleged,  viz.,  tyres 
manufactured  under  Thomson  and  Dunk^^s  Specifications  prior  to  the  date  of 
55  Thomas's  Patent ;  (2)  want  of  subject-matter,  this  objection  applying  to  all  the 
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claims  ;  (3)  want  of  utility,  this  objection  applying  to  all  the  claims ;  (4)  that 
the  final  Specification  did  not  sufficiently  describe  the  alleged  invention  nor  the 
manner  in  which  the  same  was  to  be  performed,  this  objection  applying  to  all 
the  claims,     (h)  As  to  TrigwelVs  Patent  (5)  want  of  novelty,  this  objection 
applying  to  all   the  claims,    the    grounds    of    want    of    novelty  being  the  5 
following  Specifications,  viz.,  Howell,  No.  7t94  of  1885,  Thomas^  No.  4350  of 
1889,  and  Welch,  No.  14,563  of  1890,  the  whole  Specification  being  in  each  case 
relied  on  ;    (6)  that  the  alleged  invention  prior  to  the  grant  of  the  Patent 
therefor  had   formed   the   subject-matter  of   a    grant    to    Charles  Kingston 
Welch  under   Letters    Patent,  No.  14,563  of   1890,  and  to   Reginald   Goates  10 
Wilsmi  under  Letters  Patent,  No.  12,974  of  1890,  and  TrigwelVs  Patent  was 
therefore  wholly  void,  and  the  tyres  complained  of  in  the  present  action  were 
made  in  accordance  with  the  invention  forming  the  subject-matter  of   Welch's 
Patent,  this  objection  applied  to  all  the  claims  ;  (7)  want  of  subject-matter,  this 
objection   applied  to  all   the  claims ;    (8)  that  J,  R.  Trigwell  was  not  the  15 
true  and  first  inventor  ;  (8a)  that  if  the  claims  in  the  final  Specification  related 
to  rims  other  than  Y-shaped  rims  with  channelled  edges,  all  the  claims  in 
the   final   Specifications  related  to  inventions  larger   than  and    different    to 
the  inventions  the  nature  of  which  was  described  in  the  Provisional   Specifi- 
cation ;  (Sb)  want  of  utility,  this  objection  being  alleged  against  all  parts  of  20 
the  Specification ;  (8^)  that  the  final  Specification  did  not  sufficiently  describe 
the  nature  of  the  invention  nor  the  manner  in  which  the  same  was   to  be 
performed  and  did  not  distinguish  between  what  was  new  and  old,  none  of 
the  figures  would  work  as  described,  and  if  any  part  of  the  combinations 
claimed   were    alleged   to    be    separately  protected,  those  parts  which  were  25 
new  were  not   pointed   out  in  the    Specification ;  [c)  as  to  Palmer^s  Patent 
(9)  want  of  novelty,  this    objection    applying  to  all  the  claims,  the  antici- 
pating   Specifications,  the   whole    of    which   were    relied    on,    being    Coles 
Jaqms  and  Fansliawe,  No.  2946  of  1864,'  ditto,  U.S.  Patent,  No.  83,132  of 
1868,  MandUherg,  No.  22,382  of  1891,  Moseley,  No.  11,804  of  1888,  Lavater,  30 
2256   of  1864,   Crane    U.S.   Patent,  No.   127,463  of  1872,  Reed  U.S.  Patent, 
No.   184,907    of    1876,   Jones  U.S.  Patent,    No.  283,893  of    1883,    Winslow, 
No.  3112  of   ISbl,  Moseley  (German  Patent)  No.  49,653  of  1SS9,  Thompson, 
No.  19,156   of    1892,  and  Bou^ley,  No.   451   of    1875 ;    the  following  prior 
users  were    alleged,  viz.: — (1)  Manufacture   and   sale  by    Wame  A   Co.   of  35 
Tottenham    Rubber   Mills   of   fabric   and   tubes    constructed    in    accordance 
with  Coles  Jaques   and   Fan^hawe's    Patent   for  many  years  prior  to    the 
Plaintiffs'   Patent ;   (2)   manufacture  and  sale   for   many  years  prior  to    the 
said    Patent   by    Moseley    A    Co.   of    Manchester  of    fabric    constructed    in 
accordance  with  Moseley^s   Patent   aforesaid   and    of   fabric   similar   to   that  40 
complained  of  in  this  action;  (3)  manufacture  in  the  years  1889  and   1890 
by    Moseley    A    Co.    of    Manchester    of  rubber  sheets  into    which    parallel 
threads    substantially    out    of    contact    were    embedded ;    manufacture    and 
sale  during  the  said  years  by  the  said  Moseley  A  Co.  of  rubber  cycle  tyres 
from   such   sheets,  user  of    such   tyres   during  the  said   years  by    William  45 
Lloyd  of  101,  High  Road,  Gorton,  Manchester,  in  and  about  the  city  of  Man- 
chester and  its  neighbourhood ;  (10)  that  the  said  alleged  invention  was  not 
the   proper  subject  matter  of  valid  Letters  Patent,  this    objection    applied 
to  all  the  claims;    (IJ)   The  Defendants  referred  to  the  unamended  Speci- 
fication of  Palmer,  4296  of  1893,  and  alleged  that  if  any  invention   other  50 
than  that  claimed  in  the  first  three  clauses  of  the  unamended  Specification  was 
claimed   by    the   amended    Specification,  that    the    Patent    was    invstlid    on 
the  ground  that  the  Specification  as  amended  claimed  an    invention    larger 
than  and   different  to   the   invention   set  out  and  claimed  in   the  original 
unamended  Specification ;  (12)  that  the  Patent  was  invalid  and  wholly  void  by  55 
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reason  that  the  Crown  was  deceived  by  the  declaration  made  on  the  application 
for  the  Patent  that  the  date  of  the  first  foreign  application  for  the  said  invention 
was  on  the  9th  of  August  J  892,  whereas,  in  fact,  no  such  foreign  application 
was  ever  made  on  such  day,  nor  was  any  foreign  Patent  ever  granted  for  the 
5  said  invention  on  any  application  on  such  date  ;  (13)  that  the  final  Specification 
of  the  said  alleged  invention  did  not  sufficiently  describe  and  ascertain  the 
nature  of  the  invention  and  the  manner  in  which  the  same  was  to  be  performed, 
and  gave  no  sufficient  practical  directions  as  to  how  the  fabric  claimed  was  to 
be  made. 

10  Particulars  delivered  by  the  Defendants  on  the  23rd  of  December  1898, 
pursuant  to  an  order  of  the  Master,  stated  as  to  paragraph  (a),  that  the 
Defendants  were  unable  to  give  particulars  of  the  said  prior  user,  and  would 
not  rely  on  the  same  unless  they  gave  to  the  Plaintiffs  further  and  better 
particulars  ordered  prior  to  the  trial ;  as  to  paragraph  (ft),  that  Thomas  in  his 

15  Specification  did  not  sufficiently  describe  how  to  put  in  practice  any  o'f  the 
inventions  mentioned  in  his  Specification,  that  no  directions  were  given  as  to  how 
the  edges  of  his  tyre  were  to  be  got  into  the  edges  of  the  rims,  and  that  a  person  of 
ordinary  skill  could  not  put  his  invention  into  practice  ;  as  to  paragraph  (rf), 
that    Charles    Kingston    Welch    was    the    first    and    true    inventor;    as    to 

20  paragraph  (/),  that  Palmer^s  final  Specification  gave  no  directions  from  which 
a  person  skilled  in  the  art  could  put  into  practice  the  manufacture  of  any  part 
of  his  invention. 

The  Plaintiffs  by  their  Amended  Reply  joined  issue,  and  in  further  reference 
to  paragraph  6  of  the  Particulars  of  Objections  said  that  if  (which  was  denied) 

25  the  invention,  the  subject-matter  of  TrigwelVs  Patent,  formed  the  subject- 
matter  of  the  grant  to  (7.  K.  Welch  under  Letters  Patent  No.  14,563  of  1890, 
then  such  grant  and  Letters  Patent  were  void  because  (1)  the  said  G.  K,  Welch 
was  not  the  first  and  true  inventor ;  (2)  the  invention  claimed  by  the  Complete 
Specification  was  larger  than  and  different  from  the  invention  described  in  the 

IM)  Provisional  Specification,  the  invention  claimed  in  Claims  1,  3,  1  to  6  inclusive, 
9  to  14  inclusive,  and  16  to  18  inclusive  of  the  Complete  Specification  were  in 
no  way  disclosed  by  the  Provisional  Specification ;  (3)  the  alleged  invention 
was  not  new,  but  was  published  within  this  realm  prior  to  the  date  of  the 
Patent  in  the  following  Specifications,  the  whole  of  which,  and  the  drawings 

55  thereto,  were  relied  on,  namely  : — Latta,  U.S.,  No.  341,811  of  1886,  antici- 
pation of  Claims  1  to  7  inclusive,  15  and  18  ;  Parfrey,  No.  1294  of  1861, 
anticipation  of  Claims  12  and  14;  Burton  and  /S/iaw;,  No.  1412  of  1871, 
anticipation  of  Claims  1  to  7  inclusive,  8,  9,  and  10;  Salamon^  No.  17,(^93 
of  1884,  anticipation  of  Claims  1,  2,  8, 14, 15,  and  18 ;  Starley,  No.  13,511  of 

40  1884,  and  No.  6103  of  1887,  anticipation  of  Claims  1,  3,  4,  and  J8;  Lake 
{Harris),  No.  13,382  of  1887,  anticipation  of  Claims  3,  6,  12,  17,  and  18; 
Thomas,  No.  4350  of  1889,  anticipation  of  Claims  2,^  9,  10,  11,  14,  16,  17, 
and  18 ;  (3)  and  in  further  reference  to  paragraph  6  of  the  Particulars  of 
Objections  (as    amended),  that  if    (which  was    denied)  the    invention,    the 

45  subject-matter  of  TrlguwlVs  Patent,  formed  the  subject-matter  of  the  grant 
to  R.  C,  Wilson  under  Letters  Patent,  No.  12,974  of  1890,  then  such 
gi'ant  and  last-mentioned  Letters  Patent  were  void  ;  the  grounds  of  such 
alleged  invalidity  were  specified,  but  are  not  material  for  the  purposes  of 
this  report. 

50  The  Defendants  by  a  Rejoinder  (1)  as  to  paragraph  2  of  the  Reply  joined 
issue,  and  (2)  as  to  the  same  paragraph  said  that,  if,  which  was  denied,  Welches 
Patent  was  void  by  reason  of  any  of  the  publications  alleged  in  paragraph  2 
(3)  of  the  Reply,  the  Defendants  would  also  allege  that  TrigwelVs  Patent  as  to 
all  the  claims  in  the  amended  Specification  were  also  void  by  reason  of  the 

55  matters  in  the  said  paragraph  alleged. 
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A  transverse  section  of  the  Defendant's  tyre  is  shown  by  the  drawing  below ; 
the  alleged  infringement,  so  far  as  regards  Palmer's  Patent,  will  be  found 
described  in  the  judgment. 


T.  Terrell^  Q.C.,  Asthury,  Q.C..  Jefikins^  Q.C.,  D.  M.  Ket^ly^  and  C.  E.  Odgers 
(instructed  by  Murray^  Hutchins,  Stirling^  and  Murray)  appeared  for  the  '5 
Plaintifis  ;  Moultoriy  Q.C.,  Roger  Wallace,  Q  C.,  J.  G,  G7riham,  and  A .  J.  Walter 
(instructed  by  J,  B,  and  F.  Purchase)  appeared  for  the  Defendants. 

Terrell,  Q.C,  opened  the  Plaintiffs'  case. — The  Defendant  Company  and  its 
directors  are  sued  on  three  Patents.  The  infringement  complained  of  exists  as 
regards  each  Patent  in  one  tyre.  [The  issues  were  then  stated.]  The  issues  of  jq 
the  validity  of  Welch  have  already  been  decided  in  favour  of  the  Patent  by  the 
Court  of  Appeal,  so  that  this  Court  is  bound  as  to  those  by  precedent,  but  this 
case  may  go  to  the  House  of  Lords.  It  has  been  agreed  that  the  evidence  in 
The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  Londofi  Rubber  Company 
should  be  treated  as  given  in  this  case  with  liberty  to  either  side  to  supplement  15 
it.*  Also,  subject  to  the  approval  of  the  Court,  it  has  been  arranged  that  the 
case    as    to    each     Patent    should     be,    for    convenience,    taken     separately. 

tMoulton,  Q.C. — But  it  remains  one  action.]     I  will  therefore  take  Thomas's 
atent  first. 

As  to  "  Thomas^  Patent/"  20 

The  main  issues  on  this  are  construction  of  the  Specification  and  infringement. 
As  to  the  state  of  knowledge  at  the  date  of  the  Patent,  a  pneumatic  tyre  had 
been  invented  in  '1845  by  Thomson.  Tyres  according  to  that  invention 
were  made  and  used.  There  was  a  separate  inner  tube  of  rubber,  and 
a  complete  outer  covering  of  leather.  The  tyre  was  intended  for  carriages,  and  25 
had  no  great  commercial  success — bicycles,  tricycles,  &c.  not  being  then  in 
existence.  Then  in  1888  came  Dunlop's  Specification.  He  evidently  did  not 
know  of  Thomson,  His  tyre  was  merely  a  hose-pipe  one,  and  no  particular 
means  of  attachment  was  described,  except  that  of  cementing  to  the  rim.  This 
was  the  state  of  knowledge  at  the  date  of  Thomas'  Specification.  The  outer  30 
tyre  was  a  complete  ring  in  itself,  and  restrained  the  pressure  of  the  air  without 
any  assistance  from  the  rim  ;  also  it  was  public  knowledge  either  to  have  or 
not  to  have  an  inner  tube,  and  to  fit  a  valve  for  inflation.  The  principle^  of 
pneumatic  wheels  was  old,  the  principle  of  two  concentric  tubes  was  old,  and 
also  the  principle  of  having  a  tube  covered  with  canvas  to  restrain  inflation.  35 
As  to  the  state  of  knowledge  with  respect  to  the  modes  of  atiachment,  these  were 
applied  to  solid  and  hollow  tyres,  although  not  to  pneumatic  tyres.    Bui^ton  and 
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Shawns  Specification  related  to  traction  engine  wheels.  It  shows  that  fastening 
steel  armatures  to  a  wheel  by  a  wire  or  cord  on  either  side  was  old,  see  Fig.  7. 
Then  Laud's  American  Specification  showed,  in  Figs.  1  and  5,  a  solid  tyre  clamped 
down  to  the  rim  by  three  continuous  wires,  which  had  slight  waves  in  them  to 
5  enable  them  to  be  stretched  sufficiently  for  putting  them  over  the  edge  of  the 
rim.  Starley's  Specification  of  1887  also  showed,  in  Figs.  1  and  2,  one  wire 
threaded  through  the  tyre  and  clamping  it  on  the  rim.  Also  there  is  Lake^  of 
1887.  Therefore,  the  use  of  wires  as  a  means,  by  their  inelasticity,  of  fastening 
a  tyre  to  a  rim  was  well  known.     Up  to  this  point  no  tyre  had  been  made  which 

10  gave  facility  of  detachment  for  the  purpose  of  getting  at  the  inside  of  the  tyre 
in  the  event  of  a  puncture.  Thomas^  invention  was  to  split  the  outer  cover  and 
to  divide  it  between  the  rim  and  the  cover ;  he  might  or  might  not  have  an 
inner  tube,  but  if  he  did  not  have  one,  he  had  to  make  the  joint  between  the 
rim  and  the  cover  air-tight.   The  pith  and  marrow  of  his  invention  was  dividing 

15  the  tube  into  two  parts  or  constructing  it  out  of  two  parts,  one  being  the  rim 
and  the  other  a  flat  band  of  canvas  and  rubber  which,  when  inflated,  would  h^ve 
a  cylindri:al  form.  If  this  breadth  of  construction  is  given  to  Thomas^  there 
will  not  be  much  question  as  to  infringement.  [The  Specification  was  then 
read.]       First,    Thomas'*    invention    requires    a    sheet    of    flexible    material, 

20  impervious  to  liquids,  which  is  caused  to  assume  a  cylindrical  form  in 
its  engagement  with  an  angular  felly,  which  is  provided  with  grooves,  &c. 
The  first  branch  of  his  invention  is  to  take,  not  a  tube,  but  a  sheet  of  flexible 
material,  and  to  make  that  engage  with  the  edges  of  the  rim  so  as  to  form  a 
cylinder.     In  the  second  branch  the  edge  of  the  flexible  mat.erial  is  to  be  held 

25  by  the  edges  of  the  felly.  The  drawings  are  put  for^^'ard  as  diagrammatic 
indications  of  some  forms  of  his  invention.  Fig.  9  is  not  claimed.  Fig.  10 
comes  within  the  second  branch,  in  which  he  does  not  mention  a  sheet  of 
flexible  material.  Figs.  12,  14,  16,  and  17  are  forms  of  the  first  branch  of  his 
invention.     In  Fig.  12  the  groove  is  countersunk.    -The  ed^e  of  the  sheet  is  not 

30  merely  to  be  placed  in  the  groove,  but  held  to  it  by  cement  or  a  suitable  fasten- 
ing ;  a  circumferential  wire  waf-  known  to  be  a  suitable  fastening.  In  Fig.  14 
the  inextensibility  of  the  band  keeps  the  edges  in  place,  it  does  not  rely  on 
pinching.  In  Fig.  16  there  is  pinching.  The  disclaiming  note  is  important ;  it 
should  be  read  into  each  claim.     It  mentions  '*  the  tyre  or  tyre  cover,"  according 

35  as  an  inner  tuba  is  not  or  is  used.  Particularly  it  says,  held  within  grooves,  and 
not  by  grooves.  Fig.  9  is  disclaimed  inferentially.  Then,  coming  to  the  claims, 
there  is  no  reference  in  them. to  the  drawings,  and  the  Patentee  is  not  limited 
to  the  latter.  In  Claim  1  the  words  are  "  secured  between,"  not  "  secured  by," 
the  flanges.     I  also  draw  attention  to  Claim  5.     In  the  alleged  infringement 

40  (F.J.B.i)  there  is  a  sheet  of  flexible  material  formed  of  canvas  and  rubber; 
there  is  a  wire  in  each  edge  of  it,  and  the  edges  are  enlarged  by  the  presence  of 
the  wires,  and  lie  in  grooves  in  the  edges  of  the  rim.  [The  Defendant 
Company's  advertisement  was  referred  to.]  Thomas  was  the  first  to  divide  the 
tyre  into  two  parts,  one  part  being  a  sheet  of  flexible  material  engaging  with 

45  the  edges  of  the  rim.  Although  the  Defendants'  tyre  may  be  an  improvement, 
it  is  none  the  less  an  infringement.  As  to  the  time  which  has  elapsed  since 
the  Patent,  that  is  explained.  Pneumatic  tyres  did  not  come  into  considerable 
use  until  1894.  On  the  27th  of  March  1893,  Thoinas  assigned  the  Patent  to 
DmvsfiU^  tind  on  the  4th  of  August  1893,  Dowwtt  assigned  it  to  The  Cycle  Rubber 

50  Works^  Ld,  ;  this  Company  went  into  liquidation,  and  the  liquidator  assigned 
the  Patent  to  Palmer  Tyre,  Ld,  (not  the  present  Company)  in  February  1895. 
For  some  time  Mr.  Du  Cros,  one  of  the  Defendants,  had  an  option  of  purchase. 
In  June  1895,  the  Patent  w{is  assigned  to  the  Plaintiffs.  In  November  1895, 
an  agreement  was  entered  into  between  the  Plaintiffs  and  The  India  Rubber 

55  and  Gutta  Percha  and  Telegraph  Works,  Ld,    Then  in  May  1896,  an  action 
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was  brought  by  the  present  Plaintiffs  against  the  present  Defendants,  but  in 
consequence  of  the  Particulars  of  Objections  delivered  we  discontinued  that 
action  and  afterwards  amended  the  Patent.  The  anticipations  alleged  are 
Thomson  and  the  two  Dunlop  Specifications,  but  only  Dunlop^  No.  10,607,  of 
1888,  can  be  relied  on  ;  the  other  was  not  published.  On  the  construction  of  5 
Thomas  which  I  have  put  forward,  it  is  not  anticipated  by  Thomson ;  and  in 
Dunlop  there  are  none  of  the  characteristic  features  of  Thomas, 

Sir  Frederick  J.  Bramivell^  Professor  J.  A.  Ewing^  and  Mr.  A,  J,  Boult  were 
called  as  witnesses  for  the  Plaintiffs  on  TJwmas^  Patent. 

Mmilton^  Q.C ,  opened  the  Defendants'  case. — It  is  important  first  of  all  to  10 
thoroughly  understand  the  Defendants'  tyre.     There  has  been  enormous  use 
of  it.     It  has  one  characteristic   which  describes  it,  namely  that  it  is  self 
sustained.    The  whole  tension  is  resisted  independently  of  the  rim  by  the  tyre 
itself  having  inextensible  edges.    There  is  no  outward  tension  on   the  rim ; 
for  there  to  be  such  a  tension  there  must  be  some  engagement  with  the  rim  ;  but  15 
there  is  none  in  Welch.    This  independence  of  the  rim  is  shown  by  the  case 
of  the  wire  being  optside  the  rim.     It  makes  no  difference  whether  the  edges 
of   the   rim,  when  the  wire  is  inside,  are  vertical   or  flaring  outwards  or 
V-shaped.    The  object  of  the  form  which  we  use  is  that  the  wire  may  be  put 
on  concentrically.    The  tension  pulls  the  wire  outwards  all  round  and  it  never  20 
has  any  support  from  the  rim.  The  shoulders  have  no  function  in  keeping  the  tyre 
on.    The  meaning  of  the  word  "  groove  "  in  Thomas*  Specification  is  a  question 
of  construction  ;  the  Defendants'  advertisements  are  immaterial  to  it.    As  to  the 
state  of  public  knowledge  in  1889,  the  state  of  public  knowledge  as  limiting 
invention  is  a  different  matter  from  the  state  of  public  knowledge  as  influencing  25 
construction.  Here  there  is  little  in  the  state  of  public  knowledge  which  will  guide 
the  Court  in  construction  ;  except  that  hose-pipe  pneumatic  tubes  were  known. 
If  Thomas'*  Patent  claimed  a  sheet  held  on  anyhow  and  blown  out,  it  would  be 
anticipated  by  TTiomson,   [^Thomas'*  Specification  was  then  read  and  commented 
on.]     The  invention  relates  to  '*  details  of  construction  and  mode  of  application  30 
"  and  use."    The  sheet  of  material  is  to  hold  the  fluid  and  is  to  "engage ; " 
the  Patentee  meant  the  sheet  to  hold  the  fluid  by  taking  a  cylindrical  form 
through  engagements  with  the  hollow  rim,  which  has  grooves,  slits,  recesses 
or  sunken  channels  in  the  walls  thereof.     There  is  nothing  of  discovery  in 
this  Specification,  but  only  a  choice  of  mechanical  devices.    The  part  of  the  35 
invention   which   is  for   making  a   tube    partly   of   metal  and  partly  of  the 
sheet  of   flexible   material  has    never  been   used.    The   second   part   of   the 
invention  relates  to  the  pipe  form.    Fig.  9  is  not  now  claimed,  bnt  it  shows 
superficiality  of  thought  on  the  part  of  the  inventor.     In  Fig.  11  there  is  the 
engagement  of  longitudinal  ribs  with  grooves.     Figs.  12  and  14  are  the  two  40 
really  important  ones.     In  Fig.  12  the  enlarged  edges  are  to  go  into  the  grooves 
and  be  supported  there  by  cement  or  other  material.     In  the  sheet  part  of  the 
Patent  the  edges  of  the  sheet  are  to  go  into  and  engage  in  grooves.     The 
pins,  &c.  are  merely  as  additional  securities  ;  there  must  be  cement  to  make  the 
tyre  air-tight.    The  typical  form  to  which  the  disclaiming  note  limits  the  45 
invention  is  Fig.  12  with  a  certain  latitude  of  shape  and  arrangement.     Fig.  17  is 
a  special  form  of  Fig.  12  for  certain  purposes.     In  Fig.  14  there  is  a  ring  or 
distance  piece  between  the  edges  of  the  sheet,  then  a  felly  on  each  side,  and  the 
whole  is  clamped  together  ;  the  Patentee  thought  rightly  that  he  would  get  an 
air-tight  joint  in  that  way.     Fig.  16  cannot  be  made  in  the  way  the  Patentee  50 
says.     In  the  sheet  form   of    the   invention  the  Patentee  has  described  the 
construction  of  a  wheel  in  which  the  fluid  is  contained  in  an  impervious  sheet 
engaged  in  the  grooves  of  a  metal  felly,  so  as  to  form  a  tube  capable  of  inflation  : 
also  a  mode  whereby  with  a  composite  wheel  one  may  clamp  the  edges,  having 
enlargements  incapable  of  passing  through  slots,  and  getting  an  air-tight  joint  55 
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by  means  of  the  clamping.  The  characteristic  is  the  componnd  tube  capable  of 
retaining  air.  The  disclaimer  means  that  Thomas''  enlargements  are  to  operate 
with  grooves,  he  intimates  clearly  that  he  is  taking  an  engagement  of  enlargements 
in  grooves.  His  notion  was  to  get  a  joint  by  the  conformation  of  the  edge  of  the 
5  tyre  and  the  conformation  of  the  rim.  He  wished  to  make  a  composite  tube 
partly  metal  and  partly  rubber.  This  is  not  practicable  in  ordinary  use.  The 
equivalent  of  a  groove  for  the  purpose  of  infringement  must  be  something  which 
acts  in  the  same  way  as  Thomas'  groove.  In  Fig.  14  the  slits  would  not  be 
called  grooves,  but  they  are  equivalent  because  they  are  openings  through  which 

10  the  enlargements  cannot  pass.  That  is  the  essential  of  the  groove  so  far  as  the 
action  Thomas  wants  of  it.  As  to  the  Claims — ^the  first,  second  and  third  relate 
to  a  wheel,  they  have  to  do  with  Figs.  16  and  17  ;  Claims  4  and  15  relate  to 
Figs.  12  and  14  ;  and  Claim  6  relates  to  Fig.  11.  Claims  4  and  5  both  relate  to 
Fig.  12.    There  is  no  claim  for  Fig.  14,  unless  it  comes  in  as  an  equivalent,  as 

15  being  a  composite  felly  in  which  there  is  provision  for  grooves.  In  Claim  1 
there  are  intended  to  be  two  flanges  on  each  side,  and  therefore  refers  to  Figs.  16 
and  17.  Claim  2  seems  to  be  mere  repetition.  Claim  3  simply  mentions  in 
addition  the  tube  and  cock,  which  must  of  course  exist  in  all.  Taking  the 
alleged  infringing  tyre,  contour  of  section  is  immaterial  to  it.    The  edges  need 

20  iiot  be  enlarged.  It  works  by  ihe  inextensibility  of  the  wire.  The  edge  might 
be  the  thinnest  part.  Secondly,  the  existence  of  grooves,  so  far  as  keeping  on 
the  tyre  is  concerned,  is  equally  immaterial.  The  tyre  will  stay  on  with  a 
V-shaped  or  semi-circular  or  rectangular  rim.  Then  the  edges  do  not  "  pass 
"  into  grooves  "  ;  that  means  go  right  into  and  lie  in  grooves — not  merely  lean 

25  against  the  side  of  them ;  they  are  not  within  or  held  within  the  grooves  in 
l^homas^  sense.  He  meant  grooves  with  approximating  lips.  Fig.  14  is  chosen 
by  the  Plaintiffs  as  the  nearest  to  ours,  but  there  is  no  clamping  in  the 
Defendants*  tyre,  and  no  connection  with  the  rim.  In  Fig.  14  a  sheet  is 
pinched  between  the  rim  c  and  the  outer  felly.    The  Defendants  have  not 

30  the  same  parts  performing  the  same  functions,  indeed  they  have  not  even  the 
same  parts. 

The  following  witnesses  were  called  on  behalf  of  the  Defendants,  namely, 
Messrs.  Dvgald  Glerk^  (7.  F.  Boys^  and  F,  G.  Baisley. 
Moulton^  Q.C.,  summed  up  the  Defendants'  case. — The  general  tenour  of  the 

35  whole  Specification  must  be  considered.  Without  going  through  it  again,  I 
shall  submit  shortly  what  is  I  think  conclusive  on  the  point  of  non-infringe- 
ment. The  Patentee  limits  himself  to  a  class  ;  the  enlarged  edges  which  pass 
into  or  are  held  within  grooves  or  their  equivalents  are  the  essentials  of  the 
class ;  they  characterise  it.    The  edge  in  the  Defendants'  tyre  does  not  pass 

40  into  and  is  not  held  within  a  groove.  One  side  of  it  leans  against  one  wall  of 
the  groove.  "  Held  "  means  by  a  gripping  action,  with  or  without  other  assist- 
ance. The  disclaiming  note  limits  Thomas  to  this.  I  do  not  say  putting  an 
inner  tube  into  Thomas  would  take  one  outside  his  Patent,  but  if  one  has  a 
structure  that  will  not  work  without  an  inner  tube,  one  is  not  within  Thomas. 

45  There  is  nothing  in  the  alleged  infringement  which  tends  to  give  air-tight  tubes 
except  the  inner  tube.  27i07nas^  grooves  and  enlargements  grip  and  caulk,  the 
Defendants'  do  neither.  Also  in  the  Welch  tyre,  there  is  no  grip  or  pull  on  the 
rim,  it  is  self  sustaining.  I  submit  that  the  Defendants  are  entirely  outside  the 
spirit  and  the  language  of  the  Specification.    Non-infringement  stands  out  so 

50  markedly,  that  I  shall  not  deal  with  the  other  points. 

Terrell^  Q.C.,  in  reply. — The  real  question  on  this  Patent  is  the  scope  of  the 
Specification.  If  it  is  limited  to  the  case  of  a  groove  which  grasps  an  enlarge- 
ment, there  is  no  infringement.  If  the  invention  is  for  a  tyre  formed  of  a  sheet 
of  fiexible  material  having  engagements  with  the  edges  of  the  rim  and  held  there 

55  by  enlargements  or  other  means,  then  1  submit  that  the  Patent  is  clearly  infringed, 
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It  is  true  that  the  invention  is,  as  stated,  for  details  of  construction,  bnt  it 
is  a  pioneer  invention.    The  Patentee  for  the  first  thing  made  a  tyre  cover  out 
of  a  sheet  of  flexible  material,  and  for  the  first  time  made  the  tyre  cylindrical 
by  its  engagement  with  the  rim.    This  is  in  a  sense  a  detail  of  construction. 
In  Moore  v.  Thomson^  7  R.P.C.  325,  the  invention  was  for  details  of  construction,  5 
which  were  in  themselves  pioneer  inventions.     I  do  not  say  that  the  thickness 
of  the  edge  of  the  Defendants'  tyre  operates  in  the  same  way  as  Thomas* 
enlargements.     Thomas  obtained  the  possibility  of  getting  at  the  inside  of  the 
tyre.    The  fastening  was  not  the  point  of  his  invention,  the  point  of  it  was  the 
division  of  the  tube  into  two  parts.     It  is  said  that  it  is  a  barren  Patent.  10 
[Wills,  J. — I  shall  not  find  against  you  on  utility.]     The  question  is  what  was 
the  invention,  and  one  must  look  at  the  state  of  knowledge  of  the  time  to  see 
what  the  advance  was  that   Thomas  made.    Reading  Claim  5  and  the  dis- 
claimer together  every  word  applies  to  the  Defendants'  tyre,  except  as  to 
the  enlargements.     [Wills,  J, — The  disclaimer  says  that  the  invention  is  15 
confined  to  tyres  having  ribs  or  enlargements.]     In  the  case  of  Moore  v. 
Tho7nson  the   claims  in  the  Specification  were  very  narrow.     Since   Curtis 
V.  Piatt  the  Courts  have  gone  behind  the  claim  and  inquired    what   was 
the  substance  of  the  invention.     [Wills,  J. — Have  they  ever  gone  behind 
an  express  disclaimer?]      The  Courts    have  refused  to  say  that  because  a  20 
thing   would    not  be  an  anticipation,  therefore   it  is  not  an  infringement. 
'  [Wills,  J. — Did  not  the  Patentee  consider  the  enlargements  or  ribs  to  be  of 
the  essence  of  his  invention  ?]     One  must  look  at  the  Specification  as  a  whole, 
in  the  first   description  he   does  not   say  that.     [Wills,  J. — Does  not  the 
disclaimer  limit  that  part?]    Words  of  disclaimer  ought  to  be  read  strictly.  25 
Looking  at  the  functions  of    Thomas*   enlarged  edge  the  Defendants  use  an 
equivalent.    The  disclaimer  does  not  prevent  the  Court  from  looking  to  see 
what  the  pith  and  marrow  of  the  invention  really  is.    The  Patentee  does  not 
disclaim  every  equivalent  of  an  enlarged  edge.     I  submit  that  this  is  not  a 
Patent  for  the  fastening,  and  that  it  is  infringed.     In  Fig.  14  there  is  a  hooking  30 
action.    The  ring  C  is  in  tension  as  the  Welch  wire  is.     In  the  Defendants' 
tyre  C  is  split  into  two  parts,  namely,  the  wires,  one  of  which  is  put  on  each 
side.    In  Plimpton  v.  Spiller,  L.R.  6  Ch.  D.  412,  James,  L.J.,  said  that  a  claim 
was  in  the  nature  of  a  disclaimer ;  and  in  many  cases  the  Courts  have  held  that 
there  may  be  infringement  although  the  thing  taken  does  not  come  within  the  35 
exact  words  of  the  claim. 

Moulton,  Q.C. — A  Patentee  is  held  strictly  to  a  disclaimer.  Seed  v.  Higgins^ 
8  H.L.O.,  550 ;  Datv  v.  Eley,  L.R.  3  Eq.  496,  and  Curtis  v.  Piatt,  L.R.  3  Ch.  D., 
135.  In  Moore  v.  Thomson  no  new  rule  of  interpretation  was  laid  down. 
The  claim  there  was  a  very  special  one.  40 

As  to  TrigwelVs  Patent, 

Terrell,  Q.C,  opened  the  Plaintiffs'  case  on  this  Patent,  referring  to  the 
pleadings,  and  continued. — WelcKs  Patent  was  not  published  at  the  date  of 
Trigwelly  but  it  is  alleged  that  there  was  a  prior  grant  to  Welch  and  Wilson  of 
the  same  invention ;  at  the  same  time  infringement  is  denied.  \_MouUon,  Q.C. —  45 
If  TrigwelVs  Patent  has  a  limited  interpretation  put  on  it,  the  Defendants  do 
not  infringe,  but,  if  not,  then  the  other  defence  comes  in.]  The  substantial 
case  is  the  prior  grant  to  Welch.  We  allege  that  Welches  Patent  is  invalid 
on  the  same  grounds  as  those  set  up  in  the  previous  cases  on  that  Patent,  but 
this  case  may  go  to  the  House  of  Lords.  IVigwell  has  been  amended.  I  will  50 
first  read  the  Provisional  Specification.  [^Moulton.  Q.C,  mentioned  Moser  v. 
Marsden,  13  R.P.C  24,  as  to  referring  to  an  unamended  Complete  Specification.] 
On  the  right  construction  of  Lord  Watson's  speech,  it  may  be  referred  to  for 
assistance  in  construing,  if  the  language  of  the  amended  Specification  is 
ambig^uous,    In  the  Complete  Specification,  Figs.  1  and  2  are  diagrammatic  55 


Vol.  XVI.,  No.  22.]     AND  TRADE  MARK  OASES.  469 

The  Palmer  Tyre,  Ld,  v.  The  Pneumatic  Tyre  Company,  Ld. 

and  Others, 

drawings  of  the  same  thing.  In  Fig.  3  the  channels  are  ontaide  the  line  of 
the  cover,  in  Fig  4  they  are  inside,  and  in  Fig.  2  they  are  partly  outside  and 
partly  inside  it.  Claim  2  refers  to  strengthening  the  cover  with  wire  gauze 
or  a  substitute.  Our  case  is  that  Welch's  Provisional  Specification  did  not 
5  contemplate  pneumatic  tyres  at  all,  and  in  his  Complete  Specification  he 
included  TrigwelVs  invention,  which  had  been  put  on  the  market.  We  do 
not  allege  that  this  was  done  intentionally.  There  is  disconformity  in  Welch ; 
if,  however,  it  is  good,  there  is  a  prior  grant  to  him.  I  will  call  evidence  as  to 
infringement  and  to  supplement  the  evidence  as  to  the  question  of  the  validity 

10  of  Welch,  given  in  the  Pneumxitic  Tyre  Company,  La,  v.  The  East  London 
Rubber  Company. 

Sir  Frederick  J,  Br  am  well  and  Messrs.  Swinburne  and  Hall  were  called  as 
witnesses  for  the  Plaintiffs. 
Moulton,  Q.C.,  opened  the  Defendants'  case. — At  this  stage  the  question  on 

15  this  Patent  turns  solely  on  that  of  the  construction  of  the  Specification.  If  it 
be  construed  according  to  my  contention,  I  shall  not  say  that  it  is  invalid,  but, 
if  construed  as  the  Plaintiffs  contend,  it  is  invalid.  Bartlett's  Patent  for  the 
Clincher  tyre  became  part  of  the  knowledge  of  the  time  at  once.  It  had  a  sheet 
of  material  bent  and  put  into  a  rim  having  dove-tailed  edges ;  Bartlett  realised 

20  that  it  might  be  used  for  pneumatic  tyres  and  so  showed  it  in  his  Speci- 
fication. When  all  the  bicycle  trade  knew  of  the  Clincher,  putting  a 
tube  into  or  under  a  sheet  tyre  that  had  been  used  before  could  not  be 
invention.  Trigwell  invented  a  special  device  for  a  rim  and  tyre  interacting. 
He  was   too   late    for  a   general    claim.      The   rim   had  two  forms  in  his 

25  Provisional,  according  to  the  means  adopted  to  fix  the  tyre  in  position ; 
one  is  the  U-shaped  channel,  in  which  case  the  cover  has  an  enlarged 
head  and  the  tyre  is  fixed  by  turning  over  the  edge  of  the  flange  or  by  a  wire. 
The  other  form  had  vertical  flanges  and  the  tyre  is  pinned  with  external  rings. 
This,  together  with  the  wire  gauze,  represents  all  that  Trigwell  had  discovered 

30  at  the  date  of  his  Provisional  Specification.  At  the  date  of  the  Complete  Speci- 
fication, in  which  the  vertical  flange  is  dropped,  Welch  was  published.  Trigwell 
never  realised  air-locking,  he  made  the  fastening  on  of  the  wires  independent 
of  inflation  of  the  tyre  ;  he  merely  tied  on  his  tyre.  [The  Complete  Specifica- 
tion was  then  read.]   With  a  U-shaped  channel  to  the  rim  the  tyre  can  be  held  on 

35  by  a  wire  over  the  edge,  but  not  so  if  it  be  without  a  U-shaped  channel.  Such  a 
channel  is  the  essence  of  TrigwelVs  device,  it  is  shown  in  all  the  figures.  Fig.  2  is 
for  a  special  mechanical  device,  every  feature  of  which,  except  one,  is  in  Thomas, 
Trigwell  will  not  hold  on  without  the  U-shaped  groove.  It  is  said  that  one  side 
of  the  groove  may  be  dispensed  with,  but  it  was  always  made  with  the  U-shaped 

40  groove.  Unless  this  is  of  the  essence  of  it,  what  are  the  limits  of  it  ?  If  it  is 
of  the  essence  of  it,  the  Defendants  do  not  infringe.  Their  cover  is  not  bound 
down,  it  depends  for  its  success  on  being  free.  The  rim  only  restrains  a  lateral 
movement.  Trigwell^  when  drawing  his  Complete  Specification,  could  not 
claim  simply  the  holding  on,  so  he  claims  the  holding  on  and  the  strengthening. 

45  On  a  fair  construction,  the  part  as  to  strengthening  would  not  be  taken  to 
apply  to  a  thing  not  novel,  such  as  canvas.  Canvas  is  not  a  material  equivalent 
to  wire  gauze.  The  mention  of  it  is  omitted  in  the  Complete  Specification. 
Claims  3  and  4  are  not  infringed  ;  the  Defendants  have  no  wire  gauze  or  longi- 
tudinal channel,  and  Claim  2  is  for  a  combination  in  which  the  tyre  is  protected 

50  from  puncture  by  wire  gauze  or  its  equivalent. 

IMessrs.  Dugald  Clerk,  Professor  Boyes,  and  Mr.  F,  C,  Baisley  were  called  as 
witnesses  for  the  Defendants. 

Moulton,  Q.C.,  summed    up  the    Defendants*  case. — ^With   regard    to  the 
questions  asked  in  the  cross-examination  of  our  witnesses,  what  is  in  Welch's 

55  Patent  is  not  relevant  to  the  issue  whether  F.J.Bj  is  an  infringement  of  TrigwelVs 

2  U  J? 
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Patent.  I  will  deal  with  the  meaning  of  TrigwelVs  Specification.  It  is  a  narrow 
one  ;  one  fignre  in  it  only  difiOers  from  Thomas  in  having  an  inner  tnbe.  The 
only  fastening  contemplated  by  Trigwell  was  having  a  U-shaped  channel  with 
a  bead  fitting  into  it  and  drawn  np  tight.  Inflation  and  deflation  do  not  affect 
the  position  of  the  wire.  Only  particular  means,  which  are  described  in  the  5 
clearest  langaage,  are  claimed.  The  language  of  the  Specification  is  very 
precise.  It  is  quite  a  different  case  from  those  of  the  Welsha^ih  or  Welch 
Specifications,  It  is  different  both  as  to  the  kind  of  language  used  and  the  know- 
ledge of  the  time.  Trigwell  is  not  merely  for  the  fastening,  but  for  the  com- 
bination of  the  fastening  and  the  strengthening.  The  strengthening  is  meant  10 
to  be  by  wire  gauze  or  an  equivalent  material.  Canvas  was  used  in  the  Clincher 
tyre,  and  the  reference  would  not  be  taken  to  be  to  that,  but  to  something 
special. 

Astburyj  Q.O.,  replied. — ^As  to  construction,  I  agree  that  the  Patent  is  for  the 
combination  described.  I  do  not  say  that  Trigwell  suggests  Welch  or  wires  15 
floating  or  not  bound  down.  This  is  not  a  Curtis  v.  Piatt  case.  Apart 
from  Welchy  Trigwell  was  the  first  person  to  fasten  a  loose  cover  on  to  an  iron 
rim  by  wires.  The  Defendants  have  to  say  in  this  case  that  Trigwell  is  not 
infringed,  if  the  wires  are  not  tight.  Welch  may  be  an  improvement,  but 
nevertheless  it  is  an  infringement.  The  case  of  The  North  British  Rvibher  20 
Company^  Ld,  v.  Macintosh^  11  R.P.C.  477,  well  illustrates  that.  If  the 
Defendants  take  the  rim,  the  cover  and  the  wires,  yet  do  not  clamp  up,  they 
still  infringe.  Some  degree  of  tightness  of  the  wires  is  necessary.  If  in  Fig.  2 
of  Trigwell  the  wires  are  less  in  circumference  than  the  edge  of  the  rim,  they 
cannot  be  got  off  unless  there  is  a  way  of  enlarging  their  circumference.  25 
Welch  appreciated  that  he  could  make  alterations  in  Trigwell  for  getting  the 
wire  off,  but  when  Trigwell  and  Welch  are  each  in  operation  the  forces  at  work 
are  the  same,  unless  the  wires  in  Trigwell  are  clamped  up  very  tight.  If  they 
are  not  so  clamped,  the  air  pressure  lifts  the  wires  from  their  seat.  In  Fig.  3 
the  wires  have  to  be  clamped  more  tightly  than  in  Fig.  2.  Clamping  to  a  high  30 
degree  only  is  not  what  the  Patentee  intended.  To  construe  it  so  would  be  to 
overlook  the  enlarged  beads.  The  distinction  between  wires  which  are  floating 
and  wires  which  are  sometimes  taut  and  sometimes  floating  has  not  been 
before  suggested.  No  one  can  use  a  tight  wire  in  this  combination  without 
infringing.  There  are  two  rules  which  govern  the  question  whether  an  35 
article  is  an  infringement  although  not  identical  with  what  is  described. 
If  a  Patent  is  for  a  mere  improvement  in  a  well-known  article  used  for  a 
well-known  purpose,  no  new  result  being  obtained,  then  the  Patent  is  confined 
to  the  actual  thing  claimed.  But  if  a  Patent  is  for  a  new  result  produced  or 
for  a  new  means  of  producing  a  result,  then,  although  the  invention  be  small  and  40 
language  be  narrow,  the  Patentee  is  given  the  full  benefit  of  his  invention.  Here 
the  Patent  is  not  for  an  old  thing,  nor  is  it  for  producing  a  thing  by  old  means. 
Trigwell  was  the  first  man  to  wire  on  a  cover  for  a  pneumatic  tyre.  If  Welch 
is  out  of  the  way,  then  Trigwell  was  the  pioneer  of  one  of  the  greatest  inventions 
in  tyres.  Although  wires  had  been  used  for  other  tyres,  yet  he  was  the  first  to  4.5 
use  them  for  pneumatic  tyres,  therefore  he  is  not  confined  to  the  details,  although 
the  language  be  narrow.  The  improvements  are  four  in  number,  namely,  the 
cover,  the  clamping  by  wires,  the  strengthening,  and  the  U-shaped  channels. 
The  infringement  is  absolute,  with  the  exception  of  the  omission  of  the  inner 
sides  of  the  channels.  As  to  the  claims,  the  invention  is  good,  though  each  part  be  50 
old  ;  the  article  is  better  by  putting  the  parts  mentioned  together.  The  Defendants 
have  the  cover,  the  wires,  the  beads  in  the  edges  of  the  cover,  and,  although 
they  have  not  canvas,  they  have  "  flexif ort."  The  Complete  Specification  includes 
strengthening  either  by  a  lining  or  by  something  in  the  middle  of  the  rubber. 
It  was  commonly  known,  as   in   Dunlop  or   Thomas^  that  there  must  be  55 
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strengthening.  In  the  Specification,  this  term  indicates  something  giving  greater 
snpport  and  affording  greater  protection  against  punctnres.  There  may  be  in- 
fringement although  everything  is  not  taken,  Clarke  v.  Adie,  L.K.  2  App.  Cas.  315. 
At  the  date  of  the  Provisional  Specification  Trigwell  was  probably  not  aware  of 
5  ThomaSy  and  he  thought  that  he  had  invented  two  modes  of  attachment,  one  by 
bending  over  the  edge,  and  the  other  by  wiring  on ;  he  therefore  took  the 
U-shaped  channel  which  would  do  for  both.  He  afterwards  had  to  drop  the 
bending  over  because  of  Fig.  12  of  ITiomas,  but  he  kept  the  U-shaped  channel, 
which  was  a  very  useful  form.     Trigwell  may  not  have  appreciated  how  little 

10  the  inner  part  of  the  U  was  necessary,  but  that  is  immaterial.  But  it  is  found 
that  the  inextensibility  of  the  wires  and  the  lesser  circumference  of  them  is  the 
main  advantage,  and  that  advantage  is  secured  by  Trigwell.  If  the  Welch 
action  is  brought  in,  it  is  impossible  for  the  inner  side  of  the  U  to  have  any 
operation.    It  is  clear  that  the  ledge  in  the  Defendants*  tyre  plays  an  important 

15  part ;  it  prevents  the  tyre  from  a  rolling  movement.  The  whole  advantage  of 
Trigwell  is  taken.  [The  Pneumatic  Tyre  Company,  Ld.  v.  The  Ea^t  London 
Bubher  Company,  14  R.P.C.  at  pp.  100  and  103,  was  referred  to.]  It  was  there 
argued  unsuccessfully  that  clamping  took  the  alleged  infringement  out  of  Welch, 
but  it  was  held  that,  even  although  there  was  clamping,  the  benefit  of  Welches 

20  invention  was  taken.     Here  it  is  submitted  that  the  Defendants  have  all 
TrigwelVe  parts,  and  that  those  parts  have  the  same  functions  as  they  have  in 
Trigwell. 
As  to  Palmer's  Patent, 
Terrell,  Q.(J.,   opened  the  Plaintiffs'   case   on    this   Patent. — This    Patent 

25  has  reference  to  the  manufacture  and  application  of  the  canvas  lining  to  the  outer 
cover  of  tyres.  When  pneumatic  tyres  were  first  thought  of  it  was  soon  found 
that  it  would  not  do  to  rely  on  rubber  alone,  but  that  a  fabric  to  restrain 
by  its  tensile  strength  the  enlargement  of  the  rubber  was  necessary. 
Therefore  a  lining  of  canvas  was  put  to  the  rubber.    It  was  then  found  that  the 

30  canvas  split  before  the  rubber  outside  gave  way.  Palmer  discovered  that, 
when  the  threads  of  the  cover  are  woven  in  together,  in  rid|%St;hey  exert  a 
sawing  action  on  each  other,  and  they  ultimately  get  cut  throughT  He  had  the 
idea  of  having  the  warp  all  parallel  in  one  direction,  and  the  weft  lying  over  it 
parallel  in  another  direction  ;  so  that  by  that  means  a  better  resistance  to  the 

35  strains  was  obtained,  and  also  the  sawing  action  was  got  rid  of.  It  was  found  at 
once  that  Palmer^s  tyre  won  all  the  records,  because  in  other  tyres  some  of  the 
power  was  used  up  in  the  sawing  action.  The  important  issues  are  infringement 
and  novelty.  \_MouUon,  Q.C, — Both  those  are  serious.  Utility  is  not  a  serious 
issue.]     [The  Amended  Specification  was  then  read.]    The  Patentee  first  gets  a 

40  hed  of  parallel  threads  out  of  contact  with  each  other.  Then  he  has  two  plies 
with  the  thread  in  one  at  right  angles  to  the  threads  in  the  other  ;  or  the  threads 
may  be  embedded  on  the  opposite  sides  of  a  bed  of  rubber.  The  threads  must 
not  be  loose  on  the  surface  of  the  sheet,  but  must  be  bedded  in.  The  disclaimer 
is  to  be  incorporated  into  the  claim.    The  Patentee  disclaims  a  fabric  even  with 

45  parallel  threads  if  it  does  not  contain  his  invention.  The  operative  thing 
in  his  invention  really  consists  in  placing  the  two  plies  separately  so  as  to 
prevent  the  cutting  and  sawing.  The  application  of  the  fabric  to  the  purpose  is 
his  invention.  The  Patentee  disclaims  any  other  use,  he  makes  no  general  claim 
to  such  fabrics ;  he  disclaims  the  use  of  them  for  strengthening  in  such  things  as 

50  belts  and  hose-pipes,  and  for  resisting  longitudinal  strains  in  belts.  He  claims  for 
pneumatic  tyres  and  other  similar  purposes  where  the  rubber  would  be  subject 
to  the  same  sort  of  bendings,  twists,  and  so  on  causing  the  sawing.  There  were 
two  Specifications  which  were  the  cause  of  the  disclaiming  note.  The  first  is 
Coles  Jaques  and  Fanshawe,  No.  83,132  of  1868  (United  States).     They  had  in 

55  contemplation  the  making  of  an  ordinary  hose-pipe,  and  wanted  to  have  a  cotton 
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fabric  embedded  in  rubber.  The  object  was  not  to  have  the  threads  parallel, 
but  to  strengthen  ;  they  had  no  idea  of  the  sawing  action.  The  second  Specifi- 
cation is  Boucley,  No.  451  of  1875  ;  the  invention  there  was  for  driving  belts  and 
such  things,  where  the  strain  is  longitudinal.  The  danger  in  such  things  is 
disintegration  of  the  fabric,  as  stated  in  the  Specification.  BoucUy  points  out  5 
that  the  threads  crosswise  are  useless  in  resisting  the  longitudinal  strains,  and 
moreover  the  longitudinal  threads  tend  to  lengthen  themselves  and  to  buckle  up 
the  fabric.  There  could  not  be  a  sawing  action  in  driving  belts,  because  the 
strain  is  in  one  direction,  and  the  transverse  threads  are  always  loose  and 
cannot  saw  or  be  sawed.  Palmer  disclaims  the  use  for  such  purposes  as  in  LO 
these  two  Specifications,  he  only  claims  it  for  the  purposes  for  which  ho 
himself  discovered  the  use.  I  rely  on  the  following  cases  on  this  point  :  The 
Shrewsbury  and  Talbot  Cab  Company  v.  Sterckx,  13  R.P.C.  44,  where  almost 
the  identical  process  had  been  used  for  ship  plates :  the  mode  of  rolling  was 
old,  but  had  never  been  applied  to  tyres  for  the  purpose  of  holding  an  india-  15 
rubber  tyre  on  an  iron  tyre.  ,  Also  Penn  v.  Bibby,  L.R.  2  Ch.  127  at  p.  135. 
The  question  is  whether  a  man  with  full  knowledge  of  the  alleged  anticipa- 
tions and  noticing  the  defect  in  the  tyres,  would  require  to  make  an  invention. 
He  would  first  have  to  discover  the  cause  and  then  how  to  remedy  it.  Here, 
there  is  a  far  greater  difference  between  the  purposes  than  in  Penn  v.  Bilby.  20 
Up  to  the  time  of  Palmer,  the  mischief  was  felt  but  not  understood.  [The 
judgment  of  Lindley,  L.J.,  in  Oadd  v.  Mayor  of  Manchester,  9  R.P.C.  516, 
at  p.  524,  was  referred  to.]  There  is  abundance  of  invention  to  support 
the  Patent. 

Moulton,  Q.C.,  asked  to  be  heard  on  the  question  of  construction  before  the  25 
witnesses  were  called.     [Wills,  J.  intimated  that  he  should  be  glad  to  hear  the 
view  which  Moulton,  Q.C.,  wished  to  put  forward.]     This  Patent  claims  only 
the  invention  of  a  new  fabric.  It  is  a  Patent  under  the  International  Convention, 
and  there  is  no  Provisional  Specification.     [The  Specification  was  read  and 
commented  on.]     It  relates  to  the  manufacture  of  the  class  of  fabric  used  in  M) 
pneumatic  tyres,  but  such  fabric  would  be  used  for  other  things ;  it  is  fabric  of 
that  class.    The  principal  purpose  of  his  invention  is  to  produce  a  fabric  of 
requisite  strength  and  not  subject  to  the  disadvantages  to  which  he  refers.    He 
calls  it  "  my  fabric."     The  disclaimer  slates  that  he  makes  no  general  claim  to 
fabric  constructed  as  in  the  disclaimer  mentioned.     The  Patentee  has  put  in   :i5 
several  special  points,  the  threads  are  to  be  embedded  in  a  sheet  of  rubber,  they 
are  to  be  out  of  contact  with  each  other,  they  are  to  be  vulcanised.     In  the 
disclaimer,  he  does  not  refer  to  these  points.    The  claims  mention  these  points. 
He  gives  a  complete  description  of  the  way  of  making  the  fabric  and  no 
description  of  the  way  of  applying  it.    He  told  the  world  that  he  bad  made  a  40 
novel  fabric,  and  that  rubber  fabrics  to  which  this  applied  had  never  been  made 
except  with  woven  sheets.     I  do  not  say  that  any  fabric  made  with  parallel 
threads  would  anticipate  it,  because  his  claims  are  limited.    There  is  a  great 
difference  between  the  claim  here  and  a  claim  like  that  in  the  Patent  in  Penn 
V.  Bibby,  which  was  for  a  novel  construction  with  old  materials.     If  the  claim  45 
is  for  a  novel  fabric,  no  one  could  make  or  sell  it  for  any  purpose.    He  is 
careful  not  to  limit  his  claim  to  the  purpose  of  pneumatic  tyres.     The  Patentee 
has  to  bear  the  burden  of  showing  that  he  invented  a  novel  fabric. 

Terrell,  Q.C.— It  is  not  the  manufacture  of  all  fabrics  of  rubber  that  is 
referred  to,   but  of  that  particular  class  which  is  used  for  pneumatic  tyres.  50 
Read  those  words  into  the  Specification  wherever  the  word  "fabric"  comes 
in,  and  that  is  what  the  invention  is.    Undoubtedly   it  is  the  fabric  that 
we  claim. 

Mr.  Surinhume  and  Professor  Eiving  were    called  as    witnesses  for  the 
Plaintiffs-  55 
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MoultoHy  Q.C.,  opened  the  Defendants'  case. — There  is  no  jastification  for  the 
contention  that  the  Patentee  has  disclaimed  any  user.  The  Patent  is  for  a 
special  fabric,  which  he  claims  to  be  novel,  and  it  is  claimed  for  all  parposes. 
Probably  the  Specification  was  drawn  up  with  a  knowledge  of  GoUs  Jaques  arid 
5  Fanshawe^  and  of  Bmicley  :  it  insisted  on  the  points  of  novelty  which,  as 
compared  with  these,  the  Patentee  had.  The  Patentee  was  not  conscious  of  the 
greatest  advantage  of  his  fabric,  but  it  was  one  possessed  in  common  with  other 
fabrics.  The  Patent  relates  to  that  class  of  fabric  which  is  used  among  other 
purposes  for  pneumatic  tyres.    The  statement  in  the  Specification  as  to  the 

10  ways  in  which  rubber  fabric  were  then  produced  is  wrong.  The  Patentee  is 
anxious  not  to  tie  himself  down  to  the  instance  he  gives  as  to  the  defect ;  *'  such 
"  usage  "  refers  to  "  bending,  folding,  twisting,  or  other  manipulation."  First  he 
describes  his  unit.  He  takes  a  sheet  of  rubber,  he  embeds  the  threads  therein 
and  he  vulcanises  it  afterwards.    The  threads  are  to  be  parallel  and  out  of 

15  contact  with  each  other.  The  Patentee  thought  it  of  great  importance  that  each 
thread  should  have  its  bed  and  be  separated  from  the  next  by  rubber.  He 
relied  on  this  for  giving  greater  elasticity  and  as  a  point  of  novelty.  Nobody 
had  insisted  on  that  before  ;  Bcyucley  made  his  as  we  make  ours.  The  Patentee's 
unit  fabric  has  inextensibility  in  one  direction  and  extensibility  in  the  other. 

20  That  is  not  true  as  to  the  unit  of  "flexifort,"  it  is  not  extensible  transversely, 
because  it  would  tear,  having  no  strength  except  the  coat  of  varnish.  More  than 
two  plies  may  be  used  in  making  the  fabric.  Instead  of  vulcanising  the  plies  to- 
gether they  may  be  secured  in  any  other  satisfactory  manner,  but  the  Patentee 
does  not  dispense  with  vulcanising  altogether.    He  may  vulcanise  and  then  join 

25  the  plies  together,  or  he  may  join  before  vulcanising  and  then  vulcanise,  but  in 
every  case  there  must  be  vulcanisation.  Also  two  or  more  sets  of  threads  may 
be  used,  as  to  make  a  stout  hose-pipe.  His  disclaimer  relates  to  ^^  fabrics  so 
'*  constructed,"  not  to  the  user  of  those  fak^rics.  The  claims  emphasise  the  em- 
bedding of  the  threads  out  of  contact  with  each  other.     In  the  second  claim  the 

30  plies  are  vulcanised  separately,  the  first  claim  includes  vulcanisation  after  the 
threads  are  put  in.  In  the  one  case  the  ply  is  vulcanised  separately,  in 
the  other  cane  you  .need  not  do  that.  Although  vulcanising  is  not  mentioned 
in  the  first  claim,  it  is  "substantially  as  described."  The  Patentee  limits 
himself  to  the  case  of    the  threads  being  out  of    contact.      Two    plies  of 

35  rubber  with  parallel  threads  in  them,  the  sets  of  threads  being  at  right 
angles,  were  old.  There  was,  therefore,  good  reason  for  the  Patentee  insist- 
ing on  the  threads  being  out  of  contact,  and  they  were  to  be  out  of 
contact  in  each  unit.  It  is  clear  that  the  Defendants  do  not  infringe. 
Mr.  Swinburne  admits  that  their  threads  are  in  contact  with  each  other.     They 

40  ^o\di  them  in  position  by  putting  on  a  layer  of  india-rubber  solution  or  india- 
rubber  varnish,  which  is  rubber  dissolved  in  a  volatile  solvent.  They  have  no 
sheet  of  rubber,  and  no  embedding  of  the  threads,  and  no  vulcanisation. 
They  do  not  vulcanise  because  they  do  not  want  the  strength  of  the 
rubber,  it  is  only  a  thin  film  to  stick  the  threads  together.     It  is  said  that 

45  it  was  new  to  make  a  sheet,  although  it  was  old  to  make  a  pipe.  But  the 
Plaintiffs  themselves  used  it  to  make  a  hose-pipe  tyre.  It  was  old  to  make 
a  pipe  of  the  fabric,  and  the  fabric  cannot  be  novel.  As  to  anticipation, 
the  evidence  admits  all  that  the  Defendants  require  for  want  of  novelty. 
It  is  admitted  on  the  evidence  that  Palmer  added  nothing  to  the  manufac- 

50  ture  qua  manufacture,  that  the  Boiccley  unit  fabric  was  the  same  as  the  Palmer 
unit  fabric,  and  that  the  completed  Boucley  fabric  only  differed  in  being  in 
the  shape  of  a  tube.  There  was  no  suggestion  at  first  of  employing  Palmer^s 
fabric  as  a  cover,  it  was  intended  for  single  tube  tyres.  The  suggestion  that 
there  was  any  merit  in  getting  it  in  a  sheet  therefore  fails.    Moreover,  there 

55  would  be  no  invention  in  so  doing.     Boucley  in  two  layers  is  the  same  as 
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Palmer,  The  serious  part  of  this  case  is  based  on  the  erroneous  doctrine,  that 
if  there  is  an  invention,  and  a  feature  can  be  dispensed  with,  the  Patentee  has 
a  right  to  include  as  infringers  all  those  who  use,  not  his  invention,  but  the 
invention  minus  the  part  which  one  can  dispense  with.  It  may  be  that  an 
invention  can  be  made  by  showing  how  precautions  may  be  dispensed  with.  5 
Here  the  Patentee  says  that  the  threads  must  be  "  out  of  contact,"  that  is  the 
on*^  novelty,  yet  it  is  said  that  as  "  in  contact "  would  have  done,  "  in  contact " 
is  an  infringement.  There  is  no  justification  for  making  construction  depend 
on  evidence  that  something  is  unimportant  which  is  made  essential  in  the 
Specification.  There  is  no  question  here  about  the  Defendants  taking  the  main  10 
characteristic  of  a  new  invention ;  the  claims  are  narrow  and  the  Defendants 
do  not  take  any  of  the  characteristics.  If  the  claim  is  narrow  for  the  purpose 
of  the  protection  of  the  Patentee,  he  must  be  held  to  it  for  the  purpose  of 
infringement.  A  loose  interpretation  is  sought  to  be  put  on  the  Specification 
in  order  to  get  out  of  the  fabric  claim.  The  Plaintiffs'  evidence  is  that  the  15 
fabric  was  not  novel.  It  is  said  that  the  invention  related  to  pneumatic  tyres, 
but,  on  the  claim,  the  use  of  the  fabric  for  any  purpose  could  be  prevented. 
There  may  be  a  subordinate  patent  for  an  application  of  a  known  fabric  if 
there  were  some  ingenuity  in  the  application  to  a  special  purpose.  But  there 
are  two  essentials, — first,  there  must  be  invention  in  the  application,  secondly,  20 
the  claim  must  be  for  the  application.  Here  the  claim  must  be  defended  as  a 
claim  for  a  novel  fabric.  I  shall  prove  that  the  fabric  J.  S.  109  was  actually 
made,  used  in  making  the  commercial  article,  and  sold  before  the  date  of  the 
Patent. 

The  following  witnesses  were  called  for  the  Defendants : — Messrs.  J.   W.  25 
Thomas^  J.  Kear^  R,  W.  Hadwiny  C,  W.  Boys,  D.  Glerk^  F,  G.  Baisley^  and 
S,  F,  Edge,  and  Mrs.  Hawthorn. 

Mrs.  Hawthorn,  in  her  evidence-in -chief,  said  (in  effect)  that  she  was  for 
eleven  years  before  1892  in  the  employ  of  Messrs.  Moseley  A  Son^  and 
remembered  making  up  solid  tyres  out  of  layers  of  rubber  in  1888  and  1889,  30 
she  made  tyres  from  sheets  of  rubber  similar  to  J.  S.  109,  the  sheets  were 
brought  from  the  spreading  room,  they  had  to  cut  them,  the  first  lot  were  only 
of  one  thread,  and  were  not  successful,  the  first  tyres  rolled  were  similar  to 
J.  S.  Ill,  they  afterwards  had  orders  to  make  them  of  two  layers  of  rubber  with 
the  threads  of  one  running  one  way,  and  those  of  the  other  the  other  way,  in  35 
rolling  one  of  the  layers  was  started  about  an  inch  in  advance  of  the  other,  and 
one  finished  about  an  inch  in  advance  of  the  other,  they  joined  them  and  made 
them  endless,  and  gradually  worked  the  thing  up  until  the  tyre  was  even  all 
round,  and  then  they  had  to  roll  them  with  a  little  hand-roller,  then  they  had 
to  roll  the  edges  down,  which  caused  the  edges  to  be  fastened  ;  J.  S.  112  was  40 
like  the  second  lot  of  tyres.  In  cros^-examination  the  witness  said  that  the 
stuff  was  delivered  to  her  in  a  broad  sheet  on  a  roll,  it  was  unvulcanised,  the 
threads  ran  lengthwise,  the  stuff  was  about  one-sixteenth  of  an  inch  thick, 
the  threads  were  not  quite  one-sixteenth  of  an  inch  apart,  the  threads  were 
like  thickish  cords,  it  was  something  like  H.  101 ;  in  the  second  lot  when  they  45 
got  the  roll  they  drew  the  stuff  down  off  the  roll  on  to  the  table,  she  and  the 
foreman  worked  at  the  first  table,  they  used  a  straight  edge,  and  took  it  across 
from  one  corner  to  the  opposite  side  of  the  table  to  cut  the  stuff  on  the  bias,  they 
cut  a  strip  according  to  the  thickness  of  the  tyre  by  a  gauge,  the  stuff  was  sticky  • 
then  they  cut  a  strip  off  another  roll  the  other  way  of  the  table,  and  naphthaed  50 
one  of  the  pieces  and  laid  it  on  the  table,  then  naphthaed  the  other  strip  on 
one  side  and  put  it  on  the  top  of  the  other  with  the  threads  crossing,  one  about 
an  inch  in  advance  of  the  other — the  top  one,  then  they  rolled  the  threads  so 
that  no  air  could  get  underneath,  then  naphthaed  the  top  piece  and  commenced 
to  roll  up  a  piece  to  get  a  start  in  the  centre  of  the  tyre,  then  joined  it  lo  make  it  55 
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endless,  and  continued  to  roll  it  till  the  round  solid  tyre  was  got,  after  that  it 
had  to  be  rolled  and  the  edges  were  fastened  down  ;  one  tyre  was  finished  at  a 
time  before  the  next  was  commenced.  •,         .    . 

Terrell,  Q.G.,  said  that  he  could  not  displace  this  evidence,  but  the  legal  effect 
5  of  it  was  another  matter. 

Mouliony  Q.G.,  summed  up  the  Defendants*  case. — The  first  thing  is  to  get  the 
true  interpretation  of  the  Specification  as  it  would  have  been  read  at  its  date. 
The  first  sentence  states  in  general  terms  the  class  of  fabrics  to  'which  it  relates. 
It  does  not  limit  this  to  the  use  for  pneumatic  tyres.    The  first  two  paragraphs 
10  tell  what  the  Patentee  is  working  at,  and  the  difKculties  which,  in  the  state  of 
the  art,  were  met  with.    The  statement  of  the  invention  which,  is  to  remove  alH 
danger  of  sawing  action  begins  at  the  word  ^'  primarily.**  .  He  takes  a  sheet  of 
rubber  and  embeds  in  it  parallel  fibres  out  of  contact  with  each  other,  and  then 
vulcanises.    This  makes  his  unit  sheet.    The  fabric  is  made  by  taking  two  plies 
15  and  putting  them  together.    The  language  of  the  Patentee,  when  he  states  in  the 
Specification  what  is  the  point  of  his  invention,  is  conclusive.    The  next  para- 
graph is  also  very  important ;  it  states  how  for  practical  purposes  to  carry  out 
the  invention, — ^there  is  to  be  a  sheet  of  rubber,  and  it  is  heated,  and  the  threads 
are  to  be  embedded,  and  not  merely  stuck  on.    Then,,  in  the  disclaiming  note, 
20  "  so  constructed  "  means  fabrics  with  parallel  or  various  plies  of  parallel  threads ; 
that  is  the  only  construction  referred  to.    The  first  claim  is  a  perfect  claim  for 
what  he  has  described  ;  the  words  subject  to  the  above  disclaiming  note  are 
inserted  ex  abundanti  cautela ;  the  Patentee  had  already  limited  himself  by  the 
vulcanisation,  by  "  out  of  contact,"  and  by  embedding  in  rubber.    These  points 
^5  are  not  referred  to  in  the  disclaiming  note,  which  does  not  really  limit  the  claim. 
A^  to  vulcanisation,  the  unit  fabric  is  vulcanised,  but  in  making  the  fabric  out 
of  the  two  plies  these  may  be  cemented. together,  but  the  Patentee  never  omits 
vulcanisation.     If    vulcanisation  were  omitted,  you   could  not  carry  it  out 
because,  if  some  of  the  rubber  be  plastic,  the  form  and  arrangement  would 
30  get  altered.     The    joining    of    two  plies  need  not  be  by  vulcanising,    but 
each  ply  must  be  a  vulcanised  fabric.     In    the    second  claim  that  is  the 
structure  when  each  ply  is  vulcanised   separately.    In   the   first  one  there 
is  not  necessarily  separate  vulcanisation — the  whole  may  be  vulcanised ;  but 
there  must  be  vulcanisation  to  come  within  what  the  Patentee  says  is  the 
35  point  of  his  invention.    If  the  Patentee  is  limited  according  to  my  contention 
the  Defendants  do  not  infringe.    There  is  no  case  where  a  Patentee  has  in  his 
Specification  expressly  stated  the  point  of  his  invention  and  a  Court  has  put  it 
aside.    If  it  is  essential  that  the  threads  should  be  out  of.  contact,  then  it  is 
admitted  that  ours  are  in  contact,  and  we  do  not  infringe.    NobeVs  Explosives 
40  Company  v.  Anderson,  11  R.P.C.,  pp.  115  and  128,  and  12  R.P.C.  167,  shows  that 
the  question  pf  infringement  is  whether  the  alleged  infringer  is,  as  a  matter  of 
substance,  taking  what  is  claimed,  not  what  the  Patentee  might  have  safely 
claimed.    It  is  said  now  that  *"  out  of  contact "  might  have  been  left  out,  but  the 
interpretation  must  be  the  same,  whether  "  in  contact "  will  do  or  not.    It  would 
,45  bt)  sufficient  for  non-infringement  that  o]ur  threads  are  out  of  contact,  but  besides 
this  our  fabric  is  not  vulcanised,  and  our  threads  are  not  embedded  in  a 
sheet  of  rubber.    Generally  "flexifort"  is  not  in  tJie  least  of  the  character  of 
which    the    Patentee  was   thinking,    except  so    far  as    the  cross    series   of 
parallel  threads.    He  intended  a  rubber  fabric :  the  Defendants  use  rubber 
50  only  as   a  gum ;    it    is    very  thin,  and  plays  no  part  in  the  behaviour  of 
our   fabric.    Going  to    the    question    of    validity    the    case    of   anticipation 
falls  into  two  divisions.    One  is  the  anticipation  by  J.  S.  106  and  J.  S.  109 — 
the  Hawthorn  anticipations.    The  admissions  in  the  evidence  of  the  Plaintiffs 
show  that  this  is  a  case  of  absolute  anticipation.     [The  evidence  was  referred 
55  to.]     The  evidence  is  that  tyres  made  out  of  J.  S«  109  were  manufak^tured 
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and  sold  in   1889  and  1890  before  pneumatic  tyres  were  practically  in  the 
market.     The    Defendants   buy  "  flexif ort,"  which   is  the   single  sheet,  and 
which  is  admitted  not  to  be  within  the  Patent,  and  they  do  exactly  what  the 
witness  Mrs.  Hawthorn  did.    They  cut  out  and  put  the  two  parts  together  just 
as  she  did.    They,  it  is  true,  make  it  up  subsequently  in  another  way,  but  the  5 
claim  being  for  a  fabric  there  is  no  answer  to  this.     If  that  fabric  had  been 
applied  to  pneumatic  tyres  it  would  have  been  the  Palmer  fabric.    R.  v.  GiUler^ 
3  C.  &  E.  234,  shows  that  a  mere  application  cannot  generally  be  the  subject  of 
a  Patent.    As  to  Bot^ley,  if  it  is  an  essential  feature  of  the  Palmer  fabric  that 
the  threads  should  be  substantially  out  of  contact,  Boucley  is  not  an  anticipation,  10 
but  the  argument  on  this  is  the  usual  dilemma.    Bmicley  is  not  relied  on  as 
common  knowledge,  but  as  a  paper  anticipation.     In  many  ways  tyres  are 
similar  to  hose-pipes.    If  you  cut  the  Boucley  pipe  in  two  you  get  the  Palmer 
fabric.    He  taught  one  how  to  make  a  pipe  having  the  walls  of  Palmer  fabric. 
If  Palmer^a  Patent  be  good,  no  one  could  do  what  Boiicley  did  without  15 
infringing.    Mr.  Sivinhurne  admitted  that  if  a  hose-pipe  was  included  in  the 
things  for  which  Palmer  was  to  be  used,  it  would  have  been  the  same  as 
Boticley.    There  would  be  sawing  action  in  driving  belts ;  these  are  subject  to 
the  kind  of  usage  described  in  Palmares  Specification.    But  the  Plaintiff s  cannot 
say  that  wherever  there  is  sawing  action  they  have  patent  rights.    Whether  the  20 
consequences  were  known  or  not  they  belong  to  the  structure.     As  a  fact  the 
great  advantage  of  Palmer*s  fabric  was  not  avoiding  the  sawing  action,  but  that 
it  gave  speed.    Palmer  is  entitled  to  this  advantage,  but  so  is  Boucley  to  the 
advantage  of  the  absence  of  sawing  action.    The  argument  on  Coles  Jaques  and 
Fanehawe  is  the  same  as  that  on  Boucley.    It  is  admitted  by  the  Plaintiffs  that  25 
their  fabric  must  bd  novel.    The  reference  in  the  claims  to  the  disclaiming  note 
makes  no  difference.    The  disclaiming  note  can  only  contract  the  claims,  and  the 
greater  the  importance  given  to  it  the  stronger  is  the  case  against  infringement. 
What  that  note  says  is  that  the  Patentee  does  not  claim  the  construction 
generally,  but  with  his  special  points.    If  the  Patent  is  for  an  application  it  does  30 
not  show  how  to  apply. 

Terrell^  Q.C,  in  reply. — I  adhere  to  what  I  said  earlier  in  the  case,  namely, 
that  in  the  claim  ^^substantially  as  described'*  means  that  the  fabric  has,  by 
reason  of  the  construction  as  described,  the  properties  as  described,  and  is 
capable  of  being  applied  as  described.  Referring  to  Palmer^s  Specification,  35 
No.  4926a  of  1893,  which  I  objected  to  but  which  was  put  in  evidence,  it  relates 
to  the  manufacture  of  hose-pipes,  rubber  tyres,  and  the  like  from  a  fabric  fully 
described  in  No.  4926  of  1893  (the  latter  Specification  was  not  then  amended), 
and  it  is  obvious  that  he  was  there  referring  to  the  single-ply  fabric  which  was 
then  claimed  as  part  of  the  invention  in  No.  4926.  The  Court  is  not  entitled  to  40 
look  at  the  original  Specification  for  the  purpose  of  questioning 'the  propriety 
of  the  amendment,  but  may  do  so  for  the  purpose  of  seeing  the  meaning  of  the 
words.  The  Patentee  took  out  two  Patents,  one  to  make  the  fabric  and  the 
other  to  do  what  Boticley  did,  that  is.  No.  4926a.  This  does  not  really  affect 
the  question  of  construction,  but  it  is  an  answer  to  the  point  attempted  to  be  45 
made  on  that  Specification.  The  Patent  is  for  a  fabric  consisting  of  a  sheet 
capable  of  being  iised  for  the  purpose  of  being  manufactured  into  pneumatic 
tyres.  It  is  to  be  a  sheet  of  fabric  to  be  used  for  the  purpose  of  subsequent 
manufacture,  and  to  have  the  capacity  of  being  manufactured  into  pneumatic 
tyres  or  similar  articles  where  crossing  threads  are  to  be  avoided,  and  this  sheet  50 
is  to  contain  two  or  more  plies  of  parallel  threads  out  of  contact  with  each  other. 
It  is  not  an  application  Patent,  but  a  fabric  Patent ;  and  the  fabric  is  to  have 
certain  qualities  and  capabilities.  If  the  material  possesses  the  capacities, 
qualities,  and  structure  described  in  the  Specification,  then  to  sell  a  sheet  of  it 
is  an  infringement  whatever  purpose  it  is  sold  for.    [The  Specification  was  then  55 
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read  and  commented  on.]  When  the  Patentee  speaks  of  the  ways  in  which 
rubber  fabric  was  then  manufactured,  he  means  such  rubber  fabric  as  was 
intended  for  use  in  pneumatic  tyres.  He  has  substituted  a  particular  arrange- 
ment of  the  fibres  for  a  woven  fabric  in  the  making  of  a  sheet.  The  principal 
5  purpose  of  his  invention  was  to  produce  a  fabric  having  no  sawing  action.  The 
Patentee  tells  for  what  purpose  and  how  far  the  threads  are  to  be  embedded. 
The  purpose  is  to  prevent  them  getting  out  of  the  parallel  relation.  The 
disclaiming  note  means  that  he  disclaims  Boucley  and  Coles  Jaques  and 
Fanshawe.    There  being  a  disclaimer  for  certain  purposes  mentioned,  that 

10  involves  leaving  a  claim  for  certain  purposes.  The  Patentee  claimed  a  fabric 
capable  of  being  applied  to  certain  uses  in  which  the  threads  would  otherwise 
cut.  He  disclaims  parallel  threads  for  the  purposes  of  thickening  or 
strengthening  to  resist  longitudinal  strains  as  in  belts.  Coming  to  the 
claims,  embedding  does  not  mean  so  as  absolutely  to  close  round  each  fibre, 

15  but  sufficiently  to  preserve  their  parallel  relation.  The  Patent  is  for  a  fabric, 
and  if  such  a  fabric  had  existed  before,  capable  of  being  applied  to  pneumatic 
tyres,  the  Plaintiffs  would  have  been  in  a  difficulty.  But  this  is  not  so. 
Buucley,  which  is  merely  put  forward  as  a  paper  anticipation,  had  not  that 
capacity.    As  to  the  construction  to  be  placed  on  a  Specification  of  this  kind,  as 

20  to  what  will  amount  to  anticipation,  and  as  to  subject-matter,  I  refer  to  The 
American  Braided  Wire  Company  v.  Thomson,  5  R.P.C.  114.  Palmer^a 
discovery  was  not  disclosed  by  Bov^ley  or  Coles  Jaques  and  Fanshawe\  it 
is  a  mere  accident  that  in  Boticley's  hose-pipe  when  finished  the  threads  were 
parallel.    What   Palmer  really  invented  was  pneumatic  tyres  without  sawing 

25  action  in  the  fabric,  but  I  am  of  course  limited  by  his  claim.  In  substance 
his  Patent  is  an  application  Patent,  although  in  form  it  is  for  a  fabric  having 
the  capacity  of  being  applied  to  pneumatic  tyres  for  the  purpose  of  remedying 
a  certain  defect.  An  application  Patent  need  not  be  so  in  express  words. 
Supposing  a  Specification  which  describes  doing  something  which  might  be 

30  applied  to  A,  B,  C,  and  D,  and  the  Patentee  disclaims  it  as  applied  to  A,  B,  and  C, 
that  is  in  effect  claiming  it  only  as  applying  to  D.  The  whole  of  a  Specification 
must  be  read  with  the  claims  in  order  to  ascertain  what  is  the  substance  of  the 
invention  claimed.  It  is  said  that  the  Defendants  have  not  infringed  because 
it  is  essential  to  the  Patent  (1)  that  the  threads  should  be  out  of  contact  with  each 

35  other,  (2)  they  should  be  embedded,  and  (3)  that  there  should  be  vulcanisation, 
and  it  is  said  that  the  Defendants  do  not  take  these  three  points.  As  to  the 
first  and  second,  the  principal  object  of  the  invention  was  that  the  threads 
should  not  cross  in  contact,  not  that  they  should  be  out  of  parallel  contact ;  the 
secondary  object  was  to  maintain  their  parallel  relation.     The  Defendants  have 

40  taken  sufficient  for  effectirg  the  purpose  of  the  invention.  [^The  Incandescent 
Gas  Light  Company,  Ld.  v.  Tfie  De  Mare  Incandescent  Oas  Light  System,  Ld.,  13 
R.P.C.  301  and  559,  was  mentioned.]  As  to  vulcanisation,  the  first  claim  does  not 
necessarily  include  that.  The  Patentee  says  that  he  prefers  to  vulcanise.  The 
mere  fact  that  the  Defendants  leave  this  out,  thereby  making  the  article  not  so 

45  good  (or  even  if  vulcanisation  is  not  necessary),  cannot  take  them  out  of  infringe- 
ment. The  Patentee  describes  the  best  way.  The  Defendants  take  ail  that  is 
material  to  the  invention.  The  serious  question  is  that  of  anticipation.  First, 
as  to  anticipation  by  Moseley  in  the  manufacture  of  the  solid  tyre  of  rubber  with 
threads  in  it.     There  is  only  one  point  in  the  course  of  what  Mrs.  HawtJwm 

50  described  at  which  there  can  ])0S6ibly  be  said  that  there  is  anticipation  of 
Palmer.  When  the  two  strips  were  laid  one  on  the  other  they  were  rolled  to 
make  them  cohere  ;  from  that  point  they  destroyed  what  they  had  got  for  the 
purpose  of  anticipating  Palmar.  No  Patent  has  been  anticipated  by  such  a 
stopping  in    the   middle   of   a   continuous   manufacture.    Here  there  was  a 

55  continuous  process  going  on ;  each  tyre  was  finished  before  another  was  begun. 
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But  is  8aid  that  stopping  before  the  rolling  up  yon  have  an  anticipation. 
It  is  publication  of  the  invention  that  anticipates  a  Patent,  and  here  there 
was  no  such  publication.  As  to  Boucley,  the  remarks  of  the  Lords  Justices 
in  T?ie  American  Braided  Wire  Company  v.  Thomson  must  be  borne  in 
mind.  It  is  merely  an  alleged  paper  anticipation.  Boucley  made  a  one-ply  5 
fabric  and  stopped  at  that.  Then  he  described'  how  to  use  that.  First,  as  to  the 
manufacture  of  hose  pipes.  Boucley  wanted  to  take  a  fabric  having  good 
resistance  to  longitudinal  strain,  and  to  make  a  hose  pipe  by  winding  it 
circumferentially.  There  is  no*  suggestion  of  Palmer^s  invention  in  Boucley. 
He  describes  an  article  in  the  course  of  the  manufacture  of  which  he  gets  a  10 
fabric  something  like  Palmer^s  fabric.  Then  in  the  manufacture  of  belts 
he  wants  to  avoid  using  threads  the  longitudinal  strength  of  which  is  useless 
to  his  fabric.  The  disintegration  of  the  fabric  which  he  mentions  is  quite 
different  from  the  sawing  action  ;  it  is  disintegration  of  the  rubber  and  tissue 
construction.  Boucley  does  not  describe  any  &brics  which  are  subject  to  a  15 
sawing  action.  If  Brrucley  is  not  an  anticipation,  d  fortiori  Coles  Jaques  and 
FansJiawe  is  not.  Weight  must  be  given  to  the  disclaiming  note.  Palmer 
disclaims  the  use  of  parallel  threads  for  thickening  or  for  giving  longitudinal 
strength.  The  Patentee  claims  the  manufacture  of  his  &bric  for  uses  not 
disclaimed,  and  the  use  not  disclaimed  is  the  prevention  of  sawing  action.  In  20 
Oadd  V,  Mayor  of  Manchester^  9  RP.C,  at  p.  524,  the  propositions  applicable  to 
the  present  case  are  summed  up.  Here  there  is  a  new  use  for  a  purpose  which 
made  a  revolution  in  bicycle  tyres.  The  Patentee  discovered  this  use  and  the 
principle  on  which  it  was  founded.  Applying  Lord  Westbury'^s  test  in  Betts  v. 
Menzies^  31  L. J.Q.B.,  at  p.  244,  can  it  be  said  that  Boucley  was  a  publication  25 
which  involved  the  same  amount  of  useful  information  as  Palmer  ?  In  Penn 
V.  Bibby^  L.R.  2  Ch.  136,  it  appeared  that  lignum  vitse  had  been  used  for  bear- 
ings, but  not  for  the  purpose  of  avoiding  electrical  action  ;  the  identical  thing 
had  been  done  in  an  analogous  way.  Palmer  is  for  an  object  different  from 
Botcdey  ;  at  the  date  of  the  latter  the  purpose  had  not  arisen — ^pneumatic  tyres  30 
were  not  in  use.  {^Muntz  v.  Foster^  2  Web.  P.O.  93,  was  also  mentioned.]  As 
to  NobeVs  Explosives  Company  v.  Anderson,  that  was  a  case  of  deliberate 
disclaimer  because  Nobel  thought  that  insoluble  nitro- cellulose  would  not  work. 
Everything  here  turns  on  the  construction  of  the  Specification.  Giving  full 
weight  to  the  whole  of  it,  it  really  is  not  a  Patent  for  a  fabric ;  it  is  for  the  appli-  35 
cation  of  a  fabric  to  the  remedying  of  a  particular  defect,  which  defect  arises, 
as  the  Patentee  pointed  out,  in  pneumatic  tyres. 

Wills,  J. — In  this  case  the  Plaintiffs  claim  that  three  Patents  now  vested  in 
them  have    been    infringed   by  what  ia  known  as  the   Welch  tyre  of    the 
Defendants.    The  inquiry,  therefore,  divides  itself  into  three  branches.    The  40 
Patents  have  nothinsr  in  common,  and  I  will  deal  with  each  separately. 

The  first  is  No.  4350  of  1889,  granted  to  one  Tliomas.  It  is  very  badly  drawn. 
It  has  been  apparently  the  subject  of  two  amendments,  for  the  number  is 
followed  by  a  double  asterisk,  and,  indeed,  the  Statement  of  Claim  alleged  two 
amendments,  one  in  July  1893,  and  another  of  the  24lh  of  May  1898.  Unf  ortu-  45 
nately,  as  I  cannot  help  thinking,  the  present  practice  seems  to  be  to  print  the 
Specification  in  its  amended  shape  without  showing  what  it  originally  was,  and 
what  alterations  have  been  made.  The  practice  is  said  to  have  been  adopted  in 
obedience  to  a  passage  in  the  Judgment  of  the  House  of  Lords  in  Moser  v. 
Marsden,  to  be  found  in  13  Patent  Cases,  p.  31.  I  doubt  very  much  indeed  50 
whether  the  House  of  Lords  ever  intended  that  the  Court  which  had  to  construe 
the  Specification,  or  the  person  who  had  to  act  upon  it  as  given  to  the  world,  should 
be  deprived  of  that  natural  aid  to  the  interpretation  of  ambiguous  passages.  I 
entirely  subscribe  to  what  Lord  Watson  has  said,  but  I  cannot  help  thinking 
it  has  been,  miaunderstood  in  its  application.    In  the  present  ease  I  certainly  55 
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should  have  been  glad  to  have  seen  the  original  Specification  and  the 
amendments,  and  I  think  some  usefnl  information  would  probably  have 
accrued  from  the  comparison.  However,  the  Specification  is  now  printed,  and 
nothing  else  has  been  before  me,  and  I  have  to  make  the  best  I  can  of 
5  the  materials. 

The  Specification  is  entitled,  **  For  improvements  in  tyres  and  fellies  for  the 
"  wheels  of  vehicles,"  and  the  Patentee  says  that  it  has  relation  to  the  wheels  of 
vehicles,  enumerating  them  in  terms  which  end  with  the  words,  "  and  other 
*•  rolling  conveyances."     So  that  so  far  as  relates  to   the  classes  of  carriage 

\{)  wheels  intended  to  be  dealt  with,  it  is  as  general  and  wide  as  it  could  well  be 

made.    "  My  invention,"  the  Patentee  goes  on,  '*  relates  to  details  of  construction 

'*  and  mode  of  application  and  use  "  ;  so  that  it  does  not  profess  to  enunciate  or 

illustrate  any  new  principle.     "  It  may  be  carried  into  effect  in  a  variety  of 

.  **  ways  and  under  different  conditions  such  as  hereinafter  described,"  words  too 

15  general  to  perform  any  function  other  than  that  of  referring  us  to  what  follows. 
'*  My  invention,"  he  continues,  "  consists  of  a  tyre  made  of  a  sheet  of  flexible 
^  material  impervious  to  liquids  or  fluids,  and  such  as  may  be  caused  to  assume 
"  a  cylindrical  form  in  its  engagement  with  an  angular  felly  provided  with 
"  grooves,  slits,  recesses  or  sunken  channels  in  the  side  walls  or  edges  thereof, 

20  "  and  caused  to  maintain  said  form  after  inflation,  to  provide  a  very  strong, 
"  durable  and  serviceable  tyre,  especially  adapted  for  use  in  connection  with 
"  the  road  wheels  of  bicycles,  tricycles,  velocipedes,  and  other  rolling 
"  conveyances." 

I    direct    special    attention    to   this  paragraph    becaase  it   is    the   portion 

25  of  the.  invention  alleged  to  be  infringed  by  the  Defendants.  It  de- 
scribes a  sheet  tyre  intended  to  be  inflated.  One  thing  is  perfectly  clear,  so 
far  as  this  description  goes,  if  taken  by  itself.  The  inventor  uses  the  word 
"  tyre  "  to  express  a  structure  which  (whatever  it  be)  is  to  consist  of  his  sheet 
of  flexible  material  only,  and  it  is  to  be  impervious  to  fluids  (including  air  and 

30  other  gases)  and  it  is  to  be  inflated  :  and  if  the  description  ended  here,  I  should 
say  that  it  excluded  any  case  of  a  tyre  in  which  the  sheet  itself  was  not 
inflated,  but  was  made  to  assume  a  cylindrical  form  by  a  tube  inside,  which  was 
quite  independent  of  the  sheet,  and  where  the  cylindrical  form  of  the  sheet 
tyre  was  obtained  by  inflating  this  independent  tabe.     I  am,  however,  opposed 

35  to  any  construction  depending  upon  an  isolated  passage  not  intended  to  be 
inconsistent  with  the  rest  of  the  description,  and  I  think  from  the  character  of 
the  drawings  to  be  mentioned,  and  their  obvious  adaptability  to  the  case  of  a 
separate  pneumatic  tube  encased  in  the  sheet,  that  a  structure  compounded  of 
the  rim,  of  an  inner  inflatable  tube,  and  an  outer  covering  of  flexible  material 

40  of  the  character  and  conformation  described,  would  fairly  fall  within  this 
description  of  a  sheet  tyre,  although  in  that  case  the  air-tight  character  of  the 
sheet  itself  would  be  quite  immaterial.  The  inflation  of  the  inner  tube 
blowing  out  the  cover  to  the  cylindrical  shape  may,  I  think,  without  undue 
straining  of  words,  be  considered  to  come  within  phraseology  more  strictly 

45  applicable  to  the  inflation  of  the  sheet  itself.  The  Specification  is,  as  I  have 
already  pointed  out,  very  inartisticiiUy  drawn,  but  I  think  that  between 
description  and  drawings  so  much  as  I  have  here  indicated  may  be  fairly 
gathered. 

Another  form  in  which  sheet  tyre  and  rim  m:iy  be  compounded,  within  the 

50  description  in  the  paragraph  in  qnestion,  is  where  the  felly  itself  forms  part  of 
the  air-tight  tube,  and  where  the  ring  presented  by  a  cross-section  of  the  outside 
of  the  wheel  consists,  as  to  part  of  its  ci  cumference,  of  the  rim,  of  the  felly 
itself,  and  as  to  the  rest  only,  of  the  sheet  of  flexible  material  to  which  he 
confines  the  word  "  tyre."     In  that  case  the  sheet  itself  will  be  inflated  on  the 

55  introduction  of  air  into  the  hollow  space  between  it  and  the  rim— and  provided 
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that  the  joint  between  the  metal  and  flexible  material  be  perfect,  the  air-tight 
character  of  the  tube  will  be  preserved. 

This  part  of  the  Specification  points  to  no  means  of  securing  such  air- 
tightness  except  engagement  in  the  grooves,  slits  or  channels  which  the  rim  is 
to  have  to  receive  the  edges  of  the  sheet  tyre  ;  and  as  such  air-tightness  is  in  5 
fact — as  is  admitted  on  both  sides — very  difficult,  if  not  impossible,  to  attain, 
it  is  obvious  that  if  the  Specification  stopped  here,  it  would  be  imperfect  by  failing 
to  point  out  how  to  do  one  of  the  most  critical  parts  of  the  operation.  Here, 
however,  again  I  think  that  the  drawings  come  to  the  rescue  and  point  to 
several  methods  by  which  the  Patentee  proposes  to  effect  this  essential  end.  10 
It  will  be  necessary  to  say  more  by-and-bye  about  these  modes.  At  present  I 
am  concerned  only  with  the  meaning  of  the  Specification. 

The  next  paragraph  describes  a  further  part  of  the  invention — a  class  of  pip»^ 
tyre.  This  part,  Thomas  says,  "  consists  also  of  a  flexible  or  elastic  tyre  capable 
"  of  inflation  by  air,  gas,  water  or  other  liquid  or  fluid,"  showing  that  up  to  15 
this  point  he  considers  what  he  is  saying  as  applicable  to  the  sheet  tyre  already 
discussed,  as  well  as  to  the  pipe  tyre  now  to  be  mentioned.  He  goes  on, 
"  and  the  tyre  provided  with  two  or  more  ribs  or  projections  for  engagement 
"  with  an  improved  felly,  made  in  one  or  more  parts,  and  adapted  to  receive  and 
"  firmly  hold  the  same  in  position  in  the  outer  face  thereof  by  means  of  cement  20 
"  or  other  glutinous  or  adhesive  material  or  substances." 

This  is  pretty  intelligible.  I  am  not  sure  that  it  could  not  be  made  to  cover 
some  of  the  same  ground  as  the  previous  paragraph,  if  it  stood  by  itself,  but 
the  Patentee  clearly  meant  to  divide  his  invention  into  two  partp,  and  I  agree 
with  the  learned  Counsel  on  both  sides,  that  the  fair  reading  of  the  Specification  25 
attaches  this  paragraph  to  the  pipe  form  of  tyre,  as  to  the  infringement  of  which 
no  question  arises. 

The  Specification  then  refers  to  the  drawings,  which  are  said  to  "  illustrate 
*'  some  of  the  mechanical  and  other  features  of  my  invention  in  some  of  the 
"  forms  found  practically  efficient  and  useful."  The  drawings  therefore  do  not  30 
exclude  anything  that  could  be  got  out  of  the  Specification  without  them,  and  do 
not  narrow  anything  which  does  not  depend  upon  them.  But  inasmuch  as  the 
Specification  would  in  some  respects  be  positively  insufficient  without  them, 
and  would,  where  not  deficient,  be  much  less  intelligible  without  them,  they 
cannot  be  passed  over,  nor  even  be  treated  as  containing  nothing  but  illustrations  35 
of  the  meaning.  They  are  first  described  in  general  terms,  and  then  the  letters 
used  in  each  of  them  are  attached  by  description  to  the  various  parts  of  the 
wheel  to  which  they  are  intended  to  refer,  and  then  each  of  them  is  again 
described  fully  and  with  references  to  the  letters  of  which  the  meaning  has 
been  already  explained.  40 

The  Figures  are  numbered  9, 10,  11, 12,  14, 16, 17.  I  should  suppose  that  the 
unamended  Specification  contained  the  missing  numbers  1  to  8,  13  and  15. 
Why  10  was  left  in  it  is  difficult  to  see,  as  it  is  clearly  within  an  important 
disclaimer  towards  the  end  of  the  Specification.  There  seems  to  be  every 
reason  for  leaving  9  in,  for  it  indicates  quite  clearly  that  the  Patentee  had  45 
thought  of  putting  a  pneumatic  tube  inside  the  tyre,  as  one  means  of  what 
he  calls  "inflation  of  the  tyre."  It  serves  no  other  purpose,  and  Fig.  10 
serves  none  at  all  that  I  can  see,  in  view  of  the  disclaimer  to  which  I  have 
alluded. 

As  the  description  of  Fig.  9,  however,  remains,  I  will  remark  that  it  is  pretty  50 
obvious  that  the  original  Specification  must  have  included  the  sort  of  tyre  shown 
in  Fig.  9,  and  that  Thomas  then  proposed  for  his  pipe  tyre  there  described  two 
methods  of  attachment.  In  one,  the  tyre  (t.e.,  in  this  case,  the  whole  tube)  is 
to  be  "  sprung  into  the  grooved  felly  B."  That  shows  that  he  is  treating  the 
figure  as  a  mere  outline,  and  that  he  contemplates  making  the  rim  with  such  a  55 
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groove  that  the  tyre  would  have  to  be  sprung  into  it,  t.6.,  as  it  seems  to  me,  that 
its  extreme  edges  are  to  be  nearer  together  than  in  some  portions  of  the  edges 
of  the  rim  nearer  to  the  centre  of  the  wheel,  for  that  is  the  only  case  in  which 
the  expression  "  sprung  in,"  would  be  applicable.  In  such  a  case  he  relies  upon 
5  a  clasping  or  gripping  action  to  hold  the  tyre  in  its  place.  The  other  method 
of  attachment  which  he  proposed  is  with  a  rim,  shaped  as  in  the  figure,  and 
then  it  is  to  be  secured  by  cement  of  some  kind.  Seeing  the  nature  of  the 
strains  to  which  these  tyres  and  rims  are  exposed  in  bicycle  riding,  this  passage 
shows  a  degree  of  faith  in  the  powers  of  cement  or  bird  lime,  which  I  confess  I 

10  find  a  diflaculty  in  sharing. 

I  may  observe  also  in  passing  that  the  descriptions  of  Fig.  9  show  that  the 
Patentee  could,  at  all  events,  be  very  careless.  He  describes,  as  one  of  the 
advantages  of  Fig.  9,  that  the  inside  pipe  and  the  outside  cylindrical  cover 
would  "creep"  over   one  another.    Whereas  an   indispensable   part  of   his 

15  construction  is  a  metal  tube  with  a  valve  or  tap  in  it  passing  through  both, 
which  would  absolutely  prevent  any  such  action. 

The  description  of  Fig.  10  further  illustrates  the  sturdy  faith  of  the  Patentee 
in  the  powers  of  cement  and  glutinous  material,  though  not,  perhaps,  in  so 
marked  a  degree  as  the  description  of  Fig.  9. 

20  Fig.  11  describes  another  form  of  pipe  tyre,  in  which  the  felly  of  the  wheel 
is  noade  in  two  parts.  It  is,  in  fact,  a  felly  sliced,  in  a  plane  passing  through  the 
centre  of  the  wheel  into  two  parts.  The  inner  edge  of  the  pneumatic  tube  is  to 
have  a  radial  projection  of  the  same  material  as  itself,  which  is  to  go  between 
the  two  sections  of  the  felly.    These  are  then  bolted  together,  the  bolts  passing 

25  through  this  projection,  and  being  screwed  up  tight  by  nuts,  and  made  as 
secure  as  possible,  so  that  the  two  halves  of  the  felly  may  not  come  apart  in  the 
use  of  the  wheel.  The  attachment  is  to  be  strengthened  by  smaller  projections, 
one  on  each  side  of  the  principal  one,  which  are  to  fit  into  grooves  in  the  rim 
made  to  receive  them.    They  are  shown  on  the  figure  as  pear-shaped,  so  that 

30  when  the  rim  of  the  felly  is  finally  formed,  the  projection  may  be  gripped  by 
the  edge  of  the  rim  which  would  have  to  be  bent  inwards  upon  the  projection, 
and  would  in  that  case  hold  the  tube  very  tightly  to  its  place.  As,  however, 
the  Patentee  says,  in  respect  of  Fig.  12,  which  in  respect  of  pear-shaped  hollows 
is  exactly  identical  with  Fig.  11,  that  wooden  fellies  may  be  used  as  well  as 

35  metal  ones,  and  it  would  be  impossible  to  get  pear-shaped  projections  into  a 
pear  shaped  wooden  groove.  I  think  it  is  fair  to  treat  the  diagram  as  in  this 
respect  merely  illustrative,  and  to  suppose  that  in  the  case  of  a  wooden  felly  he 
relied  upon  the  cement,  of  which  he  talks  in  this  connection,  to  hold  his 
(in  that  case)  parallel-sided  projection  into  parallel-sided  grooves.    Fig.  11, 

40  however,  plays  a  very  subordinate  part  in  this  inquiry  for  it  does  not  refer  to 
sheet  tyres. 

Fig.  12  does  apply  to  a  sheet  tyre.  That  figure  undoubtedly  relies  upon  the 
pear-shaped  hollows  in  the  rim  of  the  felly,  from  which  the  projections  could 
not  possibly  escape  when  once  the  edge  of  the  rim  was  bent  fully  back  upon 

45  them.  But  in  respect  of  this  figure,  the  Patentee  says,  specifically,  that  the 
felly  may  be  made  of  wood,  in  which  case,  as  I  have  pointed  out,  the  groove 
must  have  parallel  sides  in  order  to  get  the  projection  in.  Wood  cannot  be  bent 
back  upon  itself  like  metal.  There  is,  however,  to  be  a  projection  or  enlargement 
at  each  edge  of  the  cover  or  tyre,  and  the  grooves  are  to  be  made  deep  "  in  order 

50  "  that  the  enlargements  of  the  flexible  sheet  forming  the  hollow  tyre  may  be 
"firmly  fitted  to  and  held  therein  by  means  of  cement  or  other  glutinous 
"  material."  He  adds  (and  this  passage  is  greatly  relied  upon  by  the  Plaintiffs) 
that  the  flexible  material  may  be  retained  in  the  grooves  in  question  "  by 
"  pins,    rivets,    bolts    or    other    suitable    fastening."    It   is  conceded  that  a 

55  circumferential    wire,    either    in    the    enlargement    itself   or    outside    the 
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enlargement,  would  be  a  suitable  fastening  in  itself.  Whether  the  former  of 
these  methods  is  within  the  disclaimer  is  quite  another  question,  which  I  will 
deal  with  hereafter. 

Fig.  14  introduces  a  different  arrangement  in  which  the  complete  tube  is  again 
made  up  of  the  flexible  sheet  with  beaded  edges  and  a  piece  of  metal  in  the  5 
shape  of  a  band  going  all  round  the  rim,  placed  between  horizontal  edges  or 
flanges  to  the  rim  which  turn  inward  and  press  against  the  outside  of  the  sheet, 
whilst  the  edges  of  the  band  press  in  the  same  place  against  the  inner  edges, 
and  when  by  bolts  and  nuts  the  two  sides  of  the  rim  are  screwed  up  tight  the 
complete  tube  is  made  up  of  the  india-rubber  tyre  and  the  metallic  band  10 
pressed  very  tight  together  and  preventing  the  distortion  or  deflation  of  the 
tube  by  holding  the  beaded  edges  underneath  the  band — nearer  the  centre  of 
the  wheel,  that  is — and  against  the  flanges,  by  reason  of  the  impossibility  of 
their  gettiDg  through  the  gaps  between  the  edges  of  the  band  and  the  return 
flanges  of  the  rim.    The  band  thus  treated  serves  the  double  purpose  of  holding  15 
the  tyre  in  position  and  making  the  tube  air-tight. 

Figs.  16  and  17  relate  to  methods  of  fastening  sheet  tyres  on  to  ordinary 
(^rriage  or  cart  wheels.  The  essence  of  the  description  given  of  each  figure  is 
that  the  tyres  are  to  be  held  on  by  inserting  them  into  grooves  in  the  sides  of 
a  metallic  ring  or  hoop  which  is  afterwards  to  be  bolted  on  to  the  wheel  or  20 
secured  to  it  in  any  other  convenient  method.  The  tyre  is  to  be  held  to  the 
pietallic  band  by  having  its  edges  pinched  into  grooves  which  are  either  pear- 
shape  or  with  parallel  sides.  The  modus  operandi  is  clearly  the  pinching  action 
with  or  without  the  help  of  an  enlarged  extremity. 

What  Diight  or  might  not  have  been  the  constructicm  of  this  Specification  if  it  25 
had  stopped  here,  it  is  scarcely  worth  while  to  inquire,  inasmuch  as  the  whole  is 
qualified  by  a  very  important  paragraph,  which  I  proceed  to  give.     It  runs 
thus : — "  Having  now  particularly  described  and  ascertained  the  nature  and 
"  objects  of  my  invention,  and  in  what  manner  the  same  is  to  be  performed,  I 
"  would  have  it  understood  that  I  make  no  claim  to  auy  method  of  constructing  30 
"  tyres  other  than  such  in  which  the  tyre  is  made  with  longitudinal  ribs,  or 
^'  has  enlarged  edges  which  pass  into  and  are  held  within  grooves  or  their 
"  equivalents  formed  in  the  rim  of  the  wheel,  but  subject  thereto  what  I  claim 
"  is  : — (1)  A  wheel  provided  with  an  inflatable  tyre  having  the  sides  or  edges 
"  thereof  secured  between  the  flanges  of  a  rim  or  felly,  substantially  as  and  for  35 
'*  the  purposes  set  forth.     (2)  A  wheel  provided  with  an  inflatable  tyre  having 
*'  the  sides  thereof  pinched  and  secured  between  the  flanges  formed  with  a  rim 
"  or  felly  and  the  flanges  projecting  inwardly  from  the  periphery  of  the  rim  or 
"  felly,  substantially  as  and  for  the  purposes  set  forth.    (3)  A  wheel  provided 
"  with  a  tyre  composed  of  a  web  of  flexible  material  having  the  sides  or  edges  40 
"  secured  between  the  walls  of  flanges  formed  with  a  rim  and  a  tube  with  a 
^^  cock  for  permitting  the  inflation  of  said  tyre,  substantially  as  and  for  the 
"  purposes  set  forth.    (4)  An  inflatable  tyre  composed  of  a  sheet  of  flexible 
"  material  having  the  sides  thereof  enlarged  and  firmly  held  in  grooves  or 
"  counter-sunk  channels  formed  in  the  sides  or  edges  of  a  felly,  substantially  45 
"  as  described.    (r>)  An  inflatable  tyre  composed  of  flexible  material  having  the 
"  side  enlarged  in  combination  with  a  felly  having  grooves  or  channels  in  the 
*'  sides  or  edges  thereof  to  receive  the  enlargements  of  the  tyre  and  a  tube  with 
"  a  cock  secured  into  said  felly,  substantially  as  and  for  the  purposes  set  forth. 
"  (6)  A  flexible  or  elastic   hollow  tyre  provided  with  ribs  formed   int^^al  50 
"  therewith,  and  firmly  secured  to  a  felly  adapted  to  receive  the  said  tyre,  ind 
"  a  tube  with  a  cock  extending  through  the  body  of   said  felly  and  tyre, 
"  substantially  as  and  for  the  purposes  set  forth.'* 

I  have  given  the  claims  in  their  entirety,  but  they  do  not  seem  to  me  to 
materially  affect  the  questions  either  of  construction  or  infringement.    Every  55 
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one  of  them  refers  back  to  the  body  of  the  Specification,  and  every  one  of  them 
is  to  be  read  subject  to  the  disclaimer. 

It  is  clear  that  Thomas'  claim  (whether  he  had  invented  or  pointed  out  any- 
thing more  or  not)  is  limited  to  methods  of  construction  in  which  tyre  or  tyre 
5  cover  has  longitudinal  ribs  or  enlarged  edges,  passing  into  and  held  within 
grooves,  or  the  equivalents  of  grooves.  By  the  equivalents  of  grooves,  he  seems 
to  me,  looking  to  the  rest  of  the  Specification,  to  mean^to  include  both  anything 
cut  into  or  made  in  the  edge  of  the  rim,  as  to  which  a  question  might  be  raised 
whether  it  would  be  more  appropriately  called  a  recess,  or  slit,  or  channel,  and 

10  the  arrangement  of  Fig.  14,  in  which  the  gap  between  the  bent  back  edge  of 

the  flange  and  the  cross  piece,  together  with  the  flange,  answers  to  the  groove. 

There  are  therefore  to  be  grooves  and  projections  of  one  sort  or  another  to  fit 

into  them  ;  and  these  projections  are  to  be  held  within  them.     How  ?     By  the 

narrowing  of  the  grooves  themselves  ?  or  by  means  independent  of  such  aid  ? 

15  or  by  a  combination  of  both  ? 

There  is  one  circumstance  about  the  Specification  and  drawings  which  I  had 
not  observed  until  I  came  to  make  the  very  minute  study  of  it  to  which  the 
consideration  of  this  Judgment  has  driven  me.  The  drawings  and  the  text  do 
not  agree  in  one  very  important  respect.     In  Fig.  11  the  two  things  called  in 

20  the  letterpress  "  projections  or  ribs  "  are  shown  with  bulbous  ends ;  and  they 
would  be  held  in  place  by  the  groove  itself,  and  cement  would  be  utterly 
immaterial  either  for  keeping  the  projection  in  its  place  or  for  making  the  tube 
air-tight.  Yet  in  both  places  in  which  the  figure  is  referred  to,  it  is  said  that 
the  ribs  or  projections  are  to  be  "  held  to  place  ''\  or  '*  secured  into  the  grooves 

25   **  by  means  of  cement  or  other  glutinous  or  adhesive   material."     It  is  im- 
possible, I  think,  to  suppose  that  the  Patentee  was  depending  upon  a  gripping 
groove.    The  draughtsman  put  it  into  the  figure,  but  the  body  of  the  Specifica- 
tion ignores  it. 
The  same  observation  applies  to  Fig.  12.     Fig.  12  is  said  to  have  "grooves, 

30  "  slits,  or  recesses  adapted  to  receive  and  hold  by  means  of  cement,  &c.,  a  tyre 
**  made  of  a  sheet  of  flexible  material,"  ^.e.,  adapted  to  receive  the  tyre,  and  to 
hold  it  by  means  of  cement  or  glutinous  material.  In  the  more  detailed 
description,  the  sheet  is  described  as  having  enlargements  at  the  edges,  and 
beyond  all  doubt  the  enlargements  are  made  an  essential  feature  of  Fig.  12,  and 

35  these  enlargements  are  to  engage  in  the  counter-sunk  grooves.  I  cannot  doubt 
for  a  moment  that  by  "  engaging,"  he  here  means  that  they  are  to  be  caught  and 
held  in  the  groove.  I  know  it  is  argued  that  in  his  description  of  Fig.  10, 
"  brought  into  engagement "  may  have  a  less  meaning,  but  in  the  description  of 
Fig.  12, 1  have  no  doubt  about  it.     But  how  are  they  to  be  held  ?    Why,  the 

40  grooves  are  to  be  made  rather  deep  and  the  enlargements  are  to  be  firmly  fitted 
to  the  groove  and  held  therein  by  means  of  cement,  &c.  In  this  particular 
figure  he  says  the  felly  may  be  of  wood,  in  which  the  channel  must  have 
parallel  sides,  and  whether  it  be  of  wood  or  metal,  not  merely  the  sheet  but  the 
enlargements  which  are  to  go  to  the  bottom  of  the  trough  were  to  be  held  in 

45  place  by  means  of  cement.  Except  in  the  solitary  phrase  "  sprung  into,"  used 
with  reference  to  Fig.  9,  there  is  not  a  trace  in  the  letterpress  of  a  bent  up 
groove  narrower  at  the  opening  than  below,  and  it  can  hardly  have  been  present 
to  the  mind  of  the  person  who  drew  the  Specification,  because  in  such  a  case 
the  cement  or  glutinous  material  would  play  scarcely  any  part  in  holding  the 

50  enlargement  in  its  place.  I  do  not  believe  that  the  notion  of  folding  back  the 
edge  of  the  rim  by  means  of  a  tool,  as  suggested  by  Sir  F.  Bramivell^  ever 
entered  into  Thomas'  head.  When  he  did  depend  upon  it,  as  in  Figs.  16  and 
17,  he  said  so.  It  may  be  notwithstanding,  and  probably  is,  covered  by  the 
paaeage  which  says  that  the  enlargements  may  be  retained  in  the  grooves  by 

56  pins,  rivets,  bolts,  or  other  suitable  fastening  coupled  with  the  drawings  which 

?3t 
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show  the  gripping  action,  and  the  gripping  groove  may  be  thus  brought  within 
the  Specification,  whether  it  occurred  to  the  Patentee  or  not. 

This  view  makes  it  easier  to  understand  why  the  enlargement  is  made  so 
prominent  a  part  of  the  description  of  Fig.  12.     In  that  description  there  is  not 
only  no  hint  of  the  pear-shaped  groove  shown  in  the  drawing,  but  in  the  state-  5 
ment  (certainly  intended  to  apply  to  Fig.  12,  whether  it  applies  to  any  other  or 
not)  that  the  felly  may  be  of  wood  we  have  a  distinct  intimation  that  the  grip 
of  a  groove  contracted  at  the  neck  is  not  relied  upon  as  in  any  way  necessary  to 
the  success  of  the  arrangement  which  is  being  dealt  with.     But  the  grooves  are 
to  extend  into  the  body  of  the  felly  for  some  distance — what  for  ?     In  order  10 
that  the  enlargements  of  the  sheet  forming  the  hollow  tyre  may  be  firmly 
fitted  to  and  held  therein  by  cement.    The  enlargement,  therefore,  is  to  go  to 
the  bottom  oE  the  groove  which  must  be  of  a  certain  depth  in  order  to  leave 
room  for  plenty  of  cement,  &c.     But  the  enlargements  obviously  serve  another 
purpose.     Fig.  12  may,  in  my  opinion,  as  already  intimated,  be  construed  to  15 
apply  to  a  tyre  cover  with  a  pneumatic  tube  inside  it,  but  whether  that  be  so 
or  not,  it  is  obviously  meant  to  apply  to  a  case  where,  with  the  rim  and  with 
nothing  inside  it,  it  makes  the  hollow  tube  itself.     In  such  a  case  it  must,  of 
course,  be  air-tight.    The  smaller  the  enlargement  the  less  surface  to  hold  on  to 
the  bottom  of  the  groove  by  the  aid  of  cement ;  and»  further,  an  enlargement  20 
when  jammed  down  to  the  bottom  of  the  groove  will  do  a  good  deal  by  way 
both  of  holding  on  and  of  being  air-tight  by  reason  of  the  squeezing  of  its  sides. 
It  is  true  that  india-rubber  (which  no  doubt  was  the  substance  primarily  in  his 
mind)  is  incompressible,  but  it  may  be  distorted  though  not  made  to  occupy 
less  space,  and  if  a  round  enlargement  is  jammed  into  a  groove  with  parallel  25 
sides  and  squeezed  into  a  sort  of  elliptical  shape,  it  needs  neither  argument  nor 
scientific  evidence,  as  it  seems  to  me,  to  show  that  not  only  permanence  in 
place,  but  the  equally  essential  condition  of  air-tightness  will  be  more  effectually 
secured.    From  this  point  of  view,  the  enlargement  has  a  cardinal  importance 
in  the  scheme  of  Thomas'  Specification  even  in  the  extreme  application  of  the  30 
phrase,  "  other  suitable  fastening,"  to  a  wire  running  through  the  edge  of  the 
tyre. 

I  agree,  therefore,  with  the  Plaintiffs  that  when  the  Patentee  speaks  of 
"  enlarged  edge  held  within  the  grooves "  he  did  not  mean  "  held  by  the 
"  grooves,"  but  I  am  utterly  unable  to  follow  them  in  the  argument  that  ribs,  35 
enlarged  edges,  or  grooves  and  their  inter-action  are  not  of  the  essence  of  the 
invention  ;  that  an  in  extensible  wire  inserted  into  the  enlargement  would  be 
within  the  Patent  as  a  suitable  means  of  fastening  it  ilito  the  groove  ;  that  then 
the  enlargement  becomes  of  no  consequence  and  is  not  necessary  to  hold  the 
edge  of  the  sheet  into  the  groove,  and  that  therefore  enlargement  and  projection  40 
are  alike  immaterial  and  may  be  thrown  out  of  consideration  ;  and  that  there- 
fore the  Patent  covers  any  application  of  an  inextensible  wire  to  hold  a  tyre 
or  tyre  cover  in  a  groove,  no  matter  whether  there  are  enlargements  or  pro- 
jections or  not. 

Even  without  resorting  to  the  disclaimer,  I  have  given,  as  it  seems  to  me,  a  45 
satisfactory  explanation  why  the  Patentee  was  likely,  from  his  point  of  view, 
to  insist  upon  the  necessity  of  ribs  in  such  forms  as  indicated  by  the  descrip- 
tions of  Figs.  11,  16,  and  17,  and  of  enlargements  in  such  forms  as  indicated  by 
the  descriptions  of  Figs.  12  and  14.  But  the  disclaimer  is  a  very  important 
part  of  the  Specification  ;  and  it  must  be  interpreted  according  to  the  natural  50 
and  obvious  meaning  of  language.  When  the  I  'atentee  says,  "  I  make  no  claim 
"  to  any  method  of  constructing  tyres  other  than  such  in  which  the  tyre  or  tyre 
"  cover  is  made  with  longitudinal  ribs,  or  has  enlarged  edges,"  I  think  he  says, 
in  the  plainest  possible  language,  that  he  lays  no  claim  to  any  method  of  con- 
struction in  which  the  longitudinal  rib  or  the  enlarged  edge  is  not  present,  or  55- 
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in  which  it  does  not  play  an  effective  part.  Ribs  and  enlargements  are  but 
different  sorts  of  projections,  each  intended  to  fit  into  its  groove,  and  they  are 
not  mentioned  as  useless  adjuncts  or  for  purposes  of  ornament.  Such  a  use  of 
them  could  not  possibly  support  a  claim  to  invention.  They  are  relied  upon,  of 
5  course,  as  furthering  the  object  the  Patentee  had  in  view,  which  was  to  produce 
between  groove  and  flexible  fabric  an  attachment  at  once  tenacious  and  air- 
tight. This  is  not  a  mere  claim  which  it  is  true  may  be  for  some  purposes  and 
to  some  extent  treated  as  a  disclaimer.  But  it  is  the  opposite  of  a  claim  in 
another  and  more  obvious  sense.     It  is  intended  to  exclude  from  the  Specifica- 

10  tion  what  it  covers,  and  I  cannot  conceive  a  cbarer  or  more  definite  intimation 
that,  if  anyone  else  can  succeed  in  dispensing  with  ribs  and  enlarged  edges  and 
accomplish  the  purpose  in  view  without  resorting  to  them,  he  is  at  liberty  to  do 
so  so  far  as  this  Patentee  is  concerned.  It  is  of  course  satisfactory,  and 
confirms  the  view  I  am  taking,   if  one  is  able  to  see  why  all  forms  of 

15  construction  save  those  having  ribs  or  enlarged  edges  held  within 
grooves  are  excluded,  but  in  face  of  such  a  disclaimer  as  this,  it  is  in  my 
opinion  not  necessary  to  g^y  so  far  as  to  inquire  why  the  Patentee  uses  these 
words  of  exclusion,  or  whether  his  reasons  were  good,  bad,  or  indifferent, 
scientific  or  ignorant.    We  must  take  the  plaiti  language  as  we  find  it,  and  I 

20  cannot  conceive  a  sentence  more  free  from  ambiguity,  "  If  tyres  should  bo 
"  constructed  which  answer  my  purposes,  but  which  have  no  ribs  or  enlarged 
"  edges  held  within  grooves,  I  shall  make  no  complaint  that  they  infringe  my 
"  Patent."  The  Patentee  gets  a  great  benefit  by  such  a  disclaimer.  He  narrows 
greatly  the  field   of  controversy.      He  avoids  many   dangers.      With  every 

25  enlargement  of  the  possible  scope  of  his  invention  **n(>t'a"  periciilorum^  if 
not  ^^fehrium "  "  terris  incubuU  cohorSy^  and  while  the  Patentee  gets  the 
benefit  of  the  disclaimer,  he  must,  of  course,  submit  to  the  consequent 
narrowing  of  his  rights. 

One  more  remark  about  the  disclaimer  and  I  have  done  with  it.    The  form 

30  in  which  the  amended  Specification  is  given  prevents  us  from  seeing  whether  it 
is  part  of  the  original  document  or  introduced  in  1893  or  1898,  some  nine  years 
later.  I  strongly  suspect  that  it  is  of  the  later  date,  for  in  the  rest  of  the 
Specification  the  phrase  "tyre  cover"  has  never  been  used,  and  the  thing  which 
touches  the  ground  has  throughout  been  called  the  tyre.     By  the  year  1893,  and 

35  still  more  by  1898,  tyre  covers,  as  distinct  from  tyres,  had  acquired  an  importance 
wholly  unappreciated  in  1889.  I  do  not  think  that  under  these  circumstances 
any  argument  as  to  the  original  scope  of  the  Patent  can  be  drawn  from  the  use 
of  the  phrase  "tyre  cover,"  but  an  illustration  is  here  afforded  of  the 
inconvenience  of  withholding  the  stages  by  which  the  present  form  of  the 

40  S])ecification  has  been  arrived  at. 

I  have  thought  it  the  best  plan  to  consider  the  meaning  of  the  Specification 
before  coming  to  the  question  of  infringement.  I  have  necessarily  had  before 
my  mind  the  points  concerned  in  the  question  of  infringement  with  which  I 
now  propose  to  deal,  but  the  only  rational  process  is  to  begin  by  getting  a  clear 

45  view  of  the  Specification. 

The  Defendants  make  each  outside  edge  of  their  metal  rim  practically 
vertical.  At  the  bottom  of  this  vertical  side,  and  at  a  depth  from  the  outside 
edge  of  about  ^^  inch,  the  rim  becomes  horizontal,  and  between  these  horizontal 
ledges  is  a  V-shaped  groove  which  plays  no  part  in  the  present  controversy,  and 
50  may  be  left  out  of  consideration  for  the  present  purpose.  Its  only  object  is  to 
enable  the  tyre  to  be  more  easily  put  on  before  inflation  and  more  easily  got  off 
after  deflation.  A  hollow  pneumatic  tyre  is  arched  over  and  held  in  place  by  a 
sheet  of  flexible  material,  into  each  of  the  two  edges  of  which  is  inserted  an 
inextensible  wire,  which  rests  on  what  I  have  called  the  horizontal  portion  of 
55  the  rim-    When  the  pneumatic  tube  is  inflated  the  wires  are  brought  into  such 
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tension  that  they  merely  rest  upon  the  horizontal  part  of  the  rim,  exerting  no 
pressure  upon  it,  and  are  pressed  against  the  vertical  sides  of  the  rim  and  thus 
held  in  place.  There  is  no  projection — no  rib — no  appreciable  or  operative 
enlargement  of  the  edge  of  the  sheet.  It  is  very,  very  slightly  enlarged  by 
reason  of  the  insertion  of  the  wire,  but  the  enlargement  is  inappreciable,  and  it  5 
performs  no  function  at  all,  qua  enlargement,  in  holding  or  helping  to  hold  the 
tyre  cover  in  its  place,  and  of  course  it  does  nothing  towards  the  formation  of 
an  air-tight  tube.  Nothing  can  be  clearer  to  my  mind  than  that  it  has  nothing 
in  common  with  the  kind  of  enlargement  spoken  of  in  Tliomas^  Specification, 
and  that  it  serves  no  such  purpose  as  Thomas'  enlarged  edge.  10 

Neither  is  it,  in  my  opinion,  held  within  a  groove  in  the  sense  in  which 
Thomas  uses  that  phrase.  He  certainly  meant  what,  in  ordinary  language, 
would  be  called  a  groove.  The  space  between  the  vertical  flange  of  the  rim  and 
the  horizontal  ledge  is  claimed  as  the  equivalent  of  Thomas'"  groove.  In  a 
sense,  it  may  perhaps  be  called  a  V-shaped  groove  with  sides  at  right  angles  to  15 
one  another,  but  a  V-shaped  groove  would  be  the  worst  thing  in  which  to  hold 
Thomas"  cover  or  its  ribs  or  enlargements  by  cement  or  some  sticky  substance. 
He  meant  to  have  a  groove  at  each  side  of  his  rim.  The  Defendants'  rim 
presents  (neglecting  the  central  depression)  what  most  people  would  call  but  one 
groove,  and  that  a  rectangular  one,  and  each  half  of  it  (which  is  in  miniature  20 
the  structure  formed  by  the  wall  and  the  floor  of  a  room)  is  as  unlike  anything 
that  TJiomas  meant  by  his  groove  as  can  well  be  conceived. 

Thomas'"  enlargement  and  groove  were  meant  to  interact  in  the  way  I  have 
explained.  The  groove  was  depended  upon  to  help  to  hold  in  the  enlargements 
or  ribs,  which  were  in  every  case,  except  where  pinching  was  resorted  to,  to  be  25 
fitted  to  and  held  against  the  sides  and  bottom  of  the  grooves,  and  certf^inly  it 
was  a  main  object  so  to  hold  them  that  the  attachment  should  be  air-tight. 
The  rectangular  edges  of  the  Defendants'  rim  may  or  may  not  be  properly 
called  grooves.  That  is  a  question  of  words,  which  I  leave  to  the  scientific 
witnesses.  I  am  very  sure  that  a  rectangular  recess  like  that,  which  Sir  F.  30 
Bramtvell  calls,  the  Defendants'  groove  would  defeat  most,  and  in  many  cases 
all,  the  purposes  proposed  by  the  grooves  of  Thomas'  Specification.  I  am  of 
opinion  that  neither  the  edge  of  the  Defendants'  tyre,  nor  the  recess  into  which 
it  sits,  nor  the  interaction  of  the  two,  is  any  infringement  of  the  Patent  in 
question.  35 

There  is  only  one  other  argument  which  it  is  necessary  to  notice.  It  is  said 
that  in  Fig.  14  the  edges  of  the  band  are  in  tension  as  the  Welch  wire 
is  in  the  Defendants'  Patent,  and  that  therefore,  beca.use  the  wire  is  in 
tension  in  his  arrangement,  Thomas'  Patent  is  infringed.  I  am  not 
at  all  satisfied  upon  the  evidence  that  the  edges  of  the  band  are  in  40 
tension  ;  but,  whether  they  are  or  not,  it  seems  to  me  to  be  scarcely  short  of  an 
absurdity  to  say  that  they  infringe  Thomas'  Patent.  In  Fig.  14  the  band  is 
absolutely  necessary,  both  as  a  distance  piece  and  as  a  portion  of  the  air-tight 
tube.  If  it  were  cut  up  into  little  slices,  so  as  to  leave  a  wire  only  operating  at 
the  side  of  the  rubber  sheet,  the  apparatus  would  not  hold  together  for  a  minute  45 
after  it  was  put  into  use,  and  the  contention  seems  to  me  to  be  hardly  capable  of 
serious  discussion. 

There  are  issues  as  to  utility  and  sufficiency  of  Specification.  As  to  utility, 
if  the  Patent  could  be  worked — as  in  some  of  its  forms  it  appears  that  it  can — 
and  be  in  other  respects  a  good  one,  there  is  quite  enough  utility  to  support  it.  50 
As  to  sufficiency,  it  is  not  necessary  to  decide  it  in  the  view  I  take  as  to 
infringement ;  but  I  doubt  exceedingly  if  it  would  be  possible  to  maintain  for 
any  length  of  time,  if  at  all,  air-tightness  in  some  of  the  forms  of  construction 
which  are  within  the  Patent,  and  I  am  very  sceptical  as  to  the  virtues  of  the 
glutinous  materials  so  frequently  referred  to.  55 
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The  next  Patent  which  is  alleged  to  have  been  infringed  by  the  Defendants 
is  TrigwelVs  (No.  19,411  of  1890),  amended  in  May  1898,  and  printed,  like  the 
last,  without  distinctiqn  of  original  and  amending  matter.  It  is  entitled 
"  Improvements  in  and  relating  to  wheels  for  cycles  and  other  road  vehicles." 
5  "  My  invention,"  says  TrigivM^  '*  relates  to  an  improved  rim  and  tyre  for  the 
"  wheels  of  velocipedes  and  other  road  vehicles.  The  rim  is  made  out  of  one  or 
"  more  pieces  of  sheet  steel,  or  other  suitable  metal,  and  it  may  be  made  either 
"  solid  or  hollow.  The  cross-section  of  the  rim  which  I  prefer  to  use  resembles 
"  a  letter  Y,  the  stalk  being  adapted  to  receive  ihe  spokes,  and  thus  enable  them 

10  "  to  be  removed  and  replaced  without  disturbing  the  tyre.  The  small  flanges 
**  on  the  upper  part  of  the  rim  are  shaped  to  form  small  longitudinal  U-shaped 
"  channels  on  the  edges  of  the  rim."  In  the  Provisional  Specification  the 
Y-shaped  cross-section  is  mentioned  just  as  any  other  part  of  the  arrangement ; 
but  the  introduction  into  the  Complete  Specification  of  the  words  "  I  prefer,"  &c., 

15  indicates  that  it  is  not  relied  upon  as  any  part  of  the  invention,  and  no  further 
reference  need  be  made  to  it. 

The  Patentee  continues  : — "  The  tyre,  which  may  be  made  of  the  pneumatic 
"  or  cushion  type  " — that  is,  of  the  pneumatic  or  of  the  cushion  type—"  has  an 
"  outer  cover  or  tread,  preferably  arch-shapsd  in  cross-section,  and  thicker  at 

20  "  the  top  and  the  sides."  These  details  again  are  not  essential,  and  for  the 
present  purpose  he  says  that  each  of  the  two  classes  of  tyre  indicated  has  an 
outer  cover  or  tread.  '*  With  this  outer  cover  or  tread,"  he  continues,  "  is 
"  incorporated  a  lining  of  \^ire  gauze  or  equivalent  material  to  afford  greater 
"  protection  from  puncturing.     The  edges  of  the  arch-shaped  cover  or  tread  are 

25  "  made  in  the  form  of  enlarged  beads,  and  the  said  edges  are  fixed  in  the 
"  channels  on  the  edges  of  the  rim  hy  passing  a  cord  or  band  through  or  over 
"  each  bead,  the  said  cord  or  band  being  adapted  to  be  drawn  up  taut  by  any 
"  suitable  device." 

The  general  description  ends  here,  and  the  Specification  now  refers  to  the 

30  drawings,  which,  says  Trigwell^  "present  views  in  transverse  section  of  various 
"  forms  my  invention  may  assume."  After  describing  them,  he  says  : — '*  I  do 
"  not  limit  myself  to  the  precise  details  of  construction  hereinbefore  described 
"  and  shown  by  the  figures  of  the  accompanying  drawing,  but  I  hold  myself  at 
"  liberty  to  make  such  changes  and  alterations  as  fairly  fall  within  the  spirit 

35  "  and  scope  of  my  invention."  I  treat  the  drawings,  therefore,  as  illustrative 
merely.  Indeed,  Fig.  1  can  be  nothing  but  a  sort  of  general  diagram  to  show 
the  outline  of  the  invention,  inasmuch  as  it  shows  no  binding  wire,  which 
is  clearly  meant  to  be  of  the  essence  of  the  invention.  In  the  Provisional 
Specification  the  gripping  action  of  the  flanges  shown  in  Fig.   1  is  given 

40  expressly  as  an  alternative  to  the  binding  wire,  but  this  is  dropped  out  of 
the  Complete  Specification.  The  other  three  figures  show  in  each  case  the 
flanged  edges  to  the  rim,  the  binding  wire  running  through  the  edge  of  the 
cover  or  running  over  a  fold  of  the  edge  of  the  cover  and  binding  it 
between  itself  and  the  flange,  and  the  arched  cover  itself  strengthened  either 

45  in  the  interior  of  the  fabric  or  on  the  inner  side  by  the  wire  gauze  or 
equivalent  material. 

There  are,  however,  one  or  two  portions  of  the  description  of  the  drawings 
to  which  it  is  desirable  to  refer.  "  The  cover  or  tread,"  he  says,  "  is  fixed  to 
"  the  rim  by  means  of  bands  or  cords  either  passing  through  the  beads  or  over 

50  "  them,"  or  by  one  of  these  methods  applied  to  one  edge  and  the  other  to  the 
other  edge  of  the  cover.  He,  therefore,  describes  beads  or  enlarged  edges, 
though  he  does  not  show  them  in  the  drawings,  except  in  the  cases  in  which 
the  wire  runs  through  the  edge  of  the  fabric.  "  The  bands  or  cords,"  he  says, 
"  are  drawn  up  taut  to  fix  the  outer  cover  by  a  right  and  left  handed  running 

55  "  nut,  or  by  any  other  equivalent  device." 
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The  Specification  concludes  with  the  claims.  The  first  is  general  and  claims 
the  improvements  in  wheels  f<tr  velocipedes  and  other  road  vehicles  as  and  for 
the  purpose  hereinbefore  set  forth.  Whatever,  therefore,  may  be  fairly 
gathered  from  the  body  of  the  Specification  is  claimed.  The  other  claims  are 
narrower,  and  therefore,  for  the  purpose  of  construction  merely,  it  is  of  no  use  5 
discussing  them.  The  nature  and  extent  of  the  invention  must  be  gathered 
from  the  body  of  the  Specification.  They  may  as  well,  however,  be  stated.  The 
second  relates  to  wheels  having  a  hollow  tyre,  and,  in  respect  of  such  wheels, 
claims  the  ''  fixing  the  outer  cover  or  tread  of  the  tyre  to  the  rim  and  strength- 
"  ening  it  in  the  manner  set  forth."  The  third  is,  in  respect  of  such  a  wheel,  10 
for  the  combination  of  an  outer  cover,  "  arch-shaped  in  cross-section,  having  a 
"  lining  of  wire  gauze  or  its  equivalent  on  its  inner  face  or  incorporated  in  its 
"  thickness,  and  having  beads  or  their  equivalents  on  its  edges ;  of  a  rim  having 
"  longitudinal  channels  on  its  edges  adapted  to  receive  the  said  beads ;  and  of 
'•  two  bands  or  cords  contained  within  the  said  beads,  and  adapted  to  bind  them  lo 
"  into  the  channel  as  set  forth."  The  last  claim  is  identical  with  the  third, 
except  that  for  the  cords  or  wires  contained  within  th<^  beads  are  substituted 
the  wires  externally  applied. 

As,  however,  the  first  claim  is  a  mere  repetition  of  the  body  of  the  Specifica- 
tion, it  is  to  that  we  must  tnrn.     If  it  goes  beyond  Claims  2,  3,  and  4,  the  20 
Patentee  is  entitled  to  its  benelit.     If  it  does  not,  the  Specification  and  the  other 
claims  embody  the  same  things. 

Now,  it  is  perfectly  clear  that  the  invention  is  one  of  a  combination,  and  of 
a  combination  in  which  there  is  to  be  an  inner  ring,  either  solid  or  pneumatic, 
protected  and  kept  in  its  place  by  a  sheet  cover  strengthened  with  wire  gauze,  25 
or  its  equivalent  material,  having  beads  at  the  edges  which  are  to  be  bound  by 
wires  or  cords  passing  through  or  over  these  beads  into  small  flanges  or  channelB    • 
at  the  edges  of  the  rims. 

It  seems  to  me  that  this  belongs  to  a  class  of  invention  which  may  mean, 
according  to  circumstances,  a  great  deal  or  a  very  little.  The  contention  of  the  30 
Plainfiffs  was  very  clearly  put  by  Mr.  Asthury  in  an  extremely  able  and  ingenious 
argument,  and  it  may  be  shortly  summarized  thus  : — Trig  well  was  the  first 
person  who  published  a  method  of  holding  on  a  loose  cover  by  means  of  wires 
to  an  iron  rim.  The  Patent,  therefore,  belongs  to  a  class  in  which  a  new 
principle  has  been  adopted,  and  a  way  shown  in  which  to  accomplish  it,  and,  35 
whether  the  Defendants'  combination  be  or  be  not  different  in  other  respects,  it 
fastens  the  loose  tyre  on  to  the  iron  rim  by  wires,  and,  therefore,  takes  the  heart 
of  TrigiveJVs  invention.  If  his  view  of  the  invention  be  sound,  I  should  be 
inclined  to  agree  with  him,  but  it  seems  to  me  impossible  to  adopt  it  in  the  face 
of  the  evidence.  40 

In  order  to  see  what  was  invented  by  Trlgivell^  we  must  see  what  was  known 
at  the  date  of  his  Patent. 

I  will  take  the  elements  of  the  combination  one  by  one.  I  believe  I  have 
exhausted  them  in  the  enumeration  I  have  given.  I  formed  my  opinion  of 
Thomas'  Patent,  and  wrote  my  judgment  upon  it,  before  I  had  begun  to  think  45 
of  this  case,  and  I  have  there  expressed  a  clear  opinion  that  it  is  applicable,  not 
only  to  a  pneumatic  tube  to  be  formed  of  the  cover  and  rim  forming  together 
the  air-tight  pneumatic  tube,  but  to  a  loose  cover  with  pneumatic  tube  inside. 
I  adhere  to  that  opinion.  Thomas  clearly  had  the  idea  of  separate  cover  and 
tube,  and  as  his  arrangement  would  undoubtedly  make  a  much  better  job  of  it  50 
if  they  were  separate,  and  this  is  obvious  to  any  one  having  knowledge  enough 
to  understand  the  subject  at  all,  I  cannot  doubt  that  it  is  within  the  Specification. 
It  was  part  of  the  Plaintiffs'  case  upon  Tliomas*  Patent,  and  a  part  upon 
which  I  agreed  with  them,  and  think  the  evidence  supports  the  proposition, 
that  to  run  a  wire  through  the  edge  of  the  cover  would  be  what  Thomas  calls  55 
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a  suitable  fastening.  In  other  words,  it  was  known  at  the  date  of  Thomas'* 
Patent,  and,  therefore,  a  fortiori  at  the  date  of  Trigw3irs,  A  w^ire  or  wires 
run  through  the  rubber  had  been  used  for  solid  tj^es  to  bind  them  on  to  the 
rim,  and  I  cannot  conceive  the  difference  in  principle  between  binding  on  a 
5  solid  tyre  which  has  a  diameter  of  an  inch  to  a  corresponding  hollow  rim  to 
make  a  solid  tyre,  and  binding  on  the  "  enlarged  bead  "  of  the  edge  of  the 
cover  to  the  smaller  tlange  at  the  elgeoP  TrigwelPs  rim.  The  principle,  if 
principle  there  be,  is  the  same.  The  method  used  is  identical.  The  only 
difference  is  that  the  thing  bound  on  is  much  larger  in  the  one  case  than  in  the 

10  other. 

The  same  remarks  apply  if  the  wire  is  used  over  instead  of  in  the  enlarge- 
ments. Trig  weir  s  wires  are  to  be  drawn  up  tight  by  a  right  and  left  handed 
screw  and  nut  or  other  suitable  means.  There  is  nothing  new  in  this.  It  had 
been  applied  to  wheels  before,  and  must  have  been  a  perfectly  familiar  mechanical 

15  device.  The  cover  is  to  be  strengthened  with  gauze  or  other  equivalent  material. 
Canvas  was  specially  mentioned  in  the  Provisional  Specification.  It  is  dropped 
in  the  Complete  Specification,  no  doubt  because  Trigivell  had  found  out — what 
is  the  fact — that  canvas  had  been  used  before  to  strengthen  tyre  covers,  and  in 
my  opinion  the  Patentee  meant  by  "  equivalent  material  '*  something  metallic. 

20  Whether  he  did  or  not,  this  is  the  most  trivial  element  in  his  combination,  and 
the  one  to  which  least  importance  is  attached  ;  and  unless  he  can  claim  loose 
covers  altogether  ho  cannot  appropriate  a  method  of  strengthening  the  material 
already  well  known  for  general  purposes,  by  ai)p lying  it  to  a  particular  use  of 
that  material.     Channels  or  flanges  at  the  edges  of  rims,  if  it  is  desired  to  hold 

25  anything  in  place  there,  seem  to  me  to  be  too  obvious  to  be  in  themselves  the 
subjects  of  invention.  They  are  found  in  Thomf(s'  Specification  and  drawings,  if 
nowhere  else.  It  is  not  material,  but  it  is  quite  impossible  to  suppose  that  THgwelly 
working  on  such  a  subject  as  this,  in  November  1890  did  not  know  of  Thomas^ 
Patent  published   in  April    1889,   and  having  a  title   so  very  like  that  of 

30  Trig  weir  s  own  Patent. 

It  seems  to  me,  therefore,  that  the  invention  made  by  TiHgwell  was  for  his 
particular  combination  in  the  narrowest  sense  ;  and  it  is  conceded  that  if  my 
construction  is  right  there  has  been  no  infringement. 

Mr.  Astbti?^  further  argued  that  there  is  a  particular  case  within  TrigivelVs 

35  Specification,  namely,  when  the  wire  is  of  a  particular  degree  of  tightness— just 
short  of  a  clamping  action — when  the  Trig  well  cover,  or  edge  of  the  cover,  is 
held  on  by  strains  identical  with  those  which  are  normal  in  the  Defendants 
tyres,  and  that,  therefore,  the  Defendants'  tyres  are  a  particular  case  of  the 
Plaintiffs'   tyres.      This  argument,   however,   requires   his    first    assumption, 

40  namely,  that  TrigivelVs  Patent  embodies  a  new  principle — and,  therefore,  carries 
with  it  all  applications  of  that  principle — to  support  it,  and  if  the  Defendants' 
wheels  are  infringements  of  TrigwelVs  Patent  at  all,  it  must  be  upon  the 
ground  that  his  Patent  is  based  upon  the  broader  novelty  of  applying  wires  to 
loose  covers  at  all,  for  TrigwelPs  Patent  certainly  does  not  rest  upon  the 

45  principle  of  balancing  tensions,  which  makes  the  value  of  the  Defendants' 
appliance.  I  do  not,  however,  wish  to  embark  upon  a  subtle  controversy, 
which  seems  to  me  quite  beside  the  mark,  if  my  view  of  the  invention  be 
correct. 

I  have  only  to  notice  that  the  question  of  infringement  is  not  material  unless 

50  Welc?i^8  Patent  be  got  rid  of.  It  was  prior  in  date  to  TrigwelVs,  and  published 
before  the  date  of  TrigivelVs  Complete  Specification,  but  it  had  not  been 
published  when  THgtvelVs  Provisional  Specification  was  lodged.  Unless  it 
can  be  got  rid  of,  therefore,  the  question  of  infringement  does  not  arise. 
It  is  said  by  the  Plaintiffs  that  it  is  bad  for  disconformity,  and  that  it  has 

55  been  anticipated.    The  questions  arising  in  respect  of  both  disconformity  and 
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anticipation  have  been  considered  by  Mr.  Justice  Kekeivich,  Mr.  Justice  Romei', 
and  the  Court  of  Appeal,  all  of  whom  have  decided  in  favour  of  the  present 
Defendants.  It  has  been  agreed  that  the  evidence  in  the  case  before  Mr.  Justice 
Romer  and  the  Court  of  Appeal  shall  be  treated  as  given  in  this  case.  Some 
additional  evidence  has  been  given,  but  it  does  not  materially  alter  the  case,  and  5 
I,  of  course,  give  judgment  on  the  questions  of  disconformity  and  anticipation 
in  favour  of  the  Defendants.  A  further  question  as  to  disconformity  was  before 
me  in  the  "  Ixion  "  case  :  I  considered  it  very  carefully,  and  decided  against  the 
objection.  I  do  not  understand  that  that  objection  is  brought  forward  upon  the 
present  occasion.  10 

I  come  now  to  the  third  and  last  instance  in  which  the  Defendants  are 
charged  with  infringing  a  Patent  vested  in  the  Plaintiff  Company.  It  is 
No.  4920  of  1898,  granted  to  J.  F.  Palmer,  for  "  improvements  in  or  relating  to 
"  rubber  fibre."  Here,  as  in  most  cases,  the  real  question  is,  What  was  the 
invention  described  in  the  Specification  and  within  its  claims?  15 

Palmer  says  :  "  My  invention  relates  to  the  manuf Picture  of  that  class  of 
*'  fabric  which  is  used  in  pneumatic  tyres  " — a  sentence  so  plain  that  elaborate 
disquisition  seems  to  me  only  to  obscure  it.  The  invention  is  concerned  with  a 
particular  class  of  fabric  used  in  a  class  of  tyres  thnn  perfectly  well  known  and 
in  general  use.  Substantially  they  may  be  described  as  fabrics  compounded  of  20 
rubber  and  canvas,  or  similar  woven  material,  with  or  without  vulcanisation. 
**  The  purpose  of  the  invention  is  to  produce  with  rubber  a  fabric  which,  while 
"  having  the  necessary  strength  and  flexibility  shall  not  involve  in  its  structure 
"  an  arrangement  of  fibres  to  permit  or  cause  the  cutting  thereof  in  the  folding, 
**  bending  or  twisting  of  the  fabric."  This  describes  the  objects  to  be  25 
attained,  and  probably  no  fabric  which  did  not  substantially  attain  these 
ends  would  be  within  the  invention.  It  also  points  out  that  an  arrange- 
ment of  fibres  which  shall  prevent  any  cutting  interaction  of  any  of  them 
upon  the  others,  when  the  fabric  is  exposed  to  folding,  bending  or  twisting, 
is  the  mwluft  oiterandi  by  which  the  desired  result  is  to  be  obtained.  "As  30 
rubber  fabric  is  now  produced,  it  is  made  in  one  of*  two  ways ;  that  is  to 
"  say,  a  woven  fabric  such  as  canvas  is  saturated  with  rubber  and  then 
"  vulcanized,  or  upon  an  unvulcanized  gheet  of  rubber  a  woven  sheet  of  fabric 
*'  is  placed,  and  then  vulcanized  thereto.  In  any  fabric  where  the  threads  cross 
**  each  other  in  immediate  contict,  the  bonding,  folding,  twisting  or  other  35 
"  manipulation,  and  particularly  when  this  occurs  repeatedly  and  rapidly,  causes 
"  one  of  the  fibres  to  exert  a  species  of  sawing  action  upon  the  other  with 
"  ultimate  severance  thereof."  The  source  of  this  mischief,  therefore,  is  the 
coming  into  contact  of  tiie  threads  which  cross  one  another,  and  it  would 
seem  io  be  the  natural  sequence  of  ideas  that  they  are  by  some  meana  40 
or  other  to  be  kept  from  touching  one  another.  The  next  sentence  con- 
tinues the  statement  of  the  mischief  that  arises  from  this  sawing  action. 
"  Hence,"  says  the  Patentee,  "in  pneumatic  tyres  which  are  usually  provided 
"  with  a  tubing  of  canvas  and  subjected  to  repeated  and  continuous  vibra- 
"  tion,  it  is  found  that  after  a  comparatively  short  period  the  fibres  are  45 
"  cut,  necessitating,  the  removal  of  the  tube.  This  is  mentioned  as  a  mere 
"  instance  of  one  of  the  defects  always  occurring  when  a  woven  &bric  ia 
•'  applied  to  such  usage."  Perhaps  it  would  have  been  more  appropriate 
to  say,  "  where  such  usage  is  applied  to  a  woven  fabric,"  but  the  meaning 
is  clear  enough,  and  these  two  sentences  merely  emphasize  the  necessity  for  50 
preventing  the  sawing  action.  The  illustration  given,  it  is  true,  refers  only  to 
a  fabric  in  which  the  threads  interlace.  I  do  not  think,  however,  that  thai 
circumstance  ought  to  take  away  from  any  effect  that  may  be  due  to  the  more 
general  reference  to  fabrics  in  which  the  threads  cross  one  another — ^whether 
interlacing  or  not.     He  continues  :  *^  The  principal  purpose  of  my  invention  ifl^  55 
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"  therefore,  to  produce  a  fabric  which  shall  have  all  the  necessary  and  obtain- 
**  able  strength,  and  which  shall  be  free  from  any  danger  of  the  sawing  action 
"  described."  There  is  no  doubt,  therefore,  at  what  the  invention  is  aimed,  or 
to  what  classes  of  fabric  it  is  intended  to  apply. 
5  He  now  proceeds  to  show  how  he  proposes  to  make  the  fabric  which  shall 
satisfy  these  ends.  "Primarily,"  he  says,"  my  fabric  comprises  a  sheet  of 
"  rubber  having  embedded  therein,  before  vulcanizing,  parallel  fibrous  threads, 
"  or  threads  of  any  character  capable  of  retaining  their  continuity,  these  threads 
"  being  to  applied  to  the  sheet  as  to  be  out  of  contact  with  one  another."    This 

10  describes  what  has  been  happily  enough  called  in  the  discussions  before  me 
the  "  unit  fabric."  It  is  not  the  fabric  patented,  but  only  an  element  in  it,  and 
**  primarily  "  clearly  means  no  more  than  "  to  begin  with,"  and  whatever  is 
described  is  "  comprised  "  in  the  patented  fabric — is,  in  other  words,  a  con- 
stituent part  of  it.     The  phrase  "  threads  of  any  character  capable  of  retaining 

15  **  their  continuity "  is  an  alternative  to  "  fibrous,"  and  need  be  noticed  no 
further.  To  start  with,  therefore,  the  unit  fabric  is  to  consist  of  a  sheet  of 
rubber  having  embedded  therein  parallel  fibrous  threads  so  applied  to  the 
rubber  sheet  as  not  to  touch  one  another.  "  When  vulcanized  or  partly  vul- 
'*  canized,"  he  continues,  "the  fabric  thus  produced  "—the  unit  fabric  that  is — 

20  "  can  be  stretched  very  little,  if  at  all,  longitudinally,  but  can  be  stretched  very 
"  much  transversely,"  which  is  obvious  enough.  "  Two  plies,"  he  goes  on,  "  of 
"  such  fabric  are  then  arranged  one  upon  the  other,  with  the  threads  in  one 
"  separated  from  the  threads  in  the  other  by  the  rubber  part  of  the'  fabric,  and 
"  so  arranged  that  the  threads  of  one  are  at  right  angles  to  the  threads  of  the 

25  "  other,  this  arrangement  taking  place  preferably  before  vulcanizing  so  as  to 
*'  produce  a  single  sheet,  have  a  double  set  of  parallel  fibrous  threads,  one  set  at 
"  right  angles  to  the  other."  The  place  in  the  succession  of  operations  at  which 
vulcanisation  comes  in  is  therefore  immaterial,  but  vulcanisation  is  a  part  of  the 
chain  of  operations  to  produce  the  fabric.     Vulcanisaiion,  it  appears,  consists  in 

30  turning  the  rubber  into  a  chemical  compound  of  rubber  and  sulphur,  and  it  has 
two  effects  upon  the  rubber.  It  will  no  longer  be  sticky,  even  at  high  tem- 
peratures, and  it  ceases  to  be  plastic.  You  cannot  alter  its  form,  or  if  the  form 
be  altered  for  the  moment  by  strains  of  any  kind,  it  immediately  reverts  to  the 
shape  it  had  before  being  subjected  to  them.     Practically,  it  preserves  its  shape. 

\\h  The  compound  fabric,  therefore  may  consist  of  either  two  unit  fabrics  sepa- 
rately vulcanised,  and  therefore  capable  of  having  a  play  one  over  the  other,  or 
of  two  unit  fabrics  welded  into  one  and  incapable  of  any  relative  change  of  place. 
" A  single  sheet  of  rubber,"  he  continues,  "of  proper  thickness,  may  have  on 
"  its  opposite  faces  embedded  threads,  the  threads  on  one  face  presenting  an 

40  "  angle  to  those  on  the  other,  and  such  a  fabric  would  take  the  place  of  one 
"  made  of  two  plies  placed  together.  More  than  two  plies  may  be  vulcanized 
"  together.  Instead  of  vulcanizing  them  together  they  may  be  secured  in  any 
"  other  satisfactory  way." 

The  last  sentence  is  not  very  clear,  but  I  think  its  meaning  is  as  follows  : — 

45  Whereas  it  is  consistent  with  all  that  has  preceded  it,  that  two  vulcanised  unit 
fabrics  might  have  a  play  over  one  another,  which  would  not  take  place  if  they 
were  vulcanised  together,  that  action  must  be  prevented,  and  may  be  pre- 
vented by  any  means  appropriate  to  the  circumstances  :  in  one  way  or  another 
the  compound  fabric  must  be  one,  and  not  two  separable  units.     It  shows,  I 

50  think,  pretty  clearly  that  play  of  the  two  plies  one  over  another  was  to  be 
mechanically  prevented. 

Instead  of  vulcanising  the  two  units  together,  therefore,  they  may  be  other- 
wise dealt  with  so  long  as  they  are  made  secure  from  relative  motion  ;  and  then 
follow^  a»  pact  of  the  same  sentence,  the  important  words,  "  the  point  of  my 

55  "  invention  being  the  fabric  made  by  embedding  in  a  sheet  of  rubber,  and 
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**  vulcanizing  therein  two  or  more  sets  of  threads  parallel  to  each  other  and  out 
"  of  contact  with  each  other,"  that  is,  two  or  more  sets  of  threads,  of  which  each 
set  is  to  consist  of  threads  parallel  and  out  of  contact. 

I  will  deal  in  a  moment  with  the  claims.  All  1  want  to  say  of  them  for  the 
present  is  that  they  are  strictly  product  claims,  and  not  claims  to  any  particular  5 
mode  of  manufacture,  except  in  so  far  as  thatmay.be  involved  in  the  description 
of  the  fabric.  It  seems  to  me  to  be  impossible  to  misunderstand  the  description 
of  the  fabric.  It  is  one  of  the  general  character  described  at  length,  but  the 
point  of  it  is,  that  the  fabric  shall  be  constructed  by  embedding  in  a  sheet  of 
rubber,  and  vulcanising  in  the  same  sheet,  sets  of  parallel  threads — each  10 
set  consisting  of  parallel  threads  carefully  kept  out  of  contact  with  one  another. 
Vulcanisation  is  an  essential  part  of  the  process,  though  not  necessarily  used 
to  secure  together  the  two  unit  fabrics,  provided  they  are  adequately  secured 
by  other  means. 

I  think  therefore  I  can  understand  why  these  two  matters -embedding,  not  15 
merely  the  individual  threads  but  also  the  sets  of  threads,  and  vulcanisation — 
are  so  much  insisted  upon,  and  it  is  always  satisfactory  if  one  can  follow  the 
train  of  thought  which  has  led  the  Patentee  to  insist  upon  a  particular  com- 
bination or  requisite  as  the  essence  of  his  invention.     But  for  the  mere  purpose 
of  construction,  and  apart  from  the  question  of  infringement,  it  seems  to  me  to  20 
be  unnecessary,  and  in  some  cases  it  may  be  misleading.    The  Patentee  has 
to  thread  his  way  through  dangers  on  every  hand — of  anticipation,  of  ambiguity, 
of  including  some  case  in  which  his  process  will  not  work  or  his  fabric  made 
as  described  will  not  answer  the  purposes  set  forth.     He  truly  incedit  per  ignes 
siippositos  cine7n  doloso.    If  he  uses  clear  language,  limiting,  defining,  qualifying  25 
what  might  otherwise  be  supposed  to  be  the  point  or  essence  of  his  invention, 
no  one,  as  it  seems  to  me,  has  a  right,  for  the  purpose  of  mere  interpretation, 
to  speculate  why  he  inserted  the  statement  in  question.     There  it  is.     For 
reasons,  good,   bad  or  indifferent,   known  or   unknown,  ascertainable  or  not 
ascertainable,   he  has  used  them.     He   must  stand  by  them.     He  is  entitled  30 
to   the   benefit  of    them,  and  must  submit  to  any   limitations  which  they 
contain. 

He  proceeds,  however,  with  a  sentence  which  gives  a  reason  why  he  insists 
upon  embedding  the  threads  in  the  rubber,  that  is  not  the  sets  of  threads,  but 
the  threads  involved  in  the  unit  fabric,  which  is  useful  at  all  events  as  showing  35 
what  his  notion  of  embedding  was.  He  says,  "  It  is  necessary  that  the  threads 
"  shall  be  embedded  in  the  rubber,  as  it  is  not  safe  to  rely  upon  the  uniformity 
"  of  their  parallel  relation  if  merely  placed  against  the  surface  of  the  sheet.  I 
"  therefore  usually  feed  the  threads  to  the  sheet  while  the  latter  is  being 
"  calendered,  the  pressure  exerted  being  sufficient  to  cause  the  threads  to  be  40 
"  thoroughly  embedded  in  the  soft  and  heated  rubber." 

Thorough  embedding  is  therefore  meant,  by  which  I  understand  that  the 
threads  shall  be  pressed  well  into  the  rubber,  that  each  shall  lie  in  its  own 
channel,  and  that  this  is  done,  because,  if  they  were  not  thus  kept  apart,  there 
might  be  danger  of  their  coming  into  contact  with  one  another,  and  it  is  quite  45 
clear  that  he  thought  there  was  danger  of  the  parallel  threads  damaging  one 
another,  as  well  as  the  threads  which  crossed  one  another — whether  that  danger 
existed  in  fact  it  is  not  necessary  to  inquire.  It  is  impossible  to  suppose  that 
all  these  elaborate  precautions  to  lay  the  threads  out  of  contact  with  one  another, 
and  to  preserve  their  respective  isolations,  could  have  been  taken  for  any  other  50 
reason  than  to  prevent  sawing  action  by  one  longitudinal  thread  upon  another, 
as  well  as  by  threads  which  crossed  one  another. 

If  it  be  asked,  why  so  little  is  said  directly  as  to  the  necessity  of  preventing 
the  two  sets  of  threads  set  at  an  angle  from  touching  one  another,  I  think  the 
answer  is  not  far  to  seek.    It  is,  to  my  mind,  impossible  to  suppose  that  he  did  55 
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not  mean  that  the  individual  threads  in  his  unit  sheet  of  rubber  should  be 
surrounded  by  xhe  rubber  and  have  a  complete  coating  all  round  them.  That 
is,  I  think,  a  very  natural,  if  not  the  natural  use  of  the  word  "  embedding." 
In  Murray'^s  Dictionary  the  first  meaning  given  to  the  word  "  embed  "  is  "  to 
5  "  fix  firmly  in  a  surrounding  mass  of  solid  material."  I  do  not  know  what 
other  word  I  should  use  if  I  meant  to  indicate  that  one  thread,  or  tube,  or 
anything  in  which  length  was  the  predominant  idea,  was  to  be  buried  in,  and 
completely  surrounded  by  another  substance  apt  to  perform  such  a  function. 
Palmer  must  have  been  aware  of  the  importance  of  preventing  cross- sawing  as 

10  well  as  longitudinal.  To  any  ordinary  mind  the  danger  would  appear  to  be 
much  greater  in  the  one  case  than  in  the  other.  But  if  by  "  embedded  "  we 
understand  that  the  threads  were  to  be  buried  in  the  fabric,  then  it  was 
impossible  that  when  one  unit  fabric  was  laid  on  the  other  the  one  set  of 
threads  should  touch  the  other,  and  that  when  the  two  sets  were  vulcanised 

15  into  the  sheet  constituting  the  compound  fabric,  they  should  ever  either  touch 
or  play  upon  one  another.  In  the  passage  in  which  the  point  of  the  invention 
is  described,  the  fabric  is  said  to  be  made  by  "embedding"  in  the  rubber 
sheet,  not  the  individual  threads,  but  the  unit  fabrics.  If  by  "  embedded  "  be 
meant  the  sort  of  insertion  I  have  described,  they  could  not  be  more  effectually 

20  kept  apart.  We  have  had  specimens  produced  and  proved  of  the  original 
tyres  made  under  this  Patent  sold  and  used.  They  are  just  what  I  should  have 
expected  from  the  Specification — fabrics  in  which  each  thread  is  completely 
buried  in  the  unit  fabric — and  the  two  unit  fabrics  also  completely  buried  in 
the  rubber,  and  there  is  no  possibility  of  the  two  sets  touching  one  another. 

25  The  Patentee  continues  : — "  I  am  aware  that  fabrics  have  been  made  of 
*'  various  materials  in  conjunction  with  parallel  or  various  plies  of  parallel 
**  threads  for  the  purpose  of  thickening  and  strengthening  the  same  and  for 
"  the  purpose  of  resisting  longitudinal  strains  or  stretching  as  in  driving  belts 
**  and  hose  pipes  and  also  in  different  makes  of  paper,  and  I  would  have  it 

30  "  understood  that  I  make  no  general  claim  to  fabric  so  constructed."  This  is, 
(as  it  should  be,  seeing  that  this  is  a  Patent  for  a  fabric)  a  disclaimer  of  certain 
classes  of  fabrics  described,  but  to  my  mind  it  throws  no  light  on  the  construc- 
tion of  this  Specification,  except  in  so  far  as  it  excludes  the  fabrics  described. 
Lastly,  come  the  Claims,  which  are  :  — "  (1)  A  fabric  made  of  two  or  more 

35  "  plies  of  rubber  each  having  embedded  therein  parallel  fibrous  threads,  the 
"  threads  in  one  ply  presenting  an  angle  to  the  threads  in  the  other,  no  two 
"  threads  being  in  contact,  substantially  as  described  and  subject  to  the  above 
•*  disclaiming  note.  (2)  A  fabric  made  of  two  or  more  plies  of  rubber.  Each 
"  ply  having  embedded  and  vulcanized  therein  substantially  non-extensible 

40  "  parallel  fibrous  threads  out  of  contact  with  each  other,  the  threads  in  adjacent 
**  plies  presenting  an  angle  to  each  other  substantially  as  described,  and  subject 
"  to  the  above  disclaiming  note."  The  Claims  appear  to  me  to  leave  the  matter 
exactly  where  it  was.  They  include  the  fabric  where  the  unit,  is  not  separately 
vulcanised,  and  that  in  which  it  is  so,  and  throw  us  back  upon  the  general 

45  description  in  the  Specification,  and  do  not  dispense  with  anything  which,  by 
the  body  of  the  Specification,  is  made  essential. 

It  will  be  observed  that  no  claim  is  made  to  the  unit  fabric,  which  is  in  fact 
identical  with  one  described  as  part  of  a  process  in  a  Patent  granted  to  one 
Boiicley  in  1875,  but  the   Claim  is  to  the  complete  fabric  described  in  the 

50  Specification,  which,  for  the  reasons  given  in  my  comments  upon  the  various 
parts  of  the  Specification,  appears  to  consist  of  two  or  more  unit  fabrics,  each 
unit  fabric  having  its  parallel  single  threads  embedded  in  its  rubber,  and 
thereby  kept  out  of  contact,  and  the  compound  fabric  having  the  unit  fabrics 
also  embedded  in  the  rubber  thereby  kept  out  of  contact,  and  vulcanised 

55  in  it. 
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I  have  endeavoured  to  ascertain  what  the  invention  is  before  considering 
at  all  the  question  of  infringement,  to  which  I  now  proceed.  The  Defendants 
use  a  material  called  flexifort,  which  serves  the  same  general  purposes  as 
the  fabric  of  Palmer's  Patent.  The  purposes  for  which  it  is  used  seem 
to  me  immaterial.  If  they  had  used  an  infringing  fabric  for  making  a  5 
coat,  it  would  have  been  as  much  an  infringement  as  if  used  for  a  tyre  cover. 
If  what  they  use  does  not  infringe,  as  a  fabric,  it  cannot  become  an  infringe- 
ment because  used  for  the  same  purpose  as  the  Plaintiffs'  fabric.  The  fabric 
itself  is  made  up  of  two  unit  sheets — using  the  phrase  in  the  same  sense  as 
before.  In  each  unit  sheet,  the  parallel  threads  are  laid  upon  the  rubber  sheet,  10 
and  no  force  is  used  to  press  them  in.  They  are  in  no  sense  embedded  in  the 
rubber,  and  they  are  in  close  and  constant  contact  with  one  another.  Upon  the 
upper  surface  of  this  unit  fabric  is  spread  a  very  thin  coat  of  rubber  which  is 
necessary  to  hold  the  two  units  together.  It  is  formed  by  spreading  a  solution 
of  india-rubber  in  a  volatile  substance  such  as  ether  upon  the  first  unit  fabric.  15 
When  this  has  evaporated  a  thin  film  is  left,  much  as  when  a  film  of  collodion 
is  left  upon  a  glass  plate  for  purposes  of  photography,  except  that  the  collodion 
film  is  hard  and  strong  and  might  afford  some  protection  against  sawing  action 
— the  film  of  rubber  gives  none.  Upon  this  film  is  laid  the  other  unit  fabric 
and  then  the  two  are  pressed  together.  There  is  no  vulcanising,  and  the  20 
process  is  complete  as  I  have  described  it.  When  the  two  units  are  pressed 
together,  occasionally,  here  and  there,  a  little  bit  of  india-rubber  will  get  in  an 
odd  plaoe  or  two  between  two  contiguous  longitudinal  threads,  but  its  presence 
is  rare  and  casual.  Where  it  happens  it  may  keep  two  threads  at  one  particular 
spot  apart,  but  it  is  a  qxiantite  negligeahle,  and,  speaking  generally,  the  longi-  25 
tudinal  threads  are  in  contact  everywhere.  The  thin  film  of  rubber  produced 
by  evaporation  does  undoubtedly  separate  the  units  when  threads  are  at  right 
angles  to  one  another,  but  it  certainly  does  not  keep  them  apart.  It  needs  but 
inspection  of  the  fabric  to  see  that  if  there  were  any  real  sawing  action  between 
the  two  unit  surfaces,  the  very  thin  film,  whose  effective  purpose  is  to  hold  30 
together  the  two  portions  of  the  fabrics,  would  not  protect  it  for  a  minute. 
Mr.  Dugald  Clerk  said  so  in  his  evidence,  and  was  not  cross-examined  about  it. 
I  think  anyone  may  see  for  himself  that  Mr.  Clerk  is  and  must  be  right.  He 
said  that  Palmer  was,  in  his  opinion,  wrong  if  he  thought  there  was  a  cross 
sawing  action  between  the  threads  of  the  two  units,  unless  separated,  which,  of  35 
course,  is  a  very  different  case  from  that  in  which  they  are  interlaced  When 
interlaced,  each  longitudinal  thread  necessarily  forms  a  wavy  or  serpentine 
lino.  Every  time  it  is  stretched  it  must  press  against  the  transverse  threads, 
and  though  they  are  in  much  less  tension,  they  still,  I  suppose,  offer  some 
resistance.  Hence  the  sawing  action.  The  very  success  of  flexifort  seems  to  40 
me  conclusive  that  the  sawing  action  does  not  exist  between  the  two  sets  of 
longitudinal  threads  arranged  athwart  one  another,  and  that  the  Defendants  are 
right  when  they  say  that  the  thin  film  of  rubber  between  the  two  is  of  use 
merely  to  hold  the  two  unit  fabrics  together,  and  answers  none  of  the  purposes 
which  Palmer  attributed  to  that  embedding  and  vulcanising  which  he  describes  4;') 
as  the  point  of  his  invention.  The  mere  fact  of  its  answering  a  different 
purpose  would  not,  of  course,  prevent  the  fabric  from  being  an  infringement  if 
it  otherwise  fell  within  Palmer's  Specification.  But  in  considering  whether 
the  arrangement  of  threads  upon  and  with  respect  to  the  rubber  can,  by  any 
stretch  of  language,  be  looked  upon  as  the  equivalent  of  Palmer's  "embedding,"  50 
it  is  certainly  a  circumstance  to  bo  taken  into  account.  The  Defendants' 
flexifort,  therefore,  seems  to  me  to  want  all  the  material  elements  of  Palmer's 
fabric.  The  unit  fabric  is  not  claimed  by  Palmer.  Whether  this  was  the 
original  shape  of  the  Specification,  or,  as  seems  likely  enough,  the  result 
of  the  amendment  of  1898,  is  immaterial.    As  the  Specification  stands,  the  55 
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unit  fabric  is  not  claimed,  but  what  Palmer  cills  the  point  of  his  invention  is 
the  embedding  in  a  sheet  of  rubber  and  vulcanising  therein  two  or  more  of  the 
unit  fabrics.  The  Defendants'  flexifort  does  nothing  of  the  kind.  It  neither 
embeds  nor  vulcanises  the  unit  fabrics. 

.5  If  the  Specification  goes  further  and  claims  as  part  of  the  combination  the 
embedding  of  the  geparate  longitudinal  fibres  and  keeping  them  apart  by  ribs  of 
rubber  between  each  pair,  flexifort  is  equally  and  perhaps  even  more  emphati- 
cally guiltless  of  infringement  in  this  respect,  and  it  seems  to  me  that  the 
allegation  of  infringement  disappears  if  only  a  little  atteution  be  paid  to  the 

10  plain  meaning  of  English  words  and  phrases,  not  by  any  means  difficult 
to  understand,  but  which  have  been  confused  by  a  mass  of  minute  verbal 
criticism  and  scientific  speculation,  a  process  with  which  one  is  but  too  familiar 
in  these  cases,  but  which  tends  to  produce  nothing  but  embarrassment  and 
obscurity,  as  well  as  greatly  to  lengthen  inquiries,  in  themselves  abundantly 

15  costly. 

On  the  issue  of  infringement,  therefore,  I  find  in  favour  of  the  Defendants. 
There  are  also  issues  as  to  anticipation,  which  call  for  a  fev/  words.  The 
most  important  of  the  alleged  anticipations  is  one  by  a  fabric  made  and 
commercially  used  in  the  years  1889  and  1890  by  a  manufacturer  of  tyres  of  the 

20  name  of  Moseley^  who  carried  on  business  in  Manchester,  and  in  the  latter  part 
of  1889  and  the  first  half  of  1890 — two  or  three  years  before  Palmer's  Patent — 
sold  some  hundreds  of  tyres  made  of  that  fabric.  The  method  of  construction 
and  the  way  in  which  it  was  used  were  described  minutely  and  accurately  by  a 
Mrs.  Hawthorn^  a  witness  of  intelligence,  who  gave  hc^r  evidence  with  great 

25  propriety,  and  who  had  made  and  used  the  fabric.  Mr.  Terrell  admitted  that 
he  was  not  able  to  contest  her  evidence,  and  I  see  no  reason  to  distrust  it.  I  do 
not  propose,  therefore,  to  repeat  it.  I  only  refer  to  it  as  given  in  the  shorthand 
notes.  It  was  not  possible  to  produce  specimens  of  the  actual  fabric  then  made, 
but  sheets  of  materials  were  produced  which  she  said  were  identical  with  what 

30  she  used  to  work  with.  In  the  stage  in  which  they  were  rolled  into  the  solid 
tyre,  they  appear  to  me  to  be  indistinguishable  from  Palmer^s  fabric.  I  can  see 
no  difference  of  any  kind  of  substance  between  the  two.  It  is  quite  true  that 
the  fabric  was  produced  only  as  a  stage  in  making  a  solid  tyre.  It  was  rolled 
up  upon  itself,  and  the  different  folds  or  layers  stuck  together  in  the  way 

35  described  by  the  witness ;  but  that,  in  my  opinion,  makes  no  difference.  It 
was  produced  as  a  fabric,  and  it  can  make  no  difference  whether  it  was  used  to 
make  a  tyre  or  a  pair  of  trousers,  or  whether  it  was  put  by  for  a  few  days  and 
then  rolled  into  a  solid  tyre,  or  made  at  once  into  a  tyre.  The  very  thing 
which  Palmer  patented  was  made  and  used  by  Moseley^  and  it  seems  to  be 

40  quite  immaterial  to  what  use  it  was  put.  Indeed,  a  great  part  of  the  argument 
for  the  Plaintiffs  consisted  of  the  hopeless  attempt  to  torture  Palmer's  Patent 
for  a  fabric  into  a  sort  of  hybrid,  half  way  between  a  Patent  for  a  fabric  and 
one  for  its  application  to  pneumatic  tyres. 

This  part  of  the  case  is  so  clear  that  I  think  it  unnecessary  to  decide  the 

45  anticipations  alleged  to  have  been  constituted  by  Boudey'sdJid  Coles  Jaques  and 
Fanshawe's  Specifications.  The  question  seems  to  me  to  turn  very  much  upon 
whether  a  hose  pipe  as  made  by  those  processes  is  or  is  not  a  "  fabric,"  as  that 
word  is  used  in  Palmer's  Specification.  Palmer  no  doubt  speaks  chiefly  of  "  a 
**  sheet  of  rubber,"  and  if  his  fabric  be  confined  to  sheets,  the  two  Specifications 

50  in  question  certainly  did  not  deal  with  sheets,  and  I  think  would  not  have  sug- 
gested them.  On  the  other  hand,  the  claim  is  general  to  a  fabric,  and  I  think 
if  the  only  defence  to  infringement  had  been  that  the  alleged  infringement  was  in 
the  form  of  a  hose  pipe  and  not  of  a  sheet,  we  should  have  heard  a  very  different 
view  of  the  Palmer  Specification.     Certainly  in  that  instance  the  two  results 

55  "Would  have  been  alarmingly  alike  for  those  who  might  have  had  to  contead 
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that  the  Palmer  hose  pipe  was  essentially  diflEerent  from  the  earlier  ones.  The 
truth  is  that  in  this  respect  the  Specification  has  the  studied  uncertainty  to 
which  one  is  so  well  accustomed  in  such  documents,  and  which  permits  of  an 
argument  either  way  according  as  it  may  turn  out  to  be  desirable,  and  as  it  is 
not  necessary  to  decide  the  question,  I  shall  not  attempt  it.  5 

My  judgment  therefore  is  for  the  Defendants,  with  costs ;  and  I  certify  that 
all  the  Particulars  of  Objections  were  either  proved  or  reasonable  and  proper  ; 
I  allow  three  Counsel  and  the  shorthand  notes,  which  have,  in  this  instance, 
undoubtedly  enabled  me  to  try  the  case  in  far  less  time  than  it  must  otherwise 
have  occupied.  10 

Jenkins^  Q.C. — If  your  Lordship  has  already  considered  the  question  of  the 
allowance  of  the  Particulars  of  Objections,  I  will  say  no  more. 

Wills,  L,  J. — I  have  not  really  considered  it  if  you  wish  to  say  anything. 

A  long  discussion  then  took  place  on  this  point  and  also  as  to  allowing  costs 
on  the  higher  scale,  at  the  close  of  which  the  learned  Judge  intimated  that  he  15 
would  consult  the  Master  of  the  Rolls. 

Subsequently  his  Lordship  substituted  for  the  last  paragraph  of  his  judgment 
the  following : — 

My  judgment  therefore  is  for  the  Defendants  with  costs.    I  certify  that  the 
following  Particulars  of  Objections  (as  re-amended)  were  either  proved   or  20 
reasonable  and  proper  : — 

{A)  1,  in  so  far  as  it  relates  to  the  Thomson  Patent  and  prior  user  there- 
under   and   2.     {B)  5,  in  so  far    as   it   relates   to  the   Thomas   Patent  and 
6,  7,  and  8a.    (JJ)  9,  in  so  far  as  it   relates  to   the  anticipating  Patents  of 
Coles  Jaques  and  Fanshawe  and  Boticley^  and  to  the  3rd  paragraph  under  25 
**  prior  user  "  and  10. 

I  allow  three  Counsel  and  the  shorthand  notes,  which  have  in  this  instance 
undoubtedly  enabled  me  to  try  the  case  in  far  less  time  than  it  must  otherwise 
have  occupied. 
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Before  Mr.  JUSTICE   PHILLIMORB. 


July  11th,  1899. 


DAVIBS     V,     TOWNSEND     &     CO.,     LD. 


5      Patent, — Action  for  infringement, — Sufficiency  of  claim. — No  infringement. 

D,  obtained  Letters  Patent  for  **  Improvements  in  nursery  chairs.'^  The 
essence  of  his  invention  ivas  to  convert  the  chair  from  a  high  chair  to  a  low 
chair  by  so  revolving  the  seat  and  bach  as  to  make  the  seat  of  the  high  chair 
become  the  back  of  the  low  chair  and  vice  versa.    In  his  chair  as  manufactured 

10  he  iyitroduced  a  hinged  frame  to  support  the  se^t,  but  lie  made  no  claim  for  this 
in  his  Specification, 

T,  also  obtained  a  Patent  for  ^^Improvements  in  nursery  chairs, ^^  and  shortly 
afterwards  assigned  his  Patent  and  business  to  T,  &  Go,,  Ld.  In  the  manufac^ 
ture  of  tJieir  chairs  under  this  Patent  the  Company  used  a  hinged  frame  similar 

15  to  that  used  by  Z).,  and  a  subsidiary  sjjring  which  was  also  introdticed  by  D. 

In  1899  D.  brought  an  action  for  infringement  against  the  Company,    The 

validity  of  D.^s  Patent  iva^  not  disjmted,  and  had  been  upheld  in  a  previous 

action. 

Held,  that  tJiere  was  no  infringement,  as  the  Plaintiff  made  no  claim  in  his 

20  Specification  for  the  portions  of  his  chair  which  the  Defendants  introduced  into 
theirs. 

In  1894  Letters  Patent  (No.  20,566  of  1894)  was  granted  to  James  Davies  for 
"  Improvements  in  nursery  chairs." 

The  Provisional  Specification  was  as  follows  : — 

25  "  This  invention  relates  to  that  class  of  infants  chairs  which  are  mechanical 
"  and  convertable  at  will  to  a  high  or  low  chair,  this  particular  invention  is  the 
"  construction  of  body  of  chair  with  its  movement  to  form  a  low  chair,  thus,  the 
"  back  of  body  as  a  high  chair  fferms  the  seat  of  the  low  chair,  so  that  seat  & 
*'  back  raised  or  lowered  alternately  form  seat ;  so  the  seat  or  back  of  either 

30  "  low  or  high  chair  is  thus  formed  and  for  the  better  explanation,  refer  to  the 
"  drawings,  Figures  1  and  2. 
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"  In  Figure  1  shown  as  a  high  chair  with  a  pin  A  upon  which  the  inoTemuitt 
"  18  made,  so  that  by  the  release  of  catch  Mt  B  allows  the  back  to  fall  down  and 
"  form  the  seat  of  low  chair,  as  shown  in  Figure  2,  the  same  catch  B  Becariag 
"  it  in  the  new  position,  thus  the  back  of  Figure  1  chair  is  the  seat  of  chair  in 
"  Figure  2  and  bj-  reversing  the'action  or  movement  the  high  or  low  chair  is  5 
"  formed  at  will." 

The  Uomplet«  Specification  was  as  follows : — 

"  This  invention  relates  to  that  class  of  infants  chairs,  which  are  mechanical 
"  and  convertible  at  will,  to  a  high  or  low  chair,  this  particular  invention  is  the 
"  construction  of  body  of  chair,  with  its  movemimt  to  form  a  low  chair,  thna  10 
"  the  back  of  body  as  a  high  chair  forms  the  seat  of  the  low  chair,  bo  that  the 
"  seat  or  back  raised  or  lowered  alternately  form  seat,  so  that  the  seat  or  back 
"  of  either  low  or  high  chair  is  thus  formed,  and  for  the  better  explanation  refer 
"  to  the  drawings  Figure  1  and  Figure  2  : — 

"  In  Figure  1  shown  as  a  high  chair  with  a  pin  A  upon  which  the  movement  It 
"  is  made,  so  that  by  the  release  of  a  catch  attached  to  the  part  B  allows  the 
"  hack  and  frame  to  fall  down  and  form  the  seat  of  low  chair  as  shown  in 
"  Figure  2,  the  same  cutch  and  frame  securing  it  in  the  new  position,  thus  the 
"  back  of  Figure  1  chair,  is  the  seat  of  chair  in  Figure  2  and  by  reversing  the 
"  action  or  movement  the  high  or  low  chair  is  formed  at  will.  20 

"  This  invention,  of  improvemeiits  in  nursery  chairs  relates  to  the  movement 
"  of  the  seat  and  back  of  high  chair  being  lurc  rersd  in  the  low  chair,  thus  the 
'•  seat  of  the  high  chair  is  the  back  of  the  low  chair,  and  tho  back  of  the  high 
"  chair  in  (he  beat  of  the  low  chair  and  is  easily  transposable,  so  as  at  one  time 
"  to  be  an  high  chair,  to  enable  occupant  to  Bit  at  table  or  to  be  a  low  chair  25 
"  by  releasing  a  catch  attached  to  tho  part  B,  when  the  frame  and  seat  fall 
"  down  to  the  lower  position  and  forms  the  low  chair  as  shown  in  Figure  2. 
"  Figure  (one)  1  represents  the  nursery  chair  as  used  at  table.  Figure  (two)  2 
"  represents  the  same  chair  as  a  low  chair. 

"  Having  now  pwrticularly  described  and  ascertained  the  nature  of  my  said  30 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 
"  I  claim  is  : — 

"  The  novelties  claimed  for  this  invention  are  as  follows. 

''  The  utilization  of  the  back  of  chair  as  a  high  chair  to  be  the  seat  as  a  low 
"  chair,  and  the  back  of  the  low  chair  to  be  the  seat  of  the  high  chair."  35 

The  following  are  reproductions  of  the  drawings  attached  to  the  Provisional 
and  Complete  Speeiticatious  respectively  : — 


On  the  5th  of  May  1896  Davies  broaght  an  action  for  infringement  ogshMt 
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Oioen  Townaend  in  respect  of  this  Patent.    An  injunction  was  granted  by  Mr. 
JoBtice  Byrne,  who  certified  as  to  the  validity  o£  the  Plaintiff's  Patent. 


On  the  12th  of  May  1896,  Owen  Tawmend  applied  for  Letters  Patent,  which 
were  seated,  after  being  opposed  by  Davies,  No.  10,023  of  1896. 

I        The  Complete  Specification  and  drawings  were  as  follows  : — 

"  This  invention  is  an  improvement  in  nurseary  chairs  whereby  an  infant  or 
"  a  child  may  be  raised  from  sitting  in  a  low  chair  to  that  of  an  high  chair  to 
"  sit  at  tabel  without  having  to  move  from  its  seat.  Now  I  make  or  provide  an 
"  onter  framing  consisting  of  four  legs  secnrely  fastened  togather  with  transvera 

I  "  rods  rails  or  tlc^s  and  on  the  iner  sides  of  the  back  legs  I  make  slots  A  or 
"  groves  or  guide  rails  but  1  prefer  the  groves.  Now  I  make  a  snitably 
"  constructed  back  and  seat  and  on  the  onter  sides  of  the  back  I  make  a 
"  toungne  B  or  guide  preferably  of  metal  or  wheels  may  be  used  insteat  of  the 
"  toungue  only  I  prefer  the  toungue  bo  that  the  back  and  seat  when  connected 

I  "  with  the  outer  framing  will  work  freely  up  and  down  to  any  desired  heighth 
"  between  the  outer  framing.  Now  I  pivot  a  frame  C  onto  the  front  legs  of  the 
"  outer  framing  and  underneath  the  seat  so  that  as  the  seat  and  back  slides 
"  down  the  frame  working  on  the  pivot  D  will  gently  let  the  seat  and  back 
"  down  and  as  this  frame  that  is  attached  to  the  front  legs  is  controlled  by 

I  "  springs  D  D  it  alows  the  seat  and  back  to  move  up  and  down  with  great  r>ase 
"  <md  will  lock  the  seat  and  back  in  the  high  position  when  the  child  is  wanted 
"  to  sit;  at  tabel  in  perfect  safty. 

"  Referring  to  drawings  Figure  1  shews  the  chair  in  the  high  position  and 
"  Figure  3  as  a  low  chair. 


"  Having  now  particularlj'  described  and  ascertained  the  nature  of  my  said 
•  invention  and  in  what  manner  the  same  is  to  be  performed  I  d.'cLire  that  what 

2  Y 
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^*  I  claim  is — Ist.  The  sliding  back  and  seat  in  combination  ^ith  the  locking 
**  frame  with  springs  for  working  and  locking  the  back  and  seat  in  any  desired 
*'  position  as  herein  described." 

Shortly    after    the    date    of    his    Patent   Toivnsetid  assigned  it,    with    his 
business,  to  Townsend  A  Co.,  Ld.^  of  which  Company  he  became  the  managing  5 
director. 

On  the  16th  February  1899  Dauies  brought  an  action  against  Townsend  A  Co.,, 
Ld.y  for  alleged  infringements  of  his  Patent,  No.  20,566  of  1894,  claiming  the 
usual  relief.      The  Defendants    denied  infringement  and   set    up  their  own 
Patents,  No.  821  of  1893,  No.  10,023  of  1896,  No.  2913  of  1897,  and  No.  5944  of  10 
1897,  under  which  they  alleged  that  they  were  working. 

The  action  came  on  for  trial  before  Mr.  Justice  Phillimore,  sitting  without  a 
jury,  on  the  11th  of  July  1899. 

The  Plaintiff  appeared  in  person.      W.  H.  Eld^idge  (instructed  by  Lucas  and 
Ward)  appeared  for  the  Defendants.  15 

The  Plaintiff  opened  his  case. — There  is  no  new  invention  in  the  Defendants' 
chair.  I  invented  the  spring.  [PHILLIMORE,  /.,  referred  to  the  claiming 
clause  in  the  Plaintiff's  Specification.]  I  was  the  inventor  of  the  frame,  and  it 
is  part  of  my  invention  protected  by  this  Patent.  The  whole  Specification  is  a 
claim  and  not  the  claiming  clause  alone.  The  cases  of  Siddell  v.  Vickers,  20 
5  R.P.G.  428,  Kelly  v.  Heathmany  7  R.P.C.  343,  and  Harrison  v.  Anderston 
Foundry  Company^  L.R.  1  App.  Cas.  577,  support  this  view.  [PHILLIMORE,  /. — 
Since  1883  the  claim  must  be  a  distinct  statement  of  the  invention  claimed.] 
When  a  clear  result  is  described  but  not  claimed  no  subsequent  Patent  may  be 
taken  out  for  it.  (Kaye  v.  Chubb  A  Sons,  4  R.P.C.  289.)  They  may  not  take  25 
any  part  of  my  invention.  They  use  the  spring  and  the  frame.  [PHILLIMORE,  J. 
— ^What  is  the  advantage  of  your  spring  ?]  It  is  my  invention  and  is  useful  in 
raising  the  seat.  Townsend  applied  for  a  Patent,  No.  16,055  of  1895,  which  I 
opposed.  The  Comptroller  refused  to  seal  it  on  the  ground  that  it  was  for 
exactly  the  same  thing  as  my  Patent  of  1894.  Now  they  use  the  hinged  frame  30 
which  I  submit  is  covered  by  my  Patent,  although  not  specifically  referred  to 
in  the  claiming  clause  ;  you  must  read  the  whole  Specification  together. 

Specimens  of  the  Plaintiff's  and  Defendants'  chairs  were  put  in,  and  the 
Plaintiff  called  Walter  Christie  to  prove  the  manufacture  of  his  chair  under  his 
directions  at  Townsend's  works.  The  Plaintiff  then  went  into  the  box  35 
and  stated  that  he  knew  how  to  use  the  frame  when  he  had  the  first  chair  made, 
and  that  he  was  the  inventor  of  the  frame.  On  cross-examination  he  said  that 
he  applied  for  his  Patent  in  October  1894,  and  invented  the  frame  in  November 
of  the  same  year.  The  action  before  Mr.  Justice  Byt*ne  was  in  respect  of  chairs 
made  by  Towyisend  under  his  instructions,  and  subsequently  sold  by  Towfisend  40 
without  his  authority. 

W.  H.  Eldridge  for  the  Defendants. — I  submit  there  is  no  case.     As  to  the 
spring  it  is  not  claimed  or  mentioned.     [PHILLIMORE,  J. — The  case  turns  on 
the  question  of  the  frame.]  The  Plaintiff  cannot  now  claim  theframe  in  his  Patent. 
He  has  not  claimed  it  as  a  novelty  and  there  is  no  mention  of  it  until  the  Complete  45 
Specification.    Siddell  v.  Vickers  only  says  that  a  Patent  need  not  have  a  claim  ; 
but  if  there  is  a  claim  I  say  that  claim  must  contain  exactly  what  that  invention 
is.    All  the  cases  go  to  this,  from  the  roller-skate  case  to  Edison  v.  Smithy 
11  R.P.C.  148.      The  claim  when  made  is  binding,  and  operates  only  with 
respect  to  what  is  specifically  claimed  and  as  a  disclaimer  of  what  is  not  50 
mentioned.    Upon    the    Specification    itself    there  is    no    case.    Again,  the 
Defendants  here  are  the  Company,  but  the  Company  have  made  none  of  the 
Plaintiff*s  chairs,  nor  have  they  sold  any.    We  have  only  sold  our  own  chairs. 
Counsel  also   referred  to   Plimpton  v.  Spillei\  4  Ch.D.  286,  and  Parkinson 
V.  Simony\2  R.P.C.  406.    He  elected  not  to  call  evidence,  but  to  rely  on  his  55 
submission. 
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The  PlaintiflE,  in  reply. — The  frame  is  mine  even  though  I  have  not  claimed 
it ;  the  seat  was  the  first  invention  and  then  the  means  of  keeping  it  up.  I 
applied  for  protection  for  improvements  in  chairs  generally,  not  for  improve- 
ments in  seats. 
5  Phillimore,  /. — In  this  case  the  PlaintiflE,  who  has  conducted  his  own  case 
in  person,  and  has  done  it  remarkably  well,  has  invented  a  very  clever  chair. 
It  seems  to  me,  without  much  knowledge  of  mechanics,  to  be  a  very  ingenious 
invention.  He  complains  that  the  Defendant  Company  have  been  selling 
another  chair  which  he  says  is  an  infringement  of  his  Patent.    It  is  admitted 

10  that  his  Patent  is  a  good  one.  It  is  established  by  a  decision  of  Mr.  Justice 
Byrne^  and  it  is  admitted  the  Defendants  have  been  selling  chairs  in  accordance 
with  their  Patent.  I  have  had  their  Patent  before  me,  not  with  a  view  of 
determining  whether  their  Patent  is  good  or  not,  but  as  guiding  me  in  seeing 
what  they  are  really  doing,  and  how  far  their  chair  diflFers  from  the  PlaintiflE's 

15  chair.  I  have  also  seen  examples  of  the  PlaintiflE's  chair  in  the  various  forms, 
and  of  the  Defendants'  chair.  Now  both  chairs  have  this  in  common,  that  the 
seat  can  be  raised  or  lowered  so  as  to  enable  the  child  to  sit,  when  not  at  a  table, 
at  a  convenient  distance  from  the  floor  or  near  the  floor,  and  also  to  sit  high  at 
the  table     Both  have  that  in  common.     Neither  can  claim  that  as  a  novelty, 

20  because  at  least  in  1877,  if  not  earlier,  there  was  some  Patent  which  had 
some  form  of  raising  or  lowering  the  chair.  Therefore  neither  can  claim  that. 
There  is  a  spring  in  both  by  which  the  seat  is  assisted  in  being  raised,  or  is  raised, 
but  the  Plaintiff  cannot  claim  anything  in  respect  of  that  spring.  That,  I  think, 
he  substantially  admits.     There  remains  the  residue  of  the  invention.     Now 

25  the  Plaintiff's  chair  is  so  moved  that  the  seat,  when  it  is  lowered,  becomes  the 
back ;  that  is  to  say,  the  chair  turns  round,  and  what  was  the  back  becomes  the 
seat,  and  what  was  the  seat  becomes  the  back.  The  Defendants'  chair  is  raised 
simply  in  cut  grooves,  and  the  legs  of  the  chair  are  raised  and  then  dropped, 
assisted  by  a  spring,  and  they  are  locked.    In  those  two  respects,  therefore,  the 

30  Defendants'  chair  differs  entirely  from  the  Plaintiff's.  The  Plaintiff,  in  his 
final  Specification,  claims  only  as  a  novelty  the  utilisation  of  the  back  of  the 
chair  as  a  high  chair  for  the  seat  of  the  low  chair,  and  the  back  of  the  low  chair 
for  the  seat  of  the  high  chair.  That  is  what  is  claimed  as  the  novelty,  and  there 
is  nothing  of  that  at  all  in  the  Defendants'   chair.      The    Defendants    do 

35  BOfc  use  that,  and,  therefore,  they  do  not  infringe.  Then  the  Plaintiff  said, 
"  Yes.  but  another  very  important  part  of  my  invention  is  the  use  of  the  frame, 
"  which  is  raised  to  nearly  a  sloping  position — nearly  vertical — when  the  chair 
"  is  high,  Tmd  which  supports  then  the  chair  so  as  to  prevent  its  falling  down, 
"  and  still  more  to  prevent  its  turning  over  and  the  back  becoming  the  seat 

40  "  when  the  child  is  in  the  high  chair."  It  is  perfectly  obvious  that  that  is  a 
very  important  improvement  on  the  Plaintiff's  invention,  because  without  it 
the  chance  of  the  chair  being  supported  is  not  very  great,  and  it  is  also  obvious 
it  is  an  important  part  of  the  Defendants'  chair.  But  what  I  have  to  consider 
is  : — Have  the  Defendants  in  taking  that  form  pirated  the  PlaintiflPs  invention  ? 

45  There  has  been  some  evidence  given  by  and  on  behalf  of  the  Plaintiff  as  to  who 
invented  that  frame,  and  he  swears  he  was  the  person  who  invented  it.  It  has 
been  suggested  on  behalf  of  the  Defendant  that  the  man  under  whom  they 
claim,  Mr.  Townsefid,  was  the  person  who  invented  that  frame.  iCounsel 
for  the  Defendants  finally  elected  not  to  call  witnesses,  and,  therefore,  I  have 

50  only  the  Plaintiff's  evidence  on  the  one  side  and  the  suggestion  on  the  other. 
But  that  is  not  material,  as  Counsel  for  the  Defendants  rightly  said,  because 
whether  the  Plaintiff  invented  that  frame  or  not,  if  he  did  not  patent  it  he 
loses  the  benefit  of  his  invention.  Certainly  he  mentions  the  frame  in  his  final 
Specification,  and  he  shows  it  in  the  drawing  which  accompanies  his  final 

55  Specification,  but  he  does  not  mention  it  in  the  Provisional  Specification  or  the 
drawing,  and  we  learn  now  from  the  Plaintiff  that  he  had  not  thought  of  it 
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then.  It  iB  not,  in  fact,  the  invention  he  intended  to  patent.  He  might  still 
probably  have  protected  himself  in  the  final  Specification,  but  in  order  to  do 
that  he  must  have  claimed  it — I  do  not  say  necessarily  in  the  actual  words  of 
the  claiming  part  of  the  Specification,  but  it  must  have  been  done  in  a  way  to 
show  clearly  that  he  did  claim  that  part  somewhere  or  other  in  his  Specification  5 
as  a  portion  of  his  patented  invention.  If  he  had  done  that  he  would  have 
thrown  the  burden  on  the  Defendants,  and  they  might  very  likely  have  proved 
that  there  was  no  novelty  in  the  frame  at  all.  The  frame  in  the  particular 
application  to  this  case  is  novel,  but  the  idea  of  the  frame  has  no  novelty  at  all, 
and  it  might  be  he  -^.ould  have  rendered  his  Patent  bad  if  he  had  in  point  of  10 
fact  claimed  the  frame  as  a  novelty.  But  I  have  not  to  consider  that.  He  did 
not  claim  it.  The  question  is  whether  the  Defendants  have  infringed  his 
Patent.  They  have  not  infringed  what  he  says  to  have  befen  the  essence  of  his 
Patent,  and  what  I  believe  to  be  the  essence  of  his  Patent — ^namely,  the  applica- 
tion of  the  back  of  the  high  chair  to  the  seat  of  the  low  chair,  and  the  back  of  15 
the  low  chair  to  the  seat  of  the  high  chair.  There  is  no  infringement  of  that, 
and,  the  Defendants  not  having  in  fact  infringed  any  part  of  the  PlaintiflTs 
claimed  invention,  I  hold  that  the  Plaintiff  has  failed  in  this  action,  and  it  must 
be  dismissed  with  costs. 

I  ought  to  add  that  I  think  the  two  inventions  might  very  well  stand  20 
together.  I  should  not  myself  think  the  Plaintiff  would  suffer  any  material 
injury  from  the  construction  and  sale  of  the  Defendants'  chairs.  I  should  have 
thought  the  Plaintiff's  chair  the  more  ingenious  of  the  two ;  but,  at  any  rate, 
those  who  care  for  one  would  not  care  for  the  other,  and  I  do  not  suppose  in 
reality  he  suffers  at  all.  Be  that  as  it  may,  in  deciding  the  matter  as  a  question  25 
of  dry  law,  I  am  of  opinion  the  Defendants  have  not  infringed  the  Plaintiff's 
Patent. 
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In   the   High   Court   op    Justice.— Chancery   Division. 

Be/ore  Mr.  Justice  Kbkbwich.— July  7th,  1899. 

In  the  Court  of  Appeal. 

Be/ore  THE  Master  op  the  Rolls,  the  President  op  the  Probate,  Ac. 
5  Division,  and  Lord  Justice  Romer.— August  2nd,  1899. 

Alaska  Packers'  Association  v.  Crooks  &  Co. 


Alleged  infringement  of  Trade  Marks. — Passing  off  of  Defendants^  goods  as 
Plaintiffs'. — Interlocutory  injunction. — Balance  of  convenience  and  inconr 
venience. 

10  77ie  A.  Association^  an  American  Company  y  were  the  registered  owners  of  two 
Trade  Marks^  one  consisting  of  the  head  of  a  moose  and  the  other  a  label 
embodying  tJie  first-mentioned  Trade  Mark.  Salmxm  in  tins  bearing  tJie  said 
label  Jiad  been  for  many  years  imported  into  and  sold  in  the  United 
Kingdom.    DuHng  tlie  last  five  years  the    whole  of  the   tins   so    imjjorted 

15  had  been  bought  by  a  ivholesale  firm  carrying  on  business  in  London. 
Tfie  Association  brought  an  action  agaitist  C.  Js  Co.^  of  Liverpool^  who  were 
importing  into  England  salmon  in  tins  which  in  general  appearance  resembled 
the  Plaintiffs'  tinsy  and  had  a  red  deer*s  liead  in  tJie  place  wJiere  the  moose^s  head 
appeared  on  the  Plaintiffs^  tins.    The  Plaintiffs  moved  for  an  interlocutory 

20  injunction^  which  the  Defendants  resisted  mainly  on  the  ground  of  delay ;  but 
the  Defendants  also  contended  that  as  they  were  selling  only  in  Liverpool  and 
Mancliester  tliere  teas  no  danger  of  tJieir  ti?is  being  sold  for  tlie  Plaintiffs'. 
Tlie  tins  complained  of  Jiad  arrived  in  England  sliortly  before  tlie  motion  wa^ 
heard,  and  some  of  them,  had  been  sold. 

25  Hddy  0)1  comparison  of  the  lahrls,  that  infringement  of  Trade  Mark  was  not 
estahlishedy  but  that  the  got-iq)  of  the  Defendunts'  tins  was  su^ch  as  to  d^'ceive  an 
unwary  purchaser^  andy  on  the  balamr.  of  convenience  and  i?iconvenienrey  an 
interloimtory  injunction  (mght  to  be  granted  to  restrain  the  Defemlants  from 
selling  tite  unsold  jwrtion  of  the  tins  tvhich  tJwy  had  imported, 

;jO       Tfie  Defendants  appealed,  andy  on  their  giving  certain  undertakings  without 

j/rejudice  to  any  questiony  the  Order  for  the  injUffiction  ivas  discharged. 

2  a 
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The  Alaska  Packers'  Association,  an  American  Company,  were  the  registered 
owners  of  Trade  Marks  Nob.  86,588  and  86,590,  which  were  registered  in  1889 
by  The  Nushagak  Canning  Company,  who,  in  1892,  transferred  the  good-wilt 
of  their  business  and  their  Trade  Marks  to  the  Association,  who  are  hereinafter 
referred  to  as  the  PlaintifEs.  ! 

Trade  Mark  No.  86,590  was  as  follows  ; — 


Trade  Mark  No.  86,588  was  as  follows  : — 


From  1889  continnonaly  the  Plaintiffs  and  their  predecessors  in  bnsiness 
exported  to  the  United  Kingdom  large  quantities  of  tioned  salmon,  which  for 
the  last  five  years  had  been  bought  exclusively  by  a  wholesale  firm  in  London.  JO 
The  tins  bore  a  label  the  front  part  of  which  was  substantially  a  reproduction  in 
colours  of  Trade  Mark  No.  86,590,  the  oblong  blank  being  filled  up  with  a 
salmon.    The  following  is  a  representation  of  this  label  in  black  and  white,  bnt 
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in  nse  the  label  was  coloured  red.    The  disc  waa  yellow  and  the  type  mainly 
white : — 


In  May  1899  the  Plaintiffs'  atrent  in  England  ascertained  that  3,000  tins  of 
salmon  were  being  imported  into  England  by  Robert  Crooks  &  Co.,  of  Liverpool 
5  by  the  sailing  vessel  "Enrasia,"  which  had  not  then  arrived.  This  salmon  was 
pot  up  by  The  Pacific  Steam  Whaling  Company,  of  Karlufe,  Alaska,  and  the 
tins  bore  a  label  of  which  the  following  is  a  representation  in  black  and  white, 
snch  label  in  use  being  coloured  red,  with  the  type  in  white  and  the  disc  in 
yellow : — 


10  On  the  8th  of  May  1899  the  Plaintiffs  commenced  an  action  againet  Robert 
Crooks  &  Co.  for  an  injunction  restraining  the  Defendants,  their  servants  and 
agents,  from  infringing  the  Plaintiffs'  registered  Trade  Marks  Nos.  86,588  and 
86,590,  or  either  of  them,  and  from  selling,  or  offering,  or  exposing,  or  adver- 
tising for  sale,  or  procuring  to  be  sold,  any  tins  of  preserved  fish  not  of  the 

l.")  Plaintiffs'  manufacture  under  labels  or  wrappers  containing  the  design 
of  a  stag's  head  or  any  other  labels  or  wrappers  so  arranged  or  contrived  or 
expressed  as  by  colourable  imitation  or  otherwise  to  be  calculated  to  represent 
or  lead  to  the  belief  that  such  tins  of  preserved  fish  are  tins  of  preserved  fish  of 
the  Plaintiffs'  manufacture,  and  from  passing  off,  or  enabling  or  assisting  others 

20  to  pass  off,  any  such  tins  of  preserved  fish  as  aforeaaid  as  and  for  tins  of 
preserved  fish  of  the  Plaintiffs'  manufacture,  and  for  other  consequential  relief 

2  z  2 
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On  the  9th  of  May  the  Plaintiffs  gave  notice  of  Motion  for  Interlocutory 
Injunction  in  similar  terms. 

Affidavits  were  filed  by  both  parties.  The  trade  witnesses  f^r  the  Plaintiffs 
deposed  to  the  probability  of  deception.  The  trade  witnesses  for  the  Defendants 
deposed  the  other  way.  It  was  proved  that  the  colours  and  general  appearance  5 
of  the  tins  of  both  parties  were  common  to  the  trade.  It  was  also  proved  that 
in  two  instances  the  representation  of  a  stag  had  been  used  upon  tins  of  salmon, 
but  no  instance  of  the  use  of  the  head  of  a  stag  on  any  other  tins  except  those  of 
the  Defendants  was  proved.  The  motion  came  on  for  hearing  before  Mr. 
Justice  Kbkewtch  on  the  7th  of  July  1899.  10 

Warrington^  Q.C.,  John  Cutlery  Q.(/.,  and  M,  Schiller  (instructed  by  G. 
TJrqnhart  Fisher)  appeared  for  the  Plaintiffs ;  Lawrence,  Q.C.,  and  Micklem 
(instructed  by  Sharps^  Parlcer  &  Co,y  agents  for  Alsop,  Stevens j  Harvey^  and 
Crooks)  were  for  the  Defendants. 

It  appeared  that  the  Plaintiffs  had  been  ordered  to  give,  and  had  given,   15 
security  for  costs,  and  that  the  "  Eurasia  "  had  recently  arrived  in  Liverpool  and 
part  of  the  cargo  had  been  sold. 

It  was  contended  for  the  Plaintiffs  that  they  were  entided  to  an  injunction 
on  both  grounds — infringement  of  Trade  Mark  and  get-up,  and  that  the  fact 
that  so  much  of  the  labels  was  common  to  the  trade  rendered  it  incumbent  that  20 
the  distinctive  features  should  be  marked. 

For  the  Defendants  it  was  contended  that  no  infringement  of  Trade  Mark 
or  passing-off  was  made  out ;  but  an  injunction  was  resisted  mainly  on  the 
ground  of  the  alleged  delay  of  the  Plaintiffs  in  bringing  the  motion  on,  and 
that  as  the  Defendants  were  a  substantial  firm,  and  well  able  to  pay  any  25 
damages  which  might  be  awarded  to  the  Plaintiffs  at  the  trial,  it  would  be  a 
lesser  hardship  on  the  Plaintiffs  to  allow  the  Defendants  to  go  on  selling  than 
it  would  be  on  the  Defendants  if  the  sale  was  stopped.  It  was  also  contended 
that  as  the  Defendants  sold  their  tins  only  in  Liverpool  and  Manchester  while  the 
Plaintiffs'  came  to  London  there  was  no  danger  of  the  Defendants'  tins  being  30 
sold  for  the  Plaintiffs'.  The  Defendants  also  alleged  that  the  tins  complained 
of  had  been  sold  in  America  for  some  time  with  the  knowledge  of  the  Plaintiffs, 
and  without  their  taking  steps  to  stop  such  sale. 

Kbkbwioh,  J. — This,  to  my  mind,  is  a  somewhat  embarrassing  case ;  but 
only  on  the  question  of  whether  I  ought  to  grant  an  interlocutory  injunction.  35 
In  order  to  approach  that  I  must  say  a  few  words  about  the  merits.  The 
Plaintiffs  seek  to  restrain  an  infringement  of  two  registered  Trade  Marks, 
Nos.  86,588  and  86,590.  The  latter  has  a  moose  head  in  a  circle,  and  is  a 
label  with  a  great  deal  on  it.  There  is  no  suggestion  that  the  Defendants  are 
using  that  label ;  and  their  tin  which  I  have  before  me,  or  can,  is  different  In  40 
its  label  entirely  from  86,590,  except  so  far  as  there  is  a  similarity  in  regard  to 
the  head.  I  do  not  think  there  is  any  possible  ground  for  saying  that  that 
Trade  Mark  has  been  infringed.  There  is  more  question  about  the  Trade 
Mark  86,588.  That  is  a  plain  moose  head.  The  Defendanta'  label  has  a  stag's 
head.  If  T  may  venture  to  make  a  guess,  I  should  say  the  artist  intended  it  for  45 
a  good  specimen  of  the  ordinary  red  deer,  such  as  we  have  seen  represented  in 
Sir  Edwin  Landseer's  pictures.  That  is,  to  my  mind,  very  unlike  a  moose 
head  ;  the  attitude  is  unlike  ;  the  character  of  the  animal  is  unlike  ;  and  I  do 
not  think  I  could  hold  the  red  deer's  head  to  be  an  infringement  of  the  moose 
Trade  Mark  without  saying  that  any  deer's  head  would  be  an  infringement  of  50 
that  Trade  Mark.  I  think  it  would  be  extremely  dai^gerous  to  go  as  far  as 
that,  and  therefore  on  that  part  of  the  case  as  at  present  advised — it  will  be 
open  to  reconsideration  at  the  trial — I  think  there  is  no  infringement  of  the 
Plaintiff's  Trade  Mark. 

Now,  as  regards  get-up.    There  is  a  certain  amount  of  evidence  about  it,  and  55 
about  these  things  being  sold  by  brand,  and  so  forth.     But,  after  all,  it  has  been 
held  again  and  again  by  every  Judge  on  the  Bench  that  the  eye  is  the  ultimate 
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tribnnal,  and  I  have  not  the  slightest  doubt  myself  that  this  deer's  head  brand — 
the  deer's  head  tin — is  deceptive  in  being  very  much  like  the  moose  head  tin. 
Of  course  there  are  differences — there  always  are  in  these  cases — and  it  is 
unnecessary  to  pick  them  to  pieces  and  point  out  the  dissimilarities.  But  the 
5  similarities  are  perfectly  plain.  I  put  aside  all  the  evidence  about  purchasers 
not  asking  for  the  brand,  and  so  forth.  If  these  two  tins  which  I  hold  in  my 
hand  were  exposed  in  a  shop  side  by  side,  with  the  animal's  head  facing  the 
customer — ^as  of  course  it  would  be — an  unwary  customer  might  readily  take 
one  instead  of  the  other,  or,  as  more  probably  happens  in  these  cases,  seeing, 

10  "we  will  say,  a  deer  head  only,  take  it,  believing  that  he  was  purchasing  and 
intending  to  purchase  what  he  bought  the  week  before,  being  the  moose  head. 
To  my  eye  the  similarity  is  far  too  great  to  allow  me  to  say  that  there  is  no 
"  passing  off  "  in  the  sense  in  which  we  use  that  term.  I  say  nothing  about  the 
shape  of  the  tin,  or  the  colour  of  the  tin,  or  the  position  of  the  salmon,  which 

15  is  different  in  the  two  cases.  But  it  has  this  one  distinguishing  thing  which 
brings  the  two  tins  into  similarity.  If,  therefore,  as  at  present  advised,  I 
were  trying  the  case  on  the  merits,  I  should  certainly  grant  an  injunction 
restraining  the  Defendants  from  passing  off  their  goods  as  those  of  the 
Applicants. 

20  Then  why  should  I  not  do  it  now  ?  That  is  the  question,  and  that  is  where 
I  think  there  is  some  embarrassment.  Mr.  Warrington  has  pointed  out  what 
is  perfectly  clear,  that  what  we  are  considering  is  this  one  cargo.  There  is  no 
suggestion  that  there  is  another  cargo  on  its  way,  and  if  there  is,  there  is  plenty 
of  time  to  get  further  evidence  and  get  the  case  thoroughly  thrashed  out.    There 

25  is  this  one  cargo  which  is  now,  I  must  take  it,  discharging  at  Liverpool.  I  have 
no  evidence  that  it  is  discharging  at  Liverpool,  or  that  the  discharging  of  the 
cargo  is  more  or  less  advanced ;  but  it  is  singular  that  the  information  that  it  is 
there  comes  from  Mr.  Gollin,  a  Plaintiffs'  witness,  who  is  a  canned  goods  broker, 
and  well  acquainted,  therefore,  with  the  trade  and  what  is  going  on,  and  he 

30  carries  on  business  in  Liverpool.  He  has  made  affidavits  before,  and  he  knows 
all  about  the  case,  and  all  he  can  say,  or  all  he  vouchsafes  to  say  on  the  5th  of 
July,  the  day  before  yesterday,  in  an  affidavit  which  is  only  delivered  to  the 
other  side  in  Court  this  morning,  is  this  :  "  I  am  informed  and  verily  believe 
*'  that  since  the  said  George  Booth  swore  his  affidavit  on  the  22nd  of  June  1899, 

35  "  the  sailing  vessel '  Eurasia '  has  arrived  at  Liverpool  with  3,000  cases  of  the 
"  Defendants'  deer-head  brand  of  salmon."  Nothing  could  have  been  easier 
than  for  him  or  one  of  his  clerks  to  walk  down  to  the  docks  and  see  the  ships 
there  and  find  out  exactly  what  was  going  on,  and  put  the  Court  in  possession 
of  the  real  facts.    It  is  an  extremely  careless  way  of  doing  things,  remembering 

40  that  the  writ  was  issued  long  ago,  that  the  motion  has  been  standing  over,  and 
that  the  whole  point  of  the  motion  is  to  restrain  the  delivery  of  this  particular 
cargo.  That  seems  to  me  to  be  a  considerable  blot  in  the  way  of  the  Plaintiffs' 
case  when  they  come  here  for  an  Interlocutory  Order.  I  have  already  pointed 
out  that  there  has  been  considerable  delay,  no  doubt  to  some  extent  owing  to 

45  the  Plaintiffs  not  having  given  security  for  costs,  which  they  must  have  known 
would  be  required  when  they  issued  their  writ. 

Then  there  is  a  certain  amount  of  doubt  whether  the  Plaintiffs  have  known 
of  this  brand.  I  am  not  sure  that  I  am  in  a  position  to  say  whether  they  knew 
of  it  or  not.     I  do  not  think  the  evidence  goes  to  show  that  there  is  enough  sale 

50  in  this  country  for  it  to  be  brought  to  their  attention,  although  they  have  very 
large  dealings  in  their  own  canned  salmon.  There  is  a  certain  amount  of 
connection  between  Liverpool  and  London,  but  seeing  that  these  are  wholesale 
importers  I  do  not  think  I  ought  to  attribute  much  importance  to  the  fact  that 
this  particular  cargo  is  coming  in  to  Liverpool,  whereas  the  Plaintiffs  sell  their 

55  goods  in  London.  Liverpool  and  London  are  centres  from  which  goods  are 
distributed  all  over  England.  And  more  than  that,  I  do  not  think  I  ought  to 
attribute  much  importance  to  the  fact  that  one  set  of  goods  is  distributed,  in  the 
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first  instance,  from  Liverpool  as  a  centre,  and  the  other  from  London  as  a  centre. 
I  pass  that  by. 

Then  it  comes  to  a  question  really  of  convenience  and  inconvenience.    So  far 
as  the  goods  are  sold  the  notice  of  motion  does  not  seek  to  interfere,  and  the 
Defendants  will  not  be  restrained  from  delivering  that  which  they  have  sold.  5 
Under  the  circumstances  I  think  they  ought  not  to  be.     On  the  other  hand, 
supposing  they  have  not  sold — and  the  suggestion  is  that  they  have  not  sold — 
a  great  part  of  the  cargo,  they  will  be  of  course  inconvenienced  by  not  selling. 
It  may  be  kept  out  of  the  market.    The  goods  apparently  have  been  at  sea  a 
very  long  time,  and  for  aught  I  know  to  the  contrary  that  may  or  may  not  be  a  10 
hindrance  to  the  sale*    On  the  other  hand,  if  the  Plaintiffs  give  a  proper  under- 
taking in  damages,  which  they  cannot  give  in  the  ordinary  way  because  they 
are  a  foreign  company,  and  their  undertaking  cannot  be  accepted  as  a  satisfactory 
undertaking  in  damages,  should  ultimately  the  Defendants  prove  to  be  right,  it 
seems  to  me  that  the  Defendants  will  be  adequately  protected  as  regards  this  J  5 
particular  cargo ;  and,  except  that  I  am  obliged  to  express  an  opinion  on  the 
comparison  of  the  two  labels,  and  also  on  the  comparison  of  the  Trade  Marks,  I 
am  not  of  course  deciding  anything  on  the  merits.    I  do  not  of  course  hide  from 
myself  or  from  Counsel  that  it  may  be  extremely  difficult  to  get  me  to  alter  my 
opinion,  but  still  it  is  only  an  interlocutory  opinion,  and  does  not  decide  the  20 
question  in  the  action  once  for  all. 

I  think,  on  the  whole,  though  ^fter  considerable  doubt,  I  should  be  doing 
some  justice  by  granting  the  injunction;  but  the  Plaintiffs  mast  give  an  under- 
taking in  damages  to  the  satisfaction  of  the  Court.  Of  course,  if  the  Defendants 
are  satisfied  it  need  not  come  to  the  Judge ;  otherwise  I  think  they  must  give  an  25 
undertaking  which  can  be  enforced,  and  one  which  will  satisfy  the  Defendants, 
if  necessary  on  appeal  to  the  Court,  that  the  damages  will  be  forthcoming  if 
required. 

Lawrence^  Q.C. — The  order  will  be  to  restrain  us  from  selling  the  balance  of 
the  cargo.    We  will  satisfy  my  friend's  clients  as  to  what  we  have  already  sold  30 
and  then  we  shall  know  exactly  what  we  have  not  sold  ;  and  then  restrain  us 
from  selling  those  goods. 

Kbkbwigh,  J. — From  selling  or  parting  with  possession  of  so  much  of  the 
cargo,  per  ^'  Eurasia,"  as  has  not  yet  been  sold  at  this  date. 

The  Defendants  appealed.  On  the  hearing  of  the  appeal  the  same  counsel  35 
appeared  as  in  the  Court  below.  After  the  appeal  had  been  partly  argued,  some 
discussion  took  place  as  to  an  undertaking  by  the  Defendants,  and  ultimately 
on  the  Defendants  undertaking,  without  prejudice  to  any  question,  only  to  sell 
the  balance  of  the  tins  ex  '*  Eurasia  "  in  Liverpool,  Manchester,  and  Glasgow, 
and  to  keep  an  account  of  their  sales,  and  not  to  sell  any  other  tins  bearing  the  40 
label  complained  of  by  the  Plaintiffs  until  the  trial  of  the  action,  the  appeal  was 
allowed  and  the  injunction  discharged,  the  costs  above  and  below  to  be  costs  in 
the  action. 
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In  the  Court  op  Appeal. 

Be/ore  The  Master  of  the  Rolls,  the  President  of  the  Probate,  &c 

Division,  and  Lord  Justice  Romer. 

July  17th,  ISth,  20tli,  and  22nd,  and  August  lOth,  1899. 
5  Edge  &  Sons,  Ld.  v.  Gallon  &  Son. 

Trade  name. — Action  to  restrain  parsing  off  hy  use  of  trade  name, — Con- 
current user. — Injunction  granted  at  trial. — Appeal. — Injunction  discharged. — 
Interest  on  costs  which  are  ordered  to  he  repaid  to  successful  Appellants. 

In  1888  E.  commenced  to  call  his  blue  "  Dolly ^''^  and  it  was  ordered^  invoiced. 

10  and  advertised  thereafter  as  "  Dolly.''  In  1894  a  Company  was  formed  which 
took  over  the  business  of  E.  In  1898  the  Company  commenced  an  action  agaiiist 
O.  A  Son  for  supplying  blue  not  being  the  Plaintiffs*  to  persons  ordering 
"  Dolly  Blue.''  77ie  blue  so  supplied  was  blu£  manufactured  by  R.  atui  bore 
M's  Trade  Markj  which  consisted  of  a  washing  tub  called  in  some  parts  a 

15  **  Dolly  "  tub  and  in  otl^er  parts  a  "  Peggy  "  tub  with  a  handle  projecting  from 
it^  which  handle  tvas  alleged  to  be  the  Juindle  of  a  dolly  or  peggy.  R.  had  used 
this  Trade  Mark  since  1871,  and  registered  it  under  the  Trade  Marks  Act 
in  1876.  It  was  admitted  that  R.'s  blue  was  called  "  Oval  Blue "  afid  was 
invoiced  as  "  Oval " ;  but  the  Defendants'  case  was  that  retail  customers  often 

20  asked  for  it  as  ^  Dolly  Blv^,"  both  before  1888  and  since,  and  that  there  had, 
in  fact,  been  a  concurrent  use  of  the  word  ^^  Dolly"  to  describe  E.'s  bhie  and 
R's  blue.    Held  at  tlie  trial,  that  the  Plaintiffs  were  entitled  to  an  injunction. 
The  Defendants  appealed. 
Held,  by  tJie  Court  of  Appeal,  that  concurrent  user  of  the  term  ^^  Dolly '^  to 

25  denote  Ripley's  bli^  as  well  as  the  Plaintiffs'  was  proved,  and  the  judgment  of 
the  learned  Judge  at  tlie  trial  was  wrong.  The  appeal  was  allowed,  tvith  costs 
above  and  below,  and  the  Plaintiffs'  costs  of  the  trial,  which  liad  beeti  paid  by 
the  Defendants,  were  ordered  to  be  repaid  to  them,  but  without  interest. 

In  1884  William  Edge,  of  Bolton,  commenced  to  manufacture  and  sell  laundry 
30  l>lue  in  white  calico  bags  with  a  wooden  handle  inserted  in  the  neck  of  each 
bag.  This  blue  he  at  first  called  "  Filtered  Blue."  In  1887  he  adopted  for  his 
said  blue  the  name  '*  Dolly."  For  some  time  he  used  both  names,  but  in  1891 
the  word  "  Filtered  "  was  entirely  discontinued.  In  1894,  William  Edge  A 
Sons,  Ld.,  was  incorporated  to  take  over,  and  did  take  over,  the  said  business  of 
35  William  Edge.  In  1888,  William  Edge  registered  as  a  Trade  Mark  in  Class  47 
a  label,  along  the  top  of  which  were  the  words  '^  Edge's  Filtered  Blue,"  and  on  the 
sides  the  words  *'  commonly  called  Dolly  Blue."    By  an  Order  made  by  the  High 
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Court  of  Justice  on  the  20th  of  March  1891,  the  words  "  Edge's  Filtered  Blue  " 
were  ordered  to  be  expunged  from  the  Register.  The  said  laundry  blue  was  very 
largely  advertised  by  the  Company  and  its  predecessor  under  the  name  of 
"  Dolly,"  with  the  result  that  "  Dolly  "  became  a  word  very  well  known  to  the 
trade  and  the  public  as  associated  with  blue.  On  the  27th  of  January  1898,  the  5 
Company  commenced  an  action  a^inst  a  firm,  W,  Gallon  &  Son^  carrying  on 
business  at  Leeds,  for  an  injunction  to  rest'-ain  the  Defendants,  their  servants 
and  agents,  from  selling  or  offering  for  sale,  and  from  passing  off  or  attempting 
fo  pass  off,  any  laundry  blue  not  being  of  the  Plaintiff  Company's  manufacture 
as  or  for  the  goods  of  the  Plaintiff  Company  by  the  use  of  the  word  "  Dolly,"  IQ 
OT  in  any  other  way,  and  from  supplying  to  persons  asking  for  or  ordering 
"  Dolly  Blue ' '  any  laundry  blue  not  being  the  goods  of  the  Plaintiff  Company. 

The   Statement  of  Claim,  after  stating  the  incorporation  of    the  Plaintiff 
Company,  proceeded  as  follows  : — "  (2)  In  the  year  1884  the  Plaintiff  Company's 
"  predecessor  in  business  the  said  William  Edge  commenced  to  manufacture  15 
"  and  sell  and  the  Plaintiff  Company  and  their  said  predecessor  in  business  have 
"  ever  since  manufactured  and  sold  laundry  blue  wrapped  or  tied  up  in  bags 
"  of  a  uniform  size  shape  colour  and  appearance.    (3)  In  the  latter  part  of  the 
"  year  1887  the  said  William  Edge  commenced  to  jcall  his  said  laundry  blue  by 
"  the  term  *  Dolly '  and  the  Plaintiff  Company  and  their  said  predecessor  in  20 
"  business  have  ever  since  that  period  called  invoiced  and  sold  their  said  laundry 
"  blue  by  the  term  *  Dolly '  and  have  expended  considerable  sums  of  money  in 
"  advertising  their  said  blue  as  '  Dolly  Blue '  with  the  result  that  their  said  blue 
"  is  now  and  has  been  ever  since  the  year  1888  called  ordered  spoken  of  and 
"  known  by  the  trade  and  the  public  as  *  Dolly  Blue '  and  the  term  '  Dolly  Blue '  25 
"  has  ever  since  the  year  1888  denoted  and  still  denotes  to  the  trade  and  the 
"  public  the  Plaintiff  Company's  said  blue  and  no  other  and  persons  asking  for 
"  or  ordering  '  Dolly  Blue '  expect  and  intend  to  be  supplied  with  the  Plaintiff 
"  Company's  said  blue  and  no  other.     (4)  The  term  *  Dolly  '  is  further  associated 
"  in  the  minds  of  the  trade  and  the  public  with  the  business  of  the  Plaintiff  30 
"  Company  and  their  goods  because  in  addition  to  the  use  of  the  term  *  Dolly ' 
"  as  the  distinctive  title  of  their  laundry  blue  as  aforesaid  the  Plaintiff  Company 
"  use  and  they  and  their  said  predecessor  in  business  have  for  some  time  past 
"  used  the  word  '  Dolly '  as  the  distinctive  title  of  other  goods  manufactured 
"  and  sold  by  them  namely  tints  dyes  and  blacklead.    (5)  The  Defendants  carry  35 
'*  on  a  wholesale  and  retail  business  as  grocers  at  Great  Nelson  Street  in  the 
"  City  of  Leeds  in  the  County  of  York  and  have  a  large  number  of  branch 
"  shops.    (6)  The  Defendants  have  recently  (as  the  Plaintiff  Company  shortly 
"  before  the  commencement  of  this  action  for  the  first  time  discovered)  begnn 
'*  to  offer  for  sale  and  to  sell  and  are  still  offering  for  sale  and  selling  and  40 
"  threaten  and  intend  to  continue  to  offer  for  sale  and  to  sell  laundry  blue  not 
"  of  the  Plaintiff  Company's  manufacture  under  the  name  of  '  Dolly  Blue '  and 
"  are  supplying  laundry  blue  not  of  the  Plaintiff  Company's  manufacture  to 
"  persons  asking  for  and  ordering  '  Dolly  Blue.'     Such  laundry  blue  is  the 
"  '  Oval  Blue '  manufactured  by  Richard  Ripley  at  Kempstone  Street  in  the  45 
"  City  of  Liverpool." 

The  Statement  of  Defence  was  (omitting  formal  parts)  as  follows : — "  (I) 
"  The  Defendants  do  not  admit  that  the  Plaintiffs  and  their  predecessor  in 
"  business  have  ever  since  the  date  in  that  behalf  referred  to  in  the  third 
"  paragraph  of  the  Statement  of  Claim  or  at  all  called  invoiced  or  sold  their  50 
"  laundry  blue  by  the  term  '  Dolly '  or  have  advertised  their  said  blue  as  *  Dolly 
"  '  Blue  '  or  that  their  blue  is  now  or  has  at  any  time  been  called  ordered 
"  spoken  of  or  known  by  the  trade  or  the  public  as  *  Dolly  Blue '  or  that  the 
"  term  '  Dolly  '  has  ever  denoted  or  still  denotes  to  the  trade  or  the  public  the 
"  Plaintiffs'  blue  and  no  other  or  that  persons  asking  for  or  ordering  '  Dolly  55 
"  *  Blue  '  expect  or  intend  to  be  supplied  with  the  Plaintiffs'  blue  and  no 
'*  other  or  that   the  term  '  Dolly '   is  farther  associated  in  the  minds  of  the 
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**  trade  or  the  public  with  the  goods  or  business  of  the  Plaintiffs  for  the 
"  reasons  alleged  in  the  fourth  jjaragraph  of  the  Statement  of  Claim  or  in 
"  fact.  (2)  Ricliard  Ripley  in  the  Statement  of  Claim  named  who  has  for 
*'  thirty  years  and  upwards  carried  on  an  extensive  business  as  a  manufacturer 
5  "  of  blue  blacklead  and  other  articles  in  the  month  of  December  1871  registered 
"  under  the  Statute  5  and  6  Vict.  c.  100  a  fancy  design  showing  a  block  of 
*'  laundry  blue  as  manufactured  by  him  bearing  the  impression  of  a  dolly 
'*  tub  and  dolly  commonly  used  in  washing.  As  from  that  date  all  blue 
"  manufactured  by  him  has  borne  the  device  of  a  dolly  tub  and  dolly  and 

10  "  such  device  is  pirt  of  the  Trade  Marks  registered  by  him  for  the  class  of 
"  goods  including  laundry  blue  on  the  4th  of  February  1876  the  27th  of 
«  February  1884  the  I8th  of  December  1888  and  the  25th  of  February  1889 
**  respectively.  The  said  device  was  the  origin  of  the  word  '  Dolly '  applied 
"  to  laundry  blues  and  for  many  years  prior  to  1884  '  Dolly  Blue '  denoted  both 

15  '*  to  the  trade  and  to  the  public  blue  manufactured  by  the  said  Richard  Ripley 
"  and  marked  with  his  Trade  Marks  containing  such  device  and  no  other  blue 
"  whatsoever.  (3)  In  the  year  1884  when  the  Plaintiffs'  predecessor  first 
*'  began  to  manufacture  laundry  blue  it  had  become  or  was  becoming  general 
"  in  the  trade  to  make  up  laundry  blue  in  small  rounded  packets  wrapped  in 

20  "  loose  calico  fastened  at  the  top  and  he  adopted  this  mode  of  make-up  for 
"  goods  of  his  manufacture.  (4)  In  the  year  1887  when  the  Plaintiffs  allege 
"  that  their  predecessor  first  began  to  call  his  laundry  blue  by  the  term  '  Dolly  ' 
"  that  term  as  applied  to  laundry  blue  though  still  very  generally  denoting  and 
"  used  to  denote  blue  of  the  manufacture  of  the  said  Richard  Ripley  and 

25  "  bearing  the  said  device  had  begun  to  be  sometimes  associated  with  and  used 
"  as  descriptive  of  blues  made  up  in  calico  as  hereinbefore  mentioned  whoever 
"  the  maker  might  be.  (5)  The  term  '  Dolly  Blue '  as  now  used  by  the  trade 
"  and  the  public  still  very  often  denotes  blue  of  the  manufacture  of  the  said 
"  Richard  Ripley  and  bearing  the  said  device  of  a  dolly  tub  and  dolly  but  both 

30  "  the  trade  and  the  public  not  infrequently  use  the  term  as  descriptive  of 
"  blues  got  up  as  aforesaid  without  reference  to  the  particular  makers.    Prior 
"  to  the  institution  of  these  proceedings  the  Defendants  had  never  heard  of 
any  claim  or  suggestion  that  the  term  *  Dolly'  as  applied  to  blues  ever 
meant  or  was  capable  of  meaning  and  they  deny  the  term  ever  meant  or 

35  "  means  blues  manufactured  by  the  Plaintiffs  or  their  predecessor.  If  asked 
"  for  *  Dolly  Blue '  they  have  almost  invariably  and  not  recently  only  supplied 
**  customers  with  blue  made  by  and  bearing  the  name  and  Trade  Mark  of  the 
"  said  Richard  Ripley  and  no  customer  has  ever  suggested  that  he  was  being 
"  supplied  with  tte  wrong  article.     (6)  The  Defendants  deny  that  they  have  been 

40  "  guilty  of  any  wrongful  act  or  that  the  Plaintiffs  have  suffered  any  damage." 

The  action  having  been  ordered  to  be  tried  at  the  Lancashire  Assizes  came  on 

for  trial  before  Mr.  Justice  Bruce  without  a  jury  on  the  22nd  July  1898.     He 

gave  judgment  for  the  Plaintiffs,  and  granted  an  injunction  to  restrain  the 

Defendants,  their  servants  and  agents,  from  selling  or  offering  for  sale,  and 

45  from  passing  off  or  attempting  to  pass  off,  any  laundry  blue  not  being  of  the 
Plaintiff  Company's  manufacture  as  or  for  the  goods  of  the  Plaintiff  Company 
by  the  use  of  the  word  "  Dolly,"  and  ordered  an  inquiry  as  to  damages.  He 
gave  the  Plaintiffs  the  costs  up  to  and  including  judgment,  and  reserved  the 
costs  of  the  inquiry.* 

50  The  Defendants  appealed,  and  on  the  hearing  of  the  appeal  ButcMr^  Q.C., 
Maherhjy  and  J.  RutJwrford  (instructed  by  Chester  <t  Co.,  agents  of  NicJwlson  A 
Pemberton,  of  Liverpool)  appeared  for  the  Appellants;  Joseph  Walton,  Q.C., 
John  Cutler^  Q.C.,  and  J.  O,  Joseph  (instructed  by  Ernest  Salaynan,  Fort,  &  Go.) 
appeared  for  the  Respondents. 

*  The  judgment  of  the  learned  Judge,  in  which  he  oommented  on  the  evidence  given  at  the 
trial,  will  be  found  in  15  E.P.O.  at  p.  692. 
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ButcJier  and  Maherly  for  the  Appellants. — Ripley^s  Trade  Mark  of  a  dolly 
tub  and  dolly  was  used  on  every  block  of  his  blue  since  1871,  and  although 
he  himself  calls  his  blue  '*  Oval,"  yet  the  use  of  this  Trade  Mark  led  to  his  blue 
being  called  "  Dolly  "  by  a  number  of  customers.  This  was  the  case  both  before 
1888,  when  the  Plaintiffs  began  to  call  their  blue  "  Dolly,"  and  also  subsequently.  5 
Unless  the  Defendants'  witnesses  are  in  a  conspiracy  to  deceive  the  Court  this  is 
proved  by  their  evidence,  and  in  addition  Mrs.  Lucas^  one  of  the  Plaintiffs' 
witnesses,  who  gave  certain  trap  orders,  speaks  to  having  previously  ordered 
Ripley^s  blue  as  "Dolly  Blue,"  and  to  not  then  knowing  any  other.  The 
Plaintiffs'  blue  has  been  put  forward  under  a  number  of  names,  "  Filtered  10 
"  Blue,"  "  Bag  Blue,"  "  Peg  Blue,"  "  Drummer  Blue,"  and  "  Little  Boy  Blue." 
This  is  inconsistent  with  its  being  generally  known  as  "  Dolly  Blue."  The 
Plaintiffs  have  not  called  one  single  customer  to  prove  actual  deception.  If 
their  case  is  a  true  one  it  is  inconceivable  that  they  could  not  find  one  customer 
who  was  deceived,  especially  as  their  agent,  Mr.  Mahon^  speaks  to  having  caused  15 
2,000  houses  in  the  vicinity  of  the  Defendants'  shops  to  be  visited  for  the 
purpose  of  obtaining  evidence.  [Counsel  then  read  and  commented  on  the 
evidence  of  Ripley  and  the  Defendants'  other  trade  witnesses.]  This  evidence 
proves  that  "Dolly"  is  a  nickname  given  to  Ripley^s  "Oval  Blue"  by  many 
customers.  Then  Ri2)ley'8  letter  to  Edge,  of  the  20th  of  December  1890,  is  most  20 
important.*  It  contains  an  assertion  by  Ripley  that  his  blue  was  called  "  Dolly 
"  Blue  "  at  that  date,  and  this  is  long  before  any  litigation.  No  reply  was  sent  to 
this  letter.  Either  Edge  knew  that  the  statement  was  trae  or  he  made  enquiries, 
and  if  he  made  enquiries  he  would  have  found  out  that  it  was  true.  The 
Plaintiffs'  evidence  does  not  contradict  the  Defendants' ;  each  set  of  witnesses  25 
speak  as  to  their  own  experience.  It  was  an  error  on  the  part  of  Mr.  Justice 
Bruce  to  suppose  that  both  sets  of  witnesses  could  not  be  speaking  the  truth, 
whereas  they  might  well  be ;  the  fact  is  that  the  different  witnesses  were 
speaking  from  different  experiences  and  as  to  different  places.  Anyhow  the 
order  of  Mr.  Justice  Bruce  is  too  wide ;  at  the  utmost  it  ought  only  to  have  30 
restrained  the  use  of  "  Dolly  "  without  clearly  distinguishing  the  Defendants' 
goods  from  the  Plaintiffs'. 

Walton^  Q.C.,  and  Jolm  Cutler,  Q.C.,  for  the  Respondents. — The  issue  here  is 
one  of  fact.      The  learned  judge  who  heard  the  witnesses  has  decided  in  favour 
of  the  Plaintiffs,  and  expressly  says  that  he  distrusts  a  great  portion  of  the  35 
Defendants'  evidence.     It  does  not  defeat  the  Plaintiffs'  claim  in  a  case  of  this 
kind  simply  to  show  that  the  Plaintiffs'  word  has  been  used  in  respect  of  goods 
other  than  his.     Illustrations  of  this  are  found  in  Ford  v.  Foster  (L.R.  7  Ch.  611), 
Baydow  &  Jones  v.  Johnson  (7  R.P.C.  395),  and  Singer  v.  SpenZe  (10  R.P.C.  297). 
The  question  is  to  what  extent  has  this  user  taken  place.     In  this  case  we  say  40 
that  the  use  of  "  Dolly  "  simpliciter  in  respect  of  Ripley^s  blue  is  not  proved  to 
any  substantial   extent,  although  probably  it  has  been  called  blue  with  the 
"  Dolly  "  Trade  Mark  on  it.    As  to  the  contention  that  the  Plaintiffs'  blue 
has  been  called  by  other  names,  this — except  in  regard  to  "  Filtered  Blue,"  which 
has  been  discontinued — is  disproved  by  the  Plaintiffs'  evidence ;  but  even  if  it  45 
were  true  it  would  be  no  answer  to  the  Plaintiffs'  case.     If  a  person's  goods  are 

*  This  letter  was,  omitting  formal  parts,  as  follows  : — "  Yours  of  the  18th  inst.  is  duly  to  hand. 
**  I  am  glad  you  have  taken  the  proper  course  with  your  traveller.  You  are  quite  at  liberty  to 
^*  enter  any  action  against  any  blue  manufacturer,  but  I  should  advise  you  to  thoroughly  go  into 
*'  the  matter  as  to  whether  you  are  safe  in  using  the  word  *  Dolly '  in  connection  with  bine.  I 
**  don't  think  you  are,  as  you  must  know  my  Trade  Mark,  and  you  also  know  that  my  ^  Oval  Bine  * 
*'  was  asked  for  as  '  Dolly  Blue '  years  before  you  made  blue  ataU.  I  have  the  best  authority  upon 
'*  the  matter,  and  I  am  convinced  if  I  entered  an  injunction  against  you  I  should  succeed  in 
**  having  heavy  damages  awarded  to  me  against  you.  I  don*t,  however,  wish  to  put  you  to  any 
"  expense  or  trouble,  and  wUl  be  content  if  you  will  discontinue  using  the  word  '  DoUy.*  I  have 
*'  thought  it  my  duty  to  oppose  your  application  to  register  the  word  '  Dolly '  for  blaoklead.  Had 
**  you  done  a  larger  trade  and  confined  yourself  to  your  own  name  and  Trade  Harks  (if  any)  I 
<*  ihould  have  admired  your  move.*' 
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known  as  A  as  well  as  B,  this  does  not  justify  a  rival  appropriating  B.  See  the 
the  judgment  of  Fri/j  J.,  in  Orr  Ewing  v.  Johnson  (L.R.  13  Ch.  D,  434).  The 
Plaintiffs  have  advertised  their  blue  as  "  Dolly  "  very  extensively  since  1888, 
and  as  the  only  "  Dolly  Blue"  since  1894.  By  1892  the  Plaintiffs  had  thrust  the 
5  name  of  "  Dolly  "  prominently  on  the  market,  and  it  had  become  well  known. 
Ripley  cannot  produce  a  single  order  for  his  blue  as  "  Dolly  "  before  1892,  and 
then  only  three ;  in  fact  he  produces  only  50  orders  in  all,  some  of  which  were 
our  trap  orders,  and  most  of  which  are  in  1897  and  1898.  There  is  no  doubt 
that  of  late  years  there  may  have  been  some  confusion  between  the  two  blues. 

10  The  key-note  to  a  great  deal  of  the  Defendants'  evidence  is  that  children  and 
washerwomen  sometimes  asked  for  blue  with  the  "  Dolly  "  Trade  Mark  on  it, 
and  this  is  what  the  witnesses  meant  by  saying  that  they  asked  for  it  as  '*  Dolly." 
It  is  difficult  for  Ripley  to  claim  "  Dplly  "  for  his  blue  in  the  face  of  his  affidavit 
in  Golman  v.  Barringer.*    As  to  Ripley^s  letter  of  December  20th,  it  must  be 

l5  taken  in  conjunction  with  the  letter  to  which  it  was  a  reply.  The  Plaintiffs, 
under  the  circumstances,  were  quite  justified  in  not  replying  to  it.  They  did 
not  believe  Ripley^s  statements.  Mr.  Knowles  Edge  says  in  his  evidence : — 
"  We  really  did  not  believe  Ripley ^  because  we  made  enquiries  at  the  time  and 
**  found  we  could  not  get  from  any  acquaintances  in  the  trade  any  corroboration 

20  "  of  the  statement ;  we  did  not  find  it  to  be  true.  We  made  any  number  of 
"  enquiries  from  people  who  sell  Ripley^s  blue ;  we  never  came  across  any 
*'  ourselves  but  denied  that  it  was  known  as  '  Dolly  Blue.' "  [ROMBR,  L.J, — If 
old  customers  of  Ripley^s  blue  as  "  Dolly  Blue  "  came  into  the  Defendants'  shop 
and  asked  for  "  Dolly  Blue,"  is  there  any  obligation  on  the  Defendants  to  ask 

25  what  blue  they  want?]  If  "  Dolly  "  is  identified  with  Edge^s  blue,  as  we  submit 
it  is,  then  the  Defendants  ought  not  to  supply  Ripley'' s  blue  as  **  Dolly,"  at  all 
events  without  stating  that  it  is  not  Edge^s  blue.  Mr.  F,  W,  Gallon^  in  the 
witness-box,  said  that  if  he  were  asked  for  "  Dolly  Blue  "  he  would  ask  which 
blue  the  customer  wanted,  and  this  is  inconsistent  with  the  Statement  of  Defence. 

30  Butcher^  Q.C.,  in  reply. — [Lindlby,  MM. — ^Will  you  refer  us  again  to  the 
evidence  which  you  say  establishes  that  Ripley^ s  blue  was  called  "  Dolly  "  before 
1888.]  It  is  the  evidence  of  the  witnesses  Rigby,  Kennedy^  AppUton^  Carey ^ 
DicksoUy  Wetherally  Brooks^  and  Clowes,^    This  is  confirmed  by  the  evidence  of 


*  This  affidavit  contained  the  following : — '*  It  in  the  practice  in  the  blue  trade  for  the  blues  of 
*^  each  firm  of  manufacturers  to  be  designated  and  known  by  certain  special  and  distinctive  names 
'*  which  have  been  adopted  by  the  particukur  firm.  Thus  one  of  my  principal  brands  is  known 
"  and  recognised  by  the  name  of  *  Oval  Blue ' ;  Recketts  sell  *  Paris  blue ' ;  Messrs.  Keen,  '  Oxford 
"  *  Blue' ;  Messrs.  Edge^  'Dolly  Blue' ;  Messrs.  Smith  Sf  Gregory^  *  Windsor  Castle  Blue' ;  and  so 
'*  on,  and  the  blues  of  the  respective  firms  are  generally  recognised  by  such  names." 

t  The  following  \%  an  extract  from  the  evidence  of  Righy,  "  Q,  Was  Ripley^ it  blue  sold  in  your 
"  shop  during  your  father's  time  and  since  in  your  own  ?  ^.  At  all  periods  thnt  I  remember 
"  during  the  laist  25  years.  Q,  Was  it  ever  asked  for  under  any  particular  name  ?  ^.  It  is 
**  frequently  asked  for  by  my  customers  as  '  Dolly  Blue.'  Q,  When  you  say  that  do  you  refer  to  the 
**  present  time  only  or  to  the  otiier  time  7  yl.  No ;  for  the  past  20  years  I  have  known  it  to  be 
**  called  frequently  *  Dolly  Blue,'  and  should  any  other  be  given,  to  emphasise  it  by  saying,  '  the 
**  *  one  with  the  split.'    That  is  the  term  generally  used." 

The  following  is  an  extract  from  the  evidence  of  Kennedy^  who  stated  that  he  dealt  in  laundry  blue 
for  22  years.  "  Q,  Do  you  deal  in  RiplcjfsXAMel  A,  Yes.  Q,  When  you  say  that  do  you  speak 
*'  of  any  particular  time  or  throughout  the  whole  of  your  trade  experience  since  you  have  dealt  in 
'*  it  ?  A,  Throughout  the  whole  of  my  experience.  Q.  Have  you  ever  had  any  objection  taken 
'*  when  *  Dolly  Blue*  has  been  asOked  for  b^  a  customer  and  the  Ripley  blue  supplied  7  A,  They 
"  generally  say  that-.they  want  the  one  with  the  *  Dolly '  on." 

The  following  is  an  extract  from  the  evidence  of  Carey  : — '*  Q.  Have  you  known  Ripley^ i  blue 
"  since  the  early  seventies  ?  A,  Yes.  Q,  And.  have  you  stocked  it  ?  A,  Yes.  Q,  How  have  you 
*'  found  your  customers  ask  for  it  ?  A,  They  ask  for  it  occasionally  as  '  Oval  Blue,'  and  occasionally 
"  as  *  Dolly  Blue.'  Q,  And  you  have  supplied  them  with  it  when  they  have  asked  for  '  Dolly 
*'  *  Blue  V  A.  It  they  have  got  the  money.  Q,  You  say  they  sometimes  ask  for  '  Oval '  and 
**  sometimes  for  *  Dolly  Blue.'  Which  is  the  more  frequent  term  that  they  use  1  A,  1  should  say 
^  it  is  oftener  asked  for  as  *  Oral  Blue ' — ^rather  oftener.  Q,  Has  any  objection  ever  been  taken,  or 
'*  any  complaint  made,  when  you  have  given  them  Ripley's  blue  on  uieir  asking  for  *  Dolly '  ? 
"  A.  No." 
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Ripley  and  his  traveller,  Thornton.    Riplsy^s  sales  began  early  in  1870,  and  th^ 
Trade  Mark  he  used  led  to  liis  blue  being  called  "  blue  with  the  dolly  on  it,' 
and  subsequently,  as  the  inevitable  result,  "  Dolly,"  so  that  Ripley  used  the  name 
first,  and  there  is  no  case  in  the  books  where  a  person  who  used  the  name  first 
has  been  restrained  by  injunction.    Then  it  is  clearly  proved  that  Ripley^s  blue  5 
has  been  sold  as  "  Dolly  "  from  1888  to  the  present  day.    As  to  the  letter  of  1890, 
if  Edge  found  the  statement  untrue  he  would  certainly  have  written  to  say  so, 
and   it  is  incredible  that  if  he  found  the  statement  untrue  he   would  have 
refrained    as    he    did    from   taking  legal   proceedings.      The  Plaintiffs  have 
acquiesced  for  eight  years,  and  are  now  seeking  to  harass  Ripley^s  customers.  10 
With  reference  to  the  pleadings,  all  the  material  facts  alleged  in  the  Statement 
of  Claim  turn  out  to  be  untrue,  and  all  the  statements  in  the  Defence  turn  out 
to  be  true.     Lastly,  concurrent  user  is  proved  by  the  Defendants,  but  the 
Plaintiffs  have  not  proved  any  actual  deception  or  attempt  at  deception,  without 
which  no  injunction  can  in  such  a  case  be  granted.  15 

Lu^DLBY,  MM, — I  do  not  think  we  shall  gain  anything  by  taking  time  to 
consider  this  case.  It  has  been  before  us  now  a  long  time.  The  difficulty  is 
to  get  at  the  facts.  As  to  the  law,  I  do  not  see  any  difficulty  at  all.  I  think 
I  am  not  saying  too  much  when  I  say  that  I  have  had  as  many  of  these  Trade 
Mark  cases  and  trade  name  cases  as  possibly  anybody  on  the  Bench  during  the  20 
past  twenty-four  years,  to  say  nothing  of  my  experience  of  them  at  the  Bar. 
I  never  knew  a  case  like  this.  It  is  unique  so  far  as  I  know,  and  the  peculiarity 
of  it  will  appear  when  I  shortly  state  the  facts.  The  peculiarity  of  it  is  this — 
that  there  was  a  time,  unquestionably,  when  Mr.  Ripley^s  blue,  he  being  a  blue 
manufacturer,  was  known,  not  in  the  trade — I  do  not  think  it  was  ;  certainly  25 
not  very  well — but  amongst  a  certain  class  of  people,  whom  I  will  shortly 
designate  as  the  washerwoman  class,  as  "  Dolly  Blue."  Mr.  Ripley  did  not 
call  it  "  Dolly  blue  "  ;  he  never  attached  that  name  to  it  in  the  trade  ;  he  never 
advertised  it  as  "  Dolly  Blue  "  ;  but  other  people,  under  circumstances  which 
I  will  state  presently,  very  naturally,  to  my  mind,  began  to  call  it  "  Dolly  Blue,"  30 
and  did  call  it  '*  Dolly  Blue,"  and  it  has  been  called  **  Dolly  Blue,"  and  is 
called  "  Dolly  Blue,"  from  the  beginning  of  the  early  seventies  until  now. 

Now,  that  arose  in  this  way.      It  appears  that  Mr.   Ripley  registered  a 
tub  with  a  stick  with  a  cross  upon  it,    which    is    known    in    some    parts 
of  Lancashire  and   elsewhere  as  the  "  Dolly "  tub  and  the   "  Dolly "   stick.  35 
He  registered  it  first  of  all   under  the  Designs  Act  in  1871,  he  registered 
it  in  1876  as  a  Trade  Mark,  and  he  has  used  this  tub  with  this  cross  stick 
called  the  "  Dolly  "  as  his  Trade  Mark  ever  since  1876.     It  is  noteworthy — 
although  under  ordinary  circumstances  one  would  not  attach  any  importance 
to  it — that  in  his  application  for  a  Trade  Mark  he  calls  this  thing  a  '*  Dolly."  40 
That  only  shows  that  that  kind  of  thing  was  commonly  known,  in  certain  parts 
of  England  at  all  events,  as  a  "  Dolly,"  and  so  it  is  ;  and  I  think  it  is  plain  from 
the  evidence  of  one  or  two  of  the  witnesses  that  the  term  "  Dolly  "  became 
applied  by  the   washerwomen  customers,   small    retail   buyers,  to  the  blue 
by  reason  of  the  Trade  Mark  which  was  upon  it.     I  have  not  the  slightest  doubt  45 
of  that  myself.    We  have  not  got  the  development  of  the  term  very  accurately  ; 
but,  so  far  as  the  evidence  goes,  I  not  only  think  it  highly  probable,  but  I  think 
it  is  substantially  proved,  that  it  began  to  be  called  the  blue  with  the  "  Dolly  " 
on  it,  and  then  it  became  called  the  "  Dolly  Blue."    If  it  were  once  called  the 
blue  with  the  "  Dolly "  on  it,  it  would  take  uncommonly  little  evidence  to  50 
satisfy  anybody  that  it  soon  became  called  "  Dolly  Blue,"  and  I  have  not  the 
slightest  doubt  it  was.     Mr.  Butcher  called  our  attention  to  the  evidence  at  the 
opening  ;  but  at  that  time,  perhaps,  the  importance  of  it  was  not  so  obvious  as 
it  is  now,  and  our  memory  of  it  has  been  refreshed  by  him  again  to-day.    If 
you  look  at  the  evidence  of  Righy^  Kennedy^  Appleton^  Carey ^  Dickson^  Wildey  55 
WetJierall,  and  GloweSy  I  think  it  is  impossible  to  come  to  any  other  conclusion 
than  that  with  a  certain  class  of  people  this  blue,  made  and  sold  by  Ripley^ 
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became  known  by  them,  and  was  called  by  them,  and  was  sold  by  Ripley  and 
those  who  sold  his  blue  as  *'  Dolly  Blue."  That  fact  is  all  important,  and  that 
fact,  to  my  mind,  compels  us  to  say,  not  reluctantly  at  all,  that  the  learned 
Judge  has  made  a  mistake  in  granting  an  injunction  in  this  case. 
5  I  ask  myself  this  : — Given  those  facts,  what  right  have  the  Plaintiffs,  or  what 
right  has  anybody  else,  by  advertisement  or  otherwise,  to  prevent  Ripley  from 
selling  his  blue  as  "  Dolly  Blue  "  ?  I  understand  the  grievance  felt  by  the 
Plaintiffs.  It  was  an  extremely  natural  one.  In  1887  or  1888 — somewhere 
about  there — ^they  began  to  call  their  blue  "  Dolly  Blue."    Now,  I  do  attach 

10  very  great  importance,  not  so  much  in  point  of  law,  but  in  point  of  morality 
and  justice,  to  the  fact  that  Mr.  Edge  was  informed  by  that  letter  of  1890,  by 
Rijiley^  that  Ripley's  blue  was  then  called  "Dolly  Blue."  Ripley  told  him 
so.  The  letter  is  important.  It  is  to  be  found  in  the  evidence.  I  will 
not  read  the  unimportant  parts.     "  I  should  advise  you  to  thoroughly  go  into 

15  *'  the  matter  as  to  whethor  you  are  safe  in  using  the  word  '  Dolly  '  in  connection 
"  with  blue.  I  do  not  think  you  are,  as  you  must  know  my  Trade  Mark  " — it 
was  registered  in  1876 — "  and  you  also  know  my  '  Oval  Blue '  was  asked  for  and 
"  sold  as  *•  Dolly  Blue '  years  before  j^ou  made  blue  at  all."  Then  there  was 
some  more  talk  about  "  Dolly."    That  is  quite  enough  for  the  purpose  for  which 

20  I  think  it  is  important  to  refer  to  that  passage.  There  was  no  answer  to  that 
letter.  The  reason  was  given  by  Mr.  Edge,  junior,  that  he  did  not  think  any 
explanation  was  wanted.  He  says  he  made  enquiries  in  the  trade  and  he  did 
not  find  out  th^t  Ripley's  hlne  was  known  in  the  trade  as  "Dolly  Blue."  I 
think  that  is  highly  probable.     I  do  not  doubt  that  Mr.  Edge,  junior,  is  accurate 

25  when  he  says  that  he  enquired  in  the  trade,  and  I  do  not  understand  the  evidence 
as  showing  that  in  the  trade — meaning  by  that  the  wholesale  and  retail  buyerg 
and  sellers — Ripley's  blue  was  known  as  "  Dolly  Blue."  I  do  not  think  it  was 
so.  But,  at  the  same  time,  I  cannot  help  thinking  that  it  is  rather  a  lam^ 
excuse  for  not  answering  that  letter,  and,  whatever  may  be  said  about  that,  th^ 

30  fact  remiins,  to  my  mind,  proved,  not  by  the  letter,  but  by  the  evidence  befor 
us,  that  Ripley's  blue  was  certainly  known  amongst  a  certain  class  of  people  a 
•«  Dolly  Blue,"  was  asked  for  as  "  Dolly  Blue,"  and  was  sold  as  "  Dolly  Blue."    ^ 
The  Plaintiffs'  grievance  is  this  : — knowing  that,  or,  if  they  did  not  choose  to 
believe  it,  nevertheless  being  informed  of  it,  tUey  have  advertised  "  Dolly  Blue  " 

35  very  extensively.  Mr.  Ripley  does  not  appear  to  have  advertised  his  "  Dolly 
"  Blue  "  by  that  name.  As  I  understand  his  case,  it  has  been  consistent  from 
first  to  last.  He  advertised  his  as  "  Oval "  and  "  Ripley's  Blue,"  and  "  Round 
"  Blue  "  and  all  sorts  of  things.  He  never  advertised  it  as  "  Dolly  Blue,"  and 
it  is  not  referred  to,  so  far  as  I  know,  in  the  trade  even  now  as  "  Dolly  Blue." 

40  I  do  not  think  it  has  got  so  far  as  that ;  but  the  Plaintiffs  have — inadvertently 
if  you  like  ;  but,  I  say,  having  been  put  on  their  guard — been  advertising  under 
the  name  of  "  Dolly  Blue  "  both  Ripley's  and  their  own.  That  is  the  real  truth, 
and  their  grievance  is,  and  their  business  annoyance  is,  that  they  have  thereby 
done  a  great  deal  more  than  they  expected,  they  have  made  known  "  Dolly 

45  "  Blue  "  in  the  market,  they  have  created  a  large  demand  for  it,  and  Ripley  is 
reaping  some  of  the  advantages  of  that  ?  Who  is  to  blame  for  that  ?  It  struck 
as  at  one  time  that  possibly  there  was  an  element  of  unfairness  in  it,  but  when 
you  come  to  think  of  it  it  is  the  Plaintiffs'  own  fault.  They  have  been  trying 
to  squeeze  out  a  rival  manufacturer  by  adveriising  a  word  which  they  knew 

50  had  two  meanings.  "  Dolly  Blue  "  certainly  liad  two  meanings,  and  they  were 
informed  of  it.  They  have  been  advertising  "  Dolly  Blue  "  largely  and  exten- 
sively. Does  that  impose  upon  Ripley  the  obligation  of  dropping  the  term 
"  Dolly  Blue."  There  is  no  law  to  that  effect,  nor  is  there  any  commercial  molality 
to  that  effect,  and  that  is  why  it  appeared  to  me  to  be  important  to  make  the 

55  observation  I  did  about  the  letter  of  the  20th  of  December  1890.  The  Plaintiff, 
Mr.  Edge,  by  advertising  an  expression  with  a  doubtful  meaning,  has  given  the 
persons,  who  are  entitled  to  the  use  of  that  word  in  one  meaning,  the  advantages 
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of  the  money  he  has  spent  in  advertising.  He  shonld  have  confined  his  adver- 
tisements to  something  more  definite  so  as  to  make  it  plain  ;  he  should  have 
chosen  some  word  that  was  not  in  use  by  a  rival  manufacturer,  and  then  he 
would  have  got  the  right  which  he  asserts  he  has  got,  and  which,  for  aught  I 
know,  he  may  have  against  anybody  except  Ripley  and  those  who  sell  Ripley's  5 
goods  under  the  expression  "  Dolly  Blue."  But  he  has  acquired  no  right  that 
I  can  see  to  exclude  Ripley  from  doing  that  which  he  has  done,  nor  can  we 
justly  according  to  any  principle  of  law  say  to  Ri^dey,  "  Your  trade  in  *  Dolly 
"  *  Blue,'  which  was  small,  cannot  be  expanded  because  a  rival  has  advertised  it." 

It  appears  to  me,  in  point  of  principle  and  in  point  of  law,  the  case  wholly  10 
fails.  There  has  not  been  here  anything  like  what  is  commonly  called  a 
passing  off.  There  is  no  evidence  whatever  that  any  person  asking  for  Edge's 
blue,  or  saying  he  wanted  Edge's  "  Dolly  Blue,"  has  been  supplied  by  the 
Defendants  with  Ripley's,  and  had  Ripley's  passed  off  as  Edge's.  There  is  no 
such  case  made,  and,  if  you  look  at  the  get-up,  the  case  of  passing  off  wholly  15 
and  entirely  fails. 

In  my  opinion,  therefore,  the  appeal  must  succeed,  the  judgment  appealed 
from  must  be  discharged,  and  judgment  be  entered  for  the  Defendants  with 
costs  here  and  below. 

Sir  Francis   Jbune. — I   agree  with  the  judgment  which  has  just  been  20 
given  for  the  reasons  which  have  been  given.    Of  course,  I  differ  with  great 
hesitation  from  a  finding  which  was  a  finding  of  fact  by  the  Court  below, 
because  no  one  can  appreciate  more  highly  than  I  do  the  advantage  which 
a  Judge  possesses  who  hears  the  witnesses,  and  who  has  an  opportunity  of 
forming  a  conclusion  as  to  the  effect  of  their  evidence  which  is  denied  to  25 
those  who  can  only  read  the  evidence  on  paper.     But  if  I  may  say  so,  with  all 
respect  to  the  learned  Judge,  I  think  he  has  laid  too  great  stress — perhaps  it 
was  natural  to  do  so^-on  the  viva  voce  evidence  to  the  neglect  of  what,  to  my 
mind,  is  the  material  evidence  in  this  case,  namely,  the  evidence  which  shows 
that  at  an  early  time  Ripley  was  selling  blue  to  persons  who  asked  for  "  Dolly  30 
'*  Blue,"  and  who  asked  for  "  Dolly  Blue  "  because  of  the  Trade  Mark  which 
Ripley  had  appropriated.    The  best  evidence  of  that,  to  my  mind,  is  to  be  found 
in  the  history  of  the  case,  because  it  seems  to  be  perfectly  clear  that  at  some 
time,  at  various  times,  customers  did  ask  for  *'  Dolly  Blue,"  meaning  the  blue 
which  had  the  "  Dolly  "  tub  Trade  Mark.    When  you  find  that  the  "  Dolly  "  tub  35 
Trade  Mark  was  adopted  as  a  design  in  1871  and  as  a  Trade  Mark  in  1876,  to  my 
mind,  you  are  carried  back  almost  by  positive  demonstration  to  this — that  those 
inquiries  for  "  Dolly  Blue,"  meaning  the  blue  with  the  Trade  Mark  upon  it, 
must  date  back  as  far  as  1871  or  1876.    Either  of  those  times  are  periods  before 
the  Plaintiffs  claim  to  have  advertised  their  blue  as  "  Dolly  Blue."    That,  to  my  40 
mind,  is  corroborated  very  strongly  indeed  by  the  letter  to  which  the  MASTER  OP 
THE  Rolls  has  already  adverted,  written  in  1890.    I  think  that  letter  of  extreme 
importance,  because  it  was  conclusive  to  show  that  this  claim  by  Ripley  to  sell 
his  blue  as  "  Dolly  Blue,"  if  a  customer  asked  for  it  as  '*  Dolly  Blue  "  because 
of  the  Trade  Mark,  is  no  afterthought.    It  is  not  started  in  answer  to  the  45 
Plaintiffs  at  all.    It  is  quite  clear  that  it  is  exactly  the  very  assei*tion  which 
Ripley  was  making  in  1890,  and  was  making  as  a  warning  to  the  Plaintiffs,  who  at 
that  time  were  beginning  the  sale  for  the  first  time  of  blue  or  other  articles  under 
the  name  of  "  Dolly."     I  attribute  far  less  importance  to  that  correspondence  on 
the  ground  that  there  was  no  answer  to  the  letter  of  1890.    It  is  perfectly  true  K) 
that  people  sometimes  get  letters  which  they  do  not  think  it  worth  while  to 
answer,  therefore  I  attribute  less  importance  to  that ;  although  one  ought  not 
to  forget,  as  has  been  pointed   out,  that  the   Plaintiffs  say  that  they  made 
enquiries  at  the  time,  and  if  they  made  enquiries  they  could  hardly  have  failed 
to  find  out  that  in  fact  the  blue  was  being  asked  for  as  "  Dolly  Blue  "  by  persons  55 
who  desired  to  have  Ripley^s  blue ;  but  I  lay  less  stress  on  the  fact  that  no 
answer  was  returned  to  it.    The  real  importance  is  that  there  was  an  assertion 
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at  that  date  corresponding  in  all  respects  to  the  evidence  of  what  took  place  at 
a  later  date,  and  when  you  have  got  that  you  are  carried  back  to  a  period 
antecedent  to  1890,  and,  as  it  appears  to  me,  carried  back  to  the  period  of  1871  or 
1876.  The  orders  which  have  been  put  in  on  behalf  of  the  Defendants  point 
5  to  the  same  conclusion.  They  go  to  1892.  Now,  what  do  they  show  ?  They 
show  that  in  some  cases,  at  any  rate,  blue  was  being  asked  for  as  "  Dolly  Blue  " 
by  persons  who  must  have  had  Riplei/'s  manufacture  In  their  minds  in  the 
orders  addressed  to  Ripley.  There,  again,  if  you  get  back  so  far  as  1892,  it 
seems  to  me  you  must  get  back  as  far  as  1871  and  1876.    The  comment  which 

10  I  shall  have  to  make  on  the  learned  Judge's  judgment  is  that  I  do  not  think 
he  appears  to  have  attributed  so  much  importance  as  I  certainly  do  to  those 
early  facts.  He  has  rather  dealt  with  the  evidence  of  the  present  day,  has 
criticised  that,  and,  as  has  been  truly  enough  remarked,  regarded  some  part  of 
it  with  suspicion  ;  but  that  has  no  bearing  upon  the  earlier  facts  of   this  case, 

15  and  the  evidence  which  Mr.  Butcher  has  reminded  us  of  in  his  reply — ^a  mass 
of  oral  evidence — appears  to  me  to  be  corroborated  by  documents  which  show, 
to  my  mind  conclusively,  that  before  the  Plaintiffs  took  to  advertising  their 
blue  as  *'  Dolly  Blue  '*  at  all  largely,  or  indeed  at  all,  or  even  perhaps  before 
they  began   to    manufacture    blue  at   all,    which    they    only    did    in  1884, 

20  Ripley  was  selling  blue  under  a  Trade  Mark  which  suggested  to  customers 
the  use  of  the  term  "  Dolly,"  and  suggested  it  in  this  way — that  in  asking  for 
"  Dolly  Blue  '*  they  did  mean  Ripley's  bine  and  no  other. 

If  that  is  so  that  appears  to  govern  the  whole  case  because  there  you  have  a 
concurrent  user,  and  more  than  that  it  may  be    a  prior  user   by  Ripley. 

25  I  do  not  think  it  worth  while  to  investigate  the  question  whether  or  no  the 
Plaintiffs,  in  using  the  term  "  Dolly  Blue,"  took  a  hint  from  the  Trade  Mark  of 
Ripley^s.  I  think  that  extremely  possible,  especially  as  I  have  observed  that 
one  of  their  earlier  Trade  Marks  was  "  Peg  Blue,"  which  must,  I  think,  have 
had  reference  to  a  peg,  which  was  apparently  another  term  for  a  dolly  used 

30  in  a  dolly  tub.  That  may  be  so  or  not.  It  is  impossible  to  say.  That  at 
any  rate  is  the  view  which  Ripley  has  always  taken.  That  may  or  may  not  be 
right.  It  may  be  the  origin  of  the  term  "Dolly,"  as  a  trade  name  for  the 
Plaintiffs,  was  to  be  attributed  to  the  little  legend  which  I  think  a  traveller  of 
theirs  told  in  evidence.    Perhaps  that  may  have  been  so.     I  cannot  tell.     It 

35  appears  to  me  to  be  immaterial.  The  real  importance  of  the  fact  to  be  noticed 
is  that  it  has  been  proved  that  at  the  early  times  to  which  1  have  referred  the 
Defendants,  owing  to  their  customers'  application  of  the  term,  were  using  the 
term  "  Dolly  "  fairly  and  properly  to  describe  their  goods  and  acknowledging 
them  as  "  Dolly  "  when  they  were  asked  for  by  the  customers  under  that  name. 

40  Then  came  the  advertisements  by  the  Plaintiffs.  I  do  not  desire  to  repeat 
anything  which  the  Master  of  the  Rolls  has  said  on  that  subject,  because  I 
entirely  adopt  his  view  that  it  may  well  be  that  the  Plaintiffs  by  giving  wide 
circulation  to  the  term  "  Dolly "  benefitted  Ripley  quite  as  much  as  they 
benefitted  themselves,  or  benefitted  him  to  some  extent  at  any  rate.    That  may 

45  well  be  so.    It  was  no  fault  of  Ripley's — ^the  advantage  which  he  gained  by  the 

accident  or  coincidence,  I  will  put  it  no  higher  than  that,  of  the  Plaintiffs 

taking  a  name  which  was  connected,  and  had  for  many  years  been  connected, 

with  the  Trade  Mark  and  the  design  registered  by  Ripley. 

That  appears  to  me  really  to  exhaust  this  case.    I  do  not  think  it  necessary  to 

50  dwell  upon  other  incidents  in  it.  It  is,  however,  extremely  remarkable  that  the 
Plaintiffs  have  been  quite  unable  to  prove  that  any  person  has  been  deceived  by 
any  action  on  the  part  of  the  Defendants,  or  Ripley^  or  that  there  has  been  any 
passing  off,  in  any  real  sense  of  the  word,  by  the  Defendants  or  by  Ripley  of 
thpir  blue  as  anything  but  what  it  was.      But  I  do  not  attribute  any  very  great 

55  force  to  that,  and  for  this  reason,  that  it  appears  quite  clear  that  this  is  a  mere 
questioD  of  the  use  of  a  name.  The  articles  sold  by  both  persons  are  one  as 
go«d  as  the  other,  and  perhaps  identical  except  for  the  fact  that  one  sells  half- 
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penny  packets  and  the  other  does  not ;  a  fact  which,  I  dare  say,  is  material 
enough  in  the  sale  in  the  minds  of  the  customers,  but  as  regards  the  merits  of 
the  article  there  is  no  question  that  one  is  as  good  as  the  other,  perhaps  the 
same.  Under  those  circumstances  it  is  not  to  my  mind  very  easy  to  understand 
why  customers  should  desire  to  have  Edge*s  rather  than  Ripley^s,  or  even  5 
Ripley^ 8  rather  than  Edge*Sy  and  I  rather  doubt  whether  there  has  been  any  real 
enquiry  to  any  great  extent  by  customers  for  the  Plaintiffs'  because  they  desire 
to  have  the  Plaintiffs',  Edge^s,  and  no  other.  On  the  other  hand  one  must  not 
forget  that  that  minimises  the  inference  to  be  drawn  in  the  other  direction,  and 
one  can  easily  understand  if  a  person  did  ask  for  "  Dolly  Blue,"  meaning  the  10 
Plaintiffs',  and  got  Ripley^s  instead,  he  or  she  would  not  complain.  Why  should 
they,  unless  they  had  a  particular  affection  for  the  individuals  composing  the 
Plaintiff  firm  ?  They  got  an  article  which  is  just  as  good.  Therefore  I  do  not 
think  any  very  strong  inference  is  to  be  drawn  from  the  fact  that  persons  who 
have  received  Ripley^s  blue  when  they  have  asked  for  "  Dolly  Blue  "  have  made  15 
no  complaint.  There  is  no  particular  reason  why  they  should.  But  the  fact 
that  such  blue  has  been  given  points,  to  my  mind  at  any  rate,  to  some  enquiries ; 
perhaps  not  very  many,  but  still  at  any  rate  some  enquiries  extending  over  a 
period  from  the  present  time  as  far  back  as  I  have  mentioned  for  "  Dolly  Blue," 
meaning  the  blue  with  the  dolly  tub  upon  it.  That  appears  to  me  to  be  20 
undeniable. 

Under  those  circumstances,  differing  as  I  am  afraid  I  must  from  the  learned 
Judge  in  his  conclusion,  it  seems  to  me  to  follow  that  the  Defendants  ought  not 
to  be  restrained.  They  are  only  in  effect  doing  what  Ripley  claimed  to  do  long 
ago,  and  would  have  had  a  right  to  do  long  ago,  and  it  is  not  because  some  25 
confusion  may  arise  in  the  minds  of  the  customers — not,  I  think,  in  the  minds 
of  the  trade  but  in  the  minds  of  the  customers — as  to  what  precisely  is  meant 
by  "  Dolly  Blue,"  that  they  are  to  be  prevented  from  selling  their  goods  as  they 
have  for  so  many  years  done  to  customers  who  ask  for  "  Dolly  Blue." 

Under  those  circumstances  I  think  the  judgment  of  the  Court  below  ought  to  30 
be  reversed. 

ROMER,  L.J.—l  agree  with  the  MASTER  OP  THE  ROLLS  and  the  President  in 
thinking  that  this  appeal  ought  to  succeed.  It  is  clear  that  for  some  years  in 
the  Defendants'  shops  customers  asking  for  "  Dolly  Blue  "  have  been  supplied 
with  Ripley^s,  and  that  many  customers  who  now  ask  for  "  Dolly  Blue  "  wish  35 
and  intend  to  get  Ripley's  blue.  It  is  suggested  that  these  customers  originally 
asked  for  *'  Dolly  Blue  "  because  of  the  Plaintiffs'  advertisements,  and  really 
wished  originally  to  get  the  Plaintiffs'  blue.  It  is  further  suggested  that  the 
Defendants'  conduct  in  supplying  Ripley's  as  *'  Dolly  Blue  "  has  been  wrongful 
throughout  the  years  in  which  that  has  been  done,  and  to  support  this  view  the  40 
Plaintiffs  try  to  minimise  the  evidence  showing  that  before  the  Plaintiffs  began 
to  advertise  "Dolly  Blue"  Rijiley's  "Oval  Blue"  was  asked  for  as  "Dolly 
"  Blue,"  but  I  think  the  Plaintiffs  fail  in  their  endeavour  to  establish  such  a  case 
as  I  have  indicated  against  the  Defendants,  or  to  minimise  effectually  the 
Defendants'  evidence.  45 

It  appears  to  me  on  the  evidence  that  before  1888  in  some  shops  customers 
did  ask  for  Ripley's  blue  as  "  Dolly  Blue,"  and  that  this  practice  was  not  so 
insignificant  that  we  can  ignore  it,  and  I  think  that  this  habit  of  some  customers 
has  continued  and  that  we  cannot  assume  in  favour  of  the  Plaintiffs  that  all  the 
Defendants'  customers  who  now  ask  for  "  Dolly  Blue,"  intending  to  get  Ripl^y'Sy  50 
began  to  ask  for  "  Dolly  Blue  "  merely  because  of  the  Plaintiffs'  advertisements 
and  really  intending  to  got  the  Plaintiffs'  blue,  or  that  the  Defendants'  conduct 
in  selling  Ripley's  as  "  Dolly  Blue  "  has  been  wrongful  up  to  the  present  time. 
In  fact  the  Plaintiffs  have  not,  in  my  opinion,  established  what  they  sought  to 
do  before  us  on  this  appeal,  that  the  evidence  as  to  the  sale  of  Ripley's  blue  as  55 
"  Dolly  Blue"  can  all  be  satisfactorily  explained  by  saying  that  before  the  year 
1892  customers  only  asked  for  blue  with  the  "  Dolly  "  tub  on  it,  or  words  to 


Vol.  XVI.,  No.  2:5.]      AND  TRADE  MARK  CASES.  519 

Edge  A  Sons^  Ld,  v.  Oallon  &  Son, 

that  effect,  and  that  since  1892  customers  have  all  been  misled  by  Rij)ley  having 
sold  blue  in  calico  bags.  If  Riplei/s  blue  is  known  to  many  of  his  customers 
as  "  Dolly  Blue  "  the  Plaintiffs  cannot  stop  him  or  those  who  sell  his  blue  from 
supplying  such  customers  with  Ripley's  blue  because  of  the  Plaintiffs'  large 

5  advertisements.  Those  advertisements  were  made  after  full  caution  from 
Ripley  by  his  letter  of  the  20th  of  December  1890.  If  the  effect  of  such 
advertisements  has  been  to  increase  Ripley's  sale  they  cannot  complain  of  that, 
or  because  of  such  advertisements  now  stop  the  sale  of  Ripley^s  blue  as 
"  Dolly."     1  agree  that  owing  to  the  advertisements  far  more  persons  by  the 

10  term  "  Dolly  Blue "  understand  the  Plaintiffs'  to  be  meant,  and  that  a  large 
number  of  shops  and  customers  have  never  heard  of  Ripley's  blue  as  "  Dolly." 
But  this  is  quite  consistent  with  the  Defendants'  case,  it  is  also  true  that  as  far 
as  Ripley  is  concerned  he  has  never  sought  to  identify  his  blue  with  the  word 
"  Dolly,"  and  that,  as  appears  by  his  affidavit  to  that  effect  in  the  action  of 

15  CoffH'fn  V.  Barringery  as  between  him  and  the  Plaintiffs,  he  recognises, 
speaking  generally,  that  his  blue  is  "  Oval  Blue  "  and  the  Plaintiffs'  blue  is 
**  Dolly  Blue."  But  that  again  is  not  destructive  of  the  Defendants'  case.  It  is 
not  the  trade  but  the  public  using  Ripley's  blue  who  know  it  and  ask  for  it  as 
"  Dolly,"  and  we  must  remember  that  the  case  which  the  Plaintiffs  have  to 

20  establish  in  this  action  is  that  the  Defendants  are  passing  off  Ripley's  blue  as 
or  for  the  Plaintiffs'.  On  this  it  is  important  to  my  mind  to  bear  in  mind  that 
not  a  single  case  of  actual  deception  is  proved,  or  a  single  case  of  any  false 
statement  being  made  by  the  Defendants  or  any  of  their  shopmen,  and  those 
who  have  had  experience  in  this  class  of  case  will  understand  the  significance 

25  of  the  observation  that  though  the  Plaintiffs,  by  their  employees,  visited 
hundreds  of  shops,  they  have  not  been  able  to  prove  a  single  case  of  deception 
or  misrepresentation  ;  and  here  I  may  mention  that  too  much  regard  ought  not 
to  be  paid  to  the  fact  that  some  of  the  Defendants'  shopmen  appear,  about  the 
time  or  shortly  before  this  action,  to  have  stated,  in  reply  to  some  applications 

30  on  behalf  of  the  Plaintiffs'  employees,  that  they  did  not  sell  *' Dolly  Blue."  I 
can  well  imagine  how  and  why  such  statements  were  made. 

The  only  difficulty  I  have  felt  in  this  case  is  as  to  whether,  seeing  that  many 
persons  might  ask  at  the  Defendants'  shops  for  "  Dolly  Blue,"  meaning  to  get 
the  Plaintiffs,  the  Defendants  ought  not  to  be  put  on  some  terms ;   but  upon 

35  reflection  I  can  see  no  right  for  the  Court  in  this  action  to  do  that.  The 
Plaintiffs'  case  against  the  Defendants  is  simply  that  no  one  is  entitled  to  sell 
any  blue  but  the  Plaintiffs'  when  asked  for  "  Dolly  Blue."  No  other  case  is 
made.  The  Defendants  have  answered  that  case  by  showing  that  though 
generally  speaking  "  Dolly  Blue "  does  mean  the  Plaintiffs',  yet  there  is  an 

40  exception  in  the  case  of  Ripley^s  blue,  and  that  they  are  entitled  to  go  on  selling 
Ripley's  blue  as  "  Dolly  Blue  "  so  long  as  no  misrepresentation  is  made,  and  no 
one  is  supplied  with  Ripley's  blue  when  it  is  plain  to  the  Defendants  that  the 
Plaintiffs'  is  meant,  and  no  single  case  of  misrepresentation  or  intentional 
sale  of  Ripley's  blue  when  it  was  known  that  the  Plaintiffs'  blue  was  wanted 

45  has  been  proved  against  the  Defendants. 

The  Plaintiffs  might  have  made  this  case.  It  might  have  been  said  that  many 
of  the  customers  asking  for  "  Dolly  Blue  "  wanted  the  Plaintiffs',  and  yet  the 
Defendants,  knowing  this,  wilfully  abstained  from  asking  questions  and  served 
the  Defendants'  blue  to  those  customers.    I  think  that  it  is  sufficient  to  say  now 

50  that  such  a  case  as  that  is  not  alleged  or  proved  in  this  action,  and  that  it  would 
not,  in  my  opinion,  be  fair  to  treat  such  a  case  as  arising  for  decision  in  this 
action. 

On  these  grounds  I  come  to  the  conclusion  that  it  would  not  be  right,  as  I 
have  said,  to  attempt  to   impose  any   terms   upon   the  Defendants.      If  the 

55  Plaintiffs  have,  apart  from  this  case,  any  such  case  as  that  I  have  indicated,  it  is 
for  them  to  allege  it  and  make  it  when  they  can.    It  does  not  arise  in  this  case. 

3  A 
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For  these  reasons  I  agree  in  thinking  that  the  appeal  should  succeed,  and  that 
the  action  should  be  dismissed  with  costs. 

The  costs  of  the  copies  of  the  shorthand  notes  of  the  evidence  used  by  the 
judges  and  the  counsel  for  the  Appellants  were  allowed  as  part  of  the  Appellants' 
costs.  5 

The  Plaintiffs'  costs  in  the  Court  below,  which  had  been  paid  to  them  by  the 
Defendants,  were  ordered  to  be  repaid  to  the  Defendants.  In  drawing  up  the 
minutes  of  the  Order  of  the  Court  of  Appeal  the  Registrar  inserted  a  direction 
that  these  costs  should  be  repaid  with  interest  from  the  date  of  payment  to  the 
Plaintiffs  to  the  date  of  the  Order  of  the  Court  of  Appeal.  10 

On  August  10th  the  Plaintiffs  moved  to  vary  the  minutes  of  the  Order  by 
omitting  the  direction  to  paj'  interest.  The  Court  of  Appeal  ordered  that  it 
should  be  omitted. 


In  the  Court  op  Appeal. 

Be/ore  The  Master  op  the  Rolls,  the  President  op  the  Probate,  &o.  15 

Division,  and  Lord  Justice  Romer. 

July  24th,  1899. 

TWEEDALE  V.  ASHWORTH. 


Patent. — Action  for   infringement. — No    infringement.  —  GonMruction   of 
Specification.  20 

The  Patentee  of  an  invention  for  improvements  in  fiats  and  in  fasteturs  - 
for  securing  the  card  clothing  thereon  and  the^^eto  brought  an  action  for 
infringement.  The  Defendant  denied  infri7igementy  and  pleaded  that  tlie 
matter  in  controversy  was  res  judicata  ;  also  that,  although  admitting  tJiat  tJie 
Plaintiffs*  Patent  was  valid,  tlie  claims  ivere  restHcted  to  fasteners  which  25 
stretched  tlie  foundation  in  the  manner  described  in  his  Spedjication.  In  1889 
the  Plaintiffs  had  brought  an  action  against  the  present  Defendant  on  this 
same  Patent^  in  which  the  House  of  Lords  had  held  that  tJie  Defendant  had  not 
infringed.    Subsequently  tJie  Defendants  varied  tlie  form  of  their  fastener^  and 
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the  Plaintiffs  broivght  the  present  action.    Held,  at  the  trial,  that  an  theconstj^uc- 
tion  placed  on  the  Specification  by  the  House  of  Lords,  the  Defendants  had  not 
infringed. 
The  Plaintiffs  appealed.     Tlie  Af)peal  was  dismissed  with  costs. 

5  On  the  25th  January  1888,  Lettera  Patent  (No.  1121  of  1888)  were  granted  to 
Edmund  l^weed-ale  for  **  Improvements  in  flats  and  in  fasteners  for  securing  the 
"  card  clothing  thereon  and  thereto."* 

The  Plaintiffs,  of  whose  firm  the  Patentee  was  a  member,  commenced  this 
action,  and  by  the  Statement  of  Claim,  delivered  the  12th  of  January  1898,  the 

10  Plaintiffs  claimed  (1)  an  injunction,  (2)  an  account  of  profits,  or  (3)  damages, 
(4)  further  consequential  relief,  (5)  costs.  The  Particulars  of  Breaches  alleged 
that  the  Defendant  had,  at  divers  times,  infringed  the  Plaintiffs'  Letters  Patent 
by  manufacturing,  selling  for  his  own  profit,  supplying,  using  and  applying 
certain  fasteners  whereby   card  clothing  is  secured  or  attached  to  fiats  of 

If)  carding  machines,  such  fasteners  being  constructed  and  applied  substan- 
tially for  the  purpose  and  in  the  manner  described  and  claimed  in  the 
Specification  of  the  said  Letters  Patent,  or  only  colourably  differing 
thdtefrom.  In  particular  the  Plaintiffs  complained  of  the  manufacture  and 
sale  of  certain  fiat  carding  machines  to  Sutcliffe  &  Smith,  of    Bacup,  in  or 

20  about  August  1895,  and  to  John  Bright  &  Brothers,  of  Rochdale,  in  or  about 
December  1896. 

By  his  defence,  delivered  on  21st  of  February  1898,  the  Defendant  (1)  denied 
infringement,  (2)  contended  that  the  fasteners  and  the  use  of  them  complained 
of  were  in  all  matei'ial  respects  the  same  as  the  fasteners  and  the  use  thereof 

25  which  were  the  subject  of  an  action  1889 — T — No.  783  between  Edmund 
Tweedale  and  Ashworth  Brothers,^  and  that  the  matter  in  controversy  in  this 
action  was  therefore  res  judicata ;  (3)  while  admitting  that  the  Plaintiffs' 
Letters  Patent  were  valid,  contended  that  the  claims  in  the  Plaintiffs'  Specifica- 
tion were  restricted  to  fasteners  which  stretch  the  foundation  in  the  manner 

30  described  in  the  said  Specification,  and  for  this  purpose  referred  to  the  two 
following  Specifications,  Ashworth,  No.  4091  of  1877,  and  Ashworth,  No.  5307 
of  1886. 

In  the  previous  action  of  Tweedale  v.  Ashworth,  reported  9  R.P.C.,  page  121, 
which  was  brought  in  respect  of  an  allegeid  infringement  of  the  same  Letters 

35  Patent,  it  had  been  held  that  the  Defendants  had  not  infringed.  In  that  case 
the  Defendants'  fasteners  were  merely  used  as  clamps  to  hold  the  clothing  or 
fillets  stretched,  the  stretching  being  performed  as  a  separate  operation  by 
means  of  a  contrivance  resembling  a  carpet  stretcher.  These  fasteners  had  no 
independent  grip  of  the  clothing.    The  fastener  was  first  applied  to  one  side, 

40  then  the  fillet  was  stretched  by  means  of  a  stretcher,  and  then  the  fastener  was 
applied  to  the  other  side.  The  stretcher  was  then  removed,  and  the  two 
fasteners  held  the  fillet  in  its  stretched  position.  The  edges  of  the  fast^iers 
had  notches  but  not  teeth.     Subsequently  the  Defendant  altered  his  fasteners, 

•     substituting  teeth  for  the  notches. 

45  The  action  was  tried  by  Mr.  Justice  Kekewich  on  the  17th  of  January  1899, 
who  held  that  according  to  the  judgment  of  the  House  of  Lords  in  the  previous 
case  of  Tweedale  v.  Ashivorth  the  method  of  stretching  was  an  essential  feature 
of  the  Plaintiffs'  Specification,  and  that  therefore  the  Defendants  had  not 
infringed.^ 

*  For  the  Complete  Specification  and  drawings,  see  ante,  p.  142, 
t  7  Il.P.0.  426,  8  R.P.C.  49,  and  9^E.P.0. 121.        %  See  ar^  ^  142. 
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The  Plaintiffs  appealed. 

Bcmafieldy  Q.C.,  and  Walter  (instructed  by  J.  G,  Jackson^  agent  for  S. 
Sandeman^  Accrington)  appeared  for  the  Plaintiffs ;  Moulton^  Q.C.,  T, 
Terrell^  Q.C.,  and  J.  G.  Graham  (instructed  by  W,  J.  and  E,  H.  Tremellen, 
agents  for  Blair  &  Seddon,  Manchester)  appeared  for  the  Defendant.  5 

Bousfieldy  Q.C.,  and  Walter  addressed  the  Court,  and  read  the  judgments  in 
this  and  the  previous  case. 

ROMER,  L.J. — This  case  will  go  to  the  House  of  Lords  in  either  point  of  view, 
so  that  it  is  no  matter  which  way  we  decide  it. 

Bousjield^  Q,C. — I  think  that  one  or  other  of  us  is  bound  to  go  there  sooner  10 
or  later. 

LiNDLBY,  M,R, — Yes,  and  the  sooner  you  go  there  the  better.  I  do  not  think 
we  can  get  out  of  it.  I  look  at  the  way  in  which  the  Specification  has  been 
construed  by  everybody,  starting  with  Mr,  Justice  Ghitty  in  the  Court  below, 
then  here,  and  finally  by  the  House  of  Lords  afterwards.  They  have  all  held  15 
that  the  essential  part  of  the  Plaintiffs'  Specification  is  to  get  an  independent 
grip,  and  to  use  the  flat  bar  as  tne  stretcher  by  its  being  pressed  between  the  two 
steel  strips  in  the  manner  shown  and  described  in  the  Plaintiffs'  Specification. 
We  have  all  committed  ourselves  to  that,  and  I  am  bound  to  say  I  think  it  is 
right ;  but  quite  apart  from  that  it  is  no  use  our  hearing  the  other  side.%  We  20 
cannot  be  more  than  convinced,  and  therefore  we  must  dismiss  the  appeal  and 
you  must  go  to  the  House  of  Lords. 

Sir  Francis  Jeunb. — I  agree.  The  decision  of  the  House  of  Lords  seems  to 
me  to  be  entirely  in  point.  I  have  nothing  further  to  add,  except  that  I  think 
it  is  essentially  a  matter  to  be  dealt  with  by  the  House  of  Lords.  25 

ROMEB,  L,J, — I  also  agree.  I  think  the  case  in  any  point  of  view,  will  have 
to  go  to  the  House  ot'  Lords  ;  and  it  may  just  as  well  go  in  its  present  condition. 
We  should  certainly,  to  say  the  least  of  it,  be  very  much  hampered  in  the 
consideration  of  this  case  if  we  wanted  to  distinguish  it  from  the  House  of 
Lords  decision.  iW 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Stirling. 

April  11th,  1899. 

J.  H.  Brooks  &  Co.,  Ld.  v.  The  Norfolk  Cycle  Company  and 
5  John  Brookes. 

Trade  Mark. — Motion  to  restrain  manufacturers  and  sellers  from  infringing 
and  from  passing  off  goods  not  of  the  Plaintiffs'*  manufacture  as  and  for  the 
Plaintiffs^  goods. — Inf unction  granted. 

Hie  Plaintiffs  tvere  owners  of  Trade  Mark  No.  196,435^  Class  87 ^  which 
10  consisted,  of  the  word  "  Brooks,"  and  was  an  old  mark  in  use  before  August 
1875.  J.  Brookes  was  a  manufacturer  of  cycle  saddles.  TJie  Defendants* 
saddles  were  stamped  with  the  name  "  J.  Brookes."  The  N.  Co.  advertised  these 
saddles  as  "  Brooks."  The  Plaintiffs  commenced  an  action  against  J.  Brookes 
afid  the  N.  Co.  to  restrain  infringement  of  tJieir  Trade  Mark  and  passing  off 
15  of  Defefidunt  J.  Brookes'  saddles  as  iJie  Plaintiffs^  by  the  use  of  the  word 
"  Brookes,"  and  moved  for  an  interlocutory  injunction.  27ie  N.  Co.  did  not 
appear. 

Heldy  that  an  injunction  must  he  granted  against  the  N.  Co.  to  restrain 
infringement  of  tlie  Trade  Mark,  and  againM  tlie  otlier  Defendant  to  restrain 
20  passing  off. 

J.  H.  Brooks  &  Co.,  Ld.,  who  were  manufacturers  of  cycle  saddles,  were  the 
registered  owners  of  Trade  Mark  No.  196,435  in  Class  37,  consisting  of  the  word 
"  Brooks,"  being  a  Trade  Mark  used  before  the  13th  of  August  1875.  They 
commenced  an  action  against  Tlie  Norfoll^  Cycle  Company  and  John  Brookes, 

25  of  Birmingham,  to  restrain  infringement  of  the  above-mentioned  Trade  Mark 
and  passing  off  by  the  use  of  the  word  "  Brookes,"  and  gave  notice  of  a  motion 
asking  that  the  Defendants  be  restrained  (a)  from  infringing  the  Plaintiffs' 
registered  Trade  Mark  No.  196,435,  Class  37 ;  (/>)  from  advertising  for  sale 
under  the  description  of  "Brooks"  saddles  any  cycle  eflddles  not  of  the 

30  manufacture  of  the  Plaintiffs ;  (c)  from  stamping  or  otherwise  marking  upon 
any  cycle  saddles  not  of  the  Plaintiffs'  manufacture  the  words  **  Brookes  "  or 
"  J.  Brookes "  in  such  a  manner  as  to  be  calculated  to  induce  the  public  to 
believe  that  the  saddles  manufactured  by  the  Defendants,  or  either  of  them, 
were  the  Plaintiffs'  saddles  ;  (d)  from  selling  any  saddles  not  of  the  Plaintiffs' 

35  manufacture  bearing  or  in  conjunction  with  the  words  "  Brookes  "  or  "  J.  Brookes  " 
in  such  a  manner  as  to  be  calculated  to  induce  the  public  to  believe  that  the 
saddles  sold  by  the  Defendants,  or  either  of  them,  were  the  Plaintiffs'  saddles  ; 
{e)  from  passing  off  any  cycle  saddles  not  of  the  Plaintiflfe'  manufacture  as  and 
for  the  cycle  saddles  of  the  Plaintiffs. 

40      Affidavits  were   filed  on  behalf  of  the  Plaintiffs  made  by  Arthur  Caleb 

3  B 
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Johnson,  managing  director  of  the  Plaintiff  Company,  who  stated  (inter  alia) 
that  in  an  action  brought  by  J,  B.  Brooks,  the  predecessor  in  title  of  the  Plaintiff 
Company,  against  one  Henry  Brookes,  the  father  of  the  Defendant  John  Brookes, 
the  said  Henry  Brookes  was,  in  May  1897,  restrained  by  interim  injunction  from 
"  using  the  firm  or  style  of  H,  Brookes  or  W,  Brookes,  or  any  firm  or  style  in  5 
"  connection  with  the  sale  of  cycle  saddles  in  such  a  way  as  to  be  calculated  to 
."  induce  the  public  to  believe  that  the  saddles  manufactured  by  the  Defendant 
^^  are  the  Plaintiff's  saddles,"  and  restraining  him,  "  his  servants  and  agents, 
'^  from  selling  cycle  saddles  and  other  leather  goods  of  the  Defendant's  manu- 
*'  facture  as  and  for  cycle  saddles  or  other  leather  goods  manufactured  by  the  10 
"  Plaintiff,"  and    **from  infringing  the   Plaintiff's    registered    Trade    Mark, 
**  No.  196,485,  Class  1^7,  by  applying  the  mark  or  title  *  Brooks'  to  any  leather 
"  cycle  saddles  manufactured  by  him,  or  to  any  cycle  saddles  sold  by  him  unless 
"  manufactured  by  the  Plaintiff,  and  from  selling  cycle  saddles  already  marked 
"  with  the  mark  and  title  '  Brooks,'  or  with  any  mark  only  colourably  differing  15 
"  therefrom  "  ;  that  on  the  10th  of  July  1897  the  injunction  was  made  perpetual ; 
that  shortly  before  the  last-mentioned  date  the  said  ZT.  Brookes  made  over  his 
business  to  his  son  the  Defendant  John  Brookes :  also  by  William  Arthtir  Lloyd, 
managing  director  of  W.  A.  Lloyd  Cycle  Fitting,  Ld.,  of  Birmingham,  who  spoke 
to  the  reputation  of  the  Plaintiffs  in  the  trade ;  also  by  Archibald  Callender  20 
Streeton,  Gloucester,  cycle  agent,  who  swore  that  he  saw  in  the  "  Cyclist "  news- 
paper an  advertisement  as  follows  : — "  Saddles. — Fifteen  dozen  'Brooks,'  Racing 
"  and  Road ;  all  latest  1899  goods ;  perfectly  new ;  3s.  M.  each  ;  splendid  value. — 
"  Norfolk  Cycle  Co."   Acting  on  the  belief  that  this  advertisement  referred  to  the 
goods  of  the  Plaintiff  Company  he  replied  to  the  said  advertisement,  and  got  25 
in  return  a  saddle  not  of  the  Plaintiffs'  manufacture ;  also  by  Harry  Lti-cas, 
managing  director  of  Joseph  Lucas  &  Sons,  Ld.,  manufacturers  of  cycle  lamps 
and  accessories,  who  spoke  to  the  reputation  of  the  Plaintiffs'  goods ;  also  by 
Edwin   Cotterill  Newey,   Birmingham,   solicitor    to    the    Plaintiffs ;    and  by 
Alhei't  Howard  Scott,  clerk    to  the    Plaintiff  Company,  who  spoke  to  the  30 
previous  action,  and  to  the  fact  that  H.  Brookes  was  rated  as  occupier  of  the 
premises  where  the  Defendant  J,  Brookes  carried  on  business. 

Affidavits  were  filed  for  the  Defence  by  the  Defendant,  John  Brookes,  and 
Henry  Samuel  Westwood,  his  solicitor ;  also  by  George  Lacey  Hillier,  joint 
author  of  the  cycling  volume  of  the  "  Badminton  Library " ;  Heni^  James  35 
Cooper,  member  of  the  firm  of  Cooper  A  Phillips,  cycle  saddle  manufacturers, 
Birmingham  ;  and  JoMi  Smith,  member  of  the  firm  of  Smith  Brother's  A  Hill, 
manufacturers  of  wires  and  springs  for  cycle  saddles.  West  Bromwich,  the  last 
three  of  whom  spoke  to  the  differences  in  make  and  get-up  of  the  saddles  of 
the  Plaintiffs'  and  Defendants,  and  to  the  improbability  of  deception.  40 

Affidavits  in  reply  were  made  by  Arthur  Caleb  Johnson,  Charles  Bloor,  and 
Wilson  Berioick  Whitcombe,  departmental  managers  of  the  Plaintiff  Company  ; 
and  Archibald  Callender  Streeton. 

Jenkins,  Q.C.,  and  Walter  (instructed  by  Sharpe,  Parker,  PritcJiards,  and 
Barliam,  agents  fOr  E.  C.  Newey,  Birmingham)  appeared  for  the  Plaintiffs ;  45 
MartelU  (instructed  by  Sayle,   Carter  A   Co.)  appeared  for  the  Defendant 
J,  Brookes.    The  Defendants,  Tlie  Norfolk  Cycle  Company,  did  not  appear  in 
the  action. 

Stirling,  J. — This  is  a  motion  directed  against  two  Defendants,  one  the 
Norfolk  Cycle  Company  and  the  other  John  Brookes,  which  is  in  substance  first  50 
of  all  to  restrain  the  infringement  of  a  Trade  Mark,  consisting  of  the  word 
"  Brooks  "  alone,  and  being  an  old  mark  in  use  before  August  1875,  when  the  Trade 
Marks  Registration  Act  1875  came  into  operation  ;  and,  secondly,  from  passing 
off  the  goods  manufactured  by  the  Defendant,  Brookes,  as  those  of  the  Plaintiffs. 
The  Defendant,  Brookes,  spells  his  name  a  little  differently  from  the  Plaintiff.  55 
The  Plaintiff  spells  his  without  an  "^'";  the  Defendant  has  an  "<^"  before 
the  "  8,"  ' 
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Now,  first  of  all  to  deal  with  the  Norfolk  Cycle  Company.  They  are  shown 
to  have  to  put  into  a  periodicjil  called  the  "  Cyclist,"  on  the  5th  of  February  1899 — 
the  present  year — an  advertisement  in  these  terms  : — "  Saddles.  Fifteen  dozen 
"  *  Brooks' '  Racing  and  Road  Racing ;  Sill  latest  1899  goods ;  perfectly  new  ; 
5  "  is.  6d.  each,  splendid  value. — Norfolk  Cycling  Co."  "  Brooks  "  there  is  spelt 
without  an  '*  <?,"  and  there  is  evidence  that  a  Mr.  Streeton,  a  dealer  in  cycles  in 
Qloucester,  applied  for  some  of  those  saddles  in  the  belief  that  they  were  those 
of  the  Plaintiffs.  He  being  an  expert  discovered  when  he  got  a  sample  that 
they  were  not,  and  he  refused  to  accept  them,  and  complained  to  the  Plaintiffs, 

10  and  then  this  action  was  brought.  Seeing  that  the  Norfolk  Cycle  Company 
have  not  appeared,  and  have  made  no  affidiatvits  in  opposition,  it  seems  to  me 
that  they  have  infringed  the  Plaintiffs'  Trade  Mark,  because  they  have  been 
selling  saddles  under  the  name  of  '^  Brooks'  "  saddles,  and  that  an  injunction 
ought  to  go  against  them  to  restrain  them  from  infringing  the  Trade  Mark,  and 

15  and  from  advertising  for  sale  under  the  description  of  "  Brooks'  "  saddles  any 
cycle  saddle  not  the  manufacture  of  the  Plaintiffs. 

The  case  against  the  Defendant  John  Brookes  is  a  different  one.  He  is  the 
manufacturer,  but  one  must  look  to  see  how  he  comes  to  be  a  manufacturer  of 
saddles  as  he  now  is.    According  to  his  own  affidavit  he  has  been  a  maker  of 

20  saddles  for  25  years.  His  statement  is  : — '^  I  have  been  a  maker  of  cycle  saddles 
**  for  the  last  25  years."  It  appears,  however,  that  to  his  present  business  he 
only  succeeded  in  the  year  1897,  being  the  purchaser  of  it  from  his  father,  and 
it  further  appears  that  immediately  before  the  purchase  by  the  present 
Defendant,  an  action  had  been  brought  by  the  present  Plaintiffs  against  his 

25  father,  and  an  injunction  had  been  obtained  against  him  in  respect  of  the  use 
which  he  had  made  of  his  name  of  ^'  Brookes  "  in  connection  with  cycle  saddles, 
and  just  before  that  injunction  was  made  perpetual,  as  it  was,  the  then 
Defendant,  the  father  of  the  present  Defendant,  sold  to  his  son,  the  present 
Defendant,  that  business  which  he  is  now  carrying  on.    Now,  according  to  the 

30  evidence,  the  Plaintiffs'  saddles  are  well  known  in  the  market,  and  have  a 
high  reputation  and  have  had  for  a  long  time.  The  Defendant  bears  a  name 
which  is  very  similar  to  that  of  the  Plaintiffs,  and  he  comes  later  into  the  field 
as  a  manufacturer  of  cycle  saddles  as  the  Plaintiffs  are.  Under  those  circum- 
stances, if  he  is  honestly  desirous  of  gaining  a  reputation  for  himself  as  a 

35  manufacturer  of  cycle  saddles,  and  of  cycle  saddles  described  as  *' Brookes' 
^^  cycle  saddles,"  one  would  expect  that  he  would  avoid  as  far  as  possible 
marking  his  saddles  in  such  a  way  as  to  resemble  the  Plaintiffs'.  Now  I  have 
before  me  some  circulars  issued  in  the  present  year  (1899)  showing  his 
saddles.    In  all  of  them  the  saddles  are  represented,  and  on  all  of  them  there  is 

40  a  sort  of  medallion  on  the  side  of  the  saddle  marked  ^^  J.  Brookes,  St.  Mary's 
"  Street,  Birmingham,"  and  with  certain  numbers  in  the  interval.  The 
Plaintiff's  saddles  are  marked  in  the  same  way.  It  is  perfectly  true  that  they 
have  the  Trade  Mark,  the  word  "  Brooks,"  put  on  the  hinder  part  of  the  saddle; 
but  they  have  also  on  the  sides  of  the  saddles  a  stamp,  in  a  form  which  is 

45  apparently  not  infrequent  in  the  trade,  but  differs  in  various  respects  from  the 
other  examples  which  are  before  me.  One  would  anticipate  that  the  Defendant, 
knowing  as  I  must  presume,  and  as  it  is  not  disputed  that  he  knew,  that  his 
father's  acts  had  been  called  in  question,  knowing  he  was  the  successor  of  his 
father  in  this  very  business,  would  have  been  honestly  desirous  of  marking  his 

50  goods  in  such  a  way  as  to  avoid  all  possibility  of  mistake  between  the  two.  I 
think  it  was  his  duty  so  to  do ;  but  instead  of  that  he  has  adopted  a  form  of 
marking  which  very  closely  resembles  that  of  the  Plaintiffs',  and  which  an 
inexperienced  and  unwary  purchaser  would  be  very  apt  to  mistake  for  the  marking 
of  the  Plaintiffs.    It  is  true  that  he  gives  the  name  of  the  place  where  he  carries 

55  on  business ;  but  the  business  is  carried  on  at  Birmingham  where  the  Plaintiffs 
also  carry  on  business,  and  having  the  double  misfortune  of  bearing  a  name 
very  closely  resembling  that  of  the  Plaintiffs,  and  of  carrying  on  business  on  the 
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same  spot,  he  ought  to  be  doubly  careful  to  provide  that  his  mode  of  marking 
should  not  be  liable  to  mistake.  It  seems  to  me  he  has  chosen  a  mode  of 
marking  which  he  judged  to  be  as  near  as  possible  to  the  Plaintiffs'  without 
exactly  making  himself  liable  to  an  action  for  infringement  of  their  get-up.  It 
seems  to  me  if  he  was  desirous  of  complying  with  the  law  and  distinguishing  5 
his  goods  from  the  Plaintiffs'  he  has  failed  so  to  do.  I  think  therefore  that, 
as  against  him,  the  injunction  ought  to  be  "  from  stamping  or  otherwise 
"marking  on  any  cycle  saddles  not  of  the  Plaintiffs'  manufacture  the  words 
"  *  Brookes '  or  *  J.  Brookes '  without  clearly  distinguishing  the  goods  of  the 
"  Defendants'  manufacture  from  those  of  the  Plaintiffs."  10 

Jenkins,  Q.C. — And  from  selling  or  offering  for  sale  any  saddles  so  stamped 
or  otherwise  marked  and  not  distinguished.  He  may  have  a  large  stock  in 
hand  for  sale.  The  injunction  your  lordship  proposes  would  only  restrain  him 
from  stamping  fresh  ones. 

MartellL — Prom  selling  or  offering  for  sale.  15 

Jenkins,  Q.C. — Any  saddles  without  being  clearly  distinguished. 

Stirling,  J. — Any  goods  not  of  the  Plaintiffs'  manufacture  which  are  not  so 
distinguished. 


Before  Thk  Attornby-Genbral. 

June  7th,  1899.  20 

In  thb  Matter  op  Meyer's  Application  for  a  Patent. 

Opposition  to  grant. — Persons  entitled  to  he  heard  lefore  tlie  Comptroller- 
General. — Patents,  Ac.  Act^  1883,  Section  11. 

M.  applied  for  a  Patent,  the  grant  of  which  was  opposed-  by  T.  on  the  g^^ound 
thai  the  alleged'  invention  had  been  patented  in  this  count^^y  on  two  applications  25 
of  prior  date — viz.,  one  in  1879  and  tlie  other  in  1897.  T.  had  no  legal  or 
beneficial  interest  in  the  Patents  which  were  granted  upon  stich  applications. 
Tlie  Comptroller  required  evidence  as  to  tlie  facts,  and  it  appeared  that  T.  began 
to  work  under  one  of  the  prior  Patents,  bat  being  unable  to  continue  witJurut  a 
license  he  stopped  workitig,  and  under  a  search  discovered  the  Patent  of  1879.  30 
He  desired  in  his  ojtposition  to  set  up  the  contention  that  the  invention,  the 
subfect  of  the  present  application,  was  identical  with  that  described  in  tJie 
Patents  of  1879  and  1897.  The  Cofnptroller  decided  Vuit  the  Opponent  had  no 
right  to  be  heard  in  opposition  to  the  grant. 

On  Ajypeal,  the  Law  Officer  held  that  on  the  vridenre  the  Opponent  wasentith'd  35 
to  be  heard.    A  bona  fide  attempt  to  carry  out  the  invention  sought  to  beproterfed 
by  a  person  who  desires  to  ojjpose  a  Patent,  andproitf  that  he  may  be  damnified 
by  the  application  which  he  desirea  to  oppose,  entitles  swh  jM^rson  to  oppme  the 
grant. 
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On  the  11th  of  Jnne  1898,  Felix  Meyer  applied  for  a  Patent  for  "  Improvements 
"  in  power  looms  for  weaving  two  or  more  cloths  simultaneously." 

The  grant  was  opposed  by  Johyi  Dania  Tomlinson  upon  the  ground  that  the 
invention  had  been  patented  upon  two  applications  of  a  prior  date,  viz.,  No. 

5  4782  of  1879,  by  Alfred  Rider  Austin^  for  improvements  in  looms  for  weaving, 
and  No.  7843  of  1897,  by  FeltJ!:  Meyer  (the  present  Applicant),  for  a  new  and 
useful  power-loom. 

The  Comptroller  found  that  Tomlhison  was  not  entitled  to  be  heard  in 
opposition  to  the  grant,  and  decided  to  seal  a  Patent. 

10  The  Opponent  applied  to  the  Court  for  a  mandamus  against  the  Comptroller 
{nee  ante  page  233),  which  was  refused,  and  he  then  appealed  to  the  Law  Officer 
against  the  Comptroller's  decision. 

John  Imray  appeared  as  agent  for  the  Appellant,  and  Garpmetel  as  agent  for 
the  Respondent.    The  question  whether  the  Opponent  had  a  sufficient  interest 

15  to  enable  him  to  be  heard  was  argued. 

Sir  R.  Webster,  A.-Q. — I  have  very  carefully  considered  the  grounds  of 
this  judgment  and  Mr.  GarpmaeVs  observations.  I  certainly  do  not  intend  to 
decide  that  the  mere  assertion  that  a  person  intends  to  manufacture  under  an 
existing  Patent  will  be  sufficient.    I  intend  to  lay  down  no  general  rule  which 

20  will  in  any  way  differ  from  the  grounds  of  my  decision  in  Stewards  case,  or 
from  those  laid  down  by  the  Court  of  Appeal,  namely,  that  a  member  of  the 
public,  as  such,  has  not  the  right  to  walk  into  the  Patent  Office  and  say  a 
Patent  ought  not  to  be  granted  because  the  invention  sought  to  be  protected  is 
the  same  as  that  covered  by  some  previous  earlier  Letters  Patent.     I  need 

25  not  give  any  other  reasons  other  than  those  given  by  the  Court  of  Appeal, 
as  they  confirm,  in  the  clearest  way,  the  view  upon  which  I  have  acted  since 
the  repeal  of  that  part  of  the  section  in  the  Act  of  1883  which  gave  power  to 
the  officials  of  the  Patent  Office  to  take  the  action  ref eited  to  in  the  judgment 
of  Lord  Justice  Collins.    Therefore  I  do  not  intend  to  lay  down  any  general 

30  rule  ;  every  case  must  be  determined  on  its  merits. 

Now,  I  take  the  facts  of  this  case  from  the  Comptroller's  judgment.  He  says  : — 
"  The  Opponent  has  filed  a  declaration  which  Mr.  Imray  contends  discloses  special 
^^  circumstances  entitling  the  Opponent  to  be  heard.  This  declaration  states  that 
"  the  Opponent  was  invited  to  undertake  the  manufacture  of  looms,  and  the 

35  "  alteration  of  existing  looms  in  accordance  with  the  prior  Patent  of  the 
**  Applicant,  Meyer,  No.  7843  of  1897,  and  that  he  commenced  to  alter  three 
"  looms  accordingly,  but  as  he  could  not  proceed  without  a  license  he  stopped 
**  further  work,  and  as  the  result  of  a  search  the  previous  Patent,  No.  4782  of 
*'  1879  was  brought  to  his  notice."     It  is  now  stated— of  course  I  am  not 

40  preju(^ng  the  question — that  the  invention  covered  by  the  Patent,  the  subject 
of  the  present  application,  is  identical  with  that  described  in  the  Patents  of 
1879  and  1897,  therefore  he  claims  to  appear  before  the  Comptroller  and  appeal 
to  the  Law  Officer  on  the  ground  that  th^e  ought  not  to  be  any  further 
prolongation  of  the  monopoly  claimed  under  that  which  he  alleges  to  be  a  bad 

45  Patent.  He  has  an  interest  in  showing  that  they  are  identical,  and  I  think 
that  in  such  a  case  he  is  entitled  to  come  before  the  Comptroller  and  say  this 
is  a  case  in  which  I  had  commenced  to  work  under  an  existing  Patent,  but  I 
find  myself  stopped ;  I  am  in  danger  of  having  that  prohibition  extended 
for  a  further  period.      In   my   opinion,   therefore,  he   has  an  interest  with 

50  reference  to  that  question,  and  I  think  that  he  is  a  person  who  is  entitled 
to  be  heard,  and  as  far  as  I  lay  down  any  rule  I  lay  down  the  rule  that 
if  there  has  been  a  band  fide  attempt  to  carry  out  the  invention  sought 
to  be  protected  by  the  persoji  who  desires  to  be  heard  in  opposition,  and 
proof  that  he  may  be  damnified  or  affected  by  the  application  which  he  desires 

55  to  oppose  he  is  entitled  to  be  heard.  I  do  not  pretend  to  say  that  those 
particulars  or  limitations  are  exhaustive,  though  they  will  indicate  the  class 
of  case  in  which  I  think  the  Comptroller  ought  to  hear  an  Opponent.    I  can 
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well  anderstand  that  certain  observations  made  by  myself  before  the  matter 
had  had  the  full  consideration  it  has  received  now  may  have  been  partly 
responsible  for  having  misled  the  Comptroller;  but  the  matter  has  now 
received  the  very  fullest  discussion  in  both  Courts,  and  I  think  the  profession 
has  been  very  much  assisted  by  the  judgments  in  the  Court  of  Appeal,  and  5 
as  far  as  I  am  concerned  I  lay  down  those  reasons  for  the  guidance  of  the 
Office,  saying  again  that  I  do  not  think  they  are  exhaustive,  though  I  trust 
they  will  be  some  guide  to  the  Office  as  to  those  persons  who  are  or  who  are 
not  entitled  to  be  heard. 


In  the  High  Court  op  Justice.— Chancery  Division.  10 

Before  Mr.  Justice   Byrne. 

August  9th,  1899. 

In  the  Matter  of  Db  Mare's  Patent. 

Patent. — Petition  for  revocatio7i. — Alleged  contempt  of  Court. — Motion   by 
Respondents  to  commit  or  restrain. — Conduct  of  Respondents. — Motion  refused  15 
with  costs. — Patents^  dec.  Act^  1888^  Section  82. 

A  Petition  having  been  presented  for  the  revocation  of  a  Patent^  the  chairman 
of  the  Petitioning  Com2mny  tvrote  a  letter  to  certain  papers^  whereupon  the 
Respondent  Company  moved  to  commit  him  for  contempt  of  Court  and  to  issue 
a  writ  of  sequestration  against  the  Petitioning  Company y  or^  in  the  altefmcUivcy  20 
for  an  injunction  to  restrain  them  and  the  chairman  from  issuing  any  letter ^  Ac. 
calculated  to  prejudice  or  impede  the  fair  trial  of  the  matter. 

Heldy  by  Byrne,  J.,  that^  having  regard  to  the  conduct  of  the  Applicants 
tliemselveSy  the  motion  must  be  refused  with  costs. 

Section  82  of  the  Patents^  Ac.  Act^  1883^  was  m)t  intended  to  justify  public  25 
discussion  (not  being  mere  threats)  on  the  merits  of  itending  litigation. 

On  the  24th  of  July  1899,  The  Welsbach  Incandescent  Gas  Light  Company^ 
Ld.y  presented  a  Petition  for  revocation  of  Letters  Patent  (No.  10,947  of  1894) 
granted  to  Frederic  De  Mare  for  an  invention  of  "  An  improved  gas  burner."  The 
Respondents  to  the  Petition  were  T'he  New  Sunlight  Incafuiescent  Company ^  Ld.y  30 
and  Ottmar  Kem^  William  Moore  Robinson^  and  Aylmer  Ellis  Hayes.  On  the 
27th  of  July  1899,  The  New  SunliglU  Incandescent  Company ^  Ld.,  gave  notice  to 
move  that  Henry  C.  Burdetty  chairman  of  The  Welsbach  Incandescent  Oas  Light 
Company  J  Ld.^  might  be  committed  to  prison  for  contempt  of  Court  in  publishing, 
or  causing  to  be  published,  in  the  "  Times  "  newspaper  and  the  "  Financial  35 
"  Times "  newspaper  on  the  27th  day  of  July  1899  a  letter  purporting  to  be 


Vol.  XVI.,  No.  24.]     AND  TRADE  MARK  CASES.  529 

In  the  Matter  of  De  Mare^8  Patent. 

addressed  to  the  respective  editors  of  these  newspapers,  and  dated  the  26th  day 
of  July  1899,  and  that  The  New  Sunlight  Incandescent  Gompanj/y  Ld.^  might 
be  at  liberty  to  issue  a  writ  or  writs  of  sequestration  against  the  estate  and 
effects  of  T%e  Wehba^h  Incandescent  Gas  Light  Gompany^  Ld,y  for  their 
5  contempt  of  Court  in  causing  to  be  published  the  said  letter  in  the  "  Times  " 
and  "  Financial  Times  "  newspapers,  or,  in  the  alternative,  that  T?ie  Welsbach 
Incandescent  Gas  Light  Gompany^  Ld,,  anl  Henry  (7.  Bm^dett,  their  servants 
and  agents  respectively,  might  be  restrained  by  the  order  and  injunction  of  the 
Court  from  issuing  or  publishing,  or  causing  to  be  issued  or  published,  any 

10  other  letter,  circular,  or  notice  calculated  to  prejudice  or  impede  the  fair  trial 
of  the  matter.  The  lc$tter  referred  to  in  the  notice  of  motion  appears  sufficiently 
for  the  purpose  of  this  report  in  the  judgment  of  the  learned  Judge. 

Bousfieldy  Q.C.,  and  W.  NeiU  (instructed  by  MicJiael  Abrahams  &  Go.) 
appeared  for  The  New  Sunlight  Incaniescent  Gompany^  Ld.  ;  T.  T^rrelly  Q.C., 

1.5  and  A.  J.  Walter  (instructed  by  Faith/nil  ami  Owen)  appeared  for  The  Welshach 
Incandcjicent  Oas  Light  Gompznyy  Ld,  ;  and  J. -ff.  Gray  (instructed  by  Faithfiill 
and  Owen)  appeared  for  Sir  Henry  G.  JBurdett. 
Bousjieldy  Q.C.,  opened  the  motion. 
Terrelly  Q.C.,  for  The  Welsbc^h  Incandescent  Gets  Light  Gompany^  Ld. — 

20  Under  Section  32  of  the  Patents,  &c.  Act,  1883,  a  Patentee  who  brings  an  action 
for  infringement  is  entitled  to  threaten,  provided  that  the  threats  are  made 
bondfidCy  and  the  Defendant  has  a  right  to  reply  that  the  Patent  is  bad.  As  to 
contempt  of  Court,  a  Patent  action  can  only  be  tried  before  a  Judge  of  the 
High  Court,  who  would  not  be  influenced  by  such  a  letter.    An  application  was 

25  made  a  year  ago  to  amend  the  Specification,  and,  notwithstanding  that,  an 
action  for  infringement  of  this  Patent  was  commenced  against  us.  It  has 
been  held  in  a  threats  action  than  an  application  to  amend  is  an  admission  that 
the  Patent  is  bad.  The  threats  by  the  Applicants  cannot  be  bond  fide  under  the 
circumstances ;  we  have  a  right  to  reply  to  them,  and,  moreover,  the  statements 

30  which  we  make  are  true. 

Bousfieldy  Q.C.,  in  reply. — Section  32  is  not  an  enabling  section  but  a  restraining 
section.  The  letter  would  lead  people  to  think  that  the  proceedings  must  put 
an  end  to  the  De  Mare  Patent,  but  it  is  merely  a  matter  of  amending  the 
Specification. 

35  Btrnb,  J. — In  this  case  a  motion  is  made  to  commit  the  chairman  of  The 
Welsbach  Incandescent  Gas  Light  Gompany^  Ld.^  or,  in  the  alternative,  for  an 
injunction — an  injunction  only  is  very  properly  asked  for  at  the  Bar — by  reason 
of  the  publication  of  a  letter  in  a  newspaper  called  the  "  Financial  Times  "  on 
the  27th  July  last.    The  letter  was  to  this  effect : — "  Welsbach  and  Sunlight. — 

40  "  Sir  Henry  Burdett  ridicules  the  amalgamation  rumour."  That  is  the  editorial. 
Then  :— "  To  the  Editor  of  the  '  Financial  Times.'— Sir,— May  I  ask  space  on 
"  behalf  of  the  board  of  The  Welsbach  Incandescent  Gas  Light  Gompany^  Ld., 
**  to  correct  certain  misstatements  which  have  appeared  in  the  Press  to  the  effect 
"  that  the  Kern  burners  are  controlled  by  the  De  Mare  Patents."    That  appears 

45  to  be  a  true  statement.  "  The  Patents  of  the  former  are  held  by  The  New 
"  Sunlight  Incandescent  Gas  Light  Gompany,  Ld,j  and  for  the  protection  of 
"  investors  I  hold  it  to  be  essential  that  the  following  opinion  given  by  " — ^then 
follow  the  names  of  three  very  eminent  Counsel — "  our  Counsel  should  have 
"  the  widest  publicity."    Then  follows  an    opinion.    I  will  not  read  it  all 

50  through,  but  the  last  paragraph  is  : — "  In  our  opinion,  in  view  of  the  matters 
"  placed  before  us,  De  Mare's  Patent  (No.  10,497  of  1894)  is  unquestionably 
*•  invalid."  And  then  it  is  signed  by  those  eminent  Counsel.  Then  : — "  For 
'*  obvious  reasons  a  rumour  has  been  persistently  circulated  as  to  an  amalgama- 
**  tion  of  The  Welsbach  and  Sunlight  Companies.  The  absurdity  of  such  a 
55  "  proposal  must  be  manifest  when  I  point  out  that  The  Sunlight  Gmnpany  has 
*'  nothing  to  bring  into  such  an  amalgamation  beyond  (1)  the  De  Mare  burner 
"  Patent,  which  we  are  advised  is  invalid,  and   which  we  are  applying  to 
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"  rievoke."  That  is  true.  Then,  with  reference  to  the  second,  I  need  not 
trouble,  because  I  have  not  heard  anything  about  it  : — "  A  white  mantle  which, 
"  we  are  advised,  is  an  infringement  of  the  Welsbach  Patent,  and  is  consequently 
"  the  subject  of  litigation  at  the  present  time." 

Now,  prior  to  that  appearing,  apart  from  any  other  matters,  2V*c  New  Sunlight  5 
Company  had  sent  out  to  customers  of  27//'  WeMach  Company^  amongst  other 
gas  purchasers  and  users,  the  following  circular  : — "  Dear  Sir, — We  have  much 
"  pleasure  in  informing  you  that  to-day  we  succeeded  in  the  Court  of  Appeal  in 
"  obtaining  judgment  against  the  owners  of  the  Kern  Patents,  now  transferred 
"  to  TJie   Welsbar.h  Company^  cancelling  the  purchase  made  by  them  of  our  10 
"  Dp  Mare  Patents.    This  leaves  us  free  to  stop  the  sale  of  Kern  burners,  as  we 
"  intend  to  do,  by  the  most  prompt  measures  possible."    What  is  the  real 
position  ?    The  real  position  is  this — that  twelve  months  ago  an  application 
was  made  to  amend  the  De  Mare  Patent,  that  Patent  belonging  to  The  New 
Sunlight  Incandescent  Company,    That  was  not  proceeded  with,  and  it  is  said  15 
was  hung  up  for  a  considerable  period  owing  to  this  litigation  between  the 
parties.     As  that  litigation  is  at  an  end  it  is  not  intended  to  proceed  with  the 
application  to  amend,  and  indeed  to-day  I  have  given  leave  for  an  application 
to  be  made  to  be  allowed  to  disclaim.     On  the  24:th  of  July  a  Petition  was 
presented  by  the  Welsbach  Company  for  revocation  of  the  De  Mare  Patent.  20 
It  is  clear  that  this  Court  has  jurisdiction — it  has  been  over  and  over  again 
stated — to  prevent  public  statements  being  made  calculated  to  prejudge  a  case, 
to  interfere  with  or  deter  witnesses,  or  to  impede  the  course  of  justice.     It  is 
said  that  Section  32  of  the  Patent  Act  has  made  a  great  difference.    Section  32 
enacts  : — "  Where  any  person  claiming  to  be   Patentee  of  an  invention  by  25 
"  circulars,  advertisements,  or  otherwise,  threatens  any  other  person  with  any 
"  legal  proceedings  or  liability," — and  so  on — "  any  person  or  persons  aggrieved 
"  thereby  may  bring  an  action  against  him,  and  may  obtain  an  injunction 
"  against  the  continuance  of  such  threats,  and  may  recover  such  damage  " — and 
so  on.    Then  there  is  this  proviso  : — "  Provided  that  this  section  shall  not  apply  30 
"  if  the  person  making  such  threats  with  due  diligence  commences  and  prosecutes 
"  an  action  for  infringement  of  his  Patent."     If,  and  so  far  as,  threats  might 
but  for  the  section  have  been  held  by  reason  of  their  being  threats  to  fall  within 
the  rule  of  the  Court  in  reference  to  comment  upon  public  proceedings,  this 
may  have  made  a  change.     It  is  not  necessary  for  me  to  go  into  the  question  35 
very  closely,  and  say  whether  it  has  or  has  not ;  but  I  am  clear  on  this,  that 
the  section  was  not  meant  beyond  that  to  justify  any  public  discussion  on  the 
merits  of  pending  litigation.     In  the  present  case  the  letter  which  was  written 
is  a  letter  which  contains  something  more  than  a  mere  threat  to  deter  people 
from  taking  proceedings  ;  but  it  has  not  gone  far  beyond  that,  and,  having  40 
regard  to  the  methods  adopted  by  The  Sunlight  Company  in  publishing  the 
circular  to  which  I  have  referred,  I  do  not  think  I  should  be  justified  in  granting 
an  injunction  to  restrain  the  Welsbach  Company  from  publishing  this  letter. 
That  must  not  be  taken  as  an  intimation  from  me  that  if  Tlie  Sunlight  Company 
discontinue  doing  what  they  have  done  on  their  part,  and  communicate  an  offer  or  45 
undertaking  not  to  continue  such  things,  a  continuance  of  such  letters  as  this  is 
justified.    The  circumstances  would  be  different.    What  I  feel  is  that  under 
existing  circumstances,  and  having  regard  to  what  has   been   done   by   T?ie 
Sunlight  Coinpany  itself,  I  should  not  be  justified  now  in  granting  the  injunc- 
tion asked  for.    The  motion  must,  therefore,  be  refused  with  costs.  50 
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Pneumatic  Tyre  Compant,  Ld,  and  Another  v.  Leicester  Pneumatic 
5  Tyre  and  Automatic  Valve  Company. 


Patent. — Action  for  infringement. —  Validity. — Discanformity.^^Anticipa 
turn. — Patent  upheld. — Injunction  granted. — AppeaU  dismissed. 

In  1890  Letters  Patent  were  granted  to  W.  for  "  Improvements  in  rubbef' 
"  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles. 

10  The  Pneumatic  Tyre  Company,  in  whom  this  Patent  had  become  vetted^  brotight 
an  (action  for  infringement  against  E.  and  S.y  trading  as  the  L.  Company.  T?ie 
Defendants^  in  addition  to  special  defences  and  counterclaims^  denied  infringe' 
ment^  novelty^  utility^  subject-matter^  and  that  W.  was  the  first  invento7%  and 
alleged  disconformity.    TTiey  alleged  (inter  alia)  anticipation  by  a  Specification 

15  c^  Barton  and  Shaw  (No.  1412  of  1871)  for  ^*  Improvements  in  wheels  for 
**  traction  engines."*^  Prior  to  the  commencement  of  the  action^  W's  Patent  had 
been  held  valid  in  an  action  of  The  Pneumatic  Tyre  Company,  Ld.  v.  Casawell 
{18  RJ^.C.  164)j  in  which  the  question  of  disconformity  had  been  decided;  and^ 
before  trials  the  same  question  had  been  decided  by  the  Court  of  Appeal  in 

20  favour  of  the  Patent  in  The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  London 
Bubber  Company,  Ld.  (14  R.P.C.  578). 

Heldj  at  the  trials  that  the  evidence  not  having  established  different  findings 
to  those  in  the  previous  actions,  the  decisions  as  to  disconformity  were  binding 
on  the  Court  y  and  must  be  followed;  also  that  the  Patent  had  not  been  antici- 

25  patedy  and  was  goody  and  had  been  infringed.  Judgment  was  given  for  the 
Plaintiffs  upon  the  claim  and  counterclaims.  A  stay^  except  as  to  the  injunction^ 
was  granted  on  conditions. 

The  Defendants  appealed  against  the  judgment  on  (he  claims  and,  in  addition 
to  the  grounds  of  invalidity  argued  beloWy  contended  also  that  the  PcUent  was 

go  anticipated  by  Parfrey'a  Specification  of  1801, 

3  0 
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l^he  Appeal  was  dismissed  with  costs. 

The  Defendants  appealed  to  the  House  of  Lords. 

The  Appeal  was  dismissed  tvith  costs. 

On  the  16th  of  September  1890,  Letters  Patent  (No.  14,563  of  1890)  were  grrant^ 
to  Charles  Kingston  Welch  for  "  Improvements  in  rubber  tyres  and  me^  rims  5 
"  or  felloes  of  wheels  for  cycles  and  other  light  vehicles." 

The  Provisional  Specification  (so  far  as  material  to  this  report)  was  as 
follows : — 

"  My  invention  relates  to  improvements  in  the  construction  of  rubber  tyres 
*'  and  metal  rims  or  felloes,  and  methods  of  securing  the  same  one  to  the  other  10 
"  for  the  wheels  of  cycles  and  other  light  vehicles. 

"  The  chief  objects  of  my  invention  are  easy  running,  reduction  of  vibration 
**  and  security  of  the  rubbers  to  the  metal  rims  or  felloes.  Hitherto  the  majority 
**  of  rubber  tyres  used  on  cycle  wheels  have  been  round  in  section  and  of 
"  small  diameter  fitted  in  grooved  rims  or  felloes  which  has  not  only  rendered  15 
**  half  of  the  rubber  tyre  of  little  or  no  use  for  reducing  vibration  but  has  also 
^  cut  on  the  sharp  edges  of  the  rims  or  felloes  thus  destroying  the  tyre. 

"  According  to  this  invention  the  rubber  tyres  are  soft  and  of  larger  form 
**  and  are  constructed  to  fit  either  wholly  or  partly  outside  the  metal  rims  or 
^'  felloes  which  may  in  some  cases  be  of  special  shape  as  hereinafter  described.     20 

**  In  constructing  a  light  wheel  for  a  cycle  I  may  form  the  rim  of  a  length  of 
^'  round  or  D  shaped  weldless  steel  or  other  tube  (say  about  fin.  diameter)  or  I 
"  may  form  a  hollow  rim  or  felloe  having  shoulders  of  more  or  less  extent  at 
"  the  sides,  or  I  may  form  rims  of  the  ordinary  crescent  shaped  steel  turned 
"  the  reverse  way  or  any  other  suitable  form  having  a  more  or  less  rounding  25 
"  surface  outwardly  (in  section)  for  the  rubber  tyre,  into  any  of  these  the 
'*  spokes  may  be  suitably  secured.  The  rubber  tyres  to  fit  the  above  described 
*^  rims  or  felloes  may  be  moulded  (in  section)  saddle  or  arch  shaped  thickened 
"  in  the  crown  thus  forming  a  groove  inside,  into  which  is  fitted  the  metal  rim 
"  or  felloe  of  the  wheel.  In  order  to  secure  the  rubber  tyre  to  the  metal  rim  30 
"  I  may  have  two  small  holes  through  the  rubber  one  on  each  side  of  the 
^*  rim  through  each  of  which  a  suitable  wire  may  be  put  and  the  ends  may  be 
'*  connected  with  a  nipple  having  a  right  and  left  hand  thread,  or  I  may  put  a 
^  thread  on  one  end  of  the  wires  and  a  head  on  the  other  and  connect  it  with  a 
"  similar  device,  or  I  may  use  the  well  known  spring  wire,  the  nipples  may  be  35 
"  of  hexagon  form  or  may  be  enlarged  in  any  part  in  the  form  of  a  hexagon 
**  collar  which  may  be  turned  by  means  of  a  suitable  thin  wrench  pushed 
**  between  the  ends  of  the  rubber  or  if  the  tyre  is  moulded  in  a  complete 
^  ring,  small  apertures  may  be  made  for  the  purpose,  thus  the  above  described 
"  rubber  tyres  may  be  placed  on  either  of  the  described  metal  rims  or  felloes  40 
"  one  wire  of  which  may  be  connected  beforehand  the  ends  of  the  other  wire 
•*  may  then  be  connected  after  the  tyre  is  in  place  and  each  drawn  together 
**  with  the  wrench  thus  the  rubber  tyre  would  tighten  on  the  rim  or  felloe  and 
**  the  sides  would  be  slightly  drawn  in  towards  the  centre  of  the  wheel.  I  may 
**  mould  rubber  tyres  as  above  described  in  quite  a  different  form  (in  section)  45 
**  from  what  they  appear  when  on  the  rim  or  felloe,  for  instance  the  sides  of 
**  the  rubbers  may  nearly  touch  having  in  section  somewhat  the  form  of  a 
*'  closed  horseshoe.  In  fitting  a  tyre  thus  moulded  on  to  the  metal  rim  it  is 
"  obviously  necessary  to  open  the  rubber  which  would  not  only  hug  the  rim 
''  but  also  cause  the  outer  surface  of  the  rubber  tyre  which  is  subject  to  50 
•*  the  most  wear  to  be  compressed  laterally  rendering  it  softer  and  more 
**  indestructible.  I  may  also  make  the  rubber  tyres  larger  in  circumference 
**  and  draw  them  into  the  rims  or  felloes  by  the  wires,  this  would  cause  the 
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•*  enrface  of  the  rubber  to  be  compressed  generally  making  it  still  more 
**  indestmctible  and  easy  running.  I  may  also  line  the  inner  and  under 
**  portions  of  these  rubbers  with  canvas  or  similar  material  either  to  give 
'*  support  to  the  wires  or  to  prevent  undue  wear  on  the  part  or  parts  in  contact 
5  "  with  metal.  The  outward  form  of  these  rubber  tyres  (in  section)  may  be 
**  rounding  or  may  be  more  or  less  flat  as  found  in  practice  to  be  most 
"  advantageous  in  reducing  vibration.  The  inner  surfaces  or  those  in  contact 
"  with  the  metal  rim  or  felloe  may  be  grooved  or  embo3sed  for  the  purpose  of 
**  either  lightening  the  rubber,  reducing  vibration  or  for  cementing  to  the  rims, 

10  **  felloes  or  the  like. 

*'  The  above  described  improved  rubber  tyres  are  also  applicable  to  cycle  and 
•*  other  wheels  in  present  use  or  m:ide  in  the  ordinary  way  in  which  case  they 
"  may  be  fitted  over  the  existing  rubbers  without  necessarily  making  any 
"  alteration  or  I  may  substitute  in  place  of  the  ordinary  rubbers  a  lighter  or 

15   "  cheaper  material  such  as  cork. 

*'  I  may  also  fit  this  class  of  tyre  to  the  ordinary  rims  by  modifying  the  form 
"  of  the  inner  surface  of  the  rubbers  in  which  case  a  hole  through  the  centre 

*^  may  be  an  advantage  for  lightening  the  same " 

The  Complete  Specification,  left  on  the  16ch  of  June  1891,  was  (so  far  as 

20  material  for  the  purpose  of  this  report)  as  follows  : — 

**  My  invention  relates  to  improvements  in  the  construction  of  rubber  tyres 
**  and  metal  rims  or  felloes  and  methods  of  securing  the  same  one  to  the  other, 
**  for  the  wheels  of  cycles  and  other  light  vehicles. 

**  The  chief  objects  of  my  invention  are  to  produce  rubber  tyres  that  will  be 

25  "  easy  running,  reduce  vibration  and  also  be  securely  fastened  to  the  metal 
"  rims  or  felloes. 

**  The  rubber  or  elastic  tyres  hereinafter  described  are  in  most  cases  saddle 
"  or  arched  (when  on  the  rims)  in  section  and  are  made  to  fit  either  wholly  or 
**  partly  outside  the  metal  rims  or  felloes  which  may  in  some  cases  be  of 

30  "  special  form  as  hereinafter  described,  I  also  construct  this  form  of  tyre  to  fit 
"  over  other  elastic  tyres  or  wheels  at  present  in  vogue  or  made  in  the  ordinary 
"  way,  either  for  protecting  securing,  or  reducing  vibration.  In  all  cases  the 
"  method  of  securing  renders  the  rubber  tyre  easily  attachable  or  detachable 
**  for  repairs  &c 

35  "  Referring  to  the  accompanying  sheet  of  drawings  throughout  the  several 
"  figures  similar  parts  are  marked  with  like  letters  of  reference.  Fig.  1  is  a 
"  transverse  section  of  a  saddle  or  arched  shaped  rubber  or  elastic  tyre  as  fitted 

"  to  a  round  weldless  steel  tubular  rim 

"  Fig.  15  shows  a  transverse  section  of  a  saddle  or  arched  shaped  rubber  or 

40  **  elastic  tyre  constructed  according  to  my  invention  for  covering,  protecting 
"  and  securing  tyres  of  wheels  which  are  inflated  with  air  as  described  in 
"  Thomson's  Patent  No.  10990 — 1845,  and  are  now  in  present  use.  a  is  a  wide 
**  metal  rim  constructed  with  a  rounding  surface  outwardly  in  the  form  of 
"  a  shallow  concave  groove  on  each  side  of  which  the  shoulders  k.  k,  are 

45  "  formed  the  spokes  may  be  secured  in  the  rim  in  the  ordinary  way,  this 
**  rim  may  also  be  made  in  a  tubular  form.  h.  is  an  ordinary  inflatible  tyre 
"  similar  to  that  described  in  Thomson's  Patent  hereinbefore  mentioned  and 
**  also  in  present  use.  c.  is  a  saddle  or  arched  shaped  tyre  similar  to  those 
^^  before  described  but  made  larger  as  shown  in  the  drawings,  d,     t^  is  a 

50  "  strong  canvas  lining  made  from  a  width  of  canvas  or  other  suitable  material 
•*  folded  over  and  sewn  or  otherwise  secured  as  before  described  so  as  to 
**  form  a  strong  support  for  the  wires  or  cores,  in  some  cases  it  may  be 
"  desirable  to  double  the  canvas  throughout,  e,  e,  are  the  securing  wires  or 
"  cores  which  are  inserted  into  the  sides  of  the  tyre  or  covering  as  in  other 

55  "  Qi^s  hereinbefore  described,  the  ends  of  the  wires  may  be  fastened  by 
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"  nipples  similar  to  those  before  described  or  I  may  render  the  wires  end* 
"  less  in  this  case  by  beveling  the  ends  of  the  wires  for  about  2  in.  and 
"  braze  them  together,  the  tyre  may  then  be  made  np  on  the  wires  or 
"  cores  and  vulcanized  with  the  same.  I.  is  a  piece  of  canvas  placed 
"  over  the  spoke  heads  to  protect  the  inflatible  tyre  from  undue  wear.  5 
"  Fig.  16  shows  a  saddle  or  arched  tyre  of  this  class  moulded  or  vulcanized 
"  in  a  closed  form  in  a  similar  manner  and  for  the  same  purpose  as  those 
"  described  with  reference  to  Figs.  11.  and  12.  whereby  the  outer  surface 
"  is  rendered  more  indestructible.  Fig.  17.  shows  another  method  of 
"  moulding  or  vulcanizing  the  same  tyre,  whereby  the  condition  and  shape  10 
"  of  the  rubber  when  on  the  ground  may  be  the  same  or  nearly  the  same 
"  as  that  when  moulded  or  vulcanized  thus  rendering  it  less  liable  to  cuts 
"  or  punctures. 

"  Fig.  18  is  a  transverse  section  of  the  complete  tyre  and  rim  as  described 
"  with  reference  to  Figs.  15. 16  and  17.  showing  the  manner  in  which  the  tyre  15 
^}  is  attached  or  detached  from  the  metal  rim.     a.  is  the  metal  rim  h  is  an 
♦*  ordinary  inflatible  tyre  or  tube  shown  doubled  up  or  in  a  collapsed  form 
•*  inside  the  closed  tyre  c.  (see  also  Fig.  16)  e.  e.  shows  the  wires  or  cores  which 
**  are  made  smaller  in  circumference  than  the  flanges  of  the  rim.    m.  shows  the 
*'  ordinary  tube  for  inflating  in  which  is  generally  fitted  a  valve  this  projecte  20 
^^  through  a  hole  in  the  rim  a.  through  which  the  inner  tyre  is  inflated  in  the 
f*  ordinary  way.    To  secure  the  whole  on  the  rim  the  inflatible  tyre  is  first 
"  placed  within  the  outer  or  protecting  tyre  c.  the  wires  or  cores  e.  e  are  then 
"^  closed  together  allowing  the  tube  m.  to  project  between,  this  is  then  pushed 
"  through  the  hole  in  the  rim  a.  and  the  two  wires  or  cores  are  placed  into  the  25 
"  bottom  of  the  concave  groove  for  about  two  thirds  of  the  whole  rim  the  ^ 

"  remainder  of  the  wires  or  cores  with  the  tyre  can  then  be  lifted  or  sprung 
"  over  the  edge  of  the  rim  opposite  the  tube  m.  as  shown  in  the  drawing  the 
"  inner  tube  or  tyre  b  may  now  be  inflated  with  a  small  pump  in  the  usual 
«*  manner,  this  causes  the  wires  or  cores  e.  e.  to  part  until  finally  they  are  •'W 
^  pushed  into  place  over  the  shoulders  7c.  k.  thus  the  wires  being  smaller  in 
"  circumference  than  the  edges  of  the  rim,  the  inner  tube  or  tyre  may  be 
*^  pumped  tight  against  the  inner  surface  of  the  protecting  tyre  thus  the  whole 
"  is  rendered  secure  on  the  rim  as  shown  in  Fig.  15.  and  also  in  dotted  lines  in 
**  Fig.  18.  To  detach  the  rubber  tyre  or  outer  covering  from  the  rim  the  air  35 
"  must  first  be  allowed  to  escape  when  the  wires  or  cores  may  be  pinched  or 
**  closed  together  round  the  rim  by  the  thumbs  and  fingers  until  the  wires  can 
"  be  lifted  over  the  edge  of  the  rim  ;  the  whole  can  then  be  removed  as  shown 
"  in  Fig.  18. 

"  Fig.  19  shows  a  complete  tyre  constructed  to  fit  the  ordinary  large  sized  40 
"  rims.  a.  is  the  rim  in  which  is  fitted  the  rubber  tyre  e.  constructed  with  a 
^  hole  through  the  same  for  either  lightening  or  reducing  vibration*  d,  is  the 
"  canvas  for  supporting  the  wires  e.  e.  which  are  passed  through  the  holes  and 
*<  drawn  together  in  a  similar  manner  to  those  described  with  reference  to 
«  Figs.  1  and  2.  45 

"  Fig.  20  shows  a  similar  tyre  constructed  with  a  much  larger  hole  through 
*<  the  centre  this  hole  or  space  may  be  inflated  through  a  suitable  tube  fitted 
•*  with  a  valve  in  the  ordinary  manner,  a  shows  an  ordinary  hollow  metal  rim 
<<  made  with  rounded  edges  o  is  a  saddle  or  arched  shaped  tyre  connected  at  the 
*'  bottom  by  a  web  or  band  of  rubber  thus  making  a  complete  tube ;  d.  is  the  50 
"  canvas  insertion  which  is  vulcanized  within  the  rubber  in  the  form  of  h  tube 
*^  for  strengthening  the  same  and  also  to  give  support  to  the  securing  wires  or 
<^  cores  e.  e.  which  may  be  connected  by  the  described  nipples  or  the  wires  may 
^*  be  rendered  endless  by  brazing  the  ends  together  as  before  described  in  which 
"  case  they  must  be  inserted  before  vulcanizing,    m,  is  th^  valv^tnb^  through  5$ 
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''  which  the  tyre  may  be  inflated  in  the  usaal  manner.    In  order  to  secure  the 

**  tyre  in  its  place  on  the  rim  the  tube  m  is  first  pushed  through  the  hole  in  the 

"  rim  a.  the  rubber  tyre  is  then  pulled  open  as  shown  in  dotted  lines  which 

*'  allows  it  to  be  forced  or  pushed  into  its  place,  the  tyre  is  then  inflated  which 

5  *^  causes  the  web  or  band  of  rubber  to  be  pressed  down  tightly  into  the  concaye 

'*  grooved  rim  and  thus  preventing  any  displacement  laterally,  the  tyre  being 

"  held  on  each  side  by  the  wires  or  cores  is  therefore  firmly  secured  to  the  rim; 

**  To  remove  the  tyre  from  the  rim  all  that  is  necessary  is  to  allow  the  air  or 

^  gas  to  escape,  the  tyre  can  then  be  easily  pulled  laterally  over  the  edge  of  the 

10   -'  rim  without  disconnecting  the  securing  wires  or  cores.     In  most  cases  these 

^*  tyres  may  be  cemented  in  addition  to  the  described  wires  or  cores  for  either 

''  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  them  in  position 

**  on  the  rims. 

^  The  above  described  rubber  tyres  being  either  wholly  or  partly  outside 

iU  "  the  metal  rims  or  felloes  are  free  to  expand  laterally,  thus  giving  a  more 

:**  elastic  contact  with  the  ground  and  therefore    reducing    vibration    more 

.V  efEectually. 

'^  It  is  obvious  that  I  may  fit  these  improvements  to  various  other  wheels  and 
**  also  vary  the  details  of  construction  without  however  departing  from  my 
SO   "invention. 

*'  I  would  have  it  distinctly  understood  that  I  am  aware  that  arched  tyres 
"  have  been  used  before  also  that  wires  and  other  cores  have  been  applied  in  a 
**  variety  of  ways.  I  am  also  aware  that  a  tyre  similar  in  form  and  fitted  on  to 
"  a  similar  rim  to  that  described  by  me  with  reference  to  Fig.  1,  is  shown  in 
85  **  Salamon's  Patent  17093^  but  is  secured  to  the  rim  by  cement  only,  or  by 
"  shrinking. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 

^  invention  and  in  what  manner  the  same  is  to  be  perf  ormed^  I  declare  that 

^  what  I  claim  is  : — 

'30       "  1.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  in 

■^  combination  with  two  wires  inserted   through  the  sides  of  the  same  for 

*l  securing  it  to  the  metal  rims  or  felloes  substantially  as  herein  described. 

"'  2.  .The  application  of  a  rubber  or  elastic  tyre  to  a  metal  rim  or  felloe  in 
^  such  a  manner  that  the  wires  or  cores  inserted  within  the  said  rubber  for 
35  "  securing  the  same  are  outside  the  rim  or  felloe  substantially  as   herein 
**  described. 

^  3.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  fitted  with  two  wires  or  cores  so  arranged  that  the  same  may  be  easily  attached 
"  or  detached  by  a  wrench  from  outside  the  rim,  felloe  or  tyre  substantially  as 
40  **  herein  described. 

"  4.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle   or   arch  in 
'*  section  lined  with  canvas  in  combination  with  two  wires  or  sufficiently 
"  inelastic  cores  for  securing  the  same  to  the  rims  or  tyres  substantially  as  herein 
**  described. 
45       "  5.  The  application  of  endless  wires  or  cores  to  each  side  of  a  rubber  or 
"  elastic  tyre  having  a  saddle  or  arched  form  in  section  in  combination  with  a 
**  canvas  insertion  or  insertions  for  supporting  the  same  substantially  as  herein 
•*  described. 
"  6.  The  methods  of  securing  the  elastic  tyres  in  combination  with  the  form 
50  "  of  rims  substantially  as  herein  described  and  shown  in  the  drawings  with 
^  reference  to  Figs.  6.  7  &  8. 

"  7.  Qroovinrr  or  embossing  a  rubber  or  elastic  tyre  for  the  purpose  of  reducing 
^'  vibration  or  for  lightening  the  same  in  combination  with  the  wires  or  cores 
'^  for  securing  to  the  rim  felloe  or  tyre  substantially  as  described  with  reference 
55  ^  to  Figs.  4.  6  7.  8  and  10.  of  the  drawings. 
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"  8.  The  application  of  my  improved  rubber  or  elastic  tyres  to  an  ordinnry 
"  robber  and  rim  substantially  as  herein  described  with  reference  to  Figs.  9. 10 
"  and  14  of  the  drawings. 

"  9.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  provided  with  endless  wires  or  cores  fitted  or  vulcanized  within  each  side  for  5 
"  the  purpose  of  securing  the  same  to  tlie  rims  in  combination  with  au  infiatible 
"  inner  tyre  or  tube  substantially  as  described  and  shown  with  reference  to 
"  Figs.  15  and  18.  of  the  drawings. 

"  10.  A  rubl>er  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section, 
"  lined  with  canvas  and  provided  with  endless  wires  or  cores  for  covering,   10 
"  protecting  and  secaring  an  inflatible  inner  tube  or  tyre,  substantially  as 
"  herein  described. 

""  11.  Forming  the  inner  surface  or  groove  of  a  metal  rim  with  shoulders  in 
"  combination  with  the  construction  of  tyre  substantially  as  described  and 
"  shown  in  the  drawings  with  reference  to  Figs.  l.'>  &  18.  15 

"  12.  Making  the  endless  wires  or  corex  for  securing  the  covering  or  protecting 
"  tyre  of  smaller  circumference  than  the  edges  of  the  rim  or  felloe  in  combina- 
"  tion  with  an  inner  inflatible  tyre  whereby  the  wires  or  cores  are  placed  and 
"  held  in  position  by  the  pressure  of  air  substantially  as  described  with  reference 
"  to  Figs.  15, 16  &  17  of  the  drawings.  20 

"  13.  The  method  of  placing  the  securing  wires  or  cores  with  the  tyres  on  the 
"  metal  rim  namely — by  holding  the  two  wires  or  cores  together  and  placing 
"  them  round  the  bottom  of  the  concave  groove  until  the  remainder  can  be 
"  forced  over  the  edge  in  combination  with  an  inner  inflatible  tyre  whereby  the 
"  outer  covering  or  protecting  tyre  is  held  or  forced  into  its  place  on  the  rim  25 
"  substantially  as  herein  described  with  reference  to  Figs.  15  and  18  of  the 
"  drawings. 

"  14.  The  methods  of  attaching  or  detaching  the  rubber  or  elastic  tyres  on  or 
"  from  the  rims  substantially  as  herein  described  and  shown  in  the  drawings 
"  with  reference  to  Figs.  15.  16.  18  &  2U.  30 

'*  15.  The  methods  of  moulding  or  vulcanizing  rubber  or  elastic  tyres 
"  snbstantially  as  described  with  reference  to  Figs.  11.  12.  16  and  17  of  the 
"  drawings  whereby  the  outer  snr&ices  are  renderwl  more  indestructible. 


"  16.  A  rubber  or  elastic  tyre  of  a  saddle  or  arch  form  in  section  bat  having 
'  a  connecting  web  or  band  of  rubber  at  the  bottom  or  base  in  combination  35 
■'  with  two  wires  or  cores  for  securing  the  same  to  the  rim  substantially  as 
'  herein  described  with  reference  to  Figs.  19  and  20. 

"  17.  An  inflatible  rubber  or  elastic  tyre  secured  to  a  concave  grooved  rim 
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*'  by  t-wo  endless  -wires  or  cores  one  on  each  side  of  the  tyre  in  comWna- 
"  tion  with  a  flexible  band  or  web  of  mbber  connecting  the  base  and  ao  conr- 
**  stmcted  that  the  preasnre  on  the  inside  when  the  tyre  is  inflated  causes 
"  the  said  hand  to  press  tightly  in  the  groove  whereby  it  is  firmly  secnred 

i  "  laterally  substantially  as  herein  described  with  reference  to  Fig.  20  of  the 
"  drawings. 

"  18.  The  Tarions  methods  of  constructing  rubber  or  elastic  tyres  in 
*'  combination  with  the  varions  metal  rims,  felloes  or  tyres  and  the  manner  of 
"  securing  the  same  substantially  as  herein  described  witi  reference  to  the 

I  "  drawings." 


t'l 


On  the  7th  of  February  IS%,  The  Pneumatic  Tyre  Company,  LcLt  who  were 
then  the  proprietors  of  the  said  Letters  Patent,  commenced  an  action  in  the 
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Chancery  Division,  subsequently  transferred  to  the  Queen's  Bench  DiTision!; 
against  ITie  Leicester  Pneumatic  Tyre  and  Automatic  Valve  Oompanyy  tot 
infringement  of  this  Patent.  The  Dunlop  Pneumatic  Tyre  Company^  Ld.j  wer^ 
on  the  23rd  of  December  1896,  added  as  co-Plaintiffs,  pursuant  to  an  order  of 
the  21st  of  December  1896.  • 

The  Plaintiffs,  by  their  Statement  of  Claim,  in  addition  to  the  nsoa! 
relief,  claimed  costs  as  between  solicitor  «.and  client.  The  Particulars  of 
Breaches  alleged  infringement  of  Claims  4,  5,  9,  10,  11, 12, 13,  and  14  of  the 
Specification. 

The  Defendants,  by  their  Defence,  as  amended,  alleged: — (1)  That  they  had  HQ 
not  infringed,     (a)  That  the  Plaintiffs,  on  or  about  the  16th  of  October  1893, 
granted  to  the  Defendants*  firm  a  licence  to  manufacture  and  sell  Dunlop  tyres 
generally,  without  any  restriction  as  to  the  mode  of  attachment    That  the  kind 
of  tyre  now  alleged  to  be  an  infringement  of  Welch's  Letters  Patent  was,  at  the 
time  of  the  terms  of  settlement  and  the  exchange  of  licences  between  the  15 
parties  in  1893,  manufactured  and  sold  by  the  Plaintiffs  as  a  Dunlop  tyre  under 
the  Dunlop  Patents.    That  if  this  were  not  so,  the  Defendants*  licence  ought  to 
have  included  Welch's  Patent,    {b)  The  Defendants'  firm  were,  under  licence  by 
the  Plaintiffs,  entitled  to  manufacture  and  sell  Dunlop  tyres  which  may  be 
attached  to  the  wheel  or  wheels  in  the  manner  found  most  efficient,  which  20 
included  all  kinds  of  attachment  used  by  the  Plaintiff  at  the  time  that  they 
granted  the  said  licence.    That  the  Defendants  gave  Plaintiffs  a  licence  under 
Edlin's  Patent  (No.  2457  of  1892).     That  the  terms  of  settlement  were  an 
exchange  of  licences  for  the  manufacture  and  sale  of  all  fixed  and  detachable 
pneumatic  tyres  under  all  the  Patents  owned  by  each  of  the  parties,     (c)  That  25 
the  Plaintiffs,  at  the  time  of  granting  of  the  licence  to  the  Defendants,  claimed 
that  the  Patents  of  Dunlop,  under  which  the  Defendants  were  licensed,  covered 
all  pneumatic  tyres  and  all  methods  of  attachment   and    detachment,  and 
obtained  an  injunction  against  the  Defendants  in  1893  on  this  yery  claim. 
That  Welches  Patent  was  an  infringement  of  those  of  John  Boyd  Dunlop  and  30 
the  Plaintiffs  wore,  therefore,  liable  to  defend  the  Dunlop  Patents,  as  &r  as  the 
Defendants  were  concerned,  against  all  other  Patents,  whose  claims  would  be 
an  infringement  of  the  scope  of  the  Dunlop  Patents,  as  enforced  by  the  present 
Plaintiffs  against  the  Defendants'  firm  in  1893.     (d)  That  Welch's  name  or 
Patent  was  never  disclosed  in  connection  with  the  Dunlop  detachable  tyre  till  35 
1895,  when  a  registered  rubber  device  was  used  for  the  first  time,    (e),  (/),  and 
(ff)    The  Defendants  counterclaimed  for  damages  against   the    Plaintiffii  in 
respect  of  certain  matters  not  necessary  to  refer  to  in  this  report,     (h)  and  (t) 
Made  certain  charges  of  fraud  in  connection  with  the  trial  of  the  action  of  The 
Pneumatic  Tyre  Company^  Ld.  v.  Cogswell.    (Jc)  Defendants  claimed  that,  by  40 
reason  of   the  neglect  and  laches  of  the  Plaintiffs,  they  were  entitled   to 
manufacture  and  sell  the  said  tyres ;  and  (/)  that  the  action  was  frivolous  and 
vexatious,  and  was  an  improper  revival  of  former  litigation  between  the  parties. 
(2)  Alleged  want  of  novelty.    (3)  Want  of  subject-matter.    (4)  That  O.  K.  WeMi 
was  not  the  true  and  first  inventor.     (5)  No  utility.     (6)  That  the  Provisional  45 
Specification  of  the  said  alleged  invention  did  not  describe  the  nature  thereof, 
and  the  invention  claimed  in  the  Complete  Specification  was  different  from  and 
larger  than  that  described  in  the  Provisional  Specification. 

The  re-amended  Particulars  of  Objections  alleged  : — (1)  Want  of  novelty,    (a) 
Prior  publications  of  the  alleged  inventions  forming  the  subject  of  the  claims  50 
in  the  Specification  of  the  Plaintiffs'  said  Patent,  by  deposit  in  the  Patent  Office 
Library  of  a  number  of  Specifications,  including*  Parfrey^  No,  1294  of  1861, 


■■  r  ^ 


*  For  a  complete  list  see  om^^,  p.  6S. 
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the  whole  of  which  was  relied  on  as  anticipating  Claim  14.  (2)  Want  of  subject- 
matter,  (a)  That  the  Defendants  would  refer  to  the  Specifications  in  the 
preceding  paragraph  set  out  and  to  the  common  general  knowledge  of  cyclists 
and  the  trsule  upon  the  subject  of  cycle  tyre  manufacture  and  the  methods  of 
5  securing  the  tyres  of  cycles  and  other  yehicles  to  the  wheels  of  the  same,  and 
the  Defendants  would  allege  that,  by  reason  of  such  information,  no  invention 
was  required  to  produce  any  of  the  combination  of  parts,  or  the  methods  of  use 
and  manu&cture,  described  in  the  Plaintiffs*  Specification  and  claimed  in 
Claims  1  to  8,  both  inclusive,  13  to  16,  both  inclusive,  and  18.    (b)  That  the 

10  Defendants  would  also  refer  to  the  following  Specifications,  both  of  which  had 
been  filed  in  the  Patent  Office  or  published  in  the  Public  Library  thereof  prior 
to  the  Plaintiffs'  said  Letters  Patent,  as  evidence  that  the  use  of  convex  rims  on 
cycle  wheels  in  conjunction  with  rubber  tyres  of  saddle  or  arch  form  in 
cross  section  was  old  at  the  date  of  the  Plaintiffs*  said  Letters  Patent : — Warwick^ 

15  No.  4317  of  1881 ;  Otto,  No.  994  of  1885.  (3)  That  the  said  C.  K.  Welch  was 
not  the  true  and  first  inventor  by  reason  of  the  prior  publication  in  respect  of 
the  inventions  set  out  under  paragraph  1  thereof  ;  that  the  Defendants  intended 
to  prove  that  between  the  date  of  Welch's  Provisional  and  Final  Specifications 
the  Stanley  and  National  Cycle  Shows  were  held  ;  that  numerous  covered  or 

20  pneumatic  tyres,  including  a  tyre  manufactured  under  TrigwelVs  Patent  (No. 
19,411  of  1890),  were  exhibited  at  the  said  shows ;  that  the  said  (7.  K. 
Welch  was  present  at  the  said  shows,  and  the  Defendants  intended  to  allege 
that  the  inventions  forming  the  subject-matter  of  the  claims  contained  in 
WelcVs  Final  Specification  were  taken  by  him  from  knowledge  obtained  by 

25  him  at  the  said  shows  subsequent  to  the  date  of  his  Provisional  Specification, 
and  from  information  publicly  circulated  as  to  the  said  Patents  and  tyres.  (4) 
That  the  said  alleged  invention  was  not  useful.  The  Defendants  intended 
to  allege  that  the  whole  of  the  tyres  claimed,  with  the  exception  of  those 
referring  to  Figs.  15, 18,  and  20,  were  useless  and  impracticable.    (5)  That  the 

30  Provisional  Specification  of  the  alleged  invention  did  not  describe  the  nature 
thereof,  and  the  invention  claimed  in  the  Complete  Specification  was  an 
invention  different  from  and  larger  than  that  described  in  the  Provisional 
Specification;  that  the  Defendants  intended  to  allege  that  the  inventions 
Bet  out  and  claimed  in  Claims  1,  4,  6,  9,  10,  11,  12,  13,  14,  17,  and  18  of 

85  the  Specification  of  the  said  Patent  were  inventions  none  of  which  were 
disclosed  or  hinted  at  in  the  Provisional  Specification  of  the  said  Patent, 
and  were  not  legitimate  developments  of  anything  disclosed  in  the  Provisional 
Specification.  The  Defendants  subsequently  delivered  further  particulars 
in  reference  to  paragraph  1,  (a),  (6),  (d),  («),  (/),  (^),  (A),  (t),  and  Qc)  of  the 

40  Defence. 

During  the  trial,  on  the  30th  of  November  1897,  the  Defendants  asked 
for  leave  to  amend  the  Particulars  of  Objections,  by  alleging  the  Specification 
of  Burton  and  Shaw  (No.  1412  of  1871)  as  an  anticipation,  and  reference  to 
0ach  Specification,  for  the  purpose  of  showing  it  to  be  an  anticipation,  was 

^  allowed. 

Prior  to  the  commencement  of  the  action  WeUKs  Patent  had  been  held  valid 
in  an  action  of  The  Pneumatic  Tyre  Company y  Ld.  v.  Caswell  (13  R.P.C.  164), 
in  which  the  question  of  disconformity  had  been  decided  ;  and  before  trial  the 
question  had  also  been  decided  by  the  Court  of  Appeal  in  favour  of  the  Patent 

ftO  in  The  Pneumatic  Tyre  Company.  Ld.  v.  The  East  London  Rubber  Company. 
Ld.  (14  R.P.C.  573). 

The  action  was  tried  before  Mr.  Justice  Kennedy ,  who  gave  judgment  for 
the  Plaintiffs,  holding  that  the  evidence  not  having  established  different  findingis 
to  those  in  the  previous  actions,  the  decisions  as  to  disconformity  were  binding 

55  on  the  Court  and  must  be  followed ;  also  that  the  Patent  had  npt  been  anticipated, 
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and  was  good,  and  had  been  infringed.*  The  Defendants  having  appealed, 
the  Court  of  Appeal  dismissed  the  appeal  with  costs.t  The  Defendants  then 
appealed  to  the  House  of  Lords. 

The  Appellants  appeared  in  person.    Moulton,  Q.C.,  and  /.   (7.   Qraham 
(instructed  by  /.  B.  and  F,  PurcJuise)  appeared  for  the  Respondents.  5 

The  Appellant  Stephen  argued  that  there  was  no  invention  in  the  Provisional 
Specification  of  WelcKs  Patent.  All  that  was  done  there  was  to  hold  a  cover 
on  to  a  tyre  by  means  of  a  clamping  action  produced  by  reducing  the  circum- 
ference of  two  wires,  one  on  each  side  of  the  rim  of  the  wheel,  by  means  of 
screwing  up  a  right  and  left  handed  screw  with  a  spanner.  This  was  an  old  10 
application  of  an  old  device  well  known  for  similar  and  analogous  purposes. 
If  there  was  any  invention  disclosed  it  was  anticipated  by  the  Specifications  of 
Burton  and  Shaw  (No.  1412  of  1871)  and  Parfrey  (No.  1294  of  1861).  The 
former  Specification  described  an  invention  for  holding  a  series  of  shoes  on  to 
the  wheels  of  traction  engines  by  means  of  two  wire  ropes,  each  on  the  outside  15 
of  the  rim.  If  there  was  any  invention  the  Specification  was  bad  because  of 
disconf ormity.  The  Provisional  Specification  referred  only  to  solid  tyres  held 
on  by  the  contractile  force  exerted  when  the  wires  were  tightened :  in  the 
Complete  the  invention  was  a  pneumatic  tyre  held  on  by  inextensible  wires 
which  lay  in  a  trough  of  steel.  Being  inextensible  these  wires  could  have  no  20 
contractile  force.  They  were  inside  the  rim,  which  was  concave,  whereas  in 
the  Provisional  Specification  the  wires  were  outside  a  convex  rim.  The 
Provisional  disclosed  a  method  of  att&chment  which  was  non-automatic,  and  in 
which  the  force  was  exercised  by  means  of  a  wrench  ;  the  Complete  disclosed 
an  automatic  method  of  attachment,  in  which  the  force  consisted  of  air  pressure.  25 
All  that  is  disclosed  is  anticipated  by  Burton  and  SJmw  and  Parfrey. 

Moultony  Q.C.,  for  Respondents. — On  disconf  ormity — ^the  Complete  Specification 
is  only  the  natural  application  of  the  invention  to  a  pneumatic  tyre.    To  get 
attachment  we  create  a  convexity  by  inflating  the  inner  tube  ;  to  get  detachment 
we  destroy  the  convexity.    The  cover  is  held  on  over  a  convex  surface  as  in  30 
the  Provisional.    The  other  modifications  are  only  those  which  the  inventor 
found  to  be  necessary  for  the  success  of  this  adaptation  of  the  invention.    The 
Patentee  is  only  bound  to  state  the  nature  of  his  invention  in  the  Provisional, 
and    no  natural  development  in    the  Complete  will  invalidate    the  Patent 
Newall  V.  Elliott  (10  Jur.  N.S.  955).    As  rogsurds  the  anticipation.  Burton  and  35 
Shawns  Specification  was  never  worked,  and  was  for  a  different  purpose.     No 
one  looking  at  Burton  and  Shaw  would  get  Welches  idea.    This  is  the  true  test 
{Hills  V.  EvanSy  31  L.J.  Ch.  463).    Being  a  paper  anticipation,  it  must  be  very 
clear  in  order  to  invalidate  the  Patent.    Parfrexfs  Specification  does  not  relate  to 
an  arched  tyre,  and  has  only  one  wire.    The  tyre  fits  in  a  concavity,  not,  as  in  40 
Welchf  on  a  convexity. 

The  Appellant  replied. 

Lord  Magnaghten. — My  Lords,  you  have  listened  with  exemplary  patience 
to  an  argument  which,  in  my  humble  opinion,  has  been  prolonged  beyond  what 
is  reasonable.  Mr.  Stephen  asked  your  Lordships  to  believe  tiiat  he  was  45 
convinced  of  the  justice  of  his  case.  I  am  perfectly  sure  that  he  was.  I  give 
him  credit  for  believing  in  his  case  from  first  to  last;  and,  speaking  for  myself, 
my  Lords,  I  have  some  sympathy  for  a  gentleman  whom  defeat  cannot  daunt^ 
and  who  believes  that  on  a  point  of  law  he  is  more  likely  to  be  right  than  half- 
a-dozen  judges.  I  listened  to  Mr.  StepJien  with  all  the  respect  and  attention  50 
that  is  due  to  a  man  who  is  in  earnest,  and  who  believes  that  he  is  right,  but 
during  the  course  of  his  address  I  did  sometimes  wish  that  litigants  in  person 
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would  understand  that  argument  is  not  advanced  by  repetition,  nor  in  all  cases 
by  vehemence  of  language  and  coiifidence  of  tone. 

My  Lords,  when  the  question  in  debate  is  disclosed,  the  point  seems  to  me 
so  very  simple  that  I  am  not  at  all  sure  that  Mr.  Stephen  was  the  principal 
5  sufferer  by  the  absence  of  Counsel.  I  am  quite  sure  that  no  Counsel  could  have 
presented  his  case  in  such  a  manner  as  to  commend  it  to  your  Lordships* 
favourable  consideration.  The  whole  of  Mr.  Stephen^s  argument  was  based,  as 
it  seems  to  me,  on  a  misconception  of  the  oflBice  of  a  Provisional  Specification 
and  the  office  of  a  Complete  Specification.    The  two  are  perfectly  distinct.    It 

10  is  the  duty  and  the  office  of  the  Provisional  Specification  to  declare  the  nature 
of  the  invention;  but  when  you  come  to  the  CompletB  Specification  you  have 
to  declare  particularly  the  nature  of  the  invention  and  explain  how  it  is  to  be 
carried  out ;  and  if  in  the  interval  between  the  Provisional  Specification  and 
the  Complete  Specification — an  interval  which  is  given  to  the  Applicant  in 

15  order  that  he  may  perfect  his  invention — he  discovers  any  better  mode,  without 
altering  the  nature  of  his  invention,  of  carrying  it  into  effect,  he  is  bound  to 
disclose  it  in  the  Complete  Specification. 

My  Lords,  in  a  case  to  which  I  referred  during  the  argument,  the  case  of 
Netvall  V.  Elliott  (4  Common  Bench,  New  Series,  page  269),  there  is  a  very 

20  accurate  commentary  upon  the  office  of  these  two  documents.  The  judgment 
was  given  by  Mr.  Justice  Byles.  He  says:  "The  office  of  the  Provisional 
"  Specification  is  only  to  describe  generally  and  fairly  the  nature  of  the  invention 
*^  and  not  to  enter  into  all  the  minute  details  as  to  the  manner  in  which  the 
*'  invention  is  to  be  carried  out ;  otherwise  the  Provisional  Specification  must 

25  '^  be  as  full  as  the  Complete  Specification  and  drawn  with  as  much  care  and 
"  deliberation.  Indeed  the  Statute  itself  indicates  this  distinction  between  the 
"  Provisional  and  the  final  Specification ;  for  it  calls  the  latter  the  Complete 
*'  Specification,  implying  that  the  former  is,  or  may  legally  be,  in  some  respects 
"  executory  and  incomplete.     Moreover  it  enacts "  (he  is  speaking  of  the  old 

30  Act  there,  but  the  words  are  exactly  the  same  in  the  present  Statute)  "  that  the 
"  Provisional  Specification  is  to  describe  the  nature  of  the  invention  and  no 
"  more ;  but  when  the  Statute  comes  to  speak  of  the  Complete  Specification  its 
"  language  is  altogether  different ;  it  enacts  that  the  Complete  Specification 
"  shall  describe  not  only  the  nature  of  the  invention,  but  also  the  manner  in 

35  "  which  it  shall  be  performed,  and  not  only  describe,  but  particularly  ascertain 
"  it."  Therefore  in  that  case  the  learned  judges  came  to  the  conclusion  "  that 
"  the  Provisional  Specification  in  the  case  under  consideration  sufficiently 
"  describes  the  nature  of  the  invention,  though  it  does  not  enter  into  a  detail  of 
"  all  the  means  by  which  it  is  to  be  accomplished.*' 

40  My  Lords,  as  applied  to  the  present  case  I  think  that  case  is  very  instructive. 
The  Patent  in  that  case  was  for  an  improved  apparatus  for  laying  cables,  and  in 
the  Provisional  Specification  the  mode  in  which  it  was  to  be  performed  was 
described;  it  was  to  be  done  by  a  cone;  but  in  the  interval  the  Patentee 
discovered  it  would  be  more  complete  if  there  were  metal  rings  outside,  and  he 

45  added  those  metal  rings,  or  wooden  rings,  which  were  not  even  alluded  to  in 
the  Provisional  Specification,  and  he  explained  in  the  Complete  Specification 
the  use  of  the  rings  in  combination  with  the  cone  as  described,  and  he  claimed 
that  as  part  of  his  invention.  In  that  case  the  same  sort  of  objection  was  taken, 
and  indeed  the  same  argument  was  advanced — perhaps  it  was  advanced  more 

50  concisely  there,  but  I  think  it  was  exactly  the  same  argument  as  that  which  has 
been  presented  to  your  Lordships  yesterday  and  to-day.  The  learned  Counsel 
who  objected  to  the  validity  of  the  Patent  said :  "  There  is  a  fatal  difference 
"  between  the  Provisional  Specification  and  the  Complete  Specification.  The 
**  6th  Section  of  the  15th  and  16th  Victoria,  chapter  83,  requires  the  Provisional 

55  '*  Specification  to  describe  the  nature  of  the  invention.    That  necessarily  means 
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"  the  whole  invention.  The  manner  in  which  it  is  to  be  carried  into  effect 
"  (and  the  best  manner  known  to  the  inventor)  is  to  be  disclosed  by  the 
Complete  Specification.  But  both  must  describe  the  invention  accurately  anil 
completely.  Nothing  can  be  described  as  '  the  invention '  in  the  Complete 
Specification  which  has  not  already  been  described  in  the  Provisional  5 
Specification.  The  inventor  may  in  the  Complete  Specification  give  additional 
"  information  as  to  the  manner  of  carrying  it  out ;  but  he  has  no  right  to  add  a 
"  scintilla  to  the  invention  contained  in  the  Provisional  Specification."  My 
Lords,  I  think  that  was  in  substance  exactly  the  argument  that  was  addressed  to 
your  Lordships  by  Mr.  Stephen,  10 

Now,  my  Lords,  what  is  the  invention  in  this  case  ?  Putting  it  very  shortly 
it  is  an  application  to  a  wheel  of  a  saddle-shaped  tyre  held  in  position  by  two 
inextensible  wires.  It  is  described,  shortly  indeed,  but  very  accurately,  in  a 
passage  to  which  my  noble  and  learned  friend,  Lord  MORRIS,  referred  once  or 
twice  during  the  argument,  paragraph  11  of  the  Respondents'  case:  "The  16 
"  invention  which  is  the  subject  of  the  Respondents'  said  Letters  Patent,  so  far 
"  as  it  is  material  to  the  present  case,  is  a  tyre  or  tyre  cover,  arch-shaped  in 
"  form,  which  is  kept  in  its  position  by  having  a  ring  of  wire  in  each  edge. 
."  When  such  a  tyre  or  cover  is  in  its  place  on  the  rim  the  inextensibility  of  the 
"  wire  rings  prevents  it  from  coming  off.  Its  security  thus  does  not  depend  20 
"  on  any  clamping  of  the  tyre  or  cover  to  the  rim,  but  depends  entirely  on  the 
"  inextensibility  of  the  wires  in  the  edges  of  the  tyre  or  cover  itself,"  I  do  not 
think  it  can  be  denied  that  in  the  Provisional  Specification  the  whole  of  the 
invention  which  is  described  there  was  to  be  applied  by  means  of  screwing  up 
the  wires,  but  at  the  same  time  it  is  perfectly  clear  that  he  does  not  refer  to  25 
tyres  which  were  then  in  use.  He  says :  "  The  above  described  improved 
"  rubber  tyres  are  also  applicable  to  cycle  and  other  wheels  in  present  use  or 
"  made  in  the  ordinary  way,  in  which  case  they  may  be  fitted  over  the  existing 
"  rubbers  without  necessarily  making  any  alteration  "—or  (he  adds)  he  may 
substitute  something  in  their  place.  Now  it  is  common  knowledge  that  at  this  30 
time  pneumatic  tyres  were  in  use,  though  of  course  they  were  not  in  use  to  the 
same  extent  as  they  are  now ;  and  it  seems  to  be  perfectly  plain  if  he  put  the 
invention  he  describes  in  that  Provisional  Specification  over  a  pneumatic  tyre 
of  that  date  and  the  air  was  then  allowed  to  escape,  his  tyre  would  easily  come 
off.  When  he  found  that  it  would  easily  slip  off  the  next  step  was,  and  it  is  3( 
perfectly  natural,  to  see  that  it  might  be  put  on  in  the  same  way  and  the 
pneumatic  tyre  then  blown  out,  which  would  hold  it  firmly  on. 

Now,  my  Lords,  when  that  knowledge,  which  seems  to  me  to  be  a  natural 
development  of  his  invention,  came  to  him,  surely  he  was  bound  to  disclose  it 
in  his  Complete  Specification.  If  that  is  all  he  has  done  I  do  not  think  that  it  40 
is  a  different  invention  in  any  way.  It  is  the  same  invention  with  the 
development  which  almost  necessarily  must  have  been  discovered  in  the  interval 
between  the  Provisional  Specification  and  the  Complete  Specification.  It  appears 
to  me  therefore,  my  Lords,  that  there  is  no  disconf ormity  between  the  Provisional 
Specification  and  the  Complete  Specification.  4$ 

My  Lords,  there  was  some  argument,  but  I  do  not  think  I  need  detain  your 
Lordships  by  dealing  with  it,  with  regard  to  the  question  of  anticipation.  One 
Specification  referred  to  was  that  of  Burton  and  Shaw,  Now  it  is  quite  clear 
that  their  Patent  never  came  into  use ;  it  added  nothing  whatever  to  the 
knowledge  of  mankind ;  it  was  merely  a  paper  anticipation ;  and  being  such,  50 
your  Lordships  cannot  take  it  into  consideration  as  invalidating  the  present 
Patent.  Then  Parfrey's  Patent  was  referred  to— on  the  face  of  it  that  is 
absolutely  different  from  the  invention  of  the  Respondents. 

It  appears  to  me,  therefore,  my  Lords,  that  neither  on  the  ground  of  discoa- 
Idrmity.  nor  on  the  ground  of  anticipation  can  this  Patent  be  invalidated.     I  V^ 
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therefore  move,  your  Lordships,  that  the  Appeal    should  be  dismissed  witH 
costs. 

Lord  Morris. — ^My  Lords,  I  am  of  the  same  opinion.  It  has  to  be  admitted  on 
the  part  of  the  Defendants  that  they  have  infringed  the  Plaintiffs*  Patent  by  the 
5  use  of  their  tyres  if  the  Plaintiff  is  legally  entitled  to  and  rightfully  the  owner  of 
the  Patent  of  Figure  15.  Figure  15  is  the  application  of  what  the  Plaintiff 
alleges  was  his  invention  to  a  pneumatic  tyre.  That  obliges  us  to  consider 
whether  there  is  anything  in  the  Defendants*  contention  that  the  Complete 
Specification  departed  from  the  Provisional  Specification,  or,  as  it  is  technically 

10  called,  the  defence  of  disconformity. 

It  becomes  necessary  as  the  first  step  to  consider  what  was  the  invention  as 
developed  in  the  Provisional  Specification.  That  states  emphatically  and  very 
sharply  that  it  is  the  use  of  this  arched  tyre  held  on  by  the  inextensible  wires. 
That  is  the  invention — an  arch-shaped  tyre  kept  in  position  or  held  on  by 

15  inextensible  wires.  Several  examples  are  given  as  to  the  merits  of  that,  and 
what  it  would  do  in  particular  cases ;  but  the  one  with  which  we  are  concerned 
in  this  case  is  that  which  is  in  these  words :  *'  The  above  *' — that  is  the  above 
described  invention — **  is  applicable  to  cycle  and  other  wheels  in  present  use." 
Well,  pneumatic  cycle  wheels  were  then  in  use,  although  not  very  extensively ; 

20  and  when  the  inventor  comes  on  to  fill  up  his  Complete  Specification  he  gives, 
as  he  is  bound  to  do,  such  details  as  to  how  that  could  be  applied  to  pneumatic 
tyres  as  would  enable  an  ordinarily  proficient  workman  to  perform  the  work  in 
consequence  of  the  information  that  was  given  in  detail  in  the  Complete 
Specification.    He  gives  that  as  regards  pneumatic  tyres.    It  it  said  that  that  is 

25  an  introduction  of  a  new  force,  and  various  rhetorical  illustrations  have  been 
given.  But  it  is  the  same  invention,  only  applied  to  a  pneumatic  tyre.  That  is 
really,  shortly,  the  case  which  appears  to  have  occupied  the  Courts  for  some 
years,  and  has  finally  culminated  now  in  coming  before  your  Lordships*  House, 
where  I  am  glad  to  say  there  must  be  an  end  to  any  further  litigation  upon  this 

30  particular  point. 

My  Lords,  as  regards  the  alleged  anticipation,  in  addition  to  the  fact  that  it 
was  a  mere  paper  invention,  never  put  into  use,  and  in  that  respect,  therefore, 
not  to  be  supposed  to  be  an  invention  in  anticipation  of  the  inventor*s  in  this 
case,  there  is  possibly  a  better  answer,  viz.,  that  there  is  no  resemblance  between 

t&  the  two  things  at  all  except  the  fact  that  there  are  tension  wires  in  this  alleged 
anticipation.  I  observe  that  the  suggestion  that  it  was  in  any  way  an  anticipa- 
tion provoked  the  laughter  of  Dr.  Hopkinson,  the  expert ;  it  was  so  utterly 
unlike  the  subject-matter  of  this  litigation.  My  Lords,  on  both  these  grounds  I 
am  clearly  of  opinion  that  the  series  of  judgments  that  have  been  given  in  this 

40  case  were  all  correct. 

Lord  Shand. — My  Lords,  I  also  am  of  the  same  opinion.  Mr.  Stephen^ 
as  it  appears  to  me,  in  his  argument  for  the  Appellants,  very  much  lost 
oght  of  the  clear  distinction  which  my  noble  and  learned  friend  on  the  Woolsack 
h^  explained  between  a  Provisional  Specification  and  a  Final  Specification. 

45  It  is  in  the  Final  Specification  only  that  it  is  required  of  a  Patentee  that  he 
shall  state  how  his  invention  is  to  be  carried  out.  If  he  gives  in  his  Provisional 
Specification  a  wide  enough  description  of  the  nature  of  his  invention  he  is 
entitled  to  fill  that  up,  and  even  to  take  advantage  of  knowledge  which  may 
come  to  him  between  the  dates  of  the  Provisional  Specification  and  the  Final 

50  Specification,  in  order  to  cover  by  his  Final  Specification  matters  of  detail  which 

he  may  not  have  known  at  the  time  when  he  drew  up  his  Provisional  Specifica- 

ti<m,  but  which  are  covered  by  the  description  he  has  given  of  the  nature  of  his 

invention. 

My  Lords,  the  great  bulk  of  the  argument — ^the  main  point  urged  upon  your 

5$  Lord8hi{»  in  this  pas^— refers  really  to  the  same  point  which  has  been  submittecl 
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in  tw«  or  three  cases  previously,  not  to  this  House,  but  to  the  Courts  below — ^to 
the  learned  Judges  sitting  in  the  Court  of  Appeal  and  to  Judges  of  First 
Instance.  It  is  said,  and  the  fact  undoubtedly  seems  to  be  pretty  clear,  that  the 
Patentee  desiderates  a  convex  wheel,  and,  having  got  a  convex  wheel,  he  then 
by  inextensible  wires  fastens  the  cover  which  he  proposes  over  that  wheel,  and  5 
so  makes  an  advantageous  and  useful  india-rubber  tyre.  It  is  true  that  greater 
prominence  is  given  in  the  first  part  of  the  Provisional  Specification  to  the  fact 
that  wires  put  on  loosely  are  screwed  up  by  means  of  wrenches,  and  so  made 
inextensible.  You  may  either  have  them,  however,  made  inextensible  by 
being  laid  over  the  tyre  tightly  or  you  may  have  them  made  inextensible  by  10 
being  screwed  up.  I  quite  feel,  as  I  have  said,  that  great  prominence  is  given 
to  that  latter  method  in  the  first  part  of  the  Provisional  Specification,  and  it  may 
well  be,  that  if  nothing  more  had  been  added  to  the  Provisional  Specification, 
there  would  have  been  a  great  deal  of  room  for  the  argument  that  has  been 
offered  to  us.  But,  my  Lords,  I  agree  with  all  the  Courts,  and  with  every  15 
Judge  who  has  considered  this  matter,  that  the  argument  is  entirely  met  by  the 
circumstance  that  the  Patentee  expressly  says  in  the  passage  which  has  been 
read  to  your  Lordships,  that  his  rubber  tyres  are  applicable  "  to  cycle  wheels 
^^  and  others  in  present  use.*'  It  is  obvious  that  they  are  so,  I  think,  from  the 
circumstance  that,  instead  of  having  to  make  a  convex  solid  foundation  for  the  20 
tyre  which  he  proposes  to  put  over  it,  he  finds  in  these  wheels  which  were 
already  in  existence,  and  are  referred  to  in  that  passage,  the  convex  surface 
over  which  he  can  lay  his  tyre.  It  is  true  that  the  pneumatic  tyre  was  not  so 
much  in  use  in  those  days  as  to  be  so  prominently  before  his  view  as  has 
occurred  in  later  times,  but  his  description  is  accurate,  and  this  tyre  fulfils  it.  25 
He  found  that  this  pneumatic  tyre  with  its  convex  surface  quite  fitted  his 
invention,  and  accordingly  I  think  the  passage  there  referred  to  stating  that  his 
tyre  could  be  applied  to  existing  wheels,  thus  showing  something  different 
from  the  screwing  up  that  is  referred  to  in  other  parts  of  the  Specification,  was 
plainly  sufficient  to  entitle  him  to  say  that  his  Letters  Patent  apply  to  those  30 
pneumatic  tyres  and  are,  therefore,  perfectly  good. 

My  Lords,  having  studied  the  judgments,  in  the  former  case,  of  Mr. 
Justice  Romer  and  of  Lord  Justice  Lindley  (the  Master  of  the  Rolls), 
and  Lords  Justices  Smith  and  Bighy^  I  agree  entirely  in  the  views  there 
expressed.  In  the  present  case,  having  so  fully  considered  the  subject  35 
before,  they  felt  it  unnecessary  to  say  more  than  that  they  referred  to 
that  former  decision  and  to  the  decision  of  Mr.  Justice  Kekeimch  to  the 
same  effect. 

My  Lords,  that  leaves  only  the  question  of  anticipation,  and  upon  that  I  think 
the  Appellant  has  been  rather  hard  put  to  it  in  the  present  case.    Having  found  40 
all  the  previously  alleged  anticipations  to  be  no  anticipations  he  has  tried  to 
set  up  another  one,  but  I  think  he  was  even  less  successful  in  that  than  the 
litigants  in  the  previous  cases. 

Therefore,  my  Lords,  I  am  of  opinion,  with  your  Lordships,  that  the  decision 
of  the  Court  of  Appeal  must  be  adhered  to.  45 

Lord  Davby. — My  Lords,  I  cannot  say  that  I  have  felt  any  serious  doubt  as 
to  what  should  be  the  decision  in  this  case  from  the  time  I  understood  the 
questions  that  were  raised,  nor  do  I  think  that  there  is  any  unusual  difficulty 
about  these  questions.  The  first  point  raised  by  the  Appellant  was  that  there  was 
a  disconformity — ^a  want  of  conformity — between  the  Provisional  Specification  50 
aud  the  Complete  Specification  ;  or,  in  other  words,  that  the  Patentee  has 
described  in  his  Complete  Specification  an  invention,  the  nature  of  which  was 
not  foreshadowed  or  indicated  in  his  Provisional  Specification.  The  other 
question  was  as  to  the  anticipation,  and  upon  that  I  do  not  propose  to  say 
anything.  .  $5 
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Now,  my  Lords,  the  principles  upon  which  the  Court  holds  a  Patent  void  on 
the  groand  of  want  of  conformity  between  the  Provisional  and  the  Complete 
Specifications  are  announced  as  well  as  they  could  be  in  the  judgment  which 
my  noble  and  learned  friend  on  the  Woolsack  has  read  from  the  decision  in 

5  Newall  v.  Elliott^  and  I  will  not  repeat  them.  The  Provisional  Specification 
is  required  only  to  indicate,  to  describe  the  nature  of  the  invention,  whereas 
the  Complete  Specification  has  to  show  how  that  invention,  the  nature  of  which 
only  is  described  in  the  Provisional  Specification,  is  to  be  performed,  and  not 
only  to  describe  it  but  to  particularly  ascertain  it — that  is  the  office  of  the 

10  Complete  Specification. 

Now,  my  Lords,  the  pith  and  marrow,  as  it  has  sometimes  been  called,  of  this 
invention  appears  to  me  to  be  indicated  with  quite  sufficient  clearness  in  the 
Provisional  Specification,  and  I  take  the  nature  of  this  invention  to  be  this : 
the  use  of  an  arched  rubber  tyre,  secured  on  the  rim  or  felloe  of  the  wheel  by 

15  inextensible  rings,  which  form  the  edge  of  the  tyre.  I  say  rings,  because  when 
the  invention  is  being  put  into  operation,  and  when  the  rubber  tyres  are  in 
use,  the  wires  do  form  rings,  although  in  the  Provisional  Specification  the 
Patentee  makes  the  wire  rings  capable  of  being  opened  and  closed,  in  the 
manner  which  your  Lordships  have  referred  to,  by  means  of  a  screw  and 

20  nipple.  But  the  Patentee,  on  the  other  hand,  expressly  says — and  it  is  part  of 
his  description  of  the  nature  of  his  invention — that  the  invention  may  be  fitted 
on  existing  rubbers,  in  the  passage  to  which  my  noble  and  learned  friend  Lord 
Shakd  has  referred.  Now,  when  we  come  to  the  Complete  Specification,  you 
find  that  the  Patentee  repeats  the  same  description  in  substance  that  is  found 

25  in  his  Provisional  Specification.  He  indicates  the  same  means  of  opening  or 
closing,  enlarging  or  shortening,  the  inextensible  wire  rings  by  means  of  a 
nipple  and  screw  ;  but  he  adds — ^as  he  was  bound  to  do,  I  conceive,  for  he  was 
bound  to  show  how  that  part  of  his  invention  which  he  indicated,  namely,  the 
application  of  his  invention  to  existing  tyres,  was  to  be  carried  into  effect — he 

30  adds  a  description  for  the  purpose  of  showing  and  particularly  ascertaining  the 
mode  in  which  the  invention  was  to  be  performed  when  applied  "  to  cycle  or 
**  other  wheels  in  present  use  or  made  in  the  ordinary  way."  Now,  one  of 
these  ordinary  ways  in  which  cyles  were  then  made  was  the  use  of  tyres  for 
wheels  which  are  inflated,  called  pneumatic  tyres.    No  doubt,  as  my  noble  and 

35  learned  friend  has  said,  they  were  not  so  common  then  as  they  are  now, 
but  they  were  known.  That  was  one  of  the  known  means  of  constructing  the 
tyres  of  cycle  wheels ;  and  in  describing  in  great  detail  the  application  to 
pneumatic  tyres  he  points  out  that  in  this  case  (the  case  of  pneumatic  tyres)  the 
wires  might  be  made  in  continuous  rings  in  the  first  instance,  and  need  not  be 

40  made  to  open  and  close  or  to  shorten  and  tighten  up.  And  the  reason  why  that 
is  so  is  perfectly  obvious,  namely,  this — that  in  the  former  case,  where  there 
was  a  fixed  more  or  less  solid  block  or  rim  upon  which  the  saddle-shaped  or 
arched  tyre  was  to  be  placed,  it  is  obvious,  as  the  circumference  of  the  wire 
rings  is  necessarily  less  than  the  circumference  of  the  rim,  that  you  must 

45  be  able  to  open  and  close  it  or  enlarge  and  shorten  it,  in  order  to  make  it 
fit  the  arched  tyre  with  its  wires  over  the  rim  ;  but  in  a  case  where  the 
substance  upon  which  the  arched  tyre  is  to  be  placed  is  inflated  with  air  you 
may,  by  letting  out  the  air,  get  rid  of  the  solidity,  and,  in  that  case,  you  may 
place  the  rings  at  once  in  position  and  then  blow  in  the  air  and  fit  the  thing  up. 

50  That,  my  Lords,  appears  to  me  to  be  a  mere  matter  of  detail ;  and  if  it  was  a 
fresh  discovery  that  he  made  between  the  Provisional  Specification  and  the 
Final  Specification,  that  in  applying  his  invention  to  existing  wheels  and 
existing  rubber  tyres  he  could  dispense  with  the  necessity  of  having  a  nipple 
and  screw  to  fasten  up  his  wire,  that  would  in  my  opinion  be  no  objection 

55  whatever  to  the  Complete  Specification,     The  only  difference  really  between 
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the  two  is  this :  that  whereas  in  the  first  case  the  wire  is  capable  of  being 
opened  and  closed,  in  the  other  case  when  applied  in  one  particular  manner  it 
is  made  as  a  ring  in  the  first  instance.  In  each  case  the  wire  is,  and  must  be, 
in  the  form  of  a  ring  when  it  is  used  for  the  purpose  for  which  it  is  intended. 

My  Lords,  on  these  grounds  I  think  that  the  argument  which  has  been   5 
addressed  to  your  Lordships  is  entirely  without  substance,  and  that  the  Appeal 
ought  to  be  dismissed. 

Lord  Brampton. — My  L">rds,  I  so  entirely  agree  in  every  word  which  has 
been  uttered  by  my  noble  and  learned  friend,  Lord  Maonaghtbn,  both  in  his 
judgment  and  in  his  preliminary  observations,  that,  feeling  as  I  do  that  I  could   10 
add  nothing  usefully  to  his  remarks,  I  content  myself  with  concurring  most 
cordially  in  the  judgment  he  has  proposed. 

The  Appeal  was  dismissed  with  costs. 
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Taylor   and   Scott   v.  Annand   and   The   Northern   Press   and 
5  Engineering  Company,  Ld. 


Patent. — A  ction  for  infringement, — A  nticipa  tion. — Subject-matter. — Novelty. 
— Patent  held  invalid. 

The  owners  of  a  Patent  for  a  device  for  printing  late  news  in  newspapers 
sued  the  Defendants  for  infringement.    By  the  Patentees^  apparatus  this  was 

10  accomplished  by  means  of  an  auxiliary  drum  mounted  on  an  auxiliary  shafts 
so  as  to  be  moveable  to  any  position  along  the  sJiaft.  The  drum  was  constructed 
to  carry  a  box  holding  the  type.  The  Specification  claimed  both  the  method  of 
holding  the  type  in  the  box  and  also  the  combination  of  the  drum  with  the  main 
stereotyping  cylinder.     The  Defendants  also  used  a  moveable  drum  mounted  on 

15  an  auxiliary  shafts  but  used  linotype  slugs  instead  of  type,  and  had  a  box  of 
different  construction  and  a  different  7nethod  of  holding  the  slugs.  It  was 
argued  that  the  Defendants  did  not  infringe  the  claim  for  tlie  construction  of 
the  box  and  the  method  of  Jiolding  tlie  type^  and  that  the  Plaintiffs*  Patent  was 
bad  for  (inter  alia)  want  of  subject-jnatter  and  anticipation. 

20      Held^  that  the  Plaintiffs*  Patent  was  invalid  for  want  of  novelty. 

On  the  20th  of  April  1886,  Letters  Patent  (No.  5470  of  1886)  were  granted  to 

John  Henry  Buxtmi^  Davies  Braithwaite,  and  Mark  Smith  for  "  ImproYementd 

"  in  arrangements  and  mechanism  to  facilitate  the  rapid  application  of  type 

"  representing  late  news  or  matter,  and  to  the  printing  of  the  same  by  newspapef 

25  "  printing  machines.'* 

The  Complete  Specification  was  as  follows  : — 

"  In  newspaper  printing,  new  editions  containing  late  news  or  matter  ig 
"  commonly  added  by  cutting  out  portions  from  the  stereo-plates  and  inserting 
^'  in  the  space  thus  made  the  type  representing  the  late  matter  ;  bnt  this  takes 
30  "  time,  and  the  object  of  our  invention  is  to  be  able  to  add  late  news  and  print 
**  it  in  as  little  time  as  possible  after  its  receipt.  Our  invention  consists  in 
^'  combinations  and  arrangements  of  mechanism  as  hereinafter  described. 

**  The  type  is  or  may  be  ordinary  type,  and  we  arrange  it  when  set  up  into 

*'  lines,  between  thin  metal  rules  which  are  thicker  on  one  edge  than  the  other, 

35  ^  the  ends  of  the  metal  rules  are  or  may  be  notched  to  fit  ribs,  or  may  have 

^  projections  to  fit  recesses,  formed  on  or  in  the  ends  of  a  boss  into  which  the 

"type  and  rules  are  placed  or  slided  and  are  secured  by  a  screw  or  other 

3  D 
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"  arrangement  acting  in  the  length  way  of  the  rales  or  lines  of  type.  The 
"  screw  is  or  may  be  in  a  part  secured  to  the  box  and  the  end  of  the  screw 
"  carries  or  may  carry  a  plate  to  aot  upon  the  ends  of  the  metal  rules  and  type. 
"  The  lines  of  type  and  metal  rules  are  pressed  together  laterally  by  a  screw  or 
"  other  arrangements  or  by  a  screw  lengthway  of  the  box  and  a  wedge  or  5 
"  inclines,  or  by  one  or  two  metal  rules  on  the  sides  of  the  box  made  taper 
"  lengthwjay  and  placed  one  reversed  to  the  other,  so  that  when  the  lines  and 
"  metal  rules  are  secured  endways — pressure  is  brought  upon  the  metal  rules 
"  tapered  lengthways  to  cause  them  to  compress  the  metal  rules  and  type 
"  laterally  at  the  same  time.  The  box  of  type  prepared  as  above  described  is  10 
"  dovetailed  on  its  exterior  and  is  slided  into  a  corresponding  dovetail  recess  in 
"  a  drum  or  pulley,  and  it  wedges  therein,  or  it  is  or  may  be  secured  by  a  spring 
*'  or  other  catch  or  bolt.  The  pulley  for  the  type  box  is  mounted  upon  a  shaft 
''  passing  across  the  printing  machine  and  rotates  in  suitable  bearings  on  the 
"  framing.  The  type  pulley  or  drum  is  adjustable  in  any  desired  position  in  15 
"  the  lengthway  of  its  shaft  and  is  then  secured  by  screws,  so  that  the  type 
"  carried  by  it  can  be  made  to  print  upon  any  part  of  the  sheet,  either  on  the 
'*  margin  or  upon  spaces  left  blank  and  unprinted  upon  by  the  stereo-plate  on 
"  the  main  printing  or  stereo  cylinder.  The  type  pulley  or  drum  is  arranged  to 
"  come  against  and  print  upon  the  paper  on  the  impression  cylinder,  and  when  20 
^'  it  is  used  in  machines  where  two  separate  sheets  are  printed  at  each  rotation 
"  of  the  stereo  cylinder  the  type  pulley  is  geared  up  with  that  cylinder  to  make 
"  two  rotations  and  impressions  for  each  revolution  of  the  stereo  cylinder. 

"  The  shaft  of  the  type  pulley  or  drum  is  arranged  in  bearings  which  are 
'*  excentric  to  the  hole  for  the  bearings  in  the  framing,  and  the  bearings  can  be  25 
"  each  partly  rotated  by  a  projection  from  each  and  then  secured,  this  partial 
"  rotation  of  the  bearings  adjusting  the  type  pulley  or  drum  to  the  impression 
**  cylinder.  There  is  an  inking  pulley  or  roller  for  inking  the  type  in  the  box, 
*'  and  this  inking  pulley  or  roller  is  adjustable  on  a  shaft  passing  across  and 
^'  rotating  in  bearings  or  rotating  on  a  fixed  shaft  on  the  side  frsmies  and  the  30 
*'  bearings  for  this  shaft  are  adjustable  to  bring  it  in  contact  with  the  cylinder 
*^  or  roller  supplying  ink  to  the  inking  rollers  of  the  stereo  cylinder.  Instead 
"  of  an  inking  pulley  there  is  or  may  be  a  roller  extending  the  width  of  the 
"  machine. 

''  The  other  parts  of  the  printing  mechanism  are  the  same  as  the  ordinary  35 
"  *  Victory '  or  other  newspaper  printing  machines. 

*^  Fig.  1  is  a  cross  section  of  one  modification  of  type  box  on  the  line  A — ^A 
**  Fig.  2  which  is  a  plan  view  thereof.    Fig.  3  is  an  end  view  of  the  presser 
*'  plate  in  connection  with  wedges.     Fig.  4  is  an  end  view  of  the  presser  plate 
''  alone  and  detached.    Fig.  5  is  an  edge  view  at  one  end  of  the  presser  plate  40 
*'  showing  its  connection  with  the  end  of  one  of  the  wedges.    Fig.  6  is  a  side 
"  view  of  the  thin  end  of  one  wedge.     Fig.  7  is  a  front  or  flat  view  of  the  metal 
"  rules  which  are  placed  between  the  type  when  in  the  box  and  Fig.  8  is  an  end 
*<  view  of  the  same.    Fig.  9  is  a  section  of  another  modification  of  type  box  at 
•*  B — B  Fig.  10  which  is  a  plan  view  thereof.    Fig*  11  is  an  end  view  of  the  45 
*'  pulley  or  drum  showing  the  type  box  inserted  therein,  and  Fig.  12  is  an  edge 
"  view  of  the  same.    Fig.  13  is  a  sicle  elevation  of  parts  of  a  newspaper  printing 
<*  machine  similar  to  that  known  as  the  '  Victory,'  showing  the  arrangement 
"  of  the  type  drum  or  pulley,  and  its  combination  with  parts  of  the  ordinary 
"  •  Victory '  newspaper  printing  machine  and  Fig.  14  is  im  edge  view  or  elevation  50 
'*  of  some  of  the  parts  shown  in  Fig.  13. 

'<  The  type  box  a  as  shown  by  Figs.  1  and  2  is  upon  itfl  outer  edge  part  of  a 
"  segment  of  the  cylinder  of  the  drum  which  carries  it  (see  Figs.  11  and  12)  the 
"  bottom  of  the  type  box  on  which  the  lower  ends  of  the  type  rest  is  curved  to 
'<  the  segment  of  a  circle  struck  by  a  radius  having  its  centre  in  the  axis  of  the  55 
'*  type  drum  or  pulley  b  and  two  sides  are  in  a  radial  line  (or  thereabouts) 
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"  drawn  from  the  axis  of  the  type  pulley  b.  The  type  box  on  two  sides  is  of 
**  the  dovetail  form  shown,  and  the  two  ends  of  the  openings  for  type  are 
**  closed  by  plates  a^  and  a'  secured  by  screws  with  countersunk  heads  to  the 
body  of  the  box  a.  There  is  a  screw  a^  passing  through  one  end  plate  a*  to 
act  upon  a  pressor  bar  or  plate  a*  which  in  this  case  is  supposed  to  be  secured 
"  to  the  end  of  the  screw  a*  but  so  that  the  end  of  the  latter  can  rotate  in  the 
*'  hole  in  the  plate  for  the  point  of  the  screw.  There  are  two  wedges  a*  and  a* 
"  on  each  side  of  the  box,  the  incline  of  one  wedge  being  reverse  to  that  of  the 
**  other.    The  screw  plate  a*  acts  upon  the  inner  wedge  a^  on  each  side  of  the 

10  ^*  box  to  move  it  endways.  The  wedge  a^  nearest  each  side  of  the  box  is 
*^  adjusted  by  a  screw  a^  the  point  of  which  is  reduced  and  enters  a  hole  in  the 
'^  large  end  of  the  wedge  a^  and  keeps  it  from  moving  away  from  the  side  of  the 
^*  box,  the  small  ends  of  the  wedges  a^  having  each  a  projection  a^  as  shown  in 
^^  Fig.  6  which  projection  comes  under  a  notch  a^  in  the  screw  plate  a\  and  thus 

15  ^^  the  small  end  of  these  wedges  a^  are  kept  in  position.  The  large  ends  of  the 
**•  inner  wedges  a°  have  each  a  dovetail  a.^  formed  upon  them,  as  shown  best  in 
^^  Figs.  3  and  4,  to  fit  a  dovetail  opening  in  the  ends  of  the  screw  plate  a*  (one 
^'  at  each  side)  see  Figs.  2,  3,  4  and  5.  The  dovetail  openings  in  the  screw  bar 
^*  or  plate  a*  are  long  enough  to  allow  the  wedges  a*  to  move  inwards  and 

20  "  outwards  to  the  full  extent  required,  but  the  inner  wedges  a*  when  arranged 
"  as  described  move  endways  to  and  fro  with  the  screw  pressor  plate  a*.  The 
^^  inside  edge  of  one  end  plate  a^  has  an  overhanging  projecting  rib  a^\  and  there 
"  is  a  corresponding  overhanging  rib  projection  a"  on  the  inside  of  the  screw 
"  pressor  bar  or  plate  a\    The  metal  rules  c  are  or  may  be  made  with  notches 

25  ^  ^  cut  out  of  their  upper  edges  (see  Figs.  7  and  8)  so  that  the  ends  of  the  metal 
**  rules  will  come  under  these  rib  projections  a"  at  each  end  of  the  box  when 
**  the  metal  rules  are  screwed  up,  which  will  thus  prevent  them  from  getting 
**  out  of  the  type  box.  The  upper  edge  of  each  metal  rule  c  is  or  may  be  made 
^^  with  a  slight  bevel  or  square  projection  (^  on  one  side  to  come  over  a  shoulder 

30  "  formed  on  the  ends  of  the  type  below  the  printing  surface  thereof  conse- 
'*  quently  both  type  and  metal  rules  c  will  be  secured  in  the  type  box  apart 
"  from  the  frictional  grip  put  upon  them  by  the  screw  a'  and  wedges  a*  and  a*. 
**  The  modification  of  type  box  shown  by  Figs.  9  and  10  is  the  same  as  that 
*^  illustrated  by  Figs.  I  and  2  except  in  the  mechanism  for  securing  the  type 

35  *^  in  the  box.  There  is  an  excentric  shaft  d  having  its  bearings  in  the  two  end 
*'  plates  a^  and  a'  and  upon  this  excentric  part  of  the  shaft  at  one  end  of  the  box 
^  a  there  is  a  wedge  d^  which  has  a  hole  in  it  at  one  end  to  fit  the  excentric 
^*  shaft  d.  The  inner  side  of  this  wedge  d^  is  made  parallel  to  the  end  of  the 
^  box  a  and  its  other  side  is  inclined  to  correspond  with  the  incline  formed 

40  ^*  upon  the  inside  of  the  end  plate  a'  as  shown.  By  turning  this  excentric  shaft 
^^  d  hj  2L  key  fitting  the  square  on  its  end  its  side  is  brought  to  press  with 
*^  considerable  force  against  the  side  of  the  type  in  the  box  as  shown  in  Fig.  9 
**  or  against  a  metal  rule  or  rules  placed  between  the  type  and  the  excentric 
*^  shaft,  and  at  the  same  time  the  wedge  d^  is  moved  by  the  excentric  shaft  so 

45  '^  as  to  come  against  the  ends  of  the  lines  of  type. 

"  In  the  modification  shown  by  Fig.  12,  there  is  one  screw  bar  or  plate,  and 
^^  two  wedges  a'  and  a^  on  each  side  placed  loose  in  the  box,  and  if  desired 
*'  there  is  or  may  be  one  or  two  set  screws  on  one  side  of  the  box  the  points  of 
**  which  are  arranged  to  act  upon  the  side  of  one  wedge  (as  shown  in  dotted 

50  *'  line  in  Fig.  11)  to  adjust  the  wedges  a*  and  a*  to  the  type. 

**  The  type  is  or  may  be  formed  of  separate  letters  in  the  ordinary  form  with 
^  the  metal  rules  between  each  line  as  hereinbefore  explained,  or  in  some  cases 
**  for  instance  to  give  the  result  of  races,  the  names  of  the  horses  which  are 
''  expected  to  run  are  set  up  in  type  and  stereotyped  in  words  or  lines  suitable 

55  ^^  to  fit  the  type  box,  and  when  the  result  of  tiie  race  is  known  the  strips  of 
^^  stereotype  are  immediately  arranged  in  the  required  order  and  dropped  into 
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"  the  type  box  and  instantly  screwed  up,  and  the  type  box  is  then  inserted  in 
**  the  dovetail  for  it  in  the  drum  or  pulley  h. 

"  The  type  box  a  is  slided  into  the  dovetail  in  the  pulley  or  drum  h  and  fits 
"  sufficiently  tight  to  be  held  therein  firmly  but  if  desired,  a  sliding  catch  is  or 
"  may  be  used,  the  stem  h]  of  which  is  inserted  in  a  hole  in  the  drum  h  and  5 
•*  round  the  stem  there  is  a  helical  spring  ^  which  abuts  against  one  end  of  the 
**  hole  for  the  stem  at  one  end,  and  against  a  collar  l^  screwed  on  the  stem  at 
"  the  other  end.     The  stem  has  a  turned  up  hook  &*  that  slides  in  a  slot  formed 
"  in  the  type  drum  near  one  edge,  and  the  face  of  this  hook  6*  coming  towards 
**  and  against  the  type  box  a  is  V  shaped  to  enter  a  V  notch  in  the  edge  of  the  10 
"  type  box  a  so  that  when  the  latter  is  forced  into  the  dovetail  space  in  the 
"  drum  h  the  hook  end  &*  of  the  bolt  is  forced  back  (the  spring  &•  on  the  stem 
"  giving  way)  and  then  springs  forward  again  when  the  type  box  is  pushed 
"  fully  in  and  enters  the  V  notch  in  its  edge.     The  type  box  is  released  by 
**  pressing  upon  the  out^r  end  of  the  stem  ¥  or  collar  &*.     There  is  a  plat-e  6*  15 
"  secured  on  the  side  of  the  drum  h  to  act  as  a  stop  for  the  type  box  a  to  be 
*^  pushed  against. 

**  It  will  be  understood  that  the  face  of  the  type  in  the  box  a  is  in  a  curve  at 
*•  such  radius  from  the  axis  of  the  drum  h  as  will  be  equal  to  the  radius  of  the 
**  operating  surface  of  the  impression  cylinder  (e)  or  half  its  radius  if  the  type  20 
**  box  is  to  print  twice  for  one  revolution  of  the  impression  cylinders  e  and 
**  so  on. 

"  The  type  drum  h  is  made  with  a  boss  and  set  screws  as  shown  so  as  to  be 
"  secured  on  any  part  of  a  shaft  h^  which  is  in  bearings  on  the  side  frames. 
"  The  bearings  for  this  shaft  &•  are  formed  in  excentrics  ¥  which  fit  and  can  be  25 
**  rotated  in  holes  for  them  in  the  side  frames  /  and  each  excentric  bearing  h^ 
"  has  an  arm  h^  from  it  having  a  concentric  slot  for  a  set  screw,  to  allow  the 
"  excentric  to  be  adjusted  and  secured  in  the  framing.  The  shaft  V  is  geared 
"  up  by  a  spur  wheel  6®  on  its  end  with  a  wheel  e^  on  the  shaft  of  the  impression 
"  cylinder  e  to  make  (in  this  example)  two  revolutions  to  one  of  the  impression  30 
"  cylinder  e  so  that  the  type  drum  b  prints  twice  for  each  revolution  of  the 
"  impression  cylinder  e, 

"  g  represents  the  ordinary  stereotype  plate  cylinder  h  the  ordinary  inking 
"  rollers,  h}  the  riding  or  distributing  roller  between  the  two  inking  rollers  and 
"  A'  is  the  ordinary  inking  drum.    The  paper  x  being  printed  passes  as  shown  in  35 
"  dotted  line  by  the  arrow  round  the  impression  cylinder  e  in  the  ordinary 
"  manner.  There  is  a  shaft  i  extending  between  the  side  frames/  of  the  machine 
"  and  each  end  is  free  in  a  bearing  formed  in  the  end  of  a  bracket  i}  which  has 
"  slots  in  it  so  as  to  be  adjustable,  and  is  then  secured  to  the  side  frames/.     On 
'*  this  shaft  i  an  inking  pulley  ^'  is  adjustable,  and  can  be  secured  to  the  shaft  i  40 
**  by  screws.    This  pulley  P  is  adjusted  to  press  upon  and  be  rotated  by  contact 
*'  with  the  ordinary  inking  drum  h^  and  so  as  to  ink  the  face  of  the  type  in  the 
"  box  a  on  the  drum  h.    The  inking  pulley  z*  is  or  may  be  sometimes  supplied 
^  with  ink  or  colour  from  a  separate  ordinary  inking  drum  or  pulley,  in  which 
"  case  a  different  color  of  ink  may  be  used,  if  desired  from  that  used  for  inking  45 
"  the  cylinder  g, 

'*  In  using  our  invention,  the  parts  are  all  arranged  and  adjusted  beforehand, 
"  and  so  as  to  print  upon  the  desired  part  of  the  sheet  so  that  the  moment  the 
*'  type  box  a  is  filled  and  inserted  in  the  drum  h  the  machine  may  begin  to 
"  print  these  operations  not  requiring  more  than  about  five  seconds  of  time.  50 

•*  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
••  invention  and  in  what  manner  the  same  is  to  be  performed — ^We  declare  that 
**  what  we  claim  is. 

"  1.  The  combination  and  arrangement  of  mechanism  for  securing  type  or 
**  printing  surfaces  in  a  box  or  holder,  substantially  as  hereinbefore  described  55 
**  and  illustrated  by  the  drawings.     2.   The  combination  and  arrangement  of 
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''  mechanism  for  securing  type  or  letter  press  printing  surfaces  in  a  box  or 
**  holder  and  the  combination  of  the  latter  with  a  printing  drum  separate  from 
'*  the  main  printing  cylinder  substantially  as  hereinbefore  described  and 
^^  illnstrated  by  the  drawings.  3.  The  combination  and  arrangement  of  a 
'*  printing  drum  {b)  with  the  mechanism  of  the  ordinary  main  impression  and 
*'  printing  cylinders  of  endless  web  letter  press  printing  machines,  substantially 
*^  as  and  for  the  purpose  hereinbefore  described  and  illustrated  by  the 
*'  drawings." 


The  Defendants'  apparatus  consisted  of  an  auxiliary  drum,  mounted  on  a 

10  shaft  so  as  to  be  moveable  along  the  whole  length  of  the  shaft.    The  drum  was 

constructed  so  as  to  carry  a  box  containing  linotype  slugs^  which  were  held  in 

position  by  applying  pressure  to  one  of  the  side  plates  of  the  box  by  means  of 

a  screw. 

On  the  11th  of  January  1898,  John  Edward  Taylor  and  Charles  Prestwich 
15  Scott^  in  whom  the  Patent  had  become  Tested,  commenced  an  action  against 
i?.  (7.  Annand  and  The  NortJi&tm  Press  and  Engineering  Company^  Ld.y 
claiming  an  injunction,  damages,  delivery  up,  and  costs. 

By  their  Statement  of  Claim,  delivered  the  4th  day  of   March   1898,  the 

Plaintiffs  alleged  (1)  that  they  were,  by  virtue  of  an  assignment  dated  the 

20  21st  of   December  1897,  owners  of  the  Patent  No.  5470  of   1886  ;    (2)  that 

the  Patent  was  valid  ;  (3)  that  the  Defendants  had  infringed  the  Patent  in  the 

manner  set  forth  in  the  Particulars  of  Breaches. 

The  Particulars  of  Breaches  complained  of  were  that  the  Defendants  had  at 
divers  times,  previously  to  the  commencement  of  the  action  and  subsecjuently 
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thereto,  infringed  the  Plaintiffs'  Patent  by  mannfactoring,  selling,  and  using 
apparatus  for  printing  late  news  made  in  accordance  with  the  invention 
described  in  the  Specification  of  the  Patent  and  claimed  in  the  three  claiming 
clauses  thereof.  In  particular  the  Plaintiffs  complained  of  the  manufacture 
and  sale  by  the  Defendants  at  the  place  of  business  of  the  Defendant  Company  5 
at  South  Shields,  in  or  about  the  middle  of  March  1897,  of  machinery  made  in 
infringement  of  the  Patent. 

By  their  Defence,  delivered  the  29th  of  April  1898,  the  Defendants  said : — 
(1)  That  they  did  not  admit  that  l^e  patent  was  vested  in  Plaintiffs ;  (2)  that 
they  had  not  infringed  ;  (3)  that  the  said  John  Henry  Buxton^  Davies  10 
Braithwaite^  and  Mark  Smith  were  not,  nor  were  any  of  them,  the  first  and 
true  inventors  or  inventor  of  the  alleged  invention  ;  (4)  that  the  alleged 
invention  was  not   new ;    (5)    that  the  alleged   invention  was   not  useful ; 

(6)  that  the  alleged  invention  was  not  the  proper  subject-matter  for  a  Patent ; 

(7)  that  the  Final  Specification  of  the  Patent  described  and  claimed  an  inven-  15 
tion  larger  than  and  different  to  the  invention  described  in  the  Provisional 
Specification  ;  (8)  that  the  Final  Specification  of  the  Patent  did  not  sufficiently 
describe  and  ascertain  the  nature  of  the  said  alleged  invention  nor  the  manner 

in  which  the  same  was  to  be  performed. 

The  Particulars  of   Objections  were  as  follows  : — (1)  They  repeated  para-  20 
graph  3  of  the  Defence  ;   (2)  repeated  paragraph  5  of  the  Defence  ;  (3)  the 
alleged  invention  was  not  new.    (a)  The  alleged  invention  had  been  published 
in  this  realm  prior  to  the  date  of  the   Patent  in  the  Specifications  of  the 
following  Patents  : — 


Name. 

Nnmber  and 
Year. 

Parte  relied  on. 

Alleged  to  antici- 
pate PlaintiiEB. 

(i.)  Hill 

6762  of  1835 

P.    3,  11.  15-28; 

X 

p.  8, 1.  39,  to  p. 
13, 1.  3,  and  the 
drawings  there- 
in referred  to. 

I  Claim  1. 

(ii.)  Beach 

9308  of  1842 

P.  4, 1. 11,  to  p.  6, 
1.  39,  and  the 
figures  referred 
to  therein. 

i  Claim  1. 

(iii.)  Newton          

11,688  of  1847 

The  whole     ... 

Claim  1. 

(iv.)  Applegath 

13,879  of  1851 

The  whole     ... 

Claims  2  &  3. 

(v.)  Little 

2413  of  1853 

The  whole     ... 

Claim  1. 

(vi.)  Newton           

1267  of  1856 

The  whole     ... 

Claim  L 

(vii.)  Clark 

2050  of  1857 

The  whole     ... 

Claims  1,2,&3. 

(viii.)  Applegath      

372  of  1858 

The  whole     ... 

Claims  2  ft  3. 

(ix.)  Ward 

251  of  1863 

The  whole     ..• 

Claim  1. 

(x.)   Wilson           

3237  of  1873 

The  whole     ... 

Claim  3. 

25 
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Name. 

Number  and 
Year. 

Parts  relied  on. 

Alle$red  to  antici- 
pate Plaintiffs. 

(xi.)    Wilson           

(xii.)  Duncan  and    Wilson 
(xiii.)  Mewhurn       

587  of  1874 

168  of  1879 
2805  of  1885 

P.  5,  11.  13-34  ; 

p.  8,  11.  16-32, 
and  the  figures 
therein  re- 
ferred to. 

The  whole     ... 

The  whole     ... 

>  ClaimR  2  &  3. 

Claims  2  &  3. 
Claims  2  &  3. 

(&)  The  allefred  inventions  forming  the  subject-matter  of  all  the  claims  in  the 
5  final  Specification  of  the  Patent  had  also  been  published  in  this  realm  prior  to 
the  date  of  the  Patent  by  the  common  general  knowledge  and  common  general 
use  in  the  printing  trade  of  the  methods  of  securing  type  and  of  the  auxiliary 
printing  cylinders  described  and  claimed  in  the  Plaintiffs'  Specification.  (4) 
The  alleged  invention  was  not  the  proper  subject-matter  of  Letters  Patent.   The 

10  Defendants  relied  upon  all  the  prior  publications  set  out  in  paragraph  3,  and 
alleged  that  in  none  of  the  claims  in  the  Specification  of  the  Plaintiffs'  Patent 
was  there  disclosed  any  patentable  improvement  upon  existing  prior  knowledge. 
The  Defendants  further  alleged  that  the  alleged  inventions  in  the  Plaintiffs' 
Specification  were  merely    particular   applications  of    old    and    well-known 

15  mechanical  devices  in  use  in  the  printing  trade,  no  invention  being  shown  in 
the  application.  (5)  The  final  Specification  claimed,  in  Claim  1,  an  invention 
applicable  to  printing  surfaces  which  was  larger  than  and  different  to  the 
invention  set  out  in  the  Provisional  Specification.  (6)  The  final  Specification 
did  not  suificiently  describe  and  ascertain  the  nature  of  the  invention  and  the 

20  manner  in  which  the  same  was  to  be  performed  in  that  it  did  not  describe  how 
the  printing  surfaces  in  the  preceding  paragraph  were  to  be  secured. 

By  Reply  delivered  the  22nd  of  June  1898,  the  Plaintiffs  joined  issue  with 
the  Defendants  on  their  defence. 

Astburyy  Q.C.,  Roger  Wallace^  Q.C.,  and  Oraham  (instructed  by  W.  J,  and 

25  JS.  H.  Tremelle7iy  agents  for  Blair  and  Seddon^  Manchester),  appeared  for  the 
Plaintiffs.  Moulion^  Q.C.,  and  Walter  (instructed  by  J,  H.  and  J.  Y,  Johnson^ 
agents  for  W.  J.  S,  and  J,  A,  S.  Scottj  Newcastle-on-Tyne),  appeared  for  the 
Defendants. 

Astburj/y  Q.C.,  opened  the  Plaintiffs'  case. — ^The  Plaintiffs  are  the  owners  of 

30  the  "  Manchester  Guardian  "  and  have  granted  numerous  licences  for  the  use 
of  this  invention.  In  1898  the  Plaintiffs  were  compelled  to  grant  a  compulsory 
licence*  to  the  proprietors  of  "  The  Evening  Chronicle  "  who  were  competitors 
of  theirs  in  Manchester.  The  invention  has  been  of  great  utility  in  the  news- 
paper trade  and  is  highly  appreciated  by  newspaper  proprietors.    The  invention 

35  relates  to  the  printing  of  late  news.  Previously  a  portion  of  the  stereo  cylinder 
was  cut  out  and  a  fudge  box  inserted  in  the  main  stereo  cylinder.  This  system 
was  inconvenient,  long,  untidy,  and  uncertain.  The  Plaintiffs  leave  a  blank 
space  on  the  stereo  cylinder  and  have  an  auxiliary  printing  drum  on  to  which 
they  fix  their  fudge  box.    This  drum  can  be  moved  along  the  whole  length  of 

40  its  axle  so  as  to  print  in  any  column  of  the  paper  as  desired.    The  gearing  of 
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the  auxiliary  axle  is  so  adjusted  that  the  drum  completes  one  revolution  for 
every  impression  of  the  paper  and  has  the  same  surface  speed  as  the  main 
cylinder.  (Counsel  then  read  the  Plaintiffs'  Specification.)  Claim  1  is  for  the 
fudge  box  and  the  arrangement  for  holding  the  type  in  the  box  in  a  cylindrical 
form.  Claim  2  is  the  precise  combination  of  Claim  1  and  the  drum,  while  5 
Claim  3  is  a  wider  claim  for  the  combination  of  the  drum  with  an  ordinary 
printing  machine.  The  Defendants  do  not  use  ordinary  type,  as  we  do,  but 
linotype  slugs.  They  have,  therefore,  no  need  for  the  special  form  of  rules 
described  in  the  Specification.  Still,  they  infringe  all  three  claims,  but 
certainly  Claim  3.  10 

The  following  witnesses  were  called  on  behalf  of  the  Plaintiffs : — James 
Swinburne,  William  Saunde7^s  Dow^  James  Yates  Foster,  George  Binney 
Dibblee,  Richard  Edward  Paine,  John  Robert  Henry  Smythe,  and  Thomas 
William  Evans, 

MouUon,  Q.C.,  for  the  Defendants,  submitted  that  the  Plaintiffs  had  not  made  15 
out  their  case.  If  Claims  1  and  2  referred  to  the  special  forms  shown  then  it 
was  admitted  that  the  Defendants  did  not  infringe  ;  if  those  claims  were  wide 
then  there  was  no  novelty.  There  is  no  distinction  between  Mewbum  and  the 
Plaintiffs  except  that  Mewbum  is  general  and  Plaintiffs  particular,  that  is  to 
say  for  late  news.  There  is  no  subject-matter,  and  I  submit  there  is  no  case  20 
for  me  to  meet.  [Cozbns-Hardy,  J.,  refused  to  stop  the  case.]  The  Plaintiffs' 
witnesses  say  that  the  novel  features  of  the  invention  are  smallness,  cylindrical 
surface,  and  adaptability  of  position  of  the  auxiliary  drum.  As  to  smallness, 
there  is  not  a  trace  of  this  in  the  Specification.  As  a  matter  of  fact  the  auxiliary 
drum  must  have  the  same  surface  speed  as  the  main  cylinder  and  must  come  25 
round  once  for  each  impression  of  the  paper  printed,  therefore  it  must  be  a 
certain  size.  The  cylindrical  surface  is  old  and  is  to  be  found  in  every  fudge 
box.  As  regards  the  adaptability  of  position  this  is  only  removing  that  part  on 
which  it  is  not  desired  to  have  any  type  ;  there  is  no  invention  in  doing  that. 
As  regards  anticipation,  if  you  take  Duncan  and  Wilson's  device  and  remove  30 
that  part  which  is  novel  yon  anticipate  the  Plaintiffs'  Patent.  Applegath's 
Specification  of  1858  is  also  an  anticipation.  These  were  the  best  mechanisms 
of  their  day  and  it  is  absurd  to  say  that  they  will  not  work.  It  is  said  that 
there  was  trouble  to  get  the  type  on  to  a  cylindrical  surface,  but  Beach  shows 
type  on  a  cylindrical  surface  and  shows  conclusively  how  it  is  done.  35 

For  the  Defendants,  William  Warmer  Beaumont,  and  the  Defendant, 
Robert  Gumming  Annand  (who  was  Managing  Director  of  the  Defendant 
Company),  were  called  and  gave  evidence. 

Walter  summed  up  for  the  Defendants.     At  the  date  of  the  Plaintiffs' 
Specification  the  following  things  were  old  : — Use  of  type  with  a  cylindrical  40 
surface  either  parallel  to  the  axis  of  the  cylinder  or  circumferential ;  use  of 
two  cylinders  ;   use  of    boxes  to  hold  the  type ;   use  of  tapered  edges  ;   all 
sorts  of  wedges,  eccentrics,  &c.,  for  holding  the  type  fast ;  use  of  an  auxiliary 
cylinder  for  printing  in  blanks  left  by  the  main  cylinder ;  the  use  of  this 
auxiliary  cylinder  for  printing  late  news.     What  is  left  in  the  PlaintifEs'  45 
Specification  that  is  new  ?     [Cozens-Hakdy,  J. — It  is  said  the  idea  of  shifting 
the  drum.]    This  could  be  done  as  described  by  Wilson'^s  Specification  of  1874, 
p.  5, 11.  13-19,  and  p.  8, 11. 18-21.    Take  Applegath's  Specification,  p.  3.,  11. 17-25. 
Assume  that  the  cylinder  extends  the  whole  breadth  of  the  paper  and  that  the 
type  box  extends  the  whole  way.    You  can  then  put  the  type  where  you  want  it.  50 
There  is  no  subject-matter  in  removing  the  unused  part  of  the    auxiliary 
cylinder.    Duncan  and  Wilsoh*s  apparatus  is  practical  and  is  expressly  for  late 
news  ;  it  is  free  to  be  moved  into  any  position.    There  cannot  be  a  Patent  for 
printing  late  news  apart  from  other  matter.     Novelty  of  purpose  is  not  subject- 
matter  for  a  Patent.     Claims  1  and  2  are  either  very  narrow,  in  which  case  we  55 
do  not  infringe,  or  else  they  are  wide,  in  which  case  they  are  invalid.    As 
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regards  Claim  3,  if  it  covers  what  the  Defendants  do,  it  covers  Wilson  of  1874, 
and  Duncan  and  Wilson  as  well.  It  is  admitted  by  the  Plaintiffs'  own  letter 
that  the  invention  was  of  little  utility  until  the  improvements  embodied  in  the 
Plaintiffs'  later  Patent  of  1888.  [Counsel  then  commenced  to  read  this  Patent, 
5  but  on  an  objection  by  Astbury^  Q.C.,  it  was  agreed  not  to  go  into  it.] 

Astbury,  Q.C.,  replied  for  the  Plaintiffs.  It  is  idle  to  question  the  utility  of 
the  invention  when  one  considers  the  extent  to  which  it  has  been  adopted. 
The  main  claim  is  Claim  3  for  the  use  of  the  auxiliary  drum  in  connection 
with  the  main  cylinder.    As  regards  the  Patent  of  1888,  it  is  merely  an  improve- 

10  ment  which  cannot  be  used  without  the  1886  Patent.  The  fact  that  we  subse- 
quently discovered  a  better  way  does  not  imply  absence  of  utility  in  the  first 
invention.  There  is  also  ample  subject-matter  {Edison-Bell  Phonograph 
Comjjany  v.  Smithy  11  R.P.C.  389).  Applegath^  Duncan  and  Wilson,  and 
Metvbum  all  desired   to    print  lat«  news,  but  were  unsuccessful.    The  two 

15  cylinders  were  well  known,  but  in  every  case  the  second  cylinder  did  jiart  of 
the  main  printing.  There  was  great  difficulty  in  putting  type  on  to  a  small 
cylinder.  This  is  stated  to  be  so  in  Duncan  and  Wilsoh*s  Specification. 
Before  the  days  of  stereotyping  the  cylinders  were  big  and  the  face  of  the  box 
was  comparatively  flat.    Beach  has  a  large  cylinder  and  is  quite  impracticable. 

20  [Cozbns-Hardy,  J. — I  cannot  see  that  your  Patent  is  for  a  small  cylinder.] 
The  cylinder  has  to  make  one  revolution  for  every  impression.  Therefore,  if, 
as  is  usual,  there  are  two  impressions  on  the  main  cylinder,  the  auxiliary 
cylinder  must  be  half  that  of  the  main  cylinder.  If  Claims  1  and  2  are  narrow 
they  can  be  infringed  by  the  use  of  an  equivalent,  which  is  what  the  Defendants 

25  are  doing.  Claim  3  is  for  an  auxiliary  drum  on  a  suitable  axis  which  can  be 
moved  so  as  to  print  in  any  column.  By  this  invention  we  have  taught  the 
world  how  to  print  late  news  in  a  better  and  simpler  way  than  herebefore 
known.  (On  subject-matter  Siddell  v.  Vickers,  7  R.P.C.  292  ;  Hayward  v. 
Hamilton,  Griffin's  P.C.  115  ;  and  Hinks  v.  Safety  Lighting  Company,  L.R.  4 

30  Ch.  D.  607,  were  referred  to.)  All  the  anticipations  alleged  are  paper  anticipations, 
which  must  be  very  explicit  to  invalidate  a  Patent  (Belts  v.  Menzies,  10  H.L.C. 
117;  0«o  v.Zin/brc?,  46  L.T.N.S.  39  ;  Qaddy.  Mayor  of  Manchester,  9  R.P.C.  516  ; 
Hills  V.  Evans,  31  L.J.  Ch.  457.  Counsel  also  cited  T}u>mson  v.  The  American 
Braided  Weir  Company,  6  R.P.C.  518).     The  Defendants  have  attempted  to 

35  make  a  mosaic  of  paper  anticipations.    This  will  not  affect  our  Patent. 

Cozbns-Hardy,  J. — This  is  an  action  by  the  assignees  of  Letters  Patent 
granted  in  1886  to  Buxton  and  others,  for  "  improvements  in  arrangements  and 
^*  mechanism  to  facilitate  the  rapid  application  of  type  representing  late  news  or 
**  matter  to,  and  the  printing  of  the  same  by,  newspaper  printing  machines."    The 

40  Plaintiffs  seek  an  injunction  and  consequential  relief  in  respect  of  an  alleged 
infringement  of  the  Letters  Patent.  The  Defendants,  as  is  usual,  raise  every 
conceivable  defence,  but  substantially  the  questions  which  I  have  to  consider 
are  whether  the  alleged  invention  was  proper  subject-matter  for  Letters  Patent, 
whether  the  alleged  invention  was  new,  and  whether  the  Defendants  have 

45  infringed. 

It  has  been  proved  to  my  satisfaction  that  the  Plaintiffs'  invention,  although 
not  at  first  of  much  pecuniary  value,  became  at  a  later  period  largely  used,  but 
almost,  if  not  quite,  universally,  with  a  modification  introduced  in  1888  by  a 
subsequent  Patent  which  I  have  now  not  directly  to  consider.     The  object  of 

50  the  invention,  as  appears  in  the  Specification  itself,  is  to  meet  a  want  felt  by  the 
publishers  of  newspapers,  and  especially  of  evening  newspapers,  of  a  rapid 
means  of  inserting  late  news  which  has  come  to  hand  after  the  stereos  have 
been  fixed  on  the  main  printing  cylinders.  It  is  a  common  knowledge  that  in 
the  earlier  editions  of  evening  papers  there  is  a  blank  space  left  for  late  news, 

56  and  the  Plaintiffs'  invention  provides  for  filling  up  this  blank  space  by  means 
of  an  auitiliarjr  rollel*  or  drum,  the  surface  speed  of  which  is  identical  with  the 
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surface  speed  of  the  main  printing  cylinder,  in  which  aaxiliary  roller  a  box  of 
type,  having  a  circular  face,  is  fastened  in  such  a  manner  that  it  prints  the 
vacant  space  left  in  the  earlier  editions.    The  Plaintiffs'  invention  also  provides 
for  moving  this  drum  along  the  shaft  so  that  it  may  be  placed  in  any  position 
in  which  it  may  be  required  for  printing.    The  material  parts  of  the  Phtintiffs'  5 
Specification  are  the  following  : — Page  3  of  the  Specification  is  as  follows : 
'*  In  newspaper  printing  new  editions  containing  late  news    or    matter    is 
"  commonly  added  by  cutting  out  portions  from  the  stereo  plates  and  inserting 
**  in  the  space  thus  made  the  type  representing  the  late  matter  ;  but  this  takes 
'*  time,  and  the  object  of  our  invention  is  to  be  able  to  add  late  news  and  print  10 
**  it  in  »s  little  time  as  possible  after  its  receipt.    Our  invention  consists  in 
'*  combinations  and  arrangement  sof  mechanism  as  hereinafter  described.    The 
"  type  is  or  may  be  ordinary  type,  and  we  arrange  it  when  set  up  into  lines 
*^  between  thin  metal  rules  which  are  thicker  on  one  end  than  the  other ;    the 
"  ends  of  the  metal  rules  are  or  may  be  notched  to  fit  ribs,  or  may  have  15 
^'  projections  to  fit  recesses  formed  in  or  on  the  ends  of  a  boss,  into  which  the 
^'  type  and  rules  are  placed  or  slided,  and  are  secured  by  a  screw  or  other 
"  arrangement  acting  in  the  length  way  of  the  rules  or  lines  of  type.    The  screw 
"  is  or  may  be  in  a  part  secured  to  the  box,  and  the  end  of  the  screw  carries  or 
"  may  carry  a  plate  to  act  upon  the  ends  of  the  metal  rules  and  type.    The  lines  20 
"  of  type  and  metal  rules  are  pressed  together  laterally  by  a  screw  or  other 
"  arrangement,  or  by  a  screw  lengthway  of  the  box  and  a  wedge  or  inclines,  or 
"  by  one  or  two  metal  rules  on  the  sides  of  the  box  made  taper  lengthway  and 
'^  placed  one  reversed  to  the  other,  so  that  when  the  lines  and  metal  rules  are 
"  secured  endways  pressure  is  brought  upon  the  metal  rules  tapered  lengthways  25 
^*  to  cause  them  to  compress  the  metal  rules  and  type  laterally  at  the  same  time. 
"  The  box  of  type,  prepared  as  above  described,  is  dovetailed  on  its  exterior, 
^'  and  is  slided  into  a  corresponding  dovetail  recess  in  a  drum  or  pulley,  and  it 
**  wedges  therein,  or  it  is  or  may  be  secured  by  a  spring  or  other  catch  or  bolt. 
^^  The  pulley  for  the  type  box  is  mounted  upon  a  shaft  passing  across  the  30 
^'  printing  machine  and  rotates  in  suitable  bearings  on  the  framing.    The  type 
^*  pulley  or  drum  is  adjustable  in  any  desired  position  in  the  lengthway  of  its 
"  shaft,  and  is  then  secured  by  screws,  so  that  the  type  carried  by  it  can  be 
^'  made  to  print  upon  any  part  of  the  sheet,  either  on  the  margin  or  upon  spaces 
'^  left  blank  and  imprinted  upon  by  the  stereo  plate  on  the  main  printing  or  35 
"  stereo  cylinder.    The  type  pulley  or  drum  is  arranged  to  come  against  and 
*^  print  upon  the  paper  on  the  impression  cylinder,  and  when  it  is  used  in 
*^  machines  where  two  separate  sheets  are  printing  at  each  rotation  of  the  stereo 
"  cylinder,  the  type  pulley  is  geared  up  with  that  cylinder  to  make  two  rotations 
'^  and  impressions  for  each  revolution  of  the  stereo  cylinder.'*     Then  again,  at  40 
page  5,  line  30,  it  says  :  "  The  type  is  or  may  be  formed  of  separate  letters  in 
**  the  ordinary  form  with  the  metal  rules  between  each  line  as  hereinbefore 
^'  explained,  or  in  some  cases,  for  instance  to  give  the  result  of  races,  the 
**  names  of  the  horses  which  are  expected  to  run  are  set  up  in  type  and 
"  stereotyped  in  words  or  lines  suitable  to  fit  the  type  box,  and  when  the  result  45 
"  of  the  race  is  known  the  strips  of  stereotype  are  immediately  arranged  in 
"  the  required  order  and  dropped  into  the  type  box  and  instantly  screwed  up, 
^'  and  the  type  box  is  then  inserted  in  the  dovetail  for  it  in   the  drum  or 
**  pulley ; "    and  at  line  51,  ^'  It  will  be  understood  that  the    face  of  the 
^^  type    in   the  box  a  is  in  a   curve  at  such  radius  from  the  axis  of  the  50 
<<  drum    b   as    will    be    equal    to    the    radius    of   the    operation    surface  of 
**  the  impression  cylinder,"  and  so  on.    At  page  6,  lines  28  to  40,  we  have  this  : 
"  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
«^  invention,  and  in  what  manner  the  same  is  performed,  we  declare  that  what 
<<  we  claim  is  : — (1)   The  combination  and  arrangement  of   mechanism  for  55 
<«  secnring  type  or  printing  surfaces  in  a  box  or  holder  substantially  as  herein- 
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"  before  described  and  illustrated  by  the  drawings."  Those  drawings  referred 
to  are  Figs.  1  and  9.  *•  (2)  The  combination  and  arrangement  of  mechanism 
"  for  securing  type  or  letterpress  printing  surfaces  in  a  box  or  holder,  and  the 
'*  combination  of  the  latter  with  a  printing  drum  separated  from  the  main 
5  "  printing  cylinder  substantially  as  hereinbefore  described  and  illustrated  by 
**  the  drawings."  That,  again,  refers  to  Figs.  1  and  9.  "  (3)  The  combination 
"  and  arrangement  of  a  printing  drnm  (6)  with  the  mechanism  of  the  ordinary 
"  main  impression  and  printing  cylinders  of  endless  web  letterpress  pHnting 
'*  machines  substantially  as  and  for  the  purpose  hereinbefore  described  and 

10  "  illustrated  by  the  drawings." 

Upon  the  construction  of  this  Specification  the  following  observations  arise  : — 
The  first  claim  is  plainly  a  claim  for  the  special  boxes,  Figures  1  and  9,  and 
nothing  more,  and  for  the  reasons  hereinafter  stated  I  think  it  is  reasonably 
clear  that  the  boxes  used  by  the  Defendants  are  not  an  infringement.    The 

15  second  claim  is  for  the  arrangement  of  one  or  other  of  these  special  boxes 
on  an  auxiliary  cylinder,  and  otherwise  as  described,  but  there  is  no  infringement 
of  this  claim  unless  one  or  other  of  the  boxes  is  used.  The  third  claim  gave 
rise  to  a  considerable  amount  of  discussion.  At  first  sight  it  seems  identical 
with  the  second  claim,  but  upon  the  whole  I  adopt  the  view  of  the  Plaintiffs, 

20  that  according  to  its  true  construction  the  third  claim  is  for  a  printing  drum 
arranged  to  slide  in  an  axle  so  as  to  print  into  any  column,  or  any  part  of  a 
column,  and  constructed  for  the  reception  of  a  box  holding  type,  or  stereo,  or 
engraved  blocks  readily  attachable  and  detachable,  and  used  therewith  for 
printing  late  news.    In  short,  I  think  it  claims  the  use  in  combination  with  an 

25  auxiliary  cylinder  capable  of  being  moved  along  an  axle  of  any  suitable  type 
holder  (using  that  word  in  the  most  general  sense)  producing  the  same  results 
as  the  two  special  boxes  referred  to  in  the  first  claim.  And  the  Plaintiffs*  case 
rests  substantially  upon  this  third  claim. 

I  may  deal  very  briefly  with  Claim  1.    It  was  faintly  contended  by  Counsel 

30  for  the  Plaintiffs  that  the  box  J.S.D.  2  used  by  the  Defendants  was  an  infringe- 
ment of  either  Fig.  1  or  Fig.  9  in  the  Plaintiffs'  Patent,  but  Mr.  Sivinbume^  at 
Question  35,  stated  that,  assuming  the  narrow  construction  of  Claim  1  to  be 
that  which  I  have  held  to  be  the  right  construction,  the  Defendants  do  not 
infringe,  and  when  he  was  further  pressed,  at  Questions  270  and  271,  he  declined 

35  to  say  that  in  his  opinion  the  Defendants'  box  was  vnthin  the  first  claim.  I  do 
not  propose  to  refer  to  the  other  evidence  on  this  point,  but  I  am  satisfied  that 
the  Defendants'  box,  used  as  it  is  with  linotype  slugs  and  fastened  as  it  is  in  a 
mode  wholly  different  from  that  shown  in  the  Plaintiffs'  Specification,  cannot 
be  regarded  as  an  infringement  of  Claim  1. 

40  It  remains,  however,  to  consider  Claim  3.  It  is  necessary  to  consider  to  what 
extent,  in  whole  or  in  part,  the  combination  was  novel.  The  use  of  two 
cylinders,  one  of  which  is  necessarily  auxiliary  to  the  other,  for  printing  was 
undoubtedly  old.  The  use  of  loose  type,  as  distinct  from  stereo  plates,  for  a 
cylindrical  printing  surface  was  undoubtedly  old,  although  I  think  there  were 

45  considerable  difficulties  in  the  way  of  a  satisfactory  adjustment  of  such  type. 
HilVs  Specification  of  1835  and  Little's  Specification  of  1853  show  that  the  idea 
was  present  to  the  minds  of  persons  engaged  in  the  printing  trade,  and  this 
applied  to  type  to  be  set  up  round  the  surfoce  of  the  printing  cylinder  as 
well  as  to  type  to  be  set  up  longitudinally  or  in  a  line  with  the  axis  of  the 

50  piinting  cylinder.  The  use  of  boxes  of  type  called  "fudge  boxes,"  for  the 
purpose  of  insertion  of  late  news  in  a  stereo  cylindt^r,  was  also  undoubtedly 
old ;  but  I  do  not  think  that,  prior  to  1886,  there  had  been  discovered  any 
means  of  holding  type  in  a  box  with  a  circular  face  as  convenient  as  that 
described  in  the  Plaintiffs'  Patent.     Under  these  circumstances,  it  is  alleged  by 

55  the  Plaintiffs,  and  denied  by  the  Defendants,  that  the  Plaintiffs'  invention  was 
in  1886  novel,  and  the  oase  as  to  this  depends  almost  entirely  upon  certain 
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prior  Patents,  and  upon  evidence  which  has  been  given  by  the  witnesses  on 
each  side.  The  Defendants  rely,  not  upon  prior  user,  but  upon  prior  publica- 
tion in  certain  Letters  Patent,  of  which  I  propose  to  refer  to  some  only.  I  think 
the  most  important  Specification  is  Applegath  of  1858.  It  is  manifest  that  he 
had  in  mind  the  importance  of  introducing  fresh  matter  without  interfering  5 
with  the  large  printing  cylinder.  In  his  Specification  at  page  3,  line  3,  be 
says  : — "  This  invention  has  for  its  object  improvements  in  printing  machinery, 
''  and  such  improvements  are  applicable  to  machines  where  the  type  or  printing 
"  surfaces  are  fixed  on  a  cylinder,  and  where  the  paper  is  fed  into  the  machines 
"  in  the  form  of  sheets."  Then,  after  referring  to  the  proposed  lessening  of  the  10 
size  of  the  cylinders,  he  says,  at  line  17  : — "  When  working  with  such  descrip- 
'*'  tions  of  printing  machines  I,  in  some  cases,  apply  a  small  roller  or  rollers  with 
"  type  or  printing  surfaces  thereon,  together  with  proper  inking  apparatus,  to 
"  each  of  the  printing  rollers  or  cylinders  ;  in  this  way  I  am  enabled,  while 
*'  printing  the  main  portion  of  the  sheet  by  the  large  type  or  printing  cylinder  15 
'^  as  heretofore,  to  introduce,  for  instance,  a  heading  in  a  different  colour,  or,  in 
^^  fact,  any  matter  which  it  is  desirable  to  introduce,  and  this  introduced  matter 
'^  may  be  changed  without  interfering  with  the  form  on  the  large  printing 
"  cylinder."  At  the  top  of  page  4,  lines  1  and  2,  he  refers  to  "  the  central 
"  cylinder  having  upon  it  the  form  either  in  taper  types  or  made  with  20 
*^  stereotyped  plates."  At  page  6,  lines  18  to  33,  he  describes  the  diagram, 
Fig.  6,  "to  show  how  small  auxiliary  printing  rollers  may  be  arranged  in 
"  combination  with  the  roller  which  receives  the  black  ink  impression,  so  that 
"  the  title  of  a  newspaper  or  the  heading  of  other  matter  may  be  printed  in 
"  three  colours.  The  circumference  of  the  central  cylinder  in  this  case  is  25 
"  supposed  to  be  60  inches,  and  the  impressing  rollers  30  inches."  Then,  a 
little  further  on,  he  says  that  "the  carriage  A*  which  supports  the  auxiliary 
"  printing  rollers  (which  have  toothed  wheels  working  into  the  wheel  of  C) 
"  and  their  apparatus  for  supplying  the  ink  or  colour  is  hinged  to  the  main 
"  frame  of  a  machine  at  A.  c  is  one  of  two  shapes  of  cams,  which  are  fixed  30 
"  upon  thB  central  cylinder  B,  and  as  it  revolves  they  act  against  the  friction 
"  rollers  dy  which  causes  the  carriage  A*  to  revolve  a  little  upon  its  spindle  or 
"  hinge  A,  so  as  to  press  the  rollers  e  e  against  the  sheet  of  paper  "  ;  and  in  his 
claim,  at  page  7,  line  25,  he  says  : — "  What  I  claim  is  the  use  in  printing 
"  machines,  where  the  type  or  printing  surfaces  are  fixed  on  a  cylinder,  and  35 
"  where  the  paper  is  fed  into  the  machine  in  detached  sheets,  of  printing  rollers 
"  smaller  in  circumference  than  the  length  of  the  sheets  of  paper  which  the 
"  machine  is  calculated  to  print ;  I  also  claim  the  application  of  small  auxiliary 
"  printing  rollers,  as  herein  described."  Fig.  6  shows  clearly  the  arrangement 
described  in  the  Specification.  40 

Now  Mr.  Swinburne,  the  Plaintiffs'  expert  witness,  describes  what,  in  his 
view,  was  the  Plaintiffs'  real  invention  at  Questions  58  to  67,  which  I  will 
read  : — "  Would  you  kindly  tell  his  Lordship  then  what  was  the  invention  "  ? 
(that  is  the  Plaintiffs'  invention).  "  I  repeat  what  I  said — that  the  invention  is 
*'  having  an  auxiliary  printing  drum,  which  was  arranged  to  take  late  news  to  45 
"  be  put  in  type,  and  put  where  you  wanted  it.  Q.  It  is  not  an  invention  using 
"  it  for  late  news ;  you  have  told  us  that  already  ? — A.  No  ;  but  it  was  an  inven- 
"  tion  working  out  something  that  could  be  used  for  late  news.  Q,  Will  you 
"kindly  tell  his  Lordship  what  it  was  he  worked  out?— ^.  As  I  say,  he 
"  worked  out  a  small  auxiliary  drum.  Q.  Smallness  is  not  the  point,  is  it  ? —  50 
"  A.  One  of  the  points.  Q.  Smallness  is  a  part  of  the  invention  ;  what  else  ? — 
"  A.  Cylindrical  surface.  Q.  Cylindrical  surface  is  implied  in  its  being  an 
"  auxiliary  cylinder,  is  it  not  ? — A.  Yes,  if  you  use  the  word  strictly,  but  the 
"  term  '  auxiliary  cylinder '  was  used  previously  where  the  surfaces  were  not 
**  cylindrical ;  so  I  would  rather  stick  to  '  late  news  drum.'  Q.  I  will  take  your  55 
"  statement.    Bmallnesfc  was  one  thing,  cylindrical  surface  another  •  was  thei'e 
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"  anything  more  ? — A.  I  think  position — being  able  to  put  it  into  any  column — was 
"  an  important  point.  Q,  You  mean  putting  the  type  into  position  ? — No.  You 
"  can  move  that  thing  along  the  axle  so  as  to  put  it  where  you  like.  Q.  I  will 
"  lake  that  as  the  third  for  the  moment  ? — A.  Well,  1  think  that  is  enough. 
5  "  Q.  Is  that  all  ?—A.  That  is  all  that  I  can  think  of."  That  is  to  say,  the  three 
things  are  smallness,  cylindrical  surface,  and  capability  of  being  put  into 
position.  In  cross-examination,  Mr.  Swinburne  says  that  ApplegatKs  Patent 
of  1858  could  be  made  to  work  with  the  present  knowledge,  but  that 
Applegath  himself  did  not  know  how  to  do  it.    At  Question  127,  in  cross- 

10  examination  on  AjJplegathy  this  is  put  to  him  : — "  ApplegatJi  does  it  by  a 
*'  small  auxiliary  cylinder.  Will  you  kindly  tell  his  Lordship  what  the  PlaintiflE 
"  does  besides  that  which  Applegath  does  ? — A.  ApplegatJi  does  not,  you  see. 
"  He  only  thought  he  would  like  to.  This  is  simply  a  paper  specification.  The 
"  idea  of  the  late  news  drum  is  not  there.    He  has  got  his  type  arranged  round 

15  "  the  drum  so  that  the  columns  run  axially,  it  is  a  different  thing  altogether. 
"  (Mr.  Astbury)  :  My  learned  friend  reads  one  description,  then  he  refers  to  a 
"  figure  as  to  which  there  is  a  totally  different  description.  (Mr.  Moulton)  :  I 
"  am  going  to  read  the  description.  Now  come,  Mr.  Swinburne.  Do  you  tell 
**  his  Lordship  that  ApplegatJCs  will  not  do  it  ? — A.  Certainly  not.     Q.  It  will 

20  "  not  do  it  ? — A.  It  could  be  made  with  the  present  knowledge,  if  anyone  tackled 
"  Applegath  ;   but  Applegath  could  not  do  it.     Q.  You  say  that  Applegath  put 
*•  forward  this  construction  in  this  elaborate  Specification,  and  that  it  would  not 
work  ? — A.  No,  it  would  not  work  to  do  what  the  Plaintiff  does.     Q.  Would 
it  work  to  what  Applegath  says  ? — A.  Not  as  regards  putting  type  into  those 

25  "  wheels.  There  is  no  means  provided.  Q.  No  means  provided.  I  suppose  at 
"  that  time  they  could  put  type  on  to  cylinders  ? — A.  Well,  they  tried  very 
*'  hard  but  they  were  not  very  successful.  Q,  At  this  very  time  was  not  *  The 
"  Times '  printed  off  rotary  cylinders  from  these  works  ? — A.  From  Applegath\ 
"  very  likely.     Q,  Putting  aside  the  difficulty  of  putting  type  on  to  cylinders, 

30  "  if  it  existed,  assume  people  could  put  type  on  cylinders,  now  will  you  tell  me 
"  what  it  is  that  the  Plaintiff  does  which  Ajjplegath  did  not  do  ? — A.  Of  course,  if 
"  you  assume  that  ApplegatJi  did  it,  then  the  Plaintiff  did  nothing  more ;  but 
"  to  my  mind  Applegath  does  not  do  it."  I  think  it  better  to  refer  to  the 
evidence  of  the  Plaintiffs'  expert  witness  rather  than  to  the  evidence  of  Mr. 

35  Beaumont^  the  Defendants'  expert  witness,  who  is  clearly  of  opinion  that 
AppUgaiKs  Patent  was  an  anticipation,  and  that  any  competent  workmen  at 
that  time  could  have  made  it  operate  satisfactorily.  I  will  not  do  more  than 
refer  to  Question  1352  where  he  says : — "  It  has  been  suggested  that  these 
"  auxiliary  cylinders  are  unsuitable  for  type  ? — A,  It  has.     Q,  What  do  you  say 

40  "  as  to  that  ? — A.  I  do  not  know  why  they  should  be.  If  you  have  wedge- 
"  shaped  type,  and  if  you  have  either  of  the  several  systems  of  holding  that  type 
"  in — described  by  several  of  those  to  whom  you  have  already  referred,  there  is 
"  no  difficulty  whatever  in  fixing  type  into  a  cylinder  of  5  or  6  inches  diameter." 
There  are  other  patents  which  I  do  not  propose  to  consider  in  detail,  but 

45  Wilson's  of  1874,  Duncan  and  Wilson  of  1879,  and  Mewburn  of  1885,  are  all, 
I  think,  to  be  regarded  as  important  on  the  point  of  prior  publication. 

It  was  contended  by  the  Counsel  for  the  Plaintiffs  that  ApplegatJCs 
Specification  did  not  contemplate  printing  by  means  of  type,  but  only  by  means 
of  engraved  blocks,  and  that  it  was,  in  short,  nothing  more  than  an  adaptation 

50  of  the  well-known  method  of  calico  printing  by  separate  cylinders.  I  can  find 
no  such  limitation  on  the  face  of  the  Specification.  On  this  point  I  adopt  the 
view  of  Mr.  Beaumont  at  Questions  1576  to  1582,  where,  in  cross-examination, 
he  says  :  "There  is  nothing  whatever  shown  in  the  Specification  as  to  putting 
"  any  boxes  of  type  on  either  of  them  ? — A,  No,  he  speaks  of  that.     Q.  But  it  is 

55  "  not  suggested  l—A.  He  merely  mentions  that  they  are  to  carry  the  type."  Then 
he  is  referred  to  the  Specification  :  "  Where  do  you  find  a  single  suggestion 
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"  that  the  auxiliary  cylinders  are  to  carry  boxes  of  type — where  do  you  find  i* 
"  from  beginning  to  end  of  the  Specification  ? — A.  If  you  will  look  at  page  3,  you 
"  will  see  he  says  : '  When  working  with  such  descriptions  of  printing  machines, 
"  I,  in  some  cases,  apply  a  small  roller  or  rollers  with  type  or  printing  surfaces 
"  thereon  together  with  proper  printing  apparatus.'  (Mr.  Justice  COZENS-  5 
"  Hardy)  :  To  introduce  headings  of  different  colours  ? — A.  Yes,  my  Liord,  in 
"  fact  he  said  any  matters  which  are  desirable  to  introduce.  (Mr.  Asthury)  : 
'*  Did  you  hear  Mr.  Swinburne  give  his  evidence  about  this  ? — A.  I  suppose  I  did. 
*'  Q.  Now,  did  you  hear  him  say  that  to  his  mind,  as  a  mechanic,  this  Specification 
"  pointed  to  these  being  engraved  cylinders  ? — A.  Well,  I  should  think  he  is  10 
*'  wrong  there,  because  engraved  cylinders,  as  far  as  I  know,  have  not  only  not 
"  been  used,  but  would  not  be  proposed  for  work  of  this  kind.  Q.  So  you  differ 
*'  from  him,  do  you  not  ? — A.  Yes,  most  distinctly  on  that  point.  Q,  Do  you 
''  find  in  the  Specification  a  single  sentence  showing  how  you  are  to  put  type 
*'  round  these  little  auxiliary  cylinders  ? — A.  No,  he  seems  to  have  taken  15 
"  it  for  granted  that  people  would  do  that.  Q.  I  ask  you,  do  you  find — 
"  (Mr.  Walter)  :  Please  let  him  answer  your  question.  (Mr.  Justice  COZBNS- 
'*  hardy)  :  It  is  quite  a  fair  answer.  What  were  you  saying  ? — A.  I  say  that 
^'  he  assumed  that  those  details  would  be  provided  by  anyone  accustomed  to 
"  making  machinery  for  this  purpose.  (Mr.  Astbury)  :  That  is  your  notion  20 
*'  of  his  assumption  ? — A.  I  cannot  say  that  it  is  a  notion — ^that  is  what  an 
"  engineer  would  think." 

Stereos  were  then  known,  and,  indeed,  are  mentioned  in  the  Specification, 
and  it  seems  to  me  that  Applegath  did  devise  a  means  for  printing  headings  or 
other  desirable  matter,  including  late  news,  substantially  identical  with  that  of  25 
the  Plaintiffs,  and  that  the  Plaintiffs  are  not  entitled  to  prevent  other  people 
from  using  those  devices  when  type  holders  are  employed  which,  taken  by 
themselves,  are  not  an  infringement  of  Figs.  1  and  9.  In  short,  it  seems  to  me 
that  if  the  third  claim  includes  every  method  of  securing  type  in  a  suitable 
fudge  box,  or  holder,  or  an  auxiliary  cylinder,  it  is  too  wide,  and  is  not  novel.  30 
It  was  contended  that  it  was  novel  to  have  a  drum  moveable  on  an  auxiliary 
axis  instead  of  a  complete  auxiliary  cylinder,  but  if  it  be  true  that  a  mode  of 
placing  the  type  on  any  part  of  an  auxiliary  cylinder  was  old,  I  do  not  think 
that  the  mere  cutting  off  of  the  useless  part  of  the  cylinder  can  be  regarded  as 
subject-matter  for  a  Patent.  35 

I  have,  in  the  conclusions  at  which  I  have  arrived,  not  overlooked  the 
principles  laid  down  in  Otto  v.  Linford^  Qadd  v.  The  Mayor  of  Manchester^  and 
other  cases  with  reference  to  the  effect  of  prior  publication  as  distinct  from 
prior  user,  but  in  my  view  those  principles  do  not  apply  to  a  case  like  the 
present,  where  it  is  sought  to  claim  protection,  not  merely  for  particular  boxes,  40 
which  I  assume  to  be  novel,  used  in  a  particular  combination,  but  also  for  the 
use  of  any  other  means  of  holding  type  in  such  combination.  If  I  could  have 
found  that  the  idea  of  such  combination  was  first  given  to  the  world  in  1886  by 
the  Plaintiffs'  Patent,  I  think  they  might  have  succeeded,  but,  as  the  idea  of 
the  combination  was  not  novel,  I  think  they  must  be  confined  to  the  particnlar  45 
methods  specified,  and  cannot  claim  every  means  by  which  the  same  result 
might  be  attained.  I  may  point  out  that  the  third  Claim  does  not  even  mention 
type,  and  it  would  seem  to  me,  as  a  matter  of  construction,  to  include  engraved 
blocks  or  stereo  plates. 

Upon  the  whole,  therefore,  I  think  the  Plaintiffs'  Patent  is  not  valid,  and  50 
that  the  action  must  be  dismissed  with  costs. 

A  Certificate  was  given  that  1,  2,  3,  and  4  of  the  Piurticulars  of  Objections 
were  reasonable  and  proper,  but  limited  as  to  3  and  4  to  the  Specifications 
referred  to  in  the  course  of  the  trial. 
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In  the  Matter  of  Tiemann*8  Patent. 


In  the  High  Court  of  Justice. — Chancery  Division. 


Before  Mr.  Justice  Cozens-Hardy. 


July  6th,  7th,  10th,  11th,  12th,  13th,  14th,  15th,  17th,  18th,  and 

August  3rd,  1899. 


In  the  Matter  of  Tiemann's  Patent. 


Patent. — Petitionfor  revocation. — Sufficiency  of  descriptions  in  Specification. — 
Alleged  non-disclosure  by  Patentee. — Patent  held  valid. — Petition  disfnissed. — 
Costs  on  higher  scale. 

In  1893    Letters  Patent  were  granted  for  an   invention  of  a   "  Manu- 

10  ^^facture  of  new  chemical  substances  suitable  for  perfumery^  confectionery^ 
"  and  the  like^  The  object  of  tlui  invmition  was  to  produce  ionone^  a  jjroduct 
having  valuable  proj)erties  for  perfamery  purposes.  The  Specification  first 
described  a  condensation  process  for  producing  a  ketone^  C13H30O,  teamed  by  the 
Patentee  psevdo-ionone^  by  subjecting  a  mixture  of  citral  and  acetone  in  the 

15  presence  of  water  for  a  sufficiently  long  time  to  the  action  of  hydrates  of  alkaline 
earths^  or  of  hydrates  of  alkaline  metals^  or  other  alkaline  agents^  and  stated  tJiat 
it  might  be  produced^  for  instance,  in  shaking  togetJier  for  several  days  equal 
parts  of  citral  and  acetone  with  a  solution  of  hydrate  of  barium,  and  dissolving 
the  products  of  this  reaction  in  ether ;  that  tJie  residue  of  the  ether  solution  was 

20  tlien  distilled  and  the  fraction  collected,  which  boiled  at  a  pressure  mentioned 
from  138°  to  15&*  C,  and  from  it  the  ufiattacked  citral  and  unchanged  acetone 
and  volatile  products  of  condensation  of  acetone  by  itself  were  separated  in  a 
cuivent  of  steam,  which  readily  carried  off  those  bodies;  that  the  product  of 
condensation  remaining  in  the  distilling  apparatus    wa^  purified    by    the 

25  fractional  distillation  in  vacuo ;  that  under  a  pressure  mentioned  a  liquid 
distilled  off' from  143°  to  145°  C.  The  Specification  continued :  "  This  product 
"  of  condensation  of  citral  with  acetone,  which  I  term  pseudo-ionone,  is  a  ketone 
"  readily  decomposable  by  the  action  of  alkalisJ*^  Its  formula,  index  of 
refraction,  and  specific  weight  were  given.    A  process  of  conversion  of  pseudo- 

30  ionofie  Into  ionone  was  given  by  heating  for  several  hours  in  an  oil-bath  certain 
proportions  of  pseudo-ionone,  water,  sulphuric  add,  and  glycerine  to  the  boiling 
point  of  the  mixture,  dissolving  the  product  in  ether,  evaporating  the  latter, 
subjecting  the  residue  to  fractional  distillation  in  vacuo,  and  collecting  the 
fraction  from  123"  to  136^.     TJie  Specification  continued  as  follows : — *'  This 

35  **  product  may  be  still  further  purified  by  converting  it  by  means  of  phenyl- 
**  hydrazine^  or  other  substituted  ammoniac,  into  a  ketone  condensation  product 
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"  decomjjosable  under  the  action  of  dilute  acidsJ*^  The  Specification  described 
ionone,  and  claimed  the  two  products  as  well  as  the  processes,  A  Petition  was 
presented  for  the  revocation  of  tlie  Pateiit,  The  Particular  of  Objections  chiefly 
relied  on  at  the  hearing  alleged  that  the  Specification  did  not  sufficiently  describe 
the  process  by  which  pseudo-ionone  could  be  p7^odiccedy  or  one  by  which  such  body  5 
could  be  transformed  into  ionone  in  the  respects  therein  mentioned^  viz.^  (shortly) 
(1)  in  not  giving  the  necessary  conditions  of  the  condensation  process ;  (2)  in 
not  giving  any  directions  as  to  proportions^  temperature^  or  strength  of  solution 
of  the  alkaline  agent ;  (S)  that  certain  of  tlie  alkaline  agents  would  not  affect 
the  condensation,  and  that  others  could  only  be  usefully  em-ployed  under  10 
conditions  not  set  forth ;  (4)  in  not  giving  the  pressure  of  steam ;  (5)  in 
not  giving  an  effective  way  of  separatirig  the  pseudo-ionone;  and  (6)  in 
directing  that  phenylhydrazine  should  be  used  for  effecting  the  purification  of 
ionone^  whereas  it  could  not  be  successfully  so  usedy  and  no  sufficient  directions 
were  given  for  the  purification  of  ionone;  and  (7)  that  the  Specification  did  15 
not  disclose  the  best  knowledge  of  the  Patentee  at  the  date  of  the  Specification' 
During  the  Jiearing  of  the  evidence  it  was  objected  by  the  Respondents,  the 
owners  of  the  Patent,  that  the  Particula?*s  of  Objection  did  not  allege  the 
insufficiency  of  tlie  description  of  the  production  of  ionone  from  pseudo-ionone, 
and  the  Respondents'  objection  was  upheld.  The  evidence  of  the  chemists  called  20 
on  either  side  was  conflicting,  but  the  Respondents  called  evidence  to  show  that 
tlie  Patent  had  been  worked  on  a  commercial  scale. 

Held  by  Cozbns-Hardy,  J.,  that  the  objections  to  the  Patent  failed,  and  thai 
the  Petition  must  be  dismissed  with  costs. 

Costs  on  the  higher  scale  allowed.  25 

On  the  Ist  of  May  1893,  Letters  Patent  (No.  8736  of  1893)  were  granted  to 
Johann  Carl  Wiehelm  Ferdinand  Tiemann,  member  of  the  firm  of 
Haarmann  &  Reimer,  of  Holzminden,  for  an  invention  of  a  "  Manufacture  of 
"  new  chemical  substances  suitable  for  perfumery,  confectionery,  and  the  like." 

The  Complete  Specification  was  as  follows  : —  30 

"  I  have  found  that  a  mixture  of  citral  and  acetone,  if  it  is  subjected  in  the 
**  presence  of  water  for  a  sufficiently  long  time  to  the  action  of  hydrates  of 
*'  alkaline  earths  or  of  hydrates  of  alkali  metals,  or  of  other  alkaline  agents,  is 
**  condensed  to  a  ketone  of  the  formula  CuHaoO.  This  substance,  which  I  term 
*' '  Pseudo-ionone,'  may  be  produced  for  instance  in  shaking  together  for  several  35 
<^  days  equal  parts  of  citral  and  acetone  with  a  solution  of  hydrate  of  barium 
**  and  in  dissolving  the  products  of  this  reaction  in  ether. 

"  The  residue  of  the  ether  solution  is  fractionally  distilled  under  a  reduced 
"  pressure  and  the  fraction  is  collected,  which  boils  under  a  pressure  of  12  m.m. 
"  at  a  temperature  of  from  138**  to  155°  C,  and  from  it  the  unattacked  citral  and  40 
^<  unchanged  acetone  and  volatile  products  of  condensation  of  acetone  by 
'^  itself  are  separated  in  a  current  of  steam,  which  readily  carries  off  these 
"  bodies. 

''  The  product  of  condensation  remaining  in  the  distilling  apparatus  is 
*'  purified  by  the  fractional  distillation  in  vacuo.  Under  a  pressure  of  12  m.m.  45 
"  a  liquid  distills  off  at  a  temperature  of  from  143"  to  145°  0.  This  product  of 
"  condensation  of  citral  with  acetone,  which  I  term  '  Pseudo-ionone,'  is  a  ketone 
"  readily  decomposable  by  the  action  of  alkalies.  Its  formula  is  CuHj(,0,  its 
"  index  of  refraction  is  n  D  =  1,527  and  its  specific  weight  0,904. 

*'  The  pseudo-ionone  has  a  peculiar,  but  not  very  pronounced  odour  ;  it  does  50 
**  not  combine  with  bisulphite  of  sodium  as  most  of  the  ketones  of  the  higher 
^<  series,  but  in  other  respects  it  possesses  the  ordinary  characteristic  properties 
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*'  of  the  ketones,  forming  in  particular,  prodacts  of  condensation  with  phenyl- 
'^  hydrazine,  hydroxylamine  and  other  sabstituted  ammonias. 

**  Although  the  odour  of  the  pseudo-ionone  does  not  appear  to  render  it  of 
**  great  importance  for  its  direct  use  in  perfumery^  it  is  capable  of  serving  as 
5  "  raw  material  for  the  production  of  perfumes,  the  pseudo-ionone  being 
**  converted  by  the  action  of  dilute  acids  into  an  isomeric  ketone,  which  I  term 
"  *  lonone '  and  which  has  most  valuable  properties  for  perfumery  purposes. 
"  This  conversion  may  be  effected  for  example  by  heating  for  several  hours  in 
"  an  oil  bath  20  parts  of  the  *  pseudo-ionone  "  with  100  parts  of  water,  2'5  parts 

10  "  of  sulphuric  acid  and  100  parts  of  glycerine,  to  the  boiling  point  of  the 
"  mixture. 

"  The  product  resulting  from  this  reaction  is  dissolved  in  ether,  the  latter  is 
''  evaporated  and  the  residue  subjected  to  the  fractional  distillation  in  vacuo, 
**  The  fraction  distilling  under  a  pressure  of  12  m.m.  at  a  temperature  of  from 

15  "  125°  to  135''  C.  is  collected.    This  product  may  be  still  further  purified  by 

**  converting  it  by  means  of  phenylhydrazine  or  other  substituted  ammonias 

^^  into  a  ketone  condensation  product  decomposable  under  the  action  of  dilute 

**  acids. 

"  The  ketone  derivatives  of  the  pseudo-ionine  are  converted  under  similar 

20  "  conditions  into  ketone-derivatives  of  the  ionone.     The  pure  ionone  corre- 

"  spends  to  the  formula  CuHjoO,  it  boils  under  a  pressure  of  12  m.m.  at  a 

"  temperature  of  about  J  28°  C,  its  specific  weight  is  0,935  and  its  index  of 

"  refraction  n  D  =  1,507. 

**  The  ionone  has  a  fresh  flower  perfume  recalling  that  of  violets  and  wines, 

25  "  and  is  peculiarly  suitable  for  being  used  in  perfumery,  confectionery,  and 
"  distillery. 

"  The  ionone  when  subjected  at  a  temperature  surpassing  100^  C.  to  the 
"  action  of  hydroiodic  acid,  splits  off  water  and  gives  a  hydrocarbon  corre- 
**  spending  to  the  formula  C,3H,h,  boiling  under  a  pressure  of  12  m.m.  at  a 

30  "  temperature  of  from  106**  to  112^  C.  This  hydrocarbon  is  converted  by  strong 
'^  oxidising  agents  into  an  acid  of  the  formula  CuHijOe  melting  at  a  temperature 
"  of  214^  C." 

The  Patentee  claimed  : — ^*'  1.  A  new  chemical  product  termed  pseudo-ionine 
"  obtained  by  the  reaction  of  citral  upon  acetone  in  the  presence  of  alkaline 

35  *<  agents  and  subsequent  treatment  of  the  products,  substantially  as  described. 
**  2.  A  new  article  of  manufacture  termed  ionine  suitable  for  perfumery  and 
**  the  like  and  having  the  characteristics  hereinbefore  set  forth,  obtained  from 
**  pseudo-ionone  referred  to  in  the  preceding  claim,  substantially  as  described. 
"  3.  The  process  for  the  production  of  the  pseudo-ionone  referred  to  in  the 

40  ^<  first  claim,  consisting  in  the  subjection  of  a  mixture  of  citral  and  acetone  to 
**  the  action  of  an  alkaline  agent,  and  in  purifying  the  product  of  this  reaction, 
**  extracted  by  means  of  ether,  by  fractional  distillation,  substantially  as  described. 
**  4.  The  process  for  the  production  of  the  ionine  referred  to  in  the  second 
"  claim,  consisting  in  treating  the  pseudo-ionine  referred  to  in  the  first  claim  or 

45  « its  ketone  condensation  products  with  phenylhydrazine  or  other  ammonia 
"  derivatives,  finally  with  acids,  substantially  as  described." 

The  Patent  was  in  June  1898  assigned  to  Edgar  de  Laire^  manager  of 
De  Laire  A  Co.y  Paris.  On  the  3rd  of  November  1898,  Messrs.  Franz 
Fritzsche  &  Co.^  of  Hamburg,  presented  a  Petition  for  Revocation  of  the  Patent, 

50  the  presentation  of  such  Petition  being  authorised  by  the  Attorney-General. 
The  Petition  stated — **  (1)  Your  Petitioners  are  manufacturing  chemists,  carrying 
**  on  business  at  Hamburg,  in  the  Empire  of  Germany  aforesaid.  (2)  The 
"  Letters  Patent,  the  subject  of  this  Petition,  were  granted  to  Jokann  Carl 
"  Wiehelm  Ferdinand  Tiemann^  member  of  the  firm  of  Haurmann  &  Reimer^ 

55  «  of  Holzminden,  residing  at  18  Beudlerstrasse,  Berlin,  Germany,  for  an 
*^  invention  of  *  the  manufacture  of  new  chemical  substances  suitable  for 
"  *  perfumery,  confectionery,  and  the  like,'  and  of  which  it  is  said  that  they 

3b 
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"  have  a  smell  resembling  violets  and  wine  blossom.  (3)  The  said  Letters  Paten* 
"  have  by  an  indenture  bearing  date  the  4th  day  of  June  1898  been  absolutely 
"  assigned  by  the  said  Johann  Carl  Wiehelm  Ferdinand  Tiemann  to  Edgar  de 
"  Laire^  of  92,  Rue  St.  Charles,  Paria,  in  the  Republic  of  France,  Manager  to  De 
"  Laire  <fc  Co.,  Manufacturing  Chemists  at  Paris,  who  with  the  said  Mr.  Tiemann  5 
"  are  connected  for  the  exploitation  of  the  said  Patent.  The  said  Indenture  of 
"  Assignment  was  duly  registered  at  the  Patent  Office  on  the  10th  day  of  June 
**  1898.  (4)  The  said  Letters  Patent  are  of  no  force  or  validity  by  reason  of  the 
"  matters  set  forth  in  the  Particulars  of  Objection  delivered  herewith  and  ought 
"  to  be  revoked."  10 

The  Particulars  of  Objections  alleged  (1)  that  the  invention  alleged  to  be 
described  and  claimed  in  the  Patent  was  not  useful ;  (2)  that  the  Specification 
did  not  sufficiently  describe  the  process  by  which  pseudo-ionine  could  be 
produced  or  one  by  which  such  body  could  be  subsequently  transformed  into 
ionone  in  the  following  respects  : — (i)  In  not  giving  the  necessary  conditions  15 
of  the  condensation  process  by  which  pseudo-ionone  was  formed ;  (ii)  in  not 
giving  any  directions  as  to  proportions,  temperature,  or  strength  of  sol  ution  of 
the  alkaline  agent  to  be  employed  in  such  condensation  process ;  (iii)  that 
certain  of  the  alkaline  agents  specified  would  not  effect  the  condensation  at  all, 
and  others  which  were  capable  of  useful  employment  for  such  purpose  could  20 
only  be  usefully  employed  under  conditions  which  were  not  set  forth  in  the 
Specification ;  (iv)  in  not  giving  the  pressure  of  steam  to  be  employed  in 
carrying  off  the  unchanged  products  during  the  manufacture  so  as  to  leave 
behind  such  pseudo-ionine  as  might  be  formed  ;  (v)  in  not  giving  any  effective 
way  of  separating  the  pseudo-ionone  formed  from  acetone  and  citral  and  other  25 
bodies  with  which  it  was  mixed  ;  (vi)  in  directing  that  phenylhydrazine 
should  be  used  for  effecting  the  purification  of  ionone,  whereas  it  could  not  be 
successfully  used  for  that  purpose,  and  no  sufficient  directions  were  given  for 
the  purification  of  ionone,  although  without  purification  the  body  obtained  was 
useless  and  although  such  purification  was  necessary  for  the  successful  manu-  30 
facture  of  ionone,  which  was  what  the  invention  purported  to  effect ;  (vii)  that 
the  Specification  did  not  disclose  the  best  way  known  to  the  Patentee  at  the 
date  of  filing  the  Complete  Specification,  of  obtaining  ionone  or  pseudo-ionone, 
or  of  carrying  out  the  method  described  in  the  Specification  for  the  formation 
of  pseudo-ionone,  or  the  best  means  known  to  him  at  such  date  of  obtaining  35 
ionone  when  made  by  such  method  in  a  pure  state,  or  extracting  it  from  the 
mixture  of  bodies  present  with  it  at  the  end  of  the  operations  by  which  it  was 
formed  ;  (3)  that  the  Patentee  did  not  make  a  full  disclosure  to  the  public  of 
the  information  possessed  by  him  at  the  date  of  the  Specification  relative  to  the 
carrying  out  of  his  invention,  but  knowingly  withheld  information  in  his  40 
possession  necessary  to  render  the  processes  effective  or  useful  in  increasing  the 
efficiency  of  such  process. 

The  Petition  was  entered  in  the  list  of  witness  actions,  and  on  the  6th  of 
July  1899  came  on  for  hearing. 

Moulton,  Q.C.,  Asthury,  Q.C.,  and  Golefax  (instructed  by  J.  H.  and  J,  T.  45 
Johnson)  appeared  for  the  Petitioners ;    Cripps,  Q.C.,  T.  Terrelly  Q.C.,  A,  J. 
Walter y  and  J.  A.  S.  Bucknill  (instructed  by  Faithfull  and  Owen)  appeared 
for  the  Respondents,  De  Laire  &  Co. 

CrippSy  Q.C.,  opened  the  Respondents'  case. — This  is  a  Petition  under 
Section  26  of  the  Patents,  &c.  Act,  1883,  for  revocation  of  a  Patent.  The  50 
substance  of  the  Petitioners'  case  is  the  question  of  the  sufficiency  of  descrip- 
tion ;  they  say  that  the  process  will  not  work  as  described.  [The  Particulars 
of  Objections  were  referred  to.]  The  Patent  is  a  very  valuable  one  for  per- 
fumery. [The  Specification  was  then  read  and  commented  on.]  The  process 
employed  for  obtaining  "  pseudo-ionone  "  was  not  new,  but  the  result  is  new.  55 
One  of  the  objections  to  the  Patent  is  that  the  Patentee  does  not  in  the  Specifi- 
cation sufficiently  describe  the  process  of  getting  "  pseudo-ionone,"  which  is  the 
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first  step  towards  the  finished  product ;  but  there  is  no  difficulty  in  any  chemist 
following  out  the  process  by  the  directions,  and  the  processes  were  old  and  well 
known.  As  to  the  second  paragraph  of  the  Specification,  it  is  objected  that  the 
description  of  the  way  of  getting  rid  of  the  unattacked  citral  and  the  unchanged 
5  acetone  and  volatile  products  of  condensation  is  not  sufficient ;  but  I  am 
instructed  that  there  is  no  difficulty  in  carrying  off  these  products  by  steam — 
the  boiling  point  of  acetone  is  very  low,  about  60°,  that  of  citral  about  110°  to 
to  112°.  One  merely  takes  off  the  more  volatile  elements  by  means  of  steam. 
Pseudo-ionone    was    first  ascertained  in  this  Patent,  and  in  answer  (o  the 

10  objection  of  insufficiency  of  description  of  the  process — first,  it  is  ample  for 
anyone  who  understands  organic  chemistry  ;  and,  secondly,  up  to  that  point  the 
invention  was  not  of  any  process.  Coming  to  paragraph  4,  ionone  is  of  great 
value  as  producing  the  violet  perfume,  and  it  is  in  substance  the  invention. 
The  process  of  conversion  is  sufficient,  and  it  is  a  new  process.    One  is  to  distil 

15  as  often  as  one  wishes  to  between  125''  and  135''  under  the  pressure  mentioned 
until  one  gets  the  product  one  desires.  At  the  word  "  collected  "  the  product 
is  a  commercial  one,  and  valuable  for  perfumery  purposes  ;  but  Dr.  Tiemann^ 
in  order  to  disclose  all  he  knew,  adds  the  next  words  as  to  further  purification, 
and  there  is  no  difficulty  in  carrying  this  out.    The  next  passage  says  that  you 

20  can  treat  the  pseudo-ionone  with  the  acid  treatment  in  the  same  way  as  you  can 
treat  the  ionone.  The  two  products  resemble  one  another  closely  ;  the  formula 
is  the  same,  and  the  indices  of  refraction  and  specific  weights  only  differ 
slightly.  Nothing  arises  here  on  the  paragraph  of  the  Specification  preceding 
the  claims.    Claim  1  is  a  product  claim  for  ionone ;  as  to  Claim  2,  you  get 

25  ionone  substantially  as  described  when  you  get  to  the  word  "  collected  "  in  the 
Specification  ;  and,  if  further  purification  is  wanted,  the  Patentee  tells  the  way 
of  doing  that.  As  to  Claim  3,  the  new  point  was  in  utilising  the  process  to 
obtain  the  product.  In  Claim  4,  the  words  "  or  "  to  **  derivatives  "  must  be 
read  together.    Coming  to  the  Particulars  of  Objections,  the  point  as  to  utility 

30  in  No.  1  is  in  substance  the  same  as  No.  2,  under  which  the  real  contest  will  be. 
As  to  2  (1)  the  process  is  very  simple,  and  is  very  simply  described.  The 
shaking  has  to  go  on  for  a  long  time — the  Specification  says  for  several  days. 
The  instance  given  in  the  Specification  works  very  well.  As  to  sub-clause  2, 
the  ordinary  normal  temperature  will  do,  and  with  regard  to  the  strength  of 

35  solution  of  the  alkaline  agent  that  does  not  matter ;  in  the  instance  given 
it  does  not  matter  what  proportion  is  taken ;  any  person  skilled  in  organic 
chemistry  could  carry  through  the  operation,  the  process  being  perfectly  well 
known.  As  to  sub-clause  3,  the  objection  is  merely  that  there  is  one  alkaline 
agent — ^ammonia — which,  as  was  well  known,  would  not  be  used  to  condense 

40  a  ketone.  The  Specification  directs  the  use  of  one  of  the  hydrates  of  alkaline 
earths,  or  hydrates  of  alkali  metals,  or  other  alkaline  agents  as  a  condensation 
agent,  and  all  of  them  which  would  be  known  to  chemists  as  condensation 
agents  can  be  used,  and  all  produce  the  result  by  the  process  described.  As 
to  sub-clause  4,  there  is  no  question  of  pressure  ;  one  simply  applies  a  current 

45  of  steam  to  carry  off  the  more  volatile  bodies.  Sub-clause  5  is  the  same  in  other 
words.  Purification  by  fractional  distillation  is  perfectly  well  known,  and  it  is 
perfectly  easily  worked.  Sub-clause  6  relates  to  the  purification  of  ionone,  and 
the  process  works  and  is  sufficiently  described,  the  method  is  possible  and 
everything  is  told  ;  when  one  has  applied  the  dilute  acids,  one  has  to  skim  off 

50  the  surface  the  product  obtained.  Furthermore  the  process  is  an  old  one.  All 
the  purification  which  is  necessary  is  got  at  the  stage  where  the  word  "  collected  " 
is  reached.  The  next  lines  only  give  an  alternative  method  of  further 
purification,  which  was  well  known  although  not  applied  to  this  subject  matter, 
and  which  will  work.    It  will  be  said  on  the  other  side  that  if  you  want  to  get 

55  that  purity  of  product  which  is  denoted  by  a  product  that  boils  at  128"*,  you  do 
not  get  it  at  the  word  "  collected."  The  claim  is  not  limited  to  tie  the  inventor 
down  to  that  pure  ionone,  corresponding  to  a  particular  formula  and  boiling  at 

3  B  2 
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a  certain  temperature.  He  is  claiming  ionone  sufficiently  pure  for  commercial 
purposes.  He  says  '*  about  128°,"  and  we  can  get  such  a  product  at  the  word 
"collected,"  one  has  to  go  on  with  fractional  distillation  until  one  gets  the 
particular  purity  one  desires.  But  the  Patentee  is  not  limited  to  a  particular 
purity  of  ionone  which  boils  at  128°.  As  to  sub-clause  7  and  No.  3  of  the  5 
Particulars  of  Objections,  they  are  quite  unfounded. 

Professor  J.  Dewar*  and  Dr.  Adolph  Liebmann  were  called  as  witnesses  on 
behalf  of  the  Respondents. 

Moultoriy  Q.C.,  during  his  cross-examination  of  Professor  Dewar^  proposed 
to  put  certain  questions  relating  to  the  passage  in  the  Specification : — "  The  10 
"  ketone  derivatives  of  the  pseudo-ionone  are  converted  under  similar  conditions 
"  into  ketone-derivatives  of    the  ionone."      Gripps^  Q-C,  objected  that    the 
Particulars  of  Objections  did  not  raise  the  point.    Moulton,  Q.C.,  relied  on 
Particular  2  (6).    There  are  two  methods  claimed  in  the  fourth  claim  for  making 
ionone ;  the  first  is  by  treating  the  pseudo-ionone  finally  with  acids  and  the  15 
other,  "or  its  ketone  condensation  products  with  phenylhydrazine  or  other 
"  ammonia   derivatives."      The  way  of   obtaining  the  ketone  derivatives  of 
ionone  given  in  the  passage  in  question  is  part  of  the  process  of  carrying  out 
Claim  4.      [Cozbns-Hardy,  /.—Particular  2  (6)  only  deals  with  the  question 
of  purification.]     It  is  really  the  question  of  manufacture  of  ionone,  although  20 
we  say  purification.     The  ionone  referred  to  in  the  second  claim  is  pure  ionone. 
[^Cripps,  Q.C. — ^What  is  said  in  Particular  2  (6)  is  that  the  further  purifica- 
tion of  ionone  by  the  use  of  phenylhydrazine  cannot  successfully  be  carried 
out.]     After  the  conversion  which  is  mentioned,  the  rest  is  separation.     The 
ionone  claimed  in  Claim  2   is   not   simply  the  mixture  but  the  pure  body  25 
made  in  the  conversion  and  having  the  characteristics  set  forth  as  to  boiling 
point,  specific  weight,  and  index  of   refraction.     The  whole  mixture  is  not 
transformed  into  an  isomeric  ketone,  but  in  the  resulting  mixture  there  is  an 
isomeric  ketone  which  he  calls  ionone.     If  the  ionone  claimed  is  the  pure  body, 
then  under  the  Objection  the  point  is — are  there  sufficient  directions  for  making  30 
what  is  claimed  in  Claim  2  ?     The  question  of  purification  is  really  a  question 
of  extraction.     [^Gripps^  Q.C. — ^The  question  asked  was  as  to  the  conversion  of 
the  ketone  derivatives  of  the  pseudo-ionone  into  ketone  derivatives  of   the 
ionone.    That  has  nothing  to  do  with  the  point  as  to  purification.]     Part  of 
Claim  4  relates  to  getting  ionone  through  the  ketone  derivative  of  pseado-  35 
ionone.     The  passage  in  question  tells  one  how  to  do  that,  because  it  says 
one   may  get    from  those   to    the   ketone   derivatives    of    the    ionone ;    and 
the  previous  lines  give  one  a  way   of   purifying  which  consists  in  passing 
through    a   ketone    derivative    of    ionone.      According    to   the   first    part    of 
the  fourth  claim   one  starts   from  pseudo-ionone  ;    one  gets  ionone   in  the  40 
mixture,   then    one    gets    the    ketone    derivative,    and    then    ionone.      But, 
according  to  the  alternative  way,  one  makes  the  ketone  derivative   of   the 
pseudo-ionone,  and  turns  it  into  the  ketone  derivative  of  the  ionone,  and  then, 
as  before,  one  obtains  the  pure  ionone.     [Cozens-Hardy,  J. — You  are  asking 
me  to  say  that  in   Particular  of  Objection  2  (6),  the  "purification"  means  45 
*'  production."] 

Astbury,  Q.C. — ^Under  the  Patent  one  has  to  get  one  definite  ketone, 
not  a  mixture  of  isomers.  By  the  treatment  in  the  acid  bath  the  whole 
of  the  pseudo-ionone  is  not  made  into  ionone.  The  next  step  is  the 
fractional  distillation.  By  "purification"  the  Patentee  means  "isolation."  50 
When  he  says  that  the  product  may  be  still  further  purified,  &c.,  he  means 
that  it  may  be  done  by  that  method  or  other  methods.  Assuming  that 
the    Specification    is    right,    one    manufactures    ionone   when    one    gets   off 


*  Professor  Detoar  said  that  the  formula  for  oitral  was  OioHieO  and  for  acetone  G,HeO ; 
that  these  bodies  combined  bj  the  loss  of  molecules  of  water,  so  that  substracting  HgO  from  the 
sum  that  left  0  itH^oO. 
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the  mixture  boiling  between  125^  and  IBS'",  but  it  is  with  other  things  ; 
the^  point  of  the  purification  is  to  separate  it  from  those.  Particular  of 
Objection  2  (6)  says  that  no  sufficient  directions  are  given  for  the  purification  of 
ionone,  and  one  must  not  exclude  from  that  a  step  which  is  for  the  purpose  of 
5  what  the  Patentee  calls  purification. 

Gripps,  Q.C.— The  point  is  not  raised  by  the  Particulars.  The  point  that 
is  raised  is  that  of  purification  or  separation,  and  that  is  raised  with  respect 
to  the  lines  preceding  the  passage  in  question.  One  produces  ionone  when 
one  gets  the  mixture  mentioned,  there   is  no  further  conversion,  but  one 

10  separates  out  the  ionone. 

Cozbns-Hardy,  J.— I  think  that  this  point  is  not  covered  by  the  Particulars 
of  Objections.  It  seems  to  me  that  the  word  "  purification  "  here  is  deliberately 
used  to  distinguish  it  from  the  mode  of  production.  The  production  of  the 
ionone  is  referred  to  very  distinctly  in  Claim  4,  and   it  is  marvellous  that 

15  that  is  not  found  here,  but  it  is  not  to  be  found  here.  Purification  deals  with 
the  result  of  the  whole  process  after  the  ionone  has  been  produced,  and  is 
found  mixed  with  other  things.  The  only  matter  which  is  referred  to  by 
the  sixth  Objection,  as  I  read  it,  is  the  mode  of  purifying  the  product,  which  is 
described  in  the  last  two  lines  at  the  bottom  of  page  2  of  the  Specification. 

20  Therefore,  I  do  not  think  that  I  can  allow  the  cross-examination  on  the  two 
lines  on  the  top  of  page  3.t 

Moultoriy  Q.C.,  asked  for  leave  to  amend.  Cozbns-Hardy,  /.,  assented 
on  the  terms  of  the  case  standing  over  and  the  Petitioners  paying  the 
costs.      MoultoUy  Q.C.,  said  that,  if    it  was  a  matter  of  the  case  standing 

25  over,  he  should  not  ask  to  amend.  Subsequently,  GrippSy  Q.C.,  objecting 
to  other  questicms  put  in  cross-examination  as  not  being  within  the  limits 
of  the  Particulars  of  Objections.  Moultoriy  Q.C.— This  is  on  Clause  1, 
that  the  invention  described  is  not  useful ;  that  means  that  it  will  not  work. 
Cozbns-Hardy,  J, — I  cannot  allow   you  to  go   into   that  under  a  general 

30  Objection.  In  Particular  2  the  Petitioners  have  given  seven  particulars  as  to 
insufficient  description.  Moultoriy  Q.C. — The  Objection  that  it  will  not  work  is 
a  different  one,  and  it  is  covered  by  the  Objection  of  non-utility  {Kurtz  v. 
Spence).^  GrippSy  Q.C. — This  point  is  not  in  the  report.  [The  question  was 
djTopped  for  the  time  being.] 

35  Moultoriy  Q.C. — This  was  a  Patent  for  a  new  substance,  produced  from  citral, 
a  well-known  organic  body,  and  acetone  by  a  condensation  process.  The 
reactions  are  very  complicated.  It  is  a  process  which  involves  the  breaking 
up  of  two  complex  molecules ;  and  in  the  breaking  up  different  bodies  are 
formed.    A  di-acetone  may  be  formed  or  a  di-citral,  or  other  more  complicated 

40  bodies,  which,  although  distinct,  may  have  the  same  components.  In  such  a 
case  it  is  necessary  that  complete  and  accurate  directions  should  be  given.  The 
witnesses  for  the  Petitioners  will  say  that  they  have  followed  the  directions 
given,  but  the  result  has  been  failure.  Turning  to  the  Particulars  of  Objections, 
the  objection  that  the  invention  is  not  useful  does  not  mean  that  ionone,  if 

45  obtained,  is  not  useful.  The  meaning  is  that  the  Patentee  has  not  given  a 
process  that  will  work  and  make  the  ionone  ;  that  is  covered  by  the  objection 
(Frost  on  Patents,  p.  145,  quoting  the  judgment  of  Lindley yL'j.y  in  Lane-Fox 
V.  The  Kensington  and  Knightsbridge  Electric  Lighting  Gompanyy  Ld,y 
9  R.P.C.  at  p.  417).     It  may  also  mean  that  there  is  no  utility  in  what  the 

50  Patentee  does.  [Cozbns-Hardy,  /. — I  understand  that  Particular  1  means 
that,  because  in  2  you  specify  certain  respects  in  which  you  allege  that  the 
Patent  will  not  work.]  It  may  be  that  there  is  repetition.  [Cozbns-Hardy,  J. — 
In  that  case  the  Particulars  are  misleading.]  Non-utility  means  that  the  thing 
is  impracticable  {Tolson  v.  Speight  A  SonSy  13  R.P.C.  718).    [GrippSy  Q.C. — 


*  The  trial  of  the  action  is  reported  4  R.P.O.  161. 
t  ATite,  pagre  563, 11.  19  and  20. 
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The  issue   of  utility  would   be  whether  it    produces  a  smelling    substance 
for  perfumery  purposes.]     The  invention  must,  when  put  in  practice  by  a 
competent  man,  do  what  it  professes  to  do.    As  to  Particular  2  (1),  I  shall 
show  that  the  pseudo-ionine  may  not  be  formed  at  all ;   the  directions  are 
not  sufficient  to  insure  it  being  made.    Other  ways  of  making  it  are  now  5 
known.     In  Claim  1,  as  well  as  in  the  body  of  the  Specification,  alkaline  agents 
generally    are    mentioned.     The  directions  are  insufficient  in    this    respect 
Alkaline  agents  will  not  produce  pseudo-ionone  if  used  as  directed,  at  all  events 
not  with  certainty.    Coming  to  Particular  2  (2),  the  body  is  not  one  that  is 
formed  without  any  bye-products,  there  are  other  products  of  condensation.  10 
Then  there  is  also  Particular  2  (3).     [Cozens-Hardy,  J. — That  distinctly  raises 
the  question  of  the  quantity  yielded.]     As  to  Particular  2  (4),  the  evidence 
will  be  that  distilling  by  steam  does  not  assist.     Particular  2  (5)  refers  to  the 
steam  treatment  and  to  the  distillation.    As  to  2  (G),  there  is  no  difference 
really  between  the  terms  purification  and  separation,  because  ionone  is  a  definite  15 
body.    As  to  2  (7),  the  evidence  will  show  that  the  Patentee  must  have  had 
further  information  than  he  gave.     His  duty  was  to  give  full  and  complete 
directions.    Our  witnesses  will  say  that  the  condensation  process  described  may 
produce  a  variety  of  results,  and  any  one  following  it  out  will  get  little,  if  any, 
pseudo-ionone.    With  many  of  the  alkaline  agents  none  would  be  obtained.  20 
One  would  get  condensation  products,  but  they  would  be  other  bodies.     The 
Specification  gives  no  indication  of  the  proper  strength  of  the  condensation  agent. 
One  might  happen  to  use  an  alkaline  agent  which  forms  the  pseudo-ionone  and 
then  destroys  it.    The  Patentee  must  have  known  what  would  succeed.    The  pro- 
duction of  the  pseudo-ionone  is  only  during  the  condensation  process,  what  is  25 
done  afterwards  is  done  to  separate  it.     The  limit  of  138"^  to  155°  is  taken  widely 
to  make  sure  that  one  has  got  the  bodies  between  143°  and  145°.  One  fractionisa- 
tion  only  is  intended.     It  was  well  known  that  separation  by  steam  may  separate 
bodies  that  will  not  separate  by  fractional  distillation.    The  fair  way  of  carrying 
it  out  would  be  to  keep  the  steam  on  until  it  has  carried  off  what  it  will  carry  off  30 
readily.     It  is  desired  to  get  rid  of  any  citral,  and  the  two  indications  that  that  is 
done  would  be,  first,  that  little  is  going  over,  and  secondly,  that  there  is  no 
smell  of  citral.    Volatinisation  by  steam  is  not  a  practical  way  of  getting  the 
pseudo-ionone  ;  it  would  itself  come  over.    Anyone  following  the  Specification 
would  follow  it  very  closely  because  he  would  not  know  what  the  dangers  were.  35 
To  retain  everything  between  140°  and  150°  instead  of  between  143°  and  145°  is 
contrary  to  the  directions  given.     It  is  found  that  the  bulk  comes  over  about 
148°  and  149°,  and  not  much  between  143°  and  145°,  therefore,  if  what  comes 
over  between  140^  and  150®  is  taken,  one  gets  more  of  what  is  not  pseudo- 
ionone  than  one  does  of  pseudo-ionone.     The  latter  is  a  perfectly  definite  body,  40 
and  all  that  is  obtained  between  128°  arid  135°  is  not  pseudo-ionone,  which  was 
what  Professor  Dewar  suggested.    The  effect  of  the  acid  is  to  arrange  the  parts 
of  the  molecule,  so  as  to  turn  pseudo-ionone  into  ionone,  which  has  the  same 
composition.     But  there  are  also  other  isomers  absolutely  different  from  these. 
I  do  not  deny  that  by  the  method  given  in  lines  43-46  if  one  has  the  real  45 
pseudo-ionone,  one  gets  a  conversion,  but  one  gets  other  bodies  besides  ionone. 
The  method  of  purifying  given  in  11.  50  to  52*  fails.     Phenylhydrazine  is  an 
important  purifying  or  separating  agent,  when  it  forms  crystals.    But  with  this 
body  it  does  not  form  these,  and  it  takes  up  all  the  ketones,  all  the  impurities, 
and  leaves  the  thing  no  better  than  before.    Dr.  Liebmann  had  to  use  fractional  50 
distillation  afterwards.    This  is  a  Patent  for  producing  certain  definite  bodies, 
namely  pseudo-ionone  and  ionone  separately.    The  Patentee  gives  particulars 
to  identify  ionone,  and  the  question  is  whether  one  is  told  how  to  get  it 
Claim  1  is  for  a  new  definite  product,  and  the  Patentee  was  bound  to  define  it 


*  Ante,  p.  563,  1.  15  to  1.  18. 
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otherwise  than  by  the  process.  So  in  Claim  2  also  ionone  is  claimed  by  the 
characteristics.  Claim  3  is  for  the  process  for  producing  pseudo-ionone. 
Claim  4  claims  two  methods  of  producing  ionone,  one  is  to  get  it  from  pseudo- 
ionone  directly,  and  the  other  to  get  it  through  the  phenylhydrazine  compounds. 
5  But  neither  method  will  enable  one  to  get  it  separately  than  other  bodies. 

The  following  witnesses  gave  evidence  on  behalf  of  the  Petitioners,  namely, 
Dr.    Passmore^  Dr.    Ziegler,  Dr.    Ostermann^   Professor   SemmUr^  and    Mr. 
Ballantyne. 
At  the  conclusion  of  the  Petitioners'  evidence,  Dr.  Tiemann  was  called  and 

10  Dr.  Liehmann  was  recalled,  and  Dr.  Passmore  was  recalled  on  behalf  of  the 
Petitioners. 

MouUo^i,  Q.C.,  summed  up  the  Petitioners'  case. — I  will  first  deal  with  the 
law  on  this  subject.  The  attack  on  the  validity  of  the  Patent  is  on  the  ground 
that  the  Specification  does  not  contain  sufficient  directions  to  enable  the  public 

15  to  carry  out  the  invention.  It  used  to  be  a  condition  of  the  grant  of  a  Patent 
that  sufficient  directions  should  be  given,  and  the  grant  took  place  subject  to 
conditions  to  be  afterwards  fulfilled ;  now  the  condition  is  the  same,  but  it 
must  be  fulfilled  in  the  Specification.  The  Courts  have  laid  down  that  it  is 
part  of  the  consideration  for  which  a  Patent  is  granted  that  the  public  should 

20  be  put  in  possession  of  the  invention  ;  otherwise  there  would  be  unfairness  to 
the  public.  The  public  must  be  able  to  carry  out  the  invention  by  reason  of 
the  disclosure  in  the  Specification  (i?.  v.  Arkwright^  1  Web.  P.C.  64 ;  Turner  v. 
Winter^  1  Web.  P.C.  77).  It  is  not  necessary  that  the  failure  to  make  discovery 
should  be  intentional.     It  is  not  sufficient  to  give  a  method  which  sometimes 

25  succeeds  and  sometimes  does  not  {Simpson  v.  Hollidaij,  L.R.  1  H.L.  315  ;  also 
Oandy  v.  Reddaivay,  2  R.P.C.  49).  It  is  the  same  thing  for  this  purpose 
whether  a  direction  is  given  which  is  actually  wrong  or  a  necessary  direction 
is  omitted.  If  a  Patentee  has  described  an  invention  in  a  way  covering  many 
alternatives  and  some  of  them  will  not  work,  that  is  fatal  (Kurtz  v.  S2)encey 

^60  5  R.P.C.  at  page  184).  A  Patent  is  not  good  unless  the  directions  given,  if  fairly 
followed,  produce  the  specified  result  {Mimtz  v.  Foster,  2  Web.  P.C.  at  page  J  09). 
If  experiment  be  necessary  for  carrying  out  the  invention,  the  Patent  is  bad. 
In  this  case  the  Patentee  had  at  the  date  of  the  Patent  been  making  on  a  manu- 
facturing scale,  and  therefore  he  could  have  told  the  world  exactly  how  to  do 

35  it.  The  test  is  whether  a  person  to  whom  the  Specification  is  addressed — that 
is,  a  competent  person — can  carry  it  out  by  the  directions  and  without  further 
experiment.  The  Patentee  has  not  given  the  proportions  of  the  alkaline  agent 
nor  the  strength  of  the  solution.  In  the  case  of  hydrate  of  barium  no  directions 
are  given  as  to  proportions.     If  the  test  is  whether  there  would  be  a  doubt  as 

40  to  what  is  meant,  then  there  is  no  question  that  there  is  insufficiency.  The 
Patentee  made  his  process  to  include  the  use  of  all  alkaline  agents,  and  ought 
to  have  taught  the  public  how  to  use  them  all.  The  Patentee  was  in  possession 
of  the  details  necessary  for  carrying  out  the  invention  on  a  manufacturing 
scale.     If  a  Patentee  is  in  possession   of  valuable  information  defining  the 

45  successful  way  of  carrying  out  the  process  and  does  not  put  it  in  his  Specifica- 
tion, he  omits  it  at  his  own  risk.  If  a  competent  chemist  will  not  succeed 
without  it,  it  is  not  open  to  the  Patentee  to  say  that  he  might  have  done  so.  As 
to  the  first  part  of  the  Specification,  it  is  to  get  the  definite  body  pseudo-ionone, 
which  was  then  unknown,  and  it  is  not  like  having  to  get  a  known  body  having 

50  known  properties.  The  evidence  shows  that  there  are  not  sufficient  directions 
as  to  the  strength  of  the  alkali,  and  it  is  to  be  noticed  that  one  is  told  that 
pseudo-ionone  is  readily  decomposable  by  alkalies.  Repeated  experiments  are 
necessary,  and  even  then  those  made  by  our  witnesses  were  unsuccessful.  Dr. 
Z'mjUr  made  more  than  50  unsuccessful  experiments.     In  his  evidence  he  gave 

55  in  detail  three  later  experiments.  [The  results  of  experiments  were  then 
referred  to.]  The  evidence  shows  that  there  is  at  least  one  other  condensation 
product,  and  that  this  product  boils  about  150''  and  is  far  more*  stable  than 
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pseudo-ionone.  It  is  found  continually  in  our  experiments.  There  are  no 
directions  given  to  enable  one  to  avoid  the  pitfalls  on  either  side.  Dr.  Pa^more 
tried  to  get  pseudo-ionone  for  a  special  purpose  for  which  he  wanted  it,  and 
failed.  Dr.  Tiemann  said  that  one  could  get  50  per  cent.  \_Muntz  v.  Foster 
was  again  referred  to.]  On  the  Respondents'  own  evidence  our  witnesses  were  5 
right  in  using  only  one  fractional  distillation  between  138^  and  155*".  We 
found  that  when  the  steam  was  used  all  the  product  went  over.  Pseudo-ionone 
is  now  known  to  be  decomposable  by  steam.  We  found  that  in  distilling  the 
bulk  of  the  product  went  over  between  145^  and  ISS"",  and  this  is  the  body 
which  constantly  came  up  and  which  is  not  pseudo-ionone.  This  other  body  is  10 
convertible  by  stronger  acids  into  a  body  giving  a  violet  scent  having  other 
characteristics  than  pseudo-ionone.  Referring  to  Dr.  Ziegler's  third  experiment 
and  the  distilling  by  steam,  "  readily  "  does  not  mean  quickly  ;  it  means  without 
technical  difiBculty.  Failure  in  the  distilling  by  steam  would  lead  one  to  think 
that  it  was  the  condensation  product  that  was  wrong.  If  the  Specification  15 
is  adhered  to  nothing  is  obtained,  and  if  it  be  departed  from  only  a  small 
percentage  is  got,  and  one  does  not  know  whether  that  is  the  right  result 
or  not.  Mr.  Ballantyne  says  it  was  not  pseudo-ionone  because  when  the 
conversion  process  was  applied  it  did  not  produce  ionone.  Even  if  one  experi- 
ment out  of  four  was  successful,  it  would  not  have  damaged  our  case.  There  20 
may  be  conditions  of  success,  but  the  essentials  for  success  are  not  given. 
It  is  clear  from  these  experiments  that  one  may  follow  out  the  Specification  and 
get  no  result  at  all ;  we  have  distilled  so  little  that  no  one  could  make  any 
objection.  Then  as  to  the  fractionating.  If  one  takes  the  fraction  between 
143°  and  145°  and.refractionate  that  one  gets  increased  purity  but  less  quantity.  25 
Another  form  of  refractionating  is  to  take  the  parts  above  and  below  that  were 
rejected  before  and  refractionate  them,  and  by  that  method  the  yield  is  increased 
but  not  the  purity.  The  Respondents'  witnesses  took  the  fraction  from  140°  to 
150^  and  did  not  refractionate.  Any  one  reading  the  Specification  would 
interpret  fractional  distillation  in  the  same  way  in  the  second  reference  to  it  30* 
as  in  the  first ;  one  distillation  only  is  intended.  [Dr.  Passmore's  and  Dr. 
Ostermann^s  experiments  were  then  referred  to,  and  some  further  questions 
were  put  to  the  latter  by  the  learned  Judge.]  Assuming  that  there  was  one 
partial  success  in  our  experiments  that  makes  no  difference.  How  are  all  the 
failures  to  be  accounted  for  ?  There  is  no  suggestion  that  proper  proportions  35 
were  not  taken,  or  that  the  shaking  was  not  continued  long  enough  ;  so  far  as 
the  condensation  is  concerned  no  fault  is  found  with  what  we  did.  In  many  of 
our  experiments  there  was  no  steam  distillation  at  all  and  yet  they  failed.  The 
Respondents  in  no  way  account  for  our  failures.  We  tried  the  steaming  in 
various  ways ;  if  some  special  amount  of  steam  distillation  was  needed  it  ought  40 
to  have  been  stated.  To  put  forward  success  by  the  Respondents'  witnesses  is 
no  answer  to  my  case  ;  but  what  is  that  alleged  success  ?  [The  experiments  of 
Professor  Dewar  and  Dr.  Liebmann  were  referred  to.]  Instead  of  taking 
the  fraction  from  143°  to  145°,  they  collect  from  140°  to  150°,  just  covering 
the  constant  body  which  all  our  experiments  bring  forward.  The  departure  45 
from  the  Specification  is  a  material  one.  The  answer  to  the  Paris  experi- 
ment of  Dr.  Liebmann  is  that  he  did  not  start  with  citral.  Dr.  Passmore 
said  that  he  thought  it  was  fractionated  lemon  grass  oil.  What  was  used 
was  not  pure  citral,  nor  was  it  what  was  known  as  commercial  citral  in 
1893.  As  to  the  purification  by  phenylhydrazine.  Dr.  Passmore  said  that  what  50 
he  got  was  worse  than  what  he  started  with.  The  process  which  will  purify 
can  be  carried  on  with  acids,  but  if  one  is  only  told  to  do  the  decomposition, 
one  does  not  do  it  in  the  way  that  produces  that  result.  Until  Professor 
Tiemann  gave  his  explanation,  no  one  on  either  side  knew  what  was  meant. 
As  to  Dr.  Tiemann's  evidence,  he  says  that  he  got,  as  a  rule,  a  50  per  cent  55 
yield ;  but  if  ho  left  the  public  in  a  position  to  get  only  a  quarter  per  cent 
yield  the  Patent  would  be  bad,  even  although  such  a  yield  might  be  worth 
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getting  if  it  were  the  best.  Dr.  Tiemann  denies  that  there  are  two  condensation 
products,  but  this  is  contrary  to  the  evidence.  There  is  evidence  of  a  body  got 
above  145** — at  about  149**.  As  to  what  Dr.  Tiemann  said  about  a  technical 
boiling  point,  all  bodies  of  this  kind  are  identified  partly  by  the  boiling  point. 
5  The  boiling  point,  the  specific  gravity,  and  the  refractive  index  are  the  constants 
by  which  they  are  identified.  The  testimony  of  four  chemists  is  that  there  is 
a  product  of  condensation  with  a  higher  boiling  point,  and  not  convertible  by 
the  process  given.  In  7%e  Badiscke  Anilin  und  Soda  Fahrik  v.  Levinstein^ 
4  R.P.C.  449,  the  objection  was  that  the  Patentee  did  not  point  out  which  was 
10  the  best  among  his  discoveries ;  in  the  present  case  it  is  that  he  did  not  show 
how  to  get  his  two  successive  products.  Tiemann^s  Patent  was  for  getting  two 
definite  products ;  in  the  case  referred  to  the  Patent  was  for  a  whole  group  of 
products. 

CrippSf  Q.C.,  replied. — First,  there  is  no  difficulty  as  to  the  principles  of  law 
15  which  apply  to  this  case.    Secondly,  after  Dr.  Tiemanh*8  evidence,  there  is  no 
doubt  that  he  did  disclose  all  that  he  knew.    The  Petitioners  put  their  case  as 
high  as  this,  that  pseudo-ionone  cannot  be  produced  in  the  presence  of  water, 
but  the  evidence  is  that  it  has  been  produced  on  a  large  scale  in  the  presence  of 
water.    There  is  no  suggestion  of  the  kind  in  the  Particulars.     One  must  look 
20  at  what  the  Patentee  purports  to  disclose,  and  one  finds  that  in  the  title  of  the 
Patent,   namely,    a  manufacture    of   new    chemical    substances    suitable  for 
perfumery.    [The  Specification  was  referred  to.]     Assuming  that  chemically 
pure  citral  is  what  the  Patentee  meant,  the  experiments  of  Professor  Dewar  and 
Dr.  Liebmann  were  carried  out  with  that,  as  also  the  experiments  of  Dr.  Tiemann 
25  in  1893.    When  working  commercially  it  is  not  worth  while  to  use  it  pure,  but 
we  say  that  the  pure  citral  is  the  best.    The  evidence  is  that  hydrate  of  barium 
is  the  best  of  the  alkaline  agents  for  the  purpose,  and  Dr.  Tiemann  disclosed 
that.    Subject  to  the  point  whether  all  alkaline  agents  work,  there  is  always 
a    good   yield    of    a    condensation    product   which    comes    over    between 
30  138"^   and    155^      That    is    pseudo-ionone.      At    that    point    the    stuff    is 
produced,  the  rest  is  purification.      In  every  case  the  Petitioners'  witnesses 
got    it,    and    got    about    the    same    percentage.      They,    however,    drove 
everything  off  by  a  current  of  steam  although  they  knew  that  they  had  only 
to  get  rid  of  impurities,  and  although  they  are  told  to  separate  them  in  a  current 
35  of  steam  which  readily  carried  them  off.    There  are  three  bodies,  acetone  which 
boils  at  56**,  citral  at  about  UOf  to  112**,  and  that  which  it  is  desired  to  retain  which 
boils  at  about  140®.    No  one  fairly  wishing  to  produce  the  result  would  steam 
from  eight  to  thirteen  hours  and  send  everything  over.   The  Petitioners'  witnesses 
did  not  do  what  the  Specification  told  them  to  do.    Ooming  to  the  next  part  of 
40  the  Specification,  from  143°  to  145°  is  what  Dr.  Tiemann  called  the  technical 
boiling  point,  but  it  can  actually  be  worked  to  commercially.    Pseudo-ionone  is 
what  comes  off  between  138°  and  155° ;  that  between  143°  and  145°  is  the 
technically  pure  pseudo-ionone.     If  persons  made  ionone  from  the  stuff  got 
between  138°  and  155°  they  would  infringe.    With  small  quantities  it  is  difficult 
45  to  fractionate  at  the  exact  point,  but  there  is  no  difficulty  commercially.    If  the 
technical  boiling  point  be  kept,  it  is  more  likely  to  be  got  free  from  impurity. 
Even  if  the  technical  boiling  point  had  been  wrong,  that  would  not  have  affected 
the  validity  of  the  Patent.     The  Petitioners  got  a  large  amount  of  our  stuff 
just  over   145°,  and  if   this  were  an  action  for  infringement  that  would  be 
50  infringing.     [Cozens-Hardy,  J. — Is  not  pseudo-ionone  that  portion  of  the 
stuff  passing  over  between  138°  and  155^,  which  under  certain  pressure  boils  at 
from  143*^  to  145°  ?]     I  submit  not.     Professor  Dewar  and  Dr.  Liehmxinn  said 
that  it  is  not  fair  in  small  quantities,  as  in  laboratory  experiments,  to  keep  to 
143°  to  145°.    There  is  not  a  sufficient  body  of  stuff.    The  temperature  jumps  up 
55  very  quickly.     Experiments  made  with  very  small  quantities  are  not  the  true 
test ;  but  Dr.  Liebmann  in  the  Paris  experiment  took  the  stuff  between  143° 
and  145°.    The  Respondents  say  that  their  stuff  produces  ionone  if  one  applies 
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the  proceas  of  conversion  to  it.    The  Petitioners  wish  to  question  the  conversion 
process  another  way  by  saying  that  the  stuff  does  not  convert  and  therefore  is 
not  pseudo-ionone.    They  do  not  say  in  their  Particulars  of  Objections  that  when 
one  gets  the  stuff  between  143°  and  145°  the  conversion  process  into  ionone 
is  not  correctly  described.     [Cozbns-Hardy,  /. — They  say  that  if  your  first  5 
process  is  right  your  second  is  right.]     They  are  saying  that  when  they  get  to  a 
certain  point  in  the  Specification  and  apply  the  conversion  process  they  do  not 
get  ionone.      They  are  trying  to  question  the  conversion  process  indirectly. 
The  next  point  raised  is  on  the  purification  by  means  of  phenylhydrazine.    It 
is  said  that  you  cannot  purify  or  separate  by  it.     But  the  discovery  is  that  with  10 
the  acid  treatment  the  phenylhydrazine  is  driven  off  and  the  pseudo-ionone  in 
the  phenylhydrazine  is  converted  into  ionone.     [The  Claims  were  then  referred 
to.]     Coming  to  the  Particulars  of  Objections,  utility  cannot  be  questioned.    As 
to  2  (7)  Dr.  Tiemann  disclosed  all  that  he  knew.     He  found  that  all  the  alkaline 
agents  would  do,  but  hydrate  of  barium  was  the  best,  and  that  he  stated,  and  15 
years  of  use  have  shown  that  it  is  the  best.    There  has  been  no  difficulty  as  to  the 
strength  of  the  solutions.    There  was  no  obligation  to  say  that  the  carbonates 
would  not  do  as  well  as  the  others.     [Cozbns-Hardy,  J, — If  Dr.  Tieinann 
knew  that  the  condensation  process  by  means  of  phenylhydrazine  would  only 
work  with  the  use  of  stronger  acids,  ought  he  not  to  have  said  so  ?]     The  20 
chemist  has  only  to  use  a  sufficient  acid  to  get  rid  of  the  phenylhydrazine. 
That  part  is  not  really  attacked.     As  to  Particular  2  (1)  no  one  found  any 
difficulty  in  working  it  through.    As  to  2  (2),  except  as  to  the  carbonates  of 
soda  and  potassium,  there  is  no  question  as  to  proportions  ;  bat  temperditure  is 
to  be  normal.    2  (3)  is  the  alkali  question  over  again.    2  (4)  is  principally  a  25 
question  of  construction,  and  2  (5)  refers  to  the  same  thing.     In  2  (6)  there  is 
no  question  raised  of  the  conversion  into  ionone.     I  now  go  to  the  experiments. 
The  witnesses  for  the  Petitioners  found  no  difficulty  in  getting  a  condensation 
product,  except  when  carbonate  of  soda  was  used.     [The  experiments  were 
then  discussed  in  detail.]     In  Mr.  Ballantyne^s  experiments,  where  the  matter  30 
is  carried  through,  a  result  is  got  in  all  cases ;  the  material  between  143"  and 
145°  is  got,  and  that  is  the  real  point,  because  the  process  of  conversion  into 
ionone  is  not  here  in  question.     As  to  Dr.  Ost&nnann's  experiment  5,  if  it 
shows  anything,  it  shows  that  he  did  not  get  conversion  into  ionone,  but  that 
is  admitted  here  to  be  satisfactory.      The  Petitioners  cannot,  under  plea  of  35 
using  it  as  a  test  for  pseudo-ionone,  show  that  conversion  does  not  take  place. 
In  experiment  6  there  was  complete  success  even  without  steam.  As  to  the  carbo- 
nates, chemists  would  know  that  when  they  are  used  the  condensation  process 
would  take  longer.    In  experiment  12  there  was  a  splendid  yield.    If  the  Specifi- 
cation sufficiently  describes  to  the  public  how  to  get  pseudo-ionone — that  is,  to  40 
get  off  the  stuff  between  143°  and  145° — then  on  the  Particulars  of  Objections, 
the  Petitioners  do  not  deny  that  one  can  get  ionone,  subject  to  the  point  as  to 
the  phenylhydrazine.     [Cozbns-Hardy,  J. — Supposing  only  a  few  of  some 
40  or  50  experiments  of  the  Petitioners'  witnesses  succeed,  is  that  enough  ?] 
Here  the  commercial  test  must  be  applied  ;  the  laboratory  tests  are  only  an  aid.  45 
The  system  has  been  working  as  a  commercial  success  for  six  years.    It  is 
alleged  that  one  cannot  get  pseudo-ionone  in  the  presence  of  water.    It  is  not 
denied  that  there  is  some  result  got  between  143°  and  145°,  but  it  is  said  that, 
applying  the  conversion  process,  one  does  not  get  ionone.    [Dr.  7Hemanh*8 
evidence  was  then  referred  to.]     In  all  the  experiments  of  the  Petitioners'  50 
witnesses  either  they  blew  all  the  stuff  over  by  steam,  or,  if  they  did  not  stop 
there,  they  could  not  go  on  only  with  what  they  got  between  143°  and  145°,  but 
mixed  it  with  other  fractions  above  or  below,  except  in  one  instance,  and  in  that 
case  they  succeeded.    The  evidence  on  our  side  is  that  with  small  quantities  it 
is  difficult  to  get  the  exact  fractions,  the  temperature  rises  very  quickly,  but  as  a  55 
commercial  matter  it  is  being  Avorked.     Dr.  Ttemann\s  evidence  was  in  effect 
that  with  small  quantities  it  is  impossible  to  be  so  exact  as  regards  the  fractious 
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at  which  yon  take  yonr  boiling  point.  [Professor  Dewar*s  evidence  was  also 
referred  to.]  The  largest  result  given  by  any  of  their  experiments  is  getting 
between  143°  and  145°,  20  per  cent,  of  the  original  citral.  [Cozkns-Hardy,  J. — 
Dr.  Ttemann  said  that  at  the  date  of  his  Patent  he  could  produce  80  per  cent.] 
5  Not  less  than  40  per  cent.  The  Petitioners'  witnesses  have  not  worked  on  a 
commercial  scale,  and  besides  that  Dr.  Tiemann  had  been  at  work  for  twelve 
years.  He  gives  the  best  way  of  doing  it — that  is,  with  hydrate  of  barium. 
As  to  the  purification  by  means  of  phenylhydrazine,  you  get  the  phenyl- 
hydrazine  of  ionone  and  the  phenylhydrazine  with  some  pseudo-ionone  in  it ; 

10  then  by  the  action  of  acid  you  get  the  conversion,  or  decomposition,  or  trans- 
ference from  the  pseudo-ionone  into  the  ionone.  [^Astbury^  Q.C. — ^The  point 
which  we  take  is  that  the  Specification  is  not  clear  in  saying  that  in  order  to 
purify  one  must  first  convert,]  Referring  to  Tlie  Badische  Anilin  und  Soda 
Fahrik  v.  Levinstein  (24  Ch.  D.  at  page  156),  pseudo-ionone  and  ionone  are 

15  here  definite  chemical  constants,  but  what  they  are  is  only  to  be  found  in  the 
Specification  ;  one  cannot  look  outside  of  that.    Pea7*8on,  J.,  said  that  one  must 
carry  one's  mind  back  to  the  time  when  disclosure  was  made  to  the  public.     It 
is  said  for  the  Petitioners  that  it  is  sufficient,  in  order  to  discharge  the  onus  on 
I  them,  to  throw  a  doubt  by  showing  that  competent  chemists  find  a  difficulty  in 

\  20  working  through  the  process.    The  case  quoted  shows  that  that  is  not  sufficient, 

j  and  Pearson^  J.,  was  upheld  by  the  House  of  Lords  (4  R.P.C.  449  ;  L.R.  12  App. 

Cas.  711).  Taking  the  subdivisions  of  the  second  of  the  Particulars  of  Objections, 
the  answer  to  the  first  is  that  a  condensation  product  is  obtained  in  substantial 
amounts,  and  pseudo-ionone  in  1893  was  the  condensation  product  procured 

25  after  purification.  As  to  the  second,  the  directions  given  are  the  only  ones  that 
could  be  given  in  dealing  with  such  a  wide  Patent.  As  to  the  third,  as  regards 
some  of  the  weaker  alkaline  agents,  one  has  to  shake  for  a  much  longer  time. 
With  regard  to  the  fourth,  the  direction  is  clearly  for  a  little  cleansing  by 
steam  ;  it  is  unfair  to  steam  for  10  or  13  hours.    The  answer  to  the  fifth  is  that, 

30  according  to  the  evidence,  a  system  is  described  by  which  any  chemist  can  get 
over  the  stuff  boiling  at  a  point  between  143°  and  145°.    As  to  the  sixth,  that 
has  now  been  explained  away ;  and  as  to  the  seventh,  it  cannot  be  suggested 
after  Dr.  Tiemann^s  evidence. 
Judgment  was  reserved  and  delivered  on  August  3rd  1899. 

35  Cozbns-Hardy,  J. — This  is  an  application  by  Petition  for  revocation  of  a 
Patent  granted  in  1893  to  Dr.  Tiemann^  of  Berlin.  The  proceedings  are 
regulated  by  Section  26  of  the  Patents  Act,  1883.  Under  that  section  the 
Petitioner  must  deliver  with  the  Petition  Particulars  of  the  Objections  on  which 
he  means  to  rely,  and  no  evidence  can,  except  by  leave  of  the  Court  or  Judge, 

40  be  admitted  in  proof  of  any  objection  of  which  Particulars  are  not  so  delivered. 
There  is  a  remarkable  provision  that  the  Respondent  is  entitled  to  begin,  and  to 
give  evidence  in  support  of  the  Patent.  This  procedure,  which  is  very  unusual, 
seems  to  me  to  be  highly  inconvenient,  for  the  Patentee  can  scarcely  be  expected 
to  know  the  full  case  against  him  until  the  Petitioner's  evidence  has  been  given, 

•45  and  in  the  present  case  the  most  important  evidence  in  support  of  the  Patent 
was  given  in  reply.  I  doubt  whether  the  case  would  have  occupied  so  much  of 
the  public  time  if  the  Petitioners  had,  in  the  first  instance,  put  forward  their 
case  attacking  the  Patent,  and  left  the  Respondents  to  meet  that  evidence  as 
best  they  could. 

50  The  Patent  is  one  for  the  manufacture  of  new  chemical  substances  suitable 
for  perfumery,  confectionery,  and  the  like.  It  is  a  Patent  for  two  chemical 
products,  the  existence  of  which  was  discovered  by  Dr.  Tiemann^  and  which 
are  called  by  him  pseudo-ionone  and  ionone,  the  former  being,  in  itself,  of  no 
value  except  as  a  material  from  which  the  second,  ionone,  can  be  obtained. 

55  Ionone  itself  is  a  very  valuable  article,  having  a  beautiful  violet  odour,  and  the 
invention  is  undoubtedly  useful.  The  Patent  also  claims  two  processes,  viz., 
the  process  descrij^ed  for  the  production  of  pseudo-ionone,  and  also  the  process 
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for  the  subsequent  production  of  ionone ;  and  the  question  which  I  have  to 
decide  is  whether,  having  regard  to  the  Particulars  of  Objections,  the  Patent  is 
wholly  bad.  No  question  of  infringement  is,  or  can  be,  raised  on  a  Petition  of 
this  nature. 

Before  considering  the  objections  it  is  necessary  carefully  to  go  through  5 
almost  every  word  of  the  Specification,  and  to  state  my  view  as  to  its  true 
construction.      The  Specification  begins  as  follows : — *'  I  have  found  that  a 
"  mixture  of  citral  and  acetone,  if  it  is  subjected  in  the  presence  of  water  for  a 
"  sufficiently   long  time  to  the  action  of  hydrates  of  alkaline  earths,  or  of 
'^  hydrates  of  alkali  metals,  or  of  other  alkaline  agents,  is  condensed  to  a  ketone  10 
"of    the    formula   CigHaoO.    This  substance,  which   I  term  ' pseudo-ionone,' 
"  may  be  produced,  for  instance,  in  shaking  together  for  several  days  equal 
"  parts  of  citral  and  acetone  with  a  solution  of  hydrate  of  barium,  and  in 
"  dissolving  the  products  of  this  reaction  in  ether."    I  may  observe  that  citral 
and  acetone  were  substances   well  known  in  1893,  and  that  the  process  of  15 
condensation  was  also  well  known.      There  is   apparently  no  difficulty  in 
construing  this  part  of  the  Specification,  but  I  may  observe,  in  passing,  that  there 
is  no  indication  of  the  time  required,  or  of  the  precise  strength  of  the  solution 
which  is  desired.    The  Specification  proceeds  as  follows : — "  The  residue  of 
"  the  ether  solution  is  fractionally  distilled  under  a  reduced  pressure,  and  the  20 
*'  fraction  is  collected  which  boils,  under  a  reduced  pressure  of  12  m.m.,  at  a 
"  temperature  of  from  138°  to  155°  Centigrade,  and  from  it  the  unattacked  citral 
"  and  unchanged  acetone  and  volatile  products  of  condensation  of  acetone  by 
"  itself  are  separated  in  a  current  of  steam,  which  rapidly  carries  off  these 
"  bodies."    I  think  the  first  part  of  this  sentence  describes  a  well-known  process  25 
of  distillation  which  is  perfectly  intelligible  to  a  skilled  chemist.    The  direction 
for  the  application  of  a  current  of  steam  for  the  purpose  of  separating  the 
unattacked  citral  and  unchanged  acetone,  and  other  volatile  products,  also 
describes  a  well-known  process.    The  Specification  then  proceeds  as  follows : — 
"  The  product  of  condensation  remaining  in  the  distilling  apparatus  is  purified  30 
"  by  the  fractional  distillation  in  vacuo.    Under  a  pressure  of  12  m.m.  a  liquid 
"  distills  off  at  a  temperature  of  from  143°  to  145°  Centigrade.    This  product  of 
"  condensation  of  citral  with  acetone,  which  I  term  pseudo-ionone,  is  a  ketone 
"  readily  decomposable  by  the  action  of  alkalies.     Its  formula  is  CuH„0,  its 
"  index  of  refraction  is  n  D=l,527,  and  its  specific  weight  0,904."     I  think  35 
"  pseudo-ionone,"  as  used  in  the  Specification,  is  a  definite  chemical  substance 
possessing  the  characteristics  stated  in  the  Specification,  and  distilled  at  from 
143°  to  145°.     I  do  not  agree  with  the  contention  that  everything  coming  off 
between  138°  and  155°  is  pseudo-ionone  within  the  meaning  of  the  Patent,  nor 
do  I  agree  with  the  contention  that  everything  coming  off  between  143°  and  145**  40 
is  necessarily  pseudo-ionone.    I  think  it  is  necessary,  in  order  to  satisfy  the 
Patent,  that  pseudo-ionone  should,  when  subjected  to  a  subsequent  process, 
produce  ionone.    The  Specification  then  proceeds  as  follows: — "The  pseudo« 
*'  ionone  has  a  peculiar  but  not  very  pronounced  odour.     It  does  not  combine 
"  with  bi-sulphite  of  sodium  as  most  of  the  ketones  of  the  higher  series,  but  45 
"  in  other  respects  it  possesses  the  ordinary  characteristic  properties  of  the 
"  ketones,  forming  in  particular  products  of  condensation  with  phenylhydrazine, 
"  hydroxylamine,  and  other  substituted  ammonias."    No  question  arises  on  this 
part  of  the  Specification.     The  Specification  proceeds  : — "  Although  the  odour 
"  of  the  pseudo-ionone  does  not  appear  to  render  it  of  great  importance  for  its  50 
"  direct  use  in  perfumery,  it  is  capable  of  serving  as  raw  material  for  the 
"  production  of  perfumes,  the  pseudo-ionone  being  converted  by  the  action  of 
"  dilute  acids  into  an  isomeric  ketone,  which  I  term  *  ionone,'  and  which  has 
"  most  valuable  properties  for  perfumery  purposes.    This  conversion  may  be 
"  effected,  for  example,  by  heating  for  several  hours  in  an  oil  bath  20  parts  of  55 
"  pseudo-ionone  with  100  parts  of  water,  2'5  parts  of  sulphuric  acid,  and  100  parts 
*'  of  glycerine,  to  the  boiling  point  of  the  mixture.    The  product  resulting  from 
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**  this  reaction  is  dissolved  in  ether,  the  latter  is  evaporated,  and  the  residue 
"  subjected  to  the  fractional  distillation  in  vacuo.  The  fraction  distilling  under 
"  a  pressure  of  12  m.m.  at  a  temperature  of  from  125°  to  135°  Centigrade,  is 
"  collected."  I  pass  on  now  to  page  3,  line  2,  which  is  as  follows  : — "  The  pure 
5  "  ionone  corresponds  to  the  formula  C13H20O  ;  it  boils  under  a  pressure  of  12  m.m. 
"  at  a  temperature  of  about  128°  Centigrade  5  its  specific  weight  is  0,935  ;  and  its 
"  index  of  refraction  n  D  =«  1,507.  The  ionone  has  a  fresh  flower  perfume 
"  recalling  that  of  violets  and  wines,  and  it  is  peculiarly  suitable  for  being 
"  used  in  perfumery,  confectionery,  and  distillery."     In  my  view  there  is  a 

10  definite  chemical  product  having  these  special  characteristics  and  it  is  not 
enough  to  say  that  a  certain  substance  is  produced  between  125°  and  135°, 
unless  that  substance  possesses  the  special  characteristics  mentioned  in  the 
Specification.  Returning  to  page  2,  line  50,  the  Specification  proceeds  as 
follows : — **  This  product  may  be  still  further  purified  by  converting  it  by 

15  '^  means  of  phenylhydrazine,  or  other  substituted  ammonias,  into  a  ketone 
^^  condensation  product  decomposable  under  the  action  of  dilute  acids."  In 
substance,  I  think  that,  according  to  the  true  construction  of  the  Specification, 
the  Patentee  claims  two  new  chemical  products  linked  together  in  this  sense, 
that  the  first  is  the  means  by  which  the  second  is  produced  ;  and,  further,  that 

20  the  best  mode  of  proving  the  existence  of  the  first  of  these  products,  and  the 
only  mode  known  in  1893,  is  to  see  whether,  by  the  application  of  the 
undisputed  conversion  process,  the  second  product  is  forthcoming. 

The  Objections  to  which  alone  I  need  refer  are  as  follows : — [The  learned 
Judge  then  read  the  second  of  the  Particulars  of  Objections.*] 

25  I  think  the  fair  meaning  of  these  Objections,  put  shortly,  is  (a)  that  the 
process  for  the  production  of  pseudo-ionone  is  insufficiently  described,  and  (h) 
that  as  described  it  will  not  work,  and,  moreover,  that  although  it  is  not 
disputed  that  if  pseudo-ionone  is  produced,  the  conversion  process  will  suffice 
to    turn    it    into    ionone    mixed   with  certain  other  products,    yet  that  the 

30  purification  process  described  at  page  1,  lines  50  to  52,  will  not  work.t 

As  to  the  legal  principles  applicable  to  a  case  of  this  nature,  there  is  not 
much  doubt,  though  it  is  often  difficult,  and  in  the  present  case  I  have  found  it 
very  difficult,  to  apply  those  principles.  A  chemical  patent  is  addressed  to 
skilled  chemists.    It  is  not  good  unless  the  directions  given,  if  fairly  followed 

35  by  a  competent  chemist^  produce  the  promised  result.  He  must  not  be  left  in 
the  dark  and  forced  to  make  fresh  experiments  to  discover  what  is  the  real 
invention.  The  Patentee  must  honestly  disclose  everything  necessary  for  the 
easy  and  certain  procurement  of  the  commodity  for  which  the  Patent  is  granted. 
The  Patent  must  be  interpreted  according  to  the  state  of  chemical  knowledge  at 

40  its  date,  and  not  according  to  the  state  of  chemical  knowledge  when  the  validity 
of  the  Patent  is  litigated. 

Now,  I  have  had  before  me  a  number  of  chemists  of  the  greatest  eminence, 
some  of  whom  boldly  say,  following  the  directions  of  the  Specification,  they 
have  been  unable  to  produce  ionone,  whereas  others  say  that  it  can  be  produced 

45  with  ease  by  skilled  chemists  following  the  lines  of  the  Specification,  and 
further  that  ionone  is  in  fact  produced  on  a  commercial  scale  by  means  of  the 
process  described  in  the  Specification. 

First  of  all,  I  will  deal  with  the  evidence  of  the  Petitioners,  who  are  attacking 
the  Patent.    Their  experiments  seem  to  me  to  be,  with  scarcely  an  exception, 

50  afEected  by  one  fundamental  error.  The  statement  that  unattacked  citral  and 
unchanged  acetone  are  **  separated  "  in  a  current  of  steam  which  "  readily  " 
carries  off  these  bodies  is  taken  by  them  as  a  direction  that  the  steaming  should 
be  continued  for  many  hours  until  some  definite  point  could  be  arrived  at, 

*  Ante,  p.  564, 1.  12  to  1.  88. 
t  AwU^  p.  563,  L  16  to  1. 18. 
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either  by  some  change  in  the  thermometer  or  by  the  cessation  of  the  smell  of 
citrai,  which  would  induce  chemists  to  think  that  the  same  had  been  carried  on 
long  enough,  and  they  have  accordingly  steamed  so  long  that  they  have  carried 
over  the  whole  product  and  left  no  residue  to  which  the  subsequent  processes 
could  be  applied.  The  truth  seems  to  be  that,  until  a  recent  discovery  by  Dr.  5 
Passmore^  it  was  not  known  that  the  pseudo-ionone  contained  in  the  liquid  to 
which  the  steam  is  applied  is  decomposed  by  steam.  The  result  is  that  the 
undue  prolongation  of  the  steaming  has  a  positively  prejudicial  effect  upon  the 
liquid.  I  do  not  think,  as  a  matter  of  construction,  that  this  is  involved  in  the 
Specification.  To  "separate"  products  which  are  said  to  be  "  readily"  carried  off  10 
does  not  seem  to  me,  as  a  lawyer  devoid  of  chemical  knowledge,  to  be  equivalent 
to  a  distillation  by  steam  until  the  whole  matter  is  gone  over.  There  had  been 
a  previous  distillation,  and  the  separation  of  remaining  foreign  matters  is  a 
slight  cleansing  or  washing  with  steam.  The  truth  is  that  the  steaming  is  only 
needed  for  a  very  short  period,  to  be  reckoned  by  minutes  rather  than  by  hours,  15 
and  that  the  slight  traces  of  unattacked  citrai  and  other  matters  mentioned 
are  thus  readily  got  rid  of.  The  steam  may  be  at  the  ordinary  pressure,  and 
produced  from  a  kettle.  The  question  which  has  caused  me  the  greatest 
difficulty  has  been  this  :  Am  I  justified  in  putting  my  own  interpretation  upon 
this  part  of  the  Specification,  fortified  as  it  is  by  the  evidence  of  Dr.  Tiemann  20 
and  his  witnesses,  against  the  interpretation  put  upon  it  by  the  chemists  called 
by  the  Petitioners  ?  Can  I  say  that  the  steaming  direction  is  sufficiently  clear 
when  such  chemists  as  Dr.  Passmore^  Dr.  ZiegleVy  Dr.  Ostermann^  and  Mr. 
Ballantyne  failed  to  understand  it  ?  I  have  carefully  read  all  the  evidence  on 
this  critical  and  vital  point.  To  refer  to  it  in  detail  would  occupy  much  time  25 
and  serve  no  useful  purpose.  It  is  enough  for  me  to  say  that  I  think  the 
evidence  on  the  part  of  the  Respondents  on  this  point  is  the  more  trustworthy, 
and  that  a  competent  chemist,  knowing  the  boiling  point  of  citrai  and  acetone, 
with  the  Specification  before  him,  and  desiring  in  good  faith  to  work  according 
to  the  Specification,  would  reasonably  assume  that  the  current  of  steam  need  30 
not  be,  and  ought  not  to  be,  applied  for  any  length  of  time. 

The  Petitioners  also  say  that  some  of  the  alkaline  agents  of  the  class 
mentioned  in  the  Specification  will  not  work.  This,  however,  is  a  matter  of 
evidence,  and  upon  the  whole  I  am  satisfied  that,  although  they  do  not  all 
produce  equally  good  results,  and  some  require  a  greater  time  than  others,  yet  35 
there  is  no  ordinary  alkaline  agent  of  the  class  specified  which  is  incapable  of 
producing  some  condensation.  I  also  think  that  hydrate  of  barium,  which 
is  mentioned  by  the  Patentee,  is  the  best  alkaline  agent.  The  Petitioners' 
witnesses  also  say  that  the  purification  process  by  means  of  phenylhydrazine 
has  no  effect  whatever  either  for  good  or  for  bad ;  but  on  this  point  the  40 
evidence  of  Dr.  Tiemann  has  satisfied  me  that  the  Petitioners  are  wrong,  and 
that  the  purification  process  described  in  the  Patent  will  produce  beneficial 
results. 

The  witnesses  in  support  of  the  Patent  are  three — ^Professor  Dewar^  Dr. 
Liebmanny  and  Dr.  Tiemann.    The  two  former  have  made  experiments  to  which  45 
I  am  unable  to  attach  very  great  weight,  because,  for  some  reason  which  I 
cannot  comprehend,  they   deliberately  abstained  from   distilling  within  the 
narrow  limits  between  143'*  and  145°,  and  took  much  wider  limits  of,  speaking 
roughly,  140""  to  150°,  and  their  evidence  only  goes  to  show  that  the  substance 
distilled  off  within  these  limits  will  ultimately  produce  ionone.    But  there  is  50 
some  reason  to  suppose  that  an  important  product  exists  which  distils  off,  not 
between  143°  and  145°,  but  between  148°  and  150°,  and  it  may  well  be  that  this 
substance  is  not  pseudo-ionone,  within  what  I  hold  to  be  the  meaning  of  that 
term  in  the  Patent.    A  further  experiment  was  made  by  Dr.  Liebmatm  in 
Paris  in  which  the  limits  of  143°  and  145°  were  adhered  to,  but  ii  is  unfortunate  55 
that  he  did  not  then  use  pure  citrai  such  as  he  had  used  in  the  experiments 
made  by  him  and  Professor  Dewar^  but  used  a  compound  which  is  proved  to 
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contain  about  10  per  cent,  of  a  foreign  substance  said  to  have  no  effect  upon  the 
condensation  process.  This  may  or  may  not  be,  but,  although  I  do  not  put 
aside  the  Paris  experiments,  I  do  not  think  they  deserve  the  same  consideration 
as  the  clear  and  distinct  evidence  of  Dr.  Tiemann.  Dr.  Tiemann  says,  and  I 
5  see  no  reason  to  doubt  his  testimony,  that  the  Patent  represents  the  results  of 
experiments  made  by  him  extending  over  many  years,  some  on  a  small  and 
some  on  a  large  scale,  all  of  which  show  that  pseudo-ionone  can  be  produced 
successfully  by  means  of  the  process  described  in  the  Specification,  and  he 
further  says  that  ionone  is  now  produced  on  a  large  scale  in  Germany  and 
10  France  by  means  of  the  processes  described  in  the  Specification. 

Under  these  circumstances,  believing,  as  I  do,  that  Dr.  Tiemann  made  a 

valuable  discovery,  which  he  has  honestly  disclosed  in  his  Specification,  I  am 

not  prepared  to  hold  that  the  Patent  is  void  by  reason  of  any  insufficiency  of 

;  description  in  the  Specification.    I  do  not  think  it  necessary  to  go  in  detail 

;  15  through  the  various  items  of  the  Particulars  of  Objections.     It  is  sufficient  for 

me  to  say  that  none  of  them  have  been  established,  and  I  must  therefore  dismiss 

j  the  Petition,  with  costs. 

[  After  some  discussion,  the  costs  were  ordered  to  be  taxed  on  the  higher  scale. 


In  the  High  Court  op  Justice.— Chancery  Division. 
20  Be/ore  Mr.  Justice  Kekbwich. — January  24th  and  25th,  1899. 

In  the  Court  op  Appeal. 

Before  The  Master  op  The  Rolls,  The  President  op  The  Probate,  &c. 

Division,  and  Lord  Justice  Romer. 

July  25th,  26th,  and  27th,  and  August  2nd  and  10th,  1899. 

25     The   British   Motor    Syndicate,   Ld.,   and   Others    v.   J.   E.   H. 

Andrews  &  Co.,  Ld. 

Patent, — Action  for  infringement, — Construction  of  Specification. — Action 
dismissed. 

The  owners  of  a  Patent  for  a  starting  device  for  ga^  engines  brought  an 
30  action  to  restrain  the  Defendants  from  infringing.    The  Defendants  alleged 
that  they  had  not  infringed,  and  that  the  Letters  Patents  mere  invalid. 

Held,  tJiat,  according  to  the  true  construction  of  the  Specification,  the 
Defendants  had  not  infringed.  No  judgment  tvas  delivered  on  the  otJier  issues 
raised, 
35  The  Plaintiffs  appealed.  Held,  that,  according  to  tlie  true  constru,ction,  the 
Defendants  liad  infringed,  and  that  the  Patent  was  valid.  The  appeal  was 
allowed. 


it 
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A  Co.j  Ld, 

On  the  10th  day  of  April  1890,  Letters  Patent  (No.  5479  of  1890)  were 
granted  to  Frederick  William  LancJiester,  for  "  Improvemente  in  gas  motor 
"  engines." 

The  Provisional  Specification,  so  far  as  is  material  to  this  report,  was  as 
follows : — "  My  invention  for  improvements  in  gas  motor  engines  relates  to  5 
^^  engines  of  that  class  in  which  inflammable  gas  or  vapour  together  with  a 
"  certain  proportion  of  atmospheric  air  is  introduced  into  the  working  cylinder 
"  and  then  or  after  compression  exploded  to  increase  their  pressure  to  propel 
*  the  piston  during  the  working  stroke :  and  has  for  its  object  to  provide 
"  improved  means  for  starting  the  said  engines.  This  invention  consists  10 
'^  substantially  in  introducing  into  the  working  cylinder  while  the  piston  is 
"  stationary,  a  charge  of  inflammable  gas  or  vapour  which  forces  out  a  portion 
^'  of  the  air  contained  therein  and  mixes  with  the  remaining  air  until  an 
"  explosive  mixture  is  formed,  and  in  providing  means  whereby  the  formation 

of  the  said  mixture  is  indicated  and,  on  cutting  off  the  supply  of  imflammable  15 

gas,  or  vapour,  exploded  to  start  the  engine  ;  and  whereby  when  the  engine  is 
"  running  explosive  charges  in  the  cylinder  at  atmospheric  pressure  are  ignited 
'^  at  the  commencement  of  the  working  stroke :  and  when  required  in  compression 
'^  engines,  after  starting  the  engine  from  rest  as  above  described,  either  in  keeping 
'^  the  pressure  of  the  explosive  charges  in  the  cylinder  approximately  that  of  20 
<^  the  atmosphere  until  the  engine  has  attained  sufficient  speed  to  overcome  the 
**  resistance  of  compression  so  that  they  can  be  exploded  at  the  commencement 
"  of  the  working  stroke  by  my  device ;  or,  in  engines  fitted  with  the  ordinary 
"  tube  igniter,  in  providing  means  whereby  low  pressure  charges  can  be  ignited 
^^  by  the  said  tube  igniter,  the  said  low  pressure  of  the  charges  being  produced  25 
"  by  a  relief  cam  as  ordinarily  used  in  some  compression  engines  for  reducing 
^'  the  amount  of  compression  until  a  sufficient  speed  has  been  attained  to 
^^  overcome  the  resistance  of  compression. 

^'  In  a  gas  engine  provided  with  a  starter  constructed  according  to  my 
'<  invention,  the  compression  chamber  is  fitted  with  a  tube  terminating  in  an  30 
''  expanding  nozzle  opening  to  an  external  flame.  This  tube  can  be  permanently 
*'  closed  by  a  cock  and  contains  a  valve  which  normally  remains  open  by  its 
^^  own  weight  but  will  automatically  close  by  the  sudden  generation  of  pressure 
**  in  the  cylinder. 

"  In  order  to  start  an  engine  fitted  with  my  improved  device  for  starting,  the  35 
^^  engine  is  placed  in  such  a  position  that  its  crank  is  somewhat  over  the 
'^  in-centre  of  the  working  stroke,  the  external  flame  of  the  starter  is  lighted, 
'^  and  the  gas  or  inflammable  vapour  is  turned  on  to  the  working  cylinder 
'^  through  a  suitable  nozzle  or  nozzles.    The  gas  or  vapour  first  displaces  a 
^^  portion  of  the  air  which  passes  out  through  the  nozzle  of  the  starter  and  then  40 
"  a  gradually  increasing  proportion  of  gas  or  vapour  passes  out  with  the  air 
"  until  it  burns  with  a  characteristic  roar  in  the  expanding  nozzle,  when  the 
^<  auxiliary  gas  supply  is  cut  off  and  the  flame  passes  back  into  the  cylinder  and 
''  burns  or  explodes  the  charge  to  increase  its  pressure  to  start  the  engine.    The 
'^  automatic  valve  in  the  starter  closes  immediately  on  the  explosion.    The  cock  45 
'^  of  the  starter  is  then  turned  to  put  it  out  of  action  and  the  engine  continues 
"  to  work  in  the  ordinary  manner." 

The  Complete  Specification,  so  &r  as  material  to  this  Report,  was  as  follows  : — 
^^  This  invention  for  improvements  in  gas  motor  engines  relates  to  engines  of 
''  that  class  in  which  infiammable  gas  or  vapour  together  with  a  certain  50 
^<  proportion  of  atmospheric  air  is  introduced  into  the  working  cylinder,  and 
^^  then  or  after  compression  exploded  to  increase  their  pressure  to  propel  the 
^*  piston  during  the  working  stroke  and  has  for  its  object  to  provide  improved 
**  means  for  starting  the  said  engines. 

''  This   invention   consists   substantially  in  introducing  into  the  working  55 
*<  cylinder  while  the  piston  is  stationary  inflammable  gas  or  vapour  which 
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"  forces  out  a  portion  of  the  air  contained  therein  and  mixes  with  the 
"  remaining  air  until  an  explosive  mixture  is  formed,  and  in  providing  means 
**  whereby  on  cutting  off  or  reducing  the  supply  of  inflammable  gas  or  vapour, 
"  the  said  mixture  is  exploded  to  start  the  engine ;  and  whereby  when  the 
5  "  engine  is  running  explosive  charges  in  the  cylinder  at  atmospheric  pressure 
"  are  ignited  at  the  commencement  of  the  working  strokes  ;  and  when  required 
"  in  compression  engines,  after  starting  the  engine  from  rest  as  above  described 
"  in  keeping  the  pressure  of  the  explosive  charges  in  the  cylinder  approximately 
"  that  of  the  atmosphere  until  the  engine  has  attained  sufficient  speed  to  overcome 

10  "  the  resistance  of  compression  so  that  they  can  be  exploded  at  the  commencement 
"  of  the  working  stroke  by  this  device. 

"  In  a  gas  engine  of  the  Otto  type  provided  with  a  started  constructed 
"  according  to  this  invention  the  compression  chamber  is  fitted  with  an 
"  attachment  communicating  with  the  said  chamber  and  terminating  in  an 

15  "  expanding  nozzle  opening  to  an  external  flame.     This  attachment  can  be 

"  permanently  closed  by  a  cock,  and  contains  a  valve  which  normally  remains 

"  open  by  its  own  weight  but  will  automatically  close  by  the  sudden  generation 

"  of  pressure  in  the  cylinder. 

"  In  order  to  start  an  engine  fitted  with  this  improved  device  for  starting, 

20  "  the  engine  is  placed  or  it  may  have  been  stopped  at  its  previous  working  in 
"  such  a  position  that  its  crank  is  somewhat  over  the  in-centre  of  the  working 
'<  stroke,  the  external  flame  of  the  starter  is  lighted  and  the  gas  or  inflammable 
"  vapour  is  turned  on  to  or  forced  into  the  working  cylinder  through  a  suitable 
"  nozzle  or  nozzles  by  the  ordinary  pressure  of  the  gas  or  by  other  suitable 

25  "  means.  The  gas  or  vapour  first  displaces  a  portion  of  the  air  contained  in 
"  the  cylinder,  which  passes  out  through  the  nozzle  of  the  starter  and  then  a 
"  continuously  increasing  proportion  of  gas  or  vapour  passes  out  with  the  air 
'*  until  it  burns  with  a  characteristic  roar  in  the  expanding  nozzle,  when  the 
^'  auxiliary  gas  supply  is  cut  off  or  reduced  and  the  flame  passes  back  into  the 

30  "  cylinder  and  burns  or  explodes  the  charge  to  increase  its  pressure  to  start 
"  the  engine.  The  automatic  valve  in  the  starter  closes  immediately  on  the 
^^  explosion.  The  cock  of  the  starter  is  then  turned  to  put  it  out  of  action  by 
"  cutting  off  communication  with  the  cylinder  and  the  engine  continues  to 
"  work  in  the  ordinary  manner.    A  relief  cam,  which  keeps  the  exhaust  port 

35  "  open  during  more  or  less  of  the  compressing  stroke  (as  is  frequently  used 

^'  to  facilitate  hand  starting),  may  be  used  in  compression  engines  to  enable 

"  the  impulse  given  by  the  initial  charge  to  overcome  with  certainty  the  back 

^^  pressure  of  tbe  compression. 

^*'  In   another   arrangement  a  relief  cam  is  arranged  to   keep  the  exhaust 

40  ^^  port  of  the  cylinder  open  until  the  piston  has  completed  its  compressing 
"  stroke.  The  engine  is  started  as  described  above  and  after  exhausting  the 
**  products  of  the  first  explosion  draws  in  a  fresh  charge  a  portion  of  which  on 
"  the  return  or  compressing  stroke  is  forced  out  through  the  exhaust  port  and 
^'  through  the  nozzle  of  the  starter.    As  soon  as  the  piston  pauses  on  the  crank 

45  "  crossing  its  centre  or  commences  its  working  stroke,  the  explosive  mixture 
<^  ceases  to  pass  through  tbe  nozzle  of  the  starter  or  reduce  its  rate  of  passing 
^'  through  and  the  fiame  passes  back  into  the  cylinder  and  explodes  the 
^^  remaining  portion  of  the  charge  therein.  A  series  of  explosions  may  be 
"  obtained  in  this  manner.     When  the  engine  has  attained  a  sufficient  speed  to 

50  "  overcome  the  resistance  of  compression  the  auxiliary  cam  and  the  starter  are 
"  thrown  out  of  action  and  the  engine  works  in  the  ordinary  manner, 
*'  In  the  accompanying  four  sheets  of  drawings, 

"  Pig.   1.  is  an  elevation  of   an  auxiliary  igniting  apparatus  constructed 
'^  according  to  this  invention  and  hereinafter  called  the  starter  and 

55      ^^  Fig.  2.  is  a  vertical  section,  and 
"  Fig.  3.  is  a  plan  of  the  same. 

3  P 


580  REPORTS  OF  PATENT,  DESIGN,       [Nov.  22, 1899. 


The  British  Motor  Syndicate,  Ld.,  and   Others  v.  J.  E.  H.  Andrews 

Jt  Go.y  Ld. 


"  Figs,  4  and  5  are  detail  views,  and 

"  Fig.  6.  is  a  cross  section  of  the  cylinder  of  a  gas-engine  showing  a  complete 
"  arrangement  for  starting  fitted  in  place. 

"  Fig.  7.  is  a  similar  cross  section  showing  the  application  of  a  pump  for 
"  introdncing  the  charge  of  gas  or  inflammable  vapom-  which  may  be  arranged  5 
"  to  deliver  the  required  volume  at  a  single  stroke. 

'*  Fig!  8.  shows  the  character  of  the  indicator  diagrams  produced  in  starting 
"  an  engine  of  the  Otto  cycle  modified  as  described  above. 

"  Figs.  9  and  10  are  sections  showing  suitable  arrangements  of  the  starter 
"  when  the  ignition  is  effected  by  means  of  an  incandescent  tube.  10 

"  The  end  of  the  cylinder  or  compression  chamber  1  is  fitted  with  an 
«'  attachment  consisting  of  a  valve  box  2,  of  a  stop  cock  3  through  which 
"  communication  is  made  between  the  cylinder  and  valve  box  2,  of  a  valve  4 
"  which  normally  remains  open  by  its  own  weight  but  is  automatically  closed 
"  by  pressure  in  the  engine  cylinder,  and  of  a  nozzle  5  which  is  connected  to  15 
*'  the  valve  box  2  and  opens  to  an  external  flame  6.  The  nozzle  5  is  preferably 
''  conical  expanding  towards  the  direction  of  discharge  The  external  flame  6 
"  can  be  adjusted  with  reference  to  the  nozzle  5  by  means  of  the  thumb 
"  screw  7  and  is  supplied  with  gas  by  means  of  a  tube  connected  to  the 
"  nipple  8.  A  stop  cock  9  serves  to  regulate  or  extinguish  the  flame  6.  The  20 
«  compression  chamber  1  is  also  fitted  with  a  suitable  nozzle  10  by  means  of 
"  which  gas  can  be  admitted  to  the  cylinder  through  the  supply  cock  11.  The 
"  gas  so  admitted  may  be  forced  in  by  the  ordinary  pressure  in  the  gas  supply 
«  pipes  as  illustrated  in  the  cross  section  Fig.  6  or  it  may  be  supplied  by  means 
"  of  a  hand  pump  12  as  shown  in  Fig.  7.  25 

"  In  order  to  start  an  engine  fitted  with  the  starter  it  is  placed,  or  it  may 
"  have  been  stopped  at  its  previous  working,  in  such  position  that  its  crank  is 
"  somewhat  over  the  in-centre  of  the  working  stroke  ;  the  external  flame  6  of 
"  the  starter  is  lighted  and  the  gas  or  inflammable  vapour  is  turned  on  to  the 
'*  working  cylinder  through  the  nozzle  10.  The  pressure  in  the  gas  pipes  30 
"  causes  the  gas  to  flow  into  the  cylinder  and  displace  a  portion  of  the  air  it 
"  contains  through  the  nozzle  5,  but  the  entering  jet  mixes  with  the  remaining 
"  air  as  indicated  at  Fig.  6.  by  the  arrows  and  so  produces  an  explosive  mixture, 
**  part  of  which  after  a  time  flnds  its  way  through  the  nozzle  5  :  the  external 
"  flame  6  then  ignites  it  and  the  jet  burns  at  the  nozzle  5  through  the  external  35 
"  flame  into  the  atmosphere,  increasing  in  richness  of  gas  or  vapour  till 
"  explosive  mixture  is  formed.  The  gas  supply  cock  11  is  then  shut  off  and 
"  the  flame  passes  back  into  the  cylinder  and  ignites  or  explodes  the  charge  to 
"  increase  its  pressure  to  start  the  engine.  The  automatic  valve  4  in  the  starter 
«  closes  immediately  on  the  explosion  of  the  charge  and  then  the  cock  3  is  40 
"  turned  to  put  it  out  of  action,  when  the  engine  continues  to  work  in  the 
"  ordinary  manner.  The  diagram  given  by  this  explosion  is  indicated  at  Fig.  8 
*«  by  the  lines  aaaa  and  in  some  cases  where  the  friction  of  the  engine  is 
"  proportionally  small,  the  single  impulse  so  given  is  sufficient  to  start  the 
"  engine  even  against  the  compression.  An  incandescent  body  or  shower  of  45 
**  electric  sparks  or  other  convenient  means  may  be  used  in  lieu  of  the  flame. 

«  Instead  of  having  a  separate  means  of  introducing  the  inflammable  vapour 
"  for  starting  the  engine,  the  supply  valves  may  be  opened  and  the  engine 
«  turned  in  the  proper  direction  by  hand  to  draw  in  combustible  mixture  and 
"  then  slightly  turned  back  in  the  reverse  direction  to  force  a  portion  of  the  50 
"  said  mixture  through  the  st^irter  nozzle  where  it  is  ignited,  the  flame  travelling 
«  back  and  exploding  the  mixture  as  described  above  to  start  the  engine. 

**  When  a  number  of  low  pressure  explosions  are  required  to  get  up  speed,  a 
"  cam  13  is  arranged  on  the  second  motion  shaft  in  suoh  manner  that  when 
"  placed  in  gt-ar,  it  holds    open    the   exhaust   valve  14    during    the   whole  55 
"  compression  stroke  of   the  engine.     This  Qam  13  is  placed  in  gear  before 
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**  obtaining  the  first  explosion  as  hereinbefore  described,  and  when  the  engine 
*'  moves  under  its  influence  the  modified  action  of  the  subsequent  strokes  is  as 
**  follows  : — The  burned  gases  resulting  from  the  first  explosion  are  discharged 
"  on  the  next  instroke,  then  the  exhaust  valve  closes  and  on  the  outstroke  a 
5  "  charge  of  gas  and  air  is  drawn  into  the  cylinder ;  a  large  proportion  of  this 
"  volume  of  explosive  mixture  is  discharged  on  the  following  instroke  which 
"  in  ordinary  circumstances  would  be  the  compression  stroke.  So  long  as  the 
**  exhaust  valve  14  is  held  open  by  the  special  cam  13  the  pressure  remains 
**  near  tha*i  of   the  external  atmosphere  but  enough  back  pressui^e  exists  to 

10  ".cause  the  mixture  to  flow  through  the  starter  and  burn  from  the  nozzle  5  it 
"  being  ignited  at  the  external  flame  6.  When  the  piston  arrives  at  the  in-end 
"  of  the  stroke  and  the  exhaust  valve  closes,  the  pressure  rapidly  falls  and  the 
"  flame  passes  back  to  the  compression  space  at  the  end  of  the  cylinder  and 
"  explodes  the  mixture  to  give  an  additional  impulse  to  the  engine.    A  diagram 

15  "  similar  iohhhh  Fig.  8  is  thus  produced  and  the  piston  moves  forward  on  its 
*^  working  stroke.  So  long  as  the  starting  cam  13  is  in  gear  and  the  starter 
"  cock  3  is  open,  the  engine  continues  in  motion  and  a  low  pressure  impulse 
"  is  given  at  every  second  revolution.  When  the  speed  has  become  sufficiently 
"  great  to  allow  of  the  compression,  the  cock  3  is  closed  and  the  starting  cam  13 

20  "  is  put  out  of  gear  in  any  usual  manner ;  the  engine  then  acts  by  its  ordinary 
"  igniting  arrangement  with  compression. 

"  Instead  of  supplying  gas  direct  from  the  gas  supply  pipes  by  its  ordinary 
"  pressure,  the  hand  pump  12  is  sometimes  used  to  force  in  a  charge  of  gas 
"  through  the  check  valve  15  by  the  nozzle  10  to  the  cylinder  1.    The  action  is 

25  "  precisely  similar  to  that  hereinbefore  described  and  the  explosion  occurs  when 
**  the  hand  pump  piston  has  terminated  its  discharging  stroke.  The  check 
"  valve  15  prevents  the  effect  of  the  explosion  from  reaching  the  gas  pump. 
"  The  charge  of  the  gas  pump  and  the  direction  of  the  jet  from  the  nozzle  10 
**  is  so  arranged  that  explosive  mixture  speedily  finds  its  way  to  the  starter 

30  "nozzle  5. 

"  In  all  arrangements  ignition  passes  back  immediately  the  velocity  of 
"  propagation  of  the  flame  exceeds  the  velocity  of  the  mixture. 

"  The  valve  4  may  be  held  open  by  a  spring  instead  of  its  own  weight  and 
"  the  position  may  then  be  varied  by  placing  it  at  the  side  or  under  the  cylinder 

35  "  instead  of  above  it.  The  object  of  the  valve  4.  is  to  prevent  undue  loss  of 
"  pressure  on  the  explosion  taking  place,  the  grooves  25  being  of  such  an  area 
"  as  will  not  interfere  with  ignition. 

"  In  Pigs.  9  and  10  the  gases  issuing  from  the  cylinder  are  ignited  by  an 
"  incandescent  tube  26  and  the  flame  passes  back  to  the  <*,y Under  immediately 

40  "  the  flow  is  sufficiently  reduced  and  the  resulting  explosion  closes  the  valve 
"  whether  the  tube  be  between  it  and  the  cylinder  or  outside  the  valve.  The 
"  issuing  gases  may  be  ignited  by  the  electric  spark  or  other  means. 

"  The  relative  areas  of  the  nozzles  may  be  such  that  the  flame  instead  of  being 
"  caused  to  strike  back  by  reduction  of  the  rate  of  flow  strikes  back  on  the 

45  "  mixture  becoming  sufficiently  rich.  In  this  latter  arrangement  an  automatic 
"  valve  somewhat  similar  to  the  valve  4.  is  placed  upon  the  gas  supply  pipes 
"  and  closes  automatically  when  the  explosion  occurs. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 

50  "  what  I  claim  is  :— 1.  The  herein  described  method  of  starting  a  gas  motor 
*'  engine,  by  introducing  into  the  cylinder  gas  or  explosive  mixture,  allowing  a 
'*  portion  of  the  contents  of  the  cylinder  to  escape  through  an  igniting  nozzle, 
"  and  after  external  ignition  takes  place  causing  the  velocity  of  outflow  to  fall 
"  short  of  the  velocity  of  propagation  of  flame  so  that  ignition  passes  back  to 

55  "  the  cylinder  and  explodes  its  contents  to  propel  the  piston.  2.  The  herein 
♦*  ^escribed  method  of  starting  a  gas  motor  engine  working  with  compressed 

3  F  ? 
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"  charges  by  keeping  an  exhaust  port  open  during  the  ordinary  compresBing 
"  Btrokes,  thus  allowing  a  portion  of  the  contents  of  the  cylinder  to  escape, 
"  and  igniting  the  remaining  portion  in  the  manner  set  forth  in  the  preceding 
"claim,  and  continuing  this  mode  of  working  nntil  the  engine  acquires 
"  sufficient  momentum  to  effect  the  compression  of  the  charges.  3.  A  gaa  •> 
"  motor  engine  starting  apparatus  consistlnK  of  a  nozzle  opening  from  the 
"  cylinder  to  an  external  flame  or  other  igniter,  the  said  nozzle  containing  a 
"  check  valve  which  remains  open  except  when  subjected  to  a  predetermined 
"  pressure  within  the  cylinder  arranged  and  operating  enbslaniialiy  as  and  for 
"  the  purposes  herein  set  forth  and  illustrated  by  the  accompanying  drawings.'    W 


FIG. 9.         FIG. 10. 


The  Plaintiffs,  on  the  21st  of  July  1807,  commenced  an  action  for  infringe- 
ment of  this  Patent  against  Andrews  <fc  Co.,  Ld.  The  Statement  of  Claim, 
delivered  the  10th  of  November  1897,  alleged  (1)  that  the  Plaintiffs  were  the 
registered  proprietors  of  the  Patent ;  (2)  that  the  Defendants  had  infringed ; 
(3)  that  Fredet^irk  William  Lnnc?iesti-r  was  the  first  and  true  inventor,  and  15 
that  the  Patent  was  valid,  and  had  been  so  certified  in  an  action  between  The 
British  Motor  Syndicate  v.  Richler  A  Green.  The  Plaintiffs  claimed  (1)  an 
injunction  to  restrain  the  Defendants,  their  servants  and  agents,  and  workmen, 
from  infringing  the  Patent ;  (2)  an  inquiry  as  to  damages,  or,  at  the  Plaintiffs' 
option,  an  account  of  profits ;  (3)  delivery  up  or  destruction  of  all  apparatus  20 
constructed  in  infringement  of  the  Patent ;  (4)  costs  as  between  solicitor  and 
client ;  (5)  further  or  other  relief. 

The  breach  complained  of  by  the  Plaintiffs  was  the  manufacture  and  use 
of  a  gas  motor  engine  starting  apparatus  constructed  by  the  Defendants  and 
sold  to  TJte  Bourne  Engineering   and   Electriail   Gom/mny,  Mildmay  Park,  25 
London,  N. 

Subjoined  is  a  drawing  of  the  Defendants'  apparatus  in  which  the  explosive 
mixture  passes  into  the  ignition  tube  C,  which  is  kept  hot  by  a  Bunsen  burner 
OD  its  outside,  then  into  the  chamber  on  which  G  appears,  and  out  of  the 
valve  J  finally  into  the  open  air.  On  the  mixture  becoming  sufficiently  rich  the  30 
Same  strikes  back  to  the  cylinder  and  explosion  takes  place,  which  automatically 
closes  the  valve  J.  After  starting  the  engine  this  apparatus  is  used  as  the 
ordinary  ignition  tube. 

By  their  Defence,  delivered  the  17th  January  1898,  the  Defendants  alleged 
(1)  that  the  Plaintiffs  were  not  the  owners  either  in  law  or  equity  of  the  35 
Patent ;  (2)  that  the  Defendants  had  not  at  any  time  or  in  any  manner  infringed 
the  said  Letters  Patent ;  (3)  that  F.   W.  Lanc/wster  was  not  the  first  and  true 
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inventor  for  the  reasons  appearing  in  the  ParticnlarB  of  Objections,  and  that  the 
Patent  was  not  and  never  had  been  valid. 


The  Particalara  of  Objections  alleged  (1)  that  F.  W.  Lancliester  was  not, 
having  regard  to  the  prior  publications  thereinafter  mentioned,  the  first  and 
5  true  inventor  of  the  alleged  inventiona  comprised  in  the  Patent ;  (2)  that  the 
alleged  inventions  were  published  prior  to  the  date  of  the  Patent  in 
certain  Specifications  and  the  Drawings  therein  referred  to,  and  also  in  certain 
printed  books  or  magazines  [a  large  namber  of  Specifications  were  men- 
tioned, inclnding  the  Specification  of  Korting,  No.  17,167  of  J  888,  and  the 

10  Specification  of  Shaw,  No.  8579  of  1884 ;  and  the  following  volumes  at  the 
British  Museum  Library  and  the  Patent  Office  Library  were  also  mentioned  : — 
(a)  "  The  London  and  Edinburgh  Pbilosophic  Magazine  and  Journal  of  Science," 
published  in  1877,  vol.  U,  page  49:i.  (0)  "Engineering,"  vol.  48,  No.  1232, 
page  186,  published  9th  August  1889]  ;  (3)  that  the  alleged  inventions  were 

15  published  prior  to  the  date  of  the  Patent  by  the  manufacture,  sale,  use,  and 
public  exhibition  of  articles  or  patterns  or  drawings  of  articles  made  according 
to  the  alleged  invention  by  the  Defendants  and  their  predecessors  at  their 
works  at  Reddish,  near  Stockport,  in  187)i,  and  in  subaeqaent  years ;  (4)  that 
the  alleged  inventions  were  not  subject  matter  for  valid  Letters  Patent,  and 

20  were  not  matters  requiring  any  invention  having  regard  to  the  state  of  common 
pnblic  knowledge  and  the  prior  publications  above  mentioned ;  (5)  the  alleged 
inventions  claimed  in  Claims  1  and  2  were  not  for  any  manner  of  new  manu- 
facture, but  were  merely  instructions  how  to  start  gas  motor  engines  such  as 
were  manufactured  and  used  at  the  date  of  and  many  years  prior  to  Ihe  date  of 

25  the  Patent  without  any  addition  to  or  alteration  of  such  engines ;  (6)  that  the 
Complete  Specification  described  and  claimed  certain  inventions  not  fore- 
shadowed by  or  comprised  within  the  Provisional  Specification,  namely,  page  4, 
lines  25-30,  page  4,  line  54,  to  page  5,  line  4,  and  page  5,  lines  13-21 ; "  (7)  that 
the  Complete  Specification   did   not   sufficiently  describe    and  ascertain  the 

30  manner  in  which  certain  of  the  alleged  inventions  claimed  were  to  be  put  into 
practice,  namely,  the  manner  in  which  the  relative  areas  of  the  nozzles  men- 
tioned on  page  5  at  line  17  were  to  be  determined,  or  the  manner  in  which 
Figures  9  and  10  mentioned  on  page  5  at  line  1.3  are  to  be  applied  to  gas  engines ; 
(8)  That  certain  of  the  inventions  described  and  claimed  are  of  no  utility, 

'^  namely,  the  invention  described  on  page  5,  lines  13-21. 

•  Ante  p.  B80, 11.  47  tt.  02 ;  p.  381,  U.  22  to  30  ;  and  p.  581,  II.  38  to  47. 
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Korting^s  Complete  Specification,  No.  17,167  of  1888,  was  (bo  far  as  material 
for  this  report)  as  follows  : — 

"  My  invention  relates  to  the  means  employed  in  gas-engines  and  petrolenm- 
"  engines  for  producing  the  mixture  of  combustible  and  air  and  for  igniting  the 
"  same,  and  it  consists  in  an  improved  construction  of  the  devices  serving  for  5 
"  this  purpose.  .  .  . 

"  The  contrivance  for  igniting  the  mixture  consists  mainly  in  a  cap  C,  the 
"  closed  end  whereof  is  maintained  at  a  red  heat  by  a  flame  F,  and  in  a  narrow 
"  tube  D.  The  cap  is  fixed  to  a  tubular  box  BL  communicating  with  the 
"  channel  B,  and  consequently  with  the  power-cylinder.  The  tube  D  extends  10 
"  through  the  box  H  to  near  the  bottom  of  the  cap,  while  at  its  opposite  end 
**  it  is  fitted  with  a  device  for  controlling  the  passage  of  the  gas  through  the 
"  same.  Fig.  1  shows  for  this  purpose  a  valve  G  adapted  to  be  operated  by  the 
"  engine.  The  cap  is  made  of  a  sufficiently  fire-prqof  material,  for  instance  of 
"  porcelain,  and  it  may  be  cemented  into  the  box  H.  At  the  beginning  of  each  15 
*'  stroke  of  the  engine,  the  cap  C,  the  tube  D,  the  annular  channel  formed  by 
'^  the  box  H  and  the  tube,  and  the  channel  B,  contain  combustion-gases 
"  remaining  from  the  preceding  stroke.  When,  during  the  new  stroke, 
"  the  explosive  mixture  is  compressed,  a  portion  thereof  passing  into  the 
'^  igniting-device,  pushes  the  said  combustion-gases  through  the  tube  and  out  by  20 
"  the  valve  G,  which  is  at  the  time  open.  On  reaching  the  heated  cap,  the  explo- 
"  sive  mixture  takes  fire.  The  flame  is,  however,  not  immediately  communicated 
'^  backward,  because  the  current  of  the  mixture  passing  through  the  space 
"  between  the  tube  and  the  wall  of  the  cap,  has  at  first  a  speed  which  is  greater 
*^  than  the  speed  with  which  combustion  is  propagated  in  the  said  mixture.  25 
*^  But,  as  soon  as  the  speed  of  the  current  becomes  inferior  to  the  latter,  which 
"  takes  place  when  the  valve  G  is  closed,  fire  is  communicated  through  the 
"  channel  B  and  the  orifice  A  to  the  charge  of  the  engine-cylinder.  The  valve  Q 
*^  is  opened  and  closed  periodically  by  the  engine  through  the  medium  of  known 
'*  means,  such  as  an  eccentric  or  a  cam.  30 

*'  Fig.  2  shows  a  modification  of  the  igniter,  which  consists  in  the  substitution, 
'*  for  the  mechanically  operated  valve  G,  of  a  controlling-device  capable  of 
"  being  adjusted  by  hand  in  a  permanent  position  relatively  to  the  eduction 
"  aperture  L,  through  which  gases  escape  from  the  tube  D,  and  in  the  com- 
"  bination  therewith  of  a  chamber  R  formed  at  the  end  of  the  tube.  According  35 
"  to  the  drawing  the  said  controlling  device  consists  in  a  screw  G*  that  works  in 
^'  a  stationary  sleeve  and  which  terminates  in  a  conical  point  forming  a  valve. 

"  The  operation  of  this  modified  igniter  is  similar  to  that  of  the  one  described 
"  above.    At  the  beginning  of  the  compression-period  of  the  engine  gas-mixture 
'*  passes  into  the  channel  B  and  forces  the  combustion-gases  present  in  the  40 
**  apparatus,  into  the  chamber  R.    Provided  the  valve  G»  be  closed,  the  gases 
"  will  be  compressed  in  the  chamber  R  in  propOttion  to  the  quantity  which 
*^  enters  into  the  same.     ISo  long  as  this  compression  is  inconsiderable,  the 
"  current  of  fresh  mixture  passing  through  the  cap  C,  has  sufficient  speed  to 
"  prevent  the  flame  produced  in  the  cap,  to  strike  backward  ;   but  in  the  45 
''  measure  as  the  said  compression  increases,  the  speed  of  the  current  diminishes, 
^'  until  at  last  it  allows  the  flame  to  be  communicated  to  the  charge  of  the 
"  engine-cylinder.    If  the  valve  Q^  is  opened,  the  compression  in  the  chamber  R, 
"  and  consequently  the  ignition  of  the  charge  are  retarded.    The  moment  at 
"  which  the  ignition  takes  place,  may  thus  be  regulated  during  the  working  of  50 
"  the  engine  by  opening  the  valve  G*  more  or  less. 

'*  A  similar  effect  may  be  produced  by  altering  the  size  of  the  chamber  R,  and 
"  for  this  purpose  its  outer  bottom  is  formed  by  a  screw-plug  I  adapted  to  be 
"  screwed  more  or  less  deeply  into  the  same. 

"  In  view  of  attaining  additional  security  against  a  premature  ignition  of  the  55 
"  mixture  in  the  cylinder,  the  passage  between  the  tube  and  the  cap  may  be 
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"  contracted  by  special  meana,  in  view  of  increasing  the  speed  of  the  gas- 
"  current  previous  to  its  impinging  against  the  heated  portion  of  the  cap.  For 
"  this  purpose  I  provide  the  tube  with  a  collar  K,  Figs.  2  and  'i,  fitting  closely  to 
"  the  wall  of  the  cap  C  and  having  a  narrow  slit  K'.  By  altering  the  width  of 
5  "  the  said  slit  it  is  also  possible  to  vary  the  moment  when  the  preeeure  in  the 
"  channel  B  and  the  chamber  R  becomes  equal,  and  at  which  the  ignition  of 
"  the  charge  takes  place." 

There  were  8  claims,  inclnding  : — 

"  'A.  In  ga8  and  petroleum  en^nes,  an  igniting  device  consisting  in  the  oom- 
10  "  hination  of  a  cap  G,  means  for  heating  the  same,  and  the  tube  D,  substantially 
"  as  set  forth." 


The  action  came  on  for  trial  before  Mr.  Justice  Kekbwich  on  January  24th 
and  35th,  1899. 
Motdton,  Q.C.,  T.  Terretl,  Q.C.  and  Walter  (instructed  by  Norrh,  Aliens,  and 

15  Chapman)  appeared  for  the  Plaintiffs ;  Cripps,  Q.C.,  and  Oraltam  (instructed 
by  Staliard  and  Turner)  appeared  for  the  Defendants. 

Moultim,  Q.C,  for  the  Plaintiffs. —The  invention  described  in  the  Plaintiffs' 
Specification  solved  the  difficulty  of  starting  gas  engines  where  there  is  no 
mixture  of  gas  and  air  in  the  cylinder  before  starting.     The  commonest  of  the 

2tt  old  methods  is  to  turn  the  flywheel  round  and  so  draw  the  mixture  into  the 
cylinder.  It  was  well  known  that  if  you  had  a  long  tube  tilled  with  an 
explosive  mixture  and  you  lighted  it  at  one  end  the  rate  of  travel  of  the  flame 
depended  on  the  diameter  of  the  tube  and  the  richness  of  the  mixture.  This 
principle  the  Patentee  adapted  to  the  starting  of  gaa  engines.     He  used  a  gas  jet, 

25  leading  into  the  cylinder,  and  also  an  outlet  leading  from  the  cylinder.  This 
ontlet  leads  to  a  flame  or  incandescent  tube.  On  opening  the  inlet  jet  and 
allowing  the  gaa  to  enter  the  cylinder,  the  gas  and  air  in  the  cylinder  is  forced 
out  of  the  ontlet  past  the  flame.  This  mixture,  naturally,  continues  to  get  richer 
and  barns  at  the  outlet,  but  the  flame  does  not  strike  back  to  the  cylinder, 

30  becauae  the  rate  of  travel  of  the  mixture  is  greater  than  the  rate  of  propagation 
of  the  flame.  If  you  turn  off  the  supply  of  gas  to  the  cylinder,  the  rate  of  flow 
of  the  mixture  falls  short  of  the  rate  of  propt^tion  of  the  flame  and  the  flame 
strikes  back  to  the  cylinder  and  you  have  an  explosion  in  the  cylinder  which 
starts  the  engine.    An  alternative  method,  given  in  the   Specification,  is  to 

35  arrange  the  areas  of  the  nozzles  of  the  inlet  and  ontlet  so  that  the  rate  of  propa- 
gation of  flame,  which  increases  as  the  mixture  becomes  richer,  automatically 
overcomes  the  rate  of  outflow  of  the  mixture.  [Connsel  then  read  the  Plaintiffs' 
Specification.]  This  alternative  method  is  that  adopted  by  the  Defendants. 
The  only  difference  is  that  the  Defendants,   instead  of  using   an  auxiliary 

40  apparatus  for  starting,  allow  the  mixture  to  pass  through  the  ignition  chamber, 
and  use  the  ignition  tube  to  fire  the  mixture  ;  when  the  flrat  explosion  takes 
place  it  automatically  closes  an  outlet  from    the    ignition    chamber.    This, 
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however,  does  not  prevent  their  infringing.  Nothing  turns  on  Claim  2,  Claims  1 
and  3  are  the  ones  which  have  been  infringed.  Their  arrangement  is  some- 
what diflFerent.  Our  invention  is  absolutely  novel.  We  have  not  adopted  an 
old  starter,  but  have  applied  the  principle  of  propagation  of  flame  so  as  to  use  it 
in  a  starter.  5 

Dt^ald  Clerk  and  James  Swinburne  were  then  called  as  witnesses,  and  gave 
evidence  on  behalf  of  the  Plaintiffs. 

Crip2)Sy  Q.C.,  for  the  Defendants. — There  is  here  no  infringement.  The 
Defendants  are  doing  nothing  more  than  they  are  entitled  to  do  under  the 
Specification  of  Korting  (No.  17,167  of  1888).  Their  mechanism  is  not  merely  a  10 
starting  arrangement,  but  part  of  the  working  mechanism  of  the  engine. 
[Kekbwich,  /. — So  far  as  1  can  see  it  is  a  question  of  construction.]  Yes, 
hdX  is  so.  We  submit  that  the  Patentee  has  noit  daimed  the  method  of  getting 
the  automatic  striking  back  of  the  flame  by  regulating  the  areas  of  the  nozzles 
of  the  inlet  and  outlet.  15 

Sir  Frederick  Bramwell  was  then  called,  and  gave  evidence  on  behalf  of  the 
Defendants. 

Moulton^  Q.C.,  replied  for  the  Plaintiffs. — The  question  is  the  construction  of 
lines  17-19  on  page  5  of  the  Specification.*    These  lines  mean  that  you  may 
make  the  rate  of  propagation  of  flame  the  dominant  factor  by  making  the  20 
areas  of  the  nozzles  of  proper  proportions.    You  may  make  the  rate  of  outflow 
such  that  at  a  certain  time  the  rate  of  propagation,  due  to  the  richness  of  the 
mixture,  will  be  greater  than  the  rate  of  outflow.    The  evidence  is  that  any 
engineer  would  know  that  this  was  an  alternative  method  to  shutting  off  the 
supply.    As  regards  the  language  of  Claim  1,  you  cause  the  velocity  of  outflow  25 
to  fall  short  just  as  much  by  regulating  the  nozzles  as  by  turning  off  the  supply. 
If  the  half-open  cock  comes  within  the  scope  of  the  Specification,  as  Sir  F. 
Brainivell  admitted,  then  the  Defendants  have  every  part  of  the  Plaintiffs' 
invention.    The  language  of  the  Specification  includes  the  Defendants'  method. 
It  makes  no  difference  if  you  take  the  means  to  cause  the  velocity  of  the  outflow  30 
to  fall  short  before  you  start  and  do  it  permanently.     Even  if  the  language  of 
the  claim  does  not  include  it,  I  submit  the  Defendants  have  infringed.    They 
have  every  essential  and  material  part,  and  they  can  work  the  apparatus  in  the 
same  way  as  we  do.    They  use  a  method  which  we  have  shown,  and  produce 
the  same  result.    To  Claim  3  they  can  have  no  answer.    Their  starter  is  35 
arranged  as  shown  in  the  drawings,  and  is  operated  in  exactly  the  same  way. 

Kekewigh,  /. — It  is  of  course  quite  possible  that  the  view  which  I  take  of 
this  case  may  not  commend  itself  to  the  Court  of  Appeal  or  to  the  House  of 
Lords,  and  therefore  I  have  not  attempted  to  cut  short  the  evidence  or  the 
admission  of  documents,  so  that  all  the  many  questions  which  have  either  been  40 
argued  or  indicated  may  be  open  for  argument  when  the  case  is  discussed 
again.  I  do  not  propose  to  deal  with  any  question  but  one — the  question  of 
the  construction  of  the  Plaintiffs'  Specification — ^and  even  there  I  propose  to 
pass  over  smaller  points  which  have  been  mentioned,  and  in  particular  any 
questions  which  may  arise  respecting  the  characteristic  roar  which  is  spoken  of  45 
and  made  much  of  in  the  Plaintiffs'  Specification.  There  is  beyond  that  a 
serious  question  whether  the  Provisional  Specification  is  sufficient,  having 
regard  to  the  construction  which  is  proposed  to  be  put  by  the  Plaintiffs  on  the 
Complete  Specification.  I  do  not  intend  to  deal  with  that,  nor  with  any 
question  of  anticipation  or  prior  user.  It  is  obvious  to  me  that  there  are  some  50 
questions  of  considerable  difficulty  there  with  which  other  Courts  may  have  to 
deal  if  they  do  not  agree  with  me.  I  propose,  as  I  have  already  said,  to  deal 
with  the  case  merely  on  the  question  of  construction.  It  often  happens, 
according  to  my  experience,  that  after  a  good  deal  of  discussion,  sometimes  in 

•  Ante,  p.  681,  U.  43  to  45. 
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more  than  one  Conrt,  the  whole  of  a  patent  case  does  tnm  to  a  large  extent  on 
the  question  of  constmction.  Logically  it  ought  to  come  first ;  the  Court 
ought  to  be  informed  of  the  question  which  arises,  and,  with  as  short  an 
exposition  of  the  facts  as  is  necessary,  the  Court  oaght  to  determine  that  before 
5  anything  else.  That  is  not  the  course  pursued,  and  I  am  perfectly  aware  of 
many  practical  difficulties  in  pursuing  what  I  still  think  is  the  logical  course. 
It  may  be  that  under  improved  procedure,  which  I  hope  to  live  to  see,  those 
preliminary  questions  might  be  got  rid  of  first,  and  a  great  deal  of  expense  and 
delay — delay  not  only  as  regards  the  case  itself,  but  as  regards  other  litigation — 

10  may  be  saved.  Still,  when  one  has  got  a  neat  question  of  construction,  whether 
first  or  last,  it  seems  to  me  the  duty  of  the  Judge  is  to  dispose  of  that ;  and'  if 
that  disposes  of  the  case  then  there  is  no  occasion  to  go  farther. 

With  these  remarks,  let  me  shortly  examine  the  Plaintijffs'  Specification  so 
far  as  is  necessary.    The  Patentee  Lanchester  does  not  propose  to  give  to  the 
1^  15  world  a  new  thing.    That  is  not  what  he  says  that  he  has  invented.    What  he  has 

l'  invented  is  a  new  method  of  doing  an  old  thing.    He  says  so  in  the  commence- 

ment of  his  Specification,  where  he  tells  us  that  his  object  is  to  provide  improved 
j  means  for  starting  gas  engines.     In  ]jiis  claim  he  calls  it  '^  the  herein  described 

**  method  of  starting.*'    The  invention,  therefore,  is  clearly  one  of  a  means  or 

20  method.  That  method  he  has  described  at  length  in  his  Specification,  and  by 
reference  to  the  figures.  I  quite  agree  that  you  must  read  that  not  only  with 
reference  to  the  figures  as  they  stand,  but  to  any  reasonable  equivalents  which 
would  occur  to  a  competent  workman.  It  is  a  means  of  doing  it  in  the  way 
described.     If  he  has  omitted  to  tell  us  some  details  which  a  competent  workman 

25  might  fill  up,  or  if  his  method  can  be  perfected  by  some  mechanical  equivalent, 
then,  according  to  all  doctrines  applicable  to  this  branch  of  law,  the  Patent  is 
supported,  notwithstanding  that  the  Specification  itself  is  silent.  But  that  does 
not  seem  to  me  to  be  at  all  the  difficulty  here  in  the  Patentee's  way.  The 
language  is  fairly  simple.    Looked  at  as  a  whole,  I  think  distinctly  the  Specifi- 

HO  cation  illustrates  what  occurs  to  all  who  have  had  to  construe  written  documents 
— that  what  at  first  reads  simply  enough  turns  out  to  be  complicated  and 
troublesome ;  but  the  claims  do  seem  to  me  to  be  simple  enough.  Let  us  look 
at  the  first  claim : — "  The  herein  described  method  of  starting  a  gas  motor 
"  engine  by  introducing  into  the  cylinder  gas  or  explosive  mixture,  allowing  a 

35  ^  portion  of  the  contents  of  the  cylinder  to  escape  through  an  igniting  nozzle, 
**  and  after  external  ignition  takes  place  causing  the  velocity  of  outfiow  to  fall 
"  short  of  the  velocity  of  propagation  of  flame,  so  that  ignition  passes  back  to 
"  the  cylinder  and  explodes  its  contents  to  propel  the  piston."  The  only  word 
that  gives  rise  to  any  difficulty  in  that  claim,  when  once  one  has  had  the  proper 

40  technical  explanation  of  the  language,  is  the  word  "  causing "  ;  and  on  that  it 
is  said  that,  so  long  as  the  velocity  of  outflow  does  fall  short  of  the  velocity  of 
propa^tion  of  flame,  you  hare  that  which  the  Patentee  means,  or  to  which  his 
invention  relates,  though  that  may  not  be  caused  by  the  particular  means  which  he 
adopts.     He  uses  the  word  "  causing  *'  there,  it  is  said,  with  a  very  large  meaning, 

45  8o  as  to  refer  to  the  result  rather  than  to  the  action  which  produces  that  result. 
If  that  is  the  proper  construction,  it  seems  to  me  the  claim  is  a  good  one,  and 
the  Patent  is  saved.  But  ought  you  to  construe  "causing  "  in  that  way  ?  If 
I  do  construe  '*  causing  "  in  that  wide  way,  it  no  doubt  includes,  among  other 
means  of  producing  the  result,  that  which  is  described  in  the  last  paragraph  of 

50  the  descriptive  part  of  the  Specification.  It  describes  the  falling  short  of  the 
velocity  of  propagation  of  fiame,  not  by  means  of  any  external  act  done,  but  by 
the  mere  necessary  flow  of  the  mixture  which  becomes  sufficiently  rich  to 
produce  ignition.  That  result  follows,  and  is  in  one  sense — in  that  wider  sense 
—caused,  though  it  is  not  produced  by  any  external  independent  act.    Does  he 

55  claim  that  ?  The  first  remark  to  be  made  upon  that  is  this,  if  he  claims  that, 
he  claims  something  which  was  perfectly  well  known  at  the  date  of  the  Patent. 
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I  put  it  to  Mr.  Swinburne  thus  :  "  Is  Lanchester  here,  in  the  passage  to  which 
*'  I  am  referring  in  the  descriptive  part  of  the  Specification,  telling  Qie  scientific 
"  world  anything  that  they  did  not  know  before,"  and  the  answer  was 
*'  Nothing;"  and  though  Mr.  Dugald  Clerk  vfZB  not  asked  the  same  question 
quite  so  straight,  and  did  not  give  me  quite  the  same  information,  I  understood  5 
him  really  to  make  the  same  admission,  and  Sir  Frederick  Bramtvell  is  of  the 
same  opinion.  Therefore,  if  I  give  the  wide  meaning  which  I  am  asked  to  give 
to  the  word  *^  causing,"  the  result  is  that  I  introduce  as  one  of  the  essential 
parts,  or  at  any  rate  an  important  part,  of  the  claim,  a  means  of  producing  this 
result  which  was  perfectly  well  known  to  the  world  at  the  date  of  the  Patent.  10 
What  the  effect  of  that  will  be  on  the  Patent  is  another  question.  It  is  not  an 
effect  which  ought  to  be  adopted  in  the  interests  of  the  Patentee  without  the 
Court  being  satisfied  that  that  is  what  he  meant. 

Now  let  us  turn  to  the  words.     I  pass  over  the  earlier  part  of  the  dosing 
paragraph.    I  am  still  referring  to  the  descriptive  part  of  the  Specification,  15 
because  that  only  relates  to  the  substitution  of  tubes  for  flame,  and  though  it  is 
clear  that  both  Plaintiffs  and  Defendants  use  the  same  thing  there  is  no  question 
about  that  being  within  or  without  the  Specification.    I  underatand  that  to  be 
an  alternative  which  the  Patentee  claims  or  refers  to,  and  the  user  of  which,  I 
think,  can  give  rise  to  no  question.    Here  are  the  words  :   ^'  The  relative  areas  20 
*^  of  the  nozzles  may  be  such  that  the  flame,  instead  of  being  caused  to  strike 
*^  back  by  reduction  of  the  rate  of  flow,  strikes  back  on  the  mixture  becoming 
'^  sufficiently  rich."    The  sentence  is  grammatical  enough,  and  as  one  first  reads 
it,  it  is  simple  enough.      When  I  first  read  it  with  the  aid  of  instruction,  I 
thought  I  understood  it  to  mean  what  I  am  now  satisfied  it  does  not  mean.  25 
The  difficulty  of  understanding  it  arises,  to  my  mind,  on  the  use  of  the  word 
"  instead."    There  is  an  alternative  there  proposed.    What  is  the  alternative  ? 
The  alternative  seemed  to  me  at  first  to  be  on  the  grammatical  construction  of 
the  words,  the  striking  back  being  caused  by  the  mixture  becoming  sufficiently 
rich  rather  than  by  the  relative  areas  of  the  nozzles  being  made  to  effect  that  30 
result.     Those  are  the  two  things  which  apparently  were  contrasted,  but  it 
turns  out  when  one  looks  into  it,  and  has  the  aid  of  scientific  explanation,  that 
the  becoming  sufficiently  rich  is  an  essential  to  the  striking  back,  whether  that 
striking  back  is  caused  by  the  relative  areas  of  the  nozzles,  or  by  the  other 
process  with  which  the  Specification  deals.    You  cannot  have  the  ignition  until  35 
the  mixture  becomes  sufficiently  rich,  and  therefore  you  cannot  have  a  striking 
back  until  the  mixture  becomes  sufficiently  rich.    That  is  an  essential  to  either 
result.    Consequently  those  words,  "  on  the  mixture  becoming  sufficiently  rich," 
lose,  as  it  seems  to  me,  the  great  value  which  I  was  at  first  disposed  to  attach  to 
them,  and  they  really,  for  the  purpose  of  construction,  might  be  left  out  40 
altogether.    The  sentence  would  mean  precisely  the  same  thing  if  I  read  it 
thus  :  *^  The  relative  areas  of  the  nozzles  may  be  such  that  the  flame,  instead  of 
^'  being  caused  to  strike  back  by  the  reduction  of  the  rate  of  flow,  strikes  back 
"  by  means  of  the  relative  areas  of  the  nozzles,  or  in  consequence  of  the  relative 
^*  areas  of  the  nozzles."     In  either  case  the  mixture  becomes  sufficiently  rich,  45 
but  no  doubt  there  he  is  describing  a  different  method.     The  method  which  he 
describes  in  the  earlier  part  of  his  Specification  is  this.     I  will  call  one  nozzle, 
as  I  did  in  the  course  of  the  argument,  the  lower  one,  and  the  other  the  upper. 
The  gas,  with  air,  enters  by  means  of  the  lower  nozzle,  and  it  ascends  through 
the  upper  nozzle  when  the  proper  time  comes  (it  is  only  a  question,  I  believe,  50 
of  a  few  seconds).    You  turn  off  the  cock  below,  with  the  result  that  the  rate 
of  velocity  is  immediately  largely  reduced,  and  then  a  striking  back  ensues 
because  there  is  not  the  velocity  to  resist  it.    That  is  simple  enough.    Here  he 
says  you  may  produce  the  same  result  in  another  way.    Instead  of  turning  off 
the  cock  at  all,  you  may  make  the  areas  of  the  two  nozzles  of  such  relative  55 
sizes  that  when  the  mixture  becomes  sufficiently  rich  you  will  get  striking 
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back,  because  by  that  means  yon  will,  at  that  particnlar  moment,  have  produced 
the  reduction  of  velocity  which  is  necessary  for  that  pui-pose.  That  is  what  I 
understood  it  to  mean.  No  doubt  you  get  the  same  result  caused,  and  he  uses 
the  word  "  caused  "  here ;  but  does  he  mean  caused  in  the  wider  sense  to  which 
5  I  referred  just  now,  or  does  he  mean  that  there  must  be  some  external  indepen- 
dent act  ?  The  words  he  uses  are  "  instead  of  being  caused  to  strike  back  by 
**  reduction  of  the  rate  of  flow."  It  seems  to  me  that  that  directly  points  to 
something  that  is  to  be  done.  Reduction  there  does  not  mean  automatic 
reduction — ^a  reduction  which  takes  place  because  the  relative  areas  of  the 

10  nozzles  produce  that  result — but  a  reduction  which  takes  place  because  some- 
thing is  done  then  and  there  at  that  time  to  produce  that  reduction.  I  turn 
back  to  the  earlier  part  of  the  Specification  to  see  in  what  sense  he  has  used  the 
word  "  reduction  "  before.  In  the  second  paragraph  he  says,  "  This  invention 
^'  consists  substantially  in  introducing  into  the  working  cylinder,  while  the 

15  "  piston  is  stationary,  inflammable  gas  or  vapour,  which  forces  out  a  portion  of 
''  the  air  contained  therein,  and  mixes  with  the  remaining  air  until  an  exposive 
"  mixture  is  formed,  and  in  providing  means  whereby,  on  cutting  off  or 
*'  reducing  the  supply  of  inflammable  gas  or  vapour,  the  said  mixture  is 
**  exploded  to  start  the  engine."    '^  Reducing  "  there  is  used  as  an  alternative  to 

20  cutting  off.  I  do  not  say  synonymous,  but  as  something  of  the  same  kind,  and 
it  seems  to  me  there,  without  looking  elsewhere,  it  would  be  a  very  extravagant 
construction  of  the  Patentee's  language  to  say  that  "reducing"  referred  to 
something  which  worked  automatically — ^the  automatic  result  of  having  the 
areas  of  the  nozzles  of  a  specially  relative  size,  and  not  a  reduction  which  was 

25  the  equivalent  to  and  substitution  for  the  cutting  off,  which  must  mean  some- 
thing acting.  There  is  another  passage  on  the  next  page — page  3.  "  The  gas 
"  or  vapour  first  displaces  a  portion  of  the  air  contained  in  the  cylinder,  which 
"  passes  out  through  the  nozzle  of  the  starter,  and  then  a  continuously  increasing 
"  proportion  of  gas  or  vapour  passes  out  with  the  air  until  it  burns  with  a 

30  "  characteristic  roar  in  the  expanding  nozzle,  when  the  auxiliary  gas  supply  is 
'*  cut  off  or  reduced  and  the  flame  passes  back  into  the  cylinder  and  bums  or 
"  explodes  the  charge  to  increase  its  pressure  to  start  the  engine."  It  is  impos- 
sible, to  my  mind,  to  say  that  when  he  speaks  thus  of  the  auxiliary  supply 
being  cut  off  or  reduced  that  he  is  referring  to  a  reduction  which  is  the 

35  automatic  result  of  the  two  nozzles  being  specially  of  different  relative  sizes. 
He  is  referring  there,  as  I  said  before,  to  something  which  is  equivalent  to  a 
reduction  by  means  of  an  external  independent  act.  I  am  not  sure  that  there 
is  any  other  passage  in  the  Specification  which  throws  any  light  on  it  at  all ; 
but  I  have  here  two  places  where  he  distinctly,  in  describing  what  he  invents, 

40  in  describing  his  engine,  uses  cutting  off  and  reducing  as  equivalents  and  as 

meaning  practically  the  same  thing,  and  that  strongly  urges  me  to  hold  that  he 

does  mean  an  external  and  independent  act  when  he  uses  "  reduction  "  in  the 

18th  line  on  page  5.     [Ante  p.  581, 1.  44.] 

But,  having  got  so  far  as  that,  and  having  referred  to  the  earlier  passages, 

45  it  seems  to  me  that  this  passage  becomes  still  clearer  than  it  did  before. 
When  you  read  "  cause  to  strike  back  by  reduction  of  the  rate  of  flow  "  you  are 
comparing  it  with  the  other  language — that  that  means  something  which  reduces 
the  rate  of  flow  then  and  there.  I  do  not  know  that  I  can  express  it  in  better 
and  other  words — which  reduces  it  then  and  there — something  which  arises  to 

50  reduce  it  at  that  particular  moment ;  whereas  if  you  are  reducing  by  reason  of 
the  relative  areas  of  the  nozzles  you  are  reducing  it  from  the  first  moment. 
The  two  nozzles  when  they  are  of  proper  size  work  automatically,  and  almost 
immediately,  or  I  will  say  immediately,  the  reduction  ensues,  and  must  ensue, 
because  of  those  relative  areas. 

55  Then  Mr.  MouUon  ingeniously  says  you  may  produce  the  same  result  precisely 
by  using  our  stopcpck,  only  instead  of  turning  it  half  round  after  a  few  seconds 
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have  elapsed,  at  the  proper  moment,  turning  it  half  round  in  the  first  instance* 
The  result  will  be  that  though  the  explosion  will  be  slightly  delayed  because 
you  have  not  got  the  larger  volume  injected  in  the  upper  nozzle  in  the  first 
instance,  still  after  a  while — and  it  is  only  a  short  time — the  same  result  will 
follow,  and  the  witnesses  entirely  agree  to  that.  He  says,  therefore,  we  can  use  5 
the  stopcock  in  that  way,  and  that  comes  precisely  within  our  claim.  It  is 
obvious  the  complete  answer  to  that  is,  that  is  reducing  the  area  of  the  lower 
nozzle,  and  reducing  it  so  as  to  make  it  the  proper  relative  area  to  that  of  the 
upper  nozzle,  whether  you  do  it  on  each  occasion,  that  is  to  say,  whenever  you 
wish  to  start  the  engine,  or  whether  you  dispense  with  the  stopcock  altogether  10 
and  fix  it  in  that  particular  area,  seems  to  me  to  be  perfectly  immaterial.  You 
are  doing  exactly  the  same  thing,  no  doubt,  which  the  Patentee  has  described, 
and  which  for  the  reasons  which  I  have  mentioned  do  not  seem  to  fall  witliin 
his  claim.  I  have  avoided  saying  what  will  be  the  result,  because  I  do  not 
think  it  necessary.  Why  he  describes  it  here  I  do  not  know  ;  I  do  not  pretend  15 
to  know  why  he  put  it  in  here,  but  he  certainly,  it  seems  to  me,  did  not  put  it 
in  in  order  to  make  it  part  of  his  claim  from  which,  on  my  construction  of  the 
Specification,  he  leaves  it  out.  The  result  is  that  he  has  not  claimed,  and  has  not 
got  any  Patent  for,  the  means  used  for  starting  an  engine  through  the  explosion 
caused  by  the  relative  areas  of  the  nozzles  being  so  arranged  that  you  get  an  20 
automatic  result  instead  of  one  done  by  the  reduction  after  the  gas  has  been 
first  discharged.  In  that  view  of  the  Specification  the  Defendants  are  not 
infringing.  They  are  not  producing  the  result  by  the  claimed  means.  They 
are  producing  the  same  result  no  doubt  by  means  which  he  has  alluded  to  as 
possible,  but  not  the  means  for  which  he  has  claimed  a  Patent.  25 

C?nppSf  Q.C. — Then  it  will  be  action  dismissed  with  costs ;  and  will  your 
Lordship  give  us  a  certificate  that  our  Objections  were  reasonable  ? 

Kbkbwioh,  J, — Some  of  them. 

MouUon,  Q.C. — Most  of  them  we  have  not  heard  of. 

KekewioH,  J. — I  have  for  many  years  gone  more  or  less  on  the  principle  not  30 
to  give  a  certificate  that  anything  is  reasonable  and  proper  which  I  have  not 
heard,  and  Mr.  Justice  Bigham  laid  that  down  very  precisely  in  a  case  before 
him  not  long  ago,  and  what  he  said  has  my  entire  approval.  We  must  trust 
Counsel  not  to  bring  forward  points  simply  for  the  purpose  of  getting  a  certificate 
that  they  are  reasonable  and  proper.  Any  Objection  which  has  been  argued  35 
here  I  will  certify  to  be  reasonable  and  proper. 

The  Plaintiffs  appealed.    The  appeal  was  heard  on  July  25th,  26th,  and  27th. 

Terrelly  Q.C,  for  the  Appellants. — The  learned  Judge  only  delivered  judgment 
on  the  question  of  infringement ;  the  other  points  were  left  undecided.  Dealing 
with  the  question  of  infringement  first,  the  learned  Judge  held  that  the  word  40 
*'  causing  "  in  Claim  1  meant  actively  causing  the  velocity  of  outflow  to  fall 
short  by  some  physical  act  such  as  the  closing  of  a  valve.  This,  I  submit,  is 
wrong.  It  makes  no  difference  whether  you  cause  the  rate  of  outflow  to  fall 
short  by  turning  off  a  valve  or  by  arranging  the  areas  of  the  nozzles  so  that  rate 
of  outflow  falls  short  on  the  mixture  becoming  sufficiently  rich.  45 

CrippSy  Q.C,  for  the  Respondents. — There  are  two  ways  of  getting  the  flame 
to  strike  back.  The  Patentee  claims  one  method  and  we  use  the  other.  The 
learned  Judge  held  that  Claim  1  did  not  refer  to  the  method  which  we  employ. 
"The  Master  op  the  Rolls. — We  are  against  you  on  the  question  of  construc- 
ion.  You  had  better  go  on  to  the  rest  of  the  case.]  If  Claim  1  is  taken  in  the  50 
wide  view  then  there  is  disconformity.  There  is  no  mention  of  the  relative 
areas  in  the  Provisional.  The  Appellants'  Patent  is  anticipated  by  Korting, 
[The  Master  op  the  Rolls,— Korting's  invention  is  not  a  starter.]  There 
is  no  difference  between  the  first  and  later  strokes.  Korting  has  the  relative 
areas,  and  if  this  were  claimed  in  the  Appellants'  Specification  Korting  would  be  55 
an  anticipation.    There  is  no  separation  between  starting  and  ordinary  working. 
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TSie  Plaintiffs'  Specification  is  also  anticipated  by  the  -B«ssc/w)^engine  described 
in  Shaw's  Specification.  Figs.  9  and  10  of  the  Plaintiffs*  Specification  are 
unworkable,  and  invalidate  the  Patent. 

Terrell,  Q.C.,  in  reply. — Korting^s  invention  is  not  a  starter,  and  was  never 
5  80  used ;  if  altered  and  used  in  the  light  of  our  invention  it  would  start,  but 
unless  altered  it  would  be  impossible  to  use  it  as  a  starter.  Bisschoff^s  is  only  a 
paper  anticipation.  This  engine  is  only  used  in  very  small  sizes,  and  can  be 
started  at  once  by  hand.  No  engineer  would  dream  of  starting  a  Bissclioff 
engine  otherwise  than  by  hand.     Being  a  paper  anticipation  it  must  be  very  clear 

10  indeed  to  invalidate  the  Patent.  On  disconformity,  in  the  Provisional  the 
Patentee  describes  the  principle  of  the  invention,  and  in  the  Complete  he  gives 
you  three  methods  of  carrying  it  out.  This  is  all  that  he  is  bound  to  do 
{Pneumatic  Tyre  Company,  Ld.  v.  Leicester  Pneumatic  Tyre  and  Automatic 
Valve  Gomjyany,  15  R.P.C.  159).    The  evidence  is  that  Figs.  9  and  10  will 

15  work. 

The  Court  reserved  judgment.  The  case  was  mentioned  on  August  2ndy 
when  the  Court  intimated  that,  owing  to  the  conflicting  nature  of  the  evidence 
with  regard  to  Figs.  9  and  10,  they  considered  it  advisable  to  have  a  report  from 
an  independent  expert.    Accordingly  Mr.  Bryan  Donkin  made  a  report  to  the 

20  Court  on  this  point. 

The  judgment  of  the  Conrt  was  delivered  on  the  10th  of  August  1899  as 
follows  : — 

ROMBR,  LJ, — ^The  invention  which  is  the  subject  of  the  Plaintiffs'  Patent 
relates,  in  substance,  to  the  starting  of  gas  motor  engines.    Prior  to  the  inven- 

25  tion  the  starting  of  sach  engines,  at  any  rate  those  of  much  power,  was  a  work 
of  difiBculty  and  even  of  danger.  Snch  difficulty  and  danger  was  obviated  by 
the  invention,  and  the  invention  was  one  of  practical  importance,  and  soon 
came  into  use.  But  we  need  not  enlarge  upon  the  usefulness  of  the  invention, 
for  its  utility  is  not  denied,  except  in  regard  to  the  two  subsidiary  methods  of 

30  carrying  out  the  invention,  namely,  those  shown  by  Figures  9  and  10  of  the 
Specification. 

Before  considering  the  various  objections  to  the  Plaintiffs'  case  taken  by  the 
Defendants,  it  will  be  desirable  to  state  what  the  pith  of  the  invention  is.  It 
consists  in  the  introduction  of  gas  or  explosive  mixture  into  the  cylinder  of 

35  the  engine  previously  full  of  air,  and  so  arranging  that,  as  the  mixture  by 
degrees  escapes,  through  an  external  igniting  nozzle  at  some  appreciable  distance 
from  the  cylinder,  the  velocity  of  the  propagation  of  the  igniting  flame  shall 
gradually  exceed  and  overcome  the  velocity  of  the  issuing  mixture,  and  shall 
consequently  strike  back  to  the  explosive  mixture  in  the  cylinder,  aod  cause  an 

40  explosion  there  so  as  to  propel  the  piston.  The  Patentee  shows  one  main  and 
two  subsidiary  methods  of  carrying  this  out.  The  main  method  is  that  which 
is  referred  to  both  in  the  Provisional  and  Final  Specifications.  It  consists 
in  providing  a  nozzle  whereby  the  gas  or  mixture  is  sent  into  the  cylinder, 
from  which  it  passes  in  gradually  increasing  volume  through  the  external 

45  igniting  nozzle  until  it  burns  outside  with  a  characteristic  roar,  and  then 
the  auxiliary  gas  supply  is  cut  off,  or  reduced,  and  so,  the  velocity  of  the 
outflowing  gas  being  reduced,  the  flame  strikes  back  to  the  cylinder  and 
explodes  the  gas  there,  whereupon  a  valve  in  the  starter  closes  auto- 
matically, and  the   cock    of    the    starter   is    then  turned    to  put    it  out    of 

50  action  by  cutting  off  communication  with  the  cylinder,  and  the  engine  then 
continues  to  work  in  the  ordinary  manner.  In  his  final  Specification  the 
Patentee  gives  two  variations  of  his  main  method,  which  variations  we  have 
called  ^^  subsidiary  methods."  The  one  consists  in  pointing  out  that  the  striking 
back  of  the  flame  can  be  caused,  not  only  by  reducing  the  rate  of  flow  of  the 

55  gas,  but  by  so  regulating  the  relative  area  of  the  nozzles  that  the  mixture  is 
allowed  to  become  gradually  richer  in  gas  until  the  velocity  of  the  flame  exceeda 
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the  velocity  of  the  issuing  gas.  The  other  consists  in  pointing  out  that  instead 
of  having  a  separate  means  of  introducing  the  inflammable  vapour  for  starting 
the  engine,  the  supply  valves  may  be  opened,  and  the  engine  turned  in  the 
proper  direction  by  hand  to  draw  in  a  combustible  mixture,  and  then  slightly 
turned  back  in  the  reverse  direction  to  force  a  portion  of  the  said  mixture  5 
through  the  starter  nozzle  where  it  is  ignited,  the  flame  travelling  back  and 
exploding  the  mixture  as  described  above  to  start  the  engine.  The  essence  of 
this  last  method  consists  in  the  direction  that  the  engine  is  only  to  be  slightly 
turned  back.  The  effect  of  this  is  to  cut  off,  or  partly  cut  off,  the  supply  of 
gas,  s^nd,  when  the  turning  back  stops,  the  pressure  of  the  gas  towards  the  10 
igniting  nozzle  is  reduced^  and  so  the  outward  flow  is  diminished,  and  the 
flame  strikes  back  according  to  the  principle  of  the  Patentee's  main  method. 

The  above  being  the  substance  of  the  patented  invention,  we  have  now  to 
consider  the  points  taken  by  the  Defendants.  The  first  point  is  that  which 
succeeded  before  Mr.  Justice  KekewicJi.  It  is  said  that  on  the  true  construction  15 
of  the  Specification,  and  especially  having  regard  to  the  use  of  the  word 
*'  causing  "  in  the  first  claim,  the  Patent'Ce  has  only  claimed  his  main,  and  not 
his  subsidiary,  methods.  In  our  opinion  that  is  too  narrow  a  construction  to  be 
placed  upon  the  Specification.  The  Patentee  in  the  body  of  the  Specification 
clearly  refers  to  the  subsidiary  methods,  and  intends  them  to  come  within  the  20 
scope  of  his  invention,  and  the  wording  of  the  first  claim,  where  it  speaks  of 
the  velocity  of  the  outflow  falling  short  of  the  velocity  of  propagation,  clearly 
covers  not  only  the  case  where  the  difference  of  velocity  is  caused  by  reduction 
of  the  velocity  of  propagation,  but  also  the  case  where  it  is  caused  by  increase 
of  the  richness  of  the  gas,  and  the  word  ''  causing  '*  is  one  of  large  signification,  25 
and  ought  not  to  be  cut  down  in  its  meaning  in  the  manner  contended  for  by 
the  Defendants.  This  objection,  therefore,  fails,  as  also  does  the  contention 
founded  upon  it  that  there  has  been  no  infringement  by  the  Defendants 
because  in  their  machine  the  flame  does  not  strike  back  in  the  precise  way 
covered  by  the  Patentee's  main  method.  30 

The  next  point  taken  by  the  Defendants  is  that  of  disconformity.  It  is  said 
that  the  Provisional  Specification  only  refers  to  the  main  method,  and  that  the 
Complete  Specification  was  bad  because  it  included  the  subsidiary  methods. 
This  objection  also  fails.  In  our  opinion  the  subsidiary  methods  fairly  arise 
out  of  the  invention  as  referred  to  in  the  Provisional  Specification,  and  are  both  35 
methods  of  carrying  it  out,  which  might  properly  be  inserted  in  a  final  Specifi- 
tion.  Nor  is  there  in  the  evidence  any  sufficient  reason  for  saying  that  the 
invention,  and  the  methods  of  carrying  it  out,  are  not  sufficiently  described  by 
the  Patentee. 

We,  therefore,  pass  on  to  consider  the  more  important  objections  taken  by  the  40 
Defendants  as  to  the  invention  having  been  anticipated,  and  as  to  there  being  no 
proper  subject  matter  for  a  patent.    In  dealing  with  these  points,  it  is  important 
to  bear  in  mind  that,  notwithstanding  the  patents  and  machines  relied  upon  by 
the  Defendants  as  being  anticipations,  and  the  general  knowledge  acquired  by 
the  public,  no  one,-  as  "&  matter  of  fact  had,  prior  to  the  Plaintiffs'  Patent,  known  45 
how  to  start,  or  had  practically  started,  a  gas  motor  engine   except  by  the 
difficult  and  dangerous  method  of  starting  by  hand  referred  to  above.    And 
though  in  this  patent,  as  in   many   others  of    great  value  and  undoubted 
validity,  it  is  easy  to  see,  after  being  told,  how  the  prior  knowledge  cotdd  be 
used  so  as  by  very  simple  means  to  arrive  at  a  certain  result,  yet  the  method  of  50 
arriving  at  such  a  result  may  require  invention,  and  if  new  and  useful  be 
good  subject  matter  for  a  patent,  and,  in  the  present  case,  we  have  come  to  the 
conclusion  that  the  Patentee's  invention  had  not  been  anticipated,  and  did  form 
good  subject  matter  for  a  patent.    We  do  not  think  it  necessary,  in  order  to 
show  why  we  have  arrived  at  this  conclusion,  to  discuss  in  detail  all  the  alleged  55 
anticipations  set  up  by  the  Defendants.    It  will  be  sufficient  to  refer  to  the  two 
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which  were  principally  relied  on  by  them.  We  will  first  take  Kortitig^s 
Specification.  We  need  only  refer  specially  to  his  Fig.  2.  Now,  Korting  did 
show  how  yon  coald  get  an  explosion  in  the  cylinder  by  letting  gas  escape  from 
it  towards  what  may  be  called  the  igniting  nozzle,  and  by  reducing  the  rate  of 
5  flow  of  the  gas  so  as  altimatel}'  to  make  its  velocity  less  than  the  velocity  of  the 
flame.  Bat  he  was  not  inventing  or  intending  to  describe  a  method  of  starting 
a  gas  engine.  He  was  patenting  a  method  of  working  a  gas  engine  after  it  was 
started  by  hand.  Bat  is  said  that  you  could  use  his  invention  so  as  to  start  the 
engine.    On  looking  into  the  matter,  however,  it  is  clear  that  from  what 

10  Korting  told  you  alone  you  would  not  know  how  to  start  the  engine  except  by 
hand.  His  was  a  compression  engine,  and  could  only  be  used  for  starting, 
withont  turning  by  hand,  by  patting  in  an  additional  gas  supply,  a  thing  he 
never  refers  to,  or  apparently  contemplates.  Moreover,  in  Pig.  2,  there  is  no 
automatic  closing  valve,  as  in  the  Plaintiffs*  invention,  and  though  now  that 

15  the  Plaintiffs'  Patent  has  shown  how  to  do  it,  you  could  by  modification  of 
Korting^  arrive  at  the  Plaintiffs'  patented  invention,  that  does  not  make 
Korting'* s  an  anticipation,  nor,  under  the  circumstances,  enable  the  Defendants  to 
say  that,  having  regard  to  Kortingy  no  invention  was  required  to  arrive  at  the 
Plaintiffs*  invention.    Before  parting  with  Korting^  it  will  be  convenient  at 

20  once  to  deal  with  the  Defendants'  contention  that  they  are  only  using  Korting^s 
machine,  and  therefore  cannot  be  infringing  the  Plaintiffs'  Patent.  When  the 
Defendants'  machine,  as  represented  by  Exhibit  D.C.  4,  and  the  way  it  works, 
are  carefully  examined,  it  will  be  seen  that  though  they  only  use  Korting's 
method  of  running  the  machine  after  it  has  been  started,  they  really  use  the 

25  Plaintiffs'  invention  for  starting  it.      To  start  the  Defendants'   machine  an 
^  independent  gas  supply  is  provided,  and  the  gas  so  supplied  is  allowed  to  flow 

f  out  in  the  manner  suggested  by  the  Plaintiffs'  invention,  for,  at  starting,  the 

I  outlet  at  J  in  D.C.  4  is  open,  and  an  automatic  closing  valve  is  provided  and  the 

■'  explosion  operates,  and  the  starting  is  effected  exactly  in  the  same  way  as  in  the 

30  Plaintiffs'  invention.  If  the  Plaintiffs'  Patent  be  valid  the  infringement  is 
clear. 

The  other  machine  we  must  refer  to  is  BLsschoff,  Exhibit  D.C.  7.  Now,  that 
was  a  machine  so  small  as  to  be  easily  started,  without  risk,  by  hand,  and  in 
order  to  work  it  there  was  no  necessity  to  use  the  Plaintiffs'  invention,  and, 

35  therefore,  it  is  not  surprising  to  find  that  no  satisfactory  evidence  is  forth- 

1  coming  of  the  machine  ever  having  been  started,  except   by  hand,  before 

the  Plaintiffs'  invention.    But  since  that  invention,  and  knowing  of  it,  ingenious 

people,  acting  in  the  interest  of  the  Defendants,  have  succeeded  in  making 

the  engine  start  without  the  hand  in  one  minute  forty  seconds,  though  with 

40  the  hand  it  could  be  started  at  once.  And  the  way  it  was  started  was  by 
regulating  by  hand  the  stop  cock  on  the  gas  supply  so  as  to  let  the  gas  mixture 
flow  by  degrees  and  thereby  imitate  the  action  of  the  Plaintiffs'  starter. 
Moreover,  the  ordinary  and  real  way  in  which  the  gas  v/as  exploded,  when  the 
machine   was   working,   prior  to  the  Plaintiffs'  invention,  was  by  the  flame 

45  at  m  in  D.C.  7  being  sucked  in  by  the  exhaust  caused  by  the  motion  of  the 
cylinder,  so  that  the  explosion  was  caused  by  the  internal,  and  not  by  the 
external  flame.  It  was  not  really  a  case  where  any  external  ignition  nozzle 
was  used,  or  one  like  the  Plaintiffs'  invention  in  principle.  Under  these 
circumstances  we  cannot  regard  the  ^t89^^^  machine  as  an  anticipation  of  the 

50  Plantiffs,  or  say  that,  knowing  of  Bissc/wff,  it  did  not  require  invention  to  arrive 
at  the  Plaintiffs'. 

The  Defendants  lay  great  stress  upon  the  fact  that  the  Km^ting  and  the 
Bisschqff  engines  will  start  and  go  on  working  without  being  put  in  motion  by 
hand.     But,  before  Lanchester^s  invention,  it  was  not  known  that  Korting  or 

55  BisscJioffenginea  could  be  made  to  do  this,  nor  can  they,  except  by  introducing 
9ome    modification,    which,    although    slight,    involves    the    application    of 
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Lanchester^s  invention.  Lanchester  has  shown,  how,  by  a  trifling  alteration, 
Korting  and  Bisschoff  engines  can  be  improved  and  made  self  starting,  but 
neither  of  them  anticipate  Lanchester^s  invention  ;  nor  will  his  Patent  prevent 
persons  from  using  Korting  or  Bisschoff  engine&  as  they  were  known  and  used 
before.  5 

The  Defendants'  engine  is  in  substance  an  improved  Korting,  and  works  as  it 
starts,  but  it  is,  nevertheless,  an  infringement  of  the  Lanchester  Patent,  for  it  is 
started  according  to  his  inrention. 

The  Defendants'  Counsel  pressed  against  (he  PlaintiflPs'  the  subsidiary  mode 
of  working  the  patented  invention  shown  upon  page  4,  lines  25  to  30,*  of  the  10 
Specification.  But  this  subsidiary  mode  is  not  in  itself  the  sum  and  substance 
of  the  invention,  and  we  have  already  explained  how  it  acted  in  accordance 
with  the  principle  of  the  invention.  It  is  suggested  on  behalf  of  the 
Defendants  that  some,  or  one,  of  the  many  alleged  anticipating  machines  might 
be  made  to  start  according  to  this  subsidiary  method,  but  this  has  not  been  15 
proved  to  our  satisfaction,  and  even  if  it  were  now  found  possible  after  the 
Plaintifl's'  invention,  in  some  clumsy  fashion  to  manipulate  these  machines  so 
as  to  make  them  work  as  alleged,  it  would  not  of  necessity  follow  that  those 
engines  were  really  anticipations,  and  that  there  was  no  subject  matter  for  a 
Patent  in  the  Plaintiffs'  invention.  20 

Lastly,  it  is  alleged  on  behalf  of  the  Defendants  that  Figs.  9  and  10  of  the 
Plaintiffs'  Specification  will  not  practically  work.  Having  regard  to  the 
conflicting  nature  of  the  expert  evidence  on  the  point,  and  to  the  fact  that  the 
questions  in  dispute  could  be  easily  and  speedily  settled,  we  thought  it  right  to 
have  an  independent  report  upon  the  point  by  an  expert,  Mr.  Donkin,  That  25 
report,  as  supplemented  by  some  verbal  explanations  given  to  us  by  Mr. 
Donkin,  makes  it  clear  that  Figs.  9  and  10,  placed  in  a  proper  position  and 
used  in  an  ordinary  way  as  contemplated  by  the  Specification,  will  work 
successfully,  and  that  it  was  only  owing  to  the  peculiarity  in  the  engine  which 
Sir  Frederick  Bramwell  had  seen,  and  on  the  working  of  which  he  relied  in  30 
his  evidence  upon  that  point,  that  it  did  not  work  successfully  with  Figs.  9 
and  10. 

It  follows,  therefore,  that  the  Plaintiffs  are  entitled  to  succeed.    There  must 
be    an    injunction    restraining  the   Defendants  from  further  infringing  the 
Plaintiffs'  Patent,  and  an  inquiry  as  to  damages.    The  Plaintiffs  will  get  their  35 
costs  here  and  in  the  Court  below  in  the  usual  way,  including  the  costs  of  the 
Particulars  of  Breaches.    I  do  not  know  whether  they  ask  for  a  certificate. 

Terrell,  Q.C. — We  have  got  a  certificate,  and  we  ask  for  costs  as  between 
solicitor  and  client  in  the  Court  below. 

The  Master  of  the  Rolls. — I  suppose  that  will  follow  in  the  usual  way.   40 

ROMBR,  Z>.  J.— That  is  so. 

Oralmm, — I  am  instructed  that  in  the  previous  case  the  Defendant  never 
appeared,  and  it  is  a  very  unusual  thing  to  grant  a  certificate  in  such  a  case. 

Terrell,  Q.C. — No,  my  learned  friend  is  mistaken. 

ROMBR,  L,J. — It  was  for  the  Judge  to  decide  in  that  action  whether  he  would  45 
or  would  not  give  a  certificate.  It  is  often  argued  in  these  cases  that  a  certificate 
ought  not  to  be  granted  where  there  is  no  real  defence,  and  if  the  Judge  is 
satisfied  that  there  is  no  real  trial  of  the  validity  of  the  Patent  he  will  not  give 
a  certificate  ;  but  when  the  certificate  is  given  in  the  exercise  of  the  discretion 
of  the  Judge  the  Statute  applies,  and  there  is  no  sufficient  reason  for  the  50 
Court  here  to  deprive  the  Plaintiffs  of  the  benefit  of  the  certificate. 

Gi^afiam, — This  is  really  a  typical  case  ;  it  has  never  been  tried  before,  and 
I  do  not  think  that  the  Defendants,  who  still  think  that  they  have  got  a  good 


♦  Afite  p.  580, 11.  47  to  52. 
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defence,  should  be  hampered  in  tl^is  way  because  they  are  the  first  to  try  the 
validity  of  ihe  Patent. 

Terrell,  Q.C. — It  was  tried  before,  and  evidence  was  given. 
ROMBR,  L.J, — The  onus  is  upon  Mr.  Graham  to  show  why  the  Statute 
5  should  not  apply,  and  why  we  should  not  make  2^u  order,  or  why  the  Plainti& 
have  not  a  proper  title. 

Graham, — I  submit  with  great  deference  that  the  Defendauta,  who  have  a 
bond  fide  defence  in  a  very  difficult  case  of  this  sort,  ought  not  to  bQ  prejudiced 
when  they  are  the  first  persons  who  fight  the  action. 
10  The  Master  op  the  Rolls. — We  can  only  suppose  that  the  other  person 
did  not  fight  because  he  thought  he  would  be  beaten ;  therefore  I  do  not  see 
why  that  should  now  deprive  the  Plaintiffs  of  the  certificate.  I  do  not  know 
why  we  should  now  interfere. 

l^errell^  Q.C. — I  think  we  are  entitled  to  the  delivery  up  of  the  infringing 
15  articles  in  the  event  of  damages  not  being  paid. 

The  Master  of  the  Rolls. — That  would  be  a  very  summary  proceeding, 
which  we  ought  not  to  deal  with  unless  we  are  driven  to  it. 

ROMER,  J. — You  could  not  have  the  engines  delivered  up  or  destroyed. 
Terrell^  Q.C. — No  ;  only  the  starters. 
20       ROMBR,  LJ, — ^You  have  got  an  injunction  to  restrain  them ;  is  it  worth 
y  mentioning  this  ? 

Terrell,  Q.C. — Then  I  will  not  say  another  word  about  it,  my  Lord. 
The  Master  of  the  Rolls.— That  is  a  vindictive  Order. 
Terrell,  Q.C. — I  will  not  say  another  word  about  it  if  your  Lordships  feel  that 
25  I  ought  not  to  ;  there  is  an  end  of  it.     I  have  to  ask,  in  the  view  that  this  may 
go  farther,  that  in  the  Order  Mr.  Donktn*s  report  be  treated  as  read. 
I  Romer,  L.J, — No,  we  cannot  assent  to  that,  because  it  was  supplemented,  as 

f  I  have  already  said,  by  some  verbal  explanations  Mr.  Donkin  gave  to  us.    I 

think  the  result  of  the  report  and  his  verbal  statements  are  embodied  in  our 
30  judgment,  and  if  the  case  does  go  to  the  House  of  Lords  it  will  go  on  that 
statement  as  to  what  the  joint  effect  was. 

Qraham. — Then,  my  Lords,  may  I  mention  another  matter.    This  is  a  very 

important  action  from  the  Defendants'  point  of  view,  and  I  think  after  they 

have  considered  your  Lordships'  judgment  they  may  like  to  go  to  the  House  of 

35  Lords,  and  therefore  I  would  ask  your  Lordships  that  there  should  be  a  stay  of 

the  injunction  at  all  events. 

The  Master  of  the  RoLLS.-r-You  can  work  your  engines  perfectly  well 
without  it. 

Oraham, — No,  my  Lords.    As  Lord  Justice  ROMER  said,  the  thing  we  use  for 
40  starting  is  the  same  thing  that  we  use  for  running. 

The  Master  of  the  Rolls. — Yes  ;  but  with  a  little  modification  it  could 
be  dispensed  with. 

ROMBR,  L,J. — Yes,  dispense  with  the  modification  and  work  it  as  Korting 
did,  and  no  one  will  stop  you. 
45      The  Master  of  the  Rolls. — I  do  not  see  why  we  should  stay  if  yon  can 
work  your  engines. 

Qraham, — Will  your  Lordships  allow  me  shortly  to  refer  to  the  case  of 
Proctor  V.  Bennis  ;  that  was  a  case  where  the  Defendant  did  apply  to  Lords 
Justices  Cotton    and  Fry,  making  the  application  which  I  am  now  making. 
50  (4  R.P.C.  363.) 

The  Master  of  the  Rolls. — If  you  could  not  work  your  engines  there 
might  be  something  in  it,  but  you  can. 

Oraham. — May  I  mention  what  Lord  Justice  Fry  said  : — "  I  am  of  the  same 

"  opinion  " — ^that  is,  he  would  not  stay.    **  If  Bennis — ^that  is  the  Defendant — 

55  "  had  been  really  desirous  to  make  the  machines  which  are  in  controversy  and 

"  carry  on  his  trade  in  that  manner  I  should  have  thought  the  case  well  worthy 

3  G 
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"  of  consideration,  because  the  case  is  one  of  very  considerable  difficulty, 
"  and  it  might  be  very  right  and  very  proper  not  to  stop  his  trade  pending 
"  the  appeal." 

The  Mastbb  op  the  Rolls. — That  is  stopping  his  trade,  but  that  is  precisely 
what  we  do  not  think  we  shall  be  doing  here.  5 

ROMBB,  L.J. — How  many  engines  are  you  working  like  this  ? 

Graham. — ^We  make  and  sell,  my  Lords.    I  do  not  suppose  we  are  working 
any  ourselves. 

The  Master  of  the  Rolls. — You  must  make  and  sell  them  without  the 
modification  which  makes  you  liable  to  the  injunction.    They  will  work  well  10 
enough.    It  is  only  a  question  of  starting  in  this  particular  way. 


Leeds  Summbb  Assizes. 

Before  Mb.  Justiob  Ob  ant  ham. 
August  10th  and  llth,  1899. 

In  the  Coubt  op  Appeal.  15 

Be/ore  Lobd  Justice  A.  L.  Smith,  Lobd  Justice  Collins,  and  Lobd 

Justice  V.  Williams. 

November  13th,  1899. 
John  Vabey,  Limited  v.  Walkeb,  Mitchell,  &  Co. 

Patent. — Action  for  infringement. — Two  operations  performed  at  the  same  gO 
tims. — Different  w^ans  of  effecting  the  sarne  object. — Action  for  infringement, — 
Injv/nction  refused. 

T}\e  Plaintiffs  were  proprietors  of  a  Patent  for  a  machine  by  means  of  which 

two  operations  heretofore  done  singly  could  be  performed  simultaneously.    The 

Defendants  brought  about  the  same  result^  and  effected  a  similar  saving  of  time  25 

by  means  of  a  machine  constructed  in  a  different  manner  which  involved  nothing 
mm^e  than  a  combination  of  old  methods. 

Hfildy  that  the  Defendants  had  not  infringed  the  Plaintiffs'  PcUent. 

Proctor  V.  Bennis  (4  R.P.C.  333  ;  L.R.  36  Ch.  D.  740)  considered. 
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This  was  an  action  brought  by  a  limited  company  for  infringement  of  a 
Patent  for  a  machine  used  for  the  purpose  of  making  "  fallers."  This  machine 
by  one  operation  made  two  cuts  at  each  end  of  the  "  faller,"  whereas  previously 
two  operations  were  necessary,  or  separate  operations  in  different  machines. 
ft  John  Varey  and  a  mechanic  in  his  employ  named  Holmes  were  occupied  for 
two  years,  in  1888  and  1889,  in  elaborating  this  machine,  which  they  perfected 
in  1890,  when  a  Patent,  No.  20,582  of  1890,  was  granted  to  them.  In  March 
1895,  Varey  purchased  Holmes*  share.  Subsequently  the  business  was  turned 
into  a  limited  company,  and  on  February  22nd  1899  the  Patent  was  assigned  to 

10  the  Company. 

The  Complete  Specification  of  the  Patent  (No.  20,5S2  of  1890)  granted  to 
John  Varey  and  Walter  Holmes  was  as  follows : — 

^  The  object  of  this  invention  is  the  arrangement  and  combination  of  certain 
**  mechanism  in  such  a  manner  that,  the  ends  of  fallers  used  in  the  preparation 

15  *^  of  silk,  flax,  wool  and  other  fibres,  may  be  cut  to  any  angle  to  suit  the  pitch 
^  of  the  travelling  screws  of  the  preparing  machine,  and  at  the  same  time  when 
^  required,  without  having  to  reset  the  faller  bar,  to  groove  the  same  for  the 
^  spring  guides  by  cutting  tools  operating  simultaneously  on  the  several  parts  to 
"  be  reduced. 

20  ^  The  invention  consists  in  mounting  on  a  gauntry  or  other  support  in  a 
'*  suitable  manner,  two  head  stocks,  each  provided  with  a  straight  faced  radial 
^^  plate  combined  with  a  thin  clip  for  securing  the  faller  bars  during  the  cutting 
"  operation  at  any  angle  with  the  cutters,  so  that  the  ends  of  the  bars  may  be  cut 
"  at   the  required  angle  to  suit  the  pitch  of  travelling  screws  of  preparing 

25  ^  machines  ;  also  arranging  cutters  to  operate  at  the  same  time  on  the  side  of 
^^  each  faller  to  cut  parallel  grooves  a  suitable  depth  for  the  spring  guides 
'^  without  having  to  change  the  position  of  the  faller  bar  or  fastening  device. 

'*  In  the  accompanying  drawings.  Fig.  1  represents  a  front  elevation  of  a 
*^  machine  suitable  for  carrying  out  our  invention.    Fig.  2  is  a  plan  thereof. 

30  ^'  Fig.  3  a  sectional  elevation  of  the  apparatus  through  line  a,  h.  Fig.  4  a 
^*'  sectional  elevation  through  line  c,  d.  And  Fig.  5  a  sectional  elevation  through 
**  line  «,/. 

'^  Upon  a  suitable  gauntry  A.  are  placed  two  head  stocks  constructed  in  the 
**  same  manner,  one  of  which  indicated  by  the  letter  B.  is  secured  thereto,  but 

35  *'  the  other  B'  is  movable  by  screw  S.  so  as  to  adapt  the  machine  for  various 
^'  lengths  of  faller  bars.  Motion  to  the  rotary  cutters  is  imparted  by  shaft  C. 
^  extending  the  lengths  of  the  machine,  and  in  each  head  stock  is  mounted  on 
"  the  said  shaft  a  bevel  wheel  D.  gearing  with  another  bevel  wheel  D*  secured 
''  on  a  shaft  E,  at  the  opposite  end  of  which  is  a  spur  pinion  F.  gearing  into  a 

40  "  spur  wheel  F*  secured  on  a  shaft,  at  the  opposite  end  of  which  are  fixed  a  pair  of 
'^  milled  circular  cutters  G.  O.  The  bracket  H.  supporting  the  last  named  shaft 
'*  and  milled  cutters  O.  O.  is  adjustable  radially  on  the  shaft  E.  and  is  secured 
"  in  the  adjusted  position  by  one  or  more  screws  J.  engaging  with  the  said 
"  bracket  and  a  fixed  support  K.  forming  part  of  bed  plate  of  head  stock.    The 

45  "  bracket  L.  supporting  the  circular  milled  cutter  M.  is  also  adjustable  radially 
"  and  is  supported  by  the  shaft  C.  on  which  is  mounted  a  spur  pinion  N.  gearing 
"  into  spur  wheel  N*  secured  on  a  shaft,  to  the  opposite  end  of  which,  is  secured 
"  a  circular  milled  cutter  M.  The  bracket  L  is  prepared  with  a  slide  plate  0. 
**  operated  by  a  screw  P.  in  the  same  manner  as  an  ordinary  slide  rest,  and  is 

50  "  for  the  purpose  as  hereinafter  described.  Each  head  stock  is  provided  with  a 
*^  vertical  slide  plate  Q.  supported  and  operated  by  a  screw  R.  at  the  bottom  of 
"  which  is  secured  a  bevel  wheel  S^  gearing  with  another  bevel  wheel  S*  mounted 
^  on  shaft  T.  extending  the  length  of  the  machine.  In  the  vertical  slide  plate  Q. 
^  a  curved  slot  hole  is  formed  having  a  raised  curved  and  parallel  strip  of 

55  '^  metal  Q*  on  each  side,  which  accurately  fits  a  groove  cut  in  the  adjustable 
^  radial  plate  IT.  mounted  thereon  the  latter  being  secured  in  its  required 

3  G  2 
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"  position  by  a  ^olt  U'  proTi4e<l  with  a  washer  so  arranged  (hat  tbe  thin  clip 
"  plate  Vi  ja  hel^  in  the  recess  formed  in  the  adjustable  radial  plate  U.  bat  may 
"pa  sUt^  therein  for  securing  tfie  faller  bara  Y  during  the  cutting  pperati  on. 
"  On  each  ai^justable  radial  plate  P.  is  mounted  a  screw  W,  epgaged  with  a 
"  lever  X.  ^xed  at  one  end  tfo  the  said  adjuBtable  radial  plate  by  a  pin  and  5 
"  QDg^ed  with  the  thin  clip  plate  Y.  by  a  pin  ^t  X'  eo  that,  on  operating  the 
"  screw  W.  the  thin  clip  plate  V.  is  moved  laterally  in  the  receas  formed  Id  the 


adjustable  radial  plal:«  U.  and  is  provided  with  an  arm  V'  eiLtending  down- 
wards the  edge  of  which  is  straight  and  paiallel  with  the  hole  cut  therein  for 
the  reception  of  the  faller  bara  Y.  and  with  the  face  or  front  edge  of  the  10 
adjustable  radial  plate  against  which  the  faller  barsare  secured.  By  adjasting 
the  position  of  the  radial  plate  U.  the  requisite  angle  of  the  faller  bar  Y.  in 
relation  to  the  rotating  milled  cntters  G.  U.  is  obtained,  and  on  operating  the 
screw  P.  of  slide  plate  0.  by  the  end  of  the  latter  being  in  contact  with  the 
ei^e  of  the  arm  V'  of  thin  clip  plate  V.  the  necessary  position  of  the  circular  15 
milled  cutter  M.  in  relation  to  the  faller  bar  Y.  is  obtained,  the  cntter  M. 
operating  on  the  side  of  faller  bar  cute  a  groove  therein  for  the  spring  gnide 
of  a  depth  regulated  by  the  before  mentioned  slide  which  is  held  in  contact 
with  the  edge  of  arm  V  by  means  of  lever  Z  and  weight  Z'  or  by  the  aid  of 


Vol.  KVi.,  No.  26. J     AND  TRADft  MARK  CASES.  599 

John  Varey,  Limited  t.   Walker,  SlitcTieU,  &  Co. 

'*  springs  or  other  meaiis.  "fhe  travel  of  the  vertical  slide  plates  Q.  and  con- 
"  nections  thereto  during  the  operation  of  cutting  is  efifected  automatically  by 
"  means  of  the  coned  pullies  and  gearing  placed  at  one  end  of  the  machine. 
"  Motion  is  imparted  from  the  shaft  C,  to  the  coned  palley  1  by  gearing  3.  and 
A  "  from  cohed  pulley  1  to  2.  by  a  belt,  the  latter  pulley  being  connected  by 
"  suitable  trains  of  gearing  4  and  5  to  the  respective  Bpur  wheels  S  and  7. 
"  mounted  loosely  on  the  shaft  T,  Each  of  the  last  mentioned  spur  wheels  is 
"  pi-ovided  with  a  catch  box,  and  between  the  two  a  sliding  catch  box  8.  is 
"  mounted  on  feather  keys  so  that,  when  the  said  sliding  catch  box  Is  in  gear 

10  "  with  the  spur  wheel  6.  the  shaft  T.  and  the  screws  R.  of  vertical  slide  plates 
"  are  o^er^ted,  thereby  causing  the  vertical  slide  plates  Q.  thin  clip  plates  T. 
"  and  nlller  bar  Y.  to  move  at  a  rate  suitable  to  the  cutting  requirements  of  the 
"  circular  milled  cutters.  On  the  shaft  T.  is  secured  i  worm  9.  gearing  into 
"  worm  wheel  10,  on  the  face  of  which  are  two  pins  11.  and  12.  which,  on  the 

15  "  rotation  of  worm  wheel  10.  operate  the  bar  13.  in  one  direction  or  the  other, 
"  when  pin  11,  comes  in  contact  with  said  kiar  and  opentes  it  in  the  direction  of 
*'  arrow,  as  Soon  as  the  incline  at  end  of  lever  14.  arrives  opposite  the  {)uUey  15. 
"  a  weighted  lever  or  spring  acting  on  the  sliding  catch  box  8.  cahses  it  to  nlove 
"  into  gear  with  the  catch  box  of  the  other  spur  wheel  7.  and  thereby  operate 

20  "  the  train  of  gearing  5.  connected  therewith,  which  Is  so  arranged  that  the 
"  rotation  of  shaft  T.  is  reversed  and  the  speed  increased  so  tllat  the  vertioal 
"  slide  plates  Q.  are  raised  qnickly  to  their  original  position.  The  pin  13, 
**  pushes  the  bar  13.  in  the  opposite  direction  such  a  distance  that  the  sliding 
"  catch  lt)ox  8.  is  drawn  ont  of  gear  with  wheel  7.  thus  automatically  stoppltig  the 

25  "  traversfe  of  the  vertical  slide  plates  Q.  and  attachments  thereto. 


"  Having  now  particularly  dencribed  and  ascertained  the  nature  of  this  inven- 
"  tion,  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that  what 
"  we  claim  is  : — 1 .  The  combination  of  the  parts  forming  the  complete  apparatus 
"  arranged  substantially  as  and  for  the  purpose  hereinbefore  set  forth  and 
'  "  illustrated  by  the  accompanying  drawings,  2,  The  combination  of  the  vertical 
"  slide  i»late  Q.  with  the  adjustable  radial  plate  U.  and  thin  clip  plate  V.  for  the 
"  purpose  herttinbefore  descrilx^d.  3.  The  method  of  securing  the  faller  bare  T. 
"  t>y  a  thin  clip  plate  V.  or  other  attachment  gripping  the  fatler  bar;<  in  such  a 
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^*  manner  that,  the  ends  of  the  said  bars  may  be  cut  to  the  angle  required  and  at 
*^  the  same  time  grooved  at  the  side  for  the  spring  gaides/' 

One  Mitchell  had  been  for  some  time  prior  to  1890  in  the  employment  of 
Varei/j  and  one  Walker^  who  was  a  mechanic,  went  periodically  to  Varey^s 
works  for  the  purpose  of  fitting  up  machinery.  On  the  15th  of  March  1890,  5 
Mitchell  left  Varey^s  employment,  and  joined  Walker  and  a  man  named  Haigh. 
They  then  set  up  the  business  of  machine  makers  as  Walker ^^  Mitchell,  Jt  Go, 
at  Keighley.  In  the  middle  of  October  1898,  the  Plaintiffs  discovered  that  they 
had  supplied  to  Taylor  and  Wordsworth^  machine  makers,  of  Leeds,  a  "  Mler 
"  machine  ^'  which  was  alleged  to  be  an  imitation  of  the  Plaintiffs*  invention,  as  10 
described  in  their  Specification.  On  learning  this,  the  Plaintiffs,  on  October 
22nd  1898,  wrote  to  them  asking  for  particulars  of  the  number  of  machines 
sold  and  "fallers"  made.  Upon  receiving  no  answer  to  this  letter,  they 
commenced  the  present  action. 

In  their  Statement  of  Claim  the  Plaintiffs  alleged  (in  paragraph  1)  that  they  15 
were  the  owners  of  Letters  Patent  No.  20,582  of  1890,  for  "  Improvements  in 
^'  the  method  of  and  apparatus  for  cutting  the  ^nds  of  fallers.*'  It  was  alleged 
in  paragraph  2  that  the  Defendants  had  infringed  the  Patent  in  manner  in  the 
Particulars  of  Breaches  mentioned.  The  Plaintiffs  claimed  (1)  an  injunction  to 
restrain  the  Defendants,  their  servants  and  agents,  from  infringing  the  Patent ;  20 
(2)  damages ;  (3)  delivery  up  or  destruction  of  all  articles  in  the  Defendants' 
possession  constructed  in  infringement  of  the  Plaintiffs*  Patent ;  (4)  costs ; 
(5)  further  or  other  relief. 

In  the  Particulars  of  Breaches  it  was  alleged  that  the  Defendants  had  com- 
mitted the  infringement  complained  of  by  the  manufacture,  sale,  and  use  of  25 
machines  constructed  in  accordance  with  the  Specification  of  the  Patent 
and  claimed  in  all  the  claiming  clauses  thereof.  In  particular  it  was  stated 
that  the  Defendants  had,  in  September  1894,  manufactured  and  sold  to  Taylor^ 
Wordsworth^  tk  Go.^  of  Leeds,  a  machine  constructed  according  to  the 
Specification.  30 

In  addition  to  a  denial  of  the  allegations  contained  in  the  Statement  of  Claim, 
the  Defendants  by  their  defence  (1)  denied  that  the  Plaintiffs  were  the  pro- 
prietors of  the  Patent ;  (2)  denied  that  the  Defendants  had  infringed  the  Patent. 
The  3rd  paragraph  of  the  defence  was  as  follows  : — "  If  the  Specification  of  the 
''  alleged  invention  in  respect  of  which  the  said  Letters  Patent  were  granted,  35 
"  properly  construed,  is  wide  enough  to  include  anything  done  by  the  Defen- 
^^  dants,  then  the  said  Letters  Patent  are  invalid  by  reason  of  the  matters  set 
"  forth  in  the  Particulars  of  Objections  delivered  herewith." 

In  consequence  of  an  objection  raised  by  the  defence  that  the  Company  were 
not  the  proprietors  of  the  Patent  at  the  date  of  the  alleged  infringement  and  40 
that  there  had  been  no  assignment  of  any  right  of  action,  Varey  was  joined  as  a 
Plaintiff  in  his  own  right. 

The  following  Particulars  of  Objections  were  delivered  by  the  Defendants : — 
"  1.  The  persons  to  whom  the  Letters  Patent  were  granted  were  not  nor  was 
*'  either  of  them  the  first  and  true  inventors  of  the  sdleged  invention.  2.  The  45 
^*  alleged  invention  was  not  useful.  3.  Having  regard  to  the  state  of  common 
^<  knowledge  (and  to  the  matter  stated  in  paragraphs  5,  6,  and  7  hereof)  the 
"  alleged  invention  was  not  proper  subject  matter  for  a  Patent.  4.  The 
'^  Complete  Specification  of  the  alleged  invention  does  not  particularly  describe 
'*  the  nature  thereof  or  the  manner  in  which  the  same  is  to  be  performed,  50 
^'  inasmuch  as  there  is  not  a  sufficient  description  of  the  adjustable  radial  plate  U 
**  or  of  the  thin  clip  plate  V  to  enable  the  alleged  invention  to  be  carried  into 
'^  practice.  The  said  Specification  is  also  insufficient  and  unintelligible  in  that 
*'  it  does  not  show  how  the  pulley  2  is  connected  by  trains  of  gearing  4  and  5 

with  the  spur  wheels  6  and  7.     5.  The  alleged  invention  was  not  novel  at  55 

the  date  of  the  said  Letters  Patent  having  been  published  in  this  realm  by 
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"  the  publication  at  the  Patent  Office  of  the  following  Specifications : — 
**  (o)  Smith's  Patent,  No.  5,369  of  1881,  page  6,  line  50,  to  page  8,  line  38,  and 
"  Figs.  12  and  13,  relied  on  with  reference  to  Claims  1  and  2  of  the  Specificatio* 
**  of  the  alleged  invention  ;  (6)  Smith  &  Coventry's  Patent,  No.  5917*  of  1882, 
5  "  page  5,  line  57,  to  page  7,  line  1 6,  together  with  Figs.  6  and  7,  relied  on  with 
^  reference  to  Claims  1  and  2  of  the  Specification  of  the  alleged  invention ; 
**  (c)  the  Complete  Specifications  of  Orierson  and  Thomas  O'Maher^  No.  2,138 
«  of  1883,  and  of  Henry  Greenwood^  No.  4,652  of  1885.  The  whole  of  these 
"  Specifications  relied  on  with  reference  to  Claims  1  and  2  of  the  Specification 

10  *^  of  the  alleged  invention.  6.  The  alleged  invention  was  also  published  in 
^^  this  realm  prior  to  the  date  of  the  said  Letters  Patent  by  the  publication  at 
"  the  Patent  Office  of  the  following  American  Specifications  : — (a)  WTieeler's 
"  No.  129,876 ;  (ft)  Gosgrove's  No.  282,704 ;  (c)  Newton's  No.  319,302 ;  (d)  Pratt's 
"  No.  323,202 ;  (e)  Hadley's  No.  330,581.     7.  The  alleged  invention  was  also 

15  "  published  in  this  realm  prior  to  the  date  of  the  said  Letters  Patent  by  a 
"  machine  tool  put  into  use  in  the  year  1887  by  Messrs.  Hall  A  Stellj  of  Keighley, 
"  for  preparing  faller  bars.  8.  The  third  claim,  inasmuch  as  it  claims  every 
^*  attachment  for  gripping  the  faller  bars,  is  a  claim  to  a  principle  of  construction 
"  and  is  not  proper  subject  matter  for  a  Patent." 

20  The  following  description  of  a  '*  faller "  ynll  serve  to  explain  the  alleged 
advantages  of  the  Plaintiffs'  machine  when  used  for  their  manufacture : — 
A  '^  faller  "  is  a  long  steel  bar  with  teeth  in  it  very  similar  to  an  ordinary  comb. 
It  is  used  for  drawing  and  straightening  wool  and  other  fibres  such  as  flax, 
jute,  &c.    The  fallers  are  placed  on  a  preparing  machine  or  gill  box  which  is 

2.5  so  constructed  that  the  faller  rises  up  at  the  back  from  the  bottom  screw  end, 
combs  the  fibre  along  the  machine,  then  falls  down  at  the  frout  or  other  end, 
disengaging  itself  from  the  fibre,  passes  back  underneath  the  top  screw  of  the 
gill  box  and  then  rises  up  again  and  catches  the  fibre  again.  In  order  that  this 
may  be  done,  it  is  necessary  that  the  faller  should  be  grooved  at  the  sides  near 

;)0  ^ch  end  of  the  bar  in  order  to  keep  the  fallers  steady  and  from  slipping 
sideways ;  the  ends  of  the  bar  must  also  be  cut  out  at  a  particular  angle  so  as 
to  enable  the  faller  to  run  in  the  screws  at  the  sides  of  what  is  called  the  gill 
box  and  do  the  work  before  intimated.  A  model  gill  box  was  produced 'in 
Court. 

35  The  action  was  tried  at  the  Leeds  Assizes  before  Mr.  Justice  Obantham 
without  a  Jury.  Tindal  Atkinson^  Q.C.,  and  R.  A,  Shepherd  (instructed  by 
North  &  SonSy  of  Leeds),  appeared  for  the  Plaintiffs ;  Neill  and  Walter  Beverley 
(instructed  by  Spencer  and  Glarkson^  of  Keighley),  appeared  for  the 
Defendants. 

40  John  Watighy  C.E.,  of  Bradford,  gave  evidence  on  behalf  of  the  Plaintiffs.  He 
said  that  the  Plaintiffs*  machine  was  exceedingly  ingenions,  the  special  feature 
being  that  it  enabled  certain  cuts  to  be  made  simultaneously  on  the  end  of  the 
^*  faller.**  He  believed  the  defence  was  practically  that  the  machine  had  been 
anticipated  in  a  number  of  Patents,  but  not  one  of  them  did  similar  work  to 

45  that  accomplished  by  Plaintiffs*  apparatus.  He  was  of  opinion  that  the 
Defendants*  machine  did  the  same  work  as  the  Plaintiffs*,  being  practically 
the  same  device.  He  pointed  out  that  the  cutting  of  the  fallers  in  one 
operation  makes  them  mechanically  more  correct,  inasmuch  as  re-adjustment 
is  saved.    With  regard  to  the  Plaintiffs*  second  Claim  for  ^Hhe  combination 

50  '^  of  the  vertical  slide  plate  2  with  the  adjustable  radial  plate  U  and  the 
^^  thin  clip  plate  Y,**  the  Defendants*  machine  had  all  these  parts  working  in 
combination. 

Tindal  Atkinson^  Q.C.,  and  R.  A.  Shepherd  for  the  Plaintiffs. — Prior  to  the 
Plaintiffs*  invention  no  machine  was  ever  thought  of  that  would  groove  the 

55  sides  of  the  fallers  and  cut  the  ends  at  one  and  the  same  time.  There  were 
machines  for  grooving  the  sides  and  also  for  cutting  the  ends,  but  the  processes 
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wefe  separate  and  distinct,  and  tbe  faller  bar  had  to  be  reset  after  each  operation. 
Part  of  the  present  machine  is  new  and  part  is  old.  The  new  part  is  the  plate 
which  grips  the  faller  between  the  groove  at  the  side  and  the  end  and  holds  it 
in  stich  a  way  that  it  can  be  adjusted  to  any  angle,  and  also  held  firmly  so  that 
it  will  not  tv^i^t  or  get  out  of  shape.  The  combination  of  these  parts  is  what  is  5 
claimed.  In  the  case  of  a  Patent  for  a  combination  which  consists  of  new  and 
old  parts,  if  the  combination  as  a  whole  is  claimed,  it  is  not  necessary  to 
specify  which  ot  the  parts  are  new  and  which  old  (Frost's  Law  of  Patents, 
page  214  ;  Foxwell  v.  Bostock,  4  De  6.  J.  &  8.  298).  The  question  always  is  : 
**  Has  the  combifaation  in  substance  been  taken  ?  "  The  thin  plate  V  which  10 
gtips  the  faller  bar  can  be  so  adjusted  that  the  end  of  the  faller  bar  can  be  cut 
at  any  angle.  In  the  Defendants'  machine  the  clip  plate  is  moved  by  a  bolt  and 
nut  instead  of  a  w)ieel  and  screw.  This  is  not  a  substantial  difference.  This 
part  of  the  combination  is  new  and  useful.  According  to  the  rule  in 
Sellars  v,  Dickinson  (5  Exch.  312)  tte  Defendants  have  committed  a  breach  15 
of  the  Patent  I^aw.  The  Defendants'  third  Objection  fails  because  there 
may  be  £l  valid  Patent  for  a  new  combination  of  materials  previously  in  use 
for  the  same  purpose,  or  for  a  new  method  of  applying  such  ntiaterial  (per 
Lord  Eldon  in  Hill  v.  Thompson,  1  W.P.C.  237). 

Samuel  Hey,  latent  Agent,  of  Keighley,  called  on  behalf  of  the  Defendants,  20 
gave    fevidence    to    the    following    effect : — It    would    be     quite     impossible 
to  make  the  machine  from   the   description  in    the   Plaintiffs'  Specification. 
For  instance,  (1)  the  clip  pl$ite  "  V "  is  described  as  being  held  in  a  certain 
matther  upon  a  radial  plate ''tJ,'*  but  as  this  clip  plate  is  only  shown  in  an  end 
elevation  of  the  machine  (Figs.  3  and  5),  and  no  further  reference  is  made  to  it  25 
in  any  of  the  other  figures^  it  is  impossible  to  tell  what  it  is  like  as  viewed  in 
any  other  direction,  what  position  it  occupies  in  the  machine,  and  how  it  is 
made  to  work  ;  (2)  the  slide  plate  "0"  and  screw  "P"  are  referred  t »,  but 
they  are  only  pointed  out  in  Fig.  2,  and  there  is  nothing  to  show  their  position 
with  regard  to  the  gauntry.    With  regard  to  the  Claim  1,  machine  tools  with  30 
milled  cutters  are  so  common  and  well  known  that  the  Plaintiffs  are  bound  by 
the  strict  letter  of  their  claiming  clause.    The  following  differences  may  be 
noted  between  the  Plaintiffs'  machine  and  that  of  the  Defendants' :— (1)  The 
Defendants!  cutters  are  mounted  on  brackets  in  a  different  manner.    (2)  The 
means   of   operating  the  cutters   (M)   to  cut  the  groove  are    different.     In  35 
the  tlaintiffs'  machine  they  are  pressed  into  action  by  weights  or  springs.     No 
such  weights  or  springs  are  used  in  the  Defendants'  machine,  the  motion  being 
obtained  through   the  medium   of  a  bell -cranked   lever  connected  with   the 
sliding  block.     (3)  The  method  of  determining  the  course  through  which  the 
cutters  (M)  advance  is  by  means  of  an  arm  referred  to  in  the  Specification  40 
as  "  V*."    There  is  no  such  arm  in  the  Defendants'  machine.     (4)  The  radial 
plates  are  quite  different  in  the  two  machines,  and  that  used  by  the  Defendants 
is  well  known  in  machine  tools.     (5)  The  Defendants  have  nothing  corresponding 
to  a  clip  plate  marked  V  which  is  an  integral  paVt  of  the  Plaintiffs'  machine. 
With  regard  to  Claim  2,  the  Defendants  have  got  the  slide  plate  which  is  45 
common  to  many  old  machines.    The  radial  plate  on  the  Defendants'  machine 
is    old,^  and    is    different  to   that  used    by   the    Plaintiffs.     With   regard  to 
Claim  3,  inasmuch  it  claims  every  attachment   for   gripping   faller  bars,  it 
is  a  claim   to  a  principle  and  therefore  invalid.     There  are  many  different 
methods  of  holding  faller  bars.    The  Defendants  have  had  a  holder  in  use  50 
for  upwards  of  ten  years,  different  from  that  which  they  now  attach  to  their 
machines. 

Cross-examined. — ^The  purpose  of  the  Defendants'  machine  is  certainly  the 
same  as  that  of   the  Plaintiffs'.      Hall  ih  StelTs  machine,  with  certain  slight 
naoiifi cations,  would   produce   the  same  result.      Mr.  Bottomlei/  designed  the  55 
defendants'  machine  without  having  seen  the  Plaintiffs'  Specification.  " 
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Neill  and  Beverley  for  the  Defendants.  —  Though  in  Jupe  v.  Pratt 
(1  Webs.  145)  it  is  said  that  if  a  man  not  only  discovers  a  principle, 
bat  invents  a  way  of  carrying  it  into  effect,  he  may  protect  every  way  of 
carrying  that  principle  into  effect ;  still  that  decision  has  received  consider- 
5  able  modification  in  more  recent  cases.  In  The  Automatic  Weighing  Machine 
Company  v.  Knight  (6  R.P.C.  297)  the  Patentee  had  invented  a  new  kind  of 
machine,  and  claimed  it  in  the  widest  terms ;  but  the  Court  of  Appeal  decided  that 
the  Patent  was  not  infringed  because  the  Defendant,  although  he  had  produced 
the  same  result,  had  done  so  by  different  means,  and  had  not  taken  the  essential 

10  features  or  underlying  principle  of  the  Plaintiffs'  invention.  Ho  here,  even  if 
the  Plaintiffs'  invention  embodied  a  new  principle,  there  is  no  infringement, 
because  the  two  machines  dre  essentially  different  in  their  means  of  obtaining 
the  required  result.  The  problem  with  which  the  Plaintiffs  had  to  contend, 
when  designing  their  machine,  was  to  get  the  proper  relative  traverse  of  the 

15  side  cutter.  The  Plaintiffs  inet  the  difficulty  by  drawing  the  side  cutter 
forward  against  the  guiding  plate,  so  that  a  guide  plate  attached  to  the  bracket 
carrying  the  side  cutter  was  kept  by  a  weight  or  spring  in  contact  with  a 
guiding  surface  on  the  clip  plate  V.  The  adjustable  plate  is  brought  to  press 
against  the  edge  of  the  clip  plate,  and  for  that  purpose  the  bracket  carrying  the 

20  slide  plate  must  be  s^vi veiled.  None  of  these  features  are  present  in  Defendants' 
machine,  and  they  are  essential  to  the  success  of  the  Plaintiffs'  machine.  A 
Patent  cannot  be  taken  out  for  a  principle  ;  but  a  Patent  may  be  taken  out  for 
a  principle  coupled  with  a  mode  of  carrying  the  principle  into  effect,  provided 
the  Patentee  has  not  only  discovered  the  principle,  but  invented  some  mode 

25  of  carrying  it  into  effect  {Jupe  v.  Pratty  1  Webs.  145).  Here  the  Plaintiffs' 
machine  was  merely  an  improvement  on  a  well-known  type  of  machine,  and  in 
such  a  case  the  wide  protection  suggested  in  Jupe  v.  Pratt  does  not  exist,  and 
the  doctrine  of  mechanical  equivalents  does  not  apply  (Curtis  v.  Piatt,  L.U. 
3  Ch.  D.    135))  and,  the  Defendants'   means  of  obtaining  this  result  being 

30  essentially  different  from  the  Plaintiffs',  there  is  no  infringement  of  Claim  1. 
The  mere  fact  that  the  same  result  is  produced  in  each  machine  does  not 
necessarily  mean  infringement ;  but  the  result  must  be  produced  by  substantially 
the  same  means  {Nm^dmfelt  v.  Qardner,  1  R.P.C.  61).  It  does  not  follow  that 
because  a  new  result  is  produced  the  invention  must  necessarily  be  entitled  to 

35  wide  protection.  In  Williama  v.  Nye  (7  R.P.C.  37)  a  new  result  was  produced 
such  as  is  relied  on  here ;  what  formerly  had  been  done  in  two  operations  was 
done  by  Williams'  machine  in  one,  yet  the  Court  of  Appeal  held  the  invention 
invalid  for  want  of  subject-matter.  With  regard  to  the  second  claim  in  the 
Specification,  a  vertical  slide  plate  such  as  Q  is  common  to  all  old  machines 

40  such  as  planes.  A  radial  plate  is  also  old,  and  the  only  novel  element  of  the 
combination  is  the  clip  plate  V,  which  is  the  essential  feature  of  the  combina- 
tion. The  riaintiffs  must  be  held  to  the  elements  claimed  in  combination 
{DiAdgeon  v.  Thompson,  L.R.  3  App.  Cas.  34).  The  Defendants  have  not  the 
clip  plate  V,  nor  any  equivalent  for  it.    Their  clip  is  an  old  one,  and  the 

45  combination  of  the  three  elements  in  their  machine  is  an  old  combination.  If, 
therefore.  Claim  2  is  infringed  the  Patent  must  be  invalid.  In  Claim  3  the 
Patentees  clsiim  the  thin  clip  plate  V,  or  any  other  holding  device.  There  are 
no  limiting  words,  such  as  "substantially  as  described,"  which  were  to  be 
found  in  the  first  claim  in  The  Automatic   Weighing  Machine  Company  v. 

50  Knight  (6  R.P.C.  113).  Here  the  Patentee  claims  every  sort  of  holding  device, 
and  the  claim  is  for  a  principle  of  construction,  and  is  bad.  If,  however,  the 
claim  is  limited  to  the  thin  clip  plate  V,  or  something  substantially  the  same, 
there  is  no  infringement,  as  the  Defendants'  clip  is  an  old  and  well-known  one. 
Moreover,  the  Plaintiff's'  Sjieciiication  is  not  sufliciently  clear  to  enable  the 

55  Patent  to  be  carried  into  effect.  A  description  mast  be  given  so  as  to  be 
intelligible,  and  to  enable  the  thing  to  be  made  without  further  invention — ^not 
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by  an  ordinary  ^vorkman,  but  by  a  person  doBcribed  by  Lord  Ellenborough 
in  Euddart  v.  Qrimshaw  (1  Webs.,  pp.  85,  87)  as  a  person  skilled  in  tiie 
particular  kind  of  work  or  a  person  conversant  in  the  subject.  But  the 
description  must  not  involve  the  necessity  of  experiments  (per  Lord 
Chelmsford^  C,  in  Simpson  v.  Holliday^  L.R.  1  H.L.  at  page  321).  It  is  5 
submitted  that  experiments  would  be  necessary  in  this  case.  [Grantham,  J. — 
A  skilled  mechanic  would  understand  the  drawings.] 

Shepherd  in  reply. — The  Defendants' machine  is  an  infringement  of  ours  apart 
altogether  from  the  question  of  combination.    Ours  is  the  first  machine  able  to 
produce  f aller  bars  complete.    With  regard  to  the  combination,  if  we  produce  the  10 
same  result  in  a  more  speedy  manner  the  case  of  Curtis  v.  Piatt  does  not  apply. 
There  the  Patentee  claimed  the  novel  construction,  combination,  and  application 
of  certain  parts  of  a  spinning  mule.     In  that  case  Lord  Westhury  said  : — "  If 
^*  the  idea  be  nothing  more  than  a  discovery  of  a  road  to  attain  a  particular  end, 
*^  it  does  not  at  all  interfere  with  another  man  discovering  another  road  to  15 
**  attain  that  end."    But  here  our  method  is  infinitely  more  speedy  than  any 
method  previously  known  or  understood.     It  is  not  necessary  that  the  Plaintiffs' 
Specification  should  explain  the  novelty  and  merit  of  the  invention  (Proctor  v. 
Bennis,  L.R.  36  Ch.   D.   740;    4  R.P.C.  337).     Moreover,  where    a  Patent 
is  taken  out  for  a  combination,  it  is  not  material  to  its  validity  that  the  20 
Specification  should  point  out  what  parts  are  old  and  what  are  new  {Proctor 
V.  Bennis). 

Grantham,  J. — This  case  has  been  very  ably  argued  by  the  learned  Counsel 
who  have  appeared  before  me,  and,  although  it  may  not  be  usual  to  hear  and 
decide  Patent  ceses  on  Circuit,  I  think  neidier  of  the  parties  has  suffered  from  25 
the  way  in  which  the  case  has  been  conducted.    Many  objections  have  been 
raised  to  the  claim  of  the  Plaintiffs.      First,  it  has  been  contended  that  the 
Specification  and  drawings  are  not  sufQciently  clear  to  enable  an  ordinary 
skilled  workman — such  a  workman   as   would  ordinarily  be  engaged  in  the 
manufacture  of  milling  machinery — ^to  make  the  machine  without  bringing  to  30 
bear  his  inventive  faculties  as  well  as  his  mechanical  skill,  and  particularly  in 
three  points — (1st)  the  absence  of  a  wheel  on  sheet  2,  Figs.  3,  4,  and  5  ;  (2nd) 
the  position  of  the  washer  in  Fig.  5  ;  (3rd)  the  omission  of  a  catch  to  throw  the 
lever  bar  13  on  Fig.  2  into  gear  on  the  return  action  of  the  gearing  wheel  No.  10. 
Taking  any  one  of  those  objections  by  itself,  I  do  not  think  it  could  be  said  35 
that  a  skilled  mechanic  would  not  understand  the  drawings  sufiSciently  with 
the  aid  of  the  letterpress  to  make  the  machine.    Though  the  absence  of  the 
missing  wheel  is  certainly  not  an  unimportant  omission,  yet,  taking  the  whole 
contrivance  together,  the  object  being  so  well  known  by  its  description  in  the 
Specification,  I  think  I  ought  not  to  say  that  the  Patent  is  bad  because  it  is  40 
alleged  that  there  are  three  details  which  may  require  some  mechanical  skill  to 
work  them  out.    Take,  for  example,  the  washer.    It  may  be  that  the  drawing 
would  indicate  that  the  nut  screwed  down  on  the  washer  would  bite  and  fasten 
together  the  three  plates  instead  of  two,  though  I  am  not  convinced  that  it  does 
so  indicate  it ;  but  the  letterpress  clearly  shows  that  the  drawing  is  not  to  be  45 
read  in  that  way,  and  therefore  I  come  to  the  conclusion  that  the  Defendant 
fails  on  that  argument  in  resisting  the  Plaintiff's  claim. 

We  now  come  to  a  more  difQcult  question,  namely,  whether  or  not  the  claim 
of  the  Plaintiff  is  for  a  Patent  for  a  new  principle,  or  only  for  a  new  combina- 
tion to  work  out  an  old  principle.  It  was  argued  that  because  the  Plaintiff  50 
described  his  Specification  as  one  for  improvements  in  the  method  of  and 
apparatus  for  cutting  the  ends  of  fallers,  therefore  it  was  admittedly  only  a 
combination  to  work  out  an  old  principle,  hut  I  do  not  think  that  is  necessarily 
so.  In  Proctor  v.  Bennis  (36  Ch.  D.  740)  the  Specification  was  described  as 
having  for  its  object  improved  and  self-acting  mechanism  for  supplying  fuel  55 
and  distributing  it  over  a  fire,  yet  that  Patent  was  held  to  be  good  and  to  have 
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been  infringed  by  Bennia  who  had  made  a  machine  which  produced  the 
improvements  by  different  mechanical  appliances.  I  come,  therefore,  to  the 
conclnsion  that  the  application  of  machinery  to  cutters  working  together  at 
rignt  angles  to  each  other  and  cutting  the  spring  grooves  as  well  as  the  end 
5  cuttings  at  the  same  time,  instead  of  by  two  different  operations,  is  an  applica- 
tion of  a  new  principle,  and  the  protection  of  that  principle  should  be  guarded 
with  more  stringency  against  an  alleged  infringement  than  if  it  were  merely  a 
new  method  of  carrying  out  an  old  operation. 
Next,  however,  comes  the  last  objection,  and  in  my  mihd  the  most  important 

10  on  behalf  of  the  Defendants,  namely  :  Does  the  Defendants*  machine  infringe 
the  combination  of  the  Plaintiffs  by  which  it  is  proposed  to  carry  out  the  double 
cutting  of  the  fallers  ?  I  have  come  to  the  conclusion  that  it  does  not.  The 
idea,  as  apart  from  the  principle  of  cutting  both  grooves  and  ends  at  the  same 
time,  must  be  patent  to  everybody.    The  desire  to  do  in  one  operation  what 

15  otherwise  would  require  two  is  what  every  mechanician  would  be  anxious  to 
find  means  of  gratifying ;  and  therefore,  where  you  have  had  many  machines 
used  for  cutting  fallers  by  the  two  operations,  it  seems  manifest  to  me  that 
there  may  be  many  means  of  carrying  out  the  operation  desired,  and  if  the 
Patentees  find  out  one  combination  by  which  that  object  can  be  obtained,  it 

20  is  quite  possible  another  person  may  find  out  another  combination  or  other 
means  by  which  the  same  object  may  be  obtained.  The  fallers  always  had 
to  be  gripped  in  such  a  way  that  they  could  be  passed  in  the  particular 
angle  required  under  or  before  the  cutter;  therefore  the  gripping  need  not 
be  any  new  invention.     But  the  great  test  and  value  of  the  invention  was 

25  the  principle  by  which  the  faller  gripped  at  a  certain  angle  to  suit  the  double 
cutting  of  each  end — it  could  be  brought  into  contact  with  a  cutter  to  cut  the 
spring  grooves  at  an  equal  instead  of  an  unequal  depth ;  in  fact  as  if  the  &ller 
lukd  presented  its  surface  at  the  same  angle  to  the  spring  groove  cutter  as  it  did 
to  the  end  cutter.    Now,  does  the  Defendants*  invention,  if  it  is  one,  carry  out 

30  that  principle  practically  in  the  same  way  that  the  Plaintiffs'  does  ?  I  think  it 
does  not.  I  think  they  only  attain  their  end  by  the  combination  of  old  methods 
which  are  not  in  any  way  a  colourable  imitation  of  the  Plaintiffs*  but  which  are 
to  my  mind  a  very  inferior  and  comparatively  clumsy  way  of  carrying  out  the 
idea  that  would  be  in  their  mind,  as  well  as  in  the  mind  of  the  Plaintiffs.    The 

35  most  they  can  be  said  to  have  taken  from  the  Plaintiffs  seems  to  me  to  be  the  idea 
of  cutting  the  grooves  and  ends  at  the  same  time  ;  but  that  is  not  a  patentable  idea. 
The  Defendants  have  called  the  man  who  made  their  machine  and  he  swears 
he  never  saw  either  Plaintiffs*  Specification  or  machine,  and  I  quite  believe  him. 
If  he  had  desired  to  imitate  it  I  think  he  would  have  improved  his  own  machine 

40  which,  though  capable  of  carrying  out  the  object  desired,  does  not  do  it  so 
neatly  or  effectively  as  the  Plaintiffs*.  The  Patentees  claim  that :  ^*  The 
^^  invention  consists  in  mounting  on  a  gaantry  or  other  support  in  a  snitable 
^  manner,  two  head  stocks  each  provided  with  a  straight  faced  radial  plate 
^*  combined  with  a  thin  clip  for  securing  the  faller  bars  during  the  cutting 

45  ^^  operation  at  any  angle  with  the  cutters  so  that  the  ends  of  the  bars  may  be 
^'  cut  at  the  required  angle  to  suit  the  pitch  of  travelling  screws  of  preparing 
'^  machines ;  also  arranging  catters  to  operate  at  the  same  time  on  the  side  of 
^'  each  faller  to  cut  parallel  grooves  a  suitable  depth  for  the  spring  guides 
^'  without  having  to  change  the  position  of  the  faller  bar  or  fastening  device.* 

•50  Then  they  go  into  details,  working  out,  as  it  were,  the  Figures  which  they  have 
given.  Then,  at  the  end,  they  say  : — ^'*  We  now  declare  that  what  we  claim  is  : 
''  (1)  The  combination  of  the  parts  forming  the  complete  apparatus  arranged 
^'  substantially  as  and  for  the  purpose  hereinbefore  set  forth  and  illustrated  by 
*^  the  accompanying  drawings ;  (2)  the  combination  of  the  vertical  slide  plate  Q 

55  *'  with  the  adjustable  radial  plate  U  and  thin  clip  plate  Y  for  the  purposes 
'^  hereinbefore  described.**     As  the  slide  plate  Q  and  the  adjustable  radial 
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plate  U  are  both  old  it  must  be  the  combination  of  them  with  the  thin  clip 
plate  V,  for  the  purpose  of  grij)ping  the  faller  in  a  certain  position,  that  is  the 
patented  combination.  Now  is  there  any  such  combination  in  the  Defendants' 
machine  ?  1  fail  to  see  it.  They  use,  it  is  true,  the  slide  plate  and  the  adjustable 
radial  plate,  but  not  in  the  same  form  ;  add  they  have  no  thin  clip  plate  V  or  5 
anything  like  It.  They  adopt  what,  in  my  judgment,  is  practically  the  old 
principle  of  clipping  with  a  double  clip,  in  a  clumsy  fotm  which  iiO  one  would 
use  if  they  once  saw  the  Plaintiffs'  thin  clip  V.  And  then,  when  we  come  to 
see  what  the  Plaintiffs'  claim  is  as  to  the  method  of  cutting  the  spring  grooves 
at  the  same  time  we  only  find  that  they  say  under  Claim  3  :  "  Tbe  method  of  (()• 
"  securing  the  faller  bars  Y  by  a  thin  clip  V  or  other  attachment  gripping  the 
"  faller  bars  in  such  a  manner  that  the  ends  of  the  said  bars  may  be  cut  to  the 
"  angle  required  and  at  the  same  time  grodved  at  the  side  f ot  the  spring  guides." 
They  give  Ho  other  details  at  all  as  to  how  this  is  to  be  done,  as  they  do  under 
No.  2.  Practically,  therefore,  it  Seems  to  me  that  they  are  claiming  for  their  o  wii  15 
Patent,  any  principle,  any  system  of  attachment,  by  which  the  ends  of  the  said 
bars  may  be  cut  to  the  angle  required  and  at  the  satne  time  groove  the  &ides  of 
the  spring  guided.  They  do  not,  therefore,  is  far  as  I  can  i-ead  it,  specify  at  all 
in  detail  what  Is  the  method  of  bringing  the  cutte^  for  the  Spring  grooves  into 
position  btll  it  is  ^  general  claim  for  any  dttachmeht  which  will  grip  the  faller  is) 
bar  in  stch  a  manlier  that  the  spring  grooves  mdy  be  cut  at  the  same  time  as 
the  end.  Thsit  claim  would  be  in  lily  judgnlent  too  wide,  but  apart  from  that 
it  seems  to  me  tllat  the  method  adopted  by  the  Defendants  is  entirely  different 
from  the  method  adoptea  by  the  Plaintiffs  and  may  be  said  to  be  wanting 
altogether  in  mechanical  invention  ;  it  is  a  siihple  method  of  bringing  a  spring  25 
cutter  into  a  proper  angle  by  a  manual  adjustment  of  screws,  and  then  by 
another  manual  adjustment  of  more  screws  or  levers  (whether  you  call  them 
bell  crank  or  L-8bat)ed  levers)  to  keep  it  in  petition  so  as  to  enable  it  to  cut  at 
the  same  time  that  the  other  cutters  are  at  work. 

In  my  judgment,  therefore,  there  has  been  no  infringement,  and  the  3d 
Defendants'  combination  I  do  not  think  is  a  mere  colourable  variation  of  the 
Plaintiffs'  combination  ;  and  although  the  result  may  be  the  same  yet  it  is 
arrived  at  by  a  different  process-^r  rather  by  a  different  combination — 
and  a  combination  of  old  principles  ;  the  Plaintiffs'  being  really  greatly  in 
advance  of  the  Defendants^  because  it  has  a  principle  that  seems  to  me  to  35 
be  new,  namely  the  use  of  the  thin  clip  plate  V,  which,  as  far  as  I  can  see, 
is  the  only  element  of  the  Plaintiffs'  invention  which  could  make  their 
Patent  good. 

For  these  reasons  my  judgment  must  be  for  the  Defendants,  with  costs. 

Beverley, — I  have  to  ask,  with  regard  to  the  Particulars  of  Objections  which  40 
have  been  delivered  in  this  case,  that  you  should  find  that  they  were  reasonable 
and  proper  ;  it  is  only  in  view  of  costs. 

Grantham,  J.— I  think  so. 

Shepherd, — ^We  have  had  notice  of  about  ten  different  Specifications,  and  they 
have  been  practically  thrown  overboard  to-day  as  anticipations.  '     45 

Grantham,  J, — There  has  been  very  little  expense  incurred  in  resi)ect  of 
them. 

Beverley, — They  have  been  gone  through  by  experts. 

Grantham,  J, — If  the  case  had  been  tried  in  London  it  would  have  lasted 
three  times  as  long,  and  the  expense  would  have  been  much  greater.  50 

Shepherd. — My  point  is  that  these  Specifications  were  unnecesssary  and  have 
not  been  insisted  upon. 

Grantham,  J, — Oh  no ;  it  was  difficult  to  see  exactly  the  form  the  case 
would  take. 

Shepherd, — Your    Lordship    has    decided    that    my    Patent,    liaving    been  55 
attacked    on   certain  points,  is    good,  and    I    ask    for    a    certificate,    under 


i 
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Section  31  of  the  Act  of  1883,  that  the  validity  of  the  Patent  has  been  in 
question  in  this  action. 
Qbantham,  /. — I  think  you  are  entitled  to  a  certificate. 

On  the  13th  of  November  1899,  Gray  applied  to  the  Court  of  Appeal  on 

5  behalf  of  the  Plaintiffs  for  a  stay  of  execution  in  respect  of  the  payment  of  the 

costs  of  the  trial  unless  the  Defendants'  solicitors  gave  the  usual  undertaking 

to  return  them  if  the  appeal  which  had  been  preferred  was  successful.    He 

-  stated  that  the  Defendants'  solicitors  had  been  written  to  and  asked  to  give  an 

undertaking,  but  beyond  answering  that  they  would  communicate  with  their 

10  clients,  they  had  done  nothing. 

Smith,  LJ^. — Have  you  any  special  circumstances  ? 

Gray, — I  submit  that  it  is  a  special  circumstance  that  the  solicitors  will  not 
give  the  undertaking. 

Smith,  LJ^. — Why  should  they,  unless  they  are  ordered,  and  they  are  not 
15  ordered  unless  you  can  show  that  there  is  some  danger  that  if  you  pay  the 
costs  over  to  the  Defendants  you  will  never  get  them  back  again  if  you  are 
successful  on  the  appeal.    The  application  is  refused  with  costs. 
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In  the  High   Court  op   Justice.— Chancery  Division. 


Before  Mr.  Justice  Darling  (Bitting  as  Vacation  Jndge). 


September  20th,  1899. 


The  Edison-Bell  Consolidated  Phonograph  Company,  Ld.  v.  Rosenberg 

AND  Scott.  5 


Patent. — Action  for  infringement. — Motion  for  interlocutory  injunction. — 
Alleged  license. — License  given  under  misapprehension.— Injunction  granted. 

S.y  when  purchasing  a  certain  machine^  was  told  by  the  vendor  that  he  would 
have  to  obtain  a  license  from  the  owners  of  the  Patents  which  would  cost  51. ; 
he  thereupon  forwarded  51.  to  the  oumers  of  the  Patents  ^^for  perpet'ual  license  10 
^^for  graphophone  for  public  exhibition;  also  license  plate  for   same.''*     The 
owners  of  the  Patents  acknowledged  the  receipt  of  51.  for  royalty^  and  enclosed  a 
license  plcUCy  but  no  formal  license  was  execute.    On  the  owners  of  the  Patents 
making  further  inquiries  ofS.j  he  wrote  saying  that  the  machine  in  question 
was  a  graphophone  grand.    &,  refusing  to  pay  a  further  sum  of  45Z.  to  make  15 
up  the  charge  of  50Z.  which  the  owners  of  the  Patents  alleged  to  be  their  charge 
for  a  license  for  a  graphophone  grand^  the  latter  commenced  an  action  fur 
infringement  of  their  Patents^  alleging  that  they  were  misled  by  the  terms  of  the 
application  to  tJiem,  and  that  the  graphophone  grand  was  a  different  instrument 
from  the  graphophone^  which  name  by  itself  would  indicai^  to  those  in  the  20 
trade  one  of  the  smaller  instruments.    They  moved  for  an  i^\f unction  until  the 
trial,  which  was  granted. 

On  the  25th  of  July  1899,  Tlie  Edison-Bell  Consolidated  Phonograph  Company y 
Ld.y  commenced  an  action  against  A.  Rosenberg  and  Oeorge  Scott  for  an  injmic- 
tion  to  restrain  the  Defendants  from  infringing  Letters  Patent  No.  6027*  of  25 
1886,  No.  17,175  of  1887,  No.  12,594  of  1888,  No.  16,212  of  1888,  and  No.  7794 
of  1889,  or  any  of  them,  and  for  other  incidental  relief. 

The  Plaintiffs  moved  for  an  injunction  in  the  terms  of  the  notice  of  motion 
until  the  trial.  Af&davits  in  support  of  the  motion  were  made  by  F.  C.  Bell 
CoUj  the  Plaintiffs'  chief  engineer,  A.  S.  Slater ,  the  secretary  of  the  Plaintiff  30 
Company,  C.  H.  Rundell^  and  J.  R.  May.  Affidavits  in  opposition  to  the 
motion  were  made  by  the  Defendants,  A.  Rosenberg  and  James  Scotney  Oeorge 
(trading  as  Oeorge  Scott),  and  affidavits  in  reply  were  made  by  A.  S.  Slater  and 
J.  Nottingham. 
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The  Defendants,  who  had  purchased  a  graphophone,  were  told  by  the 
seller  that  they  woald  have  to  obtain  a  license  for  it  from  the  Plaintiffs  which 
would  cost  5/. ;  and  the  following  correspondence  had  taken  place.  On  the 
4th  of  April  1899,  the  Plaintiffs  received  a  letter,  signed  George  Scott,  as 
5  follows  : — "  Please  find  enclosed  P.O.  for  51,  for  perpetual  license  for  graphophone 
*^  for  public  exhibition  ;  also  license  plate  to  fix  to  same."  On  the  6th  of  April 
the  secretary  of  the  Plaintiff  Company  replied  as  follows  : — "  We  beg  to 
^  acknowledge  receipt  of  your  letter  of  the  1st  inst.  enclosing  postal  order  for 
*^  5^.,  being  license  fee  for  a  graphophone  for  public  exhibition.    Enclosed  we 

10  '*  send  you  formal  receipt  for  the  5^. ;  also  license  plate  No.  5126.  Will  you 
"  kindly  refresh  our  memory  as  to  any  previous  correspondence  we  have  had 
^'  in  this  matter  with  you,  as  for  the  moment  we  cannot  remember  having 
*'  heard  from  you  as  to  this  graphophone.  Your  kind  attention  to  this  will 
'^  oblige."    The  receipt  enclosed  was  expressed  simply  to  be  a  receipt  for  51. 

15  for  royalty.  On  the  3rd  of  May  a  letter  was  written,  signed  Oeorge  Scott,  to  the 
Plaintiff  Company,  in  which  the  writer  {inter  alia)  apologised  '^  for  the  delay 
^'  in  answering  your  favour  of  the  7th  ultimo  enclosing  perpetual  gramophone 
**  license."  In  reply  the  secretary  of  the  Plaintiff  Company  wrote  : — **  In  reply  to 
^*  your  letter  of  the  3rd  inst.,  I  beg  to  call  your  attention  to  the  fact  that  you  have 

20  ^^  ^o^  answered  our  enquiry  of  the  7th  ultimo  as  to  what  class  of  graphophone 
"  it  is  which  you  have.  We  notice  in  your  letter  that  you  refer  toiit  as  a  gramo- 
'*  phone,  whereas  in  your  letter  of  the  4th  of  April  you  speak  of  a  graphophone. 
^  Kindly  give  full  particulars  and  oblige."  In  a  letter  of  the  7th  of  May  the 
Defendaiit  Oeorge  Scott  stated  that  the  machine  was  the  graphophone  grand. 

25  The  correspondence  was  then  continued  by  the  solicitors  of  the  parties,  the 
Plaintiffs  threatening  proceedings  unless  a  further  sum  of  452.  was  paid,  being 
the  difference  between  the  amount  paid  by  the  Defendants,  and,  as  the 
Plaintiffs  alleged,  the  proper  charge  for  a  license  for  the  machine  in  question. 
Finally,  the  action  was  commenced  as  above  stated. 

30  The  afiGidavits  filed  in  support  of  the  motion  alleged  {inter  alia)  the  validity 
of  the  Patents,  and  that  the  graphophone  grand  infringed  the  same  ;  that  the 
description  of  the  machine  in  question  as  a  graphophone  simply  was  misleading, 
the  graphophone  grand  being  a  different  machine,  and  being  a  phonograph  on 
a  much  larger  scale  and  on  a  more  modem  principle,  as  it  embodied  all  the 

35  latest  improvements;  that  it  was  a  costly  machine,  and  its  value  for  enter- 
tainment purposes  and  its  earning  power  were  very  high,  and  that  502. 
was  the  fee  charged  by  the  Plaintiffs  for  the  license  for  it ;  and  that  the 
Defendants  did  not  use  the  license  plate  and  called  the  machine  the 
metaphone. 

40  '^^^  afiGidavits  filed  on  behalf  of  the  Defendants  alleged  {inter  alia)  that  they 
were  licensees  and  entitled  under  such  license  to  use  the  machine  in  question  ; 
that  the  Plaintiffs  sometimes  charged  much  less  than  50Z.  for  such  a  machine ; 
that  in  fact  they  granted  the  licenses  for  whatever  sums  they  could  obtain ; 
that  they  had  offered  to  take  20/.  in  settlement,  and  that  the  Defendants  offered 

45  to  pay  51,,  but  did  not  admit  any  claim,  they  denied  the  allegation  as  to  the 
license  plate,  and  said  that  the  substitution  of  the  name  metaphone  for  grapho- 
phone was  with  the  object  of  getting  their  particular  entertainment  known  as 
metaphone  exhibitions  with  a  view  to  obtaining  a  distinctive  name  ;  that  there 
was  no  Patent  which  covered  the  instrument  in  questioir  as  distinctive  from 

50  graphophones  or  phonographs  in  general,  and  a  license  to  use  a  graphophone 
would  not  exclude  a  graphophone  grand  unless  so  expressed  ;  that  the  term 
**  grand  "  was  only  a  trade  term  of  the  Plaintiffs  for  the  purpose  of  distinguishing 
one  class  of  machine  from  another  in  the  same  way  as  they  might  use  letters  or 
numbers,  and  that  there  was  no   difference  between  the  different  types  of 

55  machines  except  in  their  size  and  consequent  power ;  that  the  graphophone 
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grand  and  the  i  Edison  concert  phonograph  would  alone  be  suitable  for  public 
exhibition. 

In  his  affidavit  in  reply  Mr.  Slater  said  that,  having  regard  to  the  trade  user 
of  the  name  graphophone,  the  letter  of  the  Defendant  of  the  4th  of  April  was 
tantamount  to,  and  produced  on  his  mind  the  effect  of,  a  representation  that  5 
the  machine  in  question  was  one  of  the  ordinary  small  machines  which  had  to 
that  time  been  used  in  this  country  ;  that  the  Plaintiffs  had  never  yet  granted 
any  license  for  the  use  of  a  graphophone  grand,  but  quoted  royalties  of  50Z.  for 
them  and  Edison  concert  phonographs ;  that  no  license  had  hitherto  been 
granted  to  the  Defendants  or  either  of  them ;  that  the  license  plate  was  10 
intended  as  a  mere  provisional  assent  pending  completion  of  the  proposed 
contract  by  the  issue  of  a  license.  The  aflBdavit  of  /.  Nottingham  also  dealt 
with  the  difference  between  the  graphophone  grand  and  the  ordinary  machine. 

Everitty  Q.C.,  and  F.  B,  Napier  (instructed  by  Riddell,  Vaiset/y  and  Smith) 
appeared  for  the  Plaintiffs ;  F.  F,  Daldg  (instructed  by  Payne  and  Lattey)  15 
appeared  for  the  Defendants. 

Darling,  J. — I  think  there  must  be  an  interim  injunction.  It  appears  to  me, 
whether  there  was  fraud  or  not  on  the  part  of  Rosenberg  and  Scotty  tha^t  they 
did  succeed  in  getting  a  license  for  a  machine  upon  such  terms  as  the  Plaintiff 
never  would  have  allowed  them  to  have  it  upon  if  they  had  realised  what  20 
machine  it  was  that  Rosenberg  and  Scott  were  going  to  use.  Under  these 
circumstances,  the  fair  and  proper  thing,  directly  it  was  called  to  the  Defendants' 
attention,  would  have  been  for  them  to  pay  the  45/.,  the  difference,  as  the 
solicitor  asked  them  to  do,  and  then  there  would  have  been  no  need  of  any 
proceedings,  because  they  would  have  been  on  precisely  the  same  basis  as  25 
people  who  applied  plainly  and  definitely  for  a  license  for  exhibiting  the 
graphophone  grand.  As  they  have  not  done  that  I  think  they  must  not,  for  a 
less  sum  than  that  for  which  other  people  will  be  allowed  to  have  it,  have 
a  license  to  exhibit  this  graphophone.  I  have  the  less  hesitation  in  coming 
to  this  conclusion  from  the  fact  that  already  the  Defendants  assure  me  they  30 
are  not  able  to  exhibit  this  thing  at  a  profit ;  therefore  I  am  doing  them  no 
harm  in  prohibiting  them  from  doing  what  they  are  not  able  to  do. 


Vol.  XVI^  No.  27.]     AND  TRADE  MARK  OASES.  611 

In  the  Matter  of  the  Trade  Mark  of  Clement  Jk  die. 


IH  THB  COUBT  OF  APPBAIi, 


Before  The  Master  op  the  Rolls,  The  President  of  the  Probate^  &o. 

Division,  and  Lord  Justice  Romer, 


November  7th  and  9th9 1899. 


In  the  Matter  of  the  Trade  Mark  op  Clement  &  Cie. 


Trade  Mark. — Motion  to  rectify  the  Register. — Words^  whether  addition  to^ 
or  part  of  mark.—PatentSy  &c.  Acty  1883,  sectims  64  and  74. 

In  1888,  C.J  trading  as  the  Compagnie  du  Vln  de  St.  Raphael,  applied  to 
register  under  the  Patents,  Ac.  Act,  1883,  a  Trade  Mark  consisting  of  a  label,  on 

10  which  the  words  "St.  Raphael"  occurred  both  in  the  name  of  the  company 
and  separately.  The  application  was  allowed  and  tlie  label  registered.  In 
1898,  a  company  applied,  by  motion,  for  an  order  to  rectify  the  Register  by 
removing  the  mark,  or  by  adding  to  the  entry  a  disclaimer  of  any  right  on  the 
part  of  C.  to   the  exclusive  user   of  the   words  "  St.   Raphael "  or  "  Saint 

15  **  Raphael."  The  Applicants  alleged  that  there  were  several  towns  in  France 
called  "  St.  Raphael,"  and  that  there  were  vineyards  at  or  near  each  of  them, 
and  that  one  of  them  was  near  a  place  called  Bagnols,  in  connection  urith 
which  name  the  Respondents  had  at  one  time  used  the  words  "  St.  Raphael  '• 
that  the  words  "  St.  Raphael "  were  geographical,  and  were  therefore  not  ^^ fancy 

20  "  words,''  but  were  at  the  time  of  registration  prim&  facie  distinctive  and  open 
to  the  trade,  and  therefore  ought  to  have  been  disclaimed  under  section  74  of  the 
Patents,  Ac.  Act,  1883.  For  the  Respondents,  it  was  alleged  that  they  had  no 
connection  with  any  place  called  "  St.  Raphael,"  and  that  no  reference  to  any 
such  place  was  intended,  and  it  was  contended  that  the  words  were  not  an 

25  addition  to,  but  an  integral  part  of,  the  mark.  Held,  by  Kekewioh,  J^ 
that  the  words  "St.  Raphael"  were  not  shown  to  be  geographical,  and, 
further,  that  they  were  not  an  addition  to  the  mark,  but  part  of  it,  and  that 
no  disclaimer  was  required.  The  motion  was  dismissed,  unth  costs.  The 
Applicants  appealed. 
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Held,  by  the  Court  of  Appeal,  tluit  the  words  "  St.  Raphael "  were  not  an 
addition  to  the  mark,  but  part  of  it,  and  tliat  no  disclaiiner  was  required.  The 
appeal  was  dismissed,  with  costs. 

Per  ROMEB,  LJ^. — That  tJie  lower  part  of  the  registered  Trade  Mark  tww 
an  addition  within  section  64  of  tite  Patents,  &c.  Act,  18S3,  and  that,  not  being  5 
prima  facie    distinctive,   no   disclaimer   of  such  part    woe  necessary   utider 
section  74. 

On  the  11th  of  May  1888,  Clement  et  Cie.,  trading  ae  the  Compagnie  du  Vin 
df  St.  Raphael,  made  an  application  for  the  registration  of  a  Trade  Mark,  in 
Class  3  for  medicated  wine.  The  Trade  Mark  was  advertised  in  the  Trade  10 
Marks  Journal  of  January  8th  1890,  and  subsequently  registered  nnder  the 
number  76,176.  A  representation  of  It  appears  below.  The  mark  as  actually 
nsed  on  the  bottles  of  wine  was  printed  on  two  separate  labels,  the  upper 
pOrtirti  of  the  mark  being  on  one  and  the  lower  portion  of  it  on  the  other 
label,  the  first  label  being  afBzed  to  the  bottle  immediately  above  the  second  15 


w 


SAINT-RAPHAEL 

TANlSfIN    "WINE 


^ 


Strenf Ihening  and  digestive ,  this  wire  is  an  invigoraling  tonic. 
of  moBt  delicious  taste,  and  more  etfioacious  for  convalescents  and 
debilitated  persons  than  iron  or  quinine.  It  is  a  myereiga  remedy 
iQ  cases  of  gastric  debility,  and  anemia. 

DOSE  :  half  a  wine  glass  after  the  meals. 


m^ 


v^. 


label.    No  part  of  tlie  mark  was  coloured  except  the   words  "  St.   Raphael " 
written  across  the  upper  label,  which  were  printed  in  red, 
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On  the  27th  of  April  1898,  notice  of  motion  was  given  on  behalf  of  the  Sociiti 
Anonyme  du  St.  Baphael- Quinquina  for  an  order  that  the  Register  of  Trade 
Marks  might  be  rectified  by  removing  therefrom  the  said  Trade  Mark,  or* 
alternatively  by  adding  to  the  entry  therein  of  the  said  mark  a  disclaimer  of 
Jf  any  right  on  the  part  of  Clement  et  Cie,  to  the  exclusive  use  of  the  wordd 
"  St.  Raphael  "  or  "  Saint  Raphael "  or  that  such  other  order  for  the  rectification 
of  the  Register  might  be  made  as  to  the  Conrt  should  seem  meet. 

In  support  of  the  motion,  an  affidavit  was  made  by  Louis  Perr6\  the  general' 
export  agent  of  the  Applicants,  which  alleged  that  they  and  their  predecessors 
10  had  for  some  years  carried  on  business  in  France  and  other  countries  as  manu- 
facturers of  and  dealers  in  a  specially  prepared  tonic  wine,  which  they  had,  fof 
at  least  7  years,  sold  in  very  large  quantities  under  the  name  ''St.  Raphael 
"  Quinquina,"  and  referred  to  their  labels  and  Trade   Mark,  and  alleged  :— ' 
"  (4)  The  name  *  St.  Raphael '  is  that  of  several  towns  or  places  in  the  Republic 
15  '*  of  Prance,  the  best  known  being  a  town  situate  near  Toulon  and  having  d 
**  population  of  about  5,000  inhabitants.    There  are  other  towns  of  that  name  in' 
"  the  following   departments,  viz. : — ^the  Alpes  Maritimes,  Dr6me,  and   the 
"  Gironde  respectively.    There  are  vineyards    at   or  near  each  of  the    said 
"  towns." 
20       The  Deponent  also  alleged  that  the  Applicants  had  applied  for  the  registrar 
tration  of  their  Trade  Mark,  and  that  the  Comptroller  had  refused  to  register  the 
same  on  account  of  the  resemblance  to  the  Respondents'  Trade  Mark.  Paragraphs 
7  and  8  of  the  affidavit  was  as  follows  : — "  7.  The  said  Clement  et  Cie,y  who' 
•*  are  still  registered  as  proprietors  of  the  said  mark,  are  manufacturers  of  and 
25  "  dealers  in  a  wine  which  they  sell  under  the  name  of  '  Vin  de  St.  Raphael ' 
"  (wine  from  St.  Raphael),  and  as  a  natural  French  wine.    There  was  litigation 
"  in  France  between  them  and  certain  other  French  merchants  in  the  year  1885, 
'*  in  which  the  said  Clement  et  Cie.  were  held  not  entitled  to  any  exclusive 
^  right  to  use  the  said  name  '  St.  Raphael '  as  a  trade  mark  on  the  ground  that 
30  "  it  was  a  mere  geographical  name,  descriptive  of  the  locality  where  the  wine 
"  sold  by  them  was  alleged  to  be  produced,  such  place  being,  as,  I  believe,  St* 
"  Raphael,  in  the  said  Department  of  Drome.    (8)  The  Applicants  are  advised 
"  and  submit  that  the  words  '  St.  Raphael  *  constitute  a  merely  geographical 
"  name  within  the  meaning  of  section  64  (1)  {e)  of  the  first  above-mentioned 
35  "  Act,  and  that  in  their  primary  meaning  and  ordinary  signification,  they  refer 
"  to  a  name  of  a  place,  and,  further,  that,  at  all  events  in  this  particular  case, 
"  the  name  has  been  adopted  by  the  said  Clement  et  Cie.  with  reference  to  the' 
"  locality  where  the  wine  sold  by  them  is  alleged  to  be  produced,  and  is  not  ^ 
**  proper  subject  for  registration  as  a  trade  mark  or  part  of  a  trade  mark." 
40      Affidavits  in  opposition  to  the  motion  were  made  by  Jules  Terrisse^  one  ot 
the  directors  of  the  Respondent  Company,  and  by  Ernest  Jacques  Oalldis^  wine 
and  spirit  merchant,  having  the  exclusive  sale  of  the  Respondent  Company's 
Wine  in  this  country.     Paragraphs  2  and  3  of  the  affidavit  of  M.  Terrisse  were 
as  follows  :— "(2)  In  the  year  1872  we  commenced  to  produce. and  sell,  under 
45  "the  name  of  *Vin  de  Bagnols  St.  Raphael,*  a  special  wine  for  invalids  and 
"  convalescents,  which  was  a  natural  wine,  but  specially  selectied  and  prepared 
"so  as  to  develop  its  natural  therapeutic  properties.     To  the  best  of  my 
"knowledge,  informaton,  and  belief,  no  wine  had  ever  been  sold  under  the 
"name  of  St.  Raphael  before.    Our  place  of  business  has  always  been  and  is 
50  "  Valence,  in  the  Department  of  the  Drdme,  with  branches  and  offices  elsewhere, 
"  and  the  wine  itself  has  always  been  and  is  grown  at  a  place  in.  the  Depart-^ 
"  ment  des  Pyrenees  Orientales,  called  indiflEerently  Bagnols  or  Banyuls.    Our ' 
"  wine  speedily  became  known   under  the  name  of.  St. ,  Rapha.eL_^d  after  a 
"  short  time  we,  now  more  than  20  years  ago,  discontinued  the  insertion  of  the 
55  "  name  ^  Bagnols '  in  the  title  of  the  wine,  and  have  since  always  distinguished 
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^  it  simply  by  the  name  *  Yin  de  St.  Raphael  *  or  ^  St.  Raphael  Wine '  which 
^  was  the  name  by  which  it  had  commonly  been  called  by  the  pnblic  from  the 
^  beginning.  (3)  Long  after  our  said  wine  was  named  and  introduced,  it  came 
*'  to  my  knowledge  for  the  first  time  that  there  were  two  or  three  small  Tillages 
**  or  towns  in  France  called  St.  Raphael,  but  this  was  entirely  unknown  to  me  5 
^  and,  as  I  believe,  to  everyone  connected  with  my  company  at  the  time  when 
^  the  wine  was  named.  The  fact  of  there  being  any  place  of  the  name  was 
*^  certainly  never  mentioned  at  any  meeting  at  which  I  was  present.  The  place 
^  where  we  were  establishing  our  business  was  not  named  St.  Raphael,  the 
**  place  where  the  wine  was  to  be  produced  was  not  named  St.  Raphael,  there  10 
^  was  not  (and,  to  the  best  of  my  belief,  there  is  not  now)  any  place  of  that 
^^  name  in  the  Department  either  of  the  Drome  or  of  the  Pyrenees  Orientales. 
**  We  have  never  had  any  connection  of  any  kind  with  any  place  of  that  name 
^*  and  in  fact  (as  I  firmly  believe)  none  of  us  knew  at  the  time  that  there  was 
^  such  a  place  anywhere.  We  selected  the  name  solely  as  being  a  euphoneous  15 
^*  fancy  name,  easily  pronouncible  (aic)  in  all  languages,  which  was  quite  unlike 
'*  any  name  which  we  have  ever  heard  of  as  being  used  in  trade,  and  which 
**  would  therefore  effectually  distinguish  our  wine,  and  cause  it  to  be  easily 
^  recognized.**  The  Deponent  also  stated  (inter  alia)  that  although  he  believed 
that  there  were  in  fact  certain  small  places  named  '^  St.  Raphael,'*  there  was  20 
no  such  place  which  had  any  reputation  for  wine,  that  the  Respondents  began 
to  send  their  wine  to  the  United  Kingdom  in  1878,  that  it  had  always  borne  the 
lower  of  the  two  labels  represented  in  the  trade  mark,  the  upper  label  being  added 
in  or  about  1888,  and  that  each  of  the  labels  and  the  combination  of  them  was 
known  as  indicating  their  wine,  that  they  did  not  claim  that  the  registration  of  25 
the  trade  mark  gave  them  any  exclusive  right  in  the  name  ^'  St.  ^phael  *'  by 
itself,  that  '^  St.  Raphael  Wine  **  meant  their  wine,  that  they  considered  that  the 
Applicants*  trade  in  wine  called  '^St.  Raphael  Quinquina**  was  a  fraudulent 
competition,  that  they  had  never  been  held  in  any  country  not  to  be  entitled  to 
the  name  *^  St  Raphael  **  on  the  ground  that  it  was  a  mere  geographical  name  30 
descriptive  of  the  locality  where  their  wine  was  alleged  to  be  produced. 
M.  Perre  made  an  affidavit  in  reply,  in  which  he  stated  (inter  alia)  that  St. 
Raphael  wine  was  known  before  the  Respondents  commenced  to  sell  it,  and 
alleged  that  the  name  ^^Bagnols  St.  Raphael,**  by  which  the  Respondents 
originally  called  their  wine,  was  simply  a  geographical  name  and  intended  to  35 
convey  the  idea  that  it  was  produced  in  the  district  where  the  two  places  named 
**Bagnol8**  and  *'St.  Raphael**  were  situated,  that  the  said  two  places  were 
only  a  short  distance  from  each  other,  a  map  from  the  Directory  of  ^^  Bottin  ** 
being  exhibited,  he  also  denied  the  charges  of  unfair  competition,  and  referred 
to  price  lists  of  John  Barker  A  Go.^  Ld.^  and  W.  H.  Chaplin  Jk  Co.j  from  40 
which  it  would  be  found  that  there  were  five  varieties  of  wine  bearing  the 
name  "St.  Raphael.**  The  motion  was  entered  in  the  non- witness  lis^  and 
was  heard  by  Kekewich,  J.,  on  the  21st  and  22nd  of  February  1899  ;  judg- 
ment was  reserved  and  delivered  on  the  24th  of  February  1899. 

Kekewich,  «/.,  held  that  the  words  "  St.  Raphael "  were  not  shown  to  be  45 
geographical,  and  further,  that  they  were  not  an  addition  to  the  Respondents* 
trade  mark,  but  part  of  it,  and  that  no  disclaimer  was  required.    The  motion 
was  dismissed  with  costs.* 

The  Applicants  appealed. 

NevUlSj  Q.O.J  Warringtony  Q.O.^  and  O.  F.  Hart  (instructed  by  Chappellj  50 
Qriffithy  ana  Broadbridge)  appeared  for  the  Appellants  ;  Ingle  Joyce  (instructed 
by  the  Solicitor  to  the   Board  of  Trade)   appeared    for   the    Comptroller; 


*  Aste,f.l73. 
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L.  B.  Sebctstian  (instructed  by  Frere  Gholmeley  <fe    Co,)  appeared  for   the 
Reepondents. 

Nevilley  Q.C.^  and  Warrington^  Q.C*^  for  the  Appellants  stated  the  facts  and 
continued: — The  Respondents' trade  mark  could  only  be  registered  under  section 
9  64  (1)  (c)  of  the  Patents,  &c.  Act,  1883,  but  the  words  "  St.  Raphael "  are  not 
fancy  words ;  they  are,  however,  words  in  respect  of  which  there  ought  to  have 
been  a  disclaimer  under  section  74.  They  are  geographical.  [The  Mastbr 
OF  THB  Rolls  mentioned  The  Magnolia  Metal  Gompany^s  Trade  MarkSy  14 
R.P.C.  621.]    "  Vin  de  St.  Raphael  '*  is  intended  to  indicate  the  district  from 

10  which  the  wine  comes.  This  intention  is  further  shown  by  the  original  name 
**  Vin  de,  Bagnols  St.  Raphael."  The  name  of  the  wine  would  indicate  to  an 
ordinary  person  the  place  from  which  the  wine  comes ;  that  is  the  test 
(Van  Ihi^er's  Trade  Marky  4  R.P.C.  31).  The  Respondents'  evidence  is 
directed    to    show    that    they    do    not    manufacture   at    St.    Raphael,    and 

15  that  there  was  no  intention  to  refer  to  the  place.  It  must  be  borne  in 
mind  that  wine  is  almost  invariably  sold  with  reference  to  the  locality 
where  the  vines  grow.  The  Respondents  must  show  that  the  words  are 
such  as  would  not  lead  a  person  to  suppose  that  the  wine  was  made  at 
St.    Raphael.     In   the  Court   below   the    case  was  decided  mainly  on    the 

20  Smokeless  Powder  Company^ s  Trade  Mark^  9  R.P.C.  109.  In  that  case  there 
were  three  things  decided  :  tirst,  that  the  words  "  Smokeless  Powder  "  were 
not  distinctive  but  descriptive  words;  secondly,  that  they  formed  part  of  a 
distinctive  label,  and  thirdly,  that  as  they  were  part  of  the  name  of  the 
Company,  they  would  have  come  within  the  exception  as  to  names.    The 

25  "  Washerine  "  case  (Burkind  v.  Broxburn  Oil  Company y  6  R.P.C.  482)  shows 
that  if  words  are  not  fancy  words  but  yet  distinctive,  they  should  be  disclaimed 
under  section  74.  The  use  made  of  the  words  "  St.  Raphael "  shows  that  they  are 
not  &ncy  words.  The  inference  is  that  in  the  name  "  Vin  de  St.  Raphael " 
**^  de  "  means  ^'  from."    Under  section  74,  the  Applicants  have  to  show  that  the 

20  words  are  words  which,  if  not  disclaimed,  people  would  suppose  to  be 
distinctive.  "Distinctive"  in  section  74  means  prima  facie  distinctive,  and 
"  common  to  the  trade  "  means  open  to  the  trade,  see  Bu7*land  v.  Broxburn  Oil 
Company  {supra)  and  TJiompson  v.  Miller^  13  R.P.C.  35.  In  the  latter  case  some 
of  the  words  in  the  label  were  not  distinctive,  but  the  words  "  the  Roadster  " 

35  were  prima  facie  distinctive.  [ROMBR,  LJ, — I  should  have  thought  that  they 
were  not.]  These  words  were  ordered  to  be  disclaimed  because  they  were  not 
fancy  words  not  in  common  use,  and  therefore  they  were  not  registrable  as  an 
essential  particular  of  a  trade  mark.  [ROMEB,  LJ, — The  words  were  held  by 
Stirling^  J.,  to  be  not  fancy  words,  but  descriptive.]     In  the  present  case  we 

40  submit  that  the  words  "  St.  Raphael "  are  not  fancy  words  but  that  they  come 
within  section  74.  The  Respondents  set  up  that,  if  they  are  not  fancy  words,  they 
are  at  all  events  not  an  addition  to  the  mark.  But  Thompson  v.  Miller  shows 
that  the  words,  if  j^'^if^  facie  distinctive,  must  be  disclaimed,  although  they 
are  in  the  mark.    In  that  case  no  disclaimer  was  required  of  words  that 

45  were  not  prima  facie  distinctive.  In  Burland  v.  Broxirum  Oil  Company^  the 
word  "  Washerine  "  was  no  more  an  addition  than  the  words  "  St.  Raphael "  are 
here.  The  registered  mark  consists  of  two  labels  registered  together,  the  bottom 
one  is  not  distinctive  by  itself,  unless  the  words  ^'  St.  Raphael "  make  it  so.  A 
distinctive  label  must  be  distinctive  by  some  means  other  than  fancy  words. 

50  'The  top  label  is  distinctive,  apart  from  the  words,  on  account  of  the  pattern. 
Ijnder  section  64  a  fancy  word  or  a  distinctive  label  may  be  registered,  but 
"not  a  label  made  distinctive  only  by  a  word  which  is  not  a  fancy  word.  [The 
evidence  was  then  read.]  [The  Master  op  the  Rolls. — If  paragraph  3  of 
Jfcf.  Terrisse's  affidavit  is  true,  why  are  not  the  words  fancy  words  ?    "  De  " 

55  does' not  necessarily  mean  ^^from."]    The  question  is  whetlier  the  place  would 
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be  connected  with  the  wine.  The  words  are  not  "  obviously  non-descriptive." 
[ROMER,  L,J. — Have  you  evidence  that  any  other  wine  was  known  as 
"  St.  Raphael "  wine  ?]  Our  evidence  is  that  there  are  other  wines  so  known, 
but  we  do  not  say  that  they  come  from  St.  Raphael.  St.  Raphael  on  the  Riviera 
is  a  well-known  place.  [ROMBR,  L,J. — Not  in  connection  with  wine.]  This  5 
case  is  different  from  the  "  Magnolia  "  case,  because  there  the  word  was  well- 
known  as  the  name  of  a  flower.  Our  account  of  the  French  litigation  is  the 
correct  one.  The  words  "  St.  Raphael "  were  held  to  be  geographical  in 
France.  The  intention  of  the  Respondents  in  adopting  the  words  is 
immaterial.  10 

Sebastian,  for  the  Respondents. — [The  MASTER  OP  THE  ROLLS. — ^How  do 
you  make  out  that  these  are  fancy  words  ?]     I  submit  that  that  point  does  not 
arise  here.    The  Applicants  must  show  that  the  terms  of  the  Act  under  which 
the  Respondents  registered  were  not  complied  with.     The  Respondents  had  a    . 
right  to  register  any  trade  mark  which  was  within  the  deflnition  of  section  64.  15 
Here  a  distinctive  label  was  registered  and  therefore  the  Respondents  had  an 
essential  particular.      I  admit  that  if  an  essential  particular  consists    of   a 
combination,  the  combination  only  can  be  claimed  {Hiidsoh*8  Trade  Mark, 
3  R.P.C.  155).    The  Respondents  do  not  claim  any  exclusive  right  in  the  words 
"  St.  Raphael "  by  virtue  of  registration.     They  do  not  claim  them  as  fancy  20 
words,  but  they  claim  the  label.     [ROMER,  L,J. — Why,  then,  was  the  Applicants' 
application  to  register  refused  ?]     Registration  was  refused  by  the  Comptroller, 
but,  if  necessary,  the  Respondents  would  have  opposed  it  on  their  common  law 
right.    As  to  the  words  being  geographical,  the  evidence  is  that  not  one  person  . 
in  100,000  would  know  of  any  place  called  St.  Raphael.    Even  if  the  words  had  25 
a  geographical  meaning  in  France,  it  does  not  follow  that  that  would  be  so  in 
England  ;  no  doubt  '^  Magnolia  "  was  geographical  in  America.    The  Respondents 
would  be  in  a  better  position  without  the  trade  mark  than  with  a  disclaimer. 
[The  Master  op  the  Rolls. — There  is  nothing  distinctive  about  the  lower 
part  of  the  mark.]     I  agree  that  is  so  apart  from  the  words  "  St.  Raphael."     The  30 
question  whether   words  are  an   addition  or  not  does  not  depend  on  the 
character  of  the  words.      The  words  here  are  absolutely  distinctive.      If  an 
ordinary  Englishman  would    not    think    them    geographical,   then  they  are 
distinctive.      There  is  no  need  of  any  disclaimer.      [The  MASTER  OP  THE 
Rolls. — How  is  one  to  know  whether  the  words  are  part  of  the  mark  or  35 
additions?]     The  distinctive  label  consists  of  the  whole.    [The  Master  OF 
THE  Rolls. — Of  all  that  makes  it  distinctive  ?  ]     In  judging  whether  a  word  is 
a  fancy  word  one  does  not  consider  each  letter,  but  the  whole.    As  to  the 
"  Washerine  "  case,  except  for  that  word  there  was  nothing  in  the  mark  but 
ordinary  common  words.    The  action  was  really  brought  on  that  word.     In  40 
that  case,  too,  the  present  question  was  not  raised,  but  Chitty,  J.,  decided  it 
afterwards  in  the  "  Smokeless  Powder  "  case  according  to  my  present  contention. 
In  the  "Roadster"  case  the  point  was    not   referred   to,   and   Stirling,  J., 
simply  followed  the  "  Washerine "  case.    Pitito  v.  Badman  (8  R.P.C.  181), 
The  Apollinaris  Co.'s  Trade  Marks  (8  R.P.C.  137 ;  L.R.  (1891)  2  Ch.  186),  45 
and  The  Smokeless  Powder  Go.'s  Trade  Mark  (9  R.P.C.  109,  (1892)  1  Ch.  109), 
all  show  that  the  whole  label  must  be  considered.     The  Respondents  would 
prefer  to  take  the  lower  part  of  the  trade  mark  off  the  Register  rather  than 
disclaim  it. 

Neville,  Q.C.,  in  reply. — [ROMBR,  LJ. — It  may  well  be  that  the  Comptroller  50 
ought  not  to  have  stopped  your  registration.] — The  argument  for  the  Respon- 
dents comes  to  this,  that  "  St.  Raphael "  can  be  registered  if  a  wavy  line  be 
put  round  it.  By  a  label  of  this  kind  the  Comptroller  is  deceived.  The 
construction  of  the  Act  contended  for  would  destroy  the  limitations  put  by  the 
Act  on  the  registration  of  words.    A  member  of  the  public  would  think  that  the  55 
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words  "  St.  Raphael "  were  protected.  The  Respondents  are  not  entitled  to 
withdraw  one  half  of  the  label.  Though  the  two  labels  are  registered  as  one 
mark,  the  Respondents  have,  in  fact,  dissociated  them.  It  is  really  the  addition 
of  a  label.  The  Applicants  only  want  to  be  protected  from  what  they  are 
5  suflEering.  [The  Master  op  the  Rolls.— The  Comptroller  might  take  the 
view  that  your  label  v^ras  calculated  to  deceive.]  [ROMER,  LJ.—ThQ  Comp- 
troller ought  not  to  have  stopped  the  Applicants'  registration  on  the  ground 
that  the  Respondents*  registration  was  substantially  of  "  St.  Raphael ; "  he  ought 
to  have  allowed  them  to  go  into  it.     I  do  not  mean  to  suggest  that  the  onus 

10  would  be  on  them.]  In  the  *' Smokeless  Powder"  case  the  words  were 
descriptive  of  the  article,  there  was  no  representation  to  the  public  that  they 
were  distinctive.  [RoMBR,  LJ.—ln  some  cases  it  might  really  be  the  word 
that  was  registered,  but  here  the  label  is  not  merely  the  words  "  St.  Raphael " 
with  flourishes  round  them.] 

15  LiNDLEY,  -W.-B.— This  case,  like  all  other  trade  mark  cases,  is  important  to 
the  parties,  and  extremely  difficult  for  the  Court.  The  difficulty  in  construing 
Acts  of  Parliament  is  one  which  we  have  to  grapple  with  every  day,  but  this 
Act  of  Parliament  of  1883  has  given  rise  to  a  great  deal  of  difference  of  opinion, 
and  I  do  not  know  that  it  will  not  continue  to  do  so.    After  all,  now  that 

20  we  understand  the  case,  the  conclusion  at  which  we  have  arrived  (I  am  speaking 
for  myself  only  at  present)  is  that  the  decision  of  the  learned  Judge  is  right, 
and  that  Mr.  Sebastian  has  brushed  away  a  good  deal  of  the  dust,  which  was 
raised  by  the  ingenious  arguments  of  the  Appellants,  by  pointing  out  that  the 
Respondents   are   not   claiming   as    the    registered    owners    of   the    words 

25  "  St.  Raphael,"  or  of  a  fancy  name,  or  of  anything  else  except  the  label 
which  they  have  registered.  The  label  which  they  have  registered  is  a 
label  which  they  are  entitled  to  register  under  section  64,  and  as  to  the 
words  "St.  Raphael,"  I  think  Mr.  Sebastian  is  quite  right,  and  the  learned 
Judge  was  quite  right  in  treating  them  not  as  an  addition  to  the  mark  but  as 

30  part  of  the  mark.  They  are  part  of  the  label,  they  are  part  of  the  thing  regis- 
tered, and  there  is  no  reason,  therefore,  for  calling  upon  the  person  who  regis- 
tered to  disclaim  them  under  section  74.  That  section  applies  to  things  which 
are  additions  to,  and  not  parts  of,  a  registered  mark  or  label.  Here  I  cannot 
hesitate  to  say  that  in  my  opinion  these  words  are  evidently  part  of  the  mark, 

35  and  not  an  addition  to  it.  I  am  not  going  to  lay  down  any  general  principle 
for  distinguishing  between  what  are  parts  of  the  mark  and  what  are  additions 
to  it.  I  can  easily  see  that  there  may  be  cases  in  which  it  is  extremely 
difficult  to  say  which  is  which,  but  here  to  my  mind  it  is  well  on  the  obvious 
side  that  this  is  part  of  the  mark.    That  is  an  answer  to  the  case,  and  the 

40  appeal  must  be  dismissed.  As  to  whether  "  St.  Raphael "  could  be  regarded 
as  fancy  words,  I  will  say  nothing.  The  evidence  is  not  altogether  satisfactorv, 
but  there  are  difficulties  in  either  view  of  the  case,  and  I  will  say  nothing 
at  all  about  it.  It  is  sufficient  for  us  to  say  that  the  decision  appealed 
from  was  right,    and   the  appeal   must   be  dismissed,   and   dismissed   with 

45  costs. 

Sir  Francis  Jbxtnb.— I  am  of  the  same  opinion 

ROMER,  Ztm/. — I  agree.  The  upper  label  registered  by  the  Respondents  was, 
m  my  opinion,  a  perfect  label  in  itself,  and  the  words  upon  it  are  not  an 
addition  to  that  label,  but  form  part  of  the  label.     It  appears  to  me  that  the 

50  lower  label  was  a  true  addition  in  the  sense  in  which  the  words  are  used  in 
section  64— that  is  to  say,  they  were  words  added  to  the  label,  but  section  64 
permits  that  to  be  done,  for  it  says  that  there  may  be  added  to  any  one  or  more 
of  the  particulars  pointed  out  in  that  section  "  any  letters,  words,  or  figures,  or 
'*  combinations  of  letters,  words,  or  figures,  or  of  any  of  them,"    That  being  so, 

55  the  registration  of  both  labels,  if  I  may  refer  to  them  as  two  separate  labels  for 
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the  moment,  was  a  right  registration,  and  then  under  section  74  no  disclaimer 
of  the  lower  label  is  required,  inasmuch  as  it  was  not  prima  facie  distinctiye. 
So  that  it  appears  to  me  that  the  mark  as  registered  was  rightly  registered 
as  a  whole — the  two  labels  together — without  any  disclaimer  as  to  the  lower 
portion.  5 

I  desire  to  say  this,  that  this  judgment  will  in  no  way,  I  think,  give 
rise  to  any  idea  that  it  would  sanction  the  registration  of  words  which  in 
themselves  would  not  constitute  a  proper  trade  mark,  merely  because  some 
flourishes  were  colourably  put  round  them  to  try  and  make  out  a  distinctive 
label — a  compound  label — when,  in  fact,  what  was  really  sought  to  be  registered  10 
and  intended  to  be  registered  were  the  words  alone. 
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In  thh  High  Court  of  Justice.— Chancbrt  Division. 


Before  Mr.  Justice  North. 


Angust  2nd,  1899. 


In  the  Court  of  Appeal. 


5  Befo7^e  The  Master  of  the  Rolls,  The  President  of  the  Probate  &c. 

Division,  and  Lord  Justice  Romer. 

November  1st,  1899. 

Coleman  &  Co^  Ld.  ?;.  John  Brown  &  Co. 


Passing  off. — Motion  for  interlocutory  injunction, — Names  "  Wincamis^^ 
10  and    •*  FtnmZis."  —  Difference    in    articles,  —  Motion   dismissed.  —  Appeal 
dismissed. 

A  Company^  which  liadfor  inany  years  used  the  word  "  Wincamis  "  aa  a 
name  for  an  alcoholic  beverage^  being  a  combination  of  Liebig^s  Extract  of 
Meat  and  a  preparation  of  malt  and  wine,  and  which  was  the  registered  owner 

15  of  trade-marks  consisting  of  the  same  ivord  registered  in  Class  43  and  other 
classes,  commenced  an  cuition  to  restrain  B,  &  Co,  from  selling  invalid  (w*  ^ 
other  wine  under  the  name  of  "  Vincalis,^^  and  moved  for  an  interlocutory 
injunction.      The  Defendants  alleged    that  their  wine  was  a  jmre   sherry, 
principally  used  for  altar  purposes,  and  that  there  was  no  probability  of  con- 

20  fusion.     TJie  Plaintiff  Company  alleged  that  both  articles  were  wines  for  the 
special  use  of  invalids,  and  that  they  tvould  be  sold  by  the  same  class  of  persons. 
At  the  hearing  of  the  motion  it  was  dismissed  on  the  ground  that  there  was  no 
reasonable  probability  of  deception. 
The  Plaintiffs  appealed, 

25      The  Appeal  was  dismissed  unth  costs. 

On  the  30th  of  Angnst  1898,  Coleman  A  Co.,  Ld.,  applied  to  register  the  word 
^  Wincamis  "  as  a  Trade  Mark  under  No.  216,748,  in  Class  43,  for  an  alcoholic 
beverage,  being  a  combini^tion  of  Liebig's  Extract  of  Meat  and  a  preparation  of 

31 
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malt  and  wine.  The  Mark  was  put  on  the  Register  on  the  7th  of  Jane  1898, 
shortly  before  the  commencement  of  the  action  hereafter  mentioned.  The 
Company  were  also  the  registered  owners  of  Trade  Marks  No.  89,088  and 
No.  92,293,  both  consisting  of  the  word  *'  Wincarnis,"  and  registered  by  their 
predecessors  in  the  year  1889  respectively  in  Class  3,  for  a  food  used  for  5 
medicinal  purposes  for  human  use,  and  in  Class  42  for  a  substance  used  for  a 
food,  being  a  combination  of  Liebig*s  Extract  of  Meat  and  a  preparation  of 
malt  and  wine. 

On  the  10th  of  December,  1898,  John  Brotvn  A  Go.  applied  to  register  the  word 
"  Vincalis  "  in  Class  43  for  wines,  the  application  being  numbered  219,200.    This  10 
mark  was  advertised,  and  on  the  6th  of  April  1899,  Coleman  A  Co.^  Ld,^  gave  notice 
of  opposition  to  the  registration,  on  the  grounds  (1)  that  they  and  their  predecessors 
in  business  had  used  for  many  years  past  the  trade  mark  ^^  Wincarnis ''  in 
connection  with  a  beverage  containing  wine,  that  their  speciality  was   well 
known  and  widely  advertised  under  the  trade  mark  "Wincarnis,"  and  the  15 
registration  and  use  by  the  Applicants  of  the  word  '*  Yincalis  '^  as  a  trade  mark 
for  a  beverage  consisting  of  or  containing  wine  would  be  liable  to  mislead  the 
public  and  injure  their  trade,  and  (2)  that  they  were  the  registered  owners  of 
the  two  trade  marks  mentioned  above,  and  had  applied,  as  above  mentioned, 
for  registration  in  Class  43,  and  the  Applicants'  alleged  trade  mark  "  Vincalis"  20 
had  such  resemblance  to  their  said  registered  trade  mark  "  Wincamis "  as  to 
be  calculated  to  deceive.    John  Brown  A  Co.  in  their  Counterstatement  sub- 
mitted that  their  mark  ^'  Yincalis ''  was  quite  different  and  distinct  in  sound 
and  appearance  to  the  registered  mark  "  Wincamis,"  and  that  "  Vincalis  "  could 
not  be  confused  with  or  mistaken  for  "  Wincamis,"  and,  after  referring  to  the  25 
registration  of  "  Wincamis  "  in  Classes  3  and  42,  continued  : — "  It  is  only  after 
'^  using  this  mark  for  nine  years  that  the    Opponents  have    considered    it 
'^  necessary  to  register  this  mark  in  Class  43,  and  have  now  filed  an  application 
'^  for  registration.  No.  216,784,  in  respect  of  the  same  preparation,  which  is  in 
*'  this  case  described  as  an    '  Alcoholic  beverage,   being    a  combination    of  30 
**  <  Liebig's  Extract  of  Meat  and  a  preparation  of  malt  and  wine.'    Its  use  is  not 
"  claimed  in  respect  of  ordinary  unmedicated  wines,  nor  have  the  Opponents 
''  used  it  in  this  connection,  as  they  do  not  trade  in  unmedicated  or  ordinary 
*'  wines,  but  only  in  this  special  preparation.    Oar  application  for  the  registra- 
"  tion  of  the  word  *  Vincalis'  in  Class  43,  is  for  pure  grape  or  British  wines  35 
^'  unmedicated  and  not  in  combination  with  other  ingredients,  and  we  do  not 
'*  desire  or  claim  the  use  of  it  in  respect  to  medicated  or  medicinal  wines,  or 
^'  ^ines  mixed  with  other  ingredients  and  sold  as  '  wine  food,'  such  as  the 
**  preparation  of  the  Opponents.    We  are  dealers  exclusively  in  pure  wines  and 
'^  spirits,  and  do  not  deal  in  what  are  known  as  medicated  or  medicinal  wines,  40 
•'  or  so-called  wine  food  or  wine  preparations.    *  Wincamis '  is  the  name  given 
**  by  the  Opponents  to  a  special  preparation  which  is  not  wine,  but  merely 
"  contains  a  small  proportion  of  wine,  and  is  well  known  to  the  public  as  such. 
"  It  is  not  sold  as  wine,  nor  do  the  public  ask  for  wine,  but  for  '  Wincamis.' 
**  Our  proposed  mark,  *  Vincalis,'  will  be  used  as  an  ordinary  trade  mark  45 
"  exclusively  for  pure  wines,  and  not  for  any  one  particular  wine,  but  as  a  brand 
**  or  mark  to  distinguish  wines  supplied  by  us  from  those  supplied  by  other 
"  merchants.    The  two  marks  are,  therefore,  not  only   quite  different  and 
«'  distinct  from  each  other,  but  they  are  used  for  different  goods,  and  the  use  by 
"  ns  of  the  word  *  Vincalis '  could  not  in  any  sense  conflict  with  the  Opponents'  50 
"  mark  "  Wincamis,'  nor  could  wines  bearing  our  trade  mark  be  passed  off  as 
"  the  Opponents'  preparation." 

On  the  29th  of  June  1899,  Coleman  A  Co.,  Ld.^  commenced  an  action  against 
John  Brown  A  Co.  for  an  injunction  to  restrain  the  Defendants,  their  servants 
and  agents,  (1)  from  importing,  manufacturing,  selling,  &c.,  invalid  or  other  wine  55 
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under,  or  marked  with,  the  name  or  brand  of  "  Vincalis,"  or  any  other  name 
or  brand  constituting  a  colourable  imitation  of  the  Plaintiffs*  registered  trade 
mark,  being  No.  216,748  in  Class  43,  or  from  otherwise  infringing  the  said  trade 
mark ;  (2)  from  importing,  manufacturing,  selling,  &c.,  wine  (not  being  wine 
5  specially  prepared  and  manufactured  by  the  Plaintiffs)  under  the  name  or 
brand  of  "  Vincalis,"  or  any  other  name  or  brand  so  resembling  the  Plaintiff's 
name  or  brand  of  "  Wincarnis  "  as  to  be  calculated  to  lead  the  trade  or  the 
public  to  believe  that  the  wine  imported,  manufactured,  or  sold  by  the 
Defendants  was,  in  fact,  the  Plaintiffs'  wine  or  was  wine  specially  prepared  and 

10  manufactured  by  the  Plaintiffs,  and  from  issuing  or  using  any  bottles,  circulars, 

labels,  wrappers,  or  invoices,  so  contrived  or  expressed  as  to  be  calculated  to 

lead  the  trade  or  the  public  to  such  belief  as  aforesaid  and  for  other  incidental 

relief,  and  the  Plaintiffs  moved  for  an  interlocutory  injunction. 

Affidavits  in  support  of  the  motion  were  made  by  William  Coleman^  Managing 

15  Director  of  the  Plaintiff  Company,  and  A,  M.  ScultJiorpe,  a  district  surgeon  to 
the  Midland  Railway  Company,  and  A.  Harnsson^  W.  Calvert^  S.  Cooky  L.  O, 
Mortimer^  Manager  of  the  Wine  Department  at  John  Barker  A  Co.y  Ld,y 
G.  R,  Barclay  and  O,  Pool  (being  persons  engaged  in  the  trade  of  wine  or 
medicated  wine),  and  C.  E.  Dotfhleiay  and  A.  J.  Smith.     The  affidavit  of 

20  W.  Coleman  stated  {inter  alia)  "  (3)  my  said  Company  and  their  predecessors 
**  in  business  have  used  for  many  years  past  the  trade  mark  *  Wincarnis '  in 
**  connection  with  a  specially  prepared  wine.  This  speciality  is  well  known  and 
"  has  for  many  years  been  widely  advertised  under  the  trade  mark  *  Wincarnis.' 
*^  (4)  The  mark  that  the  Applicants  are  seeking  to  register,  consisting  of  the 

25  "  word  "  Vincalis '  has  such  a  resemblance  in  appearance  and  sound  to  my  said 
"  company's  well  known  trade  mark  *  Wincarnis '  that  I  verily  believe  its  use 
'^  and  registration  would  be  liable  to  mislead  the  public  and  to  injure  the  trade 
"  of  my  company.  From  my  knowledge  of  business  I  verily  believe  that  an 
"  unscrupulous  person  could  readily  pass  off  the  Applicants'  wine  to  new 

30  "  customers  under  the  trade  mark  *  Vincalis,'  the  two  words  being  so  alike. 
"  (5)  That  *  Wincarnis '  is  a  specially  prepared  wine  and  consists  of  port  wine 
"  prepared  with  extract  of  meat  and  extract  of  malt,  &c.,  according  to  a  secret 
^'  process,  known  only  to  the  company's  officers.  It  contains  about  35  per  cent. 
"  to  36  per  cent,  of  proof  spirit  and  is,  practically  speaking,  as  strong  as  first 

35  "  class  port  wine.  I  say,  emi)hatically,  therefore,  that  '  Wincarnis '  is  a  wine. 
"  (7)  *  Wincarnis '  is  to  be  obtained  from,  and  is  sold  by,  wine  merchants, 
"  co-operative  stores,  and  chemists  and  grocers  having  wine  and  spirit  licences." 
The  Plaintiffs'  order  form  and  the  Plaintiffs'  and  Defendants'  circulars  were 
exhibited.      The   Plaintiffs'  trade  witnesses    deposed    to    the  probability  of 

40  confusion  with  customers  between  the  names  "Vincalis"  and  "Wincarnis," 

and  to  the  possibility  of  an  unscrupulous  salesman  passing  off  wine  labelled 

"  Vincalis  "  for  "  Wincarnis."    Mr.  Sculthorpe  deposed  to  having  recommended 

the  Plaintiffs'  preparation  under  the  name  of  "  Wincarnis  "  simply. 

Affidavits  in  opposition  to  the  motion  were  made  by  P.  Plater ^  the  Defendants' 

45  manager,  W.  Q.  Masters,  and  F,  H,  Taylor,  shippers,  and  -F.  H.  Oodsell,  wine 
merchant.  Mr.  Plater  in  his  affidavit  stated  {inter  alia) :  "  It  is  absolutely 
"  untrue  that  the  wine  which  is  sold  by  the  Defendants,  either  by  its  trade 
"  name  of  '  Vincalis '  or  by  the  way  in  which  the  bottle  is  labelled  and  wrapped 
"  up,  is  likely  to  cause  any  person  to  purchase  *  Vincalis '  in  mistake  for  the 

50  "  Plaintiffs'  preparation.  This  latter,  known  as  '  Wincarnis,'  as  appears  from 
"  the  Trade  Marks  Journal,  is  a  drug,  whereas  the  Defendants'  *  Vincalis '  is  an 
"  absolutely  pure  wine.  As  appears  from  the  *  Trade  Marks  Journal '  of 
"  1st  July  1889,  the  Plaintiffs'  preparation,  according  to  their  own  description, 
'^  is  described  as  follows :  '  A  substance  used  as  food,  being  a  combination  of 

55  ^  ^  Liebig's  Extract  of  Meat  and  a  preparation  of  Malt  and  WinO)'  and  in  the 
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"  *  Trade  Marks  Journal '  of  April  26, 1899,  it  is  stated  as  follows  :  *  An  alcoholic 
'^ '  beverage,  beinj?  a  combination  of  Liebig's  Extract  of  Meat  and  a  preparation 
"*of  Malt  and  Wine.'  (2)  The  Defendants'  wine  'Vincalis'  is  a  pure 
"  sherry,  and  any  one  ordering  '  Vincalis'  would  be  supplied  with  an  ordinary 
^^  plain  black  bottle  in  exactly  the  same  way  as  sherry  is  always  delivered,  but  5 
'^  there  is  no  label  at  all  on  the  bottles ;  but,  inasmuch  as  the  Defendants  supply 
^*  their  wine  very  largely  to  the  Roman  Catholic  Church  for  altar  purposes,  in 
^^  that  case  the  label,  wJiich  is  now  produced  and  shown  to  me  and  is  marked 
'*  P.  P.  I,  is  affixed  to  the  ordinary  black  bottle.  (3)  It  is  absolutely  impossible 
**  for  anyone  to  be  mislead  into  purchasing  ^  Yincalis '  for  *  Wincamis,'  in  10 
^'  consequence  not  only  of  the  difference  of  the  character  of  the  two  liquids  but 
"  in  the  get  up  and  style  of  the  bottles.  The  Plaintiffs'  *  Wincamis '  is  really 
*'  Liebig's  Extract  of  Meat  plus  port  wine  and  extract  of  malt,  and  on  the  label 
'^  on  the  outside  wrapper  are  printed  in  large  and  distinct  type  the  words 
'' '  Liebig's  Extract  of  Meat  and  Malt  Wine.'  A  bottle  of  the  Plaintiffs'  15 
**  preparation  '  Wincamis '  is  now  produced  and  shown  to  me  and  is  marked 
**  P.  P.  2."  The  other  Deponents  alleged  improbability  of  deception  and 
Mr.  Oodaell  exhibited  a  certificate  of  analysis  of  the  Plaintiffs'  wine.  Affidavits 
in  reply  were  made  by  W.Coleman^  O.  E.  Douibleday^  J.  G.  Sheelian^  N.  Lincoln^ 
F.  E.  Pococky  and  J.  E.  Gallard.  20 

Macnaghten,  Q.C.,  and  J.  Axisten  CarUnell  instructed  by  A.  Syrett) 
appeared  for  the  Plaintiffs ;  H.  Terrell^  Q.C.,  and  A.  J.  Walter  (instructed  by 
Birdy  Moore^  and  Strode)  appeared  for  the  Defendants. 

Macnaghtenj  Q.C.,  and  J.  A.  Cartniell  for  the  Plaintiffs  read  the  notice  of 
motion  and  continued': — The  word  ^' Vincaiis"  is  in  fact  pronounced  with  the  25 
*a'  long.    [^Terrell^  Q.C. :  We  pronounce  it  short,  the  word  is  derived  from 
wine  and  chalice,  it  being  a  sacramental  wine.]     The  Plaintiffs'  wine  is  a 
medical  wine  and  the  Defendants  advertise  theirs  as  a  wine  for  invalids.     The 
Defendants  intend  ^'  Yincalis  "  as  a  general  name  to  be  used  for  wine  sold  by 
them.    The  application  for  r^stration  is  standing  over  pending  this  motion.  30 
It  is  not  suggested  that  the  Defendants  did  not  know  our  name  ^^  Wincamis." 
The  case  rests  on  the  similarity  of  the  names  and  on  both  the  wines  being 
suitable  for  invalids,    [The  Plaintiffs'  grounds  of  opposition  to  the  registration 
of  ^'  Yincalis  "  and  the  Defendants'  Counter-statement  were  read  and  also  the  other 
evidence.]    The  evidence  shows  that  the  Plaintiffs'  wine  is  ordered  medically  35 
as  a  wine  and  that  it  would  be  sold  by  the  same  class  of  person  as  the 
Defendants'  wine.    If  ^  Yincalis "  is  used  for  an  invalid  wine,  then  clearly  it 
might  be  mistaken  by  an  uneducated  person.    The  words  are  alike  in  sound  ; 
there  is  no  explanation  in  the  evidence  as  to  how  the  Defendants'  got  theirs. 
The  question  is  whether  the  Defendants'  wine  would  be  a  means  of  deception  40 
in  the  hands  of  an  unscrupulous  trader  {Lever  v.  Ooodwin^  4  R.P.C.  492). 

Counsel  for  the  Defendants  were  not  called  on. 

North,  J. — I  see  no  reason  for  interfering  in  the  present  case.  What  the 
Plaintiffs  are  selling  is  in  what  I  may  call  a  pint  champagne  bottle  of  the  usual 
appearance,  with  a  label  put  on  the  bottle  in  the  usual  way,  and  they  describe  45 
what  they  are  selling  as  '^Coleman's  Wincamis,"  or  ^^  Liebig's  Extract  of  Meat  and 
**  Malt  Wine  " — they  use  the  two  phrases  alternately,  "  Wincamis,"  or  **  Liebig's 
^  Extract  of  Meat  and  Malt  Wine  " — ''  made  of  port  Vrine,  Liebig's  Extract  and 
'*  Extract  of  Malt,"  and  then  they  say  it  is  suitable  for  persons  robust  in  health  as 
well  as  the  invalid,  and  they  point  out  the  immediate  benefits  of  taking  it,  and  50 
the  improvement  in  the  drinker's  condition  after  he  has  finished  a  bottle,  and 
then  a  direction  that  the  bottle  is  not  to  be  shaken  as  there  is  occasionally  a 
little  sediment  from  the  port  wine  after  bottling.  What  the  Defendants  do  is 
to  sell,  not  the  extract  of  meat  with  wine  in  it,  but  what  on  the  evidence  seems 
to  be  pure  wine— a  sherry  coloured  wine,  and  not  a  mixture  with  port  wine  in  55 


Yol.  XVI,,  No.  28.]      AND  TRADE  MARK  OASES,  623  ^ 


Coleman  A  Co.^  Ld.  v.  John  Brown  A  Co. 


it,  and  that  is  sold  in  a  bottle  with  a  label  upon  it :  ^^  Yincalis :  This  is  pnre 
^  sherry.  Special  care  is  taken  in  its  preparation,  whereby  all  the  natural 
**  qaaiities  are  retained  without  the  addition  of  any  foreign  spirit.  We  import 
*'  this  for  altar  purposes  ;  its  purity  is  guaranteed  by  the  Arch-priest,  an<]  attested 
5  **  by  the  Bishop  of  Nottingham.*'  The  whole  point  of  that  is — whether  the 
certificates  make  it  out  or  not — that  this  is  a  pure  article,  that  is  to  say,  it  is  not 
a  meat  extract,  or  anything  of  that  sort ;  it  is  a  pure  wine  that  may  be  used  on 
occasions  when  the  purity  of  the  wine  is  considered  of  great  importance. 
What  is  the  reason  for  suggesting  that  the  Defendants  are  doing  what  is 

10  wrong?  Simply  that  they  are  putting  "  Vincalis"  or  "Vincaalis" — whatever 
the  pronounciation  may  be — on  their  bottles,  the  Plaintiffs  having  on  their's 
^*  Wincamis.''  The  Plaintiffs  have  not  made  any  suggestion  as  to  the  meaning 
of  the  word,  and  it  is  not  in  evidence,  but  I  should  think  in  all  probability  it 
was  a  barbarous  attempt  to  unite  the  words  ^'  wine ''  and  '^  flesh,''  in  the  shape 

15  of  the  Latin  word  for  flesh,  instead  of  the  English,  but  if  that  is  the  meaning  of 
it,  it  is  a  flesh  with  the  wine,  and  not  a  pure  wine. 

Then  it  is  suggested  that  a  person  who  was  told  to  ask  for  ^'  Wincarnis,"  and 
went  to  a  shop,  and  had  forgotten  the  name  of  what  he  was  to  ask  for,  and  the 
shopman  gave  him  a  little  help,  and  showed  him  a  bottle  with  '^  Yincalis  "  on 

20  it,  and  said,  '^  Is  this  it  ?  "  the  man  might  possibly  say  '^  Yes."  I  cannot  go  so 
far  as  to  attempt  to  provide  against  any  possibility  of  mistake  in  such  a  case  as 
that.  I  do  not  see  any  indication  in  what  the  Defendants  are  doing  of  any 
intention  to  deceive,  and,  whatever  the  witnesses  may  say,  I  am  not  pressed 
that  there  is  any  reasonable  probability  of  any  deception  taking  place  between 

2%^  one  and  the  other.    Under  these  circumstances  I  dismiss  the  motion. 
The  Plaintiffs  appealed. 

The  same  (Counsel  appeared  as  in  the  Court  below. 

MacnagJUeHy  Q.C.,  and  J.  A.  Cartmell  for  the  Appellants. — The  Plaintiffs 
have  registered  the  word  '^  Wincarnis  "  in  Glass  43.    The  case  for  the  Plaintiffs 

30  is  based  purely  on  the  probability  of  confusion  between  the  names 
"Wincarnis"  and  "Yincalis."  It  is  said  that  the  latter  is  only  used  for 
altar  purposes,  but  it  is  also  advertised  as  a  wine  for  invalids ;  practically 
the  names  will  be  used  for  the  same  class  of  goods.  "  Wincarnis  "  is  sold  as  an 
invalid  wine.    It  is  objected  that  "Yincalis"  is  a  sherry,  but  it  is  specially 

35  people  who  do  not  know  the  two  articles,  but  are  recommended  to  take 
"  Wincarnis,"  who  are  liable  to  get  "  Vincalis  "  in  mistake  for  it,  and  so  there  is 
the  possibility  of  fraud.  Both  articles  are  advertised  for  the  use  of  invalids. 
[The  Defendants'  Counter-statement,  made  on  their  application  to  register, 
and  the  affidavit  of  the  Defendants'  manager,  were  read.J     The  statement  is 

40  different  to  the  case  now  put  forward.  [The  judgment  was  then  read.]  The 
question  on  this  motion  is  one  of  the  balance  of  convenience.  It  is  not  suggested 
that  the  Defendants  did  not  know  of  "  Wincarnis."  The  evidence  is  that  the 
Defendants  called  their  wine  ^  YincSialis,"  so  that  the  words  are  nearly 
identical  both  in  sound  and  letters.    The  articles  will  be  sold  by  the  same 

45  class  of  people.    For  practical  purposes  ours  is  a  wine  not  a  drug. 

H.  Terrell^  Q.C.,  and  A,  J.  Walter  for  the  Defendants  were  not  called  on. 
LiNDLBY,  M,R. — I  do  not  think  this  is  a  case  in  which  we  ought  to  interfere 
at  this  stage  of  the  proceedings,  and  upon  the  materials  before  us.    Of  course 
these  cases  are  sometimes  a  little  on  the  border  line,  and  I  do  not  say  anything 

50  about  what  may  happen  hereafter  ;  still  less  do  I  say  anything  about  the  propriety 
of  the  Registrar  refusing  to  register  this  word.  He  must  exercise  his  own 
judgment  about  that.  We  are  asked  to  grant  an  injunction  to  restrain  the 
Defendants  from  selling  sherry — ^nothing  else — under  the  title  "  Yincaalis  " — or 
call  it  "  Yincaylis "  or  "  Yincalis,"  or  anything  you  like ;  but  I  will  call  it 

55  "Yincaalis."    The   Defendants   are  selling  sherry.    What   are  the  Plaintiffs 
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doing  ?  They  are  not  selling  wine  at  all.  They  are  selling  extract  of  meat 
and  they  are  putting  wine  into  it,  but  the  proper  description  of  what  they 
are  selling  is  not  wine.  They  are  selling  a  substance  which  they  describe  in 
various  ways,  as  medicine,  a  food  used  for  medicinal  purposes  ;  but  whatever  they 
call  it,  whether  it  is  food  for  medicinal  purposes  or  food  for  invalids  or  any  other  5 
beverage,  it  is  extract  of  meat  mixed  with  wine.  That  is  what  they  are  selling. 
They  have  sold  it  for  some  years,  and  they  have  got  a  registered  trade  mark  with 
the  word  **  W-i-n-c-a-r-n- i-s,"  a  curious  compound  of  wine  and  meat.  I  suppose 
that  is  what  it  means.  They  ask  us  to  stay  a  man  who  is  selling  under  the 
name  of  "Vincaalis"  as  I  call  it,  and  it  may  be  pronounced  "Vincaylis,"  10 
without  any  evidence  at  all  that  the  bottles  of  the  Defendants  are  mistaken, 
or  are  really  likely  to  be  mistaken,  for  the  bottles  of  the  Plaintiffs.  The 
get  up  is  totally  different,  and  the  trade  mark  is  not  copied  at  all.  It  is 
said  because  the  Defendants  are  selling  one  thing  under  the  name  of 
''  Yincalis,"  and  the  Plaintiffs  are  selling  another  totally  different  thing  under  15 
the  name  of  '' Wincamis,*'  the  two  things  are  alike,  and  the  similarity  is  enough 
to  ask  us  that  the  Defendants  should  be  restrained.  I  say  certainly  not  at 
this  stage  and  on  this  evidence.  They  may  make  out  a  much  stronger 
case  if  they  can  make  out  that  the  Defendants  are  doing  more  than  they 
appear  to  be  doing.  I  say  nothing  about  that ;  but  at  present  there  is  no  20 
case  at  all.  I  see  no  warrant  for  granting  this  injunction,  and,  therefore,  the 
appeal  must  be  refused  with  costs. 

Sir  Francis  Jbunb.— I  agree. 

ROMBR,  LJ. — I  also  agree.  I  do  not  say  what  might  happen  if  the  Defendants 
began  to  sell  a  wine  got  up  to  resemble  in  colour  the  Plaintiffs*  "  Wincarnis  "  25 
under  their  term  of  "  Viiicalis."  It  is  very  possible  then  the  Courts  might  see 
their  way  to  restrain  the  Defendants  from  selling  a  wine  like  the  Plaintiffs' 
"  Wincarnis  "  in  colour  under  this  title  ;  but  at  present,  on  the  materials  before 
us,  I  cannot  see  that  there  is  such  sufficient  danger  of  injury  to  the  Plaintiffs  as 
to  enable  the  Court  to  grant  an  injunction  against  the  Defendants.  So  long  as  30 
the  Defendants  are  selling  sherry — obviously  sherry  and  a  pure  sherry — under 
the  term  of  "  Yincaalis  '*  or  "  Vincaylis "  with  a  get  up  perfectly  distinct 
from  that  of  the  Plaintiffs,  I  cannot  see  at  present  that  there  is  such  risk  of 
injury  to  the  Plaintiffs  as  would  entitle  the  Plaintiffs  to  say  that  the  Defendants 
ought  to  be  restrained  from  selling  their  sherry  under  the  term  "  Vincalis.'*  35 
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In  the  House  op  Lords. 


Before  The  Lord  Chancellor  and  Lords  Macnaghtbn,  Morris, 

and  Shand. 


June  20th  and  22nd,  1899. 


Dredge  v.  Parnbll. 


Patent — Action  for  infringement, — Subject-  matter. — Invention. 

This  ivas  an  action  for  infringement  of  a  Patent  for  a  method  of  cutting^  at 
one  operation^  necktie  linings  by  means  of  a  revolving  band-knife^  tlie  material 
being  clamped  firmly  between  two  tempJsts  of  identical  form. 

10  Held^  at  tlie  trials  that  the  invention  claimed  was  not  sufficient  to  form  the 
subject-matter  of  a  Patent^  being  merely  the  ap27lication  of  the  use  of  a  band- 
knife^  in  its  ordinary  function  as  a  cutter  of  piles  of  substances^  by  applying  it 
to  necktie  linings^  when  such  linings  to  be  cut  were  clamped  together  with 
guides.    The  action  was  therefore  dismissed.    Held^  on  appeal^  by  LiNDLBT,  M.R,^ 

15  and  Right,  L.J.  (Vaughan  Williams,  L.J.^  dissenting\  that  the  decision  of 
ROMBR,  «/.,  was  correct;  and  the  appeal  was  dismissed^  with  costs.  The 
Plaintiff  appealed  to  the  House  of  Lords, 

Heldy  that  there  was  no  invention  which  was  patentable,,  and  the  appeal  was 
dismissed  with  costs.    Per  Lord  Halsbury,  L.C. — A  more  skilled  application 
20  of  well-understood  tools  and  tvell  understood  processes  is  not  a  patentable 
invention. 

On  the  29th  of  October  1891,  Letters  Patent  (No.  18,694  of  1891)  were  granted 
to  Edgar  Dredge  for  an  invention  of  "  An  improved  method  of  catting  necktie 
"  linings  with  a  band-knife  or  other  power-knife," 
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The  Complete  Specification,  dated  the  8th  of  July  1892,  was  aa  foUowB  : — 

^'  This  invention  refers  to  the  system  of  cutting  known  as  band-knife  cutting 
^'  by  machine,  in  which  an  endless  blade  is  caused  to  revolve  at  high  speed 
"  over  two  or'more  pullies  or  drums  ;  and  my  improvements  have  no  reference 
''  to  press  cutting,  in  which  a  horizontal  blade  shaped  to  the  pattern  required  is  5 
^^  pressed  down  on  the  material  to  be  cut,  as  in  the  case  of  leather  and  many 
''  small  goods,  nor  does  it  any  way  concern,  further  than  as  a  substitute  for  it, 
^^  the  ordinary  and  customary  mode  of  hand-cutting. 

^'  Hitherto,  on  account  of  the  peculiar  material  employed,  which  is  a  soft  spongy 
"  sort  of  cloth  called  '  Swansdown,*  consisting  of  a  soft  fleecy  warp  woven  on  10 
^'  a  hard  cotton  woof,  it  has  not  been  found  practicable  to  cut  out  a  large  number 
^^  of  these  linings  at  one  time  by  a  machine  knife,  except  in  straight  patterns, 
*'  that  is  to  say  in  shapes  which  have  straight  or  parallel  edges  devoid  of  curves 
"  or  recesses.  Hand-cutting  is  very  slow  and  is  hard  work  for  the  person 
cutting.  15 

"  By  my  process  any  pattern  whether  straight  or  curved  or  recessed,  or  partly 
^^  straight  or  partly  recessed  or  curved,  can  be  rapidly  cut,  and  in  piles  of 
"  thirty-six  to  seventy-two  thicknesses  deep,  a  feat  never  before  attempted. 
^'  Indeed  almost  any  thickness  could  be  cut,  if  necessary,  with  a  band-knife  of 
"  sufficient  size  and  power.  20 

^^  I  will  now  describe  the  invention  with  reference  to  the  accompanying 
"  drawings  in  which  Fig.  1  shows  a  perspective  view  of  the  pile  of  cloth  with 
^'  templets  in  position  arranged  according  to  my  system,  and  ready  for  cutting. 
''  Fig.  2  shows  a  plan  view  of  a  series  of  similar  templets. 

^^  It  will  be  seen  that  the  templets  a,  which  are  formed  by  preference  of  thin  25 
^'  metal  plates  with  a  wood  backing,  are  placed  in  couples  on  the  cloth  before  it 
'^  is  cut,  one  beneath  the  cloth,  and  the  other  above,  but  the  upper  one  directly 
''  over  the  other,  and  are  connected  at  their  ends  through  holes  or  recesses 
'^  formed  for  the  purpose  by  the  bolts  5,  with  feather  nuts  c,  by  means  of  which 
'^  they  are  tightened  on  the  cloth.    Instead  of  these  bolts,  loops  and  wedges,  or  30 
"  any  other  suitable  mechanical  device  may  be  used  for  connecting  the  ends  of 
^^  the  templets.    The  adjoining  templets  can  be  reversed,  so  that  when  cutting  a 
^^  pattern  such  as  is  here  shewn,  the  thick  end  of  one  templet  can  lie  between 
^*  the  thin  ends  of  those  next  to  it.    In  this  way  the  cloth  can  be  cut  more 
^^  economically,  the  only  part  wasted  being  that  which  forms  the  recess  d,  35 
^*  between  the  two  adjoining  templets,  as  only  one  cut  is  required  to  separate 
"  the  cloth  where  the  templets  adjoin.    The  patterns  cut  out  in  this  manner, 
^^  from  their  being  formed  so   exactly  to  the   shape  required,  and  being  so 
^'  identical  in  all  respects,  suit  the  manufacturer  better  than  those  cut  by  hand, 
'^  because,  as  the  linings  are  used  as  the  foundation  for  forming  the  ties,  the  silk  40 
"  can  therefore  be  more  easily  fitted  to  them.    This  saves  the  workpeople  much 
"  time  and  ensures  perfect  uniformity  in  the  ties  produced. 

"  In  the  ordinary  process  as  hitherto  practised  by  tie  manufacturers,  a  few 
"  linings  are  cut  on  a  table,  by  placing  a  weighted  templet  on  the  material,  and 
^^  shaping  them  out  by  means  of  a  hand  knife.  In  the  case  of  small  ties  the  45 
"  linings  are  sometimes  cut  by  a  press  knife  as  before  described.  Both  these 
"  processes  are  necessarily  tedious  and  expensive  and  often  fail  to  furnish  a 
^^  clean  cut  lining. 

*'  Owing  to  my  system  of  clamping  the  templets  tightly  together  as  described, 
'^  linings  can  be  produced  much  quicker,  more  accurately  and  at  less  cost,  50 
^^  because  the  cloth  so  clamped  and  prepared,  when  placed  on  the  table  of  the 
*'  band-knife  machine,  can  be  easily  guided  and  shifted  about  so  as  to  present 
^^  the  curved  or  recessed  part  of  the  pattern  to  the  operation  of  the  knife  without 
^'  disarranging  the  material  as  would  be  the  case  if  cut  in  the  ordinary  way 
^^  without  clamping  as  under  my  system,  55 
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"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
'^  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — The  method  of  cutting  at  one  operation  a  large  number  of 
'^  necktie  linings  by  means  of  a  revolving  band-knife  the  material  being 
5  "  clamped  firmly  between  two  templets  of  identical  form,  as  herein  described 
"  and  set  forth." 

On  the  19th  of  March  1896,  Edgar  Dredge  commenced  an  action  against  Jabez 
Parnell  for  infringement  of  the  Patent,  claiming  the  usual  relief. 
The  Plaintiff,  by  his  Statement  of  Claim,  alleged  that  he  was  the  registered 
10  owner  of  the  Patent,  and  that  the  Defendant,  Jahez  Parnell^  had  infringed  the 
same. 

The  Defendant  denied  the  infringement,  and  alleged  that  the  Patent  was 

invalid  for  the  reasons  appearing  in  the  Particulars  of  Objections. 

The  Defendant,  by  his  Particulars  of  Objection,  alleged  (1)  that  the  alleged 

15  invention  was  not   new,  and  that   he  intended   to  rely  thereunder  upon  the 

common  general  use  and  public  general  knowledge  of  band-saws,  band-knives, 

and  templets  for  cutting  cloth  and  other  analogous  substances  in  the  manner 

described  in  the  Plaintiff's  Specification  ;   and  (2)  that  the  alleged  invention 

was  not  the  proper  subject-matter  of  Letters  Patent,  and  that  he  intended  to 

20  rely  thereunder  upon  the  public  general  use  and  knowledge  of  band-saws, 

band-knives,  and  templets. 

The  Plaintiff  moved  for  an  interlocutory  injunction,  which  was  refused 
(13  R.P.O.  392). 
The  action  came  on  for  trial  before  Mr.  Justice  Romero  who  dismissed  it, 
25  holding  that  the  invention  claimed  was  not  suf&cient  to  form  the  subject-matter 
of  a  Patent,  being  merely  the  application  of  a  band-knife  commonly  used  for 
cutting  various  substances  to  the  cutting  of  necktie  linings,  the  mode  of  applica* 
tion  being  the  same  as  that  commonly  used  (15  R.P.O.  84). 
The  Plaintiff  appealed,  when  the  judgment  of  Rome7\  J.,  was  upheld  by  the 
30  majority  of  the  Court  of  Appeal  (15  R.P.C.  88). 

The  Plaintiff  appealed  to  the  House  of   Lords  and  the  case  came  on  for 
hearing  on  June  20th  1899. 

Bousfieldy  Q.C.,  and    Edward   Ford   (instructed    by   Traill   and  Howell) 
appeared   on    behalf   of   the  Appellant ;    Moulton^  Q.C.,  and  A.  «/•   Walter 
35  (instructed  by  W,  P.  Neal)  were  for  the  Respondent. 

Bousfield^  Q.C.,  for  Appellant. — The  only  question  in  this  case  is  one  of 

subject-matter.    The  invention  relates  to  the  cutting  of  necktie  linings  from  a 

pile  of  several  thicknesses  of  soft  flufiEy  material  known  as  swansdown.    An 

instrument  known  as  a  band-saw  is  in  common  use  for  cutting  wood.      It 

40  consists  of  an  endless  band  of  steel  having  teeth  on  one  of  its  edges,  which 

band  runs  over  two  pulleys.    This  band  is  caused  to  travel  at  a  high  rate  of 

speed  and  the  material  is  fed  up  to  the  cutting  edge.    A  similar  instrument  to 

this,  a  band-knife,  was  used  for  cutting  cloth  prior  to  the  date  of  the  Plaintiff's 

Patent.    The  cloth  was  placed  in  a  pile  of  several  layers  and  marked  on  the  top 

45  with  the  pattern  to  which  it  was  to  be  cut.    It  was  also  necessary  to  clip  the 

cloth  so  as  to  keep  the  layers  from  shifting.    At  the  time  the  Plaintiff  made 

this  invention  all  attempts  to  apply  a  band-knife  to  cutting  swansdown  had 

been  unsuccessful.    The  Plaintiff  himself  made  many  attempts,  at  first  placing 

an  iron  templet  on  the  top  of  the  pile,  which  failed,  because  the  knife  drew 

50  .down  the  material.    He  then  tried  a  box-shaped  arrangement,  but  it  was  not 

until  he  adopted  the  device  described  in  the  Specification  of  two  templets 

clamped  together,  the    templets    being    pressed    against  the  knife,  that   he 

succeeded  in  overcoming  the  dif^culties  which  had  been  hitherto  unsurmounted. 

[Counsel  then  proceeded  to  read  the  Specification.]    [The  LOED  Chancbllor.— 

55  There  must,  of  course,  be  some  invention  to  support  a  Patent.]    There  is 
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invention  here  in  overcoming  the  difficulties  ;  as  an  illustration  of  this  I  may 
say  that  no  way  of  cutting  linen  with  a  band-knife  has  yet  been  found. 
[Lord  Macnaghtbn. — It  would,  of  course,  be  very  difficult  to  decide  on  the 
quantum  of  invention  necessary.]  It  is  contended  by  the  Defendant  that  this 
method  was  known  in  other  trades.  Veneers  were  cut  by  a  band-saw  with  a  5 
templet  on  the  pile ;  but  then  the  saw  did  not  cut  in  contact  with  the  templet 
which  was  merely  a  pattern  to  guide  the  eye.  [The  LORD  Chanobllob. — 
Mere  analogy  to  an  old  process  is  not  sufficient  to  avoid  a  Patent.]  I  submit 
the  Plaintiff  has  done  here  something  which  is  new.  Never  before  had  two 
templets  been  used  which  held  the  pile  of  the  material  and  were  pushed  up  to  10 
the  knife  acting  as  guides.  [Counsel  then  read  the  judgments  of  the  Court 
of  Appeal.]  [The  Lord  Chancellor. — Everything  here  is  old,  but  the 
mode  of  application  to  one  particular  class  of  substance  is  new  in  the  sense 
that  it  had  not  been  done  before.  The  question  is,  did  that  need  any  in- 
vention ?]  I  submit  that  it  did  require  invention,  and  this  is  shown  by  the  15 
evidence  that  it  had  been  desired  in  the  trade  before  this  invention  had  been 
made,  but  no  such  process  had  been  discovered  {Riekmann  v.  Thierry y 
U  R.P.C.  105). 

Fordy  for  Appellant,  followed. — The  Judges  below  have  all  said  that  the 
process  described  by  the  Patentee  is  new  and  useful.  It  is,  however,  contended  20 
that  the  step  taken  was  obvious.  I  submit  that  this  is  contrary  to  the  evidence. 
Dredge  experimented  for  some  months  before  he  discovered  how  to  do  it,  and 
all  those  who  asked  him  to  discover  a  method  of  cutting  swansdown  were 
people  well  acquainted  with  all  the  skill  in  the  trade. 

Counsel  for  the  Respondent  were  not  called  upon.  25 

Lord  Halsbury,  L.G, — My  Lords,  I  have  listened  with  great  care  and 
attention  to  the  very  able  argument  which  has  been  addressed  to  your 
Lordships,  but  I  confess  it  has  not  been  able  to  shake  my  belief  that  there 
is  no  substantial  invention  in  this  matter ;  and  that  really  decides  the  whole 
question.  The  three  learned  Judges  in  the  Court  of  Appeal  have  taken  that  30 
view,  and  when  one  comes  to  consider  it  I  cannot  help  thinking  that  Mr. 
Justice  Romer  sums  up  the  whole  case  very  truly  when  he  says  it  would 
have  occurred  to  any  ordinary  skilled  workman  to  whom  these  things  are 
familiar.  The  only  novelty  claimed  and  the  only  invention  suggested  is  the 
application  of  well-known  things  to  one  particular  kind  of  material  which  35 
was  not  so  easily  dealt  with  by  one  templet  as  by  two  and  not  so  easily 
dealt  with  by  a  band- knife  as  a  material  of  a  more  firm  and  substantial  texture. 
But  if  you  come  to  look  at  it  what  Mr.  Justice  Romer  says  is  perfectly  true, 
namely,  that "  if  an  ordinary  skilled  workman  found  the  previous  method  of 
^^  hand  pressing  and  cutting  unsatisfactory  for  any  reason,  for  example,  if  he  40 
"  thought  he  wanted  a  little  more  accuracy  in  the  way  in  which  the  shapes 
"  were  cut,  especially  as  to  the  lower  lengths,  or  if  he  possibly  wanted  more 
"  expedition,  it  would  occur  to  that  ordinary  skilled  workman,  if  he  wished  to 
"  dispense  with  the  hand  pressure  and  the  ordinary  hand  cutting,  £is  an  ordinary 
'^  thing  to  do,  to  apply  the  band-knife  with  clamped  templets  top  and  bottom.**  45 
That  really  is  the  whole  invention. 

My  Lords,  in  listening  as  I  have  done  with  care  and  attention  to  the 
argument  presented  to  us,  I  do  not  say  that  my  mind  was  unaffected  by  the 
evidence  and  by  what  was  very  ingeniously  suggested  to  us  as  to  the  mode 
by  which  this  application  was  arrived  at  and  the  amount  of  experiment  50 
which  was  necessary  to  accomplish  it;  but  if  one  comes  to  analyse  it,  it 
simply  amounts  to  this, — suppose  a  skilled  workman  who  was  not  familiar 
with  this  kind  of  material  came  to  be  dealing  with  it  by  an  ordinary  and 
^well-known  process  and  ordinary  and  well-known  tools,  because  the  band- 
knife  is  the  thing  that  does  the   cutting  of   the  more   substantially  put  55 
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together  pieces  of  material,  and  always  did  the  cutting  in  the  same  way ; 
when  the  skilled  workman  came  to  apply  it  to  this  fluffy  material  he  found 
that  it  was  necessary  to  strengthen  the  adhesion  of  the  parts  that  were  intended 
to  be  cut  and  to  press  them  together  by  two  templets — and  then  he  applied 
5  the  band-knife  for  the  purpose  of  cutting  them  exactly  in  the  same  way  as  it 
was  applied  before — I  should  say  it  would  be  more  true  to  say  that  the  skilled 
workman  found  out  in  the  arrangement  of  his  tools  that  he  ought  to  do  what 
has  been  done  here  than  to  say  that  he  had  made  an  invention  ;  because  this  is 
only  an  arrangement  of  his  tools  and  they  are  applied  practically  in  the  same 
10  way,  though  I  admit  requiring  additional  strength  to  the  bottom  part  of  the 
material  as  well  as  to  the  top  and  the  application  of  a  templet  to  the  material, 
which  is  intended  to  be  cut  out,  adapted  to  that  particular  material.  When  I 
come  to  analyse  these  elements  of  the  supposed  invention  I  confess  I  am  unable 
to  see  that  there  is  anything  in  them  which  amounts  to  invention.  What  I 
15  should  say  is  that  it  is  a  rather  more  skilled  and  experienced  application  of  the 
same  old  and  well-known  tools  to  the  same  sort  of  process  that  is  applicable  to 
fabrics  of  a  firmer  texture. 

My  Lords,  I  am  unable  to  disagree  with  the  learned  Judges  who  have  held 
that  really  that  is  not  any  substantial  invention  at  all.  I  quite  admit  the 
20  difficulty  there  is,  when  once  you  admit  invention,  in  saying,  if  the  invention 
is  an  invention  at  all  and  is  at  all  useful,  that  you  can  draw  any  exact  or 
precise  line  as  to  the  quantity  of  invention  that  is  necessary  to  support  a 
patent  \  but  I  confess  I  go  a  little  further  than  the  learned  Judges  below, 
because,  I  think,  considering  this  alleged  invention  in  its  real  essence  and 
25  nature,  there  is  no  invention  at  all.  It  is  simply  a  more  skilled  application  of 
well  understood  tools  and  well  understood  processes. 

For  these  reasons,  my  Lords,  I  move  your  Lordships  that  this  appeal  be 
dismissed  with  costs. 
Lord  Macnaghtbn.— My  Lords,  I  am  of  the  same  opinion.    It  is  always 
30  very  difficult  to  deal  with  a  question  which  after  all  is  only  a  question  of 
degree.     It  is  very  difficult  to  say  on  which  side  of  the  line  a  case  which  is  very 
near  the  line  lies.    In  this  case  I  do  not  think  there  is  sufficient  invention,  and 
when  I  say  I  do  not  think  there  is  sufficient  invention,  I  should  mean  the  same 
thing  if  I  said  there  was  no  invention  or  no  substantial  invention.     I  think 
35  the  three  phrases  all  mean  the  same  thing.     I  do  not  think  that  it  requires 
any  study  or  thought  to  arrive  at  the  instrument  at  which  the  Plaintiff  has 
arrived.     I  think  any  ordinary  skilled  workman  setting  his  mind  to  accomplish 
that  object  would  have  come  to  the  same  result.    Therefore  I  think  that  the 
opinion  of  the  learned  Judges  who  have  held  that  there  is  no  invention,  or 
40  no  sufficient  invention  in  this  case,  is  right. 
I  entirely  agree  with  the  motion  proposed. 
Lord  Morris. — My  Lords,  I  am  of  the  same  opinion. 

Lord  Shand. — My  Lords,  I  confess  I  have  had  somewhat  more  difficulty  than 

I  think  any  of  your  Lordships  have  had  in  this  case.    I  think  the  case  is  one 

45  of  some  nicety.     I  think,  as  it  appears  all  the  learned   Judges  who  have 

considered  the  case  did  think,  that  there  is  a  certain  amount  of  ingenuity  which 

has  been  shown  in  the  devising  of  the  mode  of  cutting  the  fabric  of  these 

neckties  which  the  Patentee  has  used.     I  have  doubts  in  my  mind  whether  it 

has  been  proved  that  any  skilled  workman  would,  as  Lord  Justice  B-omer  held, 

50  without  difficulty   have  found   out  the  mode  of   doing  what  the   Patentee 

has  done  by  simply  applying  known  principles,  and  I  have  also  doubts  as  to 

whether   the   analogous  cases  applicable  to   other  materials  are  so  clear  as 

has  been  suggested,  because  I  think  that  there  was  a  clean  cutting  here  which 

you  do  not  find  in  the  other  processes,  as,  for  example,  in  the  case  of  veneering 

55  and  other  things. 
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My  Lords,  having  simply  those  doubts  in  my  mind,  as  yoar  Lordships  are  all 
of  opinion  that  there  is  not  in  this  case  what  can  be  really  called  invention, 
although  there  is  ingenuity,  I  can  only  say  that  I  am  not  prepared  to  dijffer  upon 
a  question  which  after  all  appears  to  me  to  be  to  a  large  extent  a  jury 
question,  viz. — the  question  whether  there  is  invention  here  as  distinguished  5 
from  ingenuity.  As  your  Lordships  all  think  there  was  not  invention,  and  as 
the  learned  Judges  in  the  Court  below  are  of  that  opinion  also,  I  do  not  differ 
from  the  judgment  which  is  now  proposed. 

The  appeal  was  dismissed  with  costs. 
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added  as  Third  Parties. 


Patent, — Novelty. — Construction  of  Specification. — Anticipation. 

The   Plaintiffs^    who  ivere  owners   of   Letters  Patent  granted  to  H.  for 
**  Improveinents  in  motors  for  electric  7rcilivriySy^^  brought  an  action  against 
\{)  the  Defendants  for  infringement.     The  Defendants  alleged  (inter  alia)  tJiat  tlte 
Letters  Patsnt  had  been  anticipated  and  were  void  for  want  of  novelty. 

Heldy  thdty  according  to  the  true  construction  of  the  Specification^  the  Letters 
Patent  were  invalid  because  of  want  nf  novelty. 

On  the  10th  of  August  1885  Letters  Patent  (No.  9527  of  1885)  were  granted  to 

15  Thtjmas  John  Handford^  being  a  communication  from  abroad  by  Frank  Julian 
Sprague^  of  New  York,  U.S.A.     The  Complete  Specification  was  as  follows  : — 

"This  invention  relates  to  electric  motors  mounted  upon  railway  cars  or 
"  carriages  for  the  purpose  of  propelling  the  same,  and  its  object  is  to  so  arrange 
"  and  support  the  motor  that  the  relative  positions  of  its  armature  and  field 

20  "  magnet  will  not  be  changed,  and  the  mechanical  connections  between  the 

**  armature  and  the  driving  axle  will  not  be  disturbed  by  any  movement  of  the 

"  car-body  or  carriage  body  on  its  springs,  while  at  the  same  time  the  driving 

"  axle  is  relieved  of  dead  weight. 

*'  In  accomplishing  these  objects,  the  yoke  or  back  piece  of  the  field  magnet 

25  "  of  the  motor  is  hung  from  a  cross-piece  of  the  truck  of  the  car  or  carriage  by 
"  heavy  springs ;  or  from  the  car-body  itself  in  case  of  a  street  car  or  other 
**  vehicle  having  no  truck.  The  driving  axle  of  the  car  or  carriage  at  its  middle 
"  portion  is  enclosed  in  journals  situated  between  collars  on  the  axle  and  these 
"  journals   are  held  by   clamping  parts  jomed  together  on  one  side  of  the 

30  "  axle  by  a  plate  to  which  they  are  bolted  and  on  the  other  side  bolted  to  parts 
"  extending  from  the  pole  pieces  of  the  magnet.  The  clamping  pieces  are  of 
"  non-magnetic  metal.  The  field  magnet  is  thus  sleeved  or  centred  upon  the 
"  axle.  The  bearings  of  the  armature  shaft  are  carried  directly  upon  the  field 
**  magnet  pole  pieces  being  supported  by  arms  attached  to  the  journal  boxes  and 

35  •*  to  the  said  pole  pieces.    Upon  the  inner  side  of  each  of  the  driving  wheels  is 

3l 
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^^  either  a  toothed  wheel  or  a  friction  wheel ;  or  these  may  be  secured  directly 
"  to  the  driving  axle.  Upon  each  end  of  the  armature  shaft  is  a  toothed  wheel 
''  or  a  friction  wheel  and  these  engage  respectively  with  the  toothed  or  friction 
"  surfaces  of  the  driving  wheels  to  propel  the  car  or  carriage  when  the  armature 
"  revolves.  In  order  to  relieve  the  driving  axle  of  the  dead  weight  of  the  5 
*'  motor  centred  upon  it,  supporting  springs  are  employed  which  are  connected 
"  with  the  sleeve  centering  the  motor  upon  the  axle  or  with  the  polar  extensions 
'^  of  the  field  magnet  or  at  any  other  suitable  point.  These  springs  extend  to 
"  cross  bars  upon  the  truck  frame  or  to  the  car  body  if  there  is  no  truck. 
^*  Their  tension  is  adjusted  by  nuts  locked  by  other  nuts.  This  adjustment  10 
"  may  be  such  as  to  carry  wholly  or  partly  the  weight  of  this  end  of  the  motor  or 
^^  so  as  to  actually  exert  a  pressure  upon  the  lower  side  of  the  driving  axle,  ^y 
*^  this  arrangement  the  hammering  effect  which  would  result  from  supportmg 
**  the  motor  directly  upon  the  axle  is  reduced  to  the  minimum.  Means  are 
**  provided  for  adjusting  the  contact  of  the  friction  or  toothed  surfaces.  A  screw  15 
^  passes  through  the  plate  which  unites  the  clamping  parts  of  the  journals  and 
''  sets  against  another  plate  situated  in  contact  with  the  journal  boxes  ia  such  a 
*'  manner  that  when  the  screw  is  turned,  as  the  latter  plate  cannot  move,  the 
^*  former  plate,  the  clamping  parts  and  the  field  magnet  and  armature  are  drawn 
'^  in  one  direction  or  the  other  and  the  gears  are  thus  adjusted.  The  armature  20 
^^  being  carried  rigidly  by  the  field  magnet,  these  two  parts  must  always 
^^  maintain  precisely  the  same  relative  position  under  every  vertical  or  lateral 
*^  movement  of  the  wheels  or  of  the  car  body  or  carriage  body  and  as  the  field 
"  magnet  which  carries  the  armature  is  itself  centred  by  the  axle  of  the  wheels 
"  to  which  the  armature  shaft  is  geared  the  engaging  gears  also  mast  always  25 
^'  maintain  precisely  the  same  relative  position  except  when  purposely  adjusted 
^^  as  before  explained. 

^^  Other  forms  of  gearing,  as  belts  or  friction  clutches,  may  in  some  cases  be 
<'  employed  as  the  relative  position  of  axle  and  armature  is  always  the  same. 

"  It  is  to  be  understood  that  with  a  carriage  employing  trucks,  the  carriage  30 
*'  body  is  supported  upon  the  said  trucks  by  springs  in  the  usual  manner. 

^*  And  in  order  that  the  said  invention  may  be  perfectly  understood  I  shall 
'^  now  proceed  more  particularly  to  describe  the  same  and  for  that  purpose  shall 
^^  refer  to  the  several  figures  on  the  accompanying  sheet  of  drawings,  the  same 
'*  letters  of  reference  indicating  corresponding  parts  in  all  the  figures.  35 

*^  Figure  1  of  the  accompanying  drawings  represents  a  plan  of  an  electric 
'^  railway  motor  embodying  the  said  invention  and  employing  a  toothed  gearing 
^'  between  the  armatare  and  driving  wheels.  Figure  2  is  a  section  of  the  truck 
"  with  the  electric  motor  in  elevation.  Figure  3  is  a  view  similar  to  Figure  1  of  a 
^*  motor  employing  a  friction  gearing  ;  and  Figure  4,  a  view  similar  to  Figure  2  40 
"  of  this  motor. 

"  Referring  first  to  Figures  1  and  2,  A  is  the  frame  of  the  truck  of  a  railway 
«  carriage  and  B  B  and  B^,  B^  are  the  wheels  of  the  same.  The  truck  body  ia 
*'  supported  from  the  axles  C,  C^  through  springs  in  any.  usual  manner.  D  is 
^'  the  field  magnet  of  an  electro-dynamic  motor  and  E  the  armature  thereof.  45 
"  The  yoke  or  back  piece  a  of  the  field  magnet  is  hung  from  a  cross  piece  F  of 
"  the  truck  by  heavy  springs  6  i  or  from  5ie  car  body  itself  in  case  of  a  street 
*'  car  or  other  vehicle  having  no  truck.  The  driving  axle  G  at  its  middle 
**  portion  is  enclosed  in  journals  c  c  situated  between  collars  d  d  on  the  axle, 
"  and  these  journals  are  held  by  clamping  parts  e  e  joined  together  on  one  side  of  50 
"  the  axle  by  a  plate  /  to  which  they  are  bolted  and  on  the  other  side  bolted  to 
'*  extended  parts  g  g  from  the  pole  pieces  A  ^  of  the  field  magnet.  The  clamping 
^*  pieces  e  e  are  of  non-magnetic  metal.  The  bearings  i  i  of  the  armature  shaft 
**  are  carried  directly  upon  the  field  magnet  pole  pieces  being  supported  by  arms 
'^  k  k  attached  to  the  journal  boxes  and  the  said  pole  pieces.    Upon  the  inner  55 
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'*  Bide  of  each  of  the  driving  wheels  is  a  toothed  wheel  I  which  may  be  made 

*^  in  one  piece  with  the  wheel,  but  is  preferably  made  itself  in  two  parts  bolted 

*^  or  otherwise  removably  attached  to  the  wheel,  or  whether  made  in  one  or 

*'  two  parts  it  may  be  secnred  directly  to  the  driving  axle.    Upon  each  end 

5  *^  of  the  armatnre  shaft  is  a  toothed- wheel  m  and  these  engage  respectively 

^*  with  the  toothed  surfaces  of  the  driving  wheels  and  thns  commnnicate  motion 

''  to  the  said  wheels  to  propel  the  car  or  carriage  when  the  armatnre  is 

**  revolved. 

^^  The  armatnre  being  carried  rigidly  by  the  field  magnet  these  two  parts 

LO  ^'  mnst   always  maintain    precisely  the  same  relative  position  under  every 

'^  vertical  or  lateral  movement  of  the  wheels  or  of  the  car-body  or  carriage 

^^  body  ;  and  as  the  field  magnet  which  cairies  the  armature  is  itself  centred  by 

**  the  axle  of  the  wheels  to  which  the  armature  shaft  is  geared  the  engaging 

"  gears  must  always  maintain  precisely  the  same  relative  position.    At  the 

15'^  same  time  the  connection  of  the  entire  motor  with  the  truck  is  through  springs 
**  so  that  its  position  is  not  affected  by  the  movements  of  the  truck  on  its 
'^  springs^  G  and  O^  are  contact  rollers  running  on  the  intermediate  rail  E. 
^  Each  contact  roller  has  bearings  between  the  ends  of  curved  arms  H,  H, 
'^  pivotted  at  n  between  supports  o  extending  down  from  the  car  or  carriage 

20  ^*  and  having  a  spring  p  attached  to  the  other  end  connecting  it  with  the  car 
^*  body  or  carriage  body  whereby  the  roller  is  constantly  maintained  in  good 
^  contact  with  the  intermediate  rail  E  which  forms  one  side  of  the  supplying 
^  circuit.  The  other  side  of  the  circuit  is  formed  by  the  working,  rails  L  L  and 
"  the  ground. 

S5  ^^  In  the  form  shown  in  Figures  3  and  4,  friction  gears  are  used  between  the 
^^  armature  and  driving  wheels  instead  of  toothed  wheels  as  before.  I,  I,  are 
*^  friction  surfaces  attached  to  the  driving  wheels  or  the  driving  axle  and  J,  J, 
^'  are  friction  wheels  engaging  therewith  on  the  armature  shaft.  Means  are 
^'  provided  for  adjusting  the  contact  of  the  friction  surfoces.    A  screw  r  passes 

30  '^  through  the  plate  /,  and  sets  against  a  plate  8  situated  in  contact  with  the 
^*  journal-boxes  in  such  a  manner  that  when  the  screw  is  turned,  as  the  plate  8 
^  cannot  move,  the  plate/,  clamping  parts  e e and  the  field  magnet  and  armature 
*'  are  drawn  in  one  direction  or  the  other  and  the  friction  gearing  thns  adjusted. 
^^  A  similar  device  is  shown  in  Figures  1  and  2  for  adjusting  the  toothed  gearing 

35  ^'  if  necessary.  It  is  evident  that  any  other  form  of  gearing  may  be  employed, 
^  as  belts  or  friction  clutches  since  the  relative  position  of  the  axle  and  armature 
^  shaft  never  changes  except  when  purposely  adjusted. 

^*'  Means  are  provided  for  relieving  the  driving  axle  of  the  car  or  carriage  of 
**  the  dead  weight  of  the  motor,  at  •the  same  time  that  the  motor  is  centred  upon 

40  **  such  axle.  In  order  to  accomplidi  this,  supporting  springs  M  are  employed 
'*  which  may  be  connected  with  the  sleeve  centring  the  motor  upon  the  axle 
*'  or  (as  shewn  in  the  drawings)  with  the  polar  extensions  of  the  field  magnet 
^  of  the  motor  or  at  any  other  suitable  point.  These  springs  extend  to  cross 
*^  bars  on  the  truck  frame  or  to  the  car  body  in  case  no  truck  is  used.    Their 

45  ^  tension  is  adjusted  by  nuts  t  which  are  locked  by  other  nuts  u.  This  adjust- 
'*  ment  may  be  such  as  to  carry  wholly  or  partly  the  weight  of  this  end  of  the 
^  motor,  or  so  as  to  actually  exert  a  pressure  upon  the  lower  side  of  the  driving 
**  axle.  By  this  means  the  hammering  effect  which  would  result  from  sup- 
^  porting  the  motor  directly  upon  the  axle  will  be  reduced  to  the  minimum.** 

50  The  claims  were  ^'  1.  The  motor  of  an  electric  railway  car  or  carriage  having 
**  its  field  magnet  centred  or  sleeved  upon  a  driving  axle,  its  armature  supported 
^  directly  upon  the  said  field  magnet,  and  having  a  shaft  separate  from  the 
"  driving  axle  and  gearing  communicating  motion  from  the  armature  shaft  to 
**  the  driving  axle,  substantially  as  hereinbefore  described.    2.  The  motor  of  an 

55  ^  electric  railway  car  or  carriage  supported  partly  or  wholly  by  springs  from 

3  L  2 
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"  the  ear  body,  carriage  body  or  track,  and  having  its  field-magnet  centred  or 
"  sleeved  npon  a  driving  axle,  its  armature  supported  directly  upon  the  SEud 
"  field  magnet,  and  having  a  shaft  separate  from  the  driving  axle  and  gearing 
"  commnnicating  motion  from  the  armature  shaft  to  the  driving  axle,  sabstan- 
"  tiallT  as  hereinbefore  described.  3.  The  mot«r  of  an  electric  railway  oar  or  S 
"  carriage  centred  npon  the  driving  axle  at  one  end  and  having  spring  sopports 
"  at  the  other  end." 


The  Plaintiff  commenced  an  action  for  infringement  of  this  Extent  on  the 
3rd  of  December  1898  against  The  Imperial  Tramways  Gomjiany,  Ld.    Daring 
the  coarse  of  the  act'on  The  British  Thomson-Houston  Company,  Ld.,  who  were  10 
the  makers  of  the  ears  complained  of  by  the  Plaintiffs,  were  added  as  third 
parties. 

By  their  Statement  of  Claim  delivered  on  the  22nd  of  December  1898  the 
Plaintiffs  alleged  (1)  that  the  Plaintiffs  were  the  registered  legal  owners  of  the 
Patent ;  (2)  that  the  Defendants  had  infringed  in  the  manner  set  out  in  the  15 
Particulars  of  Breaches ;  (3)  that  prior  to  the  issue  of  the  writ  in  this  action, 
to  wit,  the  let  of  December  1898,  express  notice  in  writing  was  given  by  the 
PlaintifTs  to  the  Defendants  that  they  were  the  assignees  of  the  latent,  and  of 
the  right  to  sue  for  and  recover  all  damages  and  moneys  which  might  be  payable 
or  receivable  from  any  prior  company  or  corporation  in  respect  of  any  infringe-  20 
ment  of  the  Patent,  The  Plaintiffs  claimed  (1)  an  injunction  ;  (2)  delivery  ap 
or  destrnction  of  infringing  appliances  ;  (3)  an  inquiry  as  to  damages  or  an 
acconnt  of  profits ;  (4)  oostfl ;  (&)  further  or  other  relief. 
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The  Particulars  of  Breaches  were  as  follows : — "  (1)  The  Defendants  had 
"  infringed  the  Plaintiffs'  Letters  Patent  by  using  electric  tramways  in  which 
*^  the  electric  motors  were  connected  to  the  tramcars  in  the  manner  described  in 
^'  the  Plaintiffs'  Letters  Patent  and  in  infringement  of  all  the  claiming  clauses 
5  ^^  thereof.  (2)  In  particular  the  Defendants  had,  since  the  month  of  August 
'*  1898,  at  Middlesboro',  Stockton,  and  Thornaby,  continuously  used  electric 
"  tramcars  constructed  as  aforesaid.  (3)  The  Plaintiffs  were  unable  until 
"  they  obtained  discovery  to  give  further  and  better  particulars  of  infringe- 
^  ments,  but  claimed  to  recover  full  compensation  in  respect  of  all  such 

10  "  infringements." 

By  their  Defence,  delivered  on  the  1st  of  March  1899,  the  Defendants  said 
\  that  (1)  they  had  not  infringed  the  Patent ;  (2)  the  Patent  was  invalid  for 

I  the  reasons  appearing  in  the  Particulars  of  Objections  ;  (3)  the  Plaintiffs  were 

not  in  law  entitled  to  sue  for  or  recover  any  damages  or  money  arising  from 

15  any  infringement  of  the  Patent  prior  to  the  date  of  the  assignment  of  the  Patent 
to  them. 

The  Particulars  of  Objections,  as  amended  on  the  8th  of  June  1899,  were  as 
follows : — "  (1)  The  said  alleged  invention  was  not  new.  The  alleged  invention 
^^  contained  in  the  claiming  clauses  of  the  Letters  Patent  had  been  anticipated 

20  "  by  the  publication  in  the  Patent  Office  Library  of  the  following  English, 
"  American,  French,  and  Belgian  Specifications  and  other  documents : — 
"  (a)  Carpmael  (English),  6955/35.  (ft)  Gomwlle  (French),  7728,52.  (c)  Long- 
"  stuffe  and  Bullen  (English),  1670/59.  (d)  Hennancj  (U.S.A.).  111,614,71. 
"  (e)  Frazer  (U.S.A.),  147,927.74.     (/)  Dean  (U.S.A.),  157,904/74.     (7)  Pyott 

25  "  (U.S.A.),  188,672/77.  (h)  C^yder  (English),  2576/77.  (t)  Martin  U.  Cox 
*'  (U.S.A.),  188,300/77.  (J)  Chretien  (French),  122,593/78.  (f)  Chretien  (French), 
"Certificate  of  addition.  13  Oct./79,  published  in  'Tome  Vingt-Huitieme 
** '  (2  partie)  Nouvelle  Serie,'  *  Description  des  Machines  et  Precedes  pour 
"  *  lesquels  brevets  d'invent.on  out  ete  pris  sous  le  regime  de  la  loi  de  5  Juillet 

30  "  •  1844.'  (A:)  *  Annales  des  Mines'  (French),  1879,  p.  403,  plate  7,  description  and 
**  drawin.,*  of  Belpaire^s  car.  {¥)  Jensen  (English),  Figures  2,  3,  4, 15n,  18,  21, 
"22,  23,  and  letterpress  relating  thereto.  (/)  Belpaire  (Belgian),  50  7  77/80. 
"  (m)  Belpaire  (Belgian),  51,221/80.  [n)  Frick  (U.S.A.),  243,881/81.  (o)  Reck- 
''enzaun  (Eni?lish),  5254/82.     (/^)  Lundis  (U.S.A.),  268,808/82.     (//')  Finney 

35  **  (U.S.A.),  285,353/83.  {q)  Adams  (U.S.A.),  300,828,84.  (r)  Garland  (U.S.A.), 
"  311,305,85.  (0  Sprague  (U.S.A.),  321,149,85.  The  drawings  and  claims  are 
"set  out  on  p.  1623  of  the  Official  Gazette  of  the  U.S.A.  Patent  Office  of 
"  June  30th,  1885,  which  was  deposited  in  the  English  Patent  Office  Library 
"  1  Jth  July,  1885.    (2)  The  said  alleged  invention  had  formed  the  subject- 

40  "  matter  of  the  grant  of  prior  Letters  Patent  to  Thomas  John  Handfurd, 
"  No.  7312,  dated  16th  June,  1885,  by  reason  whereof  the  subsequent  grant  of 
"  Letters  Patent,  No.  9527,  of  1885,  was  wholly  void.  (3)  The  said  Thomas  John 
"  Handford  by  rvason  of  the  matters  in  the  preceding  paragraph  alleged  was 
"  not  the  first  and  true  inventor  of  the  said  alleged  invention.    (4)  The  said 

45  "  alleged  invention  was  not  proper  subject-matter  for  valid  Ltt  erd  Patent. 
'*  The  Defendants  proposed  to  refer  to  all  the  prior  publications  set  out  in 
"  paragraph  1  as  disclosing  part  of  the  common  general  knowledge,  and 
"  proposed  also  to  allege  that  it  was  common  general  knowledge  in  all  branches 
"  of  engineering  to  sleeve  or  centre  upon  a  shaft,  to  which  motion  had  to  bo 

50  "  given,  a  rocking  frame  carrying  mechanism  for  driving  such  shaft,  whether 
"  such  shaft  was  driven  directly  or  through  a  countershaft,  so  that  the  distance 
"  between  the  centres  of  the  shaft  and  the  countershaft  or  other  driving  shaft 
"  should  remain  constant  notwithstanding  movements  of  the  driving  shaft  or 
"  oonntershaf t.    The  Defendants  proposed  to  allege  that  the  Plaintiffs'  invention 

55  **  was  a  mere  application  without  invention  of  such  common  knowledge/' 


686  REPORTS  OF  PATENT,  DESIGN,       [Dec.  20. 1899. 

T?ie  Electric  Cotistruction  Company ^  Ld.  v.  The  Imperial  Tramtvays 

Company^  Ld. 

The  drawing  pnblished  in  the  Official  Gazette  (paragraph  1  («)  of  the 
Particulars  of  Objection)  was,  as  far  as  material  to  this  case,  similar  to  Fig.  1 
of  the  Plaintiffs*  Specification  reprodaced  above.  The  P&tent  was  taken  out  in 
America  for  a  system  of  electrical  connections  applicable  to  motors.  The 
letterpress  referring  to  the  drawing  in  the  Official  Gazette  consisted  of  the  5 
claims  of  the  American  Specification  and  referred  solely  to  the  system  of 
electrical  connection. 

The  third  parties  also  delivered  a  Defence  and  P^iculars  of  Objections 
which  were  identical  with  those  of  the  Defendants. 

Moulton^  Q.C.,  Botisfieldy  Q.C.,  and  Gfray  (instructed  by  Parker^  Garrett^  and  10 
Holman)  appeared  for  the  Plaintiffs ;  Grippe^  Q.C.,  Astbury,  Q.C.,  and  Walter 
(instructed  by  Ashurstj  Morris^  Crisp  A  Co,)  appeared  for  tiie  Defendants  and 
the  third  parties. 

Mmdton^  Q.C.,  opened  the  Plaintiffs*  case. — This  action  is  for  infringement 
of  Letters  Patent  No.  9527  of  1885.  During  these  proceedings  the  Patent  has  15 
expired,  so  that  now  the  claim  is  restricted  to  damages.  Although  the 
Objections  are  as  usual  very  wide,  the  chief  contest  will  be  on  validity.  The 
subject-matter  of  the  Patent  is  the  mode  of  mounting  electric  motors.  These 
motors  are  very  heavy,  but  must  be  very  accurate,  and  in  mounting  themi  there 
are  three  points  to  be  aimed  at: — (1)  The  motor  must  be  so  mounted  that  20 
disturbances  do  not  throw  it  out  of  gear.  (2)  It  must  not  directly  stand  any 
shocks ;  all  shocks  must  produce  as  Uttle  efcect  as  possible.  (3)  It  must  be  so 
mounted  as  to  yield,  but  not  so  much  as  to  have  a  lively  motion.  The  Patentee's 
method  of  solving  the  problem  is  the  only  one  which  gives  a  satisfactory  result, 
and  has  been  adopted  almost  universally  in  this  country  and  in  America.  One  25 
end  of  the  motor  is  sleeved  on  to  the  driving  shaft  of  the  car  and  therefore 
rotates  about  the  shaft.  The  armature  of  the  motor  is  on  a  shaft  parallel  to  the 
driving  shaft  of  the  car.  The  other  end  of  the  motor  is  suspended  from  a 
cross-bar  on  the  truck  by  springs.  Any  shock  is  thus  absorbed  by  the  motor 
making  a  small  rotation  round  Uie  driving  axle,  the  rotation  being  checked  by  30 
the  suspending  springs.  Claim  2  introduces  an  additional  spring  M  attached 
to  the  centre  of  the  motor  and  outside  the  main  invention,  being  quite  optional. 
Claim  3  is  much  the  same  as  Claim  1,  but  somewhat  broader.  The  utility  of 
the  invention  and  the  infringement  cannot  be  denied. 

DugaJd  Clerky  James  Swinhume^  and  Lord  Kelvin  were  called  and  gave  35 
evidence  on  behalf  of  the  Plaintiffs. 

Bousfieldy  Q.O.,  summed  up  the  Plaintiffs'  case. — ^The  problem  before  the 
Patentee  was  clear.  It  was  to  mount  an  electric  motor  on  tramcars  and  like 
vehicles  in  such  a  way  as  not  to  disturb  the  relative  positions  of  the  armature  and 
field  magnets,  or  the  mechanical  connections  between  the  armature  and  driving  10 
axle.  The  anticipations  relied  on  were  not  designed  to  meet  the  same  problem 
and  were  failures.  [Counsel  then  went  through  the  anticipations  seiriatim.'] 
Many  of  these  alleged  anticipations  refer  to  steam  motors.  They  failed  as  such 
and  cannot  be  relied  on  as  anticipations.  The  principle  of  analogous  user  does 
not  fttpply  to  proposals  in  Specifications  which  have  failed.  The  claims  of  a  45 
Specification  must  be  read  in  the  light  of  the  object  of  the  Specification. 
Although  springs  are  not  mentioned  in  Claim  1,  it  is  impossible,  when  taking 
the  Specification  as  a  whole,  not  to  read  the  word  ^^  springs  "  in. 

CrippSy  Q.C.,  opened  the  Defendants'  case. — On  the  question  of  construction, 
it  is  clear  that  in  Claim  1  the  springs  are  disclaimed.  The  Plaintiffs'  argument  50 
is  that  springs  are  continually  mentioned  in  the  body  of  the  Specification  and, 
therefore,  are  to  be  read  into  the  claims.  But  the  fact  that  such  stress  is  laid  on 
tiie  springs  in  the  body  of  the  Specification,  and  that  no  mention  is  made  of 
ttiem  in  Claim  1,  only  goes  to  prove  m<Hre  conclusively  that  they  were  left  out  of 
Claim  1  deliberately.    The  objeot,  doubtless,  was  to  make  the  net  as  wide  as  55 
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possible.  If  Olaim  1  does  not  include  the  springs  then  the  Patent  is  anticipated 
by  the  drawing  in  the  Official  Gazette  of  the  United  States  Patent  Office.  The 
Patentee  has,  in  effect,  disclaimed  the  springs  in  Claim  1  (Gassel  Gold  Extracting 
Co.  V.  Cyanide  Gold  Recovery  Syndicate,  12  R.P.O.  303).  Olaim  1  is  for  the 
r^  method  of  mounting  a  motor  similar  to  that  described  without  springs. 
Claim  2  is  for  the  same  method  of  mounting  but  introduces  springs.  Claim  3  is 
for  mounting  a  motor  with  springs  at  the  opposite  end  of  the  motor  to  the  driving 
axle,  but  the  claim  is  not  restricted  to  any  particular  form  of  motor.  The 
Plaintiffs^  witnesses  state  that  the  springs  are  an  essential  part  of  the  invention  ; 

10  even  if  they  are  described  as  essential  they  are  not  claimed  as  essential,  and  the 
essential  springs  are  described  in  exactly  the  same  way  as  the  non-essential 
spring  M.  All  the  elements  except  the  spring  are  undoubtedly  old,  and  we 
contend  that  the  spring  element  was  well  known.  It  is  to  be  found  in  the 
Specifications  of  Reckmzaun,  Adams,  Hermance  Dean,  and  Longstaffe  a^nd 

15  Bullen. 

For  the  Defendants  John  Imray  and  William  Worby  Beaumont  were 
called  and  gave  evidence. 

Asthury,  Q.O.,  summed  up  the  Defendants*  case. — In  a  case  like  the  present 
the  doctrine  of  analogous  user  is  applicable  (Brook  v.  Aston,  8  E.  and  B.,  478). 

20  The  drawing  in  the  Official  Oazette  is  sufficient  publication  on  the  authority 
of  Herrhurger  v.  Squire  (6  R.P.C.,  194).  Our  witnesses  state  that  an  engineer 
would  know  from  the  drawing  that  the  motor  was  suspended  by  springs.  On 
the  question  of  construction  Claim  1  has  no  springs,  Claim  2  has  both  springs, 
and  Claim  3  is  a  wide  claim,  and  has  only  the  spring  at  the  end  of  the  motor 

25  and  not  the  spring  M. 

Moulton,  Q.C.,  in  reply  for  the  Plaintiffs. — In  interpreting  the  claims  of  a 
Specification  they  must  be  taken  together  with  the  body  of  the  Specification 
(Leadbeater  v.  Kitchen,  7  R.P.C.,  235).  With  this  principle  in  mind  there  is  no 
difficulty.    The  Patentee  continually  refers  to  springs  throughout  the  Specifica- 

30  tion.  He  describes  springs  the  whole  time,  and  never  describes  any  other 
mode  of  suspension.  He  also  states  that  the  connection  of  the  entire  motor 
with  the  truck  is  through  springs,  so  that  its  position  is  not  affected  by  the 
movements  of  the  truck  on  its  springs.  Springs  are  essential  to  the  Patent,  and 
are  so  described ;  if  left  out,  the  whole  object  of  the  Specification  would  be 

35  defeated.  The  springs  referred  to  in  Claim  2  must  of  necessity  be  the 
springs  M.  It  is  only  a  spring  in  that  position  that  could  "wholly  or 
"  I)artly "  support  the  motor.  Claim  3  is  similar  to  Claim  1,  but  Claim  1  is 
narrower  owing  to  the  special  manner  described  of  supporting  the  armature. 
Even  if  it  is  the  same  as  Claim  3  a  redundant  claim  will  not  affect  the  Patent. 

40  As  regards  anticipation  the  drawing  in  the  Official  Gazette  was  published  for 
another  purpose;  being  a  plan  view  it  is  impossible  to  say  that  it  shows  a 
spring  suspension.  No  one  would  know  from  that  drawing  how  the  motor  was 
suspended.  As  regards  the  alleged  electrical  anticipations,  not  one  of  them  is 
in  any  way  the  same  as  ours.    In  Bechemaun  the  motor  is  not  sleeved  on  to 

45  the  axle.  Finney  merely  rests  his  motor  on  the  axles ;  there  is  no  swivelling 
motion  as  in  ours,  while  Adams'^  is  the  very  thing  that  ours  was  a  protest 
against.  As  regards  the  alleged  anticipations  referring  to  steam  motors,  every 
one  is  impracticable.  If  a  method  has  failed  when  applied  to  steam  and 
succeeds  when  applied  to  electricity,  can  it  be  said  to  be  an  analogous  user  ? 

50  The  failure  in  one  and  success  in  the  other  disproves  the  analogy.  In 
Brook  V.  Aston  it  was  clearly  admitted  that  the  previous  method  had 
been  used.  Where  an  alleged  anticipation  is  impracticable  a  patent  for  a 
successful  machine,  even  for  the  identical  purpose,  will  not  be  affected 
by  it  {Murray  v.  Clayton,  L.R.  7  Ch.,  570).    The  Courts  refuse  to  recognize 

55  fidlures  (PneumcUic  Tyre  Company,  Ld^  v.  Leicester  Pneumatic  Tyre  and 
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Automatic    Valve    Company ^    Ld.,    16    R.P.C,    531 ;     Lyon  v.   Ooddard,   1 L 
R.P.C.,  354). 

Cozbns-Hardy,  /.—In  this  actioa  the  PlaintifiPs  sue  as  assignees  of  a  Patent 
for  improvements  in  motors  for  electric  railways  granted  on  the  10th  August 
1885.    The  alleged  inventor  was  Mr.  Sprague^  an  American.      In  the  course  of  5 
the  present  litigation  the  Patent  has  expired,  and  the  Plaintiffs  therefore  have 
been  obliged  to  limit  their  claim  to  damages.    The  Defendants  have  clearly 
infringed  the  Patent,  assuming  it  to  be  valid,  and  the  only  issue  really  tried  by 
me  has  been  as  to  the  validity  of  the  Patent.    The  Defendants  allege  want  of 
novelty  and  rely  upon  a  large  number  of  anticipations.     The  evidence  of  the  10 
scientific  witnesses  on  both  sides  mainly  deals  with  the  alleged  anticipations. 
It  is  not  required,  except  to  a  very  slight  extent,  for  the  purpose  of  assisting  me 
to  construe  the   Specification.      A  Specification   ought,    I   apprehend,  to   be 
regarded  in  the  same  manner  as  any  other  document  which  has  to  be  interpreted 
by  the  Court.    It  must  be  looked  at  as  a  whole.    The  claims  must  not  be  looked  15 
at  as  if  they  stood  alone.     A  strained  and  unnatural  interpretation  must  be 
avoided.     The  true  meaning  and  extent  of  the  claims  must  be  sought  for 
without  reference  to  the  effect  this  may  have  upon  the  validity  of  the  Patent. 
The  Patentee  begins  by  describing  the  object  of  his  invention.     "  This  invention 
"  relates  to  electric  motors  mounted  upon  railway  cars  gr  carriages  for  the  20 
"  purpose  of  propelling  the  same,  and  its  object  is  to  so  arrange  and  support  the 
**  motor  that  the  relative  positions  of  its  armature  and  field  magnet  will  not  be 
^*  changed,  and  the  mechanical  connections  between   the  armature  and  the 
*'  driving  axle  will  not  be  disturbed  by  any  movement  of  the  car  body  or 
•'  carriage  body  on  its  springs,  while  at  the  same  time  the  driving  axle    is  25 
"  relieved  of  dead  weight."     He  then  proceeds  to  describe  how  this  object  is  to 
be  accomplished.    '^  In  accomplishing  these  objects  the  yoke  or  back  piece  of 
^^  the  field  magnet  of  the  motor  is  hung  from  a  cross-piece  of  the  truck  of  the 
"  car  or  carriage  by  heavy  springs;   or  from  the  car  body  its  If  in  case  of  a 
'*  street  car  or  other  vehicle  having  no  truck."    That  seems  to  me  to  say  that  30 
heavy  springs  are  prescribed  when,  and  only  when,  there  is  a  truck  upon  which 
the  car  rides,  and  that  where  there  is  no  truck  the  yoke  or  back  piece  may  be 
hung  from  the  car  body  itself,  and  that  springs  are  not  needed.     I  may  add 
that  the  evidence  satisfies  m3  that  what  I  take  to  b3  the  view  of  the  Patentee  is 
mechanically  correct ;  see  questions  844  and  845.    He  then  proceeds  to  describe  35 
other  parts  of  his  invention  : — "The  driving  axle  of  the  car  or  carriage  at  its 
"  middle  portion  is  enclosed  in  journals  situated  between  collars  on  the  axle, 
'*  and  these  journals  are  held  by  clamping  parts  joined  together  on  one  side  of 
'*  the  axle  by  a  plate  to  which  they  are  bolted,  and  on  the  other  side  bolted  to 
parts  extending  from  the  pole  pieces  of  the  magnet.     The  clamping  pieces  40 
are  of  non-magnetic  metal.    The  field  magnet  is  thus  sleeved  or  centred 
**  upon   the  axle.    The  bearings  of  the  armature  shaft  are  carried  directly 
^^  upon  the  field  magnet  pole  pieces,  being  supported  by  arms  attached  to  the 
"  journal  boxes  and  to  the  said  pole  pieces.    Upon  the  inner  side  of  each  of  the 
**  driving-wheels  is  either  a  toothed  wheel  or  a  friction  wheel ;  or  these  may  be  45 
"  secured  directly  to  the  driving  axle.    Upon  each  end  of  the  armature  shaft  is 
'*  a  toothed  wheel  or  a  friction  wheel,  and  these  engage  respectively  with  the 
"  toothed  or  friction  surfaces  of  the  driving-wheels  to  propel  the  car  or  carriage 
**  when  the  armature  revolves."     He  next  indicates  a  mode  by  which  the  dead 
weight  of  the  motor  on  the  driving  axle  can  be  relieved.     "  In  order  to  relieve  50 
**  the  driving  axle  of  the  dead  weight  of  the  motor  centred  upon  it,  supporting 
**  springs  are  employed  which  are  connected  with  the  sleeve  centring  the  motor 
**  upon  the  axle,  or  with  the  polar  extensions  of  the  field  magnet,  or  at  any 
**  other  suitable  point.     These  springs  extend  to  cross  bars  upon  the  truck 
**  frame,  or  to  the  car  body  if  there  is  no  truck.     Their  tension  is  adjusted  by  55 
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*^  nats  locked  by  other  nuts.    This  adjastmeiit  may  be  such  as  to  carry,  wholly 
^^  or  partly,  the  weight  of  this  end  of  the  motor,  or  so  as  to  actually  exert  a 
*'  pressure  upon  the  lower  side  of  the  driving  axle.     By  this  arrangement  the 
"  hammering  effect  which  would  result  from  supporting  the  motor  directly 
5  ^'  upon  the  axle  is  reduced  to  the  minimum."     I  think  the  Plaintiffs'  counsel 
are  right  in  saying  that  this  is  an  optional  arrangement,  and  that  it  does  not 
refer  to  springs  attaching  the  yoke  or  back  piece  to  the  truck.    These  supporting 
springs  may  be  used  with  a  truck  or  withoat  a  truck.     The  Specification  then 
proceeds: — *' Means  are  provided  for  adjusting  the  contact  of  the  friction  or 
10  ^^  toothed  surfaces.    A  screw  passes  through  the  plate  which  unites  the  clamping 
^^  parts  of  the  journals,  and  sets  against  another  plate  situated  in  contact  with 
^'  the  journal  boxes  in  such  a  manner  that  when  the  screw  is  turned,  as  the 
^'  latter  plate  cannot  move,  the  former  plate,  the  clamping  parts,  and  the  field 
*^  magnet  and  armature,  are  drawn  in  one  direction  or  the  other,  and  the  gears  are 
15  ^^  thus  adjusted.    The  armature  being  carried  rigidly  by  the  field  magnet,  these 
^^  two  parts  must  always  maintain  precisely  the  same  relative  position,  under 
"  every  vertical  or  lateral  movement  of  the  wheels  or  of  the  car  body  or  carriage 
"  body,  and  as  the  field  magnet  which  carries  the  armature  is  itself  centred  by 
*'  the  axle  of  the  wheels  to  which  the  armature  shaft  is  geared,  the  engaging 
20  *^  gears  also  must  always  maintain  precisely  the  same  relative  position  except 
^  when  purposely  adjusted  as  before  explained."     He  then  points  out  that  the 
mode  of  gearing  by  toothed  wheels  is  not  essential.    ^^  Other  forms  of  gearing, 
^^  as  belts  or  friction  clutches,  may  in  some  cases  be  employed  as  the  relative 
^'  position  of  axle  and  armature  is  always  the  same."    He  then  adds,  ^^  it  is  to 
25  ^^  be  understood  that  with  a  carriage  employing  trucks,  the  carriage  body  is 
'^  supported  upon  the  said  trucks  by  springs  in  the  usual  manner.'*    He  next 
proceeds  to  refer  in  detail  to  the  figures  annexed  to  the  Specification.    I  may 
observe  that  all  the  figures  show  trucks,  and  that  there  is  no  figure  with  a  car 
body  without  a  truck.     It  is  not  necessary  to  read  all  this  part  of  the  Specifica- 
30  tion,  but  I  should  call  attention  to  one  passage  at  line  27  : — ''  The  yoke  or  back 
^'  piece  a  of  the  field  magnet  is  hung  from  a  cross  piece  F  of  the  truck  by  heavy 
*'  springs  h  6,  or  from  the  car  body  itself  in  case  of  a  street  car  or  other  vehicle 
^<  having  no  truck."    The  advantages  of  the  invention  are  pointed  out  lower 
down  : — "  The  armature  being  carried  rigidly  by  the  field  magnet,  these  two 
35  ^'  parts  must  always  maintain  precisely  the  same  relative  position  under  every 
^^  vertical  or  lateral  movement  of  the  wheels,  or  of  the  car  body  or  carriage 
^  body ;    and    as    the    field    magnet    which    carries    the    armature    is    itself 
^^  centred    by    the    axle    of    the    wheels    to    which    the    armature    shaft    is 
<*  geared,   the    engaging    gears    also    must    always    maintain    precisely    the 
40  *'  same  relative  position.      At  the  same  time  the  connection  of  the  entire 
^*  motor  with  the  truck  is  through  springs,  so  that  its  position  is  not  affected  by 
^'  the  movements  of  the  truck  on  its  springs."    The  optional  supporting  springs 
are  further  described  on  page  3  : — "  Means  are  provided  for  relieving  the  driving 
^^  axle  of  the  car  or  carriage  of  the  dead  weight  of  the  motor  at  the  same  time 
45  *^  that  the  motor  is  centred  upon  such  axle.    In  order  to  accomplish  this, 
^'  supporting  springs  M  are  employed  which  may  be  connected  with  the  sleeve 
''  centring  the  motor  upon  the  axle,  or  (as  shown  in  the  drawings)  with  the 
^'  polar  extensions  of  the  field  magnet  of  the  motor,  or  at  any  other  suitable 
''  point.    These  springs  extend  to  cross  bars  on  the  truck  frame  or  to  the  car 
50  '^  body  in  case  no  truck  is  used.    Their  tension  is  adjusted  by  nuts  t  which  are 
'*  locked  by  other  nuts  w.    This  adjustment  may  be  such  as  to  carry  wholly  or 
^^  partly  the  weight  of  this  end  of  the  motor,  or  so  as  to  actually  exert  a  pressure 
*'  upon  the  lower  side  of  the  driving  axle."    Pausing  there  for  a  moment  it  will 
be  observed  that  these  optional  supporting  springs  are  expressly  mentioned  as 
55  applicable  whether  there  is  or  is  not  a  truck  a^Mirt  from  the  carriage.    I  now 
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come  to  the  three  claims,  which  require  caref  nl  consideration.  The  first  claim 
is  as  follows  :  ^^  Having  now  particularly  described  and  ascertained  the  nature 
^'  of  my  said  invention  and  in  what  manner  the  same  is  to  be  performed,  I 
'^  declare  that  what  I  claim  is — 1.  The  motor  of  an  electric  railway  car  or 
'^  carriage  (a)  having  its  field  magnet  centred  or  sleeved  upon  a  driving  axle,  {b)  5 
*^  its  armature  supported  directly  upon  the  said  field  magnet,  and  (c)  having  a 
^'  shaft  separate  from  the  driving  axle,  and  (d)  gearing  communicating  motion 
'^  from  the  armature  shaft  to  the  driving  axle,  substantially  as  hereinbefore 
^'  described.'*  I  think  that  claims  a  motor  with  four  elements  which  I  have 
called  a,  &,  Cy  and  d  in  combination,  each  of  those  elements  being  "  substantially  10 
**  as  hereinbefore  described."  It  has  no  reference  to  a  spring  suspension.  It 
applies  to  the  case  where  the  car  body  has  no  truck,  and  where  springs  are  not 
prescribed.  It  applies  also  probably  to  the  case  where  there  is  a  truck  but  belts 
are  used,  and  where  springs  would  not  be  needed.  The  second  claim  is  verbally 
identical  with  the  first  claim,  except  that  the  optional  springs  are  added,  15 
"  supported  partly  or  wholly  by  springs  from  the  car  body,  carriage  body  or 
^^  truck."  It  follows  that  in  my  view  this  has  no  reference  to  a  spring 
suspension  as  distinct  from  a  spring  support. 

The  third  claim  is  as  follows :  ^'  The  motor  of  an  electric  railway  car  or 
*^  carriage  centred  upon  the  driving  axle  at  one  end  and  having  spring  supports  20 
^  at  the  other  end."  Here,  for  the  first  time,  mention  is  made  of  what  I  have 
called  spring  suspension.  I  am  asked  to  hold  that  the  third  claim  is  practically 
identical  with  the  first  claim.  I  am  unable  to  do  so.  It  seems  to  me  to  be  an 
essentially  different  claim.  It  adds  something  which  was  not  found  in  the  first 
claim,  and  which  I  believe  was  intentionally  omitted  from  that  claim.  25 

This  being  the  construction  which  I  place  upon  the  Specification  it  was 
faintly,  if  at  all,  argued  that  the  Patent  could  be  supported.  The  first  claim,  as 
I  read  it,  was  plainly  not  new,  and  the  action  therefore  fails.  Had  I  adopted 
the  Plaintiffs'  contention  that  the  spring  suspension  is  to  be  found  in  the  first 
claim  it  would  have  been  necessary  for  me  to  consider  in  detail  several  of  the  30 
alleged  anticipations,  but  in  the  view  which  I  take  I  think  it  would  be  a  waste  of 
time  to  do  so.  Suffice  it  to  say  that  my  opinion  is  adverse  to  the  Plaintiffs  on 
this  point  also.    The  action  must  be  dismissed  with  costs. 

A  certificate  was  given  that  the  Particulars  of  Objections  were  reasonable  so 
far  as  concerned  the  Specifications  that  had  been  referred  to.  35 
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Before  W.  R.  BousFlBLD,  Esq.,  Q.C.  (Referee). 


March  13th,  14th,  17th,  23rd,  and  27th,  1899. 


In  the  Matter  of  Bartlbtt's  Patent  (No.  16^783  of  1890), 


AND 

5  In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 


AND 


In  the  Matter  of  the  Petition  of  the  Oormitllt  and  Jeffert 
Manufaoturing  Company  for  a  Compulsory  Licence. 


Patent. — Compuhory  Licence. — Application  to  Board  of  Trade. — PeUtionere 
10  t?ie  owners  of  Patent  for  Improvement — Agreements  by  Patentees  restricting  the 
number  of  Licences. — Leave  to  Licensees  to  o/tpose. — Jurisdiction  of  Board  of 
Trade.^^Amefidment  of  Petition  by  adding  Licensees  as  Respondents.^Offer 
without  prefudice. — Offer  by  Licensees  to  supply. — Reasonableness  of  offer. — 
Meaning  of  **defauW^ — Right  of  Petitirmers  to  manufactt^re. — Manufacture 
li  to  be  within  the  Realm. — Pro/its  how  to  be  apportioned. — Refusal  of  offer  by 
Petitioners. — Petition  dismissed. — Patents^  Ac.  Act^  1888^  sections  22^  46^  and  87. 
—Patent  Rules,  1890,  60  to  66. 

The  D.  Company  were  the  owners  of  B.^s  Patent  relating  to  bicycle  tyres  or 
rims,  subject  to  certain  licences.     An  American  Company  were  the  owners  of 

20  another  Patent  relating  to  bicycle  wheeU,  namely,  for  a  combination  consisting 
of  a  special  form  of  wooden  rim  and  special  form  of  tyre  to  fit  it,  and  they 
presented  a  Petition  to  the  Board  of  Trade  for  the  grant  to  them  of  a  compulsory 
licence  under  B.^s  PcUent  on  the  grounds  that  (1)  the  reasonable  requirements 
ofthepuhlic  with  respect  to  the  invention  could  not  be  supplied,  and  (2)  that 

25  the  Petitioners  were  prevented  from  working  or  using  to  the  best  advantage 
their  own  invention.    It  appeared  that  B.^s  Patent  had  been  owned,  subject  to 
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a  licence^  by  the  N.  B.  Company,  wht  had  assigned  it  to  the  D.  Company  in 
considef^ation  of  a  sum  of  money  and  the  grant  of  a  licence  to  the  N.  B. 
Company,  and  an  agreement  by  the  D.  Company  only  to  grant  one  further 
licence.     Such  licence  had  beeyi  granted  to  the  C.  Company.     The  existence  ^ 
of  such  licences  was  one  of  the  grounds  of  the  refusal  of  the  D.  Company,  ^ 
previously  to  the  presentation  of  the  Petition,  to  grant  a  licence  to  ttie  Petitioners. 
The  N.  B.  Company  and  the  C.  Company  applied  to  the  Board  of  Trade  for  and 
obtained  leave  to  appear  and  oppose  the  Petition.     The  Licensees,  in  their  affi- 
davits, expressed  their  willingness  to  sujtply  the  Petitioners  with  tyres  of  the  special 
form  covered  by  the  Petitioners^  Patent.    At  the  hearing  the  D.  Company  and  10 
the  Licensees  objected  to  the  Petition  being  amend'  d  by  making  the  Licensees 
Respondents,  but  the  Petition  was  subsequently  ordered  to  be  amended  by  adding 
the  N.  B.  Company  and  any  other  person  interested  in  the  Patent.     It  was 
contended  by  the  Respondents  that  the  existence  of  an  exclusive  licence  precluded 
any  jurisdiction  in  fhe  Board  of  Trade  to  order  tlie  grant  of  a  compulsory  15 
licence;  they  also  objected  that  the  Petitioners  did  not  carry  tm  their  manufac- 
ture in  England.    The  N.  B.  Company  in  tJieir  declaration  stated  that  they  were 
prepared  to  supply  the  Petitioners,  and  i?i  the  course  of  the  hearing  they  made  an 
offer  to  the  Petitioners  to  supply  them  with  tyres  of  their  special  form  on  certain 
terms,  and  evidence  was  heard  as  to  the  reasotiableness  of  such  offer.    Such  offer  20 
wcu  at  first  made  "  without  prejiidice,^^  but  the  Referee  refusing  to  receive  it  in 
that  form  these  words  were  witJidrawn.    It  was  contended,  for  the  Petitioners, 
that  it  was  sufficient  for  them  to  shoiv  a  default  in  granting  a  licence  before  the 
presentation  of  the  Petition.    During  the  hearing  the  Referee  intimated  that  ?ie 
proposed  to  report  to  tJie  Board  of  Trade  on  the  following  points : — (1)  Thai  the  25 
Patentee,  in  section  22  of  the  Patents,  Ac.  Act,  1888,  means  tJie  person  or  persons 
for  the  time  being  entitled  to  the  benefit  of  the  Patent ;    that  if  such  person  or 
persons  were  befoi^e  the  Board  of  Trade  it  had  jurisdiction,  but  tJie  respective 
rights  of  the  persons  entitled  might  affect  the  discretion  of  the  Board  of  Trade  ; 
and  further  it  was  not  necessary  that  tliere  should  be  default  07i  the  part  of  each  30 
of  sxAch  persons.  (2)  That  the  Board  of  Trade  has  jurisdiction  to  allow  an  amend- 
ment of  a  Petition  by  adding  the  names  of  persons  appearing,  after  the  presenta- 
tion of  the  Petition,  to  be  interested  in  the  Patent.    (8)  Tliat  in  a  case  in  which 
the  Petitioners'  invention  was  an  improved  variety  of  a  species  covered  by  the 
Respondents*  Patent,  the  Board  of  Trade  ought  not  to  order  the  grant  of  a  ib 
licence  if  the  Respondents  make  a  reasonable  offer  to  manufacture  su^h  improved 
variety.     (4)  That  the  offer  by  the  N.  B.  Co?npany  was  a  reasonable  one. 

The  Referee  proposed  to  make  an  interim  Report  and  to  adj^mm  the  Petition. 
The  Petitioners  refused  the  offer  made  by  the  N.  B.  Company.  The  Ref&i^ee 
thereupon  made  a  final  Report,  and  the  Petition  was  dismissed.  40 

The  Board  of  Trade  has  no  jurisdiction  over  the  costs  of  a  Petition  for  a 
compulsory  licence. 

On  the  2l8t  of  October  1890,  Letters  Patent  (No.  16,783  of  1890)  (hereinafter 
referred  to  as  BartletVs  Patent)  were  granted  to  William  ErsJdne  Bartlett  for 
an  **  Invention  of  improyements  in  tyres  or  rims  for  cycles  or  other  vehicles."      45 

The  Complete  Specification  was  as  follows : — **  This  invention  relates  to 
^  tyres  which  consist  of  a  flat  endless  band  of  india  rubber  wider  than  the 
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'*  dovetailed  groove  into  which  it  is  inserted  so  that  it  assumes  an  arched  form 
"  when  in  place.  I  introduce  between  the  arched  outside  tyre  and  the  circular 
^^  bottom  of  the  metal  rim  a  tube  constructed  of  cloth  and  india  rubber  provided 
"  with  a  branch  for  filling  it  with  compressed  air.  By  this  arrangement  the 
5  <<  outer  band  tyre  may  be  reduced  in  thickness,  and  while  assisting  in  sustaining 
"  the  pressure  (from  weight)  on  the  outer  band  the  lateral  pressure  of  the  inside 
"  air  tube  will  press  its  edges  tightly  against  the  dovetailed  flanges  of  the  metal 
*^  rim  and  thus  be  effective  in  holding  it  more  firmly  against  the  flanges  of  the 
"  metal  rim  at  the  momentarily  bearing  part  of  the  tyre.     It  will  be  obvious 

10  '^  that  one  advantage  of  this  arrangement  is  that  successive  outside  bands  or 
*^  tyres  can  be  renewed  from  time  to  time  without  the  necessity  of  wasting  the 
'^  tubular  air  chamber  between  it  and  the  metal  rim,  and  thus  greater  economy 
*'  will  be  attainable.  It  will  be  generally  most  convenient  to  have  the  filling 
^*  tube  of  the  tubular  air  chamber  projecting  from  the  surface  of  the  tubular 

15  ^'  air  chamber  resting  on  the  metal  rim,  in  which  a  hole  is  bored  through  which 
^*  to  pass  the  filling  tube. 

"  Where  thin  outer  tyres  are  used  I  slightly  thicken  their  edges  where  they 
^*  lie  inside  the  trough. 

"  Description  op  the  Drawings. 

20  ^<  Figures  1  and  2  are  transverse  sections  of  wheels  made  according  to  my 
"  invention. 

"  a  is  the  outer  tyre  of  india  rubber  or  other  elastic  material.  6  is  a  metal 
**  tyre  or  rim.    c  is  an  air  tight  tubular  chambar  and  d  is  the  filling  tube. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
25  <<  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — 

"  1.  The  combination  of  a  grooved  rim  or  metal  tyre,  and  an  arched  tyre  of 
"  india  rubber  or  other  flexible  material  held  in  the  groove  by  the  pressure  of 
^'  an  inflated  tube  within  the  arch  whioh  forces  its  edges  against  the  sides  of  the 
30  "  groove  substantially  as  described. 

"  2.  Tyres  or  rims  for  cycles  and  other  vehicles  consisting  of  the  parts  ah  c 
*^  combined  and  arranged,  substantially  as  described  and  shown  in  the 
**  drawings." 


At  the  date  of  the  Petition  hereinafter  mentioned  Bartletffs  Patent  was, 

35  subject  to  certain  licences,  vested  in  T'he  Dunlop  Pneumatic  Tyre  Company ^  Ld. 

On  the  28th  of  June  1898,  The  Oormully  and  Jeffery  Manufacturing  Company^ 
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presented  a  Petition  to  the  Board  of  Trade  asking  that  an  order  might  be  made 
that,  in  consideration  of  a  royalty  to  be  paid  by  the  Petitioners  equal  to  the 
largest  royalty  received  by  The  Dunlop  Pneutnatic  Tyre  Company^  Ld.  for  a 
similar  licence,  that  Company  might  be  ordered  to  grant  to  the  Petitioners  a 
licence  to  manufacture,  sell,  supply,  let  on  hire,  and  use  tyres  for  cycles  or  other  5 
vehicles  manufactured  according  to  the  Patent,  or  such  other  relief  as  the  Board 
of  Trade  might  think  just.    The  Petition  alleged,  inter  alia^  that  the  Petitioners 
were  the  proprietors  of  Letters  Patent  dated  the  21st  of  December  1894  (No. 
25,370  of  1894)  (hereinafter  called  the  Petitioners'  Patent),  granted  to  James 
Orieve  Lorrain  for  an  invention  of  "  Improvements  in  wheels,"  having  for  its  10 
object  the  production  of  means  for  strengthening  the  rims  and  felloes  of 
wheels  of    that  class  where  a  wood  or  similar  felloe  is  provided  with  a 
pneumatic  or  flexible  tyre ;  that  the  desirability  of  using  wood  rims  in  cycle 
and  other  wheels,  when  pneumatic  tyres  were  used,  had  for  some  years  past 
been  recognised  by  the  public,  wood  rims  being  more  resilient  and  lighter  than  15 
metal  rims,  but  that  these  advantages  were  discounted  by  their  liability  to  split, 
especially  in  the  case  of  wheels  upon  which  the  pneumatic  tyre  was  held  by 
means  of  the  pressure  exerted  by  the  air  inside  the  tyre  (such,  for  instance,  as 
tyres  made  in  accordance  with  BartleWs  Patent),  as  distinguished  from  the 
class  of  tyres  known  as  wired-on  tyres,  and  that  there  was  no  wood  rim  suitable  20 
for  the  former  class  of  tyre  on  the  market  capable  of  effectually  resisting  the 
heavy  lateral  or  pushing  pressure  brought  upon  it  when  the  tyre  was  inflated  ; 
that  in  the  invention  the  subject  of  the  Petitioners'  Patent  a  wood  rim  provided 
with  a  pneumatic  tyre  held  on  by  air  pressure  (without  wire  or  its  equivalent 
in  the  edges  of  the  tyre  cover)  capable  of  being  practically  used  had  been  for  25 
the  first  time  brought  before  the  public ;   that  the  Petitioners  manufactured 
and  sold  in  England  certain  tyres  and  rims  in  the  belief  that  they  were  not 
infringements  of  BartletPs  Patent,  but  that  they  had  been  restrained  from 
infringing  BartletVs    Patent,*  so  that  rims  made  in  accordance    with    the 
Petitioners'  Patent  could  not,  when  fitted  with  the  pneumatic  tyres  for  which  30 
they  were  intended,  be  used  without  the  licence  of  The  Dunlop  Pneumatic 
Tyre  Company^  TA.^  and  the  Petitioners  were  desirous  of  putting  in  practice  in 
the  United  Kingdom  with  regard  to  the  manufacture  and  sale  there  of  the 
invention  described  in  the  Specification  of  the  Petitioners'  Patent ;  that  on  the 
24th  of  November  1897  an  interview  took  place    between  the  Petitioners'  35 
solicitors  and  the  solicitor  for  The  Dunlop  Pnetimatic  Tyre  Company ^  Ld.j  and 
the  latter  declined,  on  behalf  of  his  clients,  to  grant  any  licence  under  BartletPs 
Patent  on  any  terms,  but  it  was  arranged  that  the  request  should  be  repeated  in 
writing;    at  such  interview  the  solicitor  for  The  Dunlop  Pneumatic  Tyre 
Company  J  Ld.^  alleged  that  his  clients'  purchase  of  BartletVs  Patent  was  upon  40 
condition  that  they  granted  a  licence  under  it  to  W.  E.  BartleiU  and  that  they 
should  have  liberty  to  grant  one  other  licence  and  no  more,  and  accordingly 
that  licences  had  been  granted  to  W.  E.  Bartlett  and  to  The  Clipper  Pneumatic 
Tyre  Companyy  Ld. ;   that  on  the  same  date  a  letter  was  written  by  the 
Petitioners'    solicitors   to   the   solicitors   of    The   Dunlop   Pneumatic    Tyre  45 
Company^  Ld.^  of  which,  omitting  formal  parts,  the  following  was  a  copy  : — 
^*  Referring  to  our  interview  this  morning,  we  would  again  ask  you  to  be  good 
"  enough  to  consider  whether  your  clients,  Tlie  Pneumatic  Compa/nyy  being  the 
"  owners  of  BartletVs  Patent,  No.  16,783  of  1890,  would  grant  our  clients,  The 
*'  Oormully  and  Jeffery  Manufacturing  Company ^  a  licence  under  that  Patent.  50 
**  We  should  be  prepared  to  pay  the  highest  royalty  you  receive  from  anyone. 


*  The   North   BritUh   Rubber    Company^   Ld,  and  Bartlett  v.  The   Oormully  and   Jeffery 
ManufadMring  Company,  13  a.P.C.  691,  U  R.P.C.  283,  and  (in  the  Honae  of  Lords)  16  RJ'.O.  245 
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**  You  Beemed  to  think,  at  onr  interview,  that  the  terms  npon  which  Tfie 
**^  Pneumatic  Uompany  purchased  the  Patent  in  question  precluded  them  from 
^'  granting  a  licence  ;  but  this  can  hardly  be  so,  as  there  is  no  doubt  that  the 
**  Patentee,  Bartle't^  and  The  Clipper  Company  could  join  in  granting  a  licence. 
fi  '*  You  will  recollect  that  the  ground  for  our  request  is  that  our  clients  are, 
*^  without  the  licence  now  applied  for,  unable  to  make  use  of  their  Patent,  No. 
"  25,370, 1894.  You  seemed  also  to  think  that  even  if  your  clients  were  free 
^^  to  do  as  they  pleased  they  would  decline  to  grant  us  the  licence  we  desire. 
^  We  hope  that  on  consideration  they  will  not  confirm  that  statement ;   but  as 

10  ^^  to  this,  as  well  as  generally  upon  our  application,  we  would  be  glad  to  hear 
^^  from  you  as  early  as  possible.  Please  let  us  hear,  at  the  latest,  by  Saturday 
"  next,  the  27th  inst." 

The  solicitors  to  the  Dunlop  Pneumatic  Tyre  Company^  Ld.^  replied  as 
follows  : — "  In  reply  to  your  letter  of  the  24th  inst.,  in  the  first  place  we  have 

15  **  not  the  power  to  grant  your  clients  a  licence,  and,  even  if  we  were  (aic),  we 
'^  should,  in  view  of  the  existing  licences  under  the  Patent,  have  to  very 
"  seriously  consider  our  position." 

The  Complete  Specific:ition  of  the  Petitioners'  Patent  (25,370  of  1894),  being  a 
communication  from  abroad  by  T.B.  Jeffery,  was,  so  far  as  materiid  to  this 

20  report,  as  follows  : — 

'^  My  invention  has  for  its  object  the  production  of  means  for  strengthening 
^  the  rims  or  felloes  of  wheels  of  that  class  where  a  wood  or  similar  felloe  is 
*'  provided  with  a  pneumatic  or  flexible  tire.  It  consists  in  a  combination  of 
*^  devices  hereinafter  described  and  claimed. 

25  ^'  In  the  drawings.  Figure  1  is  a  vertical  section  of  a  felloe  and  tire  embodying 
^*  my  invention.  Figure  2  is  a  perspective  view  of  a  section  of  the  felloe.  Figure 
'^  3  is  a  detail  of  the  metallic  washer.  In  the  drawings  A  represents  the  wooden 
^'  felloe,  and  B  the  outer  case  or  tube  of  a  pneumatic  tire,  a  represents  the 
'*  usual  flanges  on  the  edge  of  the  felloe  under  which  the  flanges  h  on  the  tire 

30  ^^  engage,  the  tire  being  held  to  the  felloe  by  the  said  engagement. 

^'  I  will  now  describe  my  improvements.  On  each  of  the  adjoining  edges^ 
•'  h^ — h^  of  the  tire  I  provide  a  groove  ^.  On  the  inner  face  of  the  felloe  I  form 
^*  two  ridges  or  shoulders  a^  This  leaves  a  depression  a'  between  the  ridges  a^ 
''  in  which  the  lapping  edges  h^ — l^  of  the  tire  lie. 

3 1  ''  It  will  thus  be  seen  that  by  the  provision  of  these  additional  flanges  a^  and 
*^  the  corresponding  grooves  V — IP  on  the  tire,  the  strain  on  the  felloe  is 
^  distributed  throughout  the  width  of  the  latter,  thereby  enabling  it  the  better 
^'  to  bear  the  heavy  lateral  or  bursting  pressure  brought  on  it  when  the  tire  is 
''  inflated,  and  preventing  the  splitting  at  the  base  of  the  flanges. 

40  "In  addition  to  or  in  the  absence  of  the  continuous  strengthening  flanges  or 
''  ridges  just  described  I  may  if  desired  employ  the  metallic  washers  C,  which 

"  form  seats  for  the  spoke  heads 

"  It  will  thus  be  seen  that  by  the  provision,  first,  of  the  ridges  a'  and  the 
"  corresponding  grooves  ^  on  the  tire,  and,  second,  of  the  washers  C  the  felloe 
45  "  is  materially  strengthened  at  its  weakest  points,  namely,  at  the  base  of  the 
"  flanges  a  and  the  longitudinal  line  through  the  spoke  perforations. 

*'*'  Again,  the  construction  and  arrangement  of  the  several  parts  is  such  that  the 
"  full  lateral  pressure  of  the  contained  air,  (which  is  essential  in  a  tire  of  this 
"  character  to  prevent  longitudinal  movement  between  the  tire  and  felloe)  is 
50  "  resisted  by  such  felloe  and  firm  mutual  interlocking  action  results. 

"  While  I  have  herein  described  the  invention  as  applied  to  a  wood  felloe, 

'^  and  it  is  perhaps  particularly  applicable  to  that  style  of  felloe,  yet  it  is  obvious 

"  that  the  invention  might  be  applied  to  a  felloe  of  any  material." 

There  were  ten  claims,  of  which  the  first  was  as  follows  : — "  In  a  wheel  the 

55  "  combination  with  the  felloe  and  flexible  tyre  engaged  thereto,  of  a  ridge  or 
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"  shoulder  on  the  inner  face  of  the  felloe,  and  within  the  enter  edge  thereof, 
"  and  a  groove  in  the  tyre,  into  which  said  ridge  on  the  felloe  Iccks,  aabstantialty 
'■  as  described." 


Affidavits  in  snpport  of  the  Petition  were  made  by  W.  H.  Kitto,  the 
Petitionera'  manager  in  England ;  J.  H.  Dodgaon,  a.  member  of  the  firm  of  5 
Boinpaa,  Bisckoff,  Dod-gson,  Coxe,  and  Bomjtas,  the  Petitioners'  solicUors ; 
F.  L.  Douglas,  the  Petitioners'  manager  of  the  tyre  department  in  the  United 
States  of  America  ;  T.  B.  Jeffery,  secretary,  manager,  and  superintendent  of  the 
Petitioners  ;  K.  E.  Phillips,  conBuUing  engineer  and  patent  agent ;  A.  Shar/te, 
consulting  engineer,  and  by  several  persons  connected  with  the  bicycle  trade.  10 
These  affidavits  contiiined  statements  alleging  the  utility  of  the  Petitioners' 
invention  and,  as  to  some  of  them,  that  it  had  an  extensive  use  in  the  United 
States. 

The  Board  of  Trade,  being  of  opinion  that  a  prima  /acit  case  for  relief  had 
been  made  ont,  required  the  Petitioners  to  deliver  copies  of  tbe  Petition  and  of  15 
the  documentary  evidence  ir  snpport  thereof  to  7'Ae  Dunlop  Pneu-^iatic  Tyra 
Company,  Ld.,  who,  on  the  11th  of  October  1898,  gave  notice  of  objection  to  the 
Petitionera'    application    and    subsequently   filed  a    number  of  affidavits  in 
opposition,   including  affidavits  of  Sai-veg  du  Cros,  their  chairman,  Dugald 
Clerk,  engineer,  and  J.  Swinburne,  engineer.    The  case  set  up  by  The  thinlop  20 
Pneumatic  Tyre  Company,  Ld.,  in  these  affidavits  was  that  tlie  Petitioners 
were  manufacturers  carrying  on  their  manufacture  entirely  in  America,  and 
having  only  agents  for  sale  in  this  coantry.    That  they,  TheDunlop  Pneumatic 
Tyre  Company,  Ld.  and  their  licensees  were  and  had  at  all  times  been  willing 
and  able  to  supply  tyres  suitable  for  use  with  the  Petitioners'  wooden  rims  in  25 
the  ordinary  course  of  business  and  at  reasonable  prices,  and  also  that  there  was 
no  invention  in  the  rim  described  in-the  Specification  of  the  Petitioners'  Patent. 
The   Petitioners  put  in  affidavits  in   reply,  including  one  by   W.  H.  Kitto, 
alleiring  that  of  the  licensees  of  Bartletfs  Intent  (from  whom  it  was  suggested 
that  the  Petitioners  might  obtain  tyres),  one.  The  North  Rubber  Company,  was  at  30 
arms  length  with  the  Petitioners,  that  the  Petitioners  had  endeavoured  to  obtain 
a  supply  of  tyres  from   The  Clipper  Tyre  Company  and  The  Palmer  Tyre 
Company,  that  an  order  was  placed  with  the  former  Company,  but  default  was 
made  in  delivery  and  the  tyres  wore  defective,  that  the  Petitioners  sued  for  and 
obtained  damages  for  breach  of  contract  against  The  Clipper  Tyre  Company  ;  :W 
and  that  The  Palmer  Tyre  Company  declined  to  enter  into  negotiations. 

The  North  British  Rubber  Company,  Ld.  gave  notice,  dated  the  5th  of 
November  1898,  of  objection  to  the  Petitioners'  application,  alleging  that  they 
were  late  owners  of  BnrthtCs  Patent  and  were  then  licensees  under  the  same, 
having  assigned  it  for  £200,000  and  for  the  licence  they  then  held,  the  own»e  40 
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haying  bound  themselvefl  to  grant  only  one  other  licence,  which  they  had  done ; 
and  they  put  in  affidavits  by  W,  Firth^  their  secretary,  U.  Gr,  Stewart^  assistant 
manager,  and  J.  Nicholh^  solicitor.  In  these  affidavits  the  facts  as  to  the 
assignment  by  The  North  British  Rubber  Company ^  Ld,  were  set  out,  and  it 
5' was  alleged  that  they  had  incurred  enormous  expense  in  supporting  Bartlett^s 
Patent,  that  they  had  made  large  extensions  to  their  works  and  laid  down 
machinery  for  the  manufacture  of  tyres  under  that  Patent,  and  that  such  plant 
and  machinery  had  never  been  fully  employed,  that  it  was  an  important  term 
of  the  said  sale  that  no  other  licence  should  be  granted  ;  that  since  the  sale  they 

10  had  continued  the  manu&cture  and  sale  of  the  said  tyres  at  a  considerable 
profit,  and  had  readily  and  properly  supplied  all  the  public  demand  on  them 
for  such  tyres,  that  they  had  not  been  applied  to  by  the  Petitioners  for  the 
supply  of  any  tyres  of  any  particular  section,  that  they  would,  however,  be 
prepared  to  supply  any  such  tyres  in  any  quantities  at  the  same  rates  as  they 

15  charged  other  customers,  that  they  stood  in  a  totally  different  position  to  Hie 
Dtmlop  Pneumatic  Tyre  Company^  Ld.y  and  their  interests  were  quite  distinct, 
the  diverse  interests  being,  that  the  grant  of  a  further  licence  under  BartletVs 
Patent  would  bo  an  express  violation  of  the  agreement  aforesaid,  that  another 
competitor  would  be  introduced  to  their  great  injury  and  it  was  submitted 

20  that  if  any  such  licence  as  applied  for  should  be  granted,  it  should  only  be 
granted  on  payment  to  them  of  a  considerable  portion  of  any  premium  paid 
proportionate  to  their  interests  thereby  prejudicially  affected, and  that  no  licence 
should  be  granted  without  their  consent,  and  reasonable  compensation  to  them 
for  the  prejudice  to  their  interests. 

25  The  Clipper  Pneumatic  Tyre  Company ^  Ld.  also  gave  notice  of  objection, 
dated  the  10th  November  1898,  to  the  Petitioners'  application  and  filed  an 
affidavit  by  J,  D.  Siddeley^  managing  director,  alleging  that  they  held  a  licence 
under  BartletVs  Patent,  that  the  consideration  paid  by  them  for  such  licence  was 
£70,000  as  well  as  an  agreement  by  them  to  pay  a  royalty,  that  the  inducement 

30  to  them  to  take  a  licence  on  such  terms  was  that  the  licensors  were  under 
covenant  not  to  grant  any  other  licence  to  manufacture  under  BartletVs  Patent 
beyond  the  licences  then  existing,  namely,  those  granted  to  The  North  British 
Rubber  Company y  Ld,  and  The  Palmer  Tyre  Company^  Ld, ;  that  acting  on  the 
belief  that  the  amount  of  competition  in  the  manufacture  of  tyres  under  the 

35  Bartlett  Patent  could  not  be  enlarged  they  had  expended  large  sums  of  money 
in  the  way  of  advertisement  and  otherwise  in  building  up  a  business  in  Bartlett 
tyres,  that  the  Company  would  suffer  prospective  loss,  because  if  the  Petitioners 
were  in  possession  of  a  meritorious  invention,  it  was  only  reasonable  to  expect 
that  the  Company  would  secure  a  fair  share  of  the  manufacturing  business  in 

40  the  tyres,  they  being  able  and  willing  to  supply  tyres  of  the  required  pattern 
and  quality  in  any  reasonable  quantity  on  reasonable  terms,  but  the  proposed 
licence  would  entirely  desti^oy  the  Company's  prospect  of  obtaining  any  share 
in  the  supposed  new  industry,  since  it  was  the  intention  of  the  Petitioners,  if  a 
licence  were  granted  to  them,  to  manufacture  in  America  and  to  import  their 

45  wheels  ready-made  into  this  country ;  that  the  grant  of  a  licence  to  the 
Petitioners  would  also,  if  their  case  as  to  the.  probability  of  wooden  rims 
superseding  metal  rims  were  true,  seriously  damage  the  Company's  established 
trade,  that  the  defence  of  their  interests  could  not  properly  be  entrusted  to  the 
Respondents  in  the  proceedings  because  their  interests  were  adverse  to  the 

50  Respondents'  interests  in  the  respects  therein  mentioned,  and  it  was  submitted 

that  the  Board  of  Trade  could  not  properly  determine  upon  what  terms  it  would 

in  the  circumstances  of  the  case  be  just  to  order  the  grant  of  a  licence,  without 

considering  to  what  extent  and  in  what  manner  the  proposed  licence  would 

.tend  to  the  prejudice  of  the  Company,  and  what  compensation  should  be  given 

55  to  it/  and  what  conditions  imposed  for  its  benefit,  upon  the  granting  and 

3  H 
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enjoyment  of  any  such  licence,  and  leave  was  craved  to  appear  and  take  part  in 
the  proceedings  and  adduce  evidence. 

Leave  was  granted  to  The  North  BHtish  Rubber  Gompanyj  Ld.  and  T%« 
Clipper  Pneumatic  7\fre  Gompant/y  Ld.  to  appear  and  take  part  in  the  pro- 
ceedings. ^ 

The  matter  came  on  for  hearing  before  Mr.  W.  R.  BOUSPIBLD,  Q.C.^  the 
Referee  appointed  by  the  Board  of  Trade  to  hear  the  Petition  and  to  report. 

Carson,  Q.C.,  T.  Terrell,  Q.C.,  W.  Neill  and  E.  O.  Hears  (instructed  by 
BompaSy  Bischoff,  Dodgson,  Coxe,  and  Bompas)  appeared  for  the  Petitioners ; 
Moulton,  Q.C.,  Roger  Wallace,  Q.C.,  A.  J.  Walter,  and  J.  A.  S.  Buchnill  10 
(instructed  by  J.  B.  and  F.  PurcJiase)  appeared  for  TJie  Dunlop  Pneumatic 
Tyre  Company,  Ld. ;  Edmunds,  Q.C.,  and  Gregson  Ellis  (instructed  by 
Nicholls  A  Son)  appeared  for  77ie  North  British  Rubber  Company,  Ld. ;  and 
C.  A.  Cripps,  Q.C.,  and  J.  W.  Gordon  (instructed  by  J.  B.  and  F.  Parchnse) 
appeared  for  The  Glixiper  Pneumatic  Tyre  Comjiany,  Ld.  15 

Carson,  Q.C.,  opened  the  Petitioners'  case,  stating  that  (b)  and  (c)  of  section  22 
of  the  Patents,  &c.  Act,  1883,  were  relied  on,  and  going  into  the  facts  and 
reading  the  correspondence  set  out  in  the  Petition. 

The  Referee. — I  had  better  mention  a  point  which  has  been  taken,  because 
I  daresay  a  similar  one  will  be  taken  here — that  substantially,  having  regard  20 
to  this  exclusive  agreement  (you  suggest  a  way  out  in  this  letter),  you  are 
asking  for  an  order  here  which  would  affect  not  merely  the  Dunlop  Company 
but  the  North  British  Company,  having  regard  to  their  agreement  that  only 
one  further  licence  should  then  be  granted,  I  think,  therefore,  it  may  be 
necessary — it  is  a  purely  formal  matter,  because  the  North  British  Company  25 
have  been  served  and  are  here — that  you  should  amend  the  prayer  of  your 
Petition  by  asking  for  an  order  not  only  against  the  Dunlop  Company  but  also 
against  the  North  British  Company. 

Moulton,  Q.C.,  submitted  that  that  could  not  be  done.     The  North  British 
Rubber  Company,  Ld.,  were  not  the  Patentees;  he  objected  to  them  being  30 
brought  in  as  Patentees.     [The  discussion  of  the  point  was  reserved.] 

Carson,  Q.C. — It  is  objected  to  the  Petition  that  the  Petitioners  are  an 
American  firm,  and  ought  not  to  be  allowed  to  compete  with  English  firms. 
The  Referee. — I  shall  want  to  know  whether  you  propose  to  manufacture  in 
England.  I  shall  possibly  want  an  undertaking  as  a  condition.  Moulton,  Q.C. —  35 
The  Petition  is  that  of  an  American  manufacturing  company.  The  REFEREE 
referred  to  clause  6.  Carson,  Q.C. — Of  course  the  Board  of  Trade  have 
complete  control.  They  can  put  it  in  as  a  condition.  The  Referee. — That  is 
what  I  was  indicating.  It  is  in  the  Petition ;  but  still  the  Board  of  Trade 
might  want  a  little  further  assurance  with  regard  to  a  matter  of  that  sort.  40 
Subsequently  the  Referee  said  that  he  should  like  to  understand  definitely 
that  the  Petitioners  were  prepared  to  work  imder  the  licence  if  granted. 

The  following  deponents  for  the  Petitioners  were  cross-examined,  namely, 
W.  H.  Kitto,  H.  M.  Hutchins,  R.  E.  Phillips,  Sir  Seymour  Bingham,  H.  Dell, 
P.  L.  Renouf,  G.  W.  Houk,  C.  Robinson,  and  E.  Holroyd.  45 

At  the  opening  of  the  second  day  of  the  hearing  Carson,  Q.C,  mentioned  the 
matter  of  a  proposed  offer  by  The  North  British  Rubber  Company,  Ld.  The 
Referee. — I  will  just  tell  you  how  the  matter  strikes  me,  and  whatever  course 
is  most  generally  convenient  with  regard  to  the  speediest  settlement  of  the 
matter  we  will  take.  Of  course  an  offer  of  that  sort  only  comes  in  technically  50 
here  as  a  sort  of  defence.  You  are  asking  here  for  a  licence  to  manufacture  in 
this  country  on  payment  of  royalties.  Then  The  North  British  Company  say 
they  are  quite  willing  to  supply  you.  Then,  as  I  have  intimated,  if  what 
appeared  to  be  a  genuine  offer  on  reasonable  terms  to  supply  you  were  made,  I 
I  do  not  think  the  Board  of  Trade  would  then  be  inclined  to  put  in  force  it^  55 
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compulsory  powers.  If  such  an  offer  were  made  and  accepted,  and  drawn  up 
in  writing  and  so  on,  then  as  a  safeguard  to  you  I  think  the  proper  course 
finally,  after  considering  the  matter  and  after  your  considering  whether  you 
could  accept  it,  would  be  simply  to  adjourn  the  Petition  sine  die,  which  would 
5  enable  the  Petitioners,  if  there  were  any  symptoms  that  that  was  not  a  genuine 
offer  afterwards  in  the  working  of  it  to  come  back.  I  think  that  would  be  a 
proper  course  to  take. 

[At  a  later  stage  an  offer  was  made  by  The  North  British  Rubber 
Company,  Ld.,  to  the  Petitioners,  as  hereinafter  appears.]     The  preliminary 

Ft)  point  of  jurisdiction  was  then  argued. 

Moulton,  Q.C. — Dealing  with  the  question  whether  section  22  applies  to  a 
Patentee  who  has  granted  an  exclusive  licence,  it  is  submitted  that  there  is 
nothing  in  the  purview  of  the  section  which  involves  interfering  with 
contractual  rights.     There  is  no  jurisdiction  here  to  make  an  order.    The  section 

15  was  intended  to  deal  with  the  possible  case  of  a  person  who  would  neither  work 
the  Patent  himself  nor  give  leave  to  others  to  work  it.  [The  REFEREE. — That 
does  not  apply  to  {c) ;  there  it  is  a  question  of  some  other  invention  being 
worked.]  If  a  man  has  made  an  improvement  on  what  another  man  has 
patented,  and  if  the  latter  will  not  use  it  or  let  the  other  use  it,  the  case  comes 

20  under  (c).  Bnt  the  only  person  who  can  be  affected  by  section  22  is  the  Patentee. 
The  only  method  of  enforcing  an  order  is  by  mandamus.  The  Patentee  who  has 
granted  an  exclusive  licence  has  no  power  to  grant  another,  and  the  contract 
would  be  a  good  defence  to  a  mandamus.  [The  REFEREE. — ^Would  it  make 
any  difference  if  an  order  were  asked  for  against  The  North  British  Rubber 

25  Company,  as  well  as  against  Tlie  Dunlop  Company?'}  It  cannot  be  asked 
against  them  under  the  section ;  there  is  no  default  on  their  part  to  grant 
licences. 

Edmunds,  Q.C. — TJw  North  British  Rubber  Company  have  paid  a  large 
premium  and  have  a  valuable  asset  which  should  not  be  destroyed  or  damaged. 

30  There  is  nothing  in  section  22  which  gives  the  Board  of  Trade  the  right  to 
interfere  with  vested  interests,  and  if  it  has  such  right,  the  discretion  of  the 
Board  could  not  be  properly  exercised  unless  provision  were  made  for  some 
apportionment  of  any  premium  or  royalties  which  should  be  granted. 

Gordon,  for  The  Glipjjer  Pneumatic  Tyre  Company,  Ld.,  drew  attention  to 

35  the  defiuition  of  ''  Patentee  *'  in  section  46,  viz., ''  the  person  for  the  time  being 

"  entitled  to  the  benefit  of  a  Patent."    The  jurisdiction  under  section  22  is 

therefore  limited  to  what  can  be  done  to   affect  the  rights  of  the  Patentee, 

without  affecting  the  rights  of  The  Clij>per  Company. 

Moulton,  Q.C. — In  Heap  v.  Hartley,  6  R.P.C.,  495,  it  was  held  that  an  exclusive 

40  licensee  is  not  a  patentee. 

The  Referee. — I  shall  report  this  point  to  the  Board  of  Trade  and  it  may 
affect  their  discretion.  It  will  remain  open  for  the  purpose  of  affecting  their 
discretion.  For  the  purpose  of  this  inquiry,  I  have  to  come  to  some  conclusion. 
I   shall  report  the  matter  and  the  objections  to  the   Board  of  Trade,  but 

45  it  is  necessary  that  I  should  express  an  opinipn  about  it  at  this  stage  ;  otherwise, 
if  I  felt  that  the  point  was  a  vital  point,  the  matter  would  come  to  an  end. 
I  do  not  take  that  view  at  all.  It  appears  to  me  that,  however  complicated  the 
interests  in  a  Patent  may  be,  there  is  ample  power  for  the  Board  of  Trade  to 
deal  with  a  matter  of  this  sort,  having  regard  to  the  fact  that  ^'  the  Patentee  *' 

50  means,  as  Mr.  Gordon  has  pointed  out,  as  defined  in  section  46,  a  person  for  the 
time  being  entitled  to  the  benefit  of  a  Patent.  It  does  not  matter  how 
complicated  that  person  is,  or  what  the  interests  may  be ;  they  can  all  be  brought 
before  the  Board  of  Trade  and  the  matter  can  be  dealt  with  compendiously. 
Mr.  Moulton  points  out  that  an  exclusive  licensee  is  held  not  to  be  able  to  bring 

55  an  action  as  if  he  were  the  owner  of  the  Patent.    In  order  to  bring  an  action 
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you  mnst  have  the  owner  of  the  Patent  before  the  Court.     In  order  to  bring  a 
proceeding  of  this  sort,  to  found  a  Petition  before  the  Board  of  Trade,  you  must 
have  here  the  owner  of  the  Patent.    You  must  have  the  person  (which  includes 
persons),  entitled  for  the  time  being  to  the  benefit  of  the  Patent — you  must 
have  them  all  present.    Mr.  MouUon  points  out  that  the  term  "  Patentee  "  cannot  5  . 
be  used  in  two  different  senses  in  different  parts  of  the  section ;  if  you  look 
at  the  Patentee  as  a  composite  person,  including  anybody  who  has  an  interest 
in  the   Patent,  the  default  of  course  must  be  the  default  of  the  composite 
person.    For  instance,  supposing  there  were  six  persons  who  were  joint  owners, 
of  a  Patent,  and  jointly  they  made  default,  it  could  not  be  said  that,  because  10 
one  of  the  six  had  not  done  something,  that  it  was  necessary  to  have  a  separate 
default  on  the  part  of  each  one  of  the  persons  interested  in  the  Patent.     It 
appears  to  me  that  for  the  purpose  of  a  compulsory  licence,  one  simply  has  to 
get  all  the  persons  interested  in  the  Patent  before  the  Board  of  Trade,  and  when 
all  the  persons  interested  in  it  are  before  the  Board  of  Trade,  the  Board  of  Trade  15 
then  has  power  to  deal  with  the  matter — of  course,  in  making  any  order,  having 
regard  to  what  their  contractual  relations  as  amongst  themselves  may  be,  and 
that  is  a  matter  which  will  be  left  absolutely  open.    I  shall  report  this  to  the 
Board  of  Trade,  and  it  may  have  some  influence  upon  discretion,  but  I  do  not 
think  that  it  affects  the  question  of  jurisdiction.  20 

The  Referee  then  suggested  that  the  question  of  The  North  British  Rubber 
Company^  Ld.  teing  joined  as  a  party  should  be  argued. 

r.  Terrell^  Q.C.,  for  the  Petitioners. — When  persons  make  a  contract,  they 
must  be  taken  to  make  it  with  regard  to  the  knowledge  of  the  law  which 
they  are  supposed  to  have.  The  Board  of  Trade  may,  under  the  Patents,  &c.  25 
Act,  1883,  order  the  granting  of  a  licence,  and  the  parties  must  be  taken  to  have 
made  their  contract  knowing,  and  with  the  intention  to  include,  the  possibility 
of  the  Board  of  Trade  interfering  with  it. 

Edmunds^  Q.C.,  for  The  North  British  Rubber  Company ^  Ld. — There  is  no 
jurisdiction  to  amend  the  Petition.    The  procedure  is  regulated  by  the  Rules,  30 
and  they  contain  no  power  whatever  to  amend  or  alter  the  form  of  the  Petition. 
[Rules  60  and  61  of  the  Patent  Rules,  1890,  were  read.] 

The  Referee  referred  to  section  87  of  the  Patents,  &c.  Act,  1883. 
.    MouUon^  Q.C.,  for    The   Dunlop    Pneumatic     Tyre    Company^  Ld. — The 
Petition  is  against  my  clients  alone  and  the  proceedings  have  gone  on  the  principle  35 
of  The  Dunlop  Company  being  the  Patentee.     [Rules  60  to  66  were  referred  to.] 
There  is  no  jurisdiction  to  bring  in  other  parties  and  to  apportion  the  rights 
between  them.     If   the  interpretation   suggested  is  right  the  Board  of  Trade 
ought  to  have  directed  an  inquiry  as  to  the  persons  interested  in  the  Patent, 
and  should  have  directed  the  Petition  to  be  served  on  all   of  them.     If  the  40 
"  Patentee  "  means  TJie  Dunlop  Company  that  must  be  the  meaning  through- 
out.   If  it  includes  other  people  then  there  is  no  proper  Petition  at  all. 

The  Referee. — Since  these  proceedings  were  initiated  an  agreement  has 
been  disclosed  under  which  it  appears  that  Tlie  North  British  Rubber  Company 
have  a  contract  with  the  Respondents  that  they  shall  only  grant  a  limited  45 
number  of  licences.  Section  87  of  the  Patents,  &c.  Act,  1883,  says :— "  The 
**  Person  for  the  time  being  entered  in  the  Register  of  Patents,  Designs,  or  Trade 
'*  Marks  as  proprietor  of  a  Patent,  copyright  in  a  Design,  or  Trade  Mark,  as 
**  the  case  may  be,  shall,  subject  to  the  provisions  of  this  A.ct,  and  to  any  rights 
"  appearing  from  such  Register  to  be  vested  in  any  person,  have  power  absolutely  50 
*^  to  assign,  grant  licences  as  to,  or  otherwise  deal  with  the  same  and  to  give 
"  effectual  receipts."  At  the  time  when  this  Petition  was  presented  it  did  not 
appear  from  the  Register  that  there  were  any  rights  of  the  nature  which  are  put 
forward  vested  in  The  North  British  Rubber  Company.  It  appears  to  me 
therefore  that  even  under  the  section  I  should  have  to  regard  The  Dunlop  55 
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Company  as  persons  entitled  absolutely  to  assign,  grant  licences,  and  so  on. 
The  section  also  provides  that  any  equities  in  respect  of  such  Patents  may 
be  enforced  in  like  manner  as  in  respect  of  other  personal  property.  It 
must  consequently  be  the  case  in  applications  of  this  sort  that  after  a  Petition 
5  is  lodged  some  interest  of  some  other  person  may  be  disclosed  to  which  the 
Board  of  Trade  will  have  to  have  regard.  When  such  interest  is  disclosed 
Mr.  Moulton  suggests  that  the  whole  proceedings  ought  to  be  put  an  end  to, 
and  that  a  fresh  Petition  ought  to  be  presented.  I  shall  advise  the  Board 
of  Trade  that  under  such  circumstances  an  amendment  ought  to  be  allowed, 

10  and  if  Mr.  Terrell  will  send  in  his  application  to  amend  it  will  be  dealt 
with  by  the  Board  of  Trade.  It  should  be  sent  in  in  the  form  of  a  letter 
requesting  to  amend  the  Petition.  At  the  same  time,  of  course,  if  any 
adjournment  is  necessary,  or  if  any  further  evidence  is  necessary  to  protect 
the  rights  of   the   parties,  that  will  be  a  matter  of  application,  and  one  will 

15  have  to  see  that  nobody  is  prejudiced  by  any  such  amendment.  I  do  not 
know,  Mr.  Terrell^  that  it  is  necessary  to  your  rights  at  all  that  an  amend- 
ment should  be  made. 

Terrell^  Q.C. — We  shall,  as  a  matter  of  precaution,  take  that  step.  Although 
I  do  not  think  that  it  is  necessary. 

20  The  Petition  was  subsequently  amended  by  adding  the  words  "and  The 
"  North  British  Rubber  vompany^  Ld,^  and  any  other  person  interested  in  the 
"  Patent,"  after  the  name  of  Tlie  Dunlop  Pneumatic  Tyre  Gampany^  Ld. 

The  following  deponents,  who  had  filed  affidavits  in  opposition  to  the  Petition, 
were  cross-examined,  namely,  J.  D,  Siddeley  and  Harvey  dti  Gros^  and  F.  (7. 

25  Baisley  was  called  on  behalf  of  21ie  Dunlop  Pneumatic  Tyre  Gompany^  Ld.y 
and  A.  Baker ,  the  London  manager  of  The  North  Bntish  Rubber  Gompanyy 
Ld,     W.  H,  Kitto  was  recalled  and  further  examined  and  cross-examined. 

On  the  fourth  day  of  the  hearing  an  offer  made  by  Tfie  North  British 
Rubber  Gompany^  Ld,,  to  the  Petitioners  was  put  in.    This  offer  was  "  without 

30  "  prejudice,"  which  Counsel  explained  to  mean  without  prejudice  to  the 
Company's  legal  position  under  the  proceedings.  The  REFEREE  stated  that, 
unless  these  words  were  struck  out,  he  would  not  hear  any  reference  to  the  offer. 
EdmundSj  Q.C,  assented  on  behalf  of  Tlie  North  British  Rubber  Gompany^  but 
stated  that  they  did  not  submit  to  the  jurisdiction. 

35  The  offer  made  was  subsequently  rejected,  and  evidence  was  given  on  the 
question  whether  the  offer  was  a  reasonable  one.  The  REFEREE  then  said  that 
he  wished  to  hear  the  grounds  on  which  the  Petitioners  contended  that  the 
offer  was  not  a  reasonable  one.  Terrell^  Q.C. — In  this  case  you  have  taken 
the  view  that,  if  a  reasonable  offer  is   made,  that  is  a   bar  to  ordering  a 

40  licence? 

The  Referee. — I  think  so  in  a  case  where  the  Petitioners  have  only  an 
improvement  in  detail  on  a  broader  Patent. 

.  Terrell,  Q.C. — ^The  point  is  a  very  serious  one,  because  a  Patentee  will  refuse 
to  do  anything  until  he  has  put  an  applicant  for  a  licence  to  a  great  expense  ; 

45  then  he  will  make  an  offer,  and  will  amend  that  offer  until  the  Board  of  Trade 
saj^s  that  it  is  reasonable. 

The  Referee. — The  North  British  Gompany,  in  their  declaration,  said  that 
they  were  willing  to  make  this  tyre.  It  would  then  have  been  open  to  you  to 
aiak  them  to  put  an  offer  in  writing.    If  they  had  made  an  offer  they  would  have 

50  been  bound  by  it  here.  Whether  I  should  have  amended  it  or  not  would  have 
been  a  matter  of  discretion,  but  they  would  have  run  se-  ious  risks  in  that  case, 
because  they  might  have  been  held  to  it.  Tou  must  not  complain  that,  under 
pressure,  their  offer  has  been  udade  a  little  more  favourable. 

Terrell^  Q.C. — On  principle  the  question  whether  or  not  a  person  is  entitled 

55  to  ^compulsory  licence  depends  on  the  question  whether  or  not  the  conduct  of 
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the  Respondents  at  the  time  when  he  had  to  apply  for  it  was  sach  as  to  jastify 
his  so  doing.  We  did  not  apply  to  the  North  British  Company  before  the 
Petition,  because  the  litigation  between  ns  was  still  going  on  ;  also  that 
Company  did  not  then  own  the  Patent. 

The  Referbb.-^I  do  not  attach  much  importance  to  the  question  of  conduct.  5 
You  were  quite  right  in  going  to  the  Dunlop  Company  and  asking  for  a 
licence.  Then  the  North  Bntish  Company  put  in  their  declaration.  They 
say  they  are  willing  to  make  these  tyres  for  you.  I  do  not  think  this  is  a 
case  in  which  either  one  side  or  the  other  ought  to  be  prejudiced  by  the  exact 
form  or  shape  that  the  matter  has  taken  beforehand.  There  is  no  power  as  to  10 
costs  in  the  matter.  It  might  be  material  ad  to  costs,  but  I  cannot  see  that  it 
would  have  any  relevance  as  to  anything  else  but  costs. 

Terrell^  Q.C. — With  reference  to  the  facts  of  this  particular  case,  the  Petitioners' 
invention  is  not  a  trifling  variation  of  the  Respondents^  invention,  but  a 
substantial  invention  of  which  the  public  ought  to  have  the  benefit.  [The  15 
Referee. — It  is  a  variety  of  the  Bartlett  species.]  I  submit  not,  it  is  an 
invention  of  a  rim  that  will  not  split,  and  the  Petitioners  have  to  use  a  variety 
of  the  Bartlett  method  of  attachment  in  order  to  be  able  to  put  their  rim  on 
the  market.  [The  Referee. — Is  not  the  Petitioners'  Patent  for  a  combination 
of  tyre  and  rim  ?]  The  Act  of  Parliament.contemplated  that  the  person  owning  20 
the  second  invention  should  put  his  own  invention  on  the  market.  That  is  to 
say,  that  if  he  got  over  this  stage  in  the  argument — ^if  he  got  over  this  difficulty, 
that  he  had  to  satisfy  the  Board  of  Trade  that  he  had  got  a  substantial  invention 
of  which  the  public  ought  to  have  the  benefit — ^then  it  is  the  contemplation  of 
the  Statute  that  he  should  put  it  upon  the  market,  and  not  the  original  invention.  25 
The  words  of  the  Act  are  : — ''  If  on  the  Petition  of  any  person  interested  it  is 
"  proved  to  the  Board  of  Trade  that  by  reason  of  the  default  of  a  Patentee  " — 
not  to  manufacture  but — '^  to  grant  licences." 

The  Referee. — I  think  the  meaning  of  the  word  '*  default "  is  this.    There 
can  only  be  default  in  a  case  in  which  it  is  shown  that  it  comes  within  one  30 
of  these  clauses  as  being  a  case  in  which  a  licence  ought  to  be  granted  ;  if 
it  is  not  a  case  in  which  a  licence  ought  to  be  granted  then  there  would  not  be 
default. 

Terrell,  Q.C— I  submit  that  the  word  "  default "  is  not  fully  satisfied  by  that 
definition.  If  there  is  a  substantial  invention,  of  which  the  public  ought  to  35 
have  the  benefit,  then  I  submit  that  it  does  not  satisfy  the  Act  for  the  Patentee 
to  say,  "  I  will  manufacture  your  invention  to  the  satisfaction  of  the  public," 
but  he  is  bound  to  say,  "  I  will  allow  you  to  manufacture  your  invention."  The 
Respondents  ought  to  show  that  they  were  prepared  to  grant  a  licence  on 
reasonable  terms.  Section  22  was  passed  for  the  purpose  of  reducing  the  rights  40 
of  Patentees.  It  is  intended  to  compel  the  owners  of  a  master-patent  to  grant 
licences,  if  they  do  not  supply  the  requirements  of  the  public,  under  sub-section 
(&),  and  to  grant  licences,  if  an  invention  cannot  be  put  before  the  public,  under 
sub-section  {c). 

The  Referee. — ^This  point  is  not  new  to  me,  and  I  can  tell  you  my  45 
view  in  two  or  three  words.  It  is  that  this  is  a  case  in  which  the  invention 
which  the  Petitioners  desire  to  manufacture  is  an  improved  variety  of  a 
species  covered  by  the  Respondents'  Patent ;  and  that  in  a  case  of  this  kind 
the  Board  of  Trade,  in  the  exercise  of  its  jurisdiction,  ought  not  to  put  the 
section  into  operation  at  all,  if  there  is  a  bond  fide  ofEer  to  manufacture  on  50 
reasonable  terms  the  improved  variety  which  the  Petitioners  desire  to  manu- 
facture. That  is  my  view  of  the  matter  and  I  shall  advise  the  Board  of 
Trade  accordingly,  so  that  I  should  like  to  hear  what  you  have  to  say  about  the 
reasonableness  of  the  offer  which  is  made.  It  is  a  matter  of  discretion,  and  I 
do  not  think  the  Board  of  Trade,  in  the  exercise  of  its  discretion,  ought  to  put  55 
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this  section  into  operation  at  all  in  a  case  of  this  sort  if  a  reasonable  offer  is 
made  to  manufacture  the  improyed  variety. 

Some  discussion  then  took  place  as  to  the  reasonableness  of  the  offer  made,  in 
the  course  of  which  the  Rbferbb  intimated  that  in  his  opinion  the  parties 
5  appearing  in  opposition  were  entitled,  in  making  their  offer,  to  reserve  to 
themselves  the  full  manufacturers'  profit  upon  the  rubber  tyres  which  they 
proposed  to  manufacture  and  supply,  and  that  the  Petitioners  ought  to  be 
content  with  the  manufacturing  profit  on  the  wooden  rim  which  they  would 
themselves  manu&cture,  and  such  additional  profit  as  the  superior  merit  of 
10  their  wheel — ^tyre  and  rim  combined — would  enable  them  to  add  to  the  price 
charged  to  the  public. 

The  RSFBRBB. — The  conclusion  to  which  I  have  come  is  that  the  offer 
appears  to  me  a  reasonable  one,  and  one  that  ought  to  be  accepted.  I  assuine  it 
if  made  bond  fidey  and  that  the  details  will  be  worked  out  by  The  North  British 
15  Company  in  a  reasonable  spirit  and  on  a  commercial  basis,  and  I  propose  to 
send  an  interim  report  to  the  Board  of  Trade  to  that  effect,  and  to  adjourn  the 
Petition  sine  die.  That  will  leave  you  free  to  make  your  terms  on  the  basis  of 
that  offer.  If  at  any  future  time  it  appears  from  anything  that  the  offer  was 
not  a  bond  fide  one  you  will  have  this  secnrity,  that  you  will  be  able  to  ask 
20  to  have  the  Petition  restored.  If  I  can  help  the  parties — I  do  not  know  th^t 
I  ought  to  do  it  as  representing  the  Board  of  Trade — I  shall  be  glad  to  do  it. 

Terrell^  Q.C. — ^We  will  accept  the  dismissal  of  the  Petition  rather  than  the 
offer.    The  Board  of  Trade  must  make  up  its  mind  whether  or  not  it  will 
accede  to  the  Petition. 
25      The  Rbferbb. — I  have  told  you  what  the  view  is. 

Terrell^  Q.C. — I. quite  appreciate  it.    It  is  that  no  order  should  be  made.   We 
feel  that  the  Board  of  Trade  might  take  a  different  view. 

The  Rbfbrbb. — May  I  take  it,  for  the  purpose  of  my  report — which  then 
would  not  be  an  interim  but  final  report — that  you  refuse  this  offer  ? 
30       Terrell,  Q.C— Yes. 

The  Rbfbrbb. — Then  that  will  enable  me  to  report  finally. 
On  the  27th  of  July  1899  the  Board  of  Trade  dismissed  the  Petition,  and  made 
no  order  thereon. 
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J.  C.  and  J.  Fieldy  Ld.  v.  The  Wagel  Syndicate^  Ld. 


In  the  High  Court  op  Justice.— Ch a nobry  Division. 

Before  Mr.  JUSTICE  BYRNE. 

December  Ist,  1899. 

J.  C.  AND  J.  Field,  Ld.  v.  The  Wagel  Syndicate,  Ld. 

Action  to  restrain  Defendants  from  passing  off  their  goods  as  tJie  Plaintiffs\  5 
and  from  infringing  the  Plaintiffs*  Trade  Mark. — Action  set  down  without 
2dead%ngs, — Limited  number  of  trade  witnesses  to  be  called. 

In  October  1899  J.  C.  and  J,  Fields  Ld.^  commenced  an  action  against  The 
Wagel  Syndicate^  Ld.^  for  an  injunction  to  restrain  the  Defendants,  their 
managers,  servants,  and  agents  from  passing  off,  or  attempting  to  pass  off,  or  10 
enabling  or  assisting  others  to  pass  off,  any  soap  not  of  the  manofacture  of  the 
Plaintiffs  as  or  for  the  goods  of  the  Plaintiffs,  whether  by  the  use  of  the  term 
"  Savoline  "  or  otherwise  howsoever,  and  from  selling,  or  offering,  or  exposing, 
or  advertising  for  sale,  or  procuring  to  be  sold  any  snch  soap  as  aforesaid  under 
the  name  '*  ^voline,*^  or  under  any  other  name  which,  by  colourable  imitation  15 
of  the  Plaintiffs'  word  ^'  Savonol  *'  or  otherwise,  is  calculated  to  represent  or 
lead  to  the  belief  that  such  soap  is  ^'  Savonol "  soap,  or  soap  of  the  Plaintiffs' 
manufacture,  and  from  in  any  manner  infringing  the  Plaintiffs*  registered 
Trade  Mark  No.  96,997. 

The  Plaintiffs  gave  notice  of  motion  for  an  Interlocutory  Injunction,  and  20 
Defendants  gave  notice  of  motion  to  rectify  the  Register  of  Trade  Marks  by 
expunging  tiJie  Plaintiffs*  Trade  Mark. 

After  some  affidavits  had  been  filed  by  both  parties,  the  motion  came  before 
Mr.  Justice  BYRNE  on  the  1st  of  December. 

Levett^  Q.C.,  and  Sebastian  (instructed  by  Edward  Chester)  appeared  for  the  25 
Plaintiffs ;  John  Cutlery  Q.C.,  and  Walter  (instructed  by  LempHere  &  Co.) 
appeared  for  the  Defendants. 

After  some  discussion  it  was  arranged  that  no  order  should  be  made  on  the 
Plaintiffs'  motion,  and  the  costs  to  be  costs  in  the  action,  which  was  to  be  set 
down  for  trial  at  once  without  pleadings,  and  that  the  Defendants'  motion  to  30 
rectify  should  also  be  set  down  and  come  on  with  the  trial  of  the  action. 

John  Cutler^  Q.C.,  suggested  that  it  should  be  arranged  that  only  two  trade 
witnesses  should  be  called  on  each  side  to  speak  as  to  the  probability  or 
improbability  of  deception. 

Byrne,  J. — That,  I  think,  will  be  a  very  sensible  thing  to  do.    I  do  not  know  35 
whether  it  is  a  wholesale  and  retail  trade. 

John  Cutler^  Q.C. — ^Let  us  say  three  trade  witnesses  on  each  side. 

Levetty  Q.C. — I  will  agree  to  that ;  but  we  had  better  have  three  because  we 
have  a  laundry  trade. 

Byrne,  J. — ^Not  more  than  three  expert  trade  witnesses  on  either  side.  40 

Levetty  Q.C. — ^We  will  be  content  with  that  to  save  expense. 
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